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PKEFACE 

TO 

THB    THIRD    EDITION. 


DuKOfO  the  six  years  which  have  passed  since  the  second  edition 
of  this  book  was  submitted  to  the  profession,  many  new  cases 
have  been  decided  vrith  respect  to  the  registration  and  the 
infringement  of  trade  marks,  varions  amendments  have  been 
made  in  the  Act  of  1883,  and  the  important  Merchandise 
Marks  Act,  1887,  has  become  law.  These  additions  to,  and 
alterations  in,  the  law,  together  with  other  new  matter,  account 
for  the  expansion  of  the  book  firom  500  pages  to  650.  The  6ases 
cited  have  increased  in  number  by  nearly  one-half. 

The  Trade  Marks  Begistration  Acts,  1875-7,  are  reprinted  ; 
since,  though  they  are  repealed,  the  validity  of  trade  marks 
registered  under  them  still  depends  upon  the  terms  of  the  Acts 
in  force  at  the  date  of  registration,  and  a  reference  to  those 
Acts  is  frequently  necessary  in  order  to  correctly  appreciate 
the  bearing  of  the  earlier  decision& 

in  this  edition^  as  in  former  editions,  a  large  number  of 
American  and  colonial  decisions  are  cited,  both  because  of  the 
sale  which  this  book  has  obtained  in  the  United  States  and  the 
Colonies,  and  also  because  of  the  increasing  extent  to  which  such 
decisions  are  cited  in  this  country.  ^^  Although,''  as  Gockbum, 
C.J.,   said   (a),  'Hhe  decisions  of  the  American  Courts  are,  of 

(a)  Scaramanga  t.  Stamp,  6  G.  P.  D:  295—803; 
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course,  not  binding  on  ns,  yet  the  sound  and  enlightened  views 
of  American  lawyers  in  the  administration  and  development  of 
the  law — a  law,  except  so  fieu:  as  altered  by  statutoiy  enactment, 
derived  £rom  a  common  source  with  our  own — entitle  their 
decisions  to  the  utmost  respect  and  confidence  on  our  part" 
These  decisions  are,  it  is  admitted,  ^intrinsically  entitled  to 
the  highest  respect"  (a),  having  been  delivered  by  acute  and 
practised  judges,  after  full  consideration  of  English  as  well  as 
American  authorities ;  and  it  may  reasonably  be  anticipated  that 
English  judges  will  in  similar  circumstances  arrive  at  similar 
conclusions. 

The  author's  thanks  are  due  to  various  Mends  at  the  Bar 
and  at  the  Patent  Office,  for  useful  hints  and  assistance,  in 
particular  to  Mr.  C.  C.  Hbnslet,  of  Lincoln's  Inn,  and  Mr. 
Arnold  Glover,  of  the  Inner  Temple,  who  have  given  much 
valuable  help. 

The  English  cases  are  brought  down  to  the  present  month.  It 
should  be  observed  that  the  decision  in  In  re  Dunn^  41  Ch.  D. 
439,  has  been  reversed  by  a  majority  in  the  House  of  Lords 
(^710  V.  Dimn,  June  19th,  1890). 

L.  B.  S. 


IS,  New  Squabe,  Lincoln's  Inn, 
June,  1890. 


(a)  See  per  Patteson,  J.,  in  Beverley  v,  Lincoln  Qm  Light  and  Coke  Cb.,  6  Ad. 
&  EIL  829-87,  and  Bacon,  V.G.,  in  Dawson  «.  Bank  if  Whitehaeen,  4  Ch.  D. 
639-48. 
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HaU  V.  Barrows,  M.  B.— 32  L.  J.  Ch.  548;  9  Jar.  N.  &  483;  8  L.  T.  N.  S.  227; 
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Hankinson,  In  re,  8  U.  S.  Pat.  Gaz.  89 ;  Dig.  464  623 
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36  W^.  B.  576  ...         ...         ...         •••         ...        ...        ...         ...         183,  oOT 
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Hegeman  v.  CByme,  9  Daly,  264 137, 149,  244,  245 
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Dig.  400        ...        ...        ...        ...        ...        ...        ...  4, 39, 65, 69, 73, 183 


XXVlll  TABLE  OF  CASES. 

Hit— Hub  PAGB 

Hitchcock  V.  Coker,  6  Ad.  &  E.  438 ;  1N.&P.796;  2H.«cW.464;  6L.J.Bx. 

^ •  O9   ^00  I  JJl^a  Oc)  •••       *•■       •••       •••       •••       •••       ••*       •••       •■•    «So4 
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Hop  Bitters  Manafaotiiring  Co.  v.  Luke,  10  V.  L.  R.  (E.)  234 64,  259 
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116,  291,  327,  338,  341 

Hoyle  &  Sons,  Limited,  7»  rtf  (1),  V.  C.  H.— May  8th,  1880     548 
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THE  LAW  OF  TRADE  MARKS. 


CHAPTER  I. 

GENERAL  OTTRODUCTION. 


The  general  principle  upon  which  the  Courts  exercise  General  prin- 
jnrisdiction  in  the  case  of  trade  marks  is,  that  "  a  manu-  ^k^w. 
factnrer  who  produces  an  article  of  merchandise  which  he 
announces  as  one  of  public  utility,  and  who  places  upon  it 
a  mark  by  which  it  is  distinguished  from  all  other  articles 
of  a  similar  kind,  with  the  intention  that  it  may  be  known 
to  be  of  his  manufacture,  becomes  the  exclusive  owner  of 
that  which  is  henceforth  called  his  trade  mark.  By  the 
law  of  this  country — and  the  like  law  prevails  in  most  other 
civilised  countries — he  obtains  a  property  in  the  mark  which 
he  so  affixes  to  his  goods.  The  property  thus  acquired  by 
the  manufacturer,  like  all  other  property,  is  under  the  pro- 
tection of  the  law,  and  for  the  invasion  of  the  right  of  the 
owner  of  such  property  the  law  affords  a  remedy  similar  in 
all  respects  to  that  by  which  the  possession  and  enjoyment 
of  all  property  is  secured  to  the  owners  "  (a).  "  A  man  is 
not  to  sell  his  own  goods  under  the  pretence  that  they 
are  the  goods  of  another  man ;  be  cannot  be  permitted 
to  practise  such  a  deception,  nor  to  use  the  means  which 
contribute  to  that  end.  He  cannot,  therefore,  be  allowed 
to  use  names,  marks,  letters,  or  other  indicia  by  which 
he  may  induce  purchasers  to  believe  that  the  goods  which 

(a)  Per  Bacon,  Y.-C,  in  Bantome  v.  Graham,  51  L.  J.  Ch.  897. 
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he  is  selling  are  the  mano&cture  of  another  person  "  (a). 
'^  Supposing  the  rival  trader  to  have  obtained  celebrity  in 
his  manufactore,  he  is  entitled  to  all  the  advantages  of  that 
celebrity,  whether  resulting  from  the  greater  demand 
for  his  goods,  or  from  the  higher  price  which  the 
public  are  willing  to  give  for  them,  rather  than  for  the 
goods  of  other  manu£etcturers  whose  reputation  is  not  so 
high.  Where,  therefore,  a  manufisu^turer  has  been  in  the 
habit  of  stamping  the  goods  which  he  has  manufactured 
with  a  particular  mark  or  brand,  so  that  thereby  persons 
purchasing  goods  of  that  description  know  them  to  be 
of  his  manufacture,  no  other  manufacturer  has  a  right  to 
adopt  the  same  stamp.  By  doing  so  he  would  be  sub- 
stantially representing  the  goods  to  be  of  the  manufacture 
of  the  manufacturer  who  had  previously  adopted  the 
stamp  or  mark  in  question,  and  so  would  or  might  be 
depriving  him  of  the  profit  he  might  have  made  by  the  sale 
of  the  goods  which,  ex  hypothesis  the  purchaser  intended 
to  buy.  The  law  considers  this  to  be  wrong  towards  the 
person  whose  mark  is  thus  assumed,  for  which  wrong  he 
has  a  right  of  action,  or,  which  is  the  more  effectual 
remedy,  a  right  to  restrain  by  injunction  the  wrongful 
use  of  the  mark  thus  pirated  "  (6). 

The  function  of  the  trade  mark  is  to  give  the  purchaser 
a  satis&ctory  assurance  of  the  make  and  quality  of  the 
article  he  is  buying.  Thus,  it  was  said  by  Lord  Cotten- 
ham,  C.  (c),  "  take  apiece  of  steel :  the  mark  of  the  manu- 
facturer from  whom  it  comes  is  the  only  indication  to  tlie 
eye  of  the  customer  of  the  quality  of  the  article ;  so  it  is  of 


(a)  Per  Lord  Langdale,  M.  R.,  in 
Perry  v.  Truefttt,  6  Beav.  66. 

(Jf)  Per  Lord  Cran worth,  C,  in 
Seixo  Y.  Pratfezendej  L.  R.  1  Ch.  192. 
And  see  per  the  United  Btates 
Supreme  Court  in  Canal  Co.  v. 
Clark,  13  WalL  311 ;  McLean  v. 
Fleming,  96  U.  8.  Rep.  245,  and 
Amotkeag  Manufacturing  Co.  v. 
Trainer,  101  U.  8.  Rep.  51;  and 


per  Molesworth,  J.,  in  the  Supreme 
Court  of  y  ictoria  in  In  re  Brebner^ 
2  W.  &  W.  12 ;  and  per  Levinge,  J., 
in  the  High  Court  of  Ben^,  in 
Orr-Ening  ^  Co,  v.  QraiA,  Smith  4^ 
Co,,  2  Hyde  185. 

(p)  In  Spottitwoode  y.  Clarke^  2 
Ph.  154 ;  and  see  Sold  v.  QeiMendorf^ 
1  Wilfl.  (Ind.)  60 ;  Kidd  v.  JoKuMon^ 
100  U.  8.  Rep.  617. 
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blacking,  or  any  other  article  of  mannfactore  the  particnlar 
quality  of  which  is  not  discernible  by  the  eye."  It  is  on  the 
&ith  of  the  nuurk  being  genuine,  and  representing  a  quality 
equal  to  that  which  he  has  previously  found  a  similar 
mark  to  indicate,  that  the  purchaser  makes  his  purchase. 
''That,  in  truth,"  said  James,  L.  J.  (a),  ^4s  the  meaning 
and  object  of  a  trade  mark.  It  indicates  this — that  you 
may  take  this  as  a  warranty  that  it  has  come  from  the 
particular  manu&cturer  of  the  goods  with  which  you  have 
been  hitherto  pleased."  So  again,  it  was  said  by  Kay,  J.  (6) 
— ^"  What  does  a  trade  mark  mean  ?  It  means  the  mark 
under  which  a  particular  individual  trades,  and  which 
indicates  the  goods  to  be  his  goods — either  goods  manu- 
&ctxaed  by  him,  or  goods  selected  by  him,  or  goods 
which  in  some  way  or  other  pass  through  his  hands  in  the 
course  of  trade.  That  is  the  meaning  of  a  trade  mark. 
It  is  a  mode  of  designating  goods  as  being  the  goods 
which  have  been,  in  some  way  or  other,  dealt  with  by  the 
person  who  owns  the  trade  mark." 

Yet,  while  the  object  of  the  trade  mark  is  to  indicate  Mere  state- 
qnality,   a  mere  English  adjective,  or  word  in  common  ^^i^ym, 
nse  (c),   which  indicates  quality  and  nothing  more,  not  trade  mark. 
serving  to  connect  the  goods  with  any  particular  manufieic- 
torer  or  seller,  cannot  be  appropriated  as  a  trade  mark ;  for 
no  person  can  be  permitted  to  exclude  others  from  the  use 
of  words  common  to  all,  even  in  their  application  to  goods ; 
and  without  such  exclusive  appropriation,  the  mark  is  a 
mere  statement,  offering  no  guarantee,  and  making  no  one 
responsible  for  its  correctness.  And  in  the  same  way  the  use 
of  a  mark  which  has  for  its  object  the  enabling  purchasers 

(a)  Massam  v.  J,  W.  Thorley't         (d) Brahamy.  JBugtard,lB.ScTA. 

Cattle  Food  Cd.,  (2)  14  Ch.  D.  748 ;  447 ;  Raggett  v.  IHndlater,  L.  B. 

and  see  Amoskeag  Mant^aeturing  17  Eq.  29 ;  In  re  Barrotvt^  5  Ch. 

G?.y.7Vfliii^,10lU.8.Rep.51;j%-  D.    363;  SpottUwoode  v.    Clarke, 

gett  and  Myert  Tobacco  Co,y.  Hynee^  1  Coop.  264 ;  OiUott  v.  JEsterhrooky 

20Fed.Bep.883;i?b;^y.ilfi9n«9k2»,  R.  Coz,  353;   Osgood  v.  Allen,  1 

128  U.  8.  Bep.  182.  Holmes  185 ;  In  re  Eagle  Pencil  Co,, 

{b)  In  re  Australian  Win   Im-  10  U.  8.  Pat.  Qaz.  981. 
porters,  Ld.,  41  Cb.  D.  278. 

b2 
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to  divide  into  equal  pieces  the  sabstance  to  which  it  is 
applied,  cannot  deprive  other  makers  of  the  right  to  nse 
other  somewhat  similar  marks  with  the  same  object  (a). 
Exception.         Marks,  however,  which  do  serve  to  indicate  the  produc- 
tion of  a  certain  manufacturer,  though  at  the  same  time 
subject  to  variation  for  the  purpose  of  denoting  different 
quedities,  are  entitled  to  protection  (6).    And  it  may  be 
observed  that  a  symbol  or  word  indicating  quality  in  one 
class  of  goods  need  not  necessarily  do  so  in  another  (<;). 
Trade  mark        The  use  of  the  trade  mark  is  not  in  all  cases  to  designate 
SdicaUre'of  ^^®  maker  of  the  substance  to  which  it  is  attached  (d), 
aotaal  manu-  though  that  is  usually  80 ;  it  may  indicate  some  other 
person  who  has  expended  labour  on  the  article,  so  that,  as 
finished,  it  owes  some  portion  of  its  value  to  him.    Thus, 
in  a  case  in  the  Supreme  Court  of  New  York  {e)  it  was 
held  that,  where  one  person  manu&ctured  cotton  cloths, 
and  another  printed  them,  the  mark  was  indicative  of  the 
printer  and  not  of  the  original  manufacturer.    So  a  trade 
mark  has  been  recognised  as  indicating  the  bleacher 
who  finished  the  goods  which  another  person  had  manu- 
factured (/) ;  and   in  the  same  way,  one  may  serve  to 
denote  the  importer  (g)  or  exporter  (h)  of  manufactured 
goods. 


(a)  Jkivsman  and  Drummond 
Tobaoeo  Co,  y.  Buffner,  15  IJ.  S. 
Pat.  Gaz.  659. 

(h)  Hirtt  V.  Benham,  L.  R.  14 
Eq.  542 ;  Hantome  v.  Oraham,  61 
L.  J.  Ch.  897;  Moset  v.  Sargood^ 
Dig.  636;  Sohl  y.  OeUeruUnf,  1 
wSs.  (Ind.)  60 ;  Oodillot  v.  Harrii 
(per  Danforth,  J.),  81 N.  Y.  263.  See 
Stokei  V.  Landgraffy  17  Barb.  608; 
B.  Cox,  137 ;  GUloU  y.  KetOe,  3 
Buer,  624 ;  R.  Cox,  148  ;  GUlott  y. 
EgUrhrook,  47  Barb.  455  ;  R.  Cox, 
840;  48  N.  Y.  374;  Amotkeag 
Manttfacturing  Co.  y.  TVainer,  101 
U.  S.  Rep.  51 ;  Merry  y.  Eoopes,  111 
N.  Y.  415 ;  Balli  y.  Fleming,  Ind. 
L.  R.  3  Calc.  417.  And  see  Wood 
V.  Lambert,  32  Ch.  D.  247. 

(0)  In  reEnglUK,  U.  8.  Pat.  Comzn. 


Decis.  1870,  142;  In  re  Dick  4^  Cb., 
9  U.  S.  Pat.  Gaz.  538. 

(rf)  See  per  Bacon,  V.-C,  in  Ihrd 
V.  Foster,  L.  R.  7  Ch.  611. 

(e)  Amoikeag  Man^aetuHng  Co. 
y.  Gamer,  56  Barb.  151;  R.  Cox, 
641.  Bee  Amoikeag  Manttfaeturing 
Co,  y.  Oamer  (2),  64  How.  Pr. 
298,  and  Wamiutta  MiiU  y.  AUm, 
12  Phila.  635. 

(/)  In  re  Syhes,  43  L.  T.  N.  8. 626. 

Or)  OodUlat  y.  Hauurd,  44  K.  Y. 
Saper.  Ct  427 ;  RtdU  y.  Flemifkg, 
Ind.  L.  R.  3  Calc.  417;  Taylor 
y.  Viraiami,  Ind.  L.  R.  6  Mad. 
108. 

(h)  Robinstm  y.  Unlay,  9  Ch.  D 
487,  though  it  was  held  on  appeal 
that  in  that  particular  instance  this 
was  not  the  case. 
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Again,  a  trade  mark  may  be  bo  composed  as  to  indicate  '^7  be  in- 
that  the  goods  have  been  examined  and  selected  by  a  selector. 
person  of  known  ability,  so  that  they  have  attributed  to 
them  such  valae  as  his  approval  can  give,  and  his  reputa- 
tion depends  upon  their  corresponding  to  their  alleged 
quality.  In  such  a  case,  therefore,  the  trade  mark  belongs 
to  the  selector  and  not  to  the  manufacturer  (a). 

To  go  farther,  it  is  not  necessary  that  the  goods  to  which  May  indicate 
the  mark  is  affixed  should  be  manufactured  goods  at  all ;  ^acta. 
it  is  sufficient  if  the  vendors,  whose  property  the  trade 
mark  is,  have  alone  the  opportunity  of  procuring  the  article 
in  question,  so  that  the  trade  mark  indicates  accurately 
the  source  from  which  the  article  is  derived.  This  is 
particularly  the  case  with  mineral  waters  and  similar 
productions  (&).  A  mere  name,  however,  for  a  natural 
product  which  is  available  by  all  the  world,  cannot  be 
exclusively  appropriated  by  an  individual,  who  possesses 
no  exclusive  access  to  its  source  (c). 

The  benefits  derivable  from  the  recognition  of  the  exclu-  Advantages 
sive  right  of  a  trader  to  his  trade  mark  are  apparent  from  ^u^°  ^^  ® 
the  consideration  that  the  '^  trade  mark  is  both  a  sign  of 
the  quality  of  the  article  and  an  assurance  to  the  public 
that  it  is  the  genuine  product  of  his  manufacture.  It  thus 
often  becomes  of  great  value  to  him,  and  in  its  exclusive 
use  the  Court  will  protect  him  against  attempts  of  others 

(a)  Hirteh  v.  Jojuu,  3  Ch.  D.  699    (Congress    Spring    Water); 

584;  Be    Aiutrdlian    Wine   Im-  Wheeler  y.Johfutafi,3h.KlT.2U 

porten^    Ld,,    41    Ch.    D.    278 ;  (Cromac  Springs  Water) ;  Dimbar 

Thomson  ^  Co.  v.  Bobertton,  Ct.  t.  Olenn,  42  Wise.  118  (Bethesda 

Sess.  Cas.  4th  Ser.  XV.  880;  Yale  Mineral  Water) ;  and  see  the  coal 

Cy^ar  Mamrfacturing  Co.  y.  TcUe^  cases — Braham  v.  Beaehim^  7  Ch. 

aO  U.  8.  Pat.  Gaz.  1183 ;  Bolt  v.  D.  848 ;  Bavit  v.  Tylor,  M.  B.»  April 

Jfenendez,  128  U.  S.  Bep.  182.  And  24th,  1879  ;  Lochgelly  Co,  Ld.  v. 

see  TF^NK^v.Xamdtfr^,  32Ch.D.  247.  Lwmphimumt  Iron  Co,,  Ct.  Sess. 

(»)  ApoUinoHe  Co.  v.  NorrUh,  33  Cas.,  4th  Ser.  VI.  482. 
L.  T.  N.  S.  242 ;  ApoUinarU  Co.  t.  {o)  Toung  v.  Macrae,  9  Jar.  N.  S. 

JtfiMrd>, Seton,  4th  ed.  237  (Apol-  322  (Paraffin   Oil);   Canal  Co.   v. 

linaris  Water);  Badde  v.  Norman,  Clark,  13  Wall.  311  (Lackawanna 

L.  B.   14  Eq.   348  (Leopoldshall  Coal);  Montgomerie  v.  Bonald  ^ 

Eainit) ;     Congreu    and    Empire  Co.,  Ct.  Sess.  Cas.  4th  Ser.  XI.  606 

Sprvikg  Co.  v.  High  Booh  Congreu  (Water  of  Ayr  Stone). 
Spring  Co.,  57  Barb.  526;  B.  Coz, 
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to  pass  off  their  prodacts  upon  the  public  as  his.  This 
protection  is  afforded^  not  only  as  a  matter  of  justice  to 
him,  but  to  prevent  imposition. upon  the  public"  (a). 

The  protection  of  trade  marks  is,  therefore,  beneficial 
to  the  public,  since  it  enables  them  to  buy  with  confidence 
that  they  are  getting  what  they  require ;  while  at  the  same 
time  it  is  beneficial  to  the  manufacturer,  since  it  affords 
him  the  means  of  securing  the  benefit  of  the  custom  which 
he  deserves  and  which  is  intended  for  him.  When  the 
owner  of  a  trade  mark  is  asserting  his  exclusive  rights, 
'^  monopoly  is  not  the  thing  for  which  the  one  party 
struggles  and  which  the  other  resists.  On  the  contrary, 
fair  trading  is  all  for  the  protection  of  which  the  law  is 
invoked ;  and  the  public,  as  well  as  the  manufacturer  or 
merchant,  are  concerned  that  infringement  of  trade  marks 
and  trade  designations  should  be  prevented.  For  there 
is  a  double  wrong :  the  public  are  or  may  be  deceived, 
and  the  trader  whose  trade  mark  or  trade  designation  is 
infringed  is  or  may  be  injured  "  (6).  So  advantageous  did 
the  adoption  of  a  trade  mark  speedily  prove  to  be  that, 
in  1742,  Lord  Hardwicke,  C,  said  that  "  every  particular 
trader  had  some  particular  mark  or  stamp  "  (c). 

Soutlism  V.         In  the  earliest  case  on  record  {d)  damages  were  given 

^'  for  the  infringement  of  a  mark  on  cloth,  though  it  is 

not  clear  firom  the  reports  whether  the  plaintiff  was  a 

clothmaker  whose  mark  had  been  pirated,  or  a  purchaser 

who  had  been  deceived  into  buying  the  wrong  goods. 

Bianohardy.      In  Blancho/rd  V.   Hill  (e\  however,  in   1742,  Lord 

Sill  V  /'  '  ' 

Hardwicke  refused  to  protect  the  "  Great  Mogul "  stamp 
on  cards,  deciding,  in  effect,  that  there  was  no  right  of 

(a)  PerV.  8.  Sup.  Ct.  in  Ifanhat-  Misttmri  t.  Gihbt,  56  Mo.  133 ;  and 
tan  Medicine  Co.  y.  Wood,  108  U.  S.  BlaokmU  v.  Wrighi,  73  N.  Car.  310. 
Bep.218;andBee^f7u>«A0a^Jf(tzfti»-  (jo)  Blanchard  v.  Mm^  2  Atk. 
faotuHng  Co.  v.  Spear,  2  Sandf.  484,  485. 

S.  C.  599.  (d)  Southern  y.  How,  Poph.  144 ; 

(b)  Per  Lord  Craighill  in  Dun-      3  Cro.  471 ;  2  BoUe  28. 
naohie  y.  Tovng  JfSone,  Ct.8e88.  Gas.  (jb)  2  Atk.  484. 

4th  Ser.  Z.  874;  and  see  StaU  of 
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piopeity  in  a  trade  mark,  though  actual  fraud  might  be 
restrained  or  punished,  as  in  Southern  v.  How  (a).  The 
decision  seems  in  great  measure  to  have  been  founded 
upon  a  dread  of  setting  up  a  monopoly,  the  distinction 
between  a  trade  mark  and  a  patent  not  being  clearly 
present  to  his  lordship's  mind. 

In  Singleton  v.  Bolton  (&),  in  the  Court  of  King's  S'maleUm  t. 
Bench  (1783),  Lord  Mansfield,  C.  J.,  said  that  if  the  ■^^*^- 
defendant  had  sold  a  medicine  of  his  own  under  the 
plaintifiTs  name  or  mark,  that  would  be  a  fraud  for 
which  an  action  would  lie ;  but  the  name  of  an  original 
inventor  being  the  trade  mark  in  question,  evidence 
was  necessary  of  the  medicine  having  been  sold  as  if 
prepared  by  the  plaintiff,  a  distinction  being  thus  drawn 
between  the  transmissibility  of  a  name  and  that  of  other 
trade  marks,  which  has  since  been  removed  (c). 

In  Scotland  an  interdict  was  granted  in  1823  to^^v. 
restrain  the  infringement  of  a  trade  mark  (cZ),  but  in  ^ 
England  it  was  for  the  first  time  perceived,  in  1824,  that 
goods  sold  with  a  pirated  mark  attached,  though  they 
might  not  deceive  an  immediate  purchaser,  yet  might 
deceive  an  ultimate  purchaser,  who  might  have  no  notice 
of  the  fraud  (c). 

This  case  marks  the  last  stage  of  development  in  the  Bequlaitea  to 
law  of  trade  marks  as  recognised  at  Common  Law  (J) ;  and  dan^M^at 
the  requisites  necessary  to  entitle  a  plaintiff  to  recover  CommonLaw. 
damages  were,  in  accordance  with  the  judgment  of  Sir  T. 
Wilde,  C.  J.,  in  Rodgera  v.  NowiU  (gr),  that  he  should  have 
been  accustomed  to  use  a  certain  mark  upon  goods  of  his 
mano&cture  to  denote  that  that  was  so,  that  that  mark 

(a)  Popb.  144.  (p)  Syku  y.  Syhe9,  3  B.  &  Cr. 

{h)  3  Bong.  293.  641. 

{e)  See  Leather  Cloth  Co.  Y.Jme-  (/)  See  per  Sir  G.  Hellish,  L.  J., 

rieam  Leathsr  Cloth  Co,,  1 H.  &  M.  io   Singer  Mant^faeturing   Co»  y. 

271 ;  4  De  G.  J.  &  S.  137  ;  11 H.  L.  WilsoTi,  2  Ch.  D.  434—454. 

C,  523»  and  other  cases.  (^)  5  G.  B.  109. 

(d)  WUiieY.MeCuUoeh,Ct.QGas. 
Gu.,  1st  Ser.  ^.  413. 


s 
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Loog. 


was  known  in  the  trade  (a),  and  that  the  defendant  had 
imitated  the  mark  and  sold  goods  bearing  it,  as  and  for  the 
plaintiff's  goods,  with  intent  to  defraud  (6). 
Lord  Black-  Lord  Blackburn,  discussing  the  history  of  trade-mark 
MoMvfactur^  law  in  Singer  Manufacturing  Co.  v.  Loog  (c),  said :  "  The 
ing  Co.  V.  original  foundation  of  the  whole  law  is  this — that  when  one, 
knowing  that  goods  are  not  made  by  a  particular  trader,  sells 
them  as  and  for  the  goods  of  that  trader,  he  does  that  which 
iDJutes  that  trader.  At  first  it  was  put  upon  the  ground  that 
he  did  so  when  he  sold  inferior  goods  as  and  for  the  trader's  ; 
but  it  is  established,  alike  at  law  and  in  equity,  that  it  is  an 
actionable  injury  to  pass  off  goods  known  not  to  be  the 
plaintiff's  as  and  for  the  plaintiff's,  even  though  not  in- 
ferior. The  modes  in  which  goods  may  be  passed  off  as  and 
for  the  plaintiff's  vary.  The  most  usual  is  where  a  parti- 
cular mark  on  the  goods,  or  on  the  packages  in  which  they 
are  sold,  has  been  used  to  denote  that  they  are  made  by  a 
particular  firm  to  such  an  extent  that  it  is  understood  in 
the  market  to  bear  that  meaning.  The  law  as  to  those 
trade  marks  is  now  regulated  by  statutes,  but  before  there 
was  any  legislation  on  the  subject  it  was  well  settled  that 
when  any  one  adopted  a  mark  so  closely  resembling  the 
trade  mark  of  the  plaintiff  that  it  would  be  likely  to  be 
mistaken  for  it,  and  put  it  on  his  goods  and  sold  them, 
knowing  that  though  the  persons  to  whom  he  sold  them 
were  well  aware  that  they  were  not  the  plaintiff's  make, 
yet  that  they  were  meant  to  be  sold  to  others  who  would  see 
only  the  trade  mark,  and  were  likely  to  be  deceived  by  its 
resemblance  to  that  of  the  plaintiff,  he  might  be  properly 
found  to  have  knowingly  and  fraudulently  sold  the  goods 


(a)  Application  for  registration, 
provided  the  connection  with  the 
goodwill  of  the  business  is  obser\'ed, 
ii  now  equivalent  to  public  use  of  a 
mark :  Patents  Act,  1883,  §  75,  as 
amended  by  the  Act  of  1888 ;  and 
see  Trade  Marks  Act,  1875,  §  2. 
This  was  held  to  be  so  also  in 


America  under  the  CJ.  S.  Statute  of 
1870 :  Inre  TheDuteher  TempleCo,^ 
U.  8.  Pat.  Comm.  Decis.  1871,  248. 
And  see  §  7  of  the  U.  S.  Act  of  1881. 

(b)  See,  however,  the  Judicataro 
Act  of  1873,  §  25,  by  which  the 
rules  of  equity  prevail. 

{o)  8  App  Cas.  29. 
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as  and  for  the  plaintiff's  goods.    And,  so  far,  there  was  no 
difference  between  law  and  equity. 

^^  Bat  at  law  it  was  necessary  to  prove  that  an  injury  had 
been  actually  done ;  in  equity  it  was  enough  to  show  that 
the  defendant  threatened  to  do,  and  would,  if  not  pre- 
vented, do  that  injury.  But  there  is  a  further  question  on 
which  there  may  be  a  difference  between  law  and  equity." 
The  difference  to  which  allusion  is  here  made  arises  from  Bqnitj— 
the  feet  that  in  equity  the  protection  to  the  manufacturer  ^^^^"^^^  ^' 
and  the  public  was  carried  a  stage  farther  in  1833  by  the 
decision  of  Lord  Cottenham,  C,  in  MiUington  v.  Fox  (a), 
since  which  time  it  has  not  been  necessary  to  prove  an 
actual  fraudulent  intention,  the  remedy  being  obtainable 
if  the  defendant's  conduct  has  been  such  as  to  produce  the 
effects  of  fraud,  though  he  may,  in  fact,  have  acted  in 
perfect  innocence. 

It  is,  however,  "  no  part  of  the  duty  of  the  Court  to  Limite  to 
enforce  the  observance  of  the  dictates  of  morality  "  (6),  and  posRion. 
therefore,  if  a  defendant  '*  has  an  abstract  right  to  do  what 
he  has  done,  the  Court  must  permit  it,  however  opposed  toi 
one's  moral  sense  "  (c).  The  Court  will  not  interfere,  simply 
on  the  ground  that  there  is  a  misrepresentation,  unless  some 
right  belonging  to  the  plaintiff  has  been  interfered  with  (d). 

The  mode  of  acquiring  a  right  to  a  trade  mark  was,  from  Acquisition  of 
1875  to  1883,  regulated  by  the  Trade  Marks  Registration       ®  ™" 
Acts,  1875-7  (e).    The  trade  mark  was  required  to  accord 
with  the  definition  contained  in  section  10  of  the  Act  of 


(a)  3  Mv.  &  Cr.  338.  In  Gout  v. 
Aleploglu,  5  Leg.  Obe.  4%,  the  Vice- 
Chaooellor  of  England  held  that 
"  the  plaintiff  had  acquired  by  long 
prerioas  usage  the  exclusive  right  ** 
to  his  trade  maikB,  but  the  report  is 
too  brief  to  show  whether  that  ex- 
pression was  employed  in  its  full 
meaning.  Boffg  y.  Mrhif,  8  Yes. 
215  (1803) ;  and  Day  ▼.  Binning,  C. 
P.  Cooper,  489,  and  1  Leg.  Obs.  205 
(1831),  were  cases  of  indolent 
oomp0titioii;  and  in  JETtwy  v.iVi^0, 


1  Leg.  Obs.  364  (1831),  there  were 
drcnmstances  of  fraud. 

(b)  Per  Wood,  V.-C,  in  JBatty 
y.  HUl,  1  H.  &  M.  264.  And  see 
Roper*8f  4*^.,  Co,  y.  CopemaiCf, 
4^0.,  AswcioHon,  LimUedy  28  Sol.  J. 
218;  Schneider  y.  WiUiams,  44 
N.  J.  (Eq.)  391. 

(o)  Braham  v.  Btutard,  1  H.  &  M. 
447. 

(d)  See  Batty  v.  Hill,  ubi  tuprh. 

(e)  38  &  89  Yiot.  c.  91 ;  89  &  40 
Vict.  c.  33 ;  40  ft  41  Vict.  o.  37. 
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1875  (a),  and  not  to  be  obnozioos  to  the  restrictions  of 
section  6 ;  and  it  had  to  be  registered,  or,  if  it  had  been  used 
before  the  passing  of  the  Act,  application  most  have  been 
made  for  registration,  and  have  been  refused,  in  which  case 
a  certificate  of  refusal  could  be  obtained  from  the  regis- 
trar (6),  unsuccessful  applicants  thus  retaining  whatever 
rights  might  have  been  theirs  before  the  Act.  For  a  mark 
to  have  been  used  before  the  Act,  it  was  sufficient  for  a 
vendible  article  to  have  been  actually  in  the  market, 
bearing  the  mark  in  question ;  it  was  not  necessary  for  this 
to  have  been  the  case  for  any  length  of  time,  so  long  as 
there  was  some  user  (c). 

The  Trade  Marks  Acts,  1875-7,  are  now  repealed,  and 

replaced  by  the  Patents  Acts,  1883-8  (d),  which  contain  a 

wider  and  more  comprehensive  definition  of  a  trade  mark  (e)y 

but  are  in  other  respects  substantially  identical,  so  &r  as 

concerns  the  acquisition  of  trade  marks,  with  the  repealed 

Acts  (f). 

Appropriation     A  trade  mark  must,  under  the  present  Acts^  as  Tmder 

cla^s  of       the  repealed  Acts,  be  registered  as  belonging  to  particular 

goods.  goods  or  classes  of  goods  (^),  according  to  the  classification 

of  goods  contained  in  the  Bules ;  and  trade  marks  used 

before  the  Act  of  1875  can  only  be  protected  in  respect 

of  the  same  classes  of  goods  as  those  to  which  they  have 

been  habitually  applied,  for  no  man  could  be  so  deceived 

as  to  suppose  that  he  was  buying  A's  linen  because  he 

saw  the  same  mark  as  A's  on  B's  iron  (h). 

(a)  Which  was  so  restricted  as  (<0  46  &  47  Vict  c.  67;  48  &  49 
to  ezclnde  from  registration  some  Vict.  o.  63  ;  51  &  62  Vict.  c.  50. 
marks  previously  recognised:  Ux  (e)  See  §64  of  the  Act  of  1883  as 
parte  Stephens,  3  Ch.  D.  669 ;  In  re  amended  b7§  10  of  the  Act  of  1888. 
Mitchell  (1),  7  Ch.  D.  36.    See  Boee  (/)  See  §§  62—74. 

T.  JEvam,  48  L.  J.  Ch.  618.  (^)  Trade  Marks  Act,  1876,  §  2 ; 

(b)  §  2  of  Amendment  Act,  1876.      Patents  Act,  1883,  §  66. 

(o)  Per  Lord  Westbury,  C,  in  (A)  Hall  v.  Barrowe,  4  De  G. 

Mc Andrew  t.  BaeseU,  4  De  G.  J.  &  J.  &  &  160 ;  Aineworth  v.  WaUnsley^ 

8.  380;  Wheeler  v.  Johnttan,  3  L.  L.  R.  1  Eq.618 ;  Merchant  Banking 

R,  Ir.  284 ;  In  re  Simpton,  Bamei  Q}.y, Merchant*' Bank^ 9 Ch.D.560; 

Jt  Sam,  M.   B.,    Jan.    12,  1881;  8ooi6tSAnonymev,Baater,lABlC, 

Somertfille  v.  Schsmhri,  12  App.  Gas,  C.  261 ;  Colman  y.  Onmp,  70  K.  Y. 

463 ;  and  other  oases.  673 ;  Hart  y.  Colley,  44  Oh.  D.  193, 
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A  trade  mark  is  assignable  and  transmissible,  but  only  Assignment 
in  connection  with  the  goodwill  of  the  business  ooncemed  mission?*" 
with  the  goods  or  classes  of  goods  to  which  it  relates  (a). 
A  trade  mark  cannot  exist  in  gross  and  unattached  to 
specific  articles  (6),  for,  if  that  could  be  so,  the  mark 
might  come  to  be  an  instrument  of  deception^  instead  of 
a  guarantee  of  genuineness  (c). .  In  an  assignment  of  the 
business  and  goodwill,  the  trade  mark  passes  as  a  matter 
of  course  (cQ,  or,  if  specially  excepted,  must  cease  to  be 
available  by  the  vendor.  On  the  death  of  a  registered 
proprietor,  his  legal  personal  representative  acquires  the  . 
title  to  the  mark.  Subsequent  registered  proprietors 
stood  in  the  same  position,  under  §  4  of  the  Trade  Marks 
Act  of  1875,  as  if  their  title  were  a  continuation  of  the 
title  of  the  first  registered  proprietor  (e).  And  this  will 
still  be  so,  though  the  section  has  not  been  re-enacted  in 
the  new  Acts. 

It  has  been  held  in  bankruptcy  that  a  trade  mark  Bankruptcy. 
passes  to  a  trustee  in  bankruptcy,  as  being  ^^  goods  and 
chattek "  within  §   15,  subs«  5,  of  the  Bankruptcy  Act, 
1869  if). 

Apart  from  the  special  provisions  of  the  Patents  Act,  Trade  mark 
1883,  a  trade  mark  may  be  lost,  as  by  its  coming  to  be 


lost 


(a)  Patents  Act,  1883,  §  70,  and 
see  Trade  Marks  Act,  1875,  §  2  ; 
HdU  V.  Barrows,  4  De  O.  J.  &  8. 
150;  Dixon  Crucible  Co,  ▼.  Oug- 
^enkeUn,  2  Brews.,  321 ;  R.  Coz, 
C59;  In  re  WeUeome,  32  Ch.  D. 
213 ;  SmUh  v.  Fair,  14  Ont  Bep. 
729;  MeVeagh  ▼.  ValefUiia  Ciga/r 
I^t^tory,  32  U.  8.  Pat.  Gaz.  1124. 

(d)  McAndrew  t.  Bauett,  4  De 
Q.  J.  A:  8.  380;  JLeather  Cloth  Co, 
T.  Awiertean  Leather  Cloth  Co,,  tb. 
137;  11  H.  L.  C.  623;  Biaon  v. 
Onggonhevm,  ubi  tuprh;  Wheeler 
T.  Johnston,  3  L.  B.  Ir.  284 ;  Kidd 
T.  Johnson,  100  U.  8.  Rep.  617; 
Weston  V.  Eeteham,  (1)  39  N.  Y. 
Super.  Ct.  54;  S.  C.  (2)  51  How. 
Pr.455. 

ifi)  Cotton  T.  Cmard,  44  L.  J« 


Ch.  90  ;  see  Witthaus  v.  Brawn,  44 
Md.303. 

(<Q  Shipwright  v.  Clements,  19 
W.  B.  699. 

(e)  And  see  Walton  y.  Crawley, 
3  Bl.  C.  C.  440 ;  R.  Cox,  166. 

(/)  Eoi  parte  Young  ;  Be  Lemon 
Hart  ^  iSItm,  Dig.  537;  and  see  Kelly 
v.HuUon,lj,  B.  3Ch.  703;  Hudsonv. 
Osbome,39Ij,J.  Ch.  79;  and  cases  at 
p.115,  note  (a)]  also  the  Bankruptcy 
Act,  1883,  I  44  (iU).  In  America 
it  has  been  considered  a  dispatable 
question  whether  propertyin  a  trade 
mark  is  the  subject  of  attachment 
or  levy  under  execution  (Higgeman 
^  Co.  y.  Hegeman,  8  Daly  6),  or 
whether  it  will  pass  under  a  general 
assignment  (MUlihen  y.  Bart,  33 
N.  Y,  Sup.  Ct.  24). 
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commonly  applied  to  a  special  article^  in  which  case  it 
becomes piMieijwria ;  thus  ^^Worcestershire  sance,"  which 
might  at  one  time  have  been  protected,  could  no  longer 
be  so  when  it  had  come  into  common  ose  (a).  Bat  for 
general  user  to  render  a  mark  of  common  right,  it  most 
be  user  on  the  same  goods  as  those  for  which  an  exclusive 
right  to  it  is  claimed  (6).  It  was  also  held,  before  the 
passing  of  the  Registration  Acts,  that  if  a  person  abandons 
a  suit  which  he  has  undertaken  to  restrain  infringement, 
he  abandons  his  exclusive  right  (c). 
Infringement.  When  once  a  person  has  acquired  a  right  in  the  trade 
mark,  any  infringement  of  that  right  will  form  a  ground 
for  the  interference  of  the  Court.  For  the  Court  to  inter- 
fere there  must  be  fi^ud,  for  where  there  is  no  fraud  there 
is  no  wrong  to  be  redressed  and  no  remedy  applicable. 
But  it  is  not  necessary  that  there  should  be  fraud  in  the 
sense  that  the  infringer  knowingly  and  wilfully  makes  a 
fraudulent  attempt  to  appropriate  to  himself  the  fruits  of 
another's  reputation :  if  he  acts  so  that  custom  intended 
for  another  is  diverted  to  himself,  and  that  the  public  buy 
and  pay  for  one  thing  while  intending  to  buy  and  pay  for 
another,  so  that  both  vendor  and  purchaser  are  injured, 
there  is  fraud,  and  the  animus  of  the  infringer  is  un- 
important (d).  Even  if  the  purchaser  is  told  that  the 
goods  are  the  goods  of  the  actual  seller,  but  the  imitated 
mark  is  upon  them,  there  is  ground  for  interference,  since 
the  goods  may  be  resold  bearing  the  mark,  but  without 
the  information  necessary  to  correct  the  statement  thereby 
made  (e).    There  is  infringement  if  ordinary  purchasers 

(a)  Lea  v.  Hiillar,  Dig.  513.  And  28  Fed.  Rep.  16 ;  Lawrence  Manu' 

80  *  Kaiser '  spring  water — Luyties  factwring  Co,  v.  Tennetaee  JV(a»«- 

V.  HoUender,  (2)  24  Bl.  C.  G.  853 ;  faeturing  Co,,  31  Fed.  Rep.  776. 

"Gold  Leaf"  Tobacco— Par^/<7  v.  (»)  SomorvUle  v.   Sehembri^  12 

Todd,  12  One.  Rep.  171 ;  "  Imperial  App.  Gas.  45a 

Gough  Drops  "—  Wat»on  v.   Went-  (o)  Browne  v.  Freeman,  12  W.  R. 

lake,  12  Ont.  Rep.  449 ;  and  see  per  S05. 

Bir  G.  Hellish,  L.  J.,  in  Ibrd  t.  {d)  See  cases  collected  at  p.  183, 

Ibtier,  L.  R.  7  Gh.  611.    Also  Neva  note  (r). 

Stearine  Co.  v.  Momling,  9  Vict.  {e)  Sykeev,  8yhe9,Z^.BL Or, hil\ 

L.  R.  Eq.  98 ;  Portuondo  v.  Monns,  and  cases  at  pp.  175, 176. 
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purchasing  with  ordinary  caution,  are  likely  to  be 
misled  (a):  on  the  one  hand,  the  Court  will  not  strain 
its  jurisdiction  to  protect  fools  and  idiots  (b) ;  on  the 
other  hand,  it  will  not  require  such  minuteness  of 
imitation  as  to  deceive  persons  of  unusual  sagacity  and 
information. 

Infringement  is  criminally  punishable  under  an  indict-  Bemedics  for 
ment  for  obtaining  money  by  false  pretences  (c),  or  in  ngemen . 
accordance  with  the  special  provisions  of  the  Merchandise 
Marks  Act,  1887  ((2),  expressly  enacted  to  prevent  such 
practices.  The  Common  Law  remedy  is  by  an  action  on 
the  case  for  damages  caused,  by  the  offender's  fraud  (e). 
The  equitable  remedy  is  by  injunction,  together  with  an 
account,  or  damages,  if  preferred.  The  greater  suitability 
of  this  form  of  remedy  has  occasioned  the  adjudication  in 
Chancery  of  the  great  majority  of  trade-mark  cases,  and  the 
carrying  into  operation  of  the  Trade  Marks  Begistration 
Acts  was  specially  entrusted  to  the  Chancery  Division  (/). 

At  Common  Law,  at  all  events  until  the  Judicature  Frandtdent 
Act^,  it  was  necessary  to  prove  knowledge  of  the  plaintiff's  *^^^*^^'^- 
rights  and  intentional  deception  on  the  part  of  the  de- 
fendant (g) ;  to  obtain  an  injunction  in  Chancery  this  has 
not  been  required  since  Millington  v.  Fox  (A),  in  1833. 
It  may,  however,  be  material  with  reference  to  the  extent 
of  the  relief  to  be  granted,  since  a  plaintiff  is  only  entitled 
to  an  account  in  respect  of  such  user  of  his  trade  mark 
by  the  defendant  as  has  been  subsequent  to  the  latter 
becoming  aware  of  the  prior  ownership,  or  at  least  of 
the  prior  existence  as  a  trade  mark  of  the  mark  used 
by  him  (i), 

(a)  Seixo  v.  Pravetmde,  L.  B.  (/)    Trade-marks  Bale  42   of 
1  Ch.  192.                                              1876. 

(b)  Singer  Manufacturing  Co.  v.  (£)  Rodgen  v.  NoToiU^  6  C.  B. 
WiUan,  2  Ch.  D.  434-47 ;  Blaek^      109. 

neU  V.  Wright,  73  N.  Cir.  310.  (A)  8  My.  k,  Cr.  338. 

{e)  See  Ch.  5.  (t)  JSdsUten  ▼.  Edeltten,  1  De  G. 

(rf)  50  &  51  Vict  c.  28.  J.  &  S.  185 ;  CaHier  v.  CarlUe,  31 

{e)  An  inJQnction  may  now  fonn  Beav.  292 ;  Moet  v.   CotuUm,  33 

put  of  the  relief.  Beav.  578. 
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Plaintiff  dis-  'A  plaintiff  who  in  other  respects  would  be  entitled  to 
relief.  ^  obtain  a  remedy  against  an  infringer  may  yet  be  deprived 
of  his  right  by  reason  of  some  fraudulent  statement  con- 
tained in  his  own  trade  mark  (a),  for  "ex  turpi  causa  rum 
oritur  a^tio^  and  if  the  trade  mark  contains  a  false  repre- 
sentation calculated  to  deceive  the  public,  a  man  cannot 
by  using  that  which  is  in  itself  a  fraud  obtain  any  right 
at  all  in  the  mark"  (6). 
When  not  A  mere  collateral  misrepresentation,  not  contained  in 

^  ^  ^  '     the  trade  mark  itself,  and  therefore  not  repeated  at  every 
transfer  of  the  article,  is  not  sufficient  to  disentitle  the 
trade  mark  to  protection  (c). 
Unauthoriged     A  particular  form  of  misstatement  which  has  proved 
*«^tenr"  &c  ^^  ^^  several  cases  has  been  the  insertion  or  retention  in 
a  trade  mark  of  the  words  "  patent "  or  "  patented,"  so  as 
to  indicate  the  protection  of  an  existing  patent,  to  which 
the  article  bearing  the  trade  mark  is  not  in  fact  entitled  (c2)* 
Distinction         "  Trade  marks  have  sometimes  been  likened  to  letters 
mark^^d^    ®  patent  and  sometimes  to  copyrights,  from  both  of  which 
patent.  they  differ  in  many  respects  "  (e).  "  There  is  this  difference 

between  the  case  of  a  trade  mark  and  that  of  a  patent :  in 
the  former  case  the  article  sold  is  open  to  the  whole  world 
to  manufacture,  and  the  only  right  the  plaintiff  seeks  is 
that  of  being  able  to  say — *  Don't  sell  any  goods  under  my 
mark/  He  may  find  his  customers  fall  off  in  consequence 
of  the  defendant's  manufacture ;  but  it  does  not  necessarily 
follow  that  the  plaintiff  can  claim  damages  for  every  article 
manufactured  by  the  defendant,  even  though  it  be  under 
that  mark.  On  the  other  hand,  every  sale  without  licence 
of  a  patented  article  must  be  a  damage  to  the  patentee  "  (/). 
In  the  case  of  a  trade  mark,  "  the  property  and  right  to 
protection  is  in  the  device  or  symbol  which  is  invented  and 

*  

{a)  See  Bidding  v.  How^  8  Sim.  (jX)  See  the  cases  in  Ch.  7. 

477 ;  Perry  v.  Truefitt,  6  Beav.  66 ;  (a)  Per  Lord  Blackburn,  in  Joh9^ 

and  other  cases  in  Cb.  7.  iton  v.  Orr-Hrving,  7  App.  Cas.  219 

(b)  Per  Sir  G.  MeUish,  L.  J.,  in  —228. 

Ibrd  V.  Fatter,  L.  R.  7  Ch.  611.  (/)  Per  Wood,  V.-C,  in  Ikivot^ 

(c)  Ford  Y.  Foster^  vH  fupr&.  port  v.  Jiylandt,  L.  R.  1  Eq.  302. 
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adopted  to  designate  the  goods  to  be  sold,  and  not  in  the 
article  which  is  manufactured  and  sold  "  (a).  The  broad 
difference  between  a  patent  and  a  trade  mark  is,  therefore, 
that  the  public  are  prohibited  and  restrained  from  manu- 
bctnring  any  article  protected  by  the  former,  so  long  as  the 
protection  exists,  whereas  the  public  are  at  full  liberty  to 
toannfacture  an  unpatented  article  (6),  and  that  according 
to  the  identical  original  process,  and  to  say  that  they  are 
80  doing,  and  this  is  so  whether  the  original  makers  use^ 
or  do  not  use,  a  trade  mark  upon  their  goods.  What  the 
subsequent  manufacturers  may  not  do  is  to  put  upon  their 
goods  the  mark  used  by  the  original  makers,  so  as  to 
represent  that  such  goods  are  the  actual  goods  of  the 
original  makers,  and  not  merely  equivalent  goods  made 
by  others.  The  benefit  conferred  upon  the  public  by  the 
communication  of  a  new  invention,  which  after  a  limited 
period  all  can  use,  is  the  consideration  in  respect  of  which 
a  monopoly  of  the  invention  is  granted  to  the  inventor 
for  that  limited  period  (c).  Any  attempt,  therefore,  to 
prolong  the  term  of  the  patent  by  means  of  a  trade  mark 
will  be  discouraged  (c2). 

As  a  trade  mark  is  not  the  same  thing  as  a  patent,  so  it  Trade  mark 
is  not  the  same  as  a  copyright  (e).    The  diflference  between  from^Spy-^ 

right, 
(a)  Per  Monell,  0.  J.,  in  OodiUot      432 ;  Manhattan  Afedioine  Of.  v. 

T.  Basard,  49  Bow.  Pr.  6 ;  and  see  Wood,  4  Cliff.  461.    So  also  in  Scot- 

McLean  y.  IPleming^  96  U.  S.  Bep.  land.  Singer  Manufactwring  Co,  v. 

245 ;  and  Smtft  v.  Feter$,  11  U.  S.  Kimball  and  Morton,  Ct.  Seas.  Cas., 

Plat  Qsz.  1110.  3rd  Ser.  XI.  267. 

(*)  This  is  qmte  clear  in  America  (c)  Cheavin  v.  Walker,  6  Ch.  D. 

as  well  as  in   this  coontrj.    See  850-63. 

Themson  v.   Winchester,  19  Pick.  {d)  See  per  Sir  G.  Hellish,  L.  J., 

214 ;  K.  Cox,  7 ;  Coffeen  v.  Bnmton,  In  Singer  mantfactvring  Co,  v.  WU- 

4  McLean,  616  ;  R.  Cos,  82 ;  Da^ie  $on,  2  Ch.  D.  434^56. 

V.  Kendall,  2  R.  L  566  ;  R.  Cox,  (e)  Farina  v.  Silverlock,  6  De  G. 

112;  Comstoeh  v.  WhiU,  18  How.  M.  &  G.  214;  CoUink  Co.  y.  Cowen, 

Pr.  421;  B.  Cox,  232;  Phalon  y.  3E.&J.428;  Correipondent  New$- 

Wright,  5  Phila.  464 ;  R.  Cox,  307 ;  paper  Co.  v.  Saunders,  11  Jar.  N.  8. 

FidHnlmrg  y.  Luey,  35  Cal.  62 ;  B.  540 ;  Kelly  y.  Button,  L.  R.  3  Ch. 

Cox,  448 ;  Oookv.  Starkweather,  13  703  ;  IHohs  v.  Tates,  18  Ch.  D.  76  ; 

Abb.  Pi".  N.  8.  392;    GodUlot  v.  Taylors.  Gvrpenter,\lV9lgQ,2^\ 

Baaard,  44  N.  Y.  Super.  Ct.  427 ;  2  Sandf .  603  ;  R.  Cox,  45 ;  Wo^e  y. 

Bardy  y.  Cutter,  3  U.  S.  Pat.  Gaz.  Bamett,  24  La.  Ann.  97 ;  13  Amer. 

4«8 ;  IhueY.  Baehqf(2),  14  BL  0.  C.  Rep.  111. 
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Trade  marks 
of  aliens  pro- 
tected 


them  is  in  fact  so  wide  that  the  United  States  statute  of 
1870,  by  which  the  registration  of  trade  marks  was  author- 
ised and  regulated,  was  held  to  be  unconstitutional  and 
invalid  on  the  express  ground  that  the  clause  in  the  Con- 
stitution empowering  the  Legislature  to  regulate  patents 
and  copyrights  conferred  upon  it  no  authority  to  make  a 
statute  for  the  regulation  of  trade  marks.  A  copyright, 
like  a  patent,  relates  to  the  substance  of  an  article,  bat 
differs  in  that  it  has  reference  to  a  literary  instead  of  a 
material  production.  A  trade  mark  does  not  protect  the 
substance  of  the  article  to  which  it  is  attached  from  being 
imitated,  but  it  identifies  an  article  and  indicates  the  source 
to  which  that  article  is  to  be  attributed.  Trade  mark  not 
being  copyright,  registration  of  a  trade  mark,  or,  what  comes 
to  be  much  the  same  thing,  a  title  of  a  book  or  paper, 
under  the  Copyright  Acts,  is  unnecessary  and  useless  (a). 
Since  trade  marks  are  recognised  throughout  the  world, 
and  not  merely  in  the  manufacturer's  own  country,  as  in- 
dicative of  his  goods,  so  that  the  subjects  of  any  country 
are  liable  to  be  defrauded  by  goods  bearing  an  imitation 
of  a  foreign  trade  mark,  and  any  manu&cturer  is  liable 
to  suffer  by  the  forgery  of  his  marks  abroad,  the  right 
of  property  in  a  trade  mark  is  not  limited  by  territorial 
bounds  (6),  though  a  limitation  may  be  imposed  by  means 
of  an  exception  of  specified  places  by  the  assignor  of  a  trade 
mark  on  assignment  (c),  and  aliens'  marks  are  protected 
in  the  English  Courts  in  precisely  the  same  manner  as  if 
they  belonged  to  British  subjects  (d).  The  same  is  the 
case  in  the  United  States  (e),  in  India  (/),  Canada  (gr), 
and  elsewhere. 


(a)  Maxwell  v.  Hogg^  L.  R.  2  Ch. 
.307  ;  Kelly  v.  Hutton,  L.  R.  3  Ch. 
703;  Hir$ch  v.  J<ma*,  3  Ch.  D. 
684 ;  Seoville  v.  Toland^  6  West. 
L.  J.  84. 

(V)  Derringer  ▼.  Plate,  29  CaL 
292 ;  R.  Cox,  325. 

(0)  Manhattan  Medicine  Co.  ▼. 
Wood,  108  U.  8.  Rep.  218. 


(d)  CoUim  Co.y,  €dwe%  3  E.  &  J. 
428 ;  and  cases  at  p.  92,  note  (<z). 

(e)  Taylor  v.  Carpenter,  3  Story, 
458  ;  R.  Cox,  14 ;  and  cases  at  p.  92, 
note  (a). 

(/)  Orr-Ewing  y.Chooneeloll  MuU 
lick.  Cor.  15a 

(g)  Davie  v.  Kennedy,  13  Grant 
Up.  Can.  Ch.  623. 
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No  direct  conflict  of  laws  has  as  yet  arisen  in  the  English  Conflict  of 
Coorts  with  respect  to  trade  marks,  though  on  some^'^^ 
occasions  such  has  appeared  likely  to  be  the  case.  In 
Farina  v.  Ca;thery  (a)  the  question  was  raised  whether  a 
Prussian  mannfiEu^tarer  could  be  restrained  in  this  country  . 
from  using  a  trade  mark  which  he  was  entitled  to  use  under 
Prussian  law.  It  was  held,  however,  that  the  mark  was 
not  identical  with  that  to  which  a  right  had  been  acquired 
in  Prussia  In  Compagnie  Laferme  v.  Hendrickx  (b)  there 
was  a  question  whether  a  Grerman  manufacturer  could 
acquire  a  right  in  England  to  the  exclusive  use  of  a  trade 
mark  consisting  of  the  word  ''  Laferme,"  a  mere  word  not 
being  allowed  in  Germany  to  constitute  a  trade  mark ;  but 
as  the  plaintiff  jGEiiled  to  satisfy  the  Court  that  he  had  been 
the  first  to  use  the  word  in  Germany,  no  decision  was 
given  on  the  point.  In  In  re  Farina  (2)  (c),  registration 
was  refused  to  a  German  mark  on  the  ground  of  too  great 
a  similarity  existing  between  it  and  a  previously  registered 
German  mark,  notwithstanding  that  the  German  Court 
of  Appeal,  reversing  the  decision  of  the  Court  of  First 
Instance,  had  held  that  there  was  no  such  similarity  as  to 
prevent  the  registration  in  that  country  of  the  second 
mark.  And  in  Rodgera  &  Sons,  Ld.  v,  Rottgen  (d),  a 
German  defendant  was  restrained  fix)m  using  a  trade 
mark  which  he  had  registered  in  Germany,  but  which 
resembled  the  plaintiff's  mark.  It  has  also  been  held 
that  user  abroad  is  not  such  user  as  will  bring  the  person 
using  within  the  three-mark  rule  (6),  and  that  a  person 
who  has  not  even  an  intention  of  using  a  trade  mark  in 
England  cannot  be  a  person  aggrieved  by  a  wrongful 
entry  on  the  register  (/);  but  the  latter  decision  was 

(a)  L.  J.  N.  of  C,  1867,  p.  134.  Co,,  W.  N.  1883,  p.  70;  JaoJuon  ^  Co. 

(ft)  Dig.  612.  V.  Napper,  85  Ch.  D.  162 ;  Neuman 

(<?)  27  Vf.  B.  456.  V.  Pinto,  57  L.  T.  N.  S.  31  (per  Keke- 

{d)  &  Times  L.  B.  678.  wich,  J.),  and  the  Canadian  case  of 

(<?)  In  re  Muneh,  60  L.  T.  N.  S.  12.  Smith  v.  Fair,  1 4  Ont.  Bep.  729. 

And  see  Berliner  Brauerei  OetelU  (/)  In  re  Riviere  ^^  Co.,  63  L.  J. 

Mchaft  Tvoeii  y.  Knight,  Stocks  ^  Cb.  455. 
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reversed  (a).  Sections  103  and  104  of  the  Patents  Act 
provide  for  the  grant  of  privileges  to  foreigners  and 
colonists  in  cases  in  which  their  governments  give  pro- 
tection to  British  subjects. 

Cases  analo-       Besides  cases  of  infringement  of  trade  marks  proper,  there 

Surk^otfcs.^"  ^®  some  other  classes  of  cases  nearly  akin  to  the  former, 
bat  differing  fit)m  them  in  some  important  particulars, 
which  yet  require  notice  in  connection  with  the  subject 
of  trade  marks,  as  where  there  is  an  un&ir  competition 
in  trade  contrived,  not  by  imitation  of  trade  marks,  but 
by  other  forms  of  representation  that  one  man's  goods 
are  another's.  Such  cases  are  governed  by  substantially 
identical  principles  with  those  which  regulate  the  law 
of  trade  marks,  the  decision  of  the  Court  of  Appeal 
to  the  contrary  (b)  having  been  overruled  by  the  House 
of  Lords  (c). 

Tnde  names.  In  imitations  of  trade  names,  again,  used  as  such  and 
not  as  trade  marks  on  goods,  there  is  a  difference  from 
trade-mark  cases  proper :  there  is  a  false  representation, 
but  it  is  a  representation,  not  that  certain  goods  are 
certain  other  goods,  but  that  a  certain  establishment  is 
a  certain  other  establishment,  the  object  being  that  the 
one  establishment  should  obtain  custom  intended  for  the 
other.  Such  cases  are  not  cases  of  trade  mark,  not  being 
concerned  with  marks  placed  on  vendible  articles  in  the 
market  (dE),  but  still  the  Court  has  to  proceed  on  much 
the  same  lines. 

Goodwill.  All  such  cases,  whether  of  trade  mark,  or  trade  name,  or 

other  unfair  use  of  another's  reputation,  are  concerned 
with  an  injurious  attack  upon  the  goodwill  of  a  rival  busi- 
ness ;  customers  are  diverted  from  one  trader  to  another, 
and  orders  intended  for  one  find  their  way  to  the  other. 
Trade  marks  are  really  a  branch  of  the  goodwill  of  the 

(a)  26  Ch.  D.  48.  (e)  S.  C.  3  App.  Cas.  376. 

(b)  Singer  Nemufaeturing  Co,  ▼.  Id)  JfoAndrew  v.  Banettt  4  De 
WUim,  2  Ch.  D.  434.                            G.  J.  &  S.  380. 
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biumess  with  wliich  they  are  connected,  representing  it 
in  the  market,  while  the  trade  name  over  the  shop  repre- 
sents it  to  the  passer-by.  It  is  by  the  devolation  of  the 
goodwill  that  that  of  the  trade  marks  is  regolated  (a) ; 
they  are  in  fact  included  in,  and  valued  as  part  of,  the 
goodwill  (6) ;  severed  from  it  they  cannot  exist. 

(a)  §  70  of  Patents  Act,  1888 ;  (h)  Hall  y.  Barrom^  4  De  G.  J. 

and  see  Bale  38,  also  §  2  of  Tiade      k  8. 150. 
Harks  Act»  1876,  and  Bide  27  of 
the  Tcade  Harks  Bales,  1876. 
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CHAPTER  n. 

WHAT  IS  A  TRADE  BIABS? 

■  •  > 

What  is  a       The  first  point  which  has  to  be  considered  in  regard  to 
trademark?  ^^^  j^^  ^^  ^^^^^  ^^^j^^  .^^  "What  is  a  trade  mark?'* 

With  what  class  of  objects  is  this  branch  of  law  concerned  ? 
On  the  answer  to  this  question  must  necessarily  depend 
the  principles  to  be  applied  in  any  given  case. 
A  trae  trade       The  most  important  criterion  by  which  a  case  of  trade 
affixed  to  the  niark  may  be  distinguished  from  a  case  of  false  representa- 
article.  ^[^^j^  jjq^  amounting  to  an  infringement  of  trade  mark, 

was  thus  described  by  Sir  G.  Jessel,  M.  R.  (a):  "The 
cases  which  have  come  before  the  Courts  may,  I  think, 
be  conveniently  divided  into  two  classes.  The  first  class, 
which  is  the  more  numerous,  consists  of  cases  where  the 
goods  manufactured  are  distinguished  by  some  description 
or  device  in  some  way  or  other  affixed  to  the  article  sold. 
It  may  be  descriptive — that  is,  it  may  consist  of  a  name 
or  names  or  a  lengthy  description  consisting  of  names 
with  superadded  words — and  that  description  may  be  either 
affixed  to,  or  impressed  upon,  the  goods  themselves  by 
means  of  a  stamp  or  an  adhesive  label,  or  it  may  be  made 
to  accompany  the  goods  by  being  impressed  or  made  to 
adhere  to  an  envelope  or  case  containing  the  goods  (6). 

"  An  illustration  of  the  first  class  would  be  the  common 
trade  mark,  which  is  either  the  name  or  the  image  of  some 
known  or  unknown  thing,  actually  impressed  upon,  or 
worked  into,  the  material,  or  made  to  adhere  to  the  surface 

(a)  Singer  ManvfactvHng  Co,  v,      3  L.  R.  Ir.'284 ;  also  Joy  v.  Ladler. 
Wilson,  2  Gh.  D.  484-40.  40  Ch.  D.'  649 ;   St.  ZouU  Piano 

(b)  See  the  definition  by  the  V.-C.      Manvfaoturijig  Co.  v.  Merkel,  1  lio. 
of  Ireland  in  Wheeler  v.  Johntton,      App.  805. 
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of  the  material;  or  it  may  be  not  what  is  commonly 
known  as  a  trade  mark,  a  distingnishing  mark  which, 
perhaps,  to  a  legal  mind  would  be  a  trade  mark^  but  some 
form  of  the  material  itself/'  His  lordship  then  instanced 
a  case  recently  before  him  in  which  the  trade  mark  con- 
sisted of  certain  lines  woven  into  the  fringe  of  a  certain 
make  of  cloth,  and  continued : — * 

^^  Sometimes  you  do  not  find  anything  put  on  the 
goods  themselves^  the  reason  often  being  that  the  goods 
are  not  capable  of  it:  for  instance,  when  these  are 
liquids,  upon  which,  of  course,  you  cannot  put  a  mark, 
and  therefore  a  mark  is  put  on  the  bottle  containing 
the  liquid,  or  on  the  cork  which  is  in  the  bottle  and 
helps  to  retain  the  liquid.  These  are  again  true  trade 
marks,  whether  affixed  in  the  shape  of  a  label  on  a  bottle 
of  liquid,  or  in  the  shape  of  a  device  on  the  cork,  or 
in  the  case  of  other  goods,  such  as  cigars,  affixed  to  the 
box  which  contains  the  cigars,  or  the  string  which  en- 
circles them, — they  are  in  some  way  or  other  attached  to 
the  goods,  and  go  along  with  the  goods  on  sale.  That  I 
call  the  first  class." 

As  to  the  second  class,  his  lordship  said  that  ^^  they  are 
cases  where  the  defendant,  without  putting  any  trade 
mark  at  all  on  his  goods,  or  putting  a  trade  mark  which  is 
admittedly  different  in  substance  from  the  trade  mark,  if 
any^  of  the  plaintiff  on  the  goods,  has  represented  the  goods 
as  being  goods  manufEictured  by  the  plaintiff.  Here,  again, 
the  Court  has  to  try  the  question  of  representation.  What 
the  defendant  has  said  or  has  done  must  amount  to  a 
representation  that  the  goods  to  be  sold  are  the  goods  of 
the  plaintiff,  or  that  they  are  manufactured  by  the  plaintiff. 
What  amount  of  representation  will  be  sufficient  for  that 
purpose  must  again  depend,  of  course,  on  the  facts  of  each 
particular  case." 

For  a  trade  mark  to  be  entitled  to  protection,  it  must  Registration 
therefore  not  only  be  applicable,  but  be  actually  applied  to  pabUo  we. 
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Not  every 


a  '^Tendible  article "  (a)  in  the  market;  the  registration, 
however,  of  a  trade  mark  tmder  the  Patents  Acts,  1883-8, 
as  under  the  Trade  Marks  Acts  of  1875-7,  is  equivalent 
to  public  use  of  the  same  (6). 

But  it  is  not  everything  that  can  be  marked  on  goods 
^he&imAe  that  will  constitute  a  valid  trade  mark :  a  mere  descriptive 
n^Ark.  adjective,  for  instance,  cannot  be  appropriated  fix>m  the 

rest  of  the  world  (c).  It  is  necessary,  therefore,  to  distin- 
guish true  trade  marks  from  other  marks,  which,  though 
affixed  to  goods,  yet  cannot  be  claimed  as  the  exclusive 
trade  marks  of  any  individoaL 

In  some  American  cases  (d)  a  difficulty  has  been  raised 
with  regard  to  a  supposed  requirement  for  a  trade  mark 
to  contain  an  indication  of  the  name  and  address  of  its 
proprietor.  This  requirement,  however,  which  appears 
to  have  been  based  on  a  misconstruction  of  the  language 
of  Duer,  J.,  in  Amoskeag  Manufacturing  Co.  v.  Spear  (e), 


Name  and 
address  of 
proprietor 
need  not  be 
stated. 


,{a)  See  per  Lord  Westbury,  C,  in 
Nc Andrew  v.  Bastett,  4  De  G.  J.  8c 
8.  380 ;  also  MaxtceU  y.  Hogg,  L.  B. 
2  Ch.  307;  Oivil  Service  Supply Amo- 
eiation  v.  Dean,  13  Ch.  D.  612 ;  In 
re  Simpson,  Davies^"  Sons,  M.  R., 
Jan.  12 tb,  1881 ;  Wheeler  v.  John- 
ston, 3  L.  B.  Ir.  284  ;  Candee  v. 
Deere,  54  111.  439 ;  Avery  4*  Sons  v 
Meikle  ^  Of.,  27  U.  8.  Pat.  Gaa.  1027. 

(ft)  38  &  39  Vict.  c.  91,  §  2 ;  46  & 
47  Vict.  c.  67,  §76.  By  61  &  62 
Vict.  c.  60,  §  17,  application  for 
registration  is  substituted  for 
actual  registration,  but  it  would 
appear  that  this  must  be  followed 
by  registration.  See  §  77  of  the 
Act  of  1883.  See  also  Edwards 
V.  DewiM,  30  Ch.  D.  464.  And  this 
is  so  also  in  the  United  States :  see 
In  re  Duteher  Temple  Co,,  U.  S. 
Pat.  Comm.  Decis.  1871, 248. 

{e)  Ct.  Baggett  v.  Mndlater,  L.  R. 
17  Eq.  29;  Brahtm  ▼.  Bustard,  1 
H.  &  M.  447  ;  Inre  Brandreth,  Dig. 
626 ;  Fulton  v.  Sellers,  4  Brews.  42, 
and  other  cases.  As  to  trade  marks 
composed  of  an  essential  particular 
with  an  addition  varied  to  indicate 


different  qualities  or  other  matters, 
and  how  such  marks  should  be  re- 
gistered,  see  irrfrdt. 

(d)  E.g.,  Fergutonv.  Davol  MiXU, 
2  Brews.  314  ;  Dixon  Crucible  Co. 
V.  6hnfgenJieim,7'P}nlR.40S;  White 
V.  Sehlect,  14  Phila.  88. 

(0  2  Sandf.  8.  C.  699 ;  B.  Coz, 
87.  The  passage  alluded  to  runs 
thus : — **  The  owner  of  an  original 
trade  mark  has  an  undoubted  right 
to  be  protected  in  the  exclusive  use 
of  all  the  marks,  forms,  or  symbols 
that  were  appropriated  as  designat- 
ing the  true  origin  or  ownership  of 
the  article  or  fabric  to  which  they 
are  affixed ;  but  he  has  no  right  to  an 
exclusive  use  of  any  words,  letters, 
figures,  or  symbols  which  have  no 
relation  to  the  origin  or  ownership 
of  the  goods,  but  are  only  meant  to 
indicate  their  name  or  quality.  He 
has  no  right  to  appropriate  a  sign 
or  symbol  which,  from  the  nature 
of  the  f  act  whiph  it  is  used  tosignify, 
others  may  employwith  equal  truth, 
and  therefore  have  an  equal  right 
to  employ  for  the  same  puipose.' 
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has  in  practice  been  disregarded,  and  the  reasoning  of  the 
U.  S.  Commissioner  of  Patents,  when  admitting  thenomber 
"  140  "  to  registration  as  a  trade  mark  for  umbrellas  (a), 
seems  to  be  conclusive.  ^^  A  trade  mark,"  he  says,  ^'  must 
be  of  such  a  character  as,  when  attached  to  the  applicant's 
goods  in  the  market,  will  distinguish  them  as  to  origin 
from  other  goods  of  the  same  class.  To  dp  this,  it  need 
not  necessarily  give  the  name  of  the  person  owning  the 
said  mark,  nor  the  place  where  the  goods  are  made  or 
sold.  It  is  enough  if  the  mark  is  of  such  a  character  as  to 
indicate  to  the  purchaser  that  all  articles  bearing  it  come 
from  one  and  the  same  source.  The  object  a  man  has  in 
view  in  adopting  a  trade  mark  is  to  secure  to  himself  the 
benefits  arising  from  the  superior  merits  of  his  goods  over 
others  of  the  same  class.  To  do  this  he  puts  upon  them  a 
peculiar  mark,  that  purchasers  may  be  able  to  distinguish 
them  in  the  market.  It  matters  not  to  him  nor  to  others 
whether  the  purchasers  know  either  his  name  or  place  of 
business,  provided  that  his  goods  have  some  mark  by  which 
thej  may  be  designated  and  inquired  for."  Again,  ^'  If  a 
trade  mark  possesses  the  evidence  upon  its  face  that  it  is 
put  forth  or  given  out  as  a  distinguishing  mark  of  the 
goods  to  which  it  is  attached — that  is,  distinguishing  as  to 
origin,  and  not  as  to  kind  or  quality — it  may  have  all  the 
requisites  of  a  valid  trade  mark  without  naming  the  person 
or  place  whence  it  came  "  (6).  In  short,  if  a  trade  mark  is 
properly  distinctive — a  condition  which  is  indispensable  (c) 
— no  further  particularity  can  be  required,  unless  under 
the  provisions  of  some  statutory  enactment. 

The  fact  that  an  action  to  restrain  the  use  of  a  particular  Non-restraint 
trade  mark  has  been  successfully  defended  raises  no  pre-  presomption 
sumption  that  the  defendant's  mark  is  a  valid  trade  mark  ^^  favour  of 

.        mark. 

or  capable  of  registration,  for  the  action  may  have  failed 

(a)  Ex  parte  Beme$  ^  I\xnninff,      Pat.   Comm.  Decis.   1871,  248. 

1  U.  6.  Pat.  Qaz.  27.  .  (e)  See  Zavergne  v.  Hooper,  Ind. 

(b)  Per  U.  8.  CommlArioner  in      L.  B.  8  Mad.  149,  and  many  other 
In  re  IhUeker  Temple  Co^  U.  8.      caseSr 
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on  such  grounds  as,  e.g.y  that  the  plaintiff's  and  defendant's 
marks  were  alike  descriptive  (a). 
Definition  of       For  the  purposes  of  the  Merchandise  Marks  Act,  1 862  (6), 
Mercluwmdifi6  *  ^®^  vriA^  definition  was  adopted  for  the  words  "  trade 
Marks  Act,     mark,"  a  definition  too  little  precise  to  be  of  much  practical 
use  outside  of  that  Act,  although  it  was  adopted  by  the 
V.-C,  of  Ireland  in  Vnuder  v.  Johnston  (c).     The  Mer- 
chandise Marks  Act,  1887  (cJ),  extends  to  all  trade  marks 
registered  under  the  Patents  Act,  1883. 
Definition  in      The  Trade  Marks  Eegistration  Act  of  1875  (e),  however, 
1883-8,        '  contained  a  definition,  which  was  not  only  valuable  in 
itself,  but  was  of  great  practical  importance,  qualifying,  as 
it  did,  for  registration  and  the  accompanying  advantages, 
all  marks  which  satisfied  its  requirements.    This  definition 
was  repeated,  in  a  somewhat  amplified  form,  in  the  Patents 
Act,  1883  (/),  and  has  been  still  further  enlarged  by  the 
Patents  Act,  1888  (j). 

The  definition  in  question,  as  it  now  stands,  is  as  follows: — 
"  (1)  For  the  purposes  of  this  Act  a  trade  mark  must 
consist  of  or  contain  at  least  one  of  the  following  essential 
particulars : — 

(a)  A  name  of  an  individual  or  firm  printed,  im- 
pressed, or  woven  in  some  particular  and  dis- 
tinctive manner ;  or 
(i)  A  written  signature,  or  copy  of  a  written  sig- 
nature, of  the  individual  or  firm  applpng  for 
registration  thereof  as  a  trade  mark ;  or 

(c)  A  distinctive  device,  mark,  brand,  heading,  label, 

or  ticket ;  or 

(d)  An  invented  word  or  invented  words ;  or 

(e)  A  word  or  words  having  no  reference  to  the 

character  or  quality  of  the  goods,  and  not  being 
a  geographical  name. 

(a)  In  re  Anderton,  26  Ch.  D.  (c)     L.  R.  Ir.  284. 

409 ;  64  L.  J.  Ch.  1084  (App.).  (d)  60  &  61  Vict.  c.  28. 

(lb)  26  &  26  Vict.  0.  88,  §  1.  (e)  §  10.    (/)  §  64.    (g)  §  10. 
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(2)  There  may  be  added  to  any  one  or  more  of  the 
essential  particolara  mentioned  in  this  section  any  letters, 
words,  or  figures,  or  combination  of  letters,  words,  or 
figures,  or  of  any  of  them ;  bat  the  applicant  for  registrar 
tion  of  any  such  additional  matter  must  state  in  his 
application  the  essential  particulars  of  the  trade  mark, 
and  must  disclaim  in  his  application  any  right  to  the 
exclusive  use  of  the  added  matter,  and  a  copy  of  the 
statement  and  disclaimer  shall  be  entered  on  the  register* 

(3)  Provided  as  follows  ; — . 

(i.)  A  person  need  not  under  this  section  disclaim 
his  own  name  or  the  foreign  equivalent  thereof, 
or  his  place  of  business;  but  no  entry  of  any 
such  name  shall  affect  the  right  of  any  owner 
of  the  same  name  to  use  that  name  or  the  foreign 
equivalent  thereof; 

(ii.)  Any  special  and  distinctive  word  or  words,  letter, 
figure,  or  combination  of  letters  or  figures  (a),  or 
of  letters  and  figures,  used  as  a  trade  mark  before 
the  13th  day  of  August,  1876,  may  be  registered 
as  a  trade  mark  under  this  part  of  this  Act "  (6). 

And  by  §  74  further  provision  is  made  for  the  registration 
of  additions  to  registered  trade  marks. 

The  effect  of  this  definition  is  to  restrict  the  variety  of  Effect  of  this 
marks  now  capable  of  adoption  for  the  first  time  by  a 
manufacturer,  for  he  cannot  register  or  obtain  protection 
under  the  Act  for  a  new  mark  which  does  not  comply  with 
this  definition  by  containing  some  one  of  the  five  first- 
mentioned  essential  particulars,  although  previously  to  the 
Act  it  would  have  been  perfectly  good.      "There  was 

(a) ''Figares"  means  "numerals."  considered  tbat  it  was  the  essential 

^  parte  Stephen*,  3  Ch.  D.  659.  elements  that  constituted  the  trade 

(fi)  And  see  the  definitions  in-  mark,  not  the  whole  label  with  all 

MeLetn  ▼.  FUming,  96  U.  B.  Bep.  the  minor  and  immaterial  addi- 

245,  and  Avery  4*  'CAmt  v.  MeUde  ^  tions :  Orr-Emng  v.  Rdgittrar  of 

A.,  27  U.  8.  Pat.  Gaz.  1027.    The  Trade  Marlu,  4  App.  Cas.  479. 
House  of  Lords  appeors  to  havo 
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olmondy  much  more  diflScoltyy"  said  Lord  BlAckbom  (a), 
referring  to  the  Act  of  1875,  '*  in  dealing  with  existing 
trade  marks,  in  which  there  was  a  Tested  right  of  property, 
than  in  dealing  with  new  trade  marks,  as  to  which  no 
one  as  yet  had  a  vested  right.  According  to  the  osoal 
course  of  legislation  in  this  country,  vested  rights  of 
property  are  to  be  respected,  and  not  interfered  with 
further  than  is  necessary ;  but  as  to  rights  to  be  acquired 
hereafter,  it  is  merely  a  question  of  expediency  what 
conditions  the  Legislature  may  think  fit  to  attach  to 
the  acquiring  of  those  rights."  The  Act  of  1883  went 
beyond  the  Act  of  1875  in  admitting  to  registration  as 
a  new  trade  mark  "a  fancy  word  or  fcincy  words," — an 
expression  for  which  sub-clauses  (d)  and  (e)  of  the  amended 
§  64  (1)  have  now  been  substituted, — but  there  are  still 
some  marks  incapable  of  registration  as  new  ones  which 
would  have  been  protected  before  the  Act  of  1875.  How- 
ever, a  manufacturer  is  entitled  under  §  64  to  register  any 
distinctive  mark  used  as  such  before  the  passing  of  the 
Act  of  1875,  and  which  is  within  the  wording  of  §  64  (6), 
so  obtaining  for  it  the  benefits  of  the  Act,  or,  in  case  of 
registration  being  refused,  to  demand  a  certificate  of  such 
refusal  (c),  the  possession  of  which  will  place  him  in  a 
position. to  exercise  whatever  rights  he  may  have  had 
before  and  independently  of  the  Acts. 
First  class  of  In  accordance  with  the  above  definition,  the  first  species 
—A  name.  ^^  trade  marks  consists  of  a  name  of  an  individual  or  firm, 
printed,  impressed,  or  woven  in  some  particular  and  dis- 
tinctive manner,  to  which  essential  particular  may  be 
added  any  letters,  words,  or  figures,  or  combination  of 
letters,  words,  or  figures,  or  of  any  of  them. 

How  names        There  is  between  a  name  of  an  individual  or  firm  used 
differ  from 

(a)  Orr-Emng  v.  Hsffistrar  qf  may  now  be  registered  as  an  old 

TVade  Marhi^  4  App.  Cas.  495.  tmde  mark,  though  this  was  not 

{h)  This  is  wider  than  the  word-  so  under  the  Act  of  1875 :  In  re 

ing  of  f  10  of  the  Act  of  1875,  and  MUeheU  (1),  7  Cb.  D.  36. 

a  single  distinctive  letter  or  figure  r  {e)  Patents  Act,  188S,  §  77. 
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as  a  trade  mark,  and  a  &ncy  name  or  arbitrary  fifymbol  o^^^J  ^^a^ 
used  for  the  same  porpoBe,  a  broad  distinction^  which  was 
early  perceived,  and  which  caosed  some  difficolty  in  the 
oniyersal  acceptance  of  a  name  as  an  efficacious  trade 
mark.  This  difference  is  that  a  name  is  in  its  very  natare 
generic,  and  is  properly  applied  to  designate,  not  one 
individual  in  the  world,  but,  it  may  be,  many  thousands,  to 
all  of  whom  it  is  equally  appropriate.  The  addition  of  the 
Christian  to  the  surname  does,  indeed,  diminish  the  number 
of  persons  to  whom  the  appellation  belongs ;  but  the  Chris- 
tian name  is  commonly  abbreviated  to  an  initial  letter,  and, 
in  any  case,  the  surname  is  the  important  part  of  the  name, 
beyond  which  many  persons"do  not  care  to  investigate. 

The  impossibility  of  a  single  manufacturer  being  allowed 'Consequently 
to  arrogate  to  himself  the  exclusive  use  of  a  name  which  name^Bedas 
he  shares  in  common  with  many  other  persons  is  apparent ;  f  ^"^®  ™*'^ 
and  £rom  this  circumstance  the  rule  was  deduced  that  piete. 
while,   as  against  persons  bearing  a  different  name,  a 
manufacturer's  right  in  his  name  trade  mark  is  absolute 
and  exclusive,  as  against  persons  bearing  the  same  name 
no  such  exclusive  right  can  be  set  up  (a).     ThuAia  Dence 
V.  Mason  (6),  Malins,  V.-C,  held  that  during  the  continu- 
ance of  the  partnership  between  two  persons  named  Mason 
and  Brand  they  could  not  be  prevented  from  using  the 


(d)  Bwrgen  v.  Burgeu,  3  De  G. 
V.  &  6. 896,  and  infrh,  p.  29 ;  Faher 
X.  Faber,  49  Barb.  367;  B.  Cox,  401 ; 
Memfdy  v.  Meneely,  62  N.  Y.  427. 
-See  Howe  v.  Howe  Mewhine  Co,,  60 
Barb.  236 ;  B.  Cox,  421 ;  Laaenby 
▼.  WhUe  (1),  41  L,  J.  Ch.  354; 
Ma99am  ▼.  Thorley'g  Cattle  Food 
Co.  (1),  6  Cb.  D.  674;  Twrton  v. 
Tmrton,  42  Cb.  D.  128;  Tustattd  y. 
Tnmaud,  38  W.  B.  503;  McLean 
T.  Fleming,  96  U.  S.  Bep.  246 ;  Bin- 
ftmger  v.  WatUee,  28  How.  Pr.  206 ; 
GUmkon  t.  Hwtnewell,  122  Mass. 
139;  Frtnee  HetalUe  PaM  Co.  v. 
CtbrhtmMetdUM  Paint  Co,,  Dig.  573; 
Heimbcid  ▼.  Helmbold  JUanitfaO' 
tmrimg  ay^63How.Pr.453;^aiiw 


V.  Paw,  15  Grant  Up.  Can.  Ch.  681; 
Becker  v.  Becker,  52  How.  Pr.  218 ; 
Hardy  v.  CtUter,  3  U.  S.  Pat.  Gaz. 
468 ;  In  re  Cofuolidated  Fruit  Jar 
Co.,  14  U.  8.  Pat.  Gas.  269 ;  Ma/nhall 
V.  Pinkkam,  52  Wise.  672;  Frazer 
V.  Frazer  Lubricator  Co.,  121  111. 
147  ;  Brown  Chemieal  Co.  y.  Myer, 
31  Fed.  Bep.  463 ;  Pratt's  Appeal, 
117  Penn.  8t.  401.  And  in  the 
same  way  it  seems  that  a  manu- 
facturer may  put  his  address,  the 
name  of  his  mill,  on  his  goods, 
though  it  may  resemble  the  address 
on  another  man's  goods:  Oarmichel 
y.  Latimer,  11  B.  I.  395. 
(h)  Dig.  534. 
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latter's  name  in  their  business,  notwithstanding  that  it  was 
well  known  in  connection  with  a  similar  old-established 
business ;  and  the  Court  of  Appeal  held  (a)  that  the  same 
would  be  the  case  if  a  new  bonorfide  partnership  should 
be  formed.  This  rule  must,  however,  be  qualified  by  the 
statement  that  where  a  person  uses  his  own  name  for  the 
purpose  of  fraud,  and  satis&ctory  evidence  of  fraudulent 
intention  can  be  produced,  such  unfair  conduct  will  be 
restrained,  even  though  the  free  use  of  the  man's  own 
name  may  be  thereby  hindered  (6).  And  the  Criminal 
Law  also  aidmits  of  the  punishment  of  such  fraudulent 
user  of  a  man's  own  name  (o). 
Statements  A  valuable  statement  of  the  law  was  made  by  Lord 
^  *  Craighill  in  the  Scottish  Court  of  Session,  in  Dunnachie 
V.  Young  &  Bona  (d),  in  which  he  said : — '*  The  name  of  a 
person  may  be  a  trade  mark ;  there  may  be  other  manu* 
facturers  of  goods  of  the  same  description,  and  the  latter 
are  not  precluded  from  placing  their  own  names  on  their 
goods  by  reason  of  the  fact  that  this  name  has  already 
become  the  trade  mark  of  another  manufru^turer.  The 
only  condition  they  must  fulfil  is  that  the  name  as  used  by 
them  shall  be  accompanied  with  something  which  shall  be 
a  distinction,  if  the  bare  name  would  lead  to  the  deception 
of  the  public  and  the  injury  of  the  trader  on  whose  goods 
the  name  first  appeared  as  a  trade  mark."  And  in  the 
New  York  case  of  England  v.  The  New  York  Publiehing 


(a)  41  L.  T.  N.  8.  573. 

(b)  HolUmay  ▼.  Hollamay,  13 
Beav.  209,  and  infrd;  Bodgers  v. 
Nonnll,  6  Hare,  326;  6  C.  B.  109; 
Taylor  v.  Taylor,  23  L.  J.  Ch.  255 ; 
Jamei  v.  Jamfs,  L.  R.  13  Eq.  421 ; 
FuUwood  V.  Fullwood,  W.  N.  1873, 
pp.  93-185 ;  Fullwood  v.  FuUwood 
(2),  9  Ch.  D.  176;  Mauam  v. 
Thorley's  Cattle  Food  Co.  (2),  14 
Ch.  D.  748 ;  Pullar  v.  Pullar,  Fiy, 
J.,  AprU  9th,  1883;  Warner  v. 
Warner,  5  Times  L.  R.  359;  Tut- 
saud  V.  Tusiaud,  38  W.  R.  503 ; 


€HUu  v.  Hall,  R.  Cox,  596;  Stone- 
hraker  v.  Stonehraker,  33  Md.  252 ; 
McLean  v.  Fleming,  96  U.  S.  Rep. 
245 ;  Devlin  v.  Devlin,  69  N.  Y.  212 ; 
Wilder  v.  WUder,  Dig.  372 ;  POtz 
T.  Eiohele,  62  Mo.  171 ;  Bogert  t. 
Taintar,  97  Mass.  291;  /»  re 
Comolidated  IVuit  Jar  Co.,  14  U.  8. 
Pat.  Qaa.  269 ;  Shawr  v.  Shofcer, 
52  Iowa,  208 ;  India  Rubber  Qmh 
Co,  V.  Rubber  Comb  ^  Jevoehy  Co,, 
45  N.  y.  Super.  Ct.  258. 

(0)  R  V.  Dundas,  6  Cox,  380. 

(d)  Ct.  Sesii.  Cas.  4th  Ser.  X.  874. 
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Co.  (a),  Daly,  G.  J.,  said : — '*  The  fact  that  a  man  has  used 
his  own  name  to  designate  the  article  he  produces,  and 
that  the  name  has  become  valuable  to  him  through  the 
article  becoming  extensively  known,  gives  him  no  right 
tx>  exclude  any  other  man  of  the  same  name  from  affixing 
his  name  upon  the  same  kind  of  article,  if  he  manu&ctures 
it.  The  test  is  whether  he  uses  the  name  honestly  and 
£edrly  in  the  ordinary  prosecution  of  his  business,  or  dis- 
honestly, to  palm  o£f  his  own  commodity  as  the  production 
of  another." 

In  HcUoway  v.  HoUoioay  (6),  the  defendant,  Henry  ^f}^^y  ^• 
HoUoway,  sold  pills  and  ointment  in  packets  and  pots, 
similar  to  those  in  which  his  brother,  the  plaintiff,  Thos. 
Uolloway,  sold  his,  and  the  defendant  also  affixed  to  his 
packets  and  pots  similar  labels  and  wrappers,  but  with 
"  H.  Holloway,"  instead  of  simply  "  HoUoway."  Thomas 
HoUoway  having  filed  a  bill  for  an  injunction.  Lord 
Langdale,  M.  R.,  granted  the  injunction,  saying,  on  the 
evidence,  that  it  was  as  clear  and  as  plainly  avowed  a 
fraud  as  he  ever  knew.  He^  however,  expressly  stated 
that,  "  the  defendant's  name,  being  HoUoway,  he  had  a 
right  to  constitute  himself  a  vendor  of  Holloway's  piUs 
and  ointment,"  and  that  he,  the  M.  R.,  ^'  did  not  intend 
to  say  anything  tending  to  abridge  such  right";  the 
defendant  had,  nevertheless,  no  right  to  do  so  with  such 
additions  to  his  own  name  as  to  deceive  the  public  and 
make  them  believe  that  he  was  selling  the  plaintiff's 
pills  and  ointment. 

The  case  of  Burgess  v.  Burgess  (c)  was  somewhat  Bur-geu  v. 
similar.     There  the  plaintiff's  father,  to  whose  business  the    ^'3^^' 
plaintiff  had  succeeded,  had  invented  ^'  Burgess'  Essence 
of   Anchovies."      He    employed    his    two  sons    as    his 
assistants,  and  the  business  was  conducted  by  him  and 
them  at  107,  Strand.    After  a  time  one  of  the  sons^  W.  H. 

(a)  8  Daly,  376.  {e)  3  De  G.  M.  k  G.  896. 

(h)  13  Beav.  209. 
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BorgesB,  took  a  hoase  in  King  William  Street,  and  setting 
up  for  himself,  pnt  on  his  shop  front,  '^  W.  H.  Burgess, 
late  of  107,  Strand."  He  also  headed  his  labels, ''  36,  King 
William  Street,  City,  London  (Royal  Arms),  late  of  107, 
Strand,  Borgess'  Essence  of  Anchovies  ** ;  plaintiff's  labels 
beingheaded, "  107  (Royal  Arms),  Strand,oomer  of  the  Savoy 
Steps,  John  Bnrgess  and  Son,  Original  and  Superior  Essence 
of  Anchovies."  Sir  R.  T.  Kindersley,  V.^.,  granted  an 
injunction  as  to  ^'  late  of  107,  Strand,"  and  the  continuance 
on  the  sides  of  the  defendant's  shop  door  of  a  plate  with 
the  words  "  Burgess'  Fish  Sauce  Warehouse,  late  of  107, 
Strand  " ;  but  the  part  of  the  motion  which  referred  to  the 
use  of  the  words  '^  Burgess'  Essence  of  Anchovies  "  being 
refused,  the  plaintiff  appealed,  and  the  Lords  Justices  then 
distinctly  refused  to  deny  a  man  the  use  of  his  own  name. 
Sir  J.  L.  Knight-Bruce,  L,  J.,  said,  "  All  the  Queen's  sub- 
jects have  a  right  to  sell  their  articles  in  their  own  names, 
and  not  the  less  so  that  they  bear  the  same  name  as  their 
fathers  (a).  The  defendant  carries  on  business  in  his  own 
name,  and  sells  his  essence  of  anchovies  as  ^Burgess' 
Essence  of  Anchovies,'  which,  in  truth,  it  is ; "  and  Sir  Gr. 
Turner,  L.  J.,  added  that,  ^^  where  a  person  was  selling  goods 
under  a  particular  name,  and  another  person,  not  having 
that  name,  was  using  it,  it  might  be  presumed  that  he 
so  used  it  to  represent  the  goods  sold  by  himself  as  the 
goods  of  the  person  whose  name  he  used  (b) ;  but  that 
where  the  defendant  sold  goods  under  his  own  name,  and 
it  did  happen  that  the  plaintiff  had  the  same  name,  it 
did  not  follow  that  the  defendant  was  selling  his  goods  as 


(a)  And  see  Sardy  v.  Cutter,  3 
U.  8.  Pat.  Gaz.  468.  However,  a 
son  has  no  right  to  deceive  the  pub- 
lic by  using  his  father's  new  name, 
after  the  father  has  assumed  a  dif- 
ferent name  from  that  to  which  the 
son  is  entitled :  Gouraud  ▼.  Trtutj 
10  N.  Y.  Sup.  Ct.  627 ;  but  if  the 
son  has  assumed  the  same  fictitious 


name  with  the  father,  by  the  father's 
desire,  the  latter  cannot  afterwards 
interfere  with  the  honest  use  of  the 
fictitious  name  by  the  son :  JSnaland 
V.  New  York  PubUskin^  Co,  8 
Daly,  375. 

(b)  SeePerksv.  ffaU  ^  6b., W.N. 
1881,  p.  111. 
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the  goods  of  the  plaintiff''  (a)  ;  if,  however,  a  fraudolent 
intention  had  been  proved,  both  judges  agreed  that  the 
case  would  have  been  different. 

The  fact  that  according  to  these  cases  a  man  might  with  ^insworth  v. 
impunity,  in  the  absence  of  proof  of  actual  fraud,  sell  the 
same  goods  as  another,  under  the  same  name,  provided 
that  his  own  name  was  the  same  as  that  of  the  rival 
manufacturer,  who  had  been  in  the  habit  of  using  his 
name  as  his  trade  mark,  not  unnaturally  produced  doubts 
whether  a  trade  mark  which  was  not  capable  of  protection 
against  infringement  in  all  cases  could  rightly  be  termed 
a  trade  mark  at  all ;  and  in  AiTisworth  v.  Waimaley  (6), 
where  the  defendant  had  a£Szed  to  thread  not  of  the 
plaintifi^s  make  labels  with  the  words  '' Ainsworth's 
Thread,"  it  was  argued  that  such  a  case  was  no  case  of 
trade  mark,  and  that,  this  being  so,  it  became  necessary 
for  the  plaintiff  to  prove  the  Bci€7i;ter  on  the  part  of  the 
defendant.  Sir  W.  P.  Wood,  V.-C,  however,  declined  to 
adopt  that  argument,  and  intimated  that  in  his  opinion  a 
man's  name  was  '^  as  strong  an  instance  of  trade  mark  as 
could  be  suggested,"  adding  that  it  was  subject  '^  only  to 
this  inconvenience — ^that  if  a  Mr.  Jones  or  a  Mr.  Brown 
relied  on  his  name,  he  might  find  it  a  very  inadequate 
security,  because  there  might  be  several  other  manuGetc- 
turers  of  the  same  name." 

The  decision  in  this  case  finally  established  the  principle  A  name  may 
that  the  name  of  an  individual  or  firm  duly  appended  to  t4de  mark. 
the  vendible  article  is  a  valid  trade  mark  (c),  subject  to 
the  inconvenience  mentioned  above. 

That  inconvenience  has  now  been  removed  as  to  new  A  name  now 

first  used  as  a 

(a)  In  Massemt  v.  J".  W,  Tkorley^i  ments  of  the  Court  of  Appeal  in 

Came  Food  Co.  (2),  14  Ch.  D.  748,  Twrton  ▼.  Twrton,  42  Cb.  D.  128. 
James,  L.  J.,  expressed  the  opinion  (b)  L.  B.  1  Eq.  618. 

that  the  language  of  Turner,  L.  J.,  \o)  See  per  Lord  Kingsdown,  in 


was  to  be  preferred    to  that  of  Isathsr  Cloth  Co.  "7,  American  LM' 

Kmght'Bmce,L.  J.,  the  terms  used  tker  Cloth  Co.,  11  H.  L.  C.  623, 

bj^e  latter  being  somewhat  calcu-  where  he  treats  a  name  as  a  good 

lated  to  mislead }  but  see  the  jndg*  trade  mark. 
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trademark 
must  be  in  a 
distinctive 
form. 


The  name 
need  not  be 
that  of  tbe 
actual  manu* 
facturer. 


marks  by  the  requirement  for  the  name  claimed  as  a  trade 
mark  to  be  '^  printed,  impressed^  or  woven  in  some  par- 
ticular and  distinctive  manner  "  (a)«  For  the  Aiture,  a  new 
trade  mark  consisting  of  a  name  will  be  available  against  all 
the  world,  without  exception,  for  with  the  mere  collocation 
of  letters  there  is  to  be  combined  some  further  element,  in 
respect  of  colour,  pattern,  or  some  other  such  differentia, 
which  shall  effectually  distinguish  the  trade  mark  firom 
even  a  similar  succession  of  letters  from  which  that 
further  characteristic  shall  be  absent  (6).  The  effect  of 
this  provision  is  to  render  necessary  for  the  future  a  pre- 
caution which  ipany  manufacturers  have  already  voluntarily 
adopted ;  and  the  employment  of  a  mode  of  printing,  the 
imitation  of  which  would  furnish  an  almost  irrefutable 
presumption  of  fraud,  may  be  instanced  from  Stephens  v. 
Ped  (o),  in  which  case  the  labels  on  the  bottles  con- 
taining the  plaintiff's  ink*  were  printed  in  letters 
which  are  described  as  being  in  part  white  on  a  red 
ground,  in  part  white  on  a  blue  ground,  and  in  part  blue 
on  a  white  ground. 

There  is  no  provision  in  the  Act  which  requires  that  the 
name  selected  as  the  trade  mark  shall  be  the  name  of  the 
individual  or  firm  by  whom  the  goods  to  which  the  trade 
mark  is  to  be  attached  are  actually  manufactured.  Neither 
was  this  the  case  before  the  passing  of  the  Act.  In  many 
instances,  it  is  true,  the  name  was  that  of  the  actual 


(d)  Patents  Acts,  1883-8,  §  64; 
Trade  Marks  Act,  1875,  §  10;  and 
see  In  re  Gianaclu^  58  L.  J.  Ch. 
782;  In  re  Hannay,  7  P.  B.  46. 
Also  In  re  Price's  Patent  Candle 
Co.,  27  Ch.  D.  681. 

(b)  See  per  Jessel,  M.R.,  in  In  re 
Horsburgh  ^'  Co,,  63  L.  J.  Cb.  237. 
In. tbe  same  way,  the  United  States 
Statute  of  1870,  §  79,  provided  that 
the  Commissioner  of  Patents  should 
not  receive  and  record  any  proposed 
trade  mark  which  was  merely  the 
name  of  a  person,  firm,  or  corpora- 
tion only,  unaccompanied  by  a  mark 


sufficient  to  distinguish  it  from  the 
same  name  where  used  by  other 
persons.  And  tbe  Statute  of  1881, 
now  in  force,  provides  by  §  3,  that 
"no  alleged  trade  mark  shall  be 
registered  which  is  merely  the  name 
of  the  applicant."  See  tbe  decisions 
in  In  re  India  Rubber  Comb  Co^  8 
U.  S.  Pat.  Ghiz.  905,  and  In  re  Hoire 
4'  Post,  9  U.  S.  Pat  Gaz.  4%,  under 
Uie  Act  of  1870,  and  other  cases 
noted  against  the  Act. 

(c)  16  L.  T.  N.  S.  145.  See 
Royal  Bahirng  Ponder  Co,  y.  Davi$^ 
26  Fed.  Rep.  293. 
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manufacturer :  thus,  the  words  "  Ainsworth's  Thread  "  (a) 
and  "Taylor's  Persian  Thread"  (b)  were  used  as  trade 
marks  on  thread  produced  by  those  makers,  ''  Hamsay ' 
was  used  on  bricks  by  G.  H.  Samsay  (c),  Thomas  Holloway 
placed  "  HoUoway's  Pills  "  and  "  Holloway's  Ointment "  on 
his  boxes  and  pots  ((2),  and  so  in  many  cases  more  (e). 

But  where  a  name  has  once  become  a  trade  mark  by  A  name  be- 
registration,  or,  if  used  before  the  passing  of  the  Trade  mark  may 
Marks   Registration   Act  of   1875,  by  actual  user  on  a  P*^  ^^^^^  <^^o 

'     •/  business. 

vendible  article  (/),  since  followed  by  registration  or  the 
procurement  of  a  certificate  of  refusal  to  register,  it  is 
assignable  (g),  subject  to  a  connection  with  the  goodwill  of 
the  business  (A),  and  may  easily  pass  to  and  become  the 
property  of  a  person  or  firm  whose  own  name  is  widely 
different.  Thus,  the  trade  mark  "  William  Ash  "  in  Bury 
V.  Bedford  (i),  "  1847,  Sogers  Bros.  A.  1,"  in  Meriden 
Britannia  Co.  v.  Parker  (4),  "  Thorley's  Cattle  Food  "  in 
Masaam  v.  J.  W.  Thorley'a  Cattle  Food  Co.  (2)  (I),  "  D. 
Simmons"  in  Weed  v.  Peterson  (m)j  "Pepper's  Signal 
Oil "  in  Weston  v.  Ketcham  (1),  (2)  (n),  "  Dr.  C.  McLane's 
Pills  "  in  McLean  v.  Fleming  (o),  ^'  Smith,  Snyder  &  Co." 
in  Young  v.  Jones  Bros.  &  Co.  (p),  "  Oakes'  Candies  "  in 
Probasco  v.  Bouyon  (q).  But  it  is  a  fraudulent  act  to 
purchase  the  right  to  use  the  name   of  a  small  maker 


(a)  Ahuworih  r.  WaXmtley,  L.  R. 
1  Eq.  518. 

(Jby  Taylor  v.  Taylor,  23  L.  J. 
Ch.255. 

(<;)  JHsBon  y.  Fateoui,  3  EU.  &  Ell. 
537. 

(jeT)  Holloway  y.  Ralloway,  13 
Beav.  209. 

(tf)  Burgess  v.  Buryesa^  3  De  G. 
M.  &  G.  896  ;  Wedgwood  v.  Smith, 
Dig.  96;  CoIHm  Co.  v.  Brown,  3 
K.  k,  J.  423;  SUphem  v.  Peel,  16 
L.T.  N.  8.  145,  &c. 

(/)  Me  Andrew  v.  Bauett,  4  De 
G.  J.  &  S.  380. 

O)  HaU  V.  Barrows,  4  De  G.  J. 
ic  H.  150 ;  The  Leather  Cloth  Com- 
jpaniaf  ease,  1  BL  &  M.  271  (V.-C. 


Wood),  and  11  H.  L.  C.  523  (Lords 
Cran  worth  andKingsdown);  Bogers 
V.  Taintor,  97  Mass.  291 ;  Emerson 
V.  Badger,  101  Mass.  82. 

(h)  Trade  Marks  Registration 
Act,  1875,  §  2.  Patents  Act,  1883, 
§70. 

(i)  32  L.  J.  Ch.  741,  and  4  De  G. 
J.  &  8.  352. 

(A)  39  Conn.  450 ;  12  Amer.  Bep. 
401. 

(V)  14  Ch.  D.  748. 

(m)  12  Abb.  Pr.  N.  S.  178. 

(»)  39  N.  Y.  Super.  Ct.  54 ;  51 
How.  Pr.  455. 

ip)  96  U.  8.  Rep.  245, 

(^)  3  Hughes,  274. 

(^)  1  Mo.  App.  241. 
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Names  of 
fane  J  per- 
sonages. 


Name  some- 
times used 
alone. 


because  it  happens  to  be  identical  with  that  of  a  maker  of 
reputation  (a). 

Among  trade  marks  used  before  the  passing  of  the 
Trade  Marks  Act  of  1875,  instances  are  not  unusual  of 
marks  consisting  of  a  name  which  neither  is  nor  ever  has 
been  borne  by  the  present  or  any  past  manufacturer,  but 
which  either  belongs  to  some  person  who  actually  exists  or 
has  existed,  or  to  some  imaginary  or  symbolical  personage, 
or  character  from  a  book.  Thus,  the  names  "  Victoria," 
"  Albert,"  &c.,  are  very  commonly  used  on  a  great  variety 
of  articles ;  thus  ^^  Bismarck  "  denoted  paper  collars  (6), 
and  "Roger  Williams"  long  cloth  (c),  "Dave  Jones" 
whisky  (d),  *'  Lone  Jack  "  tobacco  (e)  ;  so  too  "  Britannia," 
"  Dolly  Varden,"  &c.  All  such  names,  whether  of  real  or 
fictitious  characters,  will  properly  be  classed  under  sub- 
clause (a)  of  the  amended  §  64  (1  . 

In  some  cases  the  name  constituting  the  trade  mark 
is  used  alone,  as  "  Wilkie  "  in  Wilkie  v.  McCvUoch  (f), 
"  Dent "  in  Demt  v.  Twrpin  (gr),  "  Kamsay  "  in  Dixon  v. 
Fawcua  (A), "  Howe  "  in  Howe  v.  Howe  Machine  Co.  (i), 
"  Wedgwood  "  in  Wedgwood  v.  Smith  (k\  "  Derringer  "  in 
Derri/nger  v.  Plate  (i),  "  Jules  Jurgensen  "  in  Jurg&nsen 
V.  Alexander  (m),  "  A.  W.  Faber  "  in  Faier  v.  Faber  (n). 


(a)  Perks  v.  HaU  ^  Co,,  W.  N. 
1881,  p.  111. 

(J)  Messerole  v.  Tynbergy  4  Abb. 
Pr.  N.  S.  410;  R.  Cox,  479.  In 
the  U.  S.  Patent  Office  it  has  been 
held  that  one  man  may  register  as 
his  trade  mark  another  man's  name 
with  the  latter's  written  consent : 
Ea  parte  Sullivan  A"  Bv/rke^  16 
U.  8.  Pat.  Gaz.  765 ;  Expa/rU  Pace, 
TalhoU^  Ci?.,t*.  909. 

(p)  Ba/rraucs  v.  Knight^  6  R  I. 
434 ;  R.  Cox,  238. 

(d)  Kidd  if'  Co.  v.  Mills,  Johnson 
*}•  Co.,  5  U.  8.  Pat.  Gaz.  387. 

(fl)  Carroll  v.  Ertheiler,  1  Fed. 
Rep.  688. 

(/)  Ct.  Sess.  Cas.,  1st  Ser.  IL 
413. 

(q)  2  J.  &  H.  139. 


(70  3  Ell.  &  BU.  637. 

(i)  50  Barb.  236  ;  R.  Cox,  421. 

(*)  Dig.  96. 

(0  29  Cal.  292 ;  R.  Cox,  324. 

(m)  24  How.  Pr.  269 ;  R.  Cox,  298. 

(n)  49  Barb.  357  ;  R.  Cox,  401. 
And  see  Ricluvrds  v.  WUliamston, 
30  L.  T.  N.  S.  746 ;  FuUwood  v. 
Fullwood.Vf.  N.  1873, pp.  93-185; 
Tonge  v.  Wa/rd,  21  L.  T.  N.  S.  480  ; 
Fullwood  V.  FuHmood  (2),  9  Ch.  D. 
176 ;  Bonman  v.  JFTo^d,  85  Ma.ss. 
76;  Bogers  v.  Taintor,  97  Mass. 
291 ;  Emerson  v.  Badger,  101  Mass. 
82;  Sohier  v.  Johnson,  111  Mass. 
238 ;  Sherwood  v.  Andrews,  3  Am. 
L.  Reg.  N.  8.  588 ;  In  re  India 
Rubber  Comb  Co.,  8  U.  8.  Pat  Gaz. 
905;  India  Rubber  Comb  Co,  v. 
Meyer,  ih,  905;  India  Rubber  Comb 
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In  other  cases  the  name  is  used  in  combination  with  Sometimes 
other  letters,  words,  or  figures,  or  combinations  of  letters,  tlons. 
words,  or  figures ;  and  the  name  of  an  inventor,  discoverer, 
manu&cturer,  &c.,  '^  may  make  words  distinctive  which, 
without  the  name,  would  not  be  so  "  (a).  Thus  "  Chubb's 
Patent-Lock  Fire-proof  Safe  "  (5),  "  Collins  &  Co.  Hartford 
Cast  Steel,  Warranted  "  (c), "  Taylor's  Persian  Thread  "  (d), 
«  Stephens'  Blue  Black  Writing  Fluid "  («),  "  Thorley's 
Cattle  Food"  (/),  "Coe's  Super-phosphate  of  Lime  "  (g), 
"  Wolfe's  Aromatic  Schiedam  Schnapps "  (A),  "  Mrs. 
Winslow's  Soothing  Syrup"  (i),  "1847,  Sogers  Bros., 
A  1 "  (ifc),  "  Meneely's  West  Troy,  N. Y."  ([),  Again, 
"  J.  Sodgers  &  Sons "  was  coupled  with  a  crown  between 
the  initials  of  the  sovereign  (m),  and  "  Ransomes  &  Co." 
was  followed  by  "  H.  H.  6  "  (n). 


Co.  V.  Rubber  Comb  4"  Jewelry  Co., 
45  N.Y.  Saper.  Ct.  258 ;  Inre  Rubber 
Clothing  Co.,  10  U.  S.  Pat.  Gaz.  Ill; 
In  re  Oiggin,  Kidder  ^Co.,  11 U.  8. 
Pla.t.  Gaz.  1109;  In  re  Hall  S^  Co.,  l^ 
U.  8.  Pat.  Gaz.  229;  Camdehel  v. 
Latimer,  11  R.  I.  395. 

{a)  I\dt4mv.  Sellers,  4  Brews.  42. 

(*)  Chubb  ▼.  Priegt,  1  L.  T.  142. 

(I?)  CoUins  Co.  V.  Bronm,  3  K.  & 
J.  423;  CoUim  Co.  v.  Coicen,  ib. 
428. 

(rf)  Taylor  r.  Taylor,  23  K  J. 
Cb-  255. 

le)  SUphem  r.  Ped,  16  L.T.  N.S. 
145. 

(/)  Mauam  v.  J.  W.  Thorley's 
Cattle  Food  Co.  (2),  14  Ch.  D.  748. 

(^)  Bradley  v.  Norton,  33  Conn. 
157;  B.  Cox,  331. 

(A)  Bwrko  V.  Canin,  46  Cal.  467 ; 
13  Ainer.  Rep.  204. 

(i)  CwrtU  V.  Bryam^  2  Daly,  212 ; 
B-  Cox,  434. 

(Jfc)  Meriden  Britannia  Co.  v. 
Parker,  39  Conn.  450;  12  Amer. 
Bep.  401. 

(Q  Meneely  t.  Meneely,  62  IS.  Y. 
427. 

(m)  Bodgerg  ▼.  Nowill,  6  Hare, 
325:  5  C.  B.  109;  3  De  G.  M.  &  G. 
614. 


(n)  Bansotne  v.  Bentall,  3  L.  J. 
Ch.  161.  And  see  6heen  v.  Fol' 
gham,  1 S.  &  8. 398 ;  James  y.  James, 
L.  R.  13  Eq.  421 ;  Lazenby  v.  Lazen- 
by,  Dig.  160 ;  OillU  v.  HaU,  R.  Cox, 
596.  Also  Wilder  v.  Wilder,  Di^. 
372  ("  J.  B.  Wilder  &  Co.'s  Stomach 
Bitters  ") ;  Weston  v.  Hemmons,  2 
Vict.  L.  R.  Eq.  121  ("Weston's 
Wizard  Oil ");  Filkinsv.  Blackman, 
13  Bl.  C.  C.  440  ("Dr.  J.  Black- 
man's  Genuine  Healing  Balsam") ; 
Qowraud  v.  Tnuct,  10  N.  Y.  Sup.  Ct. 
627  ("Gouraud's  Oriental  Cream, 
or  Magical  Beautifier") ;  Weston  v. 
Ketcham  (1)  and  (2),  39  N.  Y.  Super. 
Ct.  54 ;  51  How.  Pr.  465  ("  Capt.  8. 
Pepper's  Extra  Signal  Oil") ;  In  re 
BolOand,  10  U.  8.  Pat.  Gaz.  980 
('*Dr.  Lobenthal's  Essentia  Anti- 
phthisica") ;  Sivift  v.  Peters,  1 1 U.  8. 
Pat.  Gaz.  1110  ("  The  John  C.  Rags- 
daleAmmoniated  Dissolved  Bone"); 
MeLean  v.  Fleming,  96  U.  8.  Rep. 
245  ("Dr.  C.  McLane's  Liver 
PiUs") ;  Davis  v.  Kennedy,  13  Grant 
Up.  Can.  Ch.  623  ("Perry  Davis' 
Vegetable  Pain-Killer");  Futtrnv. 
i&«er<,4Brew8.42("Dr.  J.  M.Lind- 
sey*s  Improved  Blood  Searcher ")  ; 
ManJiatta/n  Medicine  Co.  v.  Wood, 
4  Cliff.  461  ("Atwood's  Physical 
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WHAT  IS  A  TRADE  MARK? 


Second  class 
of  trade 
marks. — A 
signature. 


The  second  class  of  trade  marks  to  which  the  Act 
allows  registration  is  really  little  else  than  a  subdivision 
of  the  first  class,  consisting,  as  it  does,  of  "a  written 
signature,  or  copy  of  a  written  signatore  of  the  individoal 
or  firm  applying  for  registration  thereof  as  a  trade  mark," 
to  which  there  may  be  added,  as  before,  "  any  letters, 
words,  or  figures,  or  combination  of  letters,  words,  or 
figures,  or  of  any  of  them."  The  signature  of  an  in- 
dividual or  firm  is  in  fact  the  name  of  the  individual 
or  firm  printed  or  written  in  a  "  particular  and  distinctive 
manner,"  and  as  such,  even  before  the  Registration  Acts, 
necessarily  exhibited  characteristics  which  could  hardly 
be  copied  without  the  presumption  being  irresistible  that 
the  imitation  was  fraudulent  and  intended  to  invade  the 
rights  of  the  person  whose  signature  was  in  question. 
In  the  cases  of  Farina  v.  Silverlock  (a)  and  Wdch  v. 
Knott  (b)  the  signature  formed  an  important  part  of  the 
trade  mark  concerned^  and  in  America  the  signatures  of 
individuals  and  firms  have  been  admitted  to  registration 
on  the  same  principle.  Under  the  Act  of  1875,  §  10, 
there  was  no  necessity  for  the  signature  to  be  that  "of 
the  individual  or  firm  applying  for  registration  thereof 
as  a  trade  mark,"  but  that  is  now  required  by  §  64,  both 
as  originally  contained  in  the  Act  of  1883,  and  as  amended 
by  the  Act  of  1888  ;  so  that  an  individual  or  firm  will 
not  in  the  future  be  able  to  register  the  signature  of 
the  person  or  firm  to  whose  business  he  or  they  succeeded. 


Vegetable  Jaundice  Bitters  *');  Eos- 
Utter  V.  Vowinkle,  1  Dill.  329,  and 
Hoitetter  v.  Anderton^  1 V.  K.  Eq.  7 
("Hostetter's  Celebrated  Stomach 
Bitters") ;  Radway  v.  Colemany  15 
Grant  Up.  Can.  Ch.  50  ("Radway's 
Ready  Relief");  Chinny,  Thomas, 
5  Vict.  L.  R.  Eq.  188  ("Hood  & 
Co.'s  Soluble  Sheep  Dip") ;  Hanford 
▼.  Wejteott,  16  U.  S.  Pat.  Gaz.  1181 
("  Hanford's  Chestnut  Grove  Whis- 
key"); Margan\.Iloffert,2(yib.  1113 
("  Dr.  Haynes'  Arabian  Balsam  "} ; 


Funkc  V.  Drefffus,  34  La.  Ann.  80 
("  Boker's  Stomach  Bitters");  Boxie 
V.  Chaneyy  143  Mass.  592  ("  A.  N. 
Hoxie's  Mineral  Soap"),  ("A.  N. 
Hozie's  Pumice  Soap  "). 

(a)  1  K.  &  J.  509 ;  6  De  G.  M.  & 
G.  214;4E.  &  J.  650. 

(»)  4  £L  &  J.  747.  See  M(u$ant 
V.  Thtrrley'9  Cattle  Food  Co.  (I),  6 
Ch.  D.  574;  In  re  FaHna  (2),  27 
W.  R.  456;  In  re  Farina  (3).  Diff. 
664;  In  re  Maignen,  28  W.  R. 
759. 
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unless  that  is  an  old  mark,  having  been  used  as  such 
before  the  passing  of  the  Act  of  1875.  However,  when 
the  signature  is  once  registered  as  a  trade  mark,  \vhether 
with  or  without  additions,  it  will  descend  and  be  assign- 
able jnst  as  any  other  trade  mark,  without  its  new  owner 
being  liable  to  any  imputation  of  representing  the  person 
whose  signature  is  employed  to  be  still  in  charge  of  the 
business,  although  formerly  the  use  of  a  mark  of  this 
description  might  not  improbably  have  been  held  to 
convey  some  such  representation  to  the  public.  To  a 
case  of  this  description  Lord  Cranworth*s  observations 
very  directly  apply,  when,  speaking  of  a  buyer  of  a 
business  using  the  name  of  a  former  maker,  he  said  (a), 
"the  question  in  every  such  case  must  be  whether  the 
purchaser  in  continuing  the  use  of  the  original  trade 
mark  would,  accordiug  to  the  ordinary  usages  of  trade, 
be  understood  as  saying  more  than  that  he  was  carrying 
on  the  same  business  as  had  been  formerly  carried  on  by 
the  person  whose  name  constituted  the  trade  mark.  In 
such  a  case  I  see  nothing  to  make  it  improper  for  the 
purchaser  to  use  the  old  trade  mark,  as  the  mark  would 
in  such  a  case  indicate  only  that  the  goods  so  marked 
were  made  at  the  manufactory  which  he  had  purchased." 
The  provision  in  the  Acts  of  1875  (6)  and  1883  (c)  that 
a  trade  mark  '^  shall  be  assigned  and  transmitted  only 
in  connexion  with  the  goodwill  of  the  business"  will 
enable  the  purchaser  to  use  the  trade  mark  so  acquired 
by  him  without  his  motives  being  open  to  question,  and 
will  at  the  same  time  insure  that  marked  goods  pur- 
chased by  the  public  shall,  except  in  cases  of  punishable 
infringement,  be  produced  at  the  works  from  which  they 
purport  to  have  come. 

The  third  class  of  marks  comprises  "a  distinctive  device.  Third  class  of 
mark,  brand,  heading,  label,  or  ticket,"  to  which  again  _a  distinc- 

(0)  Leather  Cloth  Co.  t.  American         (h)  §  2. 
Leather  Cloth  Co.,  11  H.  L.  C.  523.  {c)  §  70. 
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tive  device. 


Distinctive- 
ness required. 


Composition 
of  trade  mark, 
and  manner  of 
use  alluded  to. 


"Device"  and 
"mark," 


Mode  of  appli- 
cation indi- 
cated by 
them. 


"Brand. 


•I 


may  be  added  "  any  letters,  words,  or  figures,  or  com- 
bination of  letters,  words,  or  figures,  or  of  any  of 
them." 

The  important  feature  which  is  absolutely  necessary  in 
all  the  varieties  of  trade  marks  included  in  this  class  is 
that  of  distinctiveness  (a)  :  each  mark  must  be  such  that, 
if  a  question  of  infringement  arises,  it  shall  be  perfectly 
clear  what  it  is  that  is  being  infringed,  and  that  this 
something  is  quite  different  from  all  other  marks  used 
upon  the  same  class  of  goods. 

Of  the  words  "  device,  mark,  brand,  heading,  label,  or 
ticket,"  some  point  more  directly  to  the  matter  of  which 
the  trade  mark  is  composed,  others  to  the  manner  in 
which  it  is  a£Sxed  to  the  vendible  article. 

"Device"  and  "  mark"  seem,  at  first  sight,  wide 
enough  to  include  any  of  the  symbols  or  combinations 
of  which  a  trade  mark  could  consist.  It  has,  however, 
been  held,  under  the  Act  of  1875,  that  they  do  not  include 
a  mere  word,  or  collocation  of  letters  or  figures,  however 
strangely  combined,  or  singular  in  their  application  (6), 
and  the  decision  seems  to  be  equally  applicable  to  the 
Acts  of  1883-8. 

When  used  as  indicative  of  the  mode  of  application  of 
the  trade  mark,  these  words  will  include  such  cases  as 
where  the  mark  is  stamped  on  shirts  (c)  or  other  cotton 
goods  (d)y  or  imprinted  on  sticks  of  liquorice  (e)  or  sealing- 
wax  (/),  and,  generally,  any  cases  which  do  not  come 
within  the  remaining  and  more  exact  terms. 

"Brand"  refers  to  cases  in  which  the  trade  mark  is 


(a)  See  per  Cotton,  L.  J.,  in 
Waterman  v.  Ayres,  39  Ch.  D.  33, 
and  per  Chitty,  J.,  in  Bwrland  ^  Co. 
V.  Broxhum  OU  Co.  Ld,  (2),  42 
Ch.  D.  274, 

ih)  Expcurte  Stephens,  3  Ch.  B. 
659. 

{o)  Ibrd  V.  FosUr,  L.  R.  7  Ch. 
611. 


(d)  Henderson  v.  JorsSy  Dig.  198 ; 
Carverv.  Pinto  Leite,  L.  R.7  Ch.  90; 
BroadhuTst  v.  Barlow,  W.  N.  1872, 
p.  212;  Carver  v.  Boujker,  Dig. 
581. 

(e)  Mo  Andrew  v.  Bassett,  4  De 
G.  J.  &  8.  380. 

(/)  In  re  Hyde  d:  Co.,  7  Ch.  D. 
724, 
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branded  on  metal  goods  (a),  or  on  wine-casks  (b),  or 
corks  (c). 

"  Heading  "  possibly  applies  to  cases  where,  in  addition  "  Heading.  •• 
to  the  ordinary  label  on  the  goods,  there  is  a  separate 
label  affixed  above  it,  on  which  the  special  mark  is 
exhibited  (d).  But  it  more  especially  applies  to  the 
kind  of  marks  applicable  to  the  case  of  textile  fieibrics, 
in  which  a  heading  of  special  pattern  is  inwoven  into 
the  edge  of  the  goods  (e). 

"  Label  "  indicates  an  impression  of  a  trade  mark  upon  "  I^beL" 
a  piece  of  paper,  or  some  other  thin  substance,  which  is 
made  to  adhere  to  the  goods  to  which  it  is  applied,  or 
to  the  vessel  containing  them.  Thus,  in  Wotherapoon  v. 
Gurrie  (/),  the  label  was  affixed  to  packets  of  starch ;  in 
Baas  V.  Dawber  (g)  to  bottles  of  beer ;  in  BlackweU  v, 
Crahb  (A),  Cocke  v.  Chandler  (i).  Cotton  v.  OiUard  (j), 
and  other  cases,  to  bottles  of  pickle. 

"Ticket"  points  to  a  mark  also  impressed  upon  a  "Ticket" 
separate  material,  but  only  loosely  attached  to  the  goods 
the  make  of  which  it  indicates.  Thus  the  trade  mark  of 
a  wire  manufacturer  consisted  of  an  anchor  stamped  on 
the  tallies,  or  metal  labels,  attached  to  the  bundles  of 
his  wire  (k)  ;  the  trade  mark  of  a  clothier  was  imprinted 
on  a  ticket  pinned  on  to  his  wares  (I),  Mere  words  do  not 
constitute  a  distinctive  heading  (m),  or  label,  or  ticket  (n), 

(a)  Motley  v.  Dorenman^  3  My.  k  M.  R.,  in  Singer  Manufacturing  Co. 
Cr.  1 ;  mmn^an  v.  Ibx,  ib.  338  ;  v.  WUton^  2  Ch.  D.  434. 
Crawthay  v.  Thompson,  4  M.  &  G.  (f)    L.  R.  5  H.  L.  508.      See 
357;  HaU  v.  BarrowB,  82  L.  J.  Ch.  Gilwum  v.  ffunn&well,  122  Mass. 
548 ;  and  4  De  O.  J.  k  8.  150,  &c.  139. 

(b)  Seixo  V.  Prtrvez&nde,  L.  R.  1  (a)  19  L.  T.  N.  8.  626. 
Ch.  192;  Moet  v.  Cowton,  33  Beav.  (A)  36  L.  J.  Ch.  504. 
578;  Ponaardm  r.  Peto,  33  Beav.  (i)  L.  R.  11  Eq.  446. 
642.  &c.  (J)  44  L.  J.  Ch.  90. 

(c)  Moet  V.  Clybouw,  Dig.  533;  Qt)  EdeUten  v.  EdeUten,  1  De  G. 
Moet  ▼.  PickeHng,  8  Ch.  D.  372.  J.  ic  S.  186. 

(d)  Ex  parte  Stephens,  24  W.  R.  (/)  Hirst  v.  Denham,  L.  R.  14 
963.  Eq.  542. 

(e)  Barter  v.  Souvaaoglu,  W.  N.  (m)  Leonard  and  Ellis  v.  Wells  ^ 
1875,  pp.  11-101 ;  Carver  V.  Bomker,  Co.,  26  Ch.  D.  288. 

Big.  581;  J2oWn«?»v.i^»Zay,9Ch.  (»)   Great  Tower  St.  Tea  Co.  v. 

D.  487;  and  see  per  Sir  G.  Jessel,      Smith,  6  P.  R.  165. 
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Composiiion  The  question,  "  What  is  a  trade  mark  ?  "  is,  however, 
'  less  directed  to  the  manner  in  which  the  trader's  symbol 
is  attached  to  his  goods  than  to  its  composition,  and  the 
varieties  of  mark  which  will  merit  and  receive  protection. 

"Device.**  The   Original   form  of  trade   mark  was   probably  the 

representation  of  some  animal,  or  other  natural  object, 
or  mathematical  figure,  as  the  Hall  mark  of  the  lion  or 
leopard's  head,  the  Freemasons'  square  and  compasses  (a), 
or  the  Government  broad  arrow.  Such  a  mark  would  be 
independent  of  language,  and  would  serve  to  distinguish 
goods  of  a  certain  make,  even  for  the  illiterate. 

Examples.  Such  marks  are  still  frequently  employed,   and  this 

clause  specially  includes  them.  To  this  class  belong  the 
marks  of  an  anchor  (6),  an  eagle  (c),  a  lion  (ci),  an  ele- 
phant (d),  a  cross  (e),  a  pyramid  (/),  a  bell  (gr),  a  hand  (A), 
a  cock  (i),  a  rising  sun  (k),  or  a  triangle  (I). 

A  crest.  A  crest  is  just  as  capable  of  becoming  a  trade  mark  as 

any  other  arbitrary  device  (m).     In  Beard  v.  Turner  (n) 


(a)  As  to  this  Freemasons*  em- 
blem, it  has  been  held  iu  the  United 
States  thatic  is  so  generally  appro- 
priated to  a  special  purpose  as  not 
to  be  registrable  by  a  private  firm, 
even  in  combination :  In  re  ToUe^ 
2  U.  8.  Pat.  Gaz.  415.  But  this 
decision  was  not  followed  in  In  re 
Thoman,  14  U.  S.  Pat.  Gaz.  821,  or 
HxparteXing  (2),  46  U.  S.  Pat.  Gaz. 
119,  though  in  Ux  parte  Smith 
<3),  16  U.  S.  Pat.  Gaz.  764,  regis- 
tration was  refused  to  the  wui-d 
"  Masonic." 

{b)  Edehten  v.  Edelsten,  1  De  G. 
J.  &  S.  185. 

(c)  StandUh  v.  Whitwell,  14  W. 
B.  612. 

{d)  IIenders(mv.  Jorss,  Dig.  198. 

(<?)  C'artier  v.   Carlile,  81  Beav. 
292;  Cartierv.  Westhead,  Dig.  199; 
Cartier  v.  May,  Dig.  200. 
'  (f)  Bast  V.  IJawher,  19  L.  T.  N.  8. 
626. 

ig)  Bell  V.  Bell,  Dig.  514. 

(h)Al!sapj}y.  Walker,  Dig.  M5. 
•    (i)    In    re     Walkden    Aerated 
Waters  Co.,  54  L.  J.  Ch.  3ii4. 


ijk)  Morse  v.  Worrell,  10  Phila. 
168. 

(/)  In  re  W'ortldngton,  14  Ch. 
D.  8. 

(m)  In  Sieinthal  v.  Samson,  Dig. 
546,  the  tnwle  mark  consisted  of 
the  crest,  arms,  and  motto  of  the 
plaintiff's  family.  See  Ilobinson  v. 
Finlay,^  Ch.  D.  487  ;  Ilargreates  v. 
Smith,  Dig.  338  ;  In  re  Jiosing,  54 
L. J.  Ch.  975;  In  re  Farina  ( 1 ),  26  W. 
R.  261  ;  In  re  FaHfui  (3),  Dig.  654; 
(iodillotw  Hazard,  81  N.  Y.  263; 
MackinTion  v.  Thompson,  5  Can. 
Leg.  News  396,  alt^o  Ini^tructions, 
as  to  royal,  national,  municipal, 
&c.,  arms. 

(n)  13  L.  T.  N.  S.  746.  In  Stan- 
dish  V.  Whitn-ell,  14  W.  R.  512,  the 
defendant  was  restrained  from 
using  w^hat  he  alleged  to  be  bis 
own  crest  as  his  trade  mark.  8a 
in  Mackinnon  v.  Thompson,  5  Can. 
Leg.  News  396,  wheie  the  trade 
mark,  consisting  of  the  defendant's 
name  and  arms,  had  been  sold  to 
the  plaintiff. 
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Sir  W.  P.  Wood,  V.-C.,  said,  "  I  am  not  prepared  to  say 
or  hold  that  a  man  patting  his  crest  should  not  so  put 
it  as  to  establish  his  right  to  say,  '  Nobody  shall  use  my 
crest'  It  is  incumbent  on  him,  as  on  every  plaintiff,  to 
show  that  the  crest  is  an  essential  part  of  his  trade  mark." 
The  readiest  way  of  proving  this  is  now  by  reference  to 
the  Register  of  Trade  Marks. 

The  portrait  of  a  person  whose  name  has  become  de-  Portrait. 
Bcriptive  of  the  goods,  is  not  sufficiently  distinctive  to  be 
registered  as  a  good  trade  mark  (a)  ;  but  the  portrait  of 
a  public  character  has  been  allowed  to  be  registered  in 
America  (6). 

Before  the  Trade  Marks  Act  of  1875  a  trade  mark  might  Initials, 
consist  of  initials,  either  alone  or  in  combination  with 
other  ingredients  (c).  Now,  however,  it  would  be  difficult 
to  assert  that  initials  alone,  printed  in  the  usual  manner, 
and  without  auy  distinguishing  peculiarities  of  shape, 
colour,  &c.,  could  be  described  as  "  a  distinctive  device, 
mark,  brand,  heading,  label,  or  ticket."  Where  the 
letters  are  combined  together  into  the  form  of  a  mono- 
gram, or  enclosed  within  a  distinctive  border,  or  are 
in  any  other  way  used  in  such  a  combination  as  to  be 
distinguishable  from  the  same  letters  used  in  the  plain 
ordinary  way,  it  might  have  been  supposed  that  a 
device  or  mark  would  be  constituted  capable  of  registra- 
tion i  but  in  Lucke  v.  Webster  (d),  the  lato  Master  of  the 
Bolls,  while  admitting  to  registration  as  an  old  mark  a 
monogram  on  a  shield,  suggested  that  he  could  not  have 
done  so  if  it  had  been  a  new  mark.  In  the  American 
case  of  United  States  v.  Marble  (e),  the  Commissioner 
of  Patents  considered  that  the  letters  "W.  Gr."  in  a 
monogram  were  registrable  as  a  trade  mark. 

Marks  which  have  a  mechanical  purpose,  e.g.,  to  serve  Marks  with  a 

(a)  In  re  Anderson,  26  Ch.  D.  (c)  See* p.  83  i»/r4. 

409 ;  64  L.  J.  Ch.  1084  (App.).  id)  M.  R.,  April  4th,  1879. 

{h) ExparU8uUivan4'£urke,lQ  (e)  22  U.  S.  Pat.  Gaz.  1366. 

U.  S,  Pat.  Gaz.  765 ;  Bx  parte  Paef, 
Talbatt  ^  Co,,  ib,  909, 
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meobanical     as  goides  for  the  equal  division  of  the  article  to  which  they 
^^^  '         are  applied^  cannot  deprive  other  manufacturers  of  the  right 

to  use  somewhat  similar  marks  for  the  same  purpose  (a). 
Marks  ropre-       In  some  American  cases  it  has  been  held  or  suggested 

^^def  **"*  ^^^^  *  ^®^^^®  ^*^^^  represents  the  article  to  which  it  is 
intended  to  be  applied  must  be  treated  as  descriptive 
and  incapable  of  appropriation,  in  the  same  way  as  words 
which  are  descriptive  of  the  article  to  which  they  are 
applied  are  refused  recognition  as  distinctive  names.  Thus 
the  representation  of  a  pig,  attached  to  packages  of  lard  (6), 
the  representation  of  a  fish,  for  fishing-lines  (c) ;  the 
representation  of  a  bed  made  under  a  special  patent,  for 
beds  so  made  (d)  ;  the  representation  of  a  barrel  composed 
of  alternate  light  and  dark  staves,  for  barrels  of  flour  so 
made  up  (e) ;  the  representation  of  a  twig  with  three 
leaves  and  a  plum,  for  medicated  prunes  (/).  But  there 
is  no  English  authority  in  favour  of  such  devices  being 
incapable  of  appropriation,  and  it  is  very  doubtful  whether 
the  principle  would  be  recognised  in  this  country.  In 
the  case  of  the  descriptive  name,  the  right  to  use  it  could 
hardly  be  separated  firom  the  right  to  make  and  sell  the 
article ;  but  there  is  no  imperative  necessity  that  every 
one  who  has  the  latter  right  should  also  be  entitled  to 
sell  the  article  under  a  mark  containing  a  representation 
of  it.  If  the  trade  are  entitled  to  sell  the  article,  and 
to  sell  it  by  its  appropriate  name,  their  requirements 
appear  to  be  satisfied.  However,  the  question  would 
probably  be  treated  as  being,  to  some  extent  at  least, 
one  of  degree.  In  In  re  James  {g)  an  application 
was  made  for  the  removal  from  the  register  of  a  trade 
mark  for  black  lead,  which  consisted  of  the  represen- 
tation of  a  dome-shaped  cylinder  of  black  lead,  on  the 

{a)  Dautman  and  Drumnumd  To'  (d)  Tucker  Man%f(uiwing  Cb,  v. 

baooo  Co,  V.  Ruffner,  15  U.  S.  Pat.  Boyinffton,  9  U.  S.  Pat  Gai,  466. 

Gaz.  669.  (e)  JSso  parte  Halliday  Brothert^ 

{h)  Popham  v.  Wilcox,  66  K.  Y.  16  U.  S.  Pat.  Gaz.  500. 

69.  (/)  Eeo parte  Smith  (2),  16  U.  8. 

(c)  InrePraU4' Farmer,  10  U.  S.  Pat.  Gaz.  679. 

Pat.  Gas.  866.  (g)  33  Cb.  D.  392. 
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ground  that  the  trade  mark  was  simply  a  pictorial 
description  of  the  goods  in  the  form  in  which  they  were 
Qsnally  sold ;  bat  the  decision  of  Pearson,  J.,  allowing  the 
application,  was  reversed  by  the  Court  of  Appeal.  This 
was  principally  on  the  ground  that  the  black  lead  was 
not  necessarily  sold  in  that  shape,  and  that  the  mark 
had  sometimes  been  applied  and  might  properly  be 
applicable  to  blocks  of  black  lead  in  any  shape ;  and  the 
Court  did  not  actually  decide  what  would  be  done  if 
the  trade  mark  had  consisted  of  a  pictorial  representation 
of  the  goods  in  the  only  shape  in  which  they  could  be 
made,  but  the  inclination  of  the  Court  of  Appeal  would 
appear  to  have  been  rather  in  the  direction  above  sug- 
gested. The  Comptroller-General  has  now  signified  his 
intention  not  to  accept  as  trade  marks  pictorial  repre- 
sentations of  the  goods  to  which  they  are  to  be  applied. 

In  Harter  v.  Souvazoglu  (a)  the  trade  mark  consisted  "Heading." 
of  a  certain  combination  of  purple,  pink,  and  green  Souvazoglu. 
threads,  nine  stripes  in  three  gradations,  which  were 
woven  as  a  heading  into  cotton  goods,  which  were  for- 
warded to  the  markets  of  Turkey  and  the  Levant.  The 
owners  of  this  mark  having  filed  a  bill  for  an  injunction 
against  a  rival  trader  who  had  copied  the  mark,  Sir  C. 
Hall,  V.-C,  held  "that  a  heading  could  be  the  subject 
of  a  trade  mark,  that  the  evidence  in  the  case  showed 
that  this  heading  was  distinguished  from  others  in  Turkey, 
and  that  it  had  become  a  trade  mark,  although  it  was 
sometimes  associated  with  stamps  on  the  goods,  of  the 
lion  and  the  sun,  and  other  devices.  Customers  had 
bought  goods  because  of  this  particular  heading,  and  he 
therefore  considered  that  the  plaintiffs  who  had  adopted 
it  were  entitled  to  the  protection  they  asked,  and  that  no 
other  persons  could  use  it "  (5). 

(a)  W.  N.,  1876,  pp.  11-101.  BoHTUtm  ▼.  FirOay,  9  Oh.  D.  487, 

(^)  And  Bee  per  Sir  G.  Jessel,  where  a  heading  of  coloured  threads 

H.  IL,  in  Singer  Manvftutwring  Co.  formed  a  part  of  the  combination 

▼.  Wiisoti,  2  Ch.   D.  434.     Also  mark,  thoagh  not  mentioned  in  the 

Otrver  y.  Boxker,  Dig.  581,  and  report. 
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Fancy  words.  '  •  Besides  the  varieties  of  marks  to  which  reference  has 
already  been  made,  the  third  class  of  registrable  trade 
marks  under  §  64  of  the  Patents  Act,  1883,  before  its 
amendment  by  the  Act  of  1888,  also  included  "a  fancy 
word  or  words  not  in  common  use."  This  was  not  so 
under  the  Trade  Marks  Registration  Act,  1875-7,  which 
entirely  excluded  fancy  words  from  registration  as  new 
marks,  and  only  admitted  such  as  had  been  used  before 
the  Act  of  1875.  This  exclusion  was,  however,  found  to 
cause  great  annoyance  and  inconvenience,  since  a  fancy 
name  is  of  all  trade  marks  the  most  useful,  seeing  that 
it  affords  so  easy  a  mode  of  inquiring  for  and  obtaining 
goods  produced  by  the  precise  manufacturer  whose  pro- 
duction is  desired.  For  this  reason  the  use  of  such  words 
as  trade  marks  has  been  more  general  than  that  of  any 
other  description  of  mark,  and  during  the  period  of 
exclusion  from  registration  recourse  was  had  to  all  kinds 
of  contrivances  for  obtaining  the  registration  and  at  least 
partial  protection  of  fancy  names. 

Reqmre-  For  words  to  be  capable  of  exclusive  appropriation  under 

this  provision  of  the  Act  of  1883,  they  had  to  comply 
with  three  requirements.  First,  they  had  to  be  fancy 
words  ;  secondly,  they  had  to  be  distinctive  ;  and,  thirdly, 
they  had  to  be  not  in  common  use.  Each  of  these 
requirements  has  been  the  subject  of  decision  under 
the  Act. 

Fancy  words  As  to  what  is  meant  by  "  a  fency  word  or  fancy  words," 
it  was  at  first  very  generally  supposed,  and  was  so  held  by 
Chitty,  J.  (a),  and  Bacon,  W-C.  (6),  that  the  term  would 
include  any  word  fancifully  applied,  such  as  would  have 
been  protected  by  the  Courts  irrespective  of  any  registra- 
tion Act.  The  Court  of  Appeal,  however,  took  a  more 
stringent  view  of  the  meaning  of  the  phrase,  and  the 

(a)  In  re  Stapley  ^-  Smith,  29      623 ;  In  re  Le4if,  Som  ^  Co.,  34 
Ch.  D.  877.  Cb.  D.  632. 

(*)  In  re  Van  Duzer,  34  Ch.  D. 
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effect  to  be  given  to  it  is  now  ascertained  with  rea^pnabl^  . 
clearness.  Thus,  in  the  leading  case  on  the  subject  (a), 
Cotton,  L.  J.,  said,  "  To  be  registered,  the  word  mast  be 
a '  fancy  word ' ;  and  in  order  to  come  within  that  de- 
scription it  most  be  a  word  which  obviously  cannot  have 
reference  to  any  description  or  designation  of  where  the 
article  is  made,  or  of  what  its  character  is "  ;  and 
lindley,  L.  J.,  said,  "To  be  a  'fancy  word'  the  word 
must  either  have  to  ordinary  English  people,  to  whom 
the  Act  is  addressed,  no  meaning,  like  the  word 
'Eureka/  or  the  word  'Aeilyton,'  or,  if  it  has  any 
meaning  at  all,  it  must  be  obviously  [non-descriptive]  (6) 
when  used  as  a  trade  mark."  And  Lopes,  L.  J.,  added, 
"  A  word  to  be  a  '  fancy  word '  must  be  obviously  meaning- 
less as  applied  to  the  article  in  question.  It  must  be 
a  word  fanciful  in  its  application  to  the  article  to  which 
it  is  applied,  in  the  sense  of  being  so  obviously  and 
notoriously  inappropriate  as  neither  to  be  deceptive  nor 
descriptive,  nor  calculated  to  suggest  deception  or  de- 
scription. Further  than  that,  the  word  must  have  an 
innate  and  inherent  character  of  fancifulness,  which  must 
not  depend  on  evidence,  and  cannot  be  supported  by 
evidence,  to  show  that  in  fact  it  is  neither  deceptive  nor 
descriptive,  nor  calculated  to  be  deceptive  or  descriptive. 
A  fancy  word  must  speak  for  itself :  it  must  be  a  fancy 
word  of  its  own  inherent  strength."  Again,  in  Waterman 
V.  Ayres  (c),  Fry,  L.  J.,  after  expressing  his  concurrence 
in  the  definitions  given  above,  added  further,  "That 
which  is  the  only  name  of  a  thing  cannot,  it  seems  to 
me,  be  a  fancy  word  with  regard  to  it.  The  word  '  spade ' 
describes  the  thing.  You  can  never  take  the  word  '  spade ' 
and  call  it  a  fancy  word  for  the  thing."  And  in  another 
case  (d)  Chitty,  J.,  said  that,  "  in  reference  to  an  article 

(a)  In  re  Van  Jhtzer,  34  Ch.  D.  (c)  39  Ch.  D.  29. 

€23.  (d)  In  re  Davis  ^  Co.,  69  L.  T. 

(h)  See  34  Ch.  D.  645.  N.  S.  854. 
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"  Distinct- 
ive." 


produced  in  a  foreign  country  and  imported  into  England, 
where  it  weis  previously  unknown  and  without  a  name,  the 
word  used  in  that  foreign  country  as  the  common  term  to 
describe  or  denote  the  article  is  not  a  fancy  word  within 
the  meaning  of  the  Act/' 

The  effect  of  these  statements  has  been  so  to  narrow 
and  restrict  the  meaning  of  the  phrase  that  in  nearly  all 
the  cases  in  which  the  question  of  "  fancy  word  "  has  been 
brought  before  the  Court  the  decision  has  been  adverse  to 
the  claimant.  In  fact,  in  only  three  cases  (a),  one  of 
which  has  since  been  disapproved  (6),  has  the  word  been 
upheld;  whereas  in  many  cases  it  has  been  disallowed 
on  the  ground  of  descriptiveness  or  suggestion  of  de- 
scriptiveness  (c). 

As  to  the  requirement  that  a  &ncy  word  shall  be 
distinctive,  it  seems   that  the    meaning  to  be  placed 


(a)  In  re  Stapley  Jjr  Smithy  29 
Ch.  D.  877  (*'  Alpine"  cotton); 
Slazenger  v.  M(Uing9y  W,  N.  1885, 
p.  124  ("  The  Lawford  "  racquet) ; 
In  re  Bwrgoyne,  61  L.  T.  N.  S.  39 
("  Oomoo  "  wine). 

{b)  In  re  Stapley  ^  Smith  in 
In  re  Van  Duzer,  34  Cu.  D.  623. 

(o)  Words  which  have  been  held 
neat  to  be  "fancy  words'*:  In  re 
Price' t  PateiU  Candle  Co.,  27  Ch.  D. 
6H1  ("National  Sperm"  candles); 
la  re  Friedla^der,  W.  N.  1885,  p.  85 
("  Zephyr  Asiatic  Walnut  Pipe  "); 
l7i  re  Harden  Star  Jf'c.  Co.,  Ld., 
55  L.  J.  Ch.  696  (  "  Hand  Grenade 
Fire  Extinguisher");  In  re  Van 
Duzer,  34  Ch.  D.  623  (  "  Melrose 
Favourite  Hair  Restorer  ")  ;  In  re 
Leaf,  SoM  <J'  Co,,  34  Ch.  D.  632 
("Electric  Velveteen");  In  re 
Arbenz,  35  Ch.  D.  248  ("Gem" 
air-guns) ;  Lerer  v.  Goodwin,  36 
Ch.  D.  1  ("The  Self -Washer ")  ; 
Torrgood  Bros,  v.  Pirie  ^  Sons,  Ld., 
5()  L.  T.  N.  8.  394  ("The  Jubilee 
Note"  paper);  In  re  Aintlie  ^  Co., 
4  P.  R.  212 ("Ben  Ledi"  whiskey); 
In  re  Lainy,  L.  J.  N.  of  C,  1887, 
p.  102  ("  Glengowrie  Blend  of  Fine 
Old  Highland  Whiskey ") ;  In  re 


Ronton,  37  Ch.  D.  112  ("Red, 
White,  and  Blue"  label  tea);  /* 
re  Sanitag  Co.,  Ld.,  58  L.  T.  N.  S. 
166  ("  Sanitas"  medicines);  In  re 
Waterman,  39  Ch.  D.  29  ("Reversl^ 
game) ;  In  re  Davis  4"  (^-t  69 
L.  T.  N.  S.  854  ("  Bokol "  beer) ; 
Humphries  v.  Taylor  I>ntg  Co,  (2), 
69  L.  T.  N.  8.  820  ("Herbalin" 
medicine)  ;  In  re  Califomian  Fig 
Syrup  Co.,  40  Ch.  D.  620  ("  Syrup 
of  Figs  ") ;  In  re  JacJtsan  Jf"  Co., 
60  L.  T.  N.  8.  93  ("Kokoko" 
cotton  piece  goods) ;  In  re  Thomp- 
son ^  Co.,  6  P.  R.  213  ("  Manor  " 
tin  plates) ;  In  re  Orossmith,  60 
L.  T.  N.  8.  612  ("Emollio"  toilet 
cream);  Oreat  Tower  Street  Tea 
Co.  V.  Smith,  6  P.  R.  165  ("  Tower 
Tea")  ;  Burland  ^  Co.  v.  Brox- 
burn Oil  Co.,  Ld.  (2),  42  Ch.  D. 
274  ("  Washerine  **  soap)  ;  In  re 
Vignier,  6  P.  R.  490  ("Monobrut " 
champagne) ;  In  re  Batt  4*  Co.,  6 
P.  R.  493  ("The  Brymbo  Special" 
iron) ;  In  re  Hannay,  7  P.  R.  46 
(  "  Electroid  "  anti-f ouling  compo- 
sition") ;  Stuart  <^  Co.  v.  Scottish 
Vol  de  Trovers  Paving  Co.,  Ld., 
Ct.  Sess.  Cas.,  4th  Ser  XIIL,  1 
("  Granolithic  "  artificial  stone). 
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npon  this  is  that  the  word  must  be  one  which  serves  to 
distingnish  the  goods  of  one  maker  or  dealer  from  the 
goods  of  all  others  (a),  and  that  it  cannot  be  distinctive 
if  a  w(ml  of  similar  sound,  though  different  in  spelling, 
is  in  use  in  the  trade  (6). 

The  further  requirement  that  fancy  words  shall  be  "Notin  com- 
"  not  in  common  use "  has  been  interpreted  by 
Chitty,  J.  (c),  to  mean  that  they  must  not  be  in 
common  use  in  the  trade  with  respect  to  which  it  is 
sought  to  appropriate  them ;  and  though  other  judges 
have  rather  avoided  expressing  an  opinion  as  to  the 
meaning  of  the  phrase,  it  would  appear  that  this  is 
the  true  meaning  to  be  attached  to  it.  The  fact  that  a 
word  may  have  been  generally  used  and  have  acquired 
a  descriptive  signification  in  one  trade  may  well  leave 
it  '^ obviously  meaningless"  in  another.  In  Scotland, 
Lord  Craighill  (d)  seems  to  have  taken  substantially 
the  same  view  as  Chitty,  J.^  for  he  says  that  the  term 
"'common  use,'  as  employed  in  the  statute,  does  not 
necessarily  import  that  the  word  must  have  been  used 
commonly  by  all  members  of  the  community,  or  by 
people  in  aU  parts  of  the  country.  What  is  enough, 
in  my  opinion,  to  establish  common  use,  in  the  sense 
of  the  statute,  is  this :  if  it  shall  be  shown  that  the  word 
has  been  commonly  used  by  persons  who  had  occasion 
to  use  it,  and  who  are  connected  more  or  less  directly 
with  the  use  of  the  commodity  to  which  the  word  has 
been  applied.*' 

The  fourth  class  of  marks  comprises  "  an  invented  word  Fourth  class 
or  invented  words,"  to  which,  as  in  other  cases,  additions  marks.— in- 
may  be  made.     The  introduction  of  this  expression  into  vented  words. 

(a)  See   Wood  v.  Lambert^  32  Ch.  D.  877;  In  re  Bwgoyne,  61 

Ch.  D.  267;   Waterman  v.  Ayres^  L.   T.  N.  8.  39.     Compare  Oreat 

39  Ch.  D.  29;  InreJaoJuon^  Co.,  Tower  Street  Tea  Co,  v.  &mUh,  6 

60  L.  T.  N.  8.  93.  P.  R.  166. 

{h)  Per  Kay,  J.,  in  Jn  reJaek$on  (d)  In  StuaH  ^J-  Co.  v.  Scottish 

#  £5?.,  60  L.  T.  N.  8.  93.  Vol  de  Travere  Paving  Co.,  Zd,, 

{e)  In  re  Stoj^ley  ^  Smith,  29  Ct.  Sess.  Cas.,  4th  8er.  XTTL  1. 
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the  Act  appears  to  be  intended  to  bring  within  its  scope, 

and  to  render  registrable  as  new  marks,  such  words  as 

"  Washerine "    (a)  and    "  Monobrut "    (6),   which    were 

rejected  as  fancy  words,  or  as  "  Pectorine  "  (c),  "  Lacto- 

peptine  "  (rf),  "  Valvoline  "  (e),  which  were  not  sabmitted 

to  that  test.     It  has,  however,  been  held  that  "  Satinine  " 

was  not  registrable  for  starch,  soap,  blue,  and  similar  goods, 

as  being  descriptive  of  the  effect  produced  (/). 

Fifth  class  of      The  fifth  class  of  marks  comprises  "  a  word  or  words 

Non-descrip-  having  no  reference  to  the  character  or  quality  of  the 

tive  worda.      goods,  and  not  being  a  geographical  name,  with  or  without 

additions."    This  seems  designed  to  include  such  terms  as 

"  Pharaoh's  Serpents  "  toys  {g),  "  United  Service  "  soap  (A), 

and  "  Charter  Oak  "  stoves  (?').   Geographical  words  remain 

excluded,  as  they  had  already  been  under  the  meaning 

given  by  the  Courts  to  the  term  "  fancy  words." 

Sixth  class  Marks  which  come  within  any  of  the  above  five  classes 

of  trade  '^ 

marks.— Old   are  capable  of  registration,  whether  they  were  used  before 
°^^'  the  passing  of  the  Trade  Marks  Registration  Act,  1875, 

or  not ;  but  many  valuable  trade  marks  adopted  and  used 
before  any  precise  definition  was  provided  are  not  included 
in  any  of  these  five  classes,  and  would  consequently  be 
deprived  of  the  benefits  of  the  Act,  unless  some  special 
provision  were  made  for  their  protection.  To  meet  this 
case  it  is  provided,  by  §  64  (3)  (ii),  that  "any  special 
and  distinctive  word  or  words,  letter,  figure,  or  combina- 
tion of  letters  or  figures,  or  of  letters  and  figures,  used 
as  a  trade  mark  before  the  13th  day  of  August^  1875,  may 
be  registered  as  a  trade  mark  under  this  part  of  this 
Act." 

{a)  Burland  ^  Co.  v.  Broxhum  (/)  In  re  Meyerstein  ^  Co.,  43 

Oil  Co.,  Ld.  (2),  42  Ch.  D.  274.  Ch.  D.  604. 

{b)  In  re  Vignier,  6  P.  R.  490.  (^)  Bamett  v.  Leuchan,  13  L.  T. 

{0)  Smith  V.  Mason,  W.  N.  1875,  N.  S.  496. 

p.  62.  (A)  Field  v.  Lewit,  Seton,  4th 

(d)  Camrick  v.  Morion,  L.  J.  Ed.  237. 

N.  of  C.  1877,  p.  71.  (i)  J^Uey    v.    Fawtt,   44    Mo. 

(e)  Leonard  ^  Ellis  v.  Wells  ^      173. 
Co.,  26  Ch.  D.  288. 
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By  far  the  most  important  description  of  nriarks  included  ^^^  word- 
in  this  class  is  that  defined  as  ^'  any  special  and  distinctive 
vord  or  words  used  as  a  trade  mark  before  the  13th  day  of 
Aagost,  1875/'  which  brings  within  the  scope  of  the  Act  the 
numerous  varieties  of  words  which  were  used  as  old  marks, 
whether  they  come  within  the  definitions  applicable  to 
new  marks  or  not.  With  respect  to  them,  two  conditions 
are  prescribed.  First,  the  word  or  words  must  be  "  special 
and  distinctive  " ;  and,  secondly,  they  must  have  been  used 
as  a  trade  mark  before  the  passing  of  the  Act  of  1875. 

Passing  over  for  the  moment  the  question  what  words  "  Used  aa  a 
can  be  properly  regarded  as  special  and  distinctive,  it  ^  ®  °^^^" 
seems  convenient  first  to  consider  here  the  further  re- 
quirement that  the  word  or  words  shall  have  been  "  used 
as  a  trade  mark  before  the  13th  day  of  August,  1875,"  a 
requirement  which,  it  will  be  observed,  applies  also  to 
the  other  varieties  of  old  marks  comprised  in  §  64  (3)  (ii). 
There  must,  then,  have  been  user  of  the  word  or  other 
mark  before  August  13th,  1875,  and  such  user  must  have 
been  user  as  a  trade  mark,  and  not  as  a  descriptive  term 
relating  to  the  character  or  pattern  of  the  goods  or  the 
like  (a).  The  word  or  other  mark  must  have  been  used 
per  aSy  and  not  as  part  of  a  mark  which  included  other 
elements  (6) ;  and  if  it  has  always  been  ysed  with  such 
other  elements,  it  cannot,  apart  from  them,  be  claimed 
as  an  old  mark,  even  though  in  some  cases  some  of  the 
elements  comprising  the  entire  trade  mark  have  been 
used  on  one  side  of  the  article  and  the  remainder  on  the 
other  side  (c).  Moreover,  it  is  not  sufficient  that  there 
has  been  user  on  price  lists,  bill  heads,  or  other  trade 
documents;  for  user  as  a  trade  mark  there  must  have 

(a)  Leonard  Jf-  Ellis  v.  WelU  ^  1003 ;  In  re  Charlton  ^  Bugdale, 
Co^  26  Ch.  D.  288;  In  re  Ha/rrum,  53  L.  T.  N.  B.  337 ;  In  re  Perry 
McGregor  ^  Co.,  42  Ch.  D.  691.  Dams  ^  Scm,  58  L.  T.  N.  8.  695 ; 

(b)  In  re  Palmer  (3).  24  Ch.  D.  In  re  Qromnith,  60  L.  T.   N.  S. 
SfH;  Inre  Btryal  Baking  Powder  612 ;  In  re  Dunn,  41  Ch.  D.  439. 
Co^  W.  N.  1880,  p.  49 ;    In  re  (c)  In  re  Spencer,  64  L.  T.  N.  8. 
Boffward  ^  Sons,  54  L.  J.  Ch.  659.     . 

B 


50 


WHAT  IS  A  TRADE  ICARK  ? 


"  Special  and 
distinctive." 


been  nser  on  the  goods  themselves  (a),  or  on  the  boxes 
or  wrappers  containing  them  (6), — thongh  slight  nser  is 
sufficient  (c),  unless  the  claim  is  for  registration  under 
the  three-mark  rule  (d), — and  the  user  before  August  ISth, 
1875,  must  have  been  within  the  United  Kingdom;  for 
foreign  user  is  immaterial  («),  and  the  mere  passage 
through  England  of  marked  goods,  without  any  sale 
or  exposure  for  sale,  is  not  user  of  the  mark  (/).  And 
even  if  all  these  conditions  have  been  complied  with, 
the  old  user  only  gives  a  right  to  registration  in  respect 
of  the  goods  with  relation  to  which  the  old  user  existed, 
and  not  to  registration  as  an  old  mark  in  respect  of  any 
other  goods  (g). 

As  to  the  requirement  that  the  word  or  words  shall 
be  "  special  and  distinctive,"  it  has  been  said  by  an  Irish 
judge  (h)  that  "  special "  means  that  the  words  must  not 
ordinarily  be  applied  to  goods  of  the  class  in  respect  of 
which  they  are  used,  and  that  "  distinctive  "  means  that 
they  must  be  suitable  for  distinguishiug  the  particular 
goods  as  to  which  they  are  used  from  other  goods  of  the 
same  class.  And  in  Wood  v.  Lambert  (i),  Fry,  L.  J.,  said, 
"It  appears  to  me  that  to  satisfy  the  requirements  of 
the  definition  (A:),  the  word  or  words  must  be  distinctive 


(a)  In  re  Palmer  (3),  24  Ch.  D. 
504 ;  In  re  Chorlton  v.  Dvffdale, 
53  L.  T.  N.  8.  337 ;  In  re  Perry 
J)avU  4^  Son,  58  L.  T.  N.  S.  695  ; 
Thompson  v.  Montgomery ,  41  Ch.  D. 
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(h)  Jay  V.  Ladler,  40  Ch.  D.  649. 
\o)  In  re  Chorlton  ^'  Duffdale, 
53  L.  T.  N.  S.  337. 

(d)  In  re  Hodson  4"  Co.,  26  SoL 
J.  43. 

(e)  In  re  Miinc\  50  L.  T.  N.  S. 
12',  In  re  Riviere  ^  Co.,  26  Ch.  D. 
48 ;  Le&nard  4'  Ellis  v.  WelU  ^^  Co., 
26  Ch.  D.  288  (per  Fry,  L.  J.) ; 
Berliner  JSrauerei  Oeselltohaft 
Tivoli  V.  Knight,  Stocks  ^  Co., 
W.  N.  1888,  p.  70 ;  Jackson,  ^  Co, 
Y.  Jiapj)er,  35  Ch.  D.  162;  Smith 


V.  Fair,  14  Ont.  Rep.  729.  But 
see  In  re  Eastman,  W.  K.  1880, 
p.  128. 

(/)  Jackson  ^  Co.  v.  Napper,  35 
Ch.  D.  162  ;  Nercman  v.  Pinto,  57 
L.  T.  N.  S.  31  (per  Kekewich,  J.). 

(/7)  In  re  JetXey,  Son  <5'  Jones,  61 
L.  J.  Ch.  639;  Ednards  v.  Dennis, 
30  Ch.D.  454,  and  see  per  Pearson,  J., 
in  In  re  Lyndon,  32  Ch.  D.  109. 

{h)  Chatterton,  V.-C.  of  L,  in 
Bodega  Co.,  Zd,  v.  Owens,  23  L.  B. 
Ir.  371. 

(i)  32  Ch.  D.  247. 

(k)  The  definition  there  referred 
to  is  that  contained  in  T.  M.  A. 
1876,  §  10  (3),  with  which,  for  this 
purpose,  the  present  words  arc 
identical. 


WHAT  18  A  TRADE  ICABK  ?  Si 

in  ihis  sense,  that  they  distinguish  the  manufacture  of 
the  person  who  has  registered  the  trade  mark  from  the 
manafactnre  of  all  other  persons.  I  say  '  manofacture/ 
bat  of  course  there  may  be  cases  in  which  they  distin- 
guish, not  the  manufacture,  but  the  selection,  or  some 
other  operation  upon  the  goods.  But  in  all  cases  the 
word  or  words  must  distinguish  the  product  of  the  person 
claiming  the  trade  mark  &om  the  product  of  all  other 
persons,  and  it  appears  to  me  that  it  must  have  that 
distinctive  character  at  the  time  of  the  registration  "  (a). 
And  in  the  same  case  lindley,  L.  J.,  said,  ^'What  is 
meant  by  a  ^distinctive'  trade  mark?  It  must  mean 
some  mark  which  distinguishes  the  goods  to  which  it  is 
attached  as  those  made  or  sold  by  the  person  who  uses 
the  mark."  So  in  In  re  Perry  Davis  &  Son  (6)  Lopes, 
L.  J.,  stated  that ''  the  authorities  are  clear  to  show  that 
it"  (i.e,y  a  word  claimed  as  an  old  mark)  ^^must  be  a 
word  distinguishing  the  article  manufactured  by  one 
person  from  a  similar  article  manufactured  by  another 
person,  and  not  a  word  that  is  merely  descriptive  of  the 
article  itself"  (c). 

In  Wood  V.  LamJbert  (d)  the  word  "  Eton,"  which  was  Wood  v, 
registered  as  a  trade  mark  by  the  plaintiffs,  had  been 
habitually  used  by  them  in  conjunction  with  names  of 
imaginary  firms ;  and  the  Court  of  Appeal  held  that  such 
user  had  destroyed  whatever  distinctiveness  the  word 
might  otherwise  have  possessed.  Fry,  L.  J.,  in  whose  views 
the  other  Lords  Justices  concurred,  laid  down  that ''  when 
a  person  uses  a  name  and  represents  that  name  to  be 
applicable  to  the  product  of  a  manufacturer  or  manu- 
facturers other  than  himself,  so  as  to  induce  the  belief 
that  the  goods  are  the  manufacture  of  that  third  person 
or  persons,  he  cannot  say  that  the  word  is  distinctive 

(a)  This  definition  Fry,  L.  J.,  (h)  58  L.  T.  N.  8.  696. 

repeated  in  sabstanoe   in  In  re  {o)  And  see  per  Fry,  L.  J.,  in 

Perrv  J^avis  &  Son,  68  L.  T.  N.  8.  Waterman  v.  Ayret,  39  Ch.  D.  29. 

695.  {d)  82  Ch.  D.  247. 
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lieniency  of 
coorte. 


Descriptive- 
ness  fatal. 


of  his  own  manufactnre.  Nor  do  I  think  that  that 
principle  applies  the  less  because  the  plaintiff  may  be  false 
in  the  assertion  that  there  is  any  such  firm  or  firms  as 
the  manufacturer  represents.  He  who  has  made  the 
goods  has  taken  upon  himself  to  represent  two  things : 
in  the  first  place,  that  they  are  not  his  manufacture,  but 
somebody  else's ;  in  the  second  place,  that  a  firm  exists 
which  does  not  exist  at  all." 

In  the  majority  of  the  cases  in  which  the  validity  and 
right  to  registration  of  a  word  claimed  as  an  old  mark 
has  been  considered,  the  question  has  turned  on  the  user 
or  non-user  as  a  trade  mark  before  the  13th  August, 
1875;  but  when  the  question  has  turned  on  the  words 
being  distinctive  or  otherwise,  the  Courts  have  shown 
themselves  far  more  leniently  disposed  than  in  the  case  of 
"  fancy  words,"  and  words  which  must  have  been  refused 
registration  as  "  fancy  words  "  have  been  recognised  as 
registrable  in  the  character  of  "special  and  distinctive 
words"  (a).  In  fact,  in  some  of  these  cases  the  words 
have  been  so  far  descriptive  as  to  cause  a  reasonable  doubt 
whether  the  leniency  shown  was  not  excessive. 

Although  there  may  be  questions  as  to  the  application 
of  the  principle  in  particular  cases,  there  can  be  no  doubt 
that,  as  was  clearly  laid  down  in  Wood  v.  Lambert  (6), 
descriptiveness  is  fatal  to  a  word  claimed  as  an  old  trade 


{a)  The  following  words  Lave 
been  recognised  as  special  and 
distinctive  words :  Beinhardt  v. 
fipalding,  49  L.  J.  Ch.  57  ("Familv 
Balve  ")  ;  Talhot  v.  Wehley,  3  P.  R. 
276  ("  BaflBe  "  stoves)  ;  Leonard  t^- 
MIU  V.  WelU  j-  Co.,  26  Ch.  D.  2H8 
("  Valvoline"  oil) ;  (but  compare  In 
re  Horshurgh,  53  L.  J.  Ch.  237)  ; 
In  re  Eastman,  W.  N.  1880,  p. 
128  ("Kitchen  Crystal  Soap"); 
Blair  Y.  StocJt,  ^21,.  T.  N.  S.  123 
("Stratbmore"  whiskey);  Compania 
General  de  Tabacos  v.  Rehder  ^• 
Co.,  5  P.  R.  61  ("  Cavite  "  cigars) ; 
Free  Fishers  ana  Dredgers  of  IV/tif' 
stable  T.  BUiott,  W,  N.  1888,  p.  27 


("WTiitstable  native  oysters") ;  B. 
Edgington.Ld.  v,J.  Edgington  ^Co., 
6  P.  R.* 513  ("  Frigi  Dorao" canvas) ; 
and  see  Evans  v.  Smith,  3  Times 
L.  R.  390  ("Montserrat"  lime- 
juice)  ;  In  re  Grossinith,  60  L.  T. 
N.  S.  612  ("EmoUio"  toilet  cream) ; 
Thompson  v.  Montgomery,  41  Ch.  I). 
35  (••  Stone  Ales  ").  In  In  re  Perry 
Davis  rj-  Son,  58  L.  T.  N.  S.  696, 
the  term  "  Pain-Killer  "  medicines 
seems  to  have  been  thought  too 
descriptive,  tliough  there  were 
other  reasons  for  invalidating  the 
trade  mark. 

(b)  32  Ch.  D.  247. 
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mark,  thongh  it  will  not  be  invalidated  for  such  a  mere 
suggestion  or  suspicion  of  descriptiveness  as  has  in  some 
instances  proved  fatal  to  words  claimed  as  ^'fancy  words"  (a) 
The  intention  of  the  proviso  admitting  old  word  marks 
to  registration  is  evidently  to  give  protection  to  words 
used  as  trade  marks,  and  which  would  have  been  protected 
as  such  before  the  first  Trade  Marks  Registration  Act; 
and  it  may  probably  be  said  that  words  which  woiQd  have 
been  recognised  as  trade  marks  before  1875  will  now  be 
recognised  as  coming  within  the  statutoiy  proviso  in 
favour  of  old  marks. 

It  appears,  then,  that  a  word  may  be  purely  descriptive,  Descriptive 
that  is  to  say,  it  may  express  accurately  and  appropriately 
the  material  or  mode  of  composition  of  the  goods  to 
which  it  is  affixed,  and  unless  the  exclusive  manufacture 
of  such  goods  is  protected  by  a  patent,  and  the  same 
result  cannot  be  attained  without  infringement  of  the 
patent,  all  the  world  has  the  right  to  make  and  sell  such 
goods;  and  further,  when  the  goods  are  manufactured 
and  in  course  of  sale,  not  only  has  the  right,  but  is  in 
duty  bound  to  describe  them,  for  the  proper  information 
and  protection  of  the  public,  in  such  manner  as  will 
convey  the  most  correct  idea.  Hence  the  original  maker 
can  claim  no  exclusive  right  in  the  properly  descriptive 
name ;  nor  would  it  be  in  accordance  with  the  principles 
of  equity  that  he  should  be  able  to  do  so,  for,  as  was  well 
said  by  Mr.  Justice  Strong,  in  the  Supreme  Court  of  the 
United  States  (6),  "  Equity  will  not  enjoin  against  telling 
the  truth." 

The  reasoning  of  Wood,  V.-C,  in  Yoting  v.  Macrae  (c),  Toung  v, 
affords  a  good  example  of  the  just  way  of  considering    *^^' 
cases   of  this  description.     In  that  case  the  plaintiffsy 

{a)  E.g.^  in  Waterman  v.  Agre^^  L.  T.  N.  S.  496 ;  Stuart  4"  Co,  v. 

39  Ch.  D.  29;  In  re  Sanitas  Co,,  SeoUUh  Vol  de  Travers  Paving  Co., 

Ld..  68  L.  T.  N.  S.  166  ;  BurUrnd  Ld.,  CU  Seas.  Cos.,  4th  Ser.  XUI.  1. 

#  Co,  y.Broxbum  Oil  Co.,Ld,  (2),  (b)CanalCo,y,Clark,lSWaM,3ll 

42  Ch  D.  274 ;  In  re  Vignier^  61  \o)  9  Jar.  N.  S.  322. 
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who  held  a  patent  for  manufacturing  a  kind  of  oil  which 
they  called  "  Paraffin  oil,"  filed  a  bill  against  the  defend- 
ant, who  sold  a  substance  which  he  styled  "Kerosene 
oil,"  or  "  American  Paraffin  oil."  The  case  coming  on  on 
motion  for  injunction,  the  Vice-Chancellor  said,  "  In  the 
patent  the  process  is  described  as  ^  a  distillation  of  coal  so 
as  to  obtain  oil  containing  paraffin,  and  from  this  oil  I 
obtain  paraffin.'  So  he  calls  it  paraffin  oil  because  it 
contains  paraffin.  Here  is  a  well-known  substance  called 
*  paraffin.'  A  chemist  discovers  that  by  the  same  process 
by  which  paraffin  is  produced,  an  oil  containing  paraffin^ 
and  firom  which  paraffin  can  again  be  produced,  is  obtain- 
able. Therefore,  it  being  an  oil  containing  paraffin,  and 
producing  paraffin,  he  calls  it  *  paraffin  oil.'  It  is  not  a 
fanciful  or  whimsical  name,  but  it  describes  the  thing 
which  he  has  produced.  A  man  cannot  take  out  a  patent 
for  a  natural  substance,  but  he  can  take  out  a  patent  for 
arriving  at  that  natural  substance,  and  he  may  christen  it, 
putting  aside  all  other  people,  having  called  it  by  that 
name."  The  Vice-Chancellor  then  put  the  case  of  a  man 
extracting  sugar  from  beet-root  by  a  patented  process,  and 
calling  the  extract  "  beet-root  sugar  "  for  a  period  of  ten 
years.  In  such  a  case,  when  beet-root  sugar  was  asked  for, 
it  would  be  known  that  his  was  meant,  because  he  was  the 
only  man  who  made  it.  "  The  name,"  the  Vice-Chancellor 
said,  "  does  not  become  a  trade  mark,  but  it  gets  fixed  to 
his  sugar  simply  because  nobody  else  could  make  it.  Then, 
suppose  that  another  man  found  out  another  method  of 
making  sugar  firom  beet-root,  and  so  extracted  it,  not 
wanting  to  patent  it,  and  described  it  as  *  beet-root  sugar,* 
may  he  not  call  it  *  beet-root  sugar'  because  the  other 
gentleman  for  ten  years  has  been  the  manufacturer  of  it, 
and  sold  it  as  such  ?  I  think  the  question  of  the  fanciful- 
ness  of  the  name  is  a  question  whether  it  is  taken  by 
way  of  trade  mark  or  not.  All  he  (i.e.  the  plaintiflF) 
has  done  here  is  this :  he  has  found  out  an  article  which  is 
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a  natural  product,  and  he  has  given  that  natural  product 
a  name."  "  This  is  not  like  the  case  of  the  ^  Medicated 
Mexican  Balm/  which  is  a  name  extravagantly  ridiculous. 
I  therefore  should  not  assume  mala  fides  against  a  person 
who  calls  the  thing  what  it  is.  It  is  pamffin  and  it  is  oil, 
therefore  paraffin  oil.  There  is  paraffin  in  it,  and  paraffin 
to  be  obtained  from  it,  and  it  is  American."  Injunction 
refused. 

In  a  later  case  (a)  the  same  Vice-Chancellor  referred 
to  the  above  case  of  Young  v.  Macrae  (6),  and  remarked 
that  "  if  the  evidence  had  gone  to  show  that  the  plaintiflf 
had  been  the  first  to  apply  the  name  *  paraffin '  to  the  oil, 
he  would  have  granted  an  injunction  (c);  but  that  he 
had  there  had  it  proved  that  the  name  ^  paraffin  oil '  had 
long  been  known  as  the  scientific  name  of  the  article, 
and  that  the  defendant  could  not  well  have  called  it 
anything  else." 

Again,  a  word  which  was  first  applied  to,  or  was  even  Name  become 
invented  for  the  sole  and  express  purpose  of  designating  ^"  *jw^« 
a  substance  or  composition  may  prove,  on  investigation, 
to  have  ceased  to  retain  the  characteristic,  which  it  once 
possessed,  of  conveying  the  idea  of  the  goods  being  of 
a  particular  manufacture ;  in  which  case  the  person  who 
first  used  the  word,  though  its  inventor,  will  cease  to  have 
any  exclusive  rights  in  it,  since  it  will  have  become 
purely  descriptive  of  an  article  which  all  may  freely 
make  (d).    The  name  thus  becomes  pvilici  jv/riSf  and 


(a)  JBraham  t.  Btatard,  I  "H,  k 
M.  447. 

'(*)  9  Jnr.  N.  8.  322. 

(<?)  So  in  JBno  v.  Steplieru,  Dig. 
609,  the  term  "  Fruit  Salt "  was 
{MX)tected  at  the  instance  of  the 
person  who  was  the  first  to  use 
it;  bnt  compare  In  re  Eno^  41 
Cb.  D.  439,  and  see  Siegert  v. 
FindUUer,  7  Ch.  D.  801 ;  Linoleum 
ManM/aetwring  Co.  y.  Naim^  7 
Ch.  D.  834  ;  and  Canal  Co.  v. 
Clarh,  13  WalL  311,  as  to  a  name 


which  is  appropriated  to  an  ar- 
ticle. 

(d)IJuf.f "  Worcestershire  Sauce" 
— Lea  V.  Miliary  Dig.  513 ;  Lea  v. 
JDeakin,  11  Biss.  28 ;  "  Gem  "  air- 
guns,  In  re  Arbenz^  35  Ch.  D.  248; 
"Neva  Stearine"  candies,  Neva 
Btearine  Co.  t.  Mewling^  9  Vict. 
L.  E.  98;  "Calhoun  Plough,"  In  re 
Hall  dt  Co.,  13  U.  S.  Pat.  Gaz.  229; 
**  Hoi  brook's  School  Apparatus," 
Sherwoody.  Andrews,  3  Am.  L.  Beg. 
N.  S.  688. 
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not  only  can  be,  but  ought  to  be,  employed  by  all  who 
manufacture  and  sell  an  article  which  they  are  at  perfect 
liberty  to  manufacture  and  sell,  and  of  which  the  name 
in  question  is  generally  recognised  as  the  appropriate 
designation.  This  point  is  well  stated  by  Lord  Selbome,  C, 
in  Singer  Manufacturing  Co.  v.  Loog  (3)  (a),  where 
he  says,  "The  reputation  acquired  by  machines  of  a 
particular  form  or  construction  is  one  thing ;  the  reputation 
of  the  plaintiffs,  as  manufacturers,  is  another.  If  the 
defendant  has  no  right  under  colour  of  the  former  to 
invade  the  latter,  neither  have  the  plaintiffs  any  right 
under  colour  of  the  latter  to  claim  (in  effect)  a  monopoly 
of  the  former.  If  the  defendant  has  a  right  to  make  and 
sell,  in  competition  with  the  plaintiffs,  articles  similar 
in  form  and  construction  to  those  made  and  sold  by  the 
plaintiffs,  he  must  also  have  a  right  to  say  that  he  does  so, 
and  to  employ  for  that  purpose  the  terminology  common 
in  his  trade,  provided  always  that  he  does  this  in  a  fedr, 
distinct  and  unequivocal  way." 
Effect  of  The  registration  as  a  trade  mark  of  a  name  of  this 

registration,  description  will  somewhat  compUcate  the  question,  as 
registration  of  a  trade  mark  is  prima-facie  evidence, 
and,  after  five  years*  registration,  conclusive  evidence  of 
the  right  of  the  registered  owner  to  the  exclusive  use 
of  such  trade  mark  (6) ;  but  the  wording  of  the  Act  is 
entirely  directed  to  the  registration  of  "a  trade  mark," 
the  exclusive  use  of  ^'  a  trade  mark,"  &c.,  and  since  a  name 
which  has  become  publicijurisy  whether  registered  or  not, 
cannot  be  a  "  trade  mark  "  within  the  definition  section  of 
the  Act,  because  it  contains  nothing  distinctive,  it  seems 
that,  at  all  events  within  the  five  years,  this  enactment 
does  not  preclude  a  defence  on  the  ground  that  the  name 
80  registered  is  in  fact  no  trade  mark,  and  was  registered, 
or  is  continued  on   the  register,   by  error.     However, 

(«)  8  App.  Cas.  27 ;  and  see  per     turin^  Co,  v.  Wiison,  2  Ch.  D.  434>56. 
Mellisb,  L.  J.,  in  Singer  ManufoG^         (b)  Patents  Act,  1883,  §  76. 
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whether  that  be  so  or  not,  it  has  been  repeatedly  decided 
that  five  years'  registration  cannot  protect  a  mark  which 
has  been  registered  as  a  trade  mark,  but  is  invalid  by 
reason  of  its  being  descriptive  or  otherwise,  from  being 
removed  from  the  register  (a) ;  and  the  remarks  of 
Mellish,  L.  J.,  in  Ford  v.  Foster  (b),  appear  to  be  equally 
applicable  since  the  Act  as  before  it.  "  There  is  no  doubt, 
I  think,  that  a  word  which  was  originally  a  trade  mark, 
to  the  exclusive  use  of  which  a  particular  trader,  or  his 
successor  in  trade,  may  have  been  entitled,  may  sub- 
sequently become  jmUid  juriSj  as  in  the  case  which  has 
been  instanced  of  Harvey's  Sauce  (c).  Then,  what  is  the 
test  by  which  a  decision  is  to  be  arrived  at  whether  a  word 
which  was  originally  a  trade  mark  has  become  publici 
jwris  ?  I  think  the  test  must  be,  whether  the  use  of  it 
by  other  persons  is  still  calculated  to  deceive  the  public, 
whether  it  may  still  have  the  e£fect  of  inducing  the  public 
to  buy  goods  not  made  by  the  original  owner  of  the  trade 
mark  as  if  they  were  his  goods.  If  the  mark  has  come  to 
be  so  public  and  in  such  universal  use  that  nobody  can  be 
deceived  hy  the  use  of  it,  or  can  be  induced  from  the  use 
of  it  to  believe  that  he  is  buying  the  goods  of  the  original 
trader,  it  appears  to  me,  however  hard  to  some  extent  it 
may  appear  on  the  trader,  yet  practically,  as  the  right  to 
a  trade  mark  is  simply  a  right  to  prevent  a  trader  from 
being  cheated  by  other  persons'  goods  being  sold  as  his 


(a)  In  re  Palmer  (1)  and  (3),  21 
Ch.  D.  47 ;  24  ib.  604;  /»  re  LUnjd 
^  Soju,  27  Ch.  D.  646;  Edwardi 
T.  DennU,  30  Cb.  D.  454;  In  re 
Wragg,  29  Ch.  D.  551 ;  Wood  v. 
JLamhert,  32  Cb.  D.  247;  In  re 
Spencer,  54  L.  T.  N.  8.  659.  And 
it  has  been  so  held  also  in  Victoria : 
Zetcis  V.  Klapproth,  11  Vict.  L.  R. 
214 ;  Wolfe  v.  AUop  (2),  12  Vict. 
L.  R.  421 ;  Wolfe  v.  Lang  ^  Co.,  13 
YicL  L.  R.  75^.  The  wisest  coarse 
to  take  in  snch  a  case  is  no  doubt 
to  apply  to  rectify  the  register  by 
the  remoTal  of  the  offending  mark 


—e.g.,  Leonard  ^-  Ellu  v.  WetU  ^• 
Co,,  26  Ch.  D.  288. 

ih)  L.  R.  7  Ch.  611. 

(o)  With  respect  to  this  example, 
an  injunction  was  granted  by  Sir 
J.  Romilly.  M.  R.,  in  1858,  to 
restrain  a  representation  that  the 
defendant's  sauce  was  that  of  the 
inventor's  successor  in  business. 
Bee  La/ienby  v^  Lasenby,  Dig.  160. 
But  in  Lazenby  v.  White,  41  L.  J. 
Ch.  354,  it  was  admitted  that 
the  name  was  common  to  the 
trade. 
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goods  through  the  frandiQent  use  of  the  trade  mark,  the 
right  to  the  trade  mark  must  be  gone  "  (a). 
The  three-  When  the  Trade  Marks  Registration   Act,   1875,  first 

mftrk  rule*  _ 

came  into  operation,  it  was  found  that  in  many  trades 
application  was  made  by  two  or  more  traders  for  the  regis- 
tration of  substantially  identical  marks — the  fact  being  that 
the  marks  had  not  previously  come  into  collision  on  account 
of  their  being  used  in  different  parts  of  the  country — with- 
out any  suspicion  of  want  of  bona  fides  on  the  part  of  any 
of  the  rival  applicants.  If  the  strict  letter  of  the  Act  and 
Eules  had  been  adhered  to,  much  injustice  would  have 
been  done  to  the  later  applicants,  whose  applications  must 
have  been  refused ;  and  the  Commissioners  of  Patents 
therefore  framed  the  rule  that  identical  or  similar  old 
marks — i,e.,  marks  used  before  the  13th  August,  1875 — 
might  be  registered  by  diflFerent  persons  in  the  same  trade 
up  to  the  number  of  three,  but  not  more  ;  the  rule  providing 
that  if  the  mark  had  been  used  bona  fide  by  more  than 
three  persons  it  must  be  treated  as  common  to  the  trade, 
and  no  registration  at  all  be  allowed.  This  rule  was  recog- 
nised by  Courts  of  First  Instance  in  numerous  cases  (6);  and 
in  one  case  (c)  three  substantially  identical  marks,  of  which 
two  were  old  and  one  was  new,  and  in  another  case  (d) 
three  substantially  identical  new  marks,  were  allowed  to 
be  registered  for  the  same  goods  by  dififerent  traders  with 
consent  of  all  the  parties  concerned.  A  provision  derived 
from  this  rule  is  now  to  be  found  in  §  74  of  the  Patents 
Act,  1883,  by  which  it  is  enacted  that  any  device  which 

(a)  For  instances  of  marks  proved  63  L,  J.  Ch.  238  ;  In  re  Brook^  26 
to  be  common  to  particular  trades  W.  R.  791 ;  In  re  Ilodtan  A  Co.^ 
8ee  Note  (c)  to  §  74  of  the  26  Sol.  J.  43 ;  Benbow  v.  Low  (4), 
Patents  Act,  1883,  infrd.  44  L.  T.  N.  8.  875 ;  In  re  Som  4" 

(b)  In  re  Walkden  Co.y  54  L.  J,  Fleming  Manufacturing  Co.,  30  Ch. 
Ch.  394 ;  In  re  Powell^  Dig.  689 ;  D.  506 ;  Jackson  <fe  Co.  v.  Napper, 
In  re  Hyde  ^  Co.,  64  L.  J.  Ch.  36  Ch.  D.  162 ;  In  re  Banerqfi  ^ 
395  ;  In  re  Leona/rdt,  Dig.  610 ;  Co,,  5  P.  R.  209. 

In  re  MitoheU  (2),  Dig.  611 ;  Jn  (o)  In  re  WaUcd^  Co.,  54  L.  J. 

re  JeUey,  Son  tts  Jonet,  51   L.   J.  Ch.  394. 

0\i.^'Q',ExparteSal€8,PoUardA  (d)  In  re  Vergarat,  V.-C.  H., 

Co.,  Dig.  620;  In  re  Kuhn  ^  Co.,  Jmie  3rd,  1881. 
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was  before  August  13th,  1875,  publicly  used  by  more  than 
three  persons  on  the  same  or  a  similar  description  of  goods 
shall;  for  the  purposes  of  the  section  (i,e.,  for  the  purpose 
of  registration  as  an  addition  to  a  trade  mark,  exclusive 
rights  therein  being  disclaimed)  be  deemed  common  to 
the  trade  in  such  goods  (a). 

In  the  majority  of  cases  in  'which  the  question  has  been  Name  indica- 
raised  whether  a  word  was  descriptive  of  the  article  to  prfncipte  of 
which  it  was  applied,  or  distinctive  of  the  maker  by  whom  constaructioiu 
that  article  was  made,  the  question  has  been  whether 
the  word,  according  to  the  ordinary  usage  of  the  English 
language,  indicated  correctly  the  nature  or  origin  of  the 
article.  Thus,  "Porous Plasters"  (6), "  Croup  Tincture"(c), 
and  so  on.  But  in  a  considerable  number  of  instances 
the  question  has  been  whether  a  word,  which  had  no 
descriptive  signification  to  persons  unacquainted  with  the 
particular  trade,  did  or  did  not  indicate  to  persons  versed 
in  the  trade  an  article  prepared  according  to  a  definite 
process,  or  a  machine  constructed  on  a  definite  principle, 
the  rule  being  that  if  the  word  indicates  such  a  process 
or  principle  it  is  descriptive  and  incapable  of  exclusive 
appropriation. 

This  difficulty  has   especially  arisen  with  respect  to  Articles  made 
articles  made  under  a  patent,  which  can  only  be  made  by  a^^tentfd 
the  patentee  during  the  existence  of  the  patent,  and  to  process. 
which,  consequently,  his  name  or  some  other  special  name 
usually  becomes  attached.     "  Where  a  patented  article  is 
known  in  the  market  by  any  specific  desigDation,  whether 
of  the  name  of  the  patentee  or  otherwise,  every  person  at 
the  expiration  of  the  patent  has  a  right  to  manufiekcture 
and   vend  the  same  under  the  designation  thereof  by 

which  it  was  known  to  the  public The  original 

patentee  or  his  assignees  have  no  right  to  the  exclusive 

(a)  Common  user  is  not  proved  (b)  In  re  Brandreth^  Dig.  626. 

by  the  books  containing:  appUca-  (0)  In  re  Boach,  10  U.  S.  Pat. 

tions  for  registration :  Orr^Bning  Gaz.  333. 
4Cb.Y,JoAnst4m4'Co.,lS  Ch.  D.4S4. 


machine 
caaet. 
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use  of  the  designation  as  a  trade  mark.  Their  rights  were 
ander  the  patent,  and  expired  with  it "  (a). 
The  sewing.  Thus,  in  the  case  of  The  Wheeler  &  Wilson  Manwfac^ 
tn/ring  Co.  v.  Shakespeare  (6),  Jaoies,  V.-C.,  and  in  that 
of  The  Singer  Manufacturing  Co.  v.  Wilson  (c),  Jessel, 
M.  R.  (affirmed  by  the  Court  of  Appeal),  refused  to  assist 
an  attempt  at  continuing  the  monopoly  in  sewing  machines 
which  had  been  patented,  after  the  expiration  of  the 
patent,  by  a  claim  to  the  exclusive  use,  by  way  of  trade 
mark,  of  the  name  by  which  the  peculiar  principle  of 
construction  had  come  to  be  generally  known.  In  the 
latter  case  the  House  of  Lords  declined  to  decide  whether 
the  name  '^  Singer  "  was  indicative  of  a  maker  or  of  a 
principle  of  construction,  the  defendant's  evidence  being 
incomplete ;  but  it  was  assumed  that  if  the  latter  had  be«n 
proved,  the  defendant  would  have  succeeded  (c2),  and  that 
result  actually  took  place  in  Singer  Manufacturing  Co.  v. 
Loog  (3)  (e).  So  in  America,  in  Singer  Manufacturing  Co. 
V.  Larsen  (/),  Singer  Manufacturing  Co,  v.  Stanage  (g), 

(a)  VerTreat,  J., in  SingtrAfanU'  solidated  Fruit  Jar  Co,,  14  U.  S. 

facturing  Co.  v.  Stanage^  2  McCrary  Pat.  Gaz.  2G9  ;  Ex  parte  ComoU- 

512;  and  see  EdeUteny.   lick,  11  dated  Fruit  Jar  Co,,  16  ib.  679; 

Hare,  7K  ;  Young  v.  Macrae,  9  Jur.  Fairbanks  v.  Jaoobut,  14  Bl.  C.  C. 

N.  S.  322 ;  ihreen  v.  liooke,  W.  N.,  337  ;  BuH(m,  v.  Stratttm,  12  Fed. 

1872,  p.  49;  Liebig's  Extract  of  Rep.  696;  Greeny.  Woodhousr^SS 

Meat  Co.  v.  JTanbury,  1 7  L.  T.  N.  S.  U.  S.  Tat  Gaz.  1491 ;  GalU^  v.  CoU'g 

298 ;  Same  v.  AnderMm.  VV.  N.,  1883,  Patent  Fire  Arms  Man^facturin{f 

p.  186 ;  Lazetiby  v.  WkUe,  41  L.  J.  Co.,  30  Fed.  Rep.   118;   Goodyear 

C)\.'6M\  Condyy.  Mitchell, ^11j.T.  Bubber    Co.    v.    Goodyear    India 

N.  8.  766 ;  James  v.  James,  L.  R.  Rubber  Glove  Manufacturing  Co., 

13  Eq.  421 ;  Cfteavin  v.    Walh^,  5  128  U.  S.  Rep.  598  ;  Adee  v.  F<rck 

Ch.  D.  850 ;  Massam  v.  Thorley's  Bras,  ds  Co,,  48  U.  S.  Pat.  Gaz.  823; 

Cattle  Food  (b.  (1),  6  Ch.  D,  674;  LecUnche  Battery  Co.  v.  Western 

Siegert  y.  FindlaUr,  7  Ch.  J).  801;  Electric   Co.,  21   Fed.   Rep.  538; 

JAnoleum   Manufacturing    Cc.    v.  Goodyear  Bubber  Co.  v.  Bay,  22 

Aaim,  7  Ch.  D.  S34 :  In  re  Balph,  Fed.  Rep.  44.    See  In  re  Eastman^ 

25  Ch.  D.  194;  In  re  Leonard  cj-  W.N.  1880,  p.  128,  in  which  regis- 

EUis,  26  Ch.  I).  288;  per  Cotton,  tration  was  granted   to  a  name 

L.  J.;  Native  Guano  0>.,  Id,  v.  which   had    been    used  for  soap 

Sewage  Manure  (\).,  4  Thrios  L.  R.  made  under  a  patent 

372 ;  In  re  Richardson,  3  U.  S.  Pat.  (*)  39  L.  J.  Ch.  36. 

Gai.  120;  Tucker  ManufactuHngCe.  (r)  2  Ch.  D.  434. 

V.  Boyington,  9  U.  8.  Pat.  Gat  455 ;  (rf>  3  App.  Cas.  376. 

Canal  Co,  y,  Clark,  13  Wall.  323,  («)  8  ih,  15. 

per  Strong,  J. ;  In  re  Kane  J^  Co.,  If)  8  Biss.  181. 

9  U.  S.  Pat  Qai.  105 ;  /»  tv  Con-  {g)  2  McCiary,  612. 
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Singer  Manufacturing  Co.  v*  RUey  (a),  and  Brill  v.  Singer 
Manufa/during  Co.  (b),  though  in  the  earlier  Scotch  case 
of  Singer  Manufacturing  Co.  v.  Kimball  &  Morton  (c), 
the  decision  was  in  favour  of  the  company.  Where, 
during  the  continuance  of  a  patent  granted  to  one  Foley 
the  defendants  had  made  articles  in  accordance  with  the 
patent  and  called  them  *' Foley's  Patent  Valves/'  it  was 
held  in  America  that  they  had  infringed  the  patent,  but 
not  any  trade-mark  rights  (d). 

And  it  has  farther  been  decided  in  America  that  a 
patented  instrument  for  distinguishing  a  manufacturer's 
goods — e.g.<,  a  special  tin  tag  or  ticket — cannot  be  recognised 
as  a  trade  mark  during  the  continuance  of  the  patent  (6),and 
that  the  special  shape  of  an  article  made  under  a  patent 
is  similarly  incapable  of  individual  appropriation  (/). 

And  even  where  no  patent  is  obtained,  "  it  is  to  be  New  name 
observed  that  the  person  who  produces  a  new  article,  and  article. 
is  the  sole  maker  of  it,  has  the  greatest  diflBculty  (if  it  is 
not  an  impossibility)  in  claiming  the  name  of  that  article 
as  his  own,  because,  until  somebody  else  produces  the 
same  article,  there  is  nothing  to  distinguish  it  from  "  (gr). 
Thus  it  was  held  by  the  Court  of  Appeal  that  a  firm  who 
invented  a  new  description  of  oil,  and  called  it  "  Valvo- 
line,"  had  no  right  of  trade  mark  in  the  word  (h) ;  and  so 
where  the  word  "Albion"  had  been  used  to  indicate 
metal  goods  of  a  particular  pattern,  and  not  to  indicate  a 
particular  manufacturer  (i).    But  where  the  article  is  not 

(a)  11  Fed.  Rep.  706.  Zinolevm  Manufaefuring    Co.   v. 

(6)  41  Ohio  St.  127.  JVaim,  i*.  834 ;  and  Waterman  v. 

(c)  Ct.  Bess.  Cos.,  3rd  Ser.  XL,  Ayres,  39  Ch.  D.  29.  So  also  in 
267-  United  States :  JLeclancTie  Battery 

(d)  Adee  v.  Peck  Bros.  ^  Co.,  48  Co.  v.  Western  ElectHo  Co.,  21  Fed. 
U.  8.  Pat.  Gaz.  823.  Kep.  638 ;  and  New  Zealand :  Mar- 
ie) LmUard  v.  Pride,  28  Fed.  shaU  v.  HawHiis,^!^.  Z.  L.  R.  Sup. 

Rep.  434.  Ct.  69. 

(/}     Wilcox  4"   Gibht    Sennng         (A)  In  re  Leonard  ^  Ellis,  26 

Machine   Co.  v.    Oibhon's  Frame,  Cb.  D.  288.    See  Leonard  4*  Ellis 

21  BL  C.  C.  431 ;  Brill  v.  Singer  v.  Whitt^s  Golden  Lubricator  Co., 

Mamrfaetwrmg  Co.,  41  Ohio  St.  127.  48  TJ.  S.  Pat.  Qaz.  1401. 

(j7)  Per  Fry,  J.,   in  Siegert  v.  (i)  In  re  Harrison,  McGregor 

lUdlater,  7  Ch.  D.  801 ;  and  see  ^  Co.,  42  Cb.  D.  691. 
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Actual  fraud. 


Name  merely 
descriptive 
cannot  be 
protected. 


Descriptive 
words. 


a  new  article,  bat  only  an  improved  form  of  an  old  article^ 
the  same  considerations  do  not  apply  (a). 

Of  coarse,  in  any  case  which  arises,  any  element  of 
actaal  intentional  fraad  will  be  taken  into  consideration, 
and  the  Goart  will,  in  the  exercise  of  its  general  jorisdic- 
tion  for  the  repression  of  fraad,  award  an  injanction  or 
damages  in  a  case  in  which,  bat  for  the  frand,  no  remedy 
woald  have  been  given.  Thus,  for  instance,  in  a  case  in 
which  the  infringer  might  have  taken  with  impunity  the 
name  of  an  article  invented  by  another,  but,  not  content 
with  80  doing,  described  his  own  manufacture  as  "  the 
original"  article,  he  was  restrained  by  injanction  from 
the  use  of  that  misleading  epithet  (6). 

The  general  principle,  however,  is  that  where  a  name 
used  by  way  of  a  trade  mark  either  was  originally,  or  has 
since  come  to  be,  merely  descriptive  of  the  article  to 
which  it  is  attached,  so  that  while  serving  to  indicate 
what  the  article  is,  it  does  not  serve  to  connect  it  with 
any  particular  manufacturer  or  manufacturing  estab- 
lishment, that  name  cannot  be  protected  as  a  trade 
mark  (o)  or  registered  as  special  and  distinctive.  The 
Act  establishing  registration  ^' takes  nothing  away  from 

(a)  Barlow  ^  Jones,  LA,  v.  John-      13  Vict.  L.  R.  752  (do.) ;  Carwvi^  v. 

DaXy,  7  Bos.  222  ("Club  House 
Gin");  Young  v.  Macrae^  9  Jnr. 
N.  8.  322  ("  Paraffin  Oil");  Phalon 
V.  Wright,  5  Phila.  464  ("  Extract 
of  Night-Blooming  Cereus");  Bin-- 
ninger  v.  Wattlet,  28  How.  Pr.  206 
("  Old  London  Dock  Gin  -) ;  Ziebig's 
JSxtraot  of  Meat  Co.  v.  Hanbury, 
17  L.  T.  N.  8.  298  ("Liebig's  Ex- 
tract of  Meat") ;  Same  v.  Anderton^ 
W.  N.  1883,  p.  185  (do.);  CagmeU 
V.  Davit,  58  N.  Y.  223  ("Fenro- 
phosphorated  Elixir  of  Calisaya 
Bark ") ;  Tom^  v.  Stetson,  4  Abb. 
Pr.  N.  S.  218  ("Desiccated  Cod- 
fish'^) ;  Canal  Co,  v.  CUurlt,  13  Wall. 
311  ("Lackawanna"ooal);t7A4}yn<Ai 
V.  Cohen,  39  Cal.  501  (**  Antiquarian 
Book  Store");  Gray  v.  Kook,  2 
Mich.  N.  P.  119  C*  Mammoth  Ward- 
robe  ") ;  In  re  MaMthaway  (1  and 


son  ^  Cor,  34  8ol.  J.  29S ;  affirmed 
by  C.  A.,  W.  N.  1890,  p.  110. 

(J)  Cocks  V.  Chandler,  L.  R.  11 
Eq.  446.  The  presumption  of  fraud 
may,  however,  be  refuted,  as  by  a 
fair  statement  of  the  maker's  own 
name :  Bromne\,  Freeman,  12  W.  E. 
305. 

{p)  The  following  are  cases  in 
which  words  have  been  held  to 
be  descriptive : — Thomson  v.  Win- 
Chester,  19  Pick.  214  ("Thomsonian 
Medicines  ") ;  Fetridge  v.  Wells,  R. 
Cox,  180  (**Balm  of  Thousand  Flow- 
ers");  Wolfe  y.  QovZard,  18  How. 
Pr.  64  ("Schiedam  Schnapp*"); 
Burhe  v.  Cassin,  46  Cal.  467  (do.) ; 
Wolfe  V.  HaH,  4  Vict.  L.  R,  Bq. 
125  (do.) ;  Wolfe  v.  Alsop  (1),  10 
VictL.  B.  Bq.41  (do.);  (2)  12  Vict. 
L.  R.  421  (da);  Wolfe  v.  Lang  i  Co.^ 
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anybody.  It  confers,  upon  certain  conditions  and  under 
particular  circumstances,  rights  which,  but  for  the  Act  of 
Parliament,  would  not  be  as  clearly  asserted,  but  it  takes 

V.  Findlater,  7  Ch.  D.  801  ("Angos- 
tura Bitters") ;  In  re  Horsburgh,  53 
L.  J.  Ch.  237  ("Valvoline"  oil); 
but  see  Zeonara  ^  EllU  ▼.  WelU  ^ 
Co,,  26  Ch.  D.  288 ;  In  re  B4ider  4" 
Co.,  13  U.  S.  Pat.  Gaz.  696  ("  Iron- 
stone "  water-pipes)  ;  In  re  Sau- 
nion  Jf'  Co,,  Dig.  626  ("Anglo- 
Portugo"  oysters) ;  In  reBrandreth, 
Dig.  626  ("  I'orous  "  plasters) ;  Em 
parte  Safety  Powder  Co.,  16  U.  8. 
Pat.  Gaz.  136  ("  Safety  "  powder) ; 
Fairbanks  v.  Ja^obtis,  14  Bl.  C.  C. 
337  ("  Fairbanks'  Patent ") ;  Lino- 
Uum  Mcmvfaeturing  Co,  v.  KaAm, 
7  Ch.  D.  834  ("Linoleum"); 
Lately  V.  lMtvte,^\  L.  J.  Ch.  354 
(**  Harvey's  Sauce  '*) ;  WotKer9poon 
4'  Co,  V.  Gray  ^  Co.,  Ct.  Sess.  Cas., 
3rd  Ser.  II.  38  ("Victoria"  lozenges); 
Popham  V.  Wilcox,  66  N.  Y.  69 
("Prime  Leaf"  lard);  Sherwood 
V.  Andrewiy  3  Amer.  L.  Reg. 
N.  B.  588  ("Holbrook's  School 
Apparatus  ")  ;  Alleg/Muy  FertilUer 
Co,  y,  Woodride,  1  Hughes,  115 
("Ammoniated  Bone  Superphos- 
phate of  Lime  ") ;  Fre$e  v.  Baohof 
(2),  14  Bl.  C.  C.  432  ("  Hamburg*" 
tea);  Em paHe  Alien,  15  U.  S. 
Pat.  Gaz.  389  ("Evaporated" 
articles  of  food) ;  Em  parte  Mar- 
tchmg  ^  Co.,  16  xb.  294  ("French" 
paints);  Ex  parte  Cohn  (1),  16 
ib,  680  ("Standard  A"  cigars); 
Em  parte  Cohn  (2),  16  ib,  680 
("  Druggists'  Sundiies "  cigars)  ; 
Ex  parte  Smith  (2),  16  ib.  679 
^Medicated  Prunes");  Ex  parte 
Thompson,  Derby  S^  Co.,  16  ib, 
137  ("Swing"  scythe -sockets) ; 
Em  paHe  Smith  (3),  16  ib.  764 
("  Masonic  "  cigars) ;  Em  parte 
Wae/erling,  IQib,  764  ("  Granulated 
Dirt-killer  Soap ") ;  Lamplough  v. 
Beedder,  C.  A.,  Nov.  12th,  1880 
("  Pyretic  Saline  ")  ;  Day  v.  Neale, 
V.  0.  B.,  May  24th,  1881  ("White 
Chemical  Extract,"  "  Brown 
Chemical  Extract,"  "Red  Paste," 
"Red  Drench,"  "Gaseous  Fluid," 
eto.) ;  In  re  Prioe^e  Patent  Candle 


2),  U.  S.  Pat.  Comm.  Decis.  1871, 
n7,  284  ("Beeswax  Oil");  In  re 
Boberts  (4),  ib,  100  ("Razor 
8teel ") ;  In  re  Blaketlee  ^  Co., 
ib,  284  ("Cundurango  Ointment. 
C.  O.") ;  Ex  parte  Palmer,  ib.  289 
("Invisible  Face  Powder");  Bam- 
kmd  ▼.  Breidenbach,  Dig.  386 
("  Macassar"  oil) ;  James  v.  James, 
L.  R.  13  Eq.  421  ("Lieut.  James* 
Horse  Blister");  Green  v.  Booke, 
W.  N.  1872,  p.  49  ("  Golden  Oint- 
ment");  In  re  Johnson  Jf"  6b.,  2  U.S. 
Pat.  Gaz.  316  ("Parsons'  Purga- 
tive Pills,  P.  P.  P."  and  "Johnson's 
American  Anodyne  Liniment, 
Established  A.D.  1810");  In  re 
Graham,  2  ib.  618  ("New  Manny 
Harvester");  In  re  Bichardson,  3 
ib.  120  ("  Richardson's  Patent  Union 
leather-splitting  Machine");  In 
re  The  American  Sardine  Co.,  3 
ib.  495  ("American  Sardines"); 
JTardy  v.  Cutter,  3  ib,  468  (« Old 
Bourbon  "  whiskey) ;  Tucher  Manu- 
facturing  Co,  v.  Boyington,  9  ib, 
455  ("Tucker  Spring  Bed"); 
Browne  v.  Freeman,  12  W.  R,  305 
("  Chlorodyne  ") ;  Bulloch,  Lade  ^ 
Co.  v.  (?ray,  19  Joum.  of  Jurlsp. 
218  ("Loch  Katrine"  whiskey); 
GodiUat  v.  Ha&ard,  81  N.  Y.  263 
("  Julienne  "  soup)  ;  In  re  Dick  ^ 
Ce.,  9  U.  S.  Pat.  Gaz.  638  ("Taste- 
less" drugs) ;  In  re  Lawrence  ^  Co.^ 
30  ib,  163  ("Fur  Familien  Ge- 
brauch,"  and  "Lawrence  Feiner 
Familien  Flannel  ")  ;  In  re  Boach, 
10  i*.  333  ("Croup  Tincture"); 
Gilman  v.  Bunnewell,  122  Mass.  139 
("  Cough  Remedy  ") ;  In  re  Good- 
year  Ruhber  Co.^\\  U.  S.  Pat  Gaz. 
1062("Crack.proof"  indiarubber) ; 
In  re  Warburg  ^  Co.,  13  ib.  44 
(^Cacbemire  Milano");  Ayer  v. 
Bushttm,  7  Daly,  9  ("Cherry 
Pectoral ") ;  ffelmhold  v,  Helmbold 
Hanyfaetvring  Co.,  53  How.  Pr. 
453  ("  Highly  Concentrated  Com- 
pound Fluid  Extract  of  Buohu  **) ; 
In  re  Dole  Brothers^  12  U.  S.  Pat 
Gaz.  939  ("  Egg  Macaroni  ");  &'^0r^ 
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nothing  away.  Any  man  who  has  a  right  to  a  trade  mark 
has  his  trade  mark  jast  the  same  after  the  passing  of  the 
Trade  Marks  Registration  Act  as  he  had  before.    Only,  if 

2  St  Dig.  726  ("Syrnp  of  Red 
Spruce  Gum");  Mr  Call  x.  Theal^ 
i!8  Grant  Up.  Can.  Ch.  48  (•*  Bazaar 
Patterns"  for  clothing)  ;  Mont- 
gomerie  v.  Donald  tj*  Co,^  Ct.  Sess. 
Cas.  4th  Ser.  XL  506  (*' Water 
of  Ayr"  stone);  Stuart  ^'  Co-  v. 
Sccftti*h  Vol  de  Travers  Paving 
Co.,  Ld,,  Ct.  Sess.  Ca?.,  4th  Ser. 
XIII.  1  ('*  Granolithic  "  artificial 
stone) ;  Lercit  v.  Klapprath^  1 1 
Vict.  L.  R.  214  ("Borax  Soap"); 
Dreydoppely.  Young ^  14  Phila.  22G 
(do.)  ;  Hop  Bxttcrt  Manufacturing 
Co.  V.  Luke,  10  Vict.  L.  R.  (Eq.)  234 
("  Hop  Bitters,"  said  to  be  no  more 
distin^iTuishiDg  than  "  Olive  Oil  ** 
or  "Buttermilk");  Hop  Bitter* 
Manufacturing  Co.  v.  \\%arton^  10 
Vict.  L.  R.  (Ij.)  377  (do.) :  Larrabre 
V.  Lcwit,  67  Ga.  561  ("Snowflake  " 
biscuits) ;  Eggert  v.  Ilink^  63  Cal, 
445  ("Philadelphia  Beer");  Ball 
V.  Sicgel,  116  111.  137  ("Health 
Preserving  "  corset)  ;  Humphreys'^ 
S/feciJic,  ^'e.j  Co.  v.  llVnr,  14 
Fed.  Rep.  250  ("Homoeopathic 
Specifics");  Brown  Chemical  Co, 
y,  Myer,  31  Fed.  Rep.  453  ("  Iron 
Bitters ") ;  Carbolic  Soap  Co.  v. 
Thotnpsm,  25  Fed.  Rep.  625 
(  «  CresTlic  Ointment "  ) ;  Pratt 
Manufacturing  Co.  v.  Agfral  Be- 
fining  Co.,  Ld.,  27  Fed.  Rep.  493 
■("  Astral  Oil");  Alden  v.  Grosi^  25 
Mo.  App.  123  ("  Fruit "  vinesrar) ; 
Trask  Mth  Co.  v.  Wooster,  2S 
Mo.  App.  408  ("Selected  Shore 
Mackerel")  ;  Bum  ford  Chemical 
Works  V.  M^ith,  35*  Fed.  Rep.  524 
("Acid  Phosphate");  Colgan  v. 
Banheim,  35  Fed.  Rep.  150  ("  Toffy 
Tol u  ").  And  see  cases  as  to  **  fancy 
words,"  tupra,  p.  46. 

In  the  following  cases  descrip- 
tiveness  has  either  not  been  alleged 
or  has  been  held  not  to  be  estab- 
lished,  and  the  words  have  been 
treated  as  distinctive  words: — 
Pidding  v.  Hon,  6  Sim.  477  ("  How- 
qua's  Mixture  ") ;  Perry  v.  TYuefitt, 
6  Beav.  66  ("Medicated  Mexican 


Co.,  27   Ch.   D.    6S1    ("National 
Sperm"  candles) ;  In  re  Hudson,  32 
Cb.  D.  311  ("Carbolic  Acid  Sf)ap 
Powder");   In  re    Atkins  Filter 
St'  Engineering    Co.,   Ld.,  3  P.  R. 
164  ("The  Sanitary  Filter,  easily 
cleaned");  Natire  Ouano  Co.,  Ld, 
V.   Sewage  Manure   Cv.,   4  Times 
L.  R.   372    ("Native    Guano"); 
Schote  V.    Schmincke,  33  Ch.   D. 
546  C Castle  Album");    Watty, 
ailanlon,  4  P.  R.  1  ("  Old  Innis- 
howen"  whiskey)  :  Symington  ^ 
Co,  V.  Footman,  Pretiif  ^  Co.,  56 
L.  T.    N.    S.    r.96    ("Guaranteed 
Corset ") ;   In  re  Perry  Darts  <J' 
Son,  58  L.  T.  N.  S.  695  ("Pain- 
Killcr"  iiuMliciiK  s) ;  In  re  Dunn, 
41  Ch.  D.  4.X9  ("Fruit  Salt");  In 
re  Balph,  25  Cli.  D.  194  ("The 
Homewa slier''):  Bohertsv.  Sheldon, 
8    Biss.    :{9H    ("Parabola"  — eye 
needles) ;   Van  Bcil  v.  Prescott,  S2 
N.  Y.630("I{yeand  Kock"  liquor); 
Marshall  v.  Pxnkham,  52  Wise.  572 
("Old  Dr.  S.  .Marshall's (Vlebrated 
Liniment  ") :  Hostetter  x.  Adams,  20 
Bl.  C.  C.  326  f"  Celebrated  Stomach 
Bitters ";  ;  Ex  parte  Brigham,  20 
ib.    S91     ("Sntin    Polish'"    boots 
and  shoes);  Ex  parte  Ams,  23  ib, 
344  ("Albany  Beef");    Ex  parte 
Strasburger    S:    Co.,    20    ib.    155 
("Time-keeper"  watches  );jE>/;arffl 
Kipling,  24  ih,  S99  ("  Cristallinc  " 
brilliants);  Electro  Silicoft  C^.  v. 
Levy,  59  How.  Pr.  4r,9  ("Silicon" 
polishing  powder);  liegeman  ^'  Co, 
V.  J/egemati,H  Daly,  I  ("  Hegemsin's 
Ferrated  Klixir  of  Bark,  or  Elixir 
of    Calisaya    Bark     with    Iron," 
"  Hegeman's  Compound  Fluid  Ex- 
tract, of    Buehu,"      "  Hegeman's, 
formerly     Velpeau's,     Celebrated 
Remedy  for  Diarrhoea") ;  Goodyear 
liubber    Co.    v.    Goodyear    India- 
rubber  Glare  ManvfactuHng  Co., 
128   U.  S.  Rep.   59H   ("Goodyear 
Rubber  ") ;  Moxie  Nerve  Food  Co. 

V. ,  43   U.   S.  Pat.  Gaz.  888 

("  Nerve   Food ") ;    Kerry  v.    Les 
SoBurs  de  VAsile  de  la  Providence, 
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the  persons  enjoying  the  trade  mark  have  been  so  numer- 
oos  that  it  is  impossible  to  say  that  any  of  them,  or  all  of 
them  together,  had  an  exclusive  right  to  it,  then  they 


Balm  ^ ;  Tofflor  v.  Carpenter  (1), 
3  Storr,  458  ("  Persian  Thread  ")  ; 
8.  C.  (2)  2  Wood.  &  M.  1  (do.) ; 
8.  C.  (3)  2  Sandf.  Ch.  603  (do.) ; 
Te^loT  V.  TcuyloT^  2  Eq.  Kep.  290 
(do.);  -^»«  V.  Lart,  10  Jur.  106 
("  Ethiopiaa  "  stxxjkings) ;  Fowle  7. 
i^MT,  7  Peiin.  L.  J.  176  ("  Wistar*8 
Balsam  of  Wild  Cherry  ") ;  Coffeen, 
^,  Bruntoniy), (2),  4 McLean,  516  ; 
5  i*.  256  ("Chinese  Liniment"); 
Davis  Y.  KendaU,  2  R.  L  566; 
(" Pain-Killer "  medicine);  Davis 
V.  Kennedy,  13  Grant  Up.  Can. 
Ch.  523  (do.),  (but  see  In  re  Perry 
DavU  Jjr  Si^n,  58  L.  T.  N.  8. 
695);  R,  Y.  Dundas,  6  Cox,  380 
("BYerett's  Premier"  blacking); 
Meath  v.  Wriyht  R.  Cox,  154 
("  Kathairon  ")  ;  Fdridge  y.  Mer- 
chant,  4  Abb.  Pr.  156  ("  Balm  of 
Thousand  Flowers  ")  ;  WUliams  y. 
Johnson,  2  Bos.  1  ("  Yankee  Soap  ") ; 
WiUiams  y.  Spence,  2o  How.  Pr. 
366  (do.);  WUliants  y.  Adams,  8 
Biss.  452  (do.) ;  Comstoek  v.  White, 
18  How.  Pr.  421  ("Dr.  Morse's 
Indian  Boot  Pills  *");  Braham  y. 
J?itftor^,l  H.&M.  447  ("Excelsior" 
fioap) ;  Me  Andrew  v.  Bassett,  4 
De  6.  J.  &  8.  380  ("AnatoUa" 
liqaoiice) ;  Faber  v.  Hovey,  Dig. 
4«1  ("Ster"  pencils);  RiUet  y. 
CarUer,  61  Barb.  8.  C.  435  ("  Gre- 
nade "  syrup) ;  Smith  v.  Woodruff, 
48  Barb.  438  ("Sweet  Opoponax 
of  Mexico  "  perfume)  ;  Burnett  y. 
Phalon^,  3  Keyes,  594  ("Cocoaine" 
hair  oil) ;  Messerole  y.  Tyntferg,  4 
Abb.  Pr.  N.  8.  410  ("  Bismarck " 
collars) ;  Rowley  v.  Houghton,  2 
Brews.  303  ("Hero "  jars);  Palmer 
V.  Harris,  60  Penn.  St.  156  ("  Gol- 
den Crown"  cigars);  Filley  y. 
Fassett,  44  Mo.  1 73  ("  Charter  Oak  '* 
stovea) ;  FiUey  y.  C/Uld,  16  BL  C.  C. 
376  (do.) ;  Lockwood  y.  Bostwiek,  2 
Daly,  521  ("  Bovilene  "  pomade)  ; 
Qmgreu  ^  Empire  Spring  Co.  y. 
High  Roch  Congress  Spring  Co., 
45  N.  Y,  291  ("Congress  Spring" 
water);  Alleghany  Fertiliser  Co.  v. 


Woodside,lB\ighes,  115  ("Eureka'* 
manure) ;  Ford  y.  Foster,  L.  R.  7 
Ch.  611  (" Eureka"  shirU);  Seltser 
Y.  Powell,  8  Phila.  296  ("Silver 
Grove  "  whiskey) ;  In  re  Francis  4' 
Afallon,  U.  K.  Pat.  Comm.  Decis. 
1871,  283  ("Beaverine"  boots); 
Blaekwell  v.  Armistead,  5  Am.  L.  T. 
85  ("  Durham  "  tobacco) ;  Arrni^ 
stead  Y.  Blaekwell,  1  U.  8.  Pat.  Gaz. 
603  (do.);  Blaekwell  y.  Wriaht, 
73  N.  Car.  310  (do.) ;  Blaekwell  y. 
Dihrell,  14  U.  8.  Pat.  Gaz.  633  (do.) ; 
Hirst  Y.  Denham,  L.  R.  14  Eq.  542 
("Turin."  "Sefton,"  "Leopold," 
"  Liverpool,"  cloth) ;  Sternberger  v. 
ThalhHmer,  SU.  8.  Pat.  Gaz.  120 
("  Centennial "  clothing)  ;  In  re 
Bush^  Co„\Qih.  164 ("Centennial" 
wines) ;  Kidd  ^  Co.  y.  Mills,  John- 
son 4'  Co.,  5  ih.  337  ('*  Magnolia," 
"  Dave  Jones  "  whiskev) ;  Morse  y. 
Worrell,  10  Phila.  168  ("Rising 
Sun  "  stove  polish) ;  Cotton  v.  Qu- 
lard,  44  L.  J.  Ch.  90  ("  Licensed 
Victuallers'  Relish");  Smith  y. 
Mason,  W.  N.  1875,  p.  62  ("  Pecto- 
rine  "  medicine) ;  Gouraud  v.  Trust, 
10  N.  Y.  Sup.  Ct.  627  (**  Gouiaud's 
Oriental  Cream");  In  re  Olines,  8 
U.  8.  Pat.  Gaz.  435  ("  Slate  Roof- 
ing Paint ") ;  In  re  Green,  8  ib.  729 
("German  Sirup");  In  re  Weaver, 
10  ib.  1  ("  Lion"  goods) ;  GHllon v. 
Guenin,  W.  N,  1877.  p.  14  ("Tamar 
Indien" lozenges);  Camrickv.MoT' 
son,  Dig.543  ("  lActopeptine  "  medi- 
cine) ;  In  re  Cornwall  (2),  12  U.  8. 
Pat.  Gaz.  312(«  Dublin  "  soap) ;  Fno 
v.  Stephens,  Dig.  609  ("  Fruit  Salt"), 
but  see  In  re  Dunn,  41  Ch.  D.  439  ; 
Reihha/rdt  v.  Spalding,  49  L.  J.  Ch. 
57  ("Family  Salve");  Rosing  y. 
Atkinson,  27  Sol.  J.  534  («  Edel- 
weiss "  perfume) ;  Berliner  Brauerei 
Gesellschaft  Tivoli  v.  Knight,  Stocks 
4-  Co.,  W.  N.  1883,  p.  70  ("  Tivoli  " 
lager  beer) ;  In  re  Porter  Blan- 
charts  Sons,  U.  S.  Pat.  Comm.  Decis. 
1871,  97  ("BlanchardChum");  In 
re  Rohland,  10  U.  8.  Pat.  Gaz.  980 
("  Dr.  Lobenthal's  Essentia  Anti- 
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shall  not  have  the  benefit  of  the  registration,  which  would 
give  an  exclusive  right ''  (a).  Common  marks  may,  how- 
ever, now  be  registered  as  additions  to  good  trade  marks, 
if  an  exclusive  right  in  them  is  disclaimed  (6).  If  the 
name  is  descriptive,  the  addition  of  "  new  "  or  "  improved  " 
does  not  better  the  case  (o),  nor  that  of  initials  representing 
the  name  of  the  goods  (d),  or  of  a  mere  oval  border  (e). 

Again,  where  a  mark,  though  not  descriptive,  yet 
does  not  serve  to  distinguish  the  person  using  it  from 
a  number  of  other  persons  who  use  or  are  entitled  to 
use  it,  it  cannot  be  a  valid  trade  mark,  since  it  is 
common,  if  not  to  the  whole  world,  at  all  events  to 
a  class  of  persons.    Thus  "prize    medal"  (/),  "gold 


phthisica");  Sorg  v.  Welsh,  16 
U.  S.  Pat.  Gaz.  910  ("  Tidal  Wave "" 
tobacco);  In  re  Eastman,  W.  N. 
1880,  p.  128  ("Kitchen  Crystal 
8oap");  Bwrton  v.  Strattm,  12 
Fed.  Rep.  696  ("Twin  Brothers" 
yeast) ;  JJw  v.  Abrahams,  82 
N.  Y.  619  ("  Pride "  cigars) ;  In- 
suranee  Oil-tank  Co.  y.  Seott,  33 
La.  Ann.  946  ("Insurance**  oil); 
Smith  V.  SuBhury,  32  N.  Y.  Sup. 
Ct  232  ("  Magnetic  Balm  **) ;  Ex 
parte  Heyman,  18  U.  B.  Pat.  Gaz. 
922  ("Invigorator**  spring  bed- 
bottoms)  ;  Lsonard  4*  Ellis  v.  Wells 
^  Co.,  26  Ch.  D.  288  ('•  Valvoline  " 
oil) ;  Leonard  ^  EUU  v.  White's 
Golden  Lubricator  Co.,  48  U.  S. 
Pat.  Gaz.  1401  (do.),  (but  see  In  re 
Horsbwrgh,  63  L.  J.  Ch.  237); 
Atlantic  Milling  Co,  y.  Bobinson, 
20  Fed.  Rep.  217  ("Champion** 
flour) ;  Ex  parte  Wiesel,  36  U.  S. 
Pat  Gaz.  689  ("  Kollerina  **) ;  Tals 
Ciga/r  ManvfactvHng  Co.  v.  Yale, 
30  U.  8.  Pat.  Gaz.  1183  ("Grand 
Master  **  cigars)  ;  HoU  v.  Menen- 
dez,  128  U.  8.  Rep.  182  ("La 
Fayorita**  flour) ;  I^man  y.  Bums, 
47  U.  8.  Pat.  Gaz.  660  ("  Pigs  in 
Clover  "  game)  ;  Selohow  y.  Baker, 
93  N.  Y.  69  ("Sliced  Animals** 
toys);  Eleotro-SUieon  Co.y.  Hazard, 
36  N.  Y.  Sup.  a.  369  ("  Electro- 
Silicon  **  polishing  powder) ; 
(yHourke  v.  Central  City  Soap  Co., 


26  Fed.  Rep.  676  ("Anti-Wash- 
board "  soap) ;  Eunis  y.  Dreyfus, 
34  La.  Ann.  80  ("  Boker*s  Stomach 
Bitters*');  Hoxis  v.  Chancy,  143 
Mass.  692  ("  A.  N.  Hozie's  Mineral 
Soap,**  "A.  N.  Hoxie*8  Pumice 
Soap  ") ;  Heoht  v.  Porter,  9  Pac.  C. 
L.  J.  669  ("Lx>nclad**  boots); 
Shcppard  «f  Co.  v.  Stuart  ^  Peter- 
son,  13  Phila.  117  ("  Excelsior  ** 
stoyes) ;  Lauferty  v.  Wheeler,  63 
How.  Pr.  488;  11  Daly,  194 
("  Aldemey**  oleo-margarinc). 

(a)  Per  Bacon,  V.-C,  in  Benhofo 
V.  Low  (4),  44  L.  T.  N.  S.  875. 

{b)  Patents  Act,  1883,  §  74. 

(<?)  In  re  Graham,  2  U.  8.  Pat. 
Gaz.  618.  Bee  Gage  y.  Canada 
Publishing  Co.,  11  Can.  Sup.  Ct. 
306;  Bussia  Cement  Co. y.LePage, 
147  Mass.  206;  Alexander  y.  Morse, 
14  R.  1. 163 ;  Humphrey^  Specific, 
^0.,  Co.  V.  Wenz,  14  Fed.  Rep.  260. 

(d)  In  re  Blakeslee  Jf  Co.,  U.  S. 
Pat  Comm.  Decis.  1871,  284;  In 
re  Dick  ^  Co.,  9  U.  S.  PaC  Gaz.  538. 

(e)  In  re  Bader  i^  Co.,  13  U.  8. 
Pat.  Gaz.  696. 

(/)  Batty  V.  mil,  1  H.  &  M.  264. 
See  Boper's,  <fv.,  Co,  y.  Copema^s, 
S^e.,  Association,  Ld.,  28  Sol.  J. 
2 1 8.  And  see  Schneider  y.  WUliavis, 
44  N.  J.  (£q.)  391,  and  Ex  parte 
Cigar  Makers'  Association,  16  U.  8. 
Pat.  Gaz.  958,  with  which  compare 
Strasser  y.  Moonelis,  108  N.  Y.  61 1 . 
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medal''  (a).    The  objection,  however,  will  not  prevail 
where  the  class  is  very  limited  (6). 

^'  Terms  which  designate  merely  the  name,  quality,  kind,  Adjective 
size,  number,  or  elements  of  an  article,  or  have  become  quaUty  only, 
its  proper  appellation,  or  that  merely  describe  it,  or  direct  no  trademark, 
the  mode  of  its  use,  purely  generic  and  geographical  terms, 
and  the  necessary  and  common  uses  in  which  the  English 
language  and  arabic  numerals  are  employed  by  people  to 
express  their  ideas  and  feelings  and  to  tell  the  truth,  are 
common  property  which  all  may  use,  but  which  none  may 
exclusively  appropriate  as  a  trade  mark,  or  acquire  as  abso- 
lute individual  property  "  (c).  Consequently,  an  ordinary 
adjective  in  the  common  language  of  the  country,  descrip- 
tive of  the  quality  of  the  article,  and  not  designating  it  to 
be  of  the  manufacture  of  a  certain  individual  or  establish- 
ment, as  "superior  "  (d),  ^'superfine  "  (d)j "  nourishing  "  (e), 
cannot  be  exclusively  appropriated  as  a  trade  mark.  And 
the  same  is  the  case  with  a  word  or  symbol  which  is 
understood  generally,  or  in  the  trade,  to  indicate  quality 
and  not  a  special  manufacturer.  Thus  '^  A,  No.  1,"  ^^  A  X, 
No.  1 "(/),"  A  1 "  (ff),  "  Best  six-cord  "— «  200  yds."  (A). 

AUenv.  MaeaHhy.Zl  Minn.  347,  L.  J.  456;  Bmith  v.    Walker,  37 

and  People  v.  FisMr,  67  N.  Y.  Sap.  Mich.  466. 

Ct.  562.  (/)  Candee,  Swan  f  Co,  v.  Deere 

{a)  Taylor  y,  ^aZitf#,  69  N.Y.  331.  ^f-  Co,,  54  111.  439;  5  Amer.  Eep. 

iff)  Dent  V.  Turpin,  2  J.  &  H.  126 ;  and  see  Amoskeag  MwnufaC" 

139.    And  see  p.  118,  note  (g).  twring  Co,  v.  Spear,  2  Sand.  S.  C. 

(tf)  Per  Kentucky  Court  of  Appeal  599;  R.  Cox,  87;  Sarnie  v.  Traim^er, 

in  Avery  ^'  Sons  v.  MHkle  ^  Co,,  27  101  U.  S.  Bep.  61 ;  BwrJte  v.  Catsin, 

U.  8.  Pat.  Gaz.  1027.  46  Cal.  467 ;  13  Amer.  Rep.  204 ; 

(^  Brdkam  v.  Bustard^  1 H.  &  M.  Stolte$  v.  Landgraff,  17  Barb.  608 ; 

447.  R.  Cox,  137;  Kinney  v.  Allen,  1 

{e)  Ragffftt  v.  Itndlater,  L.  R.  17  Hughes,  106;  Inre  Eagle  Pencil  Co., 

Eq.  29 ;  and  see  Spcttiewoode  v.  10  U.  S.  Pat.  Gaz.  981 ;  Otgood  y, 

Cla/rke,  1   Coop.  254;    QiUoU  v.  AUen,  1  Holmes,  186;  Carver  v. 

Eeterhrook^  B.  Cox,  363;  Ex  parte  Bowker,  Dig.  581 ;  Avery  v.  Meikle, 

Palmer^  U.  8.  Pat.  Comm.  Decis.  27  U.  8.  Pat.  GasB.  1027 ;  Lamrenee 

1S71,  289;  In  re  Dick  ^  Co,,  9  Manvfactwring    Co,  v.    Tennenee 

U.  S.  Pat.  Gaz.  538;  In  re  Goodyea/r  Manufacturing  Co,,  31  Fed.  Bep. 

Rtibher  Co.^  11  ib,  1062 ;  Fulton  v.  776.           ^ 

8eUers,^'Biews.^;  Bw parte  Cohn  (g)  Rogers  v.  Rogers,  53  Conn. 

(1),  16  U.  8.  Pat.  Gaz.  680;  Royal  121. 

Baking  Powder  Co,  v.  Sherrill,  93  (A)  Coats  v.  Merrick  Thread  Co,, 

N.  T.  331 ;  SmUh  ▼.  Imus,  32  Alb.  45  U.  8.  Pat  Gaz.  347. 
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Marks  But  in   some  of  the  American  cases  this  principle 

m^rM well ^PP^^s  ^^  ^^^  been  carried  to  an  extent  which  is 
aa  quality,  unreasonable,  and  which  has  not  been  and  would  not 
be  recognised  in  this  country,  the  rule  having  been  laid 
down  too  generally  that  every  word  or  symbol  which 
serves  to  indicate  quality  is  incapable  of  appropriation 
as  a  trade  mark,  the  qualification  being  omitted  that, 
if  such  word  or  symbol  also  serves  to  indicate  a  particular 
manufacturer,  the  mark  may  be  a  good  trade  mark. 
In  Amoskeag  ManufoLcturing  Co.  v.  Trainer  (a)  the 
Supreme  Court  of  the  United  States  itself  appears  to 
have  decided  in  favour  of  the  wider  rule.  There  the 
plaintiff  company  manufactured  cotton  tickings,  and  sold 
the  different  qualities  under  different  labels,  of  which 
the  one  affixed  to  the  best  quality  of  the  goods  bore  a 
combination  device,  in  which  the  prominent  and  con- 
spicuous feature  consisted  of  the  letters  "  A.  C.  A."  Those 
letters  had  for  many  years  been  recognised  as  indicating 
that  the  goods  to  which  they  were  attached  were  of  the 
plaintiff  company's  manufacture,  and  also  of  the  best 
quality  of  the  goods  so  manufactured,  and  the  plaintiffs' 
user  of  the  letters  had  been  substantially  exclusive.  In  an 
action,  however,  brought  against  defendants  who  had  sold 
similar  goods  of  their  own  make  under  a  label  containing 
the  same  letters  in  a  conspicuous  place,  the  Supreme 
Court  held  that,  the  letters  being  indicative  of  quality, 
no  protection  could  be  given.  All  trade  marks,  however, 
which  are  of  any  value  at  all,  denote  that  the  goods  to 
which  they  are  attached  are  of  good  quality,  and  by  far  the 
greater  number  of  large  maxiufacturing  firms  use  a  variety 
of  trade  marks,  which  they  apply  to  goods  of  different 
descriptions  or  qualities,  or  intended  for  different  markets ; 
and  possibly  the  explanation  of  the  decision  may  be  that 
the    Court  really  considered  that  the    letters,   though 

(a)   101  U.  8.  Hep.   61.     And  see  JRaifol  Baking  Powder  Co.  v. 
Sherrill,  93  N.  Y.  331. 
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only  nsed  by  the  plaintiffs,  indicated  nothing  beyond 
quality  (a). 

It  seems  clear  that  the  English  mle  that  combinations  Such  marks 
of  letters,  or  words,  or  symbols,  which  indicate  that  the  ^ 
goods  to  which  they  are  applied  have  been  manufactured 
by  a  particular  person  or  firm,  may  constitute  valid  and 
registrable  trade  marks,  notwithstanding  that  they  also 
indicate  the  quality  or  pattern  of  the  goods  as  compared 
with  other  goods  of  the  same  makers  (6),  is  preferable  to 
that  which  appears  to  have  been  formulated  in  some  of 
the  American  Courts.  Thus,  in  Hirst  v.  Denham  (c), 
different  fancy  patterns  of  the  plaintiff's  cloth  were  marked 
with  different  names,  each  of  which  was  protected ;  in 
Moaes  v.  Sargoody  Ewen  &  Co,  (d)y  the  plaintiff's  clothing 
was  marked  with  a  number  of  crowns,  varying  from  one 
to  six,  according  to  quality ;  in  RarisoTne  v.  Oraham  (e) 
the  plaintiff's  ploughs  were  marked  with  the  letters  "  R.  N." 
and  an  additional  letter  or  numeral,  varied  according  to 
pattern  and  quality  (/).  In  the  Indian  case  of  Taylor 
V.  Virasami  (g)  the  plaintiffs'  shirtings  were  marked 
with  scimitars,  varying  in  number  from  two  to  five, 
according  to  quality.  Even  in  some  of  the  American 
Courts  the  English  rule  has  been  recognised,  and  it  was 
well  stated  by  the  Supreme  Court  of  Rhode  Island  (h) 
as  follows: — "Undoubtedly,  if  it  be  assumed  that  a 
given  mark  indicates  quality  only,  and  not  origin,  it 
will  follow  that  purchasers  of  goods  so  marked  have  not 
been  misled  thereby  into  the  supposition  that  they  were 

{a)  See  American  Solid  Leather  affirmed  hj  C.  A.,  W.  K.,  1890,  p 

BvUon  Of.  V.  AtUhot^,  15  B.  I.  338.  110 ;  and  per  Pearson,  J.,  in  Wood 

{h)  Baneamer.  6frahani,6iIj,J,  v.  LanibeH,  32  Cb.  D.  247;  and 

Ch.  897.  the  American  cases  of  Lamrenee 

(e)  L.  B.  14  Eq.  542.  Manvfactwring  Co,  t.  LomeU,  129 

{d)  Dig.  636.  Mass.  325 ;  OodiUat  v.  Haaa/rd,  81 

(e)  51  L.  J.  Ch.  897.  N.  Y.  263,  per  Danforth,  J. ;  SoU 

(/)AndseeJiir0.0rM?A,26W.B.  v.  GeitendoTf,  1  Wils.  (Ind.)  60; 

791 ;  MUeheU  y.  Metuy,  15  Ch.  D.  Merry  y.  Hooj?6i,  111  N.  Y.  415. 

181;  BaUi  v.  Fleming,  Ind.  L.  B.  (g)  Ind.  L.  B.  6  Mad.  108. 

3  Calc  417 ;  Barlow  ^  Jones,  Ld,  (h)  In  American  Solid  Leather 

y.  Johuo*  Jt'  Co.,  34  SoL  J.  298 ;  Button  Co.  y.  Anthony,  15  B.  1. 338. 
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Marks 
denoting 
quality  in 
only  one 
trade. 

Deceptive 
marks. 


Marks  which 
are  either 
descriptive  or 
deceptive. 


buying  a  plaintifiTs  goods,  and  hence  be  would  sbow  no 
cause  for  relief.  .  .  .  But  it  by  no  means  follows  as  a  rule 
of  law  that  marks  indicating  style  or  quality  may  not  also 
indicate  origin,  and  thus  be  a  subject  of  trade  mark.  .  .  . 
A  person  may  have  different  symbols  for  different  grades 
of  goods,  which  will  indicate  both  quality  and  origin  with 
respect  to  the  goods  so  marked.  A  manu&cturer  may 
adopt  such  symbols,  not  simply  to  mark  a  style  or  quality, 
but  hia  style  and  his  quality  as  welL  He  is  entitled  to 
have  his  style  and  his  quality  protected  from  misrepre- 
sentation, and  to  have  the  benefit  of  any  favourable 
reputation  they  may  have  gained." 

If  a  word  or  symbol  is  only  indicative  of  quality  in  a 
particular  trade,  it  seems  that  it  may  be  used  as  a  trade 
mark  in  a  different  trade  (a). 

Again,  a  trade  mark  which  contains  false  representations, 
so  as  to  deceive  the  public,  will  not  be  protected  in  equity 
as  a  valid  trade  mark  (6),  and  cannot  be  registered  as 
such  under  the  Patents  Acts,  1883-8  (o).  In  short,  as  was 
said  by  Wallace,  J.,  in  OiTiier  v.  Kinney  Tobacco  Co.  (d), 
'^  no  principles  are  better  settled  in  the  law  of  trade  marks 
than  that  a  generic  name,  or  a  name  merely  descriptive  of 
the  ingredients,  quality,  or  characteristics  of  an  article  of 
trade,  cannot  be  the  subject  of  a  trade  mark ;  and  that 
the  use  of  a  name  or  term  which  is  likely  to  deceive  the 
public  in  reference  to  the  components  or  nature  of  the 
article  to  which  it  is  applied  will  not  be  tolerated."  Bat 
mere  collateral  misrepresentations  do  not  disqualify  (e). 

An  attempt  has  occasionally  been  made  to  meet  the 
contention  that  a  word  claimed  as  a  trade  mark  is  in- 
capable of  appropriation  by  reason  of  its  descriptiveness, 


(a)  In  re  EnglUh,  U.  8.  Pat 
Comm.  Decifl.  1870,  142. 

(J)  Pidding  v.  Horn,  8  Sim.  477 ; 
Perry  v.  Tr%tefitt,  6  Beav.  66 ;  Flavel 
V.  Harrison,  10  Hare,  467 ;  Leather 
Cloth  Co,  V.  American  Leather 
Cloth  Co.,  4  De  6.  J.  k,  S.  137; 


Jiorgwn  v.  Me  Adam,  36  Ia  J.  Ch. 
228 ;  OmdZ2 V.  Beed,  128  Mass.  477; 
and  see  c.  7,  infrh. 

(e)  See  |  73. 

(d)  12  Fed.  Rep.  782. 

{e)  Ibrd  v.  Foiter,  L.  B,  7  Ch. 
611. 


WHAT  IS  A  TRADE  HARE? 


71 


by  the  allegation  that  the  goods  to  which  it  is  applied  do 
not  answer  the  description  imported  by  the  word,  and  there- 
fore that  the  word  is  not,  in  fact,  descriptive  of  the  goods. 
Bat  in  cases  where  a  word  is  used  which  is  descriptive  of 
qualities  which  the  goods  might  reasonably  be  supposed  to 
possess,  if  the  goods  do  not  possess  those  qualities  the  use 
of  the  word  is  deceptive,  so  that  qiiacymque  viA  the  claim 
fails.  Thus,  in  In  re  Saiunion  &  Co.  (a),  the  late  Master  of 
the  Bolls  refused  registration  to  the  words  "  Anglo-Portugo 
Oysters,"  on  the  ground  that  if  the  oysters  were  Anglo- 
Portuguese  the  use  of  the  term  was  descriptive,  while,  if 
they  were  not,  it  was  deceptive.  And  the  same  view  was 
adopted  by  Lopes,  L.  J.,  in  In  re  Van  Duzer  (b).  There 
are  many  American  authorities  to  the  same  effect  (c).  But 
if  the  term  claimed  is  one  which  is  notoriously  inappro- 
priate to  ^  the  article,  it  will  not  be  treated  as  deceptive. 
Thns  the  name  ^^  Edelweiss"  was  allowed  to  be  appropriated 
to  scent  not  derived  from  that  flower,  it  being  well  known 
that  the  edelweiss  yields  no  perfume  (d). 

It  may  be  stated  as  a  general  rule  that  the  more  extra-  Eztrayagance 
ordinary  and  extravagant  the  name  that  is  adopted  by  way  ^n  wordtwSe 
of  trade  mark,  the  better  will  the  object  be  attained,  and  marks. 
the  protection  of  the  Courts  and  of  the  Begistration  Office 
secured ;  for  the  more  uncommon  the  designation  is,  the 
less  obnoxious  is  the  exclusive  claim  of  the  manufacturer, 
and  the  more  conclusive  the  evidence  of  fraud  supplied 
by  an  infringement.     Thus,  Wood,  V.-C,  said,  "  I  have 


(d)  Dig.  625. 

(b)  34  Cb.  D.  631.  Compare  I^ee 
lashers  ^  Dredgert  of  Wlixttiable 
▼.  EUiatt,  W.  N.  1888,  p.  27. 

{e)  Jbirbanki  v.  Jacobus,  14  BL 
C.  C.  337  ("Fairbanks*  Patent"); 
In  re  American  Sardine  Co,,  3 
U.  8.  PaL  Gaz.  495  (**  American 
Sardines  ");  In  re  Dole  Brathert,  12 
ib.  939  C* Egg  Macaroni") ;  In  re 
Warburg  ^  Co.,  13  id.  44  (**  Cache- 
mire  Milano"  silks);  Ex  parte 
MaretMng   4'    Co,,    15    ib,    294 


("  French "  paints) ;  Ex  parte 
Knapp,  16  ih.  318  ("London" 
animal  foods) ;  Ex  parte  Fa/mnm 
^  Co,,  18  ib,  412;  ("Lancaster" 
ticldngs);  Ointerv,£inney  Tobaooo 
Cb,,  12  Fed.  Rep.  782  ("  Straight- 
cut"  cigarettes).  With  which 
compare  In  ro  Qreen,  8  U.  S.  Pat. 
Gaz.  729  (" German  Sirup ""^'.Inre 
ComwaU  (2),  12  ib,  312  ("  Dublin  " 
soap). 

(d)  Boeing  v.  Atkinson,  27  SoL  J. 
634. 
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Worda 

Bpeciftlly 

invented. 


not .  the  least  doubt  that  if  tlie  plaintiff  (if  I  doubted 
I  should  be  going  quite  contrary' to  the  Mexican  Balm 
case  and  other  cases  in  which  ridiculous'  names  have  been 
used)  had  invented  a  fanciful:  and  ridiculous  name — 
and  the  more  ridiculous^  the  better  it  is  for  his  purpose 
— and  had  used  it  for  eight  or  ten  years  in  his  trade,  the 
QouTt  would  take  care  that  nobody  else  should  use  that 
absurd  name ;  for  such  user  could  only  be  a  user  for  the 
express  purpose  of  imitating  the  plaintiff's,  and  so  defraud- 
ing the  plaintiff,  by  representing  goods  manufactured  by 
one  person  to  be  goods  manufactured  by  another  "  (a). 

In  many  cases  the  word  used  as  a  trade  mark  is  an 
entirely  new  word,  invented  for  the  occasion  by  the 
manufacturer  of  the  material  or  composition  to  which 
it  is  applied,  and  such  a  name  may  be  registered  and 
otherwise  treated  as  a  valid  trade  mark  (6).  Thus 
"Pectorine"  (c)  and  "  Lactopeptine "  (d)  were  protected 
as  names  for  medical  compounds ;  "  Cocoaine "  (e)  and 
"  Bovilene  "  (/)  for  pomades.  "  Chlorodyne  "  (g)  was  only 
not  protected  because  the  proprietor,  on  a  mistaken  view 
of  his  rights,  consented  to  have  his  bill  for  an  injunction 
dismissed  with  costs.  Invented  words  (h)  were,  however, 
occasionally  refused  registration  as  "  fancy  words "  under 
§  64  of  the  Act  of  1883,  where  they  were  considered  to 
suggest  a  description  of  the  article — e.g.,  "  Washerine  " 

(**  Beaverine  "  boots  and  shoes)  ; 
Enoch  Morgan's  Sont'  Co,  v. 
Schwaohkofer,  65  How.  Pr.  37,  and 
9ame  v.  Munkele,  16  U.  8.  Pat  Gaz. 
1092  ("SapoUo"  soap);  Electrth- 
Silwon  Co,  V.  Trashy  59  How.  Pr. 
189  ("Electro-silicon");  Electro- 
Silicon  Co,  v.  Hazard,  36  N.  Y. 
Bup.  Ct.  369  (do.)  And  see  Young 
V.  Macrae,  9  Jur.  N.  S.  322,  in 
vhich  "Paraffin  Oil/*  Lamplcugh 
V.  Balwer,  W.  N.  1867,  p.  293,  in 
which  "  Pyretic  Saline,"  and  Wolfe 
V.  Ooulard,  18  How.  Pr.  64,  IL  0)x, 
226,  inwhich  "SchiedamSchnapps,'* 
was  not  protected  for  special  rea- 
sons only. 


(fl)  Young  v.  Macrae,  9  Jur.  N.  8. 
322 ;  and  see  Ibtridge  v.  Merchant, 
4  Abb.  Pr.  156  ;  R.  Cox,  194. 

(b)  See  Patents  Act,  1883,  §  64, 
as  amended  by  the  Act  of  1888. 

(r)  Smith  v.  Ma4on,  W.  N.  1875, 
p.  62. 

(^d)  Camrick  v.  Morson^  L.  J. 
N.  of  C.  1877,  p.  71. 

(tf)  Burnett  v.  Phalon,  9  Bos. 
192 ;  R.  Cox,  376. 

(/)  Lockrtood  v.  Boztwick,  2  Daly, 
621 ;  R.  Cox,  556. 

(g)  Browne  v.  Freeman,  12  W.  R. 
306. 

(A)  In  re  Francis  4-  Mallon,  U.  8. 
Pat.     Comm.    Decis.    1871,    283 
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soap  (a),  "  Mono jrut "  champagne  (6) ;  and  Jessel,  M.  R., 
treats  "Valvoline"  oil  as  descriptive  (o),  though  Lord 
Selbonie  (d)  and  a  United  States  circuit  judge  (e)  have 
thought  differently. 

In  many  other  cases  the  trade  mark  consists,*  not  of  a  Existing 

*'  !•      f  -.  words  oom- 

newly  coined  word,  but  of  a  word,  or.  a  combination  ol  posing  a  word 
words,  ahready  in  common  use,  but  which  for. the  purpose ^*^^®*^^- 
of  the  trade  mark  is  or  are  used  and  applied  in  a  manner 
quite  different  from  the  ordinary  use  and  application,  so^ 
different  that  it  is  seen  at  the  first  glance  that  the  word 
or  combination  of  words  is  or  are  being  used  quite  out  of 
the  common  signification,  and  in  the  nature  of  a  fancy 
name  designatory  of  the  goods  (/).     Thus,  "Pharaoh's 
Serpents  "  (gr),  applied  to  a  toy ;  "  The  Licensed  Victuallers' 
Relish  "  (A),  to  a  sauce ;  "  Turin,"  "  Sefton,"  "  Leopold," 
and  "  Liverpool "  (i),  to  cloth ;  "  United  Service  "  (k)  and 
"  Genuine  Yankee "  (Q,  to  soap ;   "  Sweet  Opoponax  of 


(fl)  Borland  ^  Co.  ▼.  Broxbwm 
Oa  Co.,  Ld.  (2),  42  Ch.  D.  274. 

(*)  In  re  Vignier,  61  L.  T.  N.  S. 
495. 

(e)  In  re  Hortburghj  53  L.  J.  Ch. 
237. 

(<0  Leonard  ^  EUU  t.  WeU$  4' 
Co.,  26  Ch.  D.  288. 

(jo)  Leonard  ^  Mlit  v.  WhUe'B 
Golden  Lubrieat4fr  Co^  48  U.  8. 
Ynt,  Gaz.  1401. 

(/)  See  Newman  y.A  Irord,  R.  Cox, 
413,  in  which  Daniels,  J.,  said  that 
**  anr  member  of  the  commonitj, 
whose  interests  and  business  may 
be  promoted  by  doing  so,  should 
be  at  liberty  to  apply  even  names 
and  words  in  common  use  to  the 
products  of  his  industry,  in  such  a 
manner  as  to  indicate  their  origin  or 
particular  manufacture,  where  such 
application  will  not  intrench  upon 
and  wiU  be  in  no  way  included  in 
their  use  by  the  public.  By  doing 
so,  the  rights  of  no  member  of  the 
community  can  be  in  any  manner 
infringed,  and  no  public  inconve- 
nience whatever  can  be  occasioned 
by  it.  The  public  will  stUl  be  left 
at  full  liberty  to  use  such  words  or 


terms  as  they  were  used  before ; 
while  for  a  special  purpose  a  new 
office  or  purpose  may  be  imposed 
upon  them;"  Osgood  v.  Allen,  1 
Holmes,  185,  in  which  Sheplcy,  J., 
said  that  **  words  or  devices  may  be 
adopted  as  trade  marks,  which  are 
not  original  inventions  of  the  one 
who  adopts  and  uses  t hem .  Words 
in  common  use  may  be  adopted,  if 
at  the  time  of  adoption  they  were 
not  used  to  designate  the  same  or 
similar  articles  of  production ; "  and 
Lea  V.  Wolff,  16  Abb.  Pr.  N.  S.  1  ; 
Bx parte  Palmer,  U.  8.  Pat.  Comra. 
Decis.  1871, 289 ;  M'Lean  v.  Fleni- 
ing,  96  U.  S.  Rep.  245 ;  Smith  v. 
Woodruff,  48  Barb.  438 ;  and  Bx 
parte  HaXliday  BrotJiori,  16  U.  IS. 
Pat.  Gaz.  600. 

(y)  Bamett  v,  Leuchart,  13  L.  T. 
N.  8.  496. 

(A)  Cbtion  v.  OiUard,  44  L.  J. 
Ch.  90. 

(i)  Hint  V.  Benham,  L.  R.  14 
Eq.  542. 

(A)  Held  V.  Levni,  Dig.  280. 

(I)  Williams  v.  Johnson,  2  Bos.  1 ; 
R.  Cox,  214;  Williams  v.  Spefice, 
26  How.  Pr.  366  ;  R.  Cox,  305. 


74 


WHAT  IS  A  TRADE  UABK? 


Inscriptions 
or  advertise- 
ments. 


Mexico  "  (a)  and  "  Balm  of  Thousand  Flowers  **  (6),  to 
perfume ;  and  "  Charter  Oak  "  to  stoves  (c). 

Occasionally  it  has  been  sought  to  protect  as  a  trade 
mark,  and  to  claim  exclusive  rights  in,  an  inscription  or 
advertisement  composed  of  ordinary  English  words,  used 
in  their  ordinary  sense,  and  only  peculiar  from  the  length 
of  the  sequence.  Usually,  indeed,  there  is  in  such  cases 
some  feature  which  might  be  really  distinctive,  but  of 
which  the  plaintiff,  for  some  reason  or  other,  is  unable  to 
avail  himself;  this  failing,  the  whole  inscription  is  claimed. 
Such  cases,  however,  are  in  fact  '^  advertisements  of  the 
character  and  quality  of  the  goods  "  (d)j  in  which  advertise- 
ments no  exclusive  rights  can  be  claimed,  as  was  expressly 
decided  by  the  Court  of  Appeal  in  Cheavin  v.  Walker  («), 


(a)  Smith  V.  Woodruff,  48  Barb. 
438 ;  R.  Cox,  373. 

(b)  Fetridge  v.  Merehunt,  4  Abb. 
Pr.  156;  R.  Cox,  194;  but  see 
Fetridge  v.  WelU,  13  How.  Pr.  386 ; 
R.  Cox,  180. 

{&)  FUUy  V.  FasMm,  44  Mo.  173 ; 
R.  Cox,  630 ;  FUUy  v.  Child,  16 
Bl.  0.  C.  376.  And  see  Wetton  v. 
Hemmoru,  2  Viot.  L.  R.  Eq.  121 
("  Wizard  "  oil) ;  Sternherger  v. 
Thalheimer,  3  U.  8.  Pat.  Gaz.  120 
("  Centennial "  clothing)  ;  ZuW  Jf' 
Co.  V.  MilU,  Johnson  A'  Co.,  B  ib. 
337  ("  MagnoUa  "whiskey)  J  ^^^ 
V.  Johmon,  100  U.  S.  Rep.  617 
(do.) ;  In  re  Glinet,  8  U.  8.  Pat. 
Gaz.  436  («  Slate  Roofing  Paint ") ; 
In  reKimhall,  \lib,\  lOi)  ("  Vanity 
Fair"  cigarettes);  Marcotnioh  y. 
Bramble,  WilkvM  ^  Co.,  Dig.  595 
(do.) ;  DavU  v.  Xennedy,  13 
Grant  Up.  Can.  Ch.  623  ("Pain- 
Killer  "  medicine);  Fa^er  v.  Hovey, 
Dig.  481  ("Star"  pencils);  Ex 
^arte  Peper,  16  U.  8.  Pat.  Gaz.  678 
("Com'^  tobacco);  Wright  v. 
Simpson,  16  ib.  968  ("  Pond  Lily 
Wash  ") ;  Crawford  v.  Shuttook, 
13  Grant  Up.  Can.  Ch.  149  ("  Im- 
perial "  soap) ;  Degraves  v.  Whiter 
tnan,  5  Vict.  L.  R.  Eq.  304  ("  Cas- 
cade "  ale) ;  Yale  Cigar  Manirfao- 
twring  Co.  v.  TaU,  30  U.  8.  Pat. 


Gaz.  1183  ("  Grand  Master  "cigars); 
Hecht  V.  Porter,  9  Pac  C.  L.  J.  669 
("  Ironclad  "  boots).  But  where 
the  name  "  Astral  Lamp  "  had  been 
long  in  nse  for  a  particular  kind 
of  oil  lamp,  it  was  held  that  no 
exclusive  right  could  be  acquired 
in  the  word  "Astral**  as  applied 
to  oil.  Pratt  Manufaetwring  Co, 
v.  Astral  defining  Co,,  Ld,,  27  Fed. 
Rep.  493. 

{d)  Per  Lord  Westbuiy,  C,  in 
Leather  doth  Co,  v.  American 
Leather  Cloth  Co.,  11  H.  L.  C.  523, 
which  see. 

(«)  6Ch.D.850.  AndBeeBlach- 
foell  V.  Crabb,  36  L.  J.  Ch.  504  ; 
A  Ueghany  Fertiliser  Co,y.  Wbodeide, 
1  Hughes,  116("AmmoniatedBone 
Superphosphate  of  Lime  ") ;  Helm^ 
bold  V.  Hehnbold  Manufaaturing 
Co.,  63  How.  Pr.  453  ("Highly 
Concentrated  Compound  Fluid 
Extract  of  Buchu  ") ;  In  re  John- 
son  ^  Co,,  2  U.  8.  Pat.  Gas.  3L5 
("  Johnson^s  American  Anodyne 
Liniment,  Established  A.D.  1810") ; 
Oilman  v.  Hunnemell,  122  Mass. 
139  ("  A  sure  remedy  for  chronic 
or  common  cougb,  sore  throat,  and 
other  minor  throat  complaints,  so 
often  by  neglect  the  forerunner  of 
consumption  **). 
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where  the  inscription  was  "  G.  Gheavin's  improved  patent , 
gold-medal,  self-cleaning,  rapid  water  filter,  Boston, 
England,"  the  name  Cheavin  having  become  indicative  of 
a  principle  of  construction.  In  Shrvmptan  v.  Laight  (a), 
the  use  of  the  words  "  graduated,  grooveless,  drill-eyed, 
ground-down  "  needles  was  also  accompanied  by  that  of 
the  maker's  name,  and  this  being  obviously  imitated  by 
the  defendant,  the  injunction  was  granted. 

Sometimes  a  word  taken  firom  a  dead  language  has  Words  taken 
been  appUed  to  goods  and  protected  as  a  valid  trade  mark,  i^a^utges. 
as  the  Latin  word  "  Excelsior  "  in  respect  of  soap  (6),  or 
stoves  (c) ;  or  the  Crreek  word  ^'  Eureka "  on  shirts  (ci), 
or  on  an  agricultural  compost  (e). 

In  some  instances  words  taken  from   modem  foreign  Or  from 
languages  have  been  protected,  though  the  precise  extent  ^rei^lan- 
to  which  trade  marks  so  composed  will  be  acknowledged  guages. 
has  not  yet  been  authoritatively  decided.    Where  the  name 
employed  is  a  fancy  name  which  happens  to  be  in  a  foreign 
language,  or  framed  in  imitation  of  the  forms  of  a  foreign 
language,  there  is  no  doubt  that  there  is  just  as  good 
a   trade   mark  as  if  it  had  been  in  English  or  framed 
on  English   forms ;  thus,  "  Jlor  Fina  Prairie  Superior 
Tabac  "  (/)  was  allowed  to  be  a  good  trade  mark,  though 
the  defendant  was  held  not  to  have  infringed ;  and  "  Tamar 


(a)  18  Beav.  164.  And  see  Board- 
man  T.  Meriden  Britannia  Co.,  35 
Conn.  402 ;  R.  Cox,  490,  where  an 
iojnnction  was  given.  In  RoherU 
▼.  Sheldon,  8  Bis».  398,  the  plaintiffs 
-ased  the  words  "  Roberts'  Parabola 
Gold-Bnraished  Sharps"  on  his 
needles,  and  the  defendant  was 
restrained  from  nsing  the  words 
**  William  Clark  k  Sons'  Parabola 
Oold-Bnmished  Sharps. "  In  In  re 
RoherU  (1),  (2),  (3),  U.  8.  Pat. 
Conun.  Decis.  1871,  113, 100,  101, 
the  following  were  registered  as 
tiade  marks : — "  A  luxury — R.  J. 
Roberts*  Razor-Steel  Scissors.  The 
best  ID  tbo  world.    The  best  is  the 


cheapest.  For  sale  here;"  "An 
exquisite  pleasure  to  shave  with 
R.  J.  Roberts'  Diamond-Edged 
Razors;"  *'R.  J.  Roberts' Diamond- 
Edge  Razor.  Every  razor  war- 
ranted." 

(fi)  Braham  v.  Btuiard,  1  H.  & 
M.447. 

(e)  Sheppard  ^  Co.  v.  Stuart 
^  Peterum,  13  Phila.  117. 

{S)  Ford  V.  Foster,  L.  R.  7  Ch. 
611. 

{e)  Alleghany  Fertiliser  Co.  v. 
Woodside,  1  Hughes,  1 1 5.  See  Rag- 
gett V.  Findlater,  L.  R.  17  Eq.  29. 

(/)  Cope  y.  Fvans,  L.  R.  18  Eq. 
138. 
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Indien  "  (a)  was  actually  protected.  In  In  re  Botherham  (6), 
an  Arabic  word,  used  by  way  of  a  pun,  was  held  to  be 
entitled  to  registration  as  a  good  trade  mark,  though  the 
Commissioners  of  Patents  had  directed  the  registrar  to 
the  contrary. 
Foreign  When,  however,  the  foreign  words  are  used  in  their 

words  in  their       ,.  .  x      -j  i  i.      xi_ 

ordinary  ordinary  sense,  or  m  a  sense  not  widely  remote,  there- 
fi'ftt^^r^^^^'  from,  the  case  is  diflferent.  In  Oout  v.  Aleploglu  (c),  the 
Aleplofflu,  plaintiff  was  a  maker  of  watches  for  the  Turkish  market. 
These  watches  he  marked  in  Turkish  with  his  own  name 
(Ralph  Gout)  with  the  word  "  Pessendede,"  "  warranted  *'), 
with  his  initials  ^'  S.  G."  and  a  crescent,  and  also  with  a 
sprig  and  crescent.  The  defendant  procured  watches  to 
be  made,  in  which  the  minor  features  of  the  marks  used 
by  the  plaintiff  were  omitted,  but  in  which  the  main 
characteristics,  the  name  Q^  Balph  Gout ")  and  the  word 
<<  Pessendede,'*  in  Turkish  characters,  were  reproduced, 
the  style  of  engraving  being  copied.  Such  watches  were 
then  sent  by  the  defendant  to  Constantinople,  and  there 
sold,  to  the  prejudice  of  the  plaintifi^s  business.  This  was 
a  clear  case  of  fraud,  and  so  it  was  held  to  be  by  the  Vice- 
Chancellor  of  England,  Sir  L.  Shadwell,  who,  however, 
did  express  an  opinion  that  the  plaintiff  had  acquired  an 
exclusive  right  in  the  word  "  Pessendede  "  (d).  But  the 
point  that  had  to  be  decided  was  not  simply  whether  the 
word  "  warranted,"  in  Turkish,  could  be  protected ;  and 
indeed,  when  it  is  considered  that  the  watches  were  to  be 
sold  in  Turkey,  the  case  does  seem  to  be  just  the  same 
as  if  the  word  had  been  engraved  in  English  on  watches 
to  be  sold  in  this  country,  when  such  a  proposition  would 
be  clearly  untenable.  But  not  only  the  word,  but  the 
manner  of  engraving  it  was  copied,  and  not  only  that  word, 

(a)    OrUUm  v.   Guinin,  W.  N.  (Jb)  14  Ch.  D.  585. 

1877,  p..  14 ;  and  see  Caruncho  y.  (0)  6   Beav.  69 ;    5  L^.  Obs. 

Stephenson,  25  Sol.  J.  929  ("In-  496. 

timidad  "   cigars) ;    Holt  y.  Me-  {d)  5  Leg.  Obs.  496. 
nendet,  128  U.  S.  Rep.  182  ("  La 
Favorita  "  flour). 


WHAT  IS  A   TBADE  MAEK  ?  7' 

bit  the  name  of  the  maker ;  and  what  the  Vice-chancellor 
actually  decided  was  that  here  there  was  a  clear  case  of 
attempted  fraud,  which  was  qnite  sufficient  ground  for 
the  issue  of  an  injunction,  without  its  being  necessary  to 
consider  whether  the  imitation  of  one  single  feature  would 
have  been  sufficient  to  entitle  the  plaintiffto  that  remedy. 
The  use  of  the  name  "  Balph  Gout "  alone  by  the  defend- 
ant, whose  own  name  was  entirely  different,  would  indeed 
have  been  sufficient  to  entitle  the  plaintiff  to  an  injunc- 
tion (a),  but  the  case  with  respect  to  "  Pessendede  "  was 
different. 

In  Broadhwrst  v.  Ba/rlow  (6),  the  case  was  again  a  far  Broadhurtt  y. 
more  complicated  one  than  that  of  a  single  foreign  word,  '^''^^^• 
or  even  a  succession  of  words  taken  from  the  same  foreign 
language.  Here  the  plaintiffs  were  spinners  and  manu- 
facturers at  Manchester  and  Bolton,  who  exported  to  the 
East  large  quantities  of  pieces  of  Spanish  shirting,  which 
they  marked  with  their  proper  trade  mark,  a  lion  in  a 
border,  and  with  the  words  "  Spanish  shirting  "  in  a  scroll, 
and  "No.  120."  To  this  they  had  added  "exactly  12 
yards,"  in  Turkish,  Armenian,  and  Greek,  the  same 
statement  being  repeated  in  the  three  languages,  placed 
one  below  the  other  (c).  The  defendants  were  discovered 
to  be  preparing  Spanish  shirting  for  export,  similarly 
marked,  e3:cept  that  there  were  five  lines  instead  of  four, 
and  that  an  elephant  was  used  in  place  of  the  lion. 
Wickens,  V.-C.,  held  that  "though  an  elephant  was 
used  by  the  defendants,  the  three  sentences  in  the  same 
languages  in  the  same  order  was  an  infringement  of  the 
plaintiffs'  rights,"  and  he  therefore  granted  the  injunction 
to  restrain  the  use  of  the  words  in  the  three  languages  in 
the  order  used  by  the  plaintiffs. 

(fl)  See  per  Sir  G.  Turner,  L.  J.,  (c)  In  Cwrtis  v.  Bryan,  2  Daly, 

in  Bwrgeu  v.  Burgeu,  3  De  O.  M.  212 ;  B.  Cox,  434,  a  label  was  used, 

*G.896;P«r*jv.jHaM^C'o.,W.N.  with  an   inscription  in  ^English, 

1B81,  p.  111.  French,  German, and  Spanis h ;  and 

(J)  W.  N.  1872,  p.  212 ;  and  L.  J.  see  Siegert  v.  Findlater,  7  Ch.  D. 

N.  of  C,  1872,  p.  183.  801,  and  Siegert  v.  Mien,  Dig.  432. 
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Conclusion.  The  true  principle  appears  to  be  that,  while  foreign 
words  employed  in  their  ordinary  signification  may,  even 
when  used  on  goods  intended  for  consumption  in  the 
country  where  that  foreign  language  is  spoken,  form  a 
part  of  a  combination  trade  mark,  the  infringement  of 
which  will  be  restrained,  the  exclusive  use  of  such  words 
themselves,  apart  from  fraud,  will  not  be  protected  in 
this  country,  any  more  than  that  of  an  ordinary  English 
adjective  (a).  In  an  American  registration  case  (b)  it 
was  sought  to  register  the  German  words  '^  Ftir  Familien 
Gebrauch,"  and  "Lawrence  Feiner  Familien  Flannel," 
meaning  respectively  "  For  Family  Use  "  and  "  Lawrence 
Fine  Family  Flannel " ;  but  the  application  was  refused, 
on  the  ground  of  descriptiveness.  Li  Rillet  v.  Carlier  (c) 
it  was  indeed  held  that  an  American  maker  of  pomegranate 
syrup  had  acquired  an  exclusive  right  in  America  to 
the  term  "  Grenade  Syrup,"  though  "  Grenade  "  was  the 
ordinary  French  word  for  pomegranate,  and  the  term 
"  Grenade  Syrup  "  was  in  common  use  in  France.  In  this 
case,  however,  there  were  elements  of  fraud,  and  actual 
fraud  will  always  be  restrained. 

Geographical  Under  the  head  of  "distinctive  words"  should  be 
included  trade  marks  consisting  of  geographical  names. 
For  registration,  it  is  indispensable  to  prove  user  as  a  trade 
mark  before  August  13th,  1875,  for  such  words  have  never 
been  allowed  to  be  registered  as  new  marks.  This  was 
so  under  the  Act  of  1875,  because  that  Act  did  not  allow 
any  mere  words  to  be  registered  as  new  marks  (d) ;  under 
the  Act  of  1883,  because  the  construction  placed  on  the 
term  "  fancy  word "  was  such  as  to  exclude  geographical 
names  {e) ;  and  under  the  Act  of  1888,  because  such  names 

(a)  This  was  so  laid  down  with  (p)  61  Barb.  S.  C.  436. 

respect  to  words  claimed  as  fancy  (d)  T.  M.  A.  1875,  §  10. 

words  under  P.  A.  1883,  §  64,  by  (e)  In  re  Van  Duzer,  34  Ch.  D. 

Chitty,  J.,  in  In  re  Davis  ^  Co,,  59  623  ("  Melrose  Favourite  Hair  Re- 

L.T.  N.  S.  854.  storer");  In  re  Ainslie  ^  Co.,  4 

(ft)  In  re  Lawrence  ^  Cd.flO  U.  8.  P.  B.  212  ("  Ben  Ledi "  whiskey) ; 

Pat.  Gaz.  163.  In  re  Laing^  L.  J.  N.  of  C.  1887,  p 


names. 
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are  expressly  excluded  from  registration  as  new  marks  (a). 
Bat  it  seems  that  where  a  geographical  name  has  been 
nsed  per  seas  a,  trade  mark  before  Augost  13th,  1875,  and 
is  not  in  common  nse,  it  will  be  recognised  as  a  ^'  special 
and  distinctive"  word  (6).  When  geographical  names 
are  nsed  as  trade  marks  they  are  in  that  application  to  be 
understood,  not  as  ascribing  the  goods  to  which  they  are 
affixed  to  any  special  section  of  the  earth's  surface,  but 
as  expressing  the  works  at  which,  or  the  manufacturer 
by  whom,  those  goods  have  been  produced.  So  Wood, 
y.-C,  in  the  ^^ Anatolia"  liquorice  case  (c)^  said  that 
^^  the  plaintiffs  had  established  beyond  all  doubt  the  con- 
nection of  their  name  with  that  mark,  that  was  beyond 
dispute,"  and  that  ^^  he  could  not  treat  the  word  as  being 
otherwise  than  a  designation  mark,  which  the  plaintiffs 
had  caused  to  be  attached  to  that  particular  article  of 
liquorice  which  they  so  manufactured,  and  which  they 
had  a  right  to  consider,  in  that  qualified  sense,  property." 
Lord  Westbuiy,  C,  in  that  case  strongly  confirmed  the 
opinion  of  the  Vice-Chancellor ;  and  in  the  later  case  of 
Wotherapoon  v.  CwrrU  (d),  where  the  subject  of  dispute 
was  the  word  '^  Glenfield "  applied  to  starch,  he  stated 
that  that  word  had  acquired  a  secondary  signification  or 
meaning  in  connection  with  a  particular  manufacture  :  in 
short,  it  had  become  the  trade  designation  of  the  starch 
made  by  the  appellants.  It  was  wholly  taken  out  of  its 
ordinary  meaning,  and  in  connection  with  starch  had 
acquired  that  peculiar  secondary  signification  to  which 


102  ("Glengowrie  Blend  of  Fine 
Old  Highland  Whiskey ") ;  In  re 
Tlum^um  f  Co^  6  P.  R.  213 
(''Manor"  tin  plates);  Qreat  Toner 
Street  Tea  Co,  v.  &mith,  6  P.  R. 
165  ("  Tower  Tea") ;  In  re  Batt  ^ 
Co^  6  P.  B.  493  ("The  Brymbo 
Bpedal "  iron  goods). 

(a)  P.  A.  1888,  §  64  (1)  (e). 

(J)  In  re  Van  Dnzer,  34  Ch.  D. 
623  (per  Cotton,  L.  J.);  Compania 


General  de  Tabaoos  v.  Hehder,  6 
P.  R.  61  (••Cavite"  cigars) ;  Ihans 
V.  Smith,  3  Times  L.  R.  390  0*  Mont- 
serrat "  lime  juice).  Bee  Thompson 
V.  Montgomery,  41  Ch.  D.  35. 

(e)  JlieAndr0ftY.Ba8»eti,^Jj,J. 
Ch.  561 ;  4  De  G.  J.  &  8. 380  (App.). 

(d)  L.  R.  5  H.  L.  508.  See  also 
the  very  recent  case  of  Thonqtson 
T.  Montgomery,  41  Ch.  D.  85  ("  8tone 
Ales"). 
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Bules  as  to 

geographical 

names. 


he  had  referred.  The  word  "  Glenfield,"  therefore,  as  a 
denomination  of  starch,  had  become  the  property  of  the 
appellants.  It  was  their  right  and  title  in  connection 
with  the  starch* 

In  some  cases  there  is  no  pretence  for  saying  that  the 
name  is  used  in  its  ordinary  geographical  sense.  Thns 
no  one  oould  affirm  that  the  use  of  the  names  "  Persian 
thread"  (a)  or  ^^ Ethiopian  stockings"  (b)  had  induced 
him  to  suppose  that  the  articles  in  question  were  imported 
from  those  countries.  In  other  cases,  however,  the  name 
is  less  purely  arbitrary,  and  was  originally,  at  least, 
indicative  of  local  origin.  For  instance,  the  pipes  marked 
with  "  E.  Southom,  Broseley  "  (c),  were  manufactured  at 
a  village  of  that  name  ;  Glenfield  starch  (cQ,  in  the  same 
manner,  came  from  Glenfield ;  Anatolia  liquorice  (0),  and 
Leopoldshall  Kainit  (/),  from  those  respective  places. 
This  fact,  however,  does  not  deprive  the  trade  mark  of 
the  right  to  protection.  It  is  true  that  the  name  of  an 
existent  place  cannot  for  all  purposes  be  appropriated  (^), 


(a)  Taylor  v.  Taylor^  23  L.  J.  Ch. 
255. 

(V)  Bine  v.  Lart,  10  Jm.  106 ;  and 
see  In  re  Cornwall  (2),  12  U.  S.  Pat. 
Gaz.  312  ("  Dublin  "  soap) ;  FleUeh- 
viann  v.  SohueJtmannt  62  How.  Pr. 
92  ("  Vienna  "  bread) ;  Lauferty  v. 
Wheeler,  63  id.  488;  11  Daly,  194 
("  Alderney"  oleo-margarine). 

(<j)  S(ncthom  ▼.  Keynoldt,  12  L.  T. 
N.  S.  76. 

(d)  Wotherspoon  v.  Ctirrie,  L.  R. 
5  H.  L.  508. 

{e)  Mo  Andrew  v.  JBassett,  4  De  G. 
J.  k  8.  380. 

(/)  Madde  ▼.  yortnan,  L.  R.  14 
Eq.  348 ;  and  see  ApolUnarU  Co.  v. 
Edwardi,  Seton,  4th  ed.  237 ;  and 
ApoUinarit  Co.  v.  J^^orrith^  33  L.  T. 
N.  S.  242  ("  Apollinaris  Water"); 
Conffrest  and  Empire  Spring  Co.  y. 
High  Rock  CoJigrea  Spring  Co.,  57 
Barb.  526,  R.  Cox,  599  (''  Congress 
Spring  Water") ;  Amoiieag  Manvr 
facturing  Co.  v.  Oamer  (1),  55 
Barb.  151 ;  R.  Cox,  541,  and  S.C.  (2), 


54  How.   Pr.    298   ("Amoskeag" 
clotbs);    Newman  v.  Alvord,  51 
N.    Y.  189    ("Akron");    Lea   v. 
Millar,  Dig.  513  («  Worcestershire 
Sauce  ") ;  Powell  v.  MeAitlty,  Dig. 
526  ("  Yorkshire  Relish  ") ;  Siegert 
V.  Mndlater,  7  Ch.  D.  801  ("  Angos- 
tura Bitters");  Kinney  v.  Beueh^ 
Dig.  542  ("St.  James' Cigarettes"); 
Wheeler  v.  Johnston,  3  L.  R.  Ir.  284 
("Cromao    Springs");    Davis    v. 
Tglor,    M.    R.,  April   24th,    1879 
("  Femdale  "  coal) ;  Lochgelly  Co., 
Ld.  y.  Lumphinnant  Iron  Co.,  Ct. 
Sess,  Cas.,  4th  Ser.  VI.,  482  ("Loch- 
gelly "  ooal) ;  Blair  v.  Stock,  62  L.  T. 
N.  S.  123  ("  Strathmore  "  whiskey). 
iy)  "  Property  in  the  word  for  all 
purposes  cannot  exist : "  per  Lord 
Westbuiy,  C,  Mo  Andrew  v.  Bauett, 
4  De  G.  J.  &  S.  380.    In  WaU  v. 
O^Banhn,  4  P.  R.  1,  the  words 
**  Old  Innishowen  "  were  held  to  be 
descriptive  of  a  particular  quality 
of  whiskey,  and  an  injunction  was 
refused. 
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and  that  any  one  who  mannfaotores  at  a  place  the  name 
of  which  has  become  another's  trade  mark,  indicative  of 
that  other's  productions,  may  still  describe  his  goods 
as  made  on  that  spot  (a).  Bat  by  English  law  he  cannot 
stamp  that  name  on  his  goods  in  the  character  of  a  trade 
mark  of  his  own.  In  Seioco  v.  Provezende  (6),  where  it 
was  nrged  by  the  defendants  that  parts  of  their  vineyards 
were  known  by  the  name  of  Seixo,  the  Lord  Chancellor 
(Lord  Cranworth)  said  that  even  assuming  that  to  be 
true,  "  that  did  not  justify  the  defendants  in  adopting  a 
device  or  brand,  the  probable  effect  of  which  was  to 
mislead  the  public,  when  purchasing  their  wine,  to  suppose 
that  they  were  purchasing  wine  produced  from  the  vine- 
yards, not  of  the  defendants,  but  of  the  plaintiff.  Cases 
might  be  imagined,  though  very  unlikely  to  arise,  in 
which  a  person  bringing  into  the  market  for  the  first 
time  the  produce  of  a  newly  established  manufacture, 
to  come  into  competition  with  one  ahready  established, 
might  really  be  embarrassed  as  to  the  mode  in  which 
he  should  describe  it,  so  as  not  to  interfere  with  the 
description  adopted  by  a  manufacturer  who  had  been 
before  him."  And  he  added  that  if  such  a  case  should 
arise,  it  would  have  to  be  dealt  with  on  its  own  merits. 

Again,  in  McAndrew  v.  Baaaett  (c).  Lord  Westbury,  C,  MeAndrew  v. 
said,  ^^  I  am  told  that  the  word  ^  Anatolia,'  being  a  general 
geographical  expression — being,  in  point  of  fact,  the  geo- 
graphical designation  of  a  whole  country — is  a  word 
common  to  all,  and  that  in  it,  therefore,  there  can  be  no 
property.     That  is  nothing  in  the  world  more  than  a 


(d)  ThuB  in  Braham  y,  BeacMm 
(1),  7  Ch.  D.  S48,  an  injanction  was 
only  granted  to  restrain  the  defend- 
ants from  describing  their  coal  as 
^Badstock**  xmtil  they  had  some 
justification  for  so  describing  it,  and 
when  that  justification  could  be 
piodnced,  no  relief  was  granted 
awnst  them.  And  so  in  Free 
FlsMen  ^  Dredgers  of  WhitstaUe 


V.  EUiott,  W.  N.  1888,  p.  27.  But 
this  coarse  was  not  taken  in 
Thompton  v.  Montgomery^  41  Ch.  1). 
35,  q,v.  See  JBraham  v.  Beachim 
(2),  Dig.  633,  and  Siegert  v.  Mnd- 
later,  7  Ch.  D.  SOL 

(J)  L.  R.  1  Ch.  192. 

(e)  4  De  O.  J.  &  S.  380 ;  See 
Wheeler  v.  JohMton,  3  L,  R.  Ir. 
284. 
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repetition  of  the  fallacy  which  I  have  freqaently  had 
occaeion  to  expose.  Property  in  the  word  for  all  purposes 
cannot  exist ;  bat  property  in  that  word,  as  applied  by  way 
of  stamp  npon  a  stick  of  liqaorice,  does  exist  the  moment 
the  liquorice  goes  iDto  the  market  so  stamped,  and  obtains 
acceptance  and  reputation  in  the  market,  whereby  the 
stamp  gets  currency  as  an  indication  of  saperior  quality, 
or  of  some  other  circnmBtancea  that  render  the  article  so 
stamped  acceptable  to  the  public." 
Q«oKrsphical  In  America,  the  mie  prohibiting  the  appropriation  of 
^uerici  geographical  names  as  trade  marks  appears  to  be  more 
stringent  than  in  England,  as  the  Courts  there  deny  that 
such  Dames  can  constitnte  trade  marks  (a),  and  registra- 
tion is,  as  a  mle,  refused  to  them  {b} ;  and  the  Scotch 
Courts  appear  inclined  to  take  the  same  coarse  (c).  Where, 
however,  the  use  of  a  geographical  name  is  clearly  fraudn- 
lent  (d),  or  where  it  is  used  by  a  defendant  whose  residence 


(fl>  ThnB,  in  Canal  Co.  v,  Clark, 
13  Wall.  311,  the  Supreme  Conrt 
of  the  United  States  allowed  the 
defendants  toaae  the  name  "Lacka- 
wanna "  on  coal  produced  in  tliat 
district, though  the  defendants  had 
previous!;  so  used  it ;  and  see 
Candet.SKaa/^Ce.-v.  Deere  ^  Co., 
C4  III  439;  5  Amer.  Kep.  125 
("Uoline  "  plough  b);  GieHdonlmn 
i-o.  T.  Uhler.  75  I'enn.  Bt  467 ;  15 
Amer.  Rep.  599  ("  Olendon  "  iron); 
Carmiahelv.  Latimer,  11  B.  I.  395 
<"  Stillman  Mill") ;  Eggert  v,  Biui, 
63  Cal.  445  (■'  Philadelphia  Beer") ; 
Evant  T.  Van  Laer.  32  Fed.  Ecp.  153 
("Montserraflimejuice)  ;  Oigood 
V.  Allen,  1  Holmea,  1M5  ;  Dv»bar  ¥. 


•£A  Ul.  C.  C.  ■at. ;  Lea  v.  llaxkiu,  1 1 
lllffl.23;  Pratfi  avjieal,  ]17Penn, 
Kt,  401;  Smith  v.  Imv;  33  Alb.L.  J. 
456;iSi>tlt»v.ir«ifaT,37Uic!i.45f..  tUm  v 
But  see  M  r.  K,  Cex's  note  to  Olendon  tiiuih< 
/rowtli.v.CTtT-.at  13Am.L.  Keg.  25  fe 
N,  8.  64;i,  iu  which  he  dlBputos  the  faetur 
decision  that  a  gecgraphical  namfl  Cb.,  SI 
It  b«  a  Lnde  mMk. 


(i)  ArmMrad  v.  BUreiivell,  1  D.8. 
Pat.  Oai.  G03  ("  Durham"  tobacco); 
JUaeltTrell  v.  Dibrrll,  14  ift.  633 
(do.);  In  re  Toi/c,  2  ib.  416 
("Clierry  St.  Mills,"'  "  Marlcet  St. 
ilttW'};  Inro  American  SardinsCB., 
3  it.  4U5  ("American  tjsrdiues"): 
In  re  Warburg  .(■  Co.,  13  i*.  44 
{"  Cachemire  Milano  ") ;  Sx  parte 
Manching  ^  0>.,  15  U>.  294 
("  French "  paints) ;  E»  parte 
Jinapp,  16  tb,  31H  ("  Loadon " 
animal  Foods);  Ex  parte  I^mum  ^ 
Co.,  IM  t*.  412  (■■  I^ncaster"  tick- 
infcs);  Ji'a  parte  OHrer,  18  ib.  923 
("  Baleigh    tobacco). 

(<r)  Xontgomerie  t.  Doitald  ^  0>, 
Ct.  Seat.  Cas.,  4th  Ber.  XL,  60e 
("  WatPT  of  A.JT  "  atone). 

(J)  A";'iwi/  V.  llaici.  Dig.  E4S 
("til'.  J;Lri..>3'  I'ariah"  cipirettes); 
J)uabar  v  lilmn,  42  Wise.  llH 
('■  Bellii"-."  mineral  water); 
'    ■  lliireh  llreiting  Attoeia- 


Bl.  C.  C.  246; 
/lite  Lead  Co.  V.  Carey, 
<l>.  125;  Piie  Man^ 
;•.  V.  Cleeeiani  Stone 
Hep.  69G. 
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and  works  are  not  situate  in  the  locality  the  name  of  which 
he  seeks  to  employ  (a),  relief  may  be  obtained;  and  regis- 
tration has  also  been  effected  in  cases  where  there  was 
a  plausible  ground  for  the  assertion  that  the  name  was 
selected  and  used  in  a  purely  arbitrary  way  (b). 

In  addition  to  deceptive  words,  no  other  words,  the  use  ^^F^"?^' 
of  which  would  be  deemed  disentitled  to  protection  in  a  protection. 
court  of  justice,  can  be  registered  (c). 

The  provision  inserted  in  favour  of  old  marks  in  §  64  betters  and 
of  the  Patent  Acts,  1883-8,  also  includes  ''  any  special  and 
distinctive  letter,  figure  (cQ,  or  combination  of  letters  or 
figures,  or  of  letters  and  figures,  used  as  a  trade  mark 
before  August  13th,  1875."  It  will  be  observed  that 
the  wording  of  this  part  of  the  section  differs  considerably 
from  that  of  the  corresponding  part  of  §  10  of  the  Begis- 
tration  Act,  1875,  the  object  being  to  bring  all  old  trade 
marks  composed  of  letters,  figures,  or  combinations  within 
the  scope  of  the  provisions  for  registration,  an  object  which 
the  old  section  had  failed  to  achieve  (e). 

Letters,  generally  in  the  form  of  initials,  have,  with  or  Letters. 
without  additions,  frequently  been  treated  as  trade  marks. 
Among  the  earliest  of  these  cases  SLreMotleyy.  Dow7vman{f) 
and  MiUington  v.  Fox  (g) ;  in  the  first  of  which  cases 
"  M.  C./'  and  in  the  second  "  J.  H.,"  was  branded  on  iron. 
Still  earlier  than  these  cases,  in  the  year  1834,  "  H.  H.  6  " 
formed  part  of  a  trade  mark  protected  by  injunction  (A). 


(a)  Lea  ▼.  Wolff,  15  Abb.  Pr. 
5.  8. 1  ("Worcestershire  Sauce"); 
AnktMKT  JBuseh  Brewing  Assacia- 
turn  V.  JPiza,  23  Bl.  C.  C.  245; 
Southern  White  Lead  Co.  v.  Ckwey, 
25  Fed.  Rep.  125;  Pike  Manu* 
facturinff  Co,  t.  Cleveland  Stone  Co., 
35  Fed.  Bep.  896. 

{b)  In  re  Green,  8  U.  S.  Pat.  Gsi. 
729  (*  'German  Sirup") ;  In  re  Com- 
fcM  (2),  12  ib.  312  (« Dublin » 
soap) ;  and  see  Ex  parte  Famum 
4-  &.,  18  ib.  412,  in  which  it  was 
saidthatageographical  name  would 
not  be  registered  in  the  U.  S.  Patent 


Office  unless  it  was  clearly  shown 
that  it  would  be  understood  to  be 
primarily  fanciful,  and  that  manu- 
facturers residing  at  the  place 
denoted  by  the  name  could  be  ex- 
cluded from  the  use  of  it. 

(c)  See  Patents  Acts  1883-8,  §  73. 

Id)  J.e.,  numeral.  See  Ex  parte 
Stephens,  B  Ch,  D.  659. 

(<?)  See  In  re  MUolieU  (1),  7 
Ch.  D.  86. 

(/)  3  My.  &  Cr.  1. 

Ig)  3  My.  &  Or.  338. 

(^)  Raneome  v.  Bentall,  3  L.  J. 
Ch.  161. 
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In  Crawshay  v.  Thompson  (a),  "  W.  C."  in  an  oval  was 
employed,  and  infringement  being  alleged  throagh  the  use 
of  "  W.  0."  in  a  similar  oval,  a  verdict  was  given  by  the 
jury  for  the  defendants.  The  question  whether  initial 
letters  could  form  a  trade  mark,  alone  or  in  conjunction 
with  other  symbols,  was  definitively  raised  before  the  Lord 
Chancellor  of  Ireland,  in  Kinahan  v.  Bolton  (i).  In 
that  case  the  alleged  trade  mark  consisted  of  the  letters 
"  L  L  "  (standing  for  "  Lord  Lieutenant "),  with  a  ducal 
coronet,  which  mark,  it  was  alleged,  had  been  adopted  at  a 
time  when  there  was  a  ducal  Lord  Lieutenant  of  Ireland. 
The  case  of  the  defendants  was  that  ^'  L  L  "  could  no  more 
compose  a  trade  mark  than  "  X  X,"  but  was  a  mere  mark 
of  quality.  The  Lord  Chancellor,  saying  that  there  was  no 
doubt  as  to  this  mark  being  a  trade  mark  ^'  in  the  strictest 
sense,"  went  on  to  observe :  "  A  most  competent  witness  says 
that  this  whiskey,  under  the  name  of  ^  L  L,'  is  a  well-known 
article  of  commerce,  that  it  has  no  other  name  than  ^  L  L/ 
that  under  this  name  it  has  apquired  a  special  reputation, 
and  that  for  the  long  period  of  forty  years  this  name  has 
been  applied  to  it.  What  is  a  trade  mark  more  than  that  ? 
It  is  proved  that  these  two  letters  designate  this  whiskey. 
The  letters  of  themselves  mean  nothing ;  no  one  d  priori 
could  know  the  meaning  of  such  a  trade  mark :  it  is  merely 
like  a  diamond,  an  anchor,  or  a  crown,  stamped  on  any 
article,  the  mark  by  which  the  vendor  enables  the  public 
to  recognise  his  wares." — "  There  can  be  no  doubt,  and 
indeed  it  is  not  disputed,  that  two  letters  may  constitute 
a  trade  mark."  Seference  was  then  made  to  the  cases  of 
Motley  V.  Downman  (c)  and  Millington  v.  Fox  (d),  and 
the  injunction  was  granted.  Since  that  time  "  S.  and  H." 
with  a  crown  (e),  "  B.  B.  H."  with  a  crown  (/),  or  in  any 

(a)"4  M.  &  G.  357.  (e)  ffqpHtu  v.  SUchcocL  14  C.  B. 

(ft)  15  Jr.  Ch.  75.  N.  S.  65. 

(e)  3  My.  &  Cr.  1.  (/)  Hall  v.  Barrmt,  4  De  G.  J. 

id)  8  My.  k,  Cr.  338.  &  8.  150;  Barrorcs  v.  Pelsall  Coal  ^ 

Iron  Co.,  Dig.  530. 
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other  combination  (a),  "  C.  B."  with  a  cross  (6),  *^  M.  and 
C."  in  a  circle  (c),  and  other  letters  (d),  have  been  treated 
as  andonbted  trade  marks. 

In  the  result,  while  letters  used  as  a  trade  mark  for  the  Concloaioiu 
first  time  since  the  Act  of  1875  must  be  combined  with 
some  distinctive  feature,  it  seems  clear  that,  if  used  as 
such  before  the  Act,  they  will,  even  standing  alone,  be 
entitled  to  protection,  though  probably  not  as  against 
persons  having  them  for  their  initials  and  using  them 
without  fraud  («). 

The  Trade  Marks  Begistration  Act  of  1875,  §  10,  only  Single  letters, 
authorised  the  registration  of  letters  by  the  use  of  the 
term  '^  any  special  and  distinctive  combination  of  figures 
or  letters ; "  and  in  In  re  MitcheU  (1)  (/),  Hall,  V.-C,  felt 
himself  compelled  to  hold  that  a  single  letter,  however 
long  and  exclusively  used  by  an  applicant  for  registration, 
was  not  within  the  section,  and  was  incapable  of  regis- 
tration. Now,  however,  the  wording  of  the  present  Act 
permits  in  express  terms  the  registration  of  a  ^^  letter  " 
as  an  old  mark,  so  that  the  difficulty  is  removed.  The 
letter  will,  of  course,  have  to  be  proved  to  be  special 
and  distinctive.  In  America,  the  single  letter  "D" 
in  a  lozenge  has  been  admitted  to  registration  (9),  not- 
withstanding the  decision  in  Ferguson  v.  Davol  Mills  (h) 
with  respect  to  the  letter  "  K  "  enclosed  in  circular  lines 
— a  decision  which  appears  to  have  been  founded  on 


(a)  In  re  Barrows,  5  Ch.  D.  363. 

lb)  CarHer  v.  Carlile,  31  Beav. 
292;  CarUerv,  Weithead,  Dig.  199 ; 
Cartier  v.  iVay,  Dig.  200. 

(<?)  Moet  T.  Clyhouw,  Dig.  533 ; 
Moet  v.  PUkering,  8  Cb.  D.  372. 

(d)  See  Ex  parte  Young,  Dig.  537 
("JL  H.  &  S.");  Career  v.  Bowker, 
Dig.  581  ("R.  H.");  Bamome  v. 
Oraiawi^&l  L.  J.  Ch.  897("  R.  N.") ; 
Bondier  v.  DepaHe,  3  Dorion,  233 
<"G.B.  D.").  \ieei9,\BO  Inre Brook, 
28  W.  R.  791 ;  Candee  v.  Deere,  54 
IIL  439 ;  Amoikeag  Manufacturing 


Co.  V.  Trainer,  101  U.  S.  Rep.  61 ; 
Avery  ^  Som  v.  Meikle  <J'  Co.,  27 
U.  8.  Pat.  Gaz.  1027 ;  Burton  v. 
Stratton,  12  Fed.  Rep.  696;  Smith 
V.  Imut,  32  Alb.  L.  J.  455. 

(e)  The  case  is  much  the  same  as 
that  of  a  maker^s  name.  See  Aim- 
north  y.  Walmxley,  U  R.  1  £q.  518. 

(/)  7  Ch.  D.  36. 

Of)  Inre  The  Butcher  Temple  Co,, 
U.  8.  Pat.  Comm.  Decis.  1871, 248 ; 
and  see  In  re  Imhs,  10  U.  8,  Pat. 
Gaz.  463. 
.    (A)  2  Brews.  314. 
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the  mistaken  interpretation  of  the  expressions  used  in 
Amoskeag  Manufacturing  Co.  v.  Spear  (a),  previously 
referred  to. 
Nnmerioal  Numerals  can  only  be  registered  as  part  of  a  new  mark 

^^'"®*'  when  combined  with  some  essential  particular  (6);  but 

provision  is  made  for  the  registration  of  a  siugle  numeral 
or  a  combination  of  numerals,  when  it  was  used  as  an  old 
mark  and  is  special  and  distinctive,  and  in  America  a 
numeral  may  be  registered  as  a  trade  mark  (c).  There 
does  not,  however,  appear  to  be  any  case  in  which  the 
English  Courts  have  recognised  a  mere  numeral  or  com- 
bination of  numerals,  standing  alone,  as  sufficiently  special 
and  distinctive  to  constitute  a  trade  mark  (d) ;  and  in 
Carver  v.  Bowker  (e),  Little,  V,-C.  of  Lancaster,  held  that 
that  could  not  be ;  and  in  Kinn^  v.  Bosch  (/)  and  Burtaii 
V.  Stratton  (g)  the  American  Courts  seem  to  have  been 
of  the  same  opinion.  The  use  of  numerals  is,  however, 
common  in  some  trades,  especially  in  the  cotton  trade, 
in  which  the  usual  combination  marks  generally  include 
some  arbitrary  number  or  numbers;  and  there  have 
been  cases,  in  England  (A),  America  (i)  and  India  (A;),  in 
which  the  imitation  of  numbers  has  been  restrained.  In 
such  cases^  however,  either  the  numerals  have  been  parts 

(a)  2  Sandf.  S.  C.  699.  7  Ch.  90;  Carver  v.  Bonier,  Big. 

(Jb)  See  Patents  Act,  ISSd,  §  64,  581 ;  Broadhunt  y.  Barlow,  W.  N. 

as  amended  by  the  Act  of  1888.  1872,  p.  212 ;  Bohinton  t.  .FtiOay, 

(o)  jEx  parte  Dawei  ^  Tanning,  9  Cb.  D.  487. 

1  U.  S.  Pat.  Gaz.  27 ;  and  see  Da%i>e%  (t)  Qillatt  v.  KcttU,  3  Dner,  624 ; 

V.  Bavief,  Dig.  426.  G%UoU  v.  Btterhrook,  48  N.  Y.  374 ; 

(d)  In  AinsKorth  t.  Walmtley,  Boardman  v.  Meriden  Britannia 

L.  R.  1  Eq.  618,  tbe  imitation  of  a  Co.,  35  Conn.  402 ;  JKinney  v.  Batck^ 

series  of  n  ambers  was  beld  to  be  an  Dig.  642 ;  Kinney  t.  A  lien,  1  Hnghes, 

important  indicium  of  fraud,  bnt  1()%\ Lawrence MantfacturingCo^y. 

the  V.-C.  did  not  treat  the  numbers  Zomell,  1 29  Mass.  325;  India  Rubber 

as  a  trade  mark;  on  the  contrary,  be  Comb  Co,  v.   Bubher  Comb   and 

distingnished  tbem  from  one.    Bee  Jewelry  Co.,  45  N.  Y.  Super.  Ct.  258 ; 

L.  B.  1  Eq.  527.  Shaw  Stocking  Co.  v.  Mack,  21  Bl. 

{e)Y)\g.^%l,   Tbe  decision  of  tbe  CO.  1;  American  Solid  Leather 

Y.-C.  was  affirmed  by  tbe  Court  of  Button  Co.  v.  Anithony,  15  B^  L 

Appeal  in  general  terms.  838. 

(/)  Dig.  542.  (k)  RaUi  ▼.  Fleming,  Ind.  L.  R. 


8i 


)  12  Fed.  Bep.  696.  8  Gala  417. 

.)  Carver  ▼.  JHwio  LHU,  L.  B. 
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of  oombination  marks  (a),  or  they  have  been  printed  in  a 
special  and  distinctive  colour  and  configuration  (6),  or  they 
have  been  selected  in  so  arbitrary  a  manner  that  they 
conveyed  no  idea  of  number  c),  or  there  has  been  an 
evident  intention  to  commit  a  fraud  (d)  ;  and  it  is  appre- 
hended that  if  a  case  were  to  occur  in  which  the  plaintiffs 
numeral  was  printed  in  an  ordinary  style,  and  the  defendant 
could  show  any  reason  for  desiring  to  use  the  number 
in  the  course  of  his  business,  which  was  not  necessarily 
attributable  to  a  wish  to  appropriate  the  plaintiffs 
costom,  no  relief  would  be  granted  against  him. 

A  special  and  distinctive  combination  of  letters  and  CombinationB 
figures  may  also  be  registered  as  an  old  mark,  and  though  figures. 
the  contention  may  possibly  be  raised  that  this  does  not 
include  a  combination  of  one  letter  and  one  figure,  as  ^' A  1," 
or  of  several  letters  with  one  figure  («),  or  of  one  letter 
with  several  figures,  the  intention  of  the  words  is  so 
obviously  comprehensive  that  it  does  not  appear  likely  that 
the  contention  could  succeed. 

This   completes  the    list  of  trade   marks  specifically  ^^^®  %jtu^ 
embraced  within  §  64  of  the  Patents  Acts,  1883-8 ;  but  and  104  of 
another  possible  class  should  be  mentioned.    By  §§  103  ^^^l^^^  ^^* 
and  104  of  the  Act  of  1883  subjects  or  citizens  of  foreign 
states  or  British  possessions  to  which  those  sections  have 
been  made  applicable  by  order  in  Council  are  entitled 

(a)  Carver  y.  Finto  Zeite,  L.  R.  7  Leather  Button  Co.  y.  AiUlumy,  15 

Ch.  90 ;    Carver  v.  Bomker^  Dig.  K.  I.  338 ;  and  compare  Burton  v. 

Ml ;  Broadhurtt  v.  Barlow,  W.  N.  Stratton,  12  Fed.  Rep.  696,  and  In 

1H72,  p.  212 ;  Bohinean  v.  Unlay,  re  Eagle  Pencil  Co.,  10  U.  S.  Pat. 

9  Ch.  D.  487 ;  Boardman  v.  Meriden  Gaz.  981,  in  which  registration  was 

Britannia    Co.,    35    Conn.    402 ;  refused  to  namerals  which    had 

Lawrence   Manufactwring    Co.  y.  not  been  selected  with  sufficient 

Lowell,  129  Mass.  325;  Balli  y.  arbitrariness. 

Fleming,  Ind.  L.  K.  3  Calc  417;  {d)  OiUoUy. Kettle,^ J>VierM\\ 

Hwnpkreye*  Speeifio  HomoeopatHo  OUlott  y.  Btterbrook,  48  K.  Y.  374 ; 


Medicine  Co.  y.  iVen^,  14  Fed.  Bep.  Boardman  y.  Meriden  Britannia 

250.  Co,,  35  Conn.  412 ;  £inneg  y.  Ba$oh, 

(by  JSSnmev  y.  Batoh,  Dig.  542 ;  Dig.  642. 

Mwney  y.  AUen,  1  Hughes,  106.  (e)  E.g., ''  H.  H.  6,**  in  Baniome 

(c)  Bee  Kinney  y.  Allen,  1  Hughes,  y.  Bentall,  3  L.  J.  Ch.  161 ;  '*  R.  N. 

106;  Skaw  Stocking  Co,  y.  Maek,  1,"  in  Bantome  y.  Graham,  51  ib, 

21  BL  C.  C.  1;   American  Solid  897. 
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to  certain  privileges  in  the  registration  of  trade  marks ; 
and  it  is  provided  that  ^^  any  trade  mark  the  registration 
of  which  has  been  duly  applied  for  in  the  country  of 
origin  may  be  registered "  under  the  Act.  The  wording 
of  this  provision  appears  to  leave  the  comptroller  at 
liberty,  so  long  as  the  requirements  of  §  103  or  104  are 
complied  with,  to  register  any  mark  registered  abroad  (a), 
whether  within  §  64  or  not ;  though  this  cannot  be  said 
to  be  clear,  as  §  64  says  explicitly  that  "  for  the  purposes 
of  the  Act  a  trade  mark  must  consist  of  or  contain  at 
least  one  "  of  the  specified  essential  particulars.  It  will 
be  noticed  that  the  comptroller  is  not  in  tenns  compelled, 
but  only  allowed,  to  register  such  marks.  If  the  con- 
struction placed  upon  the  section  should  be  such  as  to 
allow  of  the  registration  of  such  descriptive  words  as 
"  Syrup  of  Figs,"  which  were  claimed  in  In  re  Calir- 
fomian  Fig  Syrup  Co.  (6),  a  new  class  of  marks  may  be 
formed,  and  the  freedom  of  British  subjects  to  use  the 
English  language  in  its  ordinary  signification  may  be 
materially  restricted.  The  hardship  on  British  subjects 
who  cannot  claim  the  like  privileges  is  likely  to  be  all 
the  greater,  that  in  many  foreign  countries  registration 
is  merely  regarded  as  a  record  of  claim,  conferring  no 
rights,  so  that  anything  tendered  for  registration  is 
registered  there. 
Combination  In  some  cases  protection  has  been  granted  to  a  combina- 
tion of  marks,  taken  as  a  whole,  notwithstanding  that 
some  of  the  component  marks  were  publici  juris  (c) ; 
but  it  has  been  held  in  America  (d)  and  Victoria  (e) 
that  a  combination  of  marks,  none  of  which  was  capable 
in  itself  of  forming  a  valid  trade  mark,  could  not  be 
claimed.     On  the  other  hand,  it  has  been  held  in  Canada 

(a)  See  In  re  Calif arman  Fig  (d)  In  re  ToUe,  2  U.  8.  Pat.  Gat 

Syrup  Co,  40  Ch.  D.  620.  416. 

(*)  40  Ch.  D.  620.  (e)  WdLfa  v.  AIm^,  10  Vict.  L.  R. 

(<j)  Carter  v.  Bonher,  Dig.  581 ;  (Kq.)  41. 
BoJnmonwFxnlay,  9  Ch.  D.  487,  &c. 
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that  words  which  separately  are  publid  juris  may  in 
combination  constitute  a  valid  trade  mark  (a). 

An  official  stamp  or  brand  can  never  become  a  private  Official 

fitampB. 

trade  mark  (6). 

It  has  been  said  in  many  cases  that  there  can  be  no  Colour. 
right  of  trade  mark  in  the  colour  of  wrappers,  labels^  &c. ; 
but  in  the  case  of  trade  marks  consisting  of  coloured 
threads  in  the  border  of  a  piece  of  stuff  (c),  or  in  the 
wick  of  a  candle  (d)j  or  of  the  representation  of  a  coin  (e)y 
the  colour  may  form  a  material  part  of  the  mark,  and 
such  marks  have  been  registered  by  deposit. 

The  price  of  the  article  to  which  the  trade  mark  is  Price, 
attached  is  no  part  of  the  trade  mark  (/). 

A  particular  shape  of  barrel,  bottle,  box,  parcel,  &c.,  Bhnpe  of 
containing  goods  is  no  trade  mark  for  the  goods  contained  ^*^^l»  ^^ 
in  it  (g) ;  nor  is  the  representation  of  such  barrel,  bottle, 
box,  or  parcel  a  trade  mark  for  such  goods  (A),  though  the 
fraudulent  imitation  of  it  will  be  restrained  (i).  Nor  is 
a  mechanical  convenience  not  used  for  purposes  of  identi- 
fication, such  as  a  strip  of  tobacco  rolled  round  the  mouth- 
piece of  cigarettes  (A:),  nor  the  general  configuration  and 
appearance  of  a  machine  (2),  nor  a  sampler-pattern  (m), 
nor  the  shape  of  a  plug  of  tobacco  (n),  or  of  a  stick  of 


(a)  Smith  V.  Fair,  14  Ont.  Eep. 
729  C"  Red  Seal "  cigars). 

{h)  Chate  y.  Mayo,  121  Mass. 
343w 

(<?)  Harter  v.  Souvazoghi,  W.  N. 
1875, pp.  11,  101;  Carvers. Bomker, 
Dig.  581 ;  MitcheU  v.  Henry,  15 
Oh.  D.  181 ;  JlohifU07t  v.  mnlay,  9 
Ch.  D.  487. 

id)  See  the  Pablic  Stores  Act, 
1875. 

(e)  In  re  RoHnwn,  29  W.  R.  31. 
See  PatenU  Act,  1883,  §  67. 

(/)  In  re  Steednian,  L.  J.  N.  of  C. 
1883,  p.  83. 

(£)  Moorman  ▼.  Hoge,  2  Sawy.  78 
(a  b^rel) ;  Harrington  v.  Lihhy,  14 
BL  C.  C.  128  (a  collar  box);  SaHcyer 
▼.  Hom^  4  Hughes,  239 ;  Ball  v. 


Si^igel,  116  lU.  137.  See  In  re 
Kane  ^'  Co.,  9  U.  S.  Pat.  Gaz.  106, 
and  Maiihattan  Medicine  Co,  v. 
Wood,  108  U.  a  Rep.  218. 

(/i)  Ex  parte  Halliduy  Brothers, 
16  U.  8.  Pat.  Gaz.  500. 

(i)  Cooh  V.  Starkweather,  13  Abb. 
Pr.  N.  8.  392. 

(k)  In  re  Gordon,  12  U.  S.  Pat. 
Gaz.  517. 

(/)  Fairha/nhe  v.  Jacohu*,  14  Bl. 
C.  C.  337;  Wilcox  <f-  QihU  Sewing 
Machine  Co.  v.  Gibbon^t  Frame, 
21  Bl.  C.  C.  431 ;  Brill  v.  Singer 
Manufacturing  Co.,^1  Ohio  St.  127. 

(to)  In  re  Parker,  13  U.  S.  Pat. 
Gaz.  323. 

(n)  Liggett  Jjr  Myers  Tobacco  Co. 
Y.  Hynee,  20  Fed.  Rep.  883. 
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chewing-gnm  (a),  nor  a  manner  of  packing,  in  boxes^ 
cakes  of  soap  wrapped  in  diflferently  coloured  paper 
wrappers  (6),  nor  the  use  of  a  tin  tag  or  ticket,  irrespective 
of  its  shape  and  contents  (o),  a  trade  mark;  though  a 
tin  tag  of  a  special  shape,  size  and  colonr  may  be  (d). 
Bat  where  the  mark  is  '^something  different  from  the 
article  itself  which  the  mark  designates  "  (e),  such  as  a 
stick  placed  in  a  roll  of  carpet,  showing  an  octagonal  ring 
at  each  end  (/),  or  a  band  attached  to  cigar-boxes  (9),  and 
is  special  and  distinctive,  and  not  in  common  use,  then  it 
may  be  recognised  as  a  good  trade  mark,  notwithstanding 
that  it  is  not  attached  to  the  goods  in  the  usual  way. 
Mark  may  ba  If  a  mark  is  in  other  respects  a  good  trade  mark,  the 
with  the  ^^^  ^^^^  ^^  is  consumed  with  the  article  to  which  it  is 
article.  attached  is  no  objection  to  its  validity  (A). 

(^a)  Adams'?.  Heiself  SI  Fed,  Bjep.  (/)  LofceU  Manvfaeturing   Co. 

279.  V.  La/med,  Dig.  428. 

(J)  DaTtit  V.  Davis,  27  ih,  490.  O)  Ex  parte  Straiton  ^  StorvL, 

Ic)  LoriUard  v.  Pride,  28  ih,  434.  18  U.  S.  Pat.  Gaz.  923. 

id)  LonUard  v.    Wi^ht,  15  ih,  (K)  In  re  Gordon,  12  U.  S.  Pat. 

383.                                 *  Gaz.  617;  and  see  Singer  Afantt- 

(e)FeT J ohxiaon, J. fin Fairhanks  faeturing  Co,y,  Wilson,  2  Ch.  D. 

V.  Jacobus,  14  Bl.  C.  C.  337.  441. 


CHAPTER  IIL 

ACXiUISmON,    TRANSFER,    AND    DISCONTINUANCE    OF 

TRADE  MARES. 

1.  Acquisition. 

As  a  general  rule,  any  person  capable  of  acquiring  any  Who  may 
other  species  of  property  is  capable  of  acquiring  a  right  to  *®^^^^®' 
a  trade  mark,  and  this  is  equally  the  case  with  artificial 
persons,  as  corporations  (a),  as  with  physical  persons,  or 
individuals. 

A  question  has,  however,  been  raised  as  to  whether  Aliens. 
an  alien  was  capable  of  acquiring  a  right  to  a  trade 
mark,  but  when  raised  was  at  once  finally  decided  by 
Wood,  V.-C.,  in  accordance  alike  with  justice  and  expe- 
diency. The  plaintiffs  in  Collins  Co.  v.  Cowen  (6),  were 
an  American  firm  of  edge-tool  manufacturers,  whose  trade 
marks  appear  to  have  been  systematically  inMnged  by 
English  rivals.  In  the  case  in  question  the  defendants, 
who  had  copied  the  plaintiffs'  stamp  of  ^'Collins  Co., 
Hartford,  cast  steel,  warranted,"  demurred.  The  Vice- 
Chancellor  overruled  the  demurrer,  and  observed  in  the 
course  of  his  judgment,  '^  I  apprehend  that  every  subject  of 
every  country,  not  being  an  alien  enemy — ^and  even  to  an 
alien  enemy  the  Court  has  extended  relief  in  cases  of  fraud 
— ^has  a  right  to  apply  to  this  Court  to  have  a  firaudulent 
injury  to  his  property  arrested.  And  here  the  plaintiffs 
have  the  right — a  right  recognised,  I  imagine,  everywhere 
in  the  world,  or  at  least  in  every  civilised  community — of 

(a)  See  Patents  Act,  1883,  §  117,  (b)  8  K.  &  J.  428. 

lor  definitioa  of  "  person." 
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Where  no 
user  in 
England. 


saying,  ^We,  being  the  manufacturers  of  certain  goods, 
claim  that  another  man  shall  not  manufacture  goods  and 
put  upon  them  our  trade  mark,  and  then  pass  them  off  as 
manufactured  by  us.'  It  would  be  most  grievous  if  any 
Court  should  hold  that  there  was  an  incapacity  of  affording 
relief  in  a  case  where  a  fraud  has  been  committed  upon  a 
subject  of  any  country.  I  speak,  of  course,  of  a  fraud  to 
far  connected  with  property  as  to  be  not  a  shadowy  but  a 
substantial  injury.  If  you  use  the  name  of  another  for 
the  purpose  of  securing  to  yourself,  in  the  disposition 
of  property,  advantages  which  belong  to  him,  the  fraud 
is  complete,  and  the  remedy  ought  to  be  complete,  as 
in  the  case  of  a  libel,  where  the  action  is  allowed  to 
a  foreigner.  I  cannot  in  my  own  mind  entertain  the 
slightest  misgiving  in  this  case,  whether  it  be  new  or 
not "  (a). 

When  no  goods  bearing  the  foreign  trade  mark  have 
been  sold  in  this  country,  the  trade  mark  can  have  acquired 
here  no  reputation  for  its  foreign  owner,  so  that  it  would 
appear  doubtful  whether  the  protection  extended  to  foreign 
trade  mark  owners  should  be  afforded  in  cases  where  there 
has  been  no  user  in  this  country,  and  the  mark  does  not 
expressly  state  a  foreign  origin.  In  such  a  case  the  first 
person  to  use  the  mark  in  the  United  Kingdom  is  the  first 
person  to  gain  a  reputation  for  it  here  (6).     But  foreign 


(a)  See  also  Collins  Co,  v.  BrowUf 
3  K.  &  J.  423 ;  Collins  Co.  v.  n'alk^, 
7  W.  R.  222;  CoUins  Co.  v.  Beeves, 
28  L.  J.  Ch.  56 ;  Hoive  v.  MeJCeman, 
30  Beav.  647.  So  in  Scotland  the 
trade  marks  or  names  of  American 
manufacturers  have  been  protected: 
Singer  Manufaeturiwf  Co.  y.Kimball 
^  Morton,  Ct.  Bess.  Cas.,  3rd  Ser.  XI. 
267.  The  same  rule  obtains  in 
America:  Taylor  v.  Carpenter,  3 
Story,  458 ;  B.  Cos,  14 ;  Same  v. 
Same,  2  Wood.  &  M.  1 ;  R.  Cox,  32  ; 
Same  v.  Same,  11  Paige,  292 ;  R. 
Goz,  45 ;  Coats  v.  Holhrooh,  2  Sandf . 
Cb.  686;  R.  Cos,  20;  Lemoine 
Y,   Ganton,  2  E.  D.  Smith,  343 ; 


R.  Cox,  142;  Lacroix  v.  May^  16 
Fed.  Rep.  23G.  And  the  infringe- 
ment of  a  British  trade  mark  has 
been  criminally  punished  in  Ills- 
souri :  State  of  Missouri  v.  Oibbs^ 
66  Mo.  133.  In  India  protection  is 
afforded  to  British  trade  marks: 
Orr'Eming  v.  ChooneeloU  M^Uick, 
Cor.  160;  Orr-Etving  v.  Cfrant, 
SmUh  <$•  Co.,  2  Hyde,  186 ;  and  in 
Canada  also  the  trade  marks  of 
aliens  are  protected :  Ihtvis  t. 
Kennedy,  13  Grant,  Up.  Can.  Ch. 
623. 

(»)  See  In  re  Muneh,  60  L.  T.  N.  S. 
1 2 ;  /?*  re  Riviere  ^  Co,,  26  Ch.D,  48 ; 
In  re  Leonard  <j*  EUis,  ib,  2»8,  per 
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or  colonial  marks  can  be  regiBtered  in  England  nnder 
§  103  or  104  of  the  Patents  Act,  1883,  and  registration 
is  equivalent  to  public  use  (a). 

It  seems  that  there  is  nothing  to  prevent  sovereign  Soyereigns. 
princes  or  states  from   being  the  proprietors  of  trade 
marks  in  respect  of  goods  manufactured  or  produced  on 
their  account  (6). 

A  person  in  an  official  position,  using  an  official  stamp  Officials. 
in  his  official  capacity,  cannot  thereby  acquire  any  private 
right  therein  (c).  Nor  can  an  agent  acquire  any  interest  Agents. 
in  bis  principal's  mark  from  the  fact  that  he  has  used 
it  (d) ;  nor  a  printer  in  the  trade  mark  of  a  mercantile 
firm  rom  the  £ELct  that  he  has  been  employed  to  print 
it  (e). 

In  America  the  question  has  been  much  discussed  Artisans, 
whether  the  members  of  an  artisans'  trade  society  were 
entitled  to  claim  an  exclusive  right  in  a  label  supplied 
by  the  society  to  its  members,  and  affixed  by  them  to 
goods  manufactured  by  them,  for  the  purpose  of  showing 
that  such  goods  had  been  manufactured  by  members  of 
the  society.  The  objection  which  was  raised  to  the  claim 
was,  that  the  members  of  the  society  did  not  manufacture 
or  deal  in  the  goods  on  their  own  account,  but  were 
merely  workmen  in  the  employment  of  various  firms, 
whose  product  the  goods  were,  and  not  that  of  the  work- 
men, and  in  some  cases  this  objection  has  prevailed  (/), 
but  in  the  majority  of  the  cases  the  decision  has  been  in 
&vcmr  of  the  society^  on  the  ground  that  its  members 


Fry,  L.  J. ;  Berliner,  !to.,  Tivoli  v. 
Xniffhi  8toci*  A  Co,,  W.  N.  1883, 
p.  70 ;  Jaekton  4'  Co.  v.  tapper,  36 
Ch.  D.  162 ;  Nenman  v.  Pinto,  57 
L.  T.  N.  8.  31,  per  Kekewich,  J. ; 
SmUkT.  Fair,  14  Ont  Bep.  729. 

(a)  Patents  Act,  1883,  §  75. 

(&)  See  Ex  parte  King  qf  Saxony, 
Dig.  598 ;  BepublieofPeru  y.  Beeves, 
40  N.  Y.  Super.  Ct.  316. 

(0)  Cikase  V.  Mafo,  121  Mass.  34a 


(J)  Hirsoh  V.  Jonas,  8  Oh.'D.  684 ; 
Swift  V.  Peters,  11  U.  8.  Pat.  Gaz. 
1110. 

(a)  Sohumaoher  ^  EttXinger  ▼. 
Sekwenke  (2),  36  1^.  S.  Pat.  Gaz. 
457. 

(/)  Ex  parte  Cigar  Makeri 
AssooiaOion,  16  U.  S.  Pat.  Gaz.  958 ; 
Schneider  Y,  WiUiams,  44  N.  J.  Eq. 
391. 
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were  entitled  to  protection  for  the  insignia  which  secured 
to  them  the  benefit  of  their  skilled  labour  (a). 
Iiength  of  There  was  for  some  time  a  doubt  as  to  the  circumstances 

reqnired!"^'  ^  under  which  one  person  could  acquire  a  sufficient  right  in 
a  trade  mark  to  be  entitled  to  restrain  another  from 
infringing  it.  The  right  to  redress  being  treated  as 
founded  on  the  defendant's  fraud,  it  was  thought  that 
a  plaintiff  who  claimed  an  injunction  against  a  defendant 
ought  to  show  that  he  (the  plaintiff)  had  acquired  for  the 
mark  indicating  his  manufacture  such  a  reputation  (6)  as 
would  raise  a  presumption  that  the  defendant  in  adopting 
a  similar  mark  had  done  so  with  the  intention  of  availing 
himself  of  that  reputation  to  divert  to  himself  the 
plaintifi*s  custom,  or  at  all  events  that  the  plaintiff 
ought  to  show  that  he  had  used  the  mark  long  enough 
to  render  it  probable  that  such  a  reputation  had  been 
acquired  (c). 

But  when  it  came  to  be  recognised  that  there  was  a 
right  of  property  in  a  trade  mark,  intentional  fraud  being 
unnecessary  to  justify  restraint,  it  was  at  once  seen  that, 
as  was  stated  by  Somilly,  M.  B.,  '^  the  interference  of  a 
Court  of  Equity  could  not  depend  on  the  length  of  time 
the  manufacturers  had  used  it "  (c2),  but  that,  ^'  from  the 
time  of  their  commencing  the  user  of  their  trade  mark 
they  became  entitled  to  the  protection  of  the  Court  against 
any  other  persons  using  the  same,  so  that  purchasers 
might  be  induced  to  purchase  the  goods  of  other  persons 


Latterly 

considered 

unnecessary 


(a)  Stras$er  v.  MooncHs,  108 
N.  Y.  611 ;  Allan  v.  Macarthy,  37 
Minn.  347;  People  v.  Fish&r^  67 
N.  Y.  Sup.  Ct.  652;  Bloete  v. 
Simon,  19  Abb.  N.  C.  88. 

(J)  In  Htne  v.  La/rt,  10  Jur. 
106,  Shadwell,  V.-C.  of  England, 
thought  that  the  imitation  by  a 
defendant  of  a  plaintiffs  trade  mark 
afforded  a  presumption  of  that  mark 
having  acquired  a  reputation.  And 
Bee  Dixon  7.  Jaoksont  Ct.  Sess.  Cas., 


3rd  Ser.  V.  326,  per  the  Lord 
Justice  Clerk ;  Alleghany  Fertiliser 
Co.  v.  Woodtide,  1  Hughes,  116,  and 
Avery  4'  Sons  v.  MeiJtle  4'  Co,,  27 
U.  S.  Pat.  Gaz.  1027. 

(o)  See  Purser  y.  Brain,  17  L.  J. 
Ch.  141 ;  EdeUten  v.  Viok,  11  Haie, 
78 ;  Collins  Co.  v.  Brown,  3  E.&  J. 
423 ;  and  compare  Spottimvoode  ▼. 
aarhe,  2  Ph.  154. 

(^d)  Hail  V.  Barrens,  32  L.  J.  Ch. 
648. 
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as  theirs "  (a).  '^  As  soon  as  a  trade  mark  has  been  so 
applied  in  the  market  as  to  indicate  to  pnrchasers  that 
the  goods  to  which  it  is  attached  are  the  manufacture 
of  a  particular  firm,  it  becomes,  to  that  extent,  the  ex- 
clusive property  of  the  firm,  and  no  one  else  has  a  right 
to  copy  it,  or  even  to  appropriate  any  part  of  it,  if  by 
such  appropriation  unwary  purchasers  may  be  induced  to 
believe  that  they  are  getting  goods  which  were  made  by 
the  firm  to  whom  the  trade  mark  belongs  "  (6).  There 
must,  however,  have  been  a  real  user  (c). 

Even,  however,  if  user  be  established,  extending  over  Wrongful 
a  considerable  period,  it  does  not  follow  that  a  title  to  the  Sue.^^^  ^^ 
trade  mark  is  made  out ;  for  if  the  user  was  fraudulent  in 
its  inception,  and  is  still  calculated  to  deceive,  the  user 
gives  no  right  (d)  ;  and  it  has  been  held  in  America  that 
if  A  has  been  using  a  trade  mark  which  was  really  the 
property  of  B,  and  then  B  ceases  to  use  it,  A  cannot 
acquire  any  title  to  the  mark  by  continuing  to  use  it  after 
B*s  discontinuance,  on  account  of  the  wrongful  inception 
of  his  user  (e). 

In  Siegert  v.  FindlcUer  (/),  it  was  even  held  that  the  Acquisition 

by  common 

(a)  Per   Hall,    V.-C,   in    Cope  InffeU,  14  ib.  785 ;  Leidersdorf  v.  i«P^te. 

r.  Beans,  L.  B.  18  Eq.  138 ;  and  FUiU  (1),  8  Bias.  327 ;  McLean  v. 

see    Chr-Emng  ^  Co,  v.    Orant,  Fleming,  96  U.  8.  Rep.  245 ;  U.  8. 

SmUU  <$*  Co.,  2  Hyde,  185 ;  Yale  v.  SUffent,  100  ib,  82 ;  and  a  trade 

(Jigar  Manufaeturing  Co.  t.  Yaie,  mark    may    have    been    in    part 

30  U.   S.   Pat.  Gaz.   1183.      This  purchased  and  in  part  invented: 

principle  does  not  appear  to  be  Sohl  y.  Oeitendorf,  1  Wils.  (Ind.) 

universally  recognised  in  America.  60. 

Bee  SeUzer  v.  PtmeU,  8  Phila.  296.  (b)  Per    the    Privy  Council  in 

liiSiembergery.Thalkeimer,BlJ.8.  SomirvUle  v.  Sohembri,    12  App. 

Pat.  Gaz.  120,  it  was  held  that  prior  Gas.  453. 

registration  and  prior  use  of  about  (e}  Humphries  v.  Taylor  Drug 

«z  days,  but  only  on  a  few  articles  Co.  (2),  69  L.  T.  N.  S.  820. 

by    way  of  experiment,   by   one  (d)  In  re  ITeaton,  27  Ch.  D.  670. 

maon&cturer,  did  not  disentitle  {e)  l/Rourke  v.    Central    City 

another  to  registration,  he  having  8oap  Co.,  26  Fed.  Bep.  676;  Parlett 

systematically  used  the  mark  for  y.  6higgenheimer,  67  Md.  642. 

some  time  before  his  rival  had  (/)  7  Ch.  D.  801.    And  see  In  re 

senoQsly  adopted  it.     It  is   the  Sarker  ^  Son,  53  L.  T.  N.  S.  23 ; 

adoption  and  use,  not  the  inven-  Smith  v.  Woodruff,  48  Barb.  438 ; 

tioD,  of  the  mark  that  gives  a  title  Rowley  y.  Houghton,  2  Brews.  303; 

to  it :  Swift  V.  Peterg,  11  U.  8.  Pat.  Degravez  v.  Whitem^n,  5  Vict.  L.  B, 

Gaz.  1110;  Hoosier  DriU   Co,  y.  Eq.  304. 


96 


ACQinSinON^  TRAKSFEfiy  AND 


plaintiffs  were  entitled  to  restrain  the  defendant  from 
using  the  term  ^'  Angostura  Bitters,"  although  the  de- 
fendant had  used  it  on  his  labels  before  the  plaintiffs 
had  done  so,  on  the  ground  that,  before  the  plaintiffs 
had  themselves  used  the  term,  it  had  become  attached  to 
their  article  in  common  x)£irlance.  But  acquisition  of  a 
trade  mark  by  common  repute  has  not  been  universally 
recognised  (a). 
How  property  Lord  Westbuiy,  C,  said,  in  McAndrew  v.  Baaseti  (6), 
mark  that  the  elements  of  the  right  to  property  in  a  trade  mark 

acquired.  might  be  represented  as  being  the  fact  of  the  article  being 
in  the  market  as  a  vendible  article  with  that  stamp  or 
trade  mark  at  the  time  when  the  defendants  imitated  it ; 
and  he  went  on :  '^  The  essential  qualities  for  constituting 
that  property  probably  would  be  found  to  be  no  other 
than  these :  first,  that  the  mark  has  been  applied  by  the 
plaintiffs  properly  (that  is  to  say,  that  they  have  not 
copied  any  other  person's  mark,  and  that  the  mark  does 
•  not  involve  any  false  representation)  (c) ;  secondly,  that 
the  article  so  marked  is  actually  a  vendible  article  in  the 
market ;  and,  thirdly,  that  the  defendants,  knowing  that  to 
be  so,  have  imitated  the  mark  for  the  purpose  of  passing  off 
in  the  market  other  articles  of  a  similar  description  **  (d). 
From  this  judgment  it  follows,  and  it  was  expressly 
recognised  in  Maocwdl  v.  Hogg  (e),  that  no  property  could 
be  acquired  in  a  trade  mark,  except  through  the  process 
of  sale,  or  offering  for  sale,  in  the  market,  of  the  article 
to  which  the  trade  mark  was  aflSxed  (/).     And  in  the  last- 


The  mark 
must  be  on 
a  vendible 
article. 


(a)  See  JBlackwell  v.  ArmUtead, 
5  Amer.  L.  T.  86 ;  Lorillard  v.  Pride, 
28  Fed.  Rep.  434. 

(Jb)  4  De  G.  J.  &  8.  380. 

(o)  Compare  §4  72,  73,  86  of  the 
Patents  Act,  1883.  And  see  In 
re  Heaton,  27  Ch.  D.  670,  and 
CHourke  v.  Central  City  Soap  Co,, 
26  Fed.  Rep.  576;  with  which 
compare  Symondi  v.  Oreene,  28 
J«'ed.  Rep.  834. 

(^Q  Compare  remarks  of  Lord 


Eingsdown  in  the  Leather  Clctk 
Companies'  oajte,  11  H.  L.  C.  623. 

(e)  L.  R.  2  Ch.  307. 

(/)  And  see  per  Willes,  J.,  in 
Lamton  v.  Bank  of  London,  18  C.  B. 
84.  Also  Civil  Service  Supply  Aeso- 
eiation  v.  I)ean,  13  Ch.  D.  612 ;  In 
re  Simpson,  Davies  ^  Sans,  M.  R., 
Jan.  12th,  1881;  Wheeler  v.  Johnston^ 
3  L.  K  Jr.  284;  Bowley  v.  Houffht^m^ 
2  Brews.  303,  R.  Cox,  486  ;  Bow- 
man  v.  Floyd,  85  Mass.  76;  McLean^ 
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mentioned  case  it  was  held  that  no  expenditure  daring  the 
course  of  manafactare  in  advertisements  or  other  announce- 
ments to  the  public  of  the  article  so  in  course  of  manufacture 
could  give  any  right  in  the  mark  or  name  by  which  it  was 
intended  that  the  article  should  be  known  when  completed 
and  in  the  market  (a).  Moreover,  user  must  be  as  of  a  trade 
mark,  and  not  as  of  a  mere  descriptive  term  (6). 

By  the  Trade  Marks  Registration  Act,  1875,  now  re-  Acqaisitlon 
pealed,  a  new  manner  of  acquiring  a  right  to  a  trade  mark  tio"^ 
was  introduced,  and  with  respect  to  new  marks  substituted 
for  the  earlier  method.  By  the  Patents  Acts,  1883-8  (c), 
which  have  now  taken  the  place  of  the  Act  of  1875,  no 
infringement  of  a  registrable  trade  mark  can  be  restrained 
or  civilly  punished,  unless  the  mark  has  been  registered. 
For  five  years  after  registration  the  fact  of  registration 
is  primd  facie  evidence  of  the  right  of  the  registered 
proprietor  to  the  exclusive  use  of  the  trade  mark  (cZ), 
or,  in  other  words,  it  qualifies  him  for  taking  proceedings 
against  infringers  (e) ;  after  five  years  have  expired  from 
the  date  of  registration,  the  fact  of  registration  becomes 
conclusive  evidence  of  hia  right  to  the  mark  (/)  in  any 


V.  Fleming,  96  U.  8.  Bep.  246; 
St.  LouU  JPiano  Mant^acturing  Co. 
V.  Merkel^  1  Mo.  App.  305 ;  Avery 
4"  &WW  ▼.  Jfeikle  A-  Co.,  27  U.  B. 
Pat.  Gaz.  1027 ;  Yale  Cigar  Manu- 
factunng  Co.  v.  Tai/t,  30X7.  8.  Pat. 
Gaz.  1183;  Schneider  v.  WUliamt, 
44  N.  J.  (Eq.)  391 ;  JaegerX  ^•<?., 
Co.  Y.  U  BoutUlihre,  64  N.  Y. 
Snp.  Ct.  621;  MoCaU  v.  Theal, 
28  Grant  Up.  Can.  Ch.  4« ;  Rogeri 
Manyfacturing  Co.  v.  Rogeri  A* 
f^jmrr  Mannfaetwring  Co.^  11  Fed. 
Bep.  495 ;  Sheppard  4'  Co.  v.  Stuart 
4"  Peterstm,  13  Phila.  117.  As  to 
the  difficulty  of  acquiring  a  right 
of  trade  mark  in  a  name  appUed 
to  a  patented  article,  see  p.  69, 
ante. 

(a)  And  see  Civil  Service  Supply 
Anoeiation  v.  Dean^  13  Ch.  D.  612 ; 
9Xi^  Schneider  V.  Williams,  44  K.J. 
(Eq.)  391. 


(fi)  In  re  Leonard  ^  Mlit,  26 
Ch.  D.  288  ;  In  re  Harrison, 
McGregor  ^  Co.,  42  Ch.  D.  691. 

(jo)  §  77 ;  and  see  OoodfeUow  v. 
Pri/noe,  36  Ch.  D.  9. 

(jd)  §  76  ;  and  see  Reinhardt  v. 
Spalding,  49  L.  J.  Ch.  67 ;  Wheel&r 
V.  Johnston,  3  L.  R.  Ir.  284. 

(<?)  Nuthall  V.  Vining,  C.  A. 
Jan.  21st,  1880 ;  Mouson  ^  Co.  v. 
JSoehtn,  26  Ch.  B.  398.  In  the  case 
of  Jtorse  Y.  Martin,  Quebec  Super. 
a.  Feb.  28th,  1882,  it  was  held 
that  the  corresponding  Canadian 
statute  gave  no  right  of  action  for 
anything  done  before  registration. 
But  the  Quebec  Court  of  Queen*s 
Bench  did  not  decide  the  point :  3 
Dorion  363. 

(/)  §  76.  This  is,  however,  sub- 
ject to  the  provisions  of  the  Act, 
e.g.,  as  to  the  connection  with  the 
goodwill :  §  70. 
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Registration 
before  user. 


Goods 
classified. 


action  bronght  by  him  (a),  though  the  mark  is  still  liable 
to  removal  from  the  register  in  proceedings  taken  for  that 
purpose,  if  it  was  registered  wrongfully  (6).  Begistration 
protects  the  trade  mark  in  all  sizes  and  in  all  ooloursy 
whether  registered  in  colour  (c)  or  not  (d).  In  the  case 
of  trade  marks  in  use  before  August  13th,  1875,  applica- 
tion must  be  made  for  registration,  and  if  that  is  refused, 
a  certificate  of  refusal  will  preserve  to  the  applicant 
whatever  rights  he  would  have  had  independently  of  the 
Act  (e). 

In  several  cases  (/)  doubts  were  expressed  whether 
a  trade  mark  could  be  registered  before  it  had  been  used, 
the  doubt  being  founded  on  the  old  principle  that  a  right 
in  a  trade  mark  could  only  be  acquired  by  its  being 
attached  to  vendible  goods  in  the  market,  until  which 
was  the  case  user  by  others  could  lead  to  no  deception ; 
but  these  doubts  were  set  at  rest  in  In  re  Hudson  (g\ 
where  the  Court  of  Appeal  came  to  a  clear  decision  that 
registration  before  user  was  allowable. 

A  trade  mark  must  be  registered  as  belonging  to 
particular  goods  or  classes  of  goods  (A),  as  arranged  in 
the  Third  Schedule  to  the  Bules ;  the  class  to  which  the 
goods  belong  being  determined,  in  case  of  doubt,  by 
the  comptroller  (i).  This  requirement  is  no  alteration 
of  the  rules  of  the  pre-existing  law,  but  is  merely  a 
statement  of  one  of  those  rules  as  bearing  upon  registra- 
tion under  the  Act  It  had  been  already  fully  recognised 
that  a  particular  trade  mark  could  be  protected  as  such 


{a)  Edwardt  v.  Dennii,  30  Ch.  D. 
454. 

(b)  In  re  Palmer  (1),  21  Ch.  D. 
47 ;  8.  C.  (3)  24  iJ.  504 ;  In  re 
Le(mard  ^  Ellis,  26  Ch.  D.  288 ; 
In  re  Lloyd  ^  Sons,  27  Ch.  D.  646 ; 
In  re  Wra^g,  29  Ch.  D.  661 ;  Ed- 
wards V.  DenniSy  30  Ch.  D.  464; 
Wood  V.  Lambert,  32  Ch.  D.  247 ; 
In  re  Spencer,  54  L.  T.  N.  8.  659. 
A  nd  so  in  Victoria :  Lewis  v.  Xlap- 
prath,  11  Vict.  L.  R.  214 ;  Wol/e  v. 


Alscp  (2).  12  Vict  L.  R.  (E.)  421  ; 
Wo^e  V.  Lang  ^  Co,,  13  Vict.  L.  R. 
752. 

(o)  See  §67. 

{d)  NuthaU  V.  Vining,  C.  A. 
Jan.  21st,  1880. 

{e)  §  77. 

(/)  In  re  Anderson,  54  L.  J.  Ch. 
1084 ;  Edwards  v.  Dennis,  30  Ch.  D. 
454 ;  In  re  Lyndon,  32  Ch.  D.  109. 

(g)  32  Ch.  D.  311. 

(h)  §  65.  (i)  Role  6. 
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only  in  connection  with  particular  goods  or  classes  of 
goods.  Thus  Lord  Westbury,  C,  says,  "Property  in  a 
trade  mark  is  the  right  to  the  exclusive  use  of  some 
mark,  name,  or  symbol  in  connection  with  a  particular 
manufacture  or  vendible  commodity;  consequently  the 
use  of  the  same  mark  in  connection  with  a  different 
article  is  not  an  infringement  of  such  a  right  of  pro- 
perty" (a).  And  again,  "An  ironfounder  who  uses  a 
particular  mark  for  his  manufactures  in  iron  could  not 
restrain  the  use  of  the  same  mark  when  impressed  upon 
cotton  or  woollen  goods;  for  the  property  in  a  trade 
mark  consists  in  the  exclusive  right  to  the  use  of  that 
mark  as  applied  to  some  particular  manufacture"  (6). 
And  V.-C.  Wood  similarly  says,  that  "this  Court  has 
taken  upon  itself  to  protect  a  man  in  the  use  of  a  certain 
trade  mark  as  applied  to  a  particular  description  of 
articla  He  has  no  property  in  that  mark,  'per  «e,  any 
more  than  in  any  other  fanciful  denomination  he  may 
assume  for  his  own  private  use,  otherwise  than  with 
reference  to  his  trade.  If  he  does  not  carry  on  a  trade  in 
iron,  but  carries  on  a  trade  in  linen,  and  stamps  a  lion  on 
his  linen,  another  person  may  stamp  a  lion  on  iron  ;  but 
when  he  has  appropriated  a  mark  to  a  particular  species 
of  goods,  and  caused  his  goods  to  circulate  with  this  mark 
upon  them,"  his  right  to  the  mark  so  applied  will  be 
protected  (c). 

As  a  result  of  the  rule  that  a  trade  mark  can  only  be  Limit  of 
acquired  by  user  in  respect  of  the  goods  on  which  it  has  "™^e^ 
been  used,  it  has  been  decided  that  the  use  of  a  mark  l?y  user. 


(a)  Leather  ClathCo,  v.  American 
Leather  Chth  Co.,  4  De  Q.  J.  &  S. 
137. 

{h)  Sail  y.  Barrows,  4  De  G.  J. 
k  8. 150. 

(c)  Aineworth  Y.Wdlfiuley,  L.  B. 

1  Eq.  518 ;  and  see  Singer  Manut- 

faetwrimg  Co.  v.  WtUon,  2  Ch.  D. 

4aM3;  MerohaiUe'  Banking   Co. 

of  London  y.    Merchants  Joint 


Stoch  Banh,  Limited,  9  ib.  560; 
Colladay  v.  Baird,  4  Phila.  139 ; 
R.  Cos,  267  ;  Rowley  v.  Houghton, 
2  Brews.  303 ;  R.  Coz,  486 ; 
Amotkeag  Manufacturing  Co.  y. 
Oa/mer,  55  Barb.  151;  R.  Cox, 
541 ;  Colman  y.  Crump,  70  N.  Y. 
573 ;  SooiHS  Anonyme,  ^e.,  y.  Bax- 
ter, 14  Bl.  C.  0.  261. 
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before  Augnst  13th,  1875,  on  certain  descriptions  of  goods 
gives  no  right  to  have  it  registered  in  respect  of  other 
descriptions  of  goods,  except  as  a  new  mark;  so  that 
althoagh  the  mark  may  have  been  long  used  in  respect 
of  some  goods,  it  will  be  refused  registration  in  respect  of 
different  goods  or  classes  of  goods  (though  of  a  somewhat 
similar  character),  if  it  conflicts  with  another  mark  already 
registered  therein  (a),  or  if  for  any  reason  it  is  not  regis- 
trable as  a  new  mark.  If,  however,  it  has  been  used  for 
goods  which,  though  not  identical,  were  yet  substantially 
the  same  as  those  for  which  it  is  claimed,  registration  mav 
be  allowed  (6).  And  it  has  been  held  in  America,  with 
apparently  good  reason,  that  a  mark  which  is  descriptive, 
and  therefore  incapable  of  registration,  when  applied  to 
one  variety  of  goods,  may  be  open  to  no  such  objection 
when  applied  to  another  variety  of  goods  (c).  Similarly, 
a  mark  may  be  in  general  use  in  connection  with  a  variety 
of  goods,  and  yet  be  perfectly  good  and  distinctive  in 
connection  with  particular  goods  on  which  there  has  been 
no  such  user.  Thus  it  has  been  said  in  the  Privy  Council  (d) 
that  '^  the  acquisition  of  an  exclusive  right  to  a  mark  or 
name  in  connection  with  a  particular  article  of  commerce 
cannot  entitle  the  owner  of  that  right  to  prohibit  the  use 
by  others  of  such  mark  or  name  in  connection  with  goods 
of  a  totally  different  character,  and  such  use  by  others 
can  as  little  interfere  with  his  acquisition  of  the  right." 
New  user  of  ^g  ^  consequence  of  the  rule  that  user  only  gives  a  right 
be  infringe-  to  the  mark  in  respect  of  the  goods  for  which  it  has  been 
°*®^'*  used,  the  user  of  a  mark  in  connection  with  goods  different 

from  those  in  respect  of  which  it  has  previously  been 

(tf)  In  re  Jelley,  Son  ^  Jones,  51  (d)  Jaek$on  ^  Co.  v.  Napper,  35 

L.  J.  Ch.  639 ;  Edwardg  t.  Dennis,  Ch.  D.  162 ;  and  compare  CoUins 

30  Ch.  D.  454 ;  and  see  In  re  Braby  Co.  v.  Ames  ^  Sons,  20  Bl.  C.  C.  542. 

Jt  Co.,  21  Ch.  D.  223 ;  also  In  re  (o)  In  re  English,  U.  8.   Pat. 

Lyndon,    32    Ch.    D.     109,     per  Comm.  Decis.   1870,   142;  In  re 

Pearson,  J.,  and  the  American  case  Diek  ^  Co.,  9  U.  8.  Pat.  Gax.  638. 

of -Kpjptfrf*JLt7v(2),  46U.  8.  Pat.  (JL)  SomervUle  y.  SchenOm^   12 

Gu.  119.  App.  Cas.  453. 
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osed,  thoagh  of  a  somewhat  similar  character,  may  amount 
to  an  infringemeDt  of  the  rights  of  another  person  who 
has  had  an  earlier  aser  in  respect  of  those  different  goods. 
Thus  in  Moses  v.  Sargood  (a)  it  was  held  to  he  an  in- 
fringement of  the  plaintiffs'  rights  for  the  defendants, 
who  had  previously  only  exported  goods  unmade  up,  and 
used  their  trade  mark  upon  such  goods,  to  begin  to  export 
and  to  use  their  trade  mark  upon  ready-made  clothing, 
having  regard  to  the  fact  that  the  plaintiffs  had  been  in 
the  habit  of  exporting  and  using  a  somewhat  similar  trade 
mark  upon  made-up  goods.  And  in  Upper  Assam  Tea  Co. 
V.  Herbert  &  Co.  (6)  the  proprietors  of  a  mark  which  had 
been  used  and  registered  for  coffee  were  restrained  from 
applying  it  to  tea,  though  in  the  same  class,  having  regard 
to  the  fact  that  a  similar  mark  had  been  used  and 
registered  for  tea  by  another  firm. 

Again,  though  by  §  75  of  Patents  Act,  1883,  registra-r  Wide  regis- 
tion  (c)  of  a  trade  mark  is  to  be  deemed  to  be  equivalent  limited  user, 
to  public  use  of  the  trade  mark,  it  has  been  held  by  the 
Court  of  Appeal  that  if  a  trader  has  registered  a  mark  for 
a  variety  of  goods,  and  has  only  used  it  in  connection  with 
some  of  them,  he  is  not  entitled  to  restrain  the  use  by 
another  trader  of  a  somewhat  similar  mark  in  connection 
with  the  goods  for  which  his  mark  has  not  been  used  (cQ. 

Another  question  which  has  been  raised,  bearing  on  Mark  only 
this  point,  is  whether  a  mark  which  has  been  registered  P^^^^®^  ^^' 
for  some  of  the  goods  in  a  class  can  be  protected  for  other  which  regis- 
goods  in  the  class,  as  having  been  used  in  respect  of  them ; 
and  it  would  seem  that,  having  regard  to  §  65,  by  which 
a  trade  mark  must  be  registered  for  particular  goods  or 
classes  of  goods,  a  trade  mark  which  is  registered  only  for 
particular  goods  in  a  class  is  not  registered  for  other  goods, 
whether  in  the  same  or  a  different  class,  and  consequently 

(a)  Dig.  636.  gistration,"  §  17  of  P.  A.  1888. 

(*)  C.  A.,  July  3rd,  1889.  id)Edfoard9  v.  Bennii,  30  Ch.  D. 

(e)   Now  "application  for  re-      46i 
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that  by  §  77  (a)  it  is  deprived  of  any  right  to  protection 
in  respect  of  such  other  goods ;  and  in  Hart  v.  CoUey  (b), 
North^  J.,  decided  in  favour  of  the  view  here  suggested. 
In  Jay  v.  Ladler  (c)  it  was  held  that  the  mark  could  be 
protected  in  respect  of  such  other  goods ;  but  full  effect 
does  not  appear  to  have  been  given  to  the  sections  above 
mentioned. 
Provisions  in       By  §  72  the  registration  of  a  mark  identical  with,  or 
to  A(^  and  ^©^^7  similar  to  a  mark  ahready  registered,  is  prohibited, 
BfUes.  not  generally,  but  in  connection  with   such  goods  or 

description  of  goods  as  those  in  respect  of  which  the 
mark  already  on  the  register  is  registered.  And,  with 
a  view  to  the  protection  of  the  public,  this  prohibition  is 
extended  over  a  period  of  one  year  after  the  removal 
of  the  mark  once  registered  from  the  register  for  non- 
payment of  a  continuance  fee,  during  which  period  of  one 
year  the  removed  mark  in  question  is  to  be  still  deemed 
to  be  registered  for  this  purpose  only  (d). 
Steps  neoes-  A  person  desirous  of  having  his  trade  mark  registered 
iSstotkIn  :^  must  send  an  application  to  the  comptroller  in  the  pre- 
The  appUca-  scribed  form  (e),  together  with  the  prescribed  number  (/) 
of  representations  (ff)  of  the  trade  mark.  When  a  repre- 
sentation cannot  be  given  in  the  usual  manner,  a  specimen 
or  copy  of  the  trade  mark  may  be  supplied  instead  (A). 
The  application  must  state  the  particular  goods  or  classes  of 
goods  in  connection  with  which  the  applicant  desires  the 
trade  mark  to  be  registered  (^).    Words  in  other  than 


(a)  See  OoodfeUom  v.  Prince^  36 
Ch.  D.  9. 

(h)  44  Ch.  D.  193. 

(p)  40  Ch.  D.  649. 

id)  §  79  (5),  as  amended  by  §  19 
of  the  Act  of  1888,  q.v, 

(e)  Form  F  in  the  Second  Sche- 
dule to  the  Rales.  See  §  G2  (2)  and 
Bnles  4,  5,  11, 12. 

(/)  Three,  except  when  the  appli- 
cation is  in  respect  of  goods  in 
classes  23  to  36,  i,e,,  the  textile 
classes.  In  snch  a  case  f  oar  repre- 


sentations must  be  sent.  In  either 
case  one  of  the  representations  is 
to  be  placed  on  the  application  form . 
See  Knle  13.  When  the  application 
is  for  the  registration  of  a  series  of 
marks  under  §  66,  the  case  will  be 
governed  bj  Kale  14. 

(£)  Forformof  AdditionalBepre* 
sentation,  see  Fonn  G.  See  also 
§  62  (3). 

(A)  See  Rule  13. 

(i)  §  62  (3). 
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Boman  character  must  have  a  translation  supplied  (a). 
Applications  for  registration  in  classes  23, 24,  or  25,  are  to 
be  sent  to  the  Manchester  Branch  Office  (6). 

When  the  mark  is  claimed  as  an  old  mark — i.e.,  a  mark  When  mark  is 
used  before  the  passing  of  the  Trade  Marks  Registration 
Act,  1875  (August  13th,  1875) — the  facts  as  to  such  prior 
user  are  to  be  stated  (c),  but  no  statutory  declaration  is 
now  required,  as  was  formerly  the  case.  In  such  cases 
it  is  essential  that  the  mark  should  be  claimed  and 
registered  precisely  in  the  form  in  which  it  has  been 
used  (d). 

When  the  application  is  made  by  a  firm  or  partnership  When  by     ' 
it  may  be  signed  by  some  one  or  more  members  of  the  firm  ^• 
or  partnership,  as  the  case  may  be  (e). 

When  the  application  is  made  by  a  body  corporate,  it  When  by  a 
may  be  signed  by  the  secretary  or  other  principal  officer  o{^^^^' 
such  body  corporate  (e). 

The  application  and  all  other  communications  between  Manner  of 
the  applicant  and  the  comptroller  may  be  made  by  orcationf 
through  a  duly  authorised  agent  (/),  and  may  be 
sent  by  a  prepaid  letter  through  the  post  (g).  If  the 
applicant  is  abroad  at  the  time  of  his  application,  and 
is  not  claiming  under  an  international  convention,  he 
must  give  an  address  for  service  within  the  United 
Kingdom  (h). 

All  that  remains  to  be  done  by   the  applicant   for  Advertise- 
registration,  after  sending  in  his  application,  is  to  await  an  °^^^^'  ^* 
acknowledgment  of  its  receipt  by  the  comptroller  ({),  and 
then  to  furnish  the  comptroller  with  the  means  of  inserting 
in  the  official  paper  the  necessary  advertisement  of  the 
application  (k). 

At  the  expiration  of  one  month  from  the  date  of  the  Beglstmtion. 

(a)  Bole  15.  (/)  Bnle  9. 

(i)  Bule  8.  07)  §  97  and  Rale  16. 

(0)  Bole  11.  (A)  §  8  of  Act  of  1888. 

(/}  See  p.  49,  suprit,  and  note  (Z)  (i)  Bnle  10. 

to  §  64  of  P.  A.  1883.  (A)  §  68  and  Bules  27-30. 
(0  Bale  7. 
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In  case  of 

applicant's 

death. 


advertisement,  and  subject  to  any  proceedings  which  may 
have  been  taken,  the  comptroller  is,  if  satisfied  of  the 
applicant's  title,  to  register  the  trade  mark  (a)  as  from  the 
date  of  the  receipt  of  the  application  for  registration  (5), 
and  upon  registration  is  to  send  notice  thereof  to  the 
registered  proprietor  with  a  reference  to  the  advertise- 
ment (o). 

If  an  applicant  dies  between  application  and  registration 
the  registration  may  be  completed  in  the  name  of  the 
successor  to  the  goodwill  of  his  business  (d), 
Bheflield  and  Trade  marks  applied  for  in  respect  of  goods  within  the 
*  Cutlers'  Company's  Acts  (e)  are  governed  by  special 
rules  (/) ;  but  marks  on  cotton  goods,  even  B  list  marks, 
are  for  the  future  to  be  dealt  with  on  the  same  footing 
as  other  trade  marks.  The  only  special  requirements 
in  the  case  of  cotton  marks  are  for  the  name  by  which 
the  mark  would  be  referred  to  in  invoices  to  be  stated  (^), 
and  for  three  additional  representations  to  be  sent 
instead  of  two  (A),  and  for  applications  to  be  made  at 
Manchester  (i). 

Where  it  is  desired  to  register  a  number  of  trade  marks 
which,  while  resembling  each  other  in  the  material  parti- 
culars thereof  (fc),  yet  differ  in  respect  of  statements  of  the 
goods  for  which  they  are  to  be  used,  or  of  numbers,  or  price, 
or  quality,  or  names  of  places,  they  may  be  registered  as 
a  series  in  one  registration,  each  of  the  marks  being  treated 
as  separately  registered,  except  for  purposes  of  assignment 
and  transmission  (I). 

Additions  which  are  common  to  the  trade  may,  in 
accordance  with  the  provisions  of  §  74,  as  amended  by 


Series  of 
marks. 


Common 
marks. 


(a)  Bale  32. 

(*)  §  17  of  the  Act  of  1888. 
(c)  Rule  35. 
Id)  Rule  33. 

(e)  See  Appendix  G,  in/rh, 
(/)  §  81  as  amended  by  §  20  of 
the  Act  of  1888,  and  Rules  66-69. 
(g)  Instructions,  par.  14. 


(A)  Rule  13. 

(i)  Rule  8. 

(A)  See  §  64  as  to  essential  par- 
ticulars. 

(Z)  I  66  and  Rules  14,  30.  This 
is  new  as  an  enactment,  but  the 
practice  is  not  new.  See  note  (a) 
to  §  66,  and  note  («)  to  §  72,  infrd. 
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§  16  of  the  Act  of  1888,  be  registered  together  with  trade 
marks,  but  such  common  elements  must  be  disclaimed  by 
the  applicant  (a). 

No   provision  is  made  in   the  Patents  Act,  1883,  for  Alternative 
registering  alternative  marks,  as  has  sometimes  been  done  "•''•• 
in  America,  «.^.,  where  a  trade  mark  was  registered  as 
consisting  either  of  the  figure  of  a  lion,  or  the  word  "  lion," 
or  both  (6). 

Trade  marks  may  now  be  registered  in  colour,  and  the  Oolonr. 
effect  of  such  registration  is  no  longer  to  limit  the  protec- 
tion conferred  by  registration  to  the  one  colour  in  which 
the  registration  has  been  effected  (c). 

Provision  is  made  by  the  ^  Rules  for  registration  by  Registration 
deposit  in  cases  where  such  a  course  is  rendered  necessary  ^^  deposit. 
by  the  nature  of  the  trade  mark  (d). 

Begistration  is  by  no  means  a  necessary  consequence  of  ^^^  *® 
application.  The  comptroller  may  refuse  to  grant  registrar 
tion  if  he  thinks  fit  (e),  or  if  he  thinks  the  use  of  the  mark 
would  be  contrary  to  law  or  morality  (/),  and  he  must 
refuse  registration  where  the  same  or  a  similar  mark  is 
already  registered  for  the  same  goods  (y),  or  where  words 
inherently  calculated  to  deceive  are  offered  for  registra- 
tion (h).  Where  the  refusal  is  made  in  the  exercise  of  a 
discretion  vested  in  the  comptroller,  he  is  not  to  exercise 
that  discretion  adversely  to  the  applicant  until  he  has 
had  an  opportunity  of  being  heard  personally,  or  by  his 
agent  (i),  and  if  he  does,  in  his  discretion,  refuse  to 
register,  there  is  an  appeal  to  the  Board  of  Trade  (k), 

(tf)    The  practice  of  requiring  (J)  In  re  Weaver,  10  U.  S.  Pat. 

common  parts  of  marks  or  addi-  Gaz.  1. 

tions  to  marks  to  be  disclaimed  (e)  Bee  §  67  and  note  thereto, 

is  not  new.    See  per  Jessel,  M.  R.,  infrh. 

in  In  re  Kuhn  4"  Co.,  bS  L.  J.  Ch.  (d)  Bales  13,  27.    And  see  note 

2.38;   and  per  Kay,   J.,  in  In  re  to  §  67. 

Hazard  ^  5ww,  64  L.  J.  Ch.  (tf)  §  62  (4). 

1003 ;  and  In  re  Daviee,  before  (/)  §  86. 

Chittv,  J.,  March  9th,  1886.     Also  (jf)  §  72.             (h)  %  73. 

notes' to  S  74,  and  note  (e)  to  §  72,  (t)  §  94  and  Rules  1 7-19. 

tKfriu                             N  /       •  (*)  §  62  (4).     See  Rules  20-26. 
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who  may,  if  they  think  fit,  refer  the  appeal  to  the 
Court  (a). 
Opposition  to  Even  if  the  comptroller  is  willing  to  treat  the  applica- 
tion as  unobjectionable,  any  person  (6)  may  give  notice  of 
opposition  at  the  Patent  Office  within  one  month  or  such 
further  time,  not  exceeding  three  months,  as  the  comp- 
troller may  allow,  after  the  advertisement,  and  the  applicant 
is  then  allowed  one  month  for  sending  in  a  counter-state- 
ment, or  the  registrar  may  extend  the  time.  If  no  such 
counter-statement  is  sent,  the  application  is  deemed  to 
be  withdrawn ;  if  it  is  sent,  the  person  giving  notice  of 
opposition  will  be  furnished  with  a  copy  of  it,  and  the 
comptroller  will  then  hear  the  case  (c) ;  but  his  decision 
is  to  be  subject  to  an  appeal  to  the  Board  of  Trade  (d), 
who  may,  if  it  appears  expedient,  refer  the  appeal  to  the 
Court  (e). 

In  deciding  whether  registration  is  to  be  allowed  or  not, 
the  Court  will  frequently  grant  the  application  in  such  a 
limited  form  as  to  obviate  the  risk  of  its  clashing  with  the 


Limited 
registration. 


(tf)  §  62  (5).  "  The  Court "  is 
the  High  Court  of  Justice  (§  1I7)» 
the  Chancery  Division  being  no 
longer  specified ;  but  recourse  will, 
no  doubt,  still  be  had  to  that 
Division.  In  the  case  of  applica- 
tions at  the  Manchester  Office  "the 
Court"  is  the  Lancaster  Palatine 
Chancery  (§  26  of  the  Act  of  1888). 
When  the  registration  is  objected 
to  on  the  ground  that  the  mark 
tendered  for  registration  is  not 
qualified  for  registration,  "the 
first  duty  cast  upon  the  Court  is 
to  ascertain  whether  some  one  or 
more  than  one  of  the  essential 

Sarticulars  of  a  trade  mark,  as 
efined  by  the  Act,  is  found  to 
exist,  so  that  the  mark  may  be 
described  with  the  one  or  more 
than  one  essential  particular  or 
particulars  which  distinguish  it." 
Per  Lord  Cairns,  C,  in  Orr-.Ewinff 
V.  Retfittrar  of  Trade  Marks,  4 
App.  Cas.  484. 
(6)  It  need  not  be  tho  proprietor 


of  a  registered  mark.  In  /»  no 
Simpam,  JDariei  4*  Sons,  M.  R., 
Jan.  12tb,  1881,  the  proprietors  of 
a  trade  mark  registered  for  coal 
in  class  4  successfully  opposed  the 
registration  of  a  similar  mark  for 
railway  waggons  in  class  22,  the 
opponent's  coal  being  carried  in 
and  sold  out  of  waggons. 

{e)  The  practice  in  such  case  is 
prescribed  by  Rule  31. 

(d)  See  Rules  20-26. 

{0)  §  69  as  amended  by  §  13 
of  the  Act  of  1888,  which  for  the 
first  time  gave  the  comptroller 
jurisdiction  in  such  cases.  As  to 
the  old  practice,  see  £30  parte 
Stephens,  24  W.  R.  81U;  tn  re 
Satanum,  Dig.  569;  In  re  Johnston, 
43  L.  T.  N.  8.  672;  In  re  Simpstm, 
Davies  ^  Sons,  16  Ch.  D.  525.  As 
to  oosts,  see  In  re  Brandreth,  9 
Ch.  D.  618;  In  re  Australian 
Wine  Importers,  Ld,,  41  Ch.  D. 
278. 
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mark  which  it  is  considered  to  resemble  (a).  Thus  regis* 
tration  has  been  granted  in  snch  a  form  as  to  be  partial  in 
respect  of  the  mark  itself  which  is  registered  (6),  or  of  the 
goods  for  which  it  is  registered  (c),  or  of  the  manner  of 
user  in  respect  of  colour  (c2),  or  otherwise  (e)y  or  of  the 
locality  within  which  it  is  to  be  used  (/),  or  of  the  persons 
against  whom  it  is  to  be  protected  (ff). 

Again,  where  each  of  several  persons  claims  the  same  Conflicting 
trade  mark  the  comptroller  may  refuse  to  register  any  of 
them  until  their  rights  have  been  determined  according 
to  law,  and  he  may  himself  submit  or  require  the  claimants 
to  submit  their  rights  to  the  Court  (h)  in  the  form  (unless 
the  Court  shall  otherwise  order)  of  a  special  case  (i)y 
agreed  to  by  the  parties,  or,  in  case  of  difference,  settled 
by  the  comptroller  (k). 

In  any  proceeding  for  rectification  of  the  register,  the  Issue  noay  be 
Court  may  direct  an  issue  to  be  tried  for  the  decision    ^^^  ' 
of  any  question  of  fact,  and  may  award  damages  to  the 
party  aggrieved  {I). 

Subsequently  to  registration  clerical  errors  may  be  Alteration  of 
corrected  by  the  comptroller  (m),  who  may  also  allow  the  J^^  ^g^^ 
application  to  be  amended  by  omitting  any  of  the  goods 
for  which  the  mark  is  claimed  (m),  and  may,  after  regis- 
tration, alter  the  address  of  the  registered  proprietor  (n), 

(a)  See  as  to  the  growth  of  this  Jeffrey  ^  Co,,  Stirling,  J.,  May  18th, 

foTxn  of  registration,  per  Jessel,  1888. 

1I.B.,  in  In  re  Kuhn  4'  Co.,  53  (e)  See  note  (c)  to  §  72,  ii^rii, 

L.  J.  Cb.  238.  and  In  re  WhiUlay,  43  L.  T.  N.  8. 

(V)  See  note  (e)  to  §  72  and  Inre  627 ;  In  re  Sykes,  i^.  626 ;  In  re 

ZetmartU,  Dig.  610 ;  In  re  Mitchell  Farina  (8),  Dig.  664. 

(2),  Dig.  611 J  In  reKuhn  ^  Co.,  53  (/)  In  re  Rahone,  Dig.  643 ;  In 

L  J.  Cb.  238;  In  re  Hoyle  4>  S&ns,  re  Keep  Bro».,  26  Ch.  D.  187 ;  In 

'  (2),  Chitty,  J.,  Nov.  30th,  re  Mitchell  ^  Co,,  28  Ch.  D.  666  ; 


1883;  InreHayward  ^  Son»,  64  In  re  Johnion,   PhUpott  ^   Co., 

L.   J.  Ch.  1003;    In  re   Dames,  North,  J.,  Feb.  2l8t,  1888. 

Chitty,  J.,  March  9tb,  1886.  (jg)  Ex  parte  Hemming  ^  Son, 

(0)  See  note  to  §  65,  infri^.   The  M.  R.,  April  27th,  1881. 

regisUation  should  always  be  so  (A)  §  71,  and  Bales  42,  43. 

limited.  SeeJSdwardsY.DenniStZO  (i)   Rale  44,  and  see  note  to 

Ch.  D.  4fi4 ;  Anglo-Sfein  Condensed  §  71 ,  infrh. 

MUk  Co.  T.  MeteaJf,  31  Ch.  D.  464.  (h)  Rale  46. 

(lO  In  re  Johnson,  Philpatt  4*  Co.,  (V)  §  90. 

North,  J.,  Feb.  2l8t,  1888 ;  In  re  (m)  §  91.       (n)  Bole  48. 
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No  trust 
entered  on 
register. 


Assignment 
and  trans- 
mission. 


Trade  mark 
cannot  be 
severed  from 
goodwill. 


and  by  leave  of  the  Court  the  registered  proprietor  may 
alter  his  trade  mark  and  procure  an  alteration  of  the 
register  accordingly,  but  the  alteration  must  not  extend 
to  any  of  the  '^  essential  particulars  "  of  the  trade  mark  (a). 
No  notice  of  any  trust,  expressed,  implied,  or  construc- 
tive, can  be  received  by  the  comptroller,  or  entered  in 
the  register  (6). 

2.  TraTisfer. 

A  trade  mark  is  capable  of  being  assigned  during  the 
life  of  its  proprietor,  and  of  being  transmitted  at  his  death ; 
but  it  can  be  assigned  and  transmitted  only  in  connection 
T^ith  the  goodwill  of  the  business  concerned  in  the  parti- 
cular goods  or  classes  of  goods  for  which  it  has  been 
registered  (c),  and  ^^an  assignee  has  no  exclusive  right 
to  a  trade  mark  unless  the  assignment  is  of  a  business 
co-extensive  with  the  trade  mark  as  registered  "  (d).  Trade 
marks  registered  as  a  series  can  only  be  assigned  and 
transmitted  as  a  whole  (e). 

Even  apart  from  the  Act,  there  is  no  doubt  that  the 
trade  mark  cannot  be  severed  from  and  used  independently 
of  the  goodwill.  If  that  could  be  done,  the  indicium  of 
genuineness  might  only  serve  to  mislead.  This  view  was 
clearly  put  by  Lord  Westbury,  C,  in  the  Leather  Cloth 
Companies'  case  (/ ),  when  he  suggested  the  case  of  a  firm 


(a)  §  92;  and  see  In  re  Dew- 
hurst,  M.  R.,  Jane  lltb,  1880. 
Notice  of  the  application  must  be 
given  to  the  comptroller :  Rule  48. 

(6)  §  85.  See  In  re  Mitchell  ^ 
Co.,  28  Ch.  D.  666;  In  re  I/e 
Otaduy,  L.  J.  N.  of  C.  1886,  p.  156. 

(o)  §  70.  See  Matsam  v.  Thar- 
ley's  Cattle  Ihod  Co.,  14  Ch.  D. 
748;  Ex  parte  Lemrence  <J'  Co,, 
44  L.  T.  N.  8.  98;  In  re  Wellcome, 
82  Cb.  D.  213. 

(d)  Per  Fry,  L.  J.,  in  Edreards  v. 
Dennis,  30  Cb.  D.  454. 

(«)  §  66. • 

(/}  4  De  G.  J.  k  S.  137 ;  and  see 


Cotton  V.  QiUard,  44  L.  J.  Ch. 
90;  Taylor  v.  Bemis,  4  Hiss.  406  ; 
Witthaus  V.  Braun,  44  Md.  303 ; 
Skinner  v.  Oakes,  10  Ma  App.  45  ; 
Morgan  y.  Rogers,  19  Fed.  Rep. 
696  ;  Me  Veagh  v.  Valencia  Cigar 
FoGtary,  32  U.  S.  Pat.  Gaz.  1124 ; 
Odkes  V.  ToAsmierre,  4  Woods 
647;  Smith  v.  Fair,  14  Ont.  Repu 
729 ;  Smith  v.  Imus,  32  Alb. 
L.  J.  466 ;  In  re  Bawley  ^  Fyne, 
9  Vict.  L.  R.  (U)  307.  See  Goad- 
fnan  v.  Meriden  Britannia  Co.,  50 
Conn.  139,  as  to  the  construction 
.of  a  contract  entered  into  on  the 
sale  of  a  trade  mark. 
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of  clothiers  in  Wiltshire,  trading  as  A.  B.  &  Co.  for  fifty 
years,  and  acquiring  a  great  reputation  for  their  broad 
cloth  marked  "A.  B.  &  Co.  Wilts";  then,  he  asked, 
supposing  A.  B.  &  Co.  to  discontinue  their  business,  and 
to  sell  the  right  to  use  the  mark  to  C.  D.  &  Co.,  clothiers 
in  Yorkshire,  would  the  latter  be  protected  in  equity 
in  their  claim  to  the  exclusive  use  of  the  mark  ?  and  he 
answered  the  question  in  the  negative. 

To  such  an  extent  is  a  trade  mark  an  accessory  of  the  Trade  mark 
goodwill,  that  in  Shipwright  v.  Clements  (a),  Malins,  goodwiu. 
y.-C,  held  that  in  the  sale  of  the  latter  the  trade  mark 
would  pass,  whether  specially  mentioned  or  not  (b). 

In  a  case  before  the  New  York  Court  of  Appeals  (c),  Same  prind- 
the  expression  was  adopted  that  "  a  property  in  trade  fn^Amm^. 
mark  might  be  obtained  by  transfer  from  him  who  had 
made  the  primary  acquisition,  though  it  was  essential 
that  the  transferee  should  be  possessed  of  the  right  either 
to  manufacture  or  sell  the  merchandise  to  which  the  trade 
mark  had  been  attached.'*  In  another  American  case  (d), 
the  statement  that  the  *' property  or  right  to  a  trade 
mark  might  pass  by  an  assignment  or  by  operation  of 
law,"  was  followed  by  this  limitation,  "to  any  one  who 
took  at  the  same  time  the  right  to  manufacture  or  sell 
the  particular  merchandise  to  which  the  trade  mark  had 
been  attached."  And  in  the  case  of  Kidd  v.  Johnson  (e), 
the  Supreme  Court  of  the  United  States  laid  down  that 
"as  distinct  property,  separate  from  the  article  created 
by  the  original  producer  or  manufacturer,  a  trade  mark 
may  not  be  the  subject  of  sale.    But  when  it  is  affixed 


(a)  19  W.  B.  699. 

(by  And  see  Churton  v.  Doiighu^ 
Johns.  174;  Ftdton  v.  8eller»,  4 
Brews.  42 ;  Thomptan  v.  Mackinr 
nam^  2  Stepb.  Dig.  726 ;  Merry  v. 
BaapeM,  111  N.  Y.  415.  But  an 
assignment  can  give  no  exclusive 
right  in  a  word  used  as  a  mere 
indication  of  quality :  lb. 

(je)  Congreu  ^  JSn^nre  Spring 


Co.  V.  High  Rook  Congren  Spring 
Co,,  45  N.  Y.  291 ;  R.  Cox,  599. 

(<i)  Dixon  Cruoiblo  Co,  v.  Gug- 
genheim, 2  Brews.  321 ;  R.  Cox, 
659;  and  see  Walton  v.  Crowley, 
3  Bl.  C.  C.  440 ;  R.  Cox,  166 ;  and 
Derringer  v.  Plate,  29  Cal.  292; 
R.  Cox,  324. 

(e)  100  U.  S.  Rep.  lBi7. 
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Personal 
trade  mark. 


Not  assign- 
able. 


to  articles  manufactured  at  a  particular  establishment, 
and  acquires  a  special  reputation  in  connection  with  the 
place  of  manufacture,  and  that  establishment  is  trans- 
ferred, either  by  contract  or  operation  of  law,  to  others, 
the  right  to  the  use  of  the  trade  mark  may  be  lawfully 
transferred  with  it.  Its  subsequent  use  by  the  person  to 
whom  the  establishment  is  transferred  is  considered  as 
only  indicating  that  the  goods  to  which  it  is  affixed  are 
manufactured  at  the  same  place,  and  are  of  the  same 
character,  as  those  to  which  the  mark  was  attached  by 
its  original  designer." 

It  is  possible  that  occasionally,  though  rarely,  a  trade 
mark  may  be  so  framed  as  not  to  be  merely  a  simple  indi- 
cation of  quality,  or  a  guide  to  the  place  of  manufacture, 
but  to  have  the  eflfect  of  ascribing  the  article  to  which 
it  is  attached  to  the  personal  skill  or  supervision  of  an 
individual.  In  such  a  case  the  question  arises  whether 
the  trade  mark  which,  when  originally  adopted,  contained 
no  assertion  which  was  incorrect,  is  capable  of  transfer  to 
another  person  so  as  to  enable  him  to  apply  it  to  his  own 
goods  and  to  prevent  a  similar  use  of  it  by  others,  the 
pergonal  skill  and  supervision  of  its  former  proprietor 
having  ceased  to  be  applied. 

The  considerations  which  occur  in  cases  where  such  a 
contention  is  set  up  are  well  stated  by  the  Supreme  Court 
of  Massachusetts  (a)  in  the  following  terms: — "There 
may,  no  doubt,  be  cases  where  the  personal  skill  of  an 
artist  or  artisan  may  so  far  enter  into  the  value  of  a 
product  that  a  trade  mark  bearing  his  name  would,  or  at 
least  might,  imply  that  his  personal  work  or  supervision 
was  employed  in  the  manufacture ;  and  in  such  cases  it 
would  be  a  fraud  upon  the  public  if  the  trade  mark  should 
be  used  by  other  persons,  and  for  this  reason  such  a  trade 
mark  would  be  held  to  be  unassignable.  .  .  .  But,  on  the 
other  hand,  the  usages  of  trade  may  be  such  that  no  such 

(a)  Boxie  v.  C%anty^  143  Mass.  t92. 
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inference  would  naturally  be  drawn  from  the  use  of  a 
trade  mark  which  contains  a  person's  name,  and  that  all 
that  purchasers  would  reasonably  understand  is  that  goods 
bearing  the  trade  mark  are  of  a  certain  standard,  kind, 
or  quality,  or  are  made  in  a  certain  manner,  or  after  a 
certain  formula,  by  persons  who  are  carrying  on  the  same 
business  that  formerly  was  carried  on  by  the  person  whose 
name  is  in  the  trade  mark." 

It  is,  indeed,  settled  law  in  England,  though  there  is  Name  of 
some  American  authority  (a)  to  the  contrary,  that  the  proprietor. 
mere  fact  of  the  trade  mark  consisting  of  or  containing 
the  name  of  its  former  proprietor,  who  originally  conducted 
the  business  with  which  the  trade  mark  is  connected,  is 
not  of  itself  sufficient  to  disentitle  the  transmittee  or 
assignee  of  the  business  to  continue  to  use  the  mark, 
since  the  mere  name  of  the  maker  will  be  deemed  to  be 
indicative  rather  of  a  business,  in  whosesoever  hands  it 
may  be,  than  of  an  individual  proprietor  of  it  (6). 

It  is,  however,  conceivable  that  a  trade  mark  may  be  When  trade 
"  so  completely  personal  as  of  necessity  to  import  that  the  ^^o^J^i^ 
goods  sold  under  it  have  been  manufactured  by  a  particular 
individual "  (c),  as  if  it  contains  not  only  the  name  of  the 

(a)    Sherwood    v.   Andrews,   3  Booth  v.  Jarrett,  52  How.  Pr.  169 ; 

Amer.  L.  Reg.  N.  8.  588;  and  see  Weston  y.  Ketcham  (1),  39  N.  Y. 

Partridge  v.  Menek,  2  Sandf.  Oh.  Super.  Ct.  64;  S.  C.  (2)  61  How. 

€22;    Carmichel   v.    Latimer,  11  Pr.  466 ;  TTMitZf  v.  iS^tn^,  Dig.  467 ; 

R.  1. 395 ;  Manhattan  Medicine  Co,  Fulton   v.   SeUert,  4  Brews.  42  ; 

v,lVbod,lOSJJ.S.lSLe^.2lS;norton  Young  v.    Jones  Bros,  4'  Co.,   3 

Manufacturing  Co.  v.HortonManU'  Hughes,  274.    Compare  Clark  v. 

facturtng  Co^  18  Fed.  Rep.  816.  6hrman  Mutual  Mre  Int^trance 

(Jf)  Bwry  V.  Bedford,  4  De  G.  Co.,  7  Mo.  App.  77 ;  Russia  Ctment 

J.  &  &  352 ;  Chwrton  v.  Douglas,  Co.  v,  Le  Page,  147  Mass.  206 ; 

Johns.  174 ;    ffaU  v.  Barrows,  4  Hbxie  v.  Chancy,  143  Mass.  592 ; 

De  G.  J.  &  S.  150 ;  Leather  Cloth  Pepper  v.  Labrot,  8  Fed.  Rep.  29  ; 

Co.  Y.  Atneriean  Leather  Cloth  Co.,  SoeiStS,  eto.,  de  la  Binidictine  v. 

1  H.  Jc  M.  271 ;  4  De  G.  J.  &  8.  Micalovitoh,  36  Alb.  L.  J.  364 ;  and 

137;  11  H.  L.  C.  523;  Massamy.  the    Canadian    case   of    Gage   v. 

J,W,  Tkcrlcy's  Qittle Ibod  Cd.  (2),  Canada  Publishing   Co.,  11  Can. 

14  Ch.  D.  748 ;  Tussaud  v.  Tussand,  Sup.  Ct.  306. 

38  W.   R.  503 ;  and  the  Amerl-  (o)  Per  Turner,  L.  J.,  in  Burg  v. 

can  case?  of  McLean  v.  Fleming,  Bedford,  4  De  G.  J.  k  S.  352 ;  so  in 

96  U.  8.  Rep.  245 ;  FUHns  v.  Blaok-  Carmichel  v.  Latimer,  1 1  R.  I.  395  ; 

man,  13  Bl.  C.   0.  440;  Weed  v.  OakesY.  IbTimi^rrtf,  4  Woods  547  j 

Peterson,  12  Abb.  Pr.  N.  8.  178  ;  Soane  v.  Chaney,  143  Mass.  592. 
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proprietor,  bat  also  some  reference  to  his  personal  qualifi- 
cations or  supervision  (a),  or  an  allusion  to  particular 
workmen  in  his  employ  (6),  in  which  case  the  mark  will 
already  become  deceptive  even  while  the  business  remains 
in  the  same  hands,  if  the  proprietor  should  cease  to  give 
his  personal  attention,  or  to  employ  the  same  workmen. 
And  in  ManhaMan  Medidne  Co.  v.  Wood  (c),  the  Supreme 
Court  of  the  United  States  said  that ''  if  one  affix  to  goods 
of  his  own  manufacture  signs  or  marks  which  indicate 
that  they  are  the  manu&cture  of  others,  he  is  deceiving 
the  public  and  attempting  to  pass  upon  them  goods  as 
possessing  a  quality  and  merit  which  another's  skill  has 
given  to  similar  articles,  and  which  his  own  manufacture 
does  not  possess  in  the  estimation  of  purchasers.  To  put 
forth  a  statement,  therefore,  in  the  form  of  a  circular  or 
label  attached  to  an  article,  that  it  is  manufactured  in  a 
particular  place  by  a  person  whose  manufacture  there  had 
acquired  a  great  reputation,  when  in  fact  it  is  manu- 
factured by  a  different  person  at  a  different  place,  is  a 
fraud  upon  the  public  which  no  Court  of  Equity  will 
countenance." 
No  protection  In  such  a  case,  independently  of  statute,  it  is  clear  that 
marksT^^^^^  no  protection  will  be  given  to  a  mark  become  deceptive. 
Thus,  Lord  Westbury,  C,  was  of  opinion  that  the  Court 
would  not  sell  and  transfer  the  right  to  use  a  mark  of  a 
personal  character  simply  and  without  alteration  (d). 
The  Patents,  The  objection  to  the  use  of  a  trade  mark  become  decep- 
&c.,  c  ,  ^    .  y^g^  which,  independently  of  statute,  applied  rather  to  the 

(a)  Helmhold  v.  Helmbold Manu-  (d)  ffaU  v.  BarrowSj  4  De  G.  J. 
factv/ring  Co.,  53  How.  Pr.  463.  k,  8.  150.     See,  too,  the  Clothiers' 

(b)  And  compare  the  reference  case,  suggested  by  him  in  the 
by  Lord  Kingsdown  to  an  artist's  Leather  Cloth  Coh  ca^e,  4  De  G.  J. 
special  skill,  in  Leather  Cloth  Co.  &  6.  137 ;  and  the  remarks  of  Lord 
V.  Am&rican  Leather  Cloth  Co.,  11  Cranworth  in  that  case  in  the  House 
H.  L.  C.  623.  of  Lords,  11  H.  L.   C,   623;   and 

((?)  108  U.  S.  Rep.  218 ,  and  see  those  of  the   L.  J  J.  in  Bury  v. 

In  re  Smezey  ^J-  Dart,  62  How.  Pr.  Bedford,  4  De   G.  J.  &  S.   352. 

216  ;  and  Daly,  C.  J.'s  observations  Compare  Sherwood  v.  Andrews,  3 

in  Begeman  j*  Co.  y.  Hegeman,  8  Am.  L.  Reg.  N.  S.  588,  and  Part- 

Daly,  1.  ridge  v.  Menck,  2  Sandf.  Ch.  622, 
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use  of  the  mark  assigned  than  to  the  power  of  assigning 
it  (a),  should  now,  as  it  appears,  more  properly  apply  to 
the  registration  of  the  assignee  or  transmittee,  by  which 
the  latter  acquires,  at  least,  a  primd-facie  right  to  practise 
deceit.  The  Act,  indeed,  contains  no  provision  expressly 
directed  to  meet  a  case  of  this  kind,  the  73rd  section  being 
only  aimed  at  an  attempted  registration  of  a  mark  disen- 
titled from  the  beginning  to  protection,  by  reason  of  being 
inherently  calculated  to  deceive,  and  not  to  a  registration 
of  a  subsequent  proprietor  of  a  mark  which  has  lost  its 
right  to  protection  through  a  change  of  circumstances. 
The  spirit  of  the  Act  is,  however,  to  favour  the  general 
assignability  of  trade  marks  together  with  the  goodwill 
to  which  they  are  attached,  and  it  may  be  expected  that 
such  elements  in  a  trade  mark  as  would  impede  this 
assignability  will  very  rarely,  if  ever,  survive  the  original 
process  of  registration  now  necessary. 

Subject  only  to  the  provision  prohibiting  the  severance  Trade  marks 
of  a  trade  mark  from  the  goodwill  of  the  business  with  transferablo. 
which  it  is  connected,  the  trade  mark  is  freely  assignable. 
'^  The  right  to  a  trade  mark  may,  in  general,  treating  it  as 
property,  or  an  accessory  of  property,  be  sold  and  trans- 
ferred upon  a  sale  and  transfer  of  the  manufactory  of  the 
goods  on  which  the  mark  has  been  used  to  be  affixed,  and 
may  be  lawfully  used  by  the  purchaser"  (6).  If  this  were 
not  so^  the  value  of  a  very  valuable  and  important  part  of 


(a)  Per  Tamer,  L.  J.,  in  Bury  v. 
jBed/ard,  4  De  G.  J.  &  S.  352. 

(^)  Per  Lord  Cranworth  ia  Lea- 
iher  Cloth  Co,  v.  Ameriean  Leather 
ClMh  Co.,  11  H.  L.  C.  523 ;  and  see 
per  V.-C.  Wood  in  Aintttorth  v. 
Walwuley,  L.  R.  1  Eq.  518;  also 
Hall  y.  Barrowg,  4  De  G.  J.  A:  S. 
150 ;  Hudson  y.  Otbonie,  39  L.  J. 
Ch,  79 ;  Weed  v.  Peterson,  12  Abb. 
Pr.  N.  8. 178;  Ctfok  v.  Starkweather, 
13  ih.  392 ;  Frese  v.  Baehof  (2),  14 
BL  C.  C.  432 ;  In  re  Bohland,  10 
U.  8.  Rit.  Gaz.  980.;  Loekmood  v. 
BostftieK  2  Daly,   621 ;   Cage  v. 


Canada  Publishing  Co.,  11  Can. 
8up.  Ct.  306;  and  the  clear  and 
fall  statement  by  Daly,  C.  J.,  in 
Hegeman  ^  Co.  ▼.  Hegeman,  8  Daly, 
1.  It  was  said  by  Shipman,  J.,  in 
the  American  case  of  FUkins  ▼. 
Blaektnan,  13  Bl.  C.  C.  440,  that 
"the  right  to  the  use  of  a  trade 
mark  cannot  be  so  enjoyed  by  an 
assignee  that  ho  shall  have  the 
right  to  afliz  the  mark  to  goods 
d&ering  in  character  or  species 
from  the  article  to  which  it  was 
originally  attached." 
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the  goodwill  of  the  basiness  carried  on  by  a  person  (a) 
wonld  be  seriously  dindnished.  And  for  a  similar  reason, 
and  in  the  interest  alike  of  the  owner  of  a  trade  mark 
himself  and  of  his  assignee,  the  original  owner  will,  subse- 
quently to  assignment,  be  restrained  from  the  use  of  his 
former  trade  mark,  equally  with  persons  who  have  never 
had  an  interest  in  it  (b).  Nor  after  that  event  does  he 
retain  any  power  of  conferring  on  another  a  right  to  use 
it  (c).  The  same  will  be  the  case  if  the  sale  has  been 
made,  not  by  the  owner  himself,  but  by  his  trustee  in 
bankruptcy  (cQ.  In  the  sale  of  a  business  a  trade  mark 
will  pass  to  the  purchaser  without  special  mention  (e). 
B0g;istration       When  a  person  becomes  entitled  to  a  registered  trade 

of  subsequent         ,    i^  .  .        .  .     .  ,,  x-         r 

proprietor,  mark  by  assignment  or  transmission,  or  other  operation  of 
law,  the  way  in  which  he  has  to  obtain  the  registration 
of  himself  as  the  proprietor  (/)  is  by  sending  a  request  to 
that  effect  to  the  comptroller  (g)j  signed  in  the  same  way 
as  is  required  in  the  case  of  an  original  application  (A), 
stating  the  name,  address,  and  description  of  the  claimant, 
and  the  particulars  of  his  title,  showing  that  the  trade 
mark  has  gone  with  the  goodwill  of  the  business  (i),  and 
accompanied  by  a  statutory  declaration  verifying  the 
several  statements  made  (k).  And  further  proof  of  title 
is  to  be  furnished  to  the  comptroller  if  he  requires  it  (f). 

On  the  owner  of  a  trade  mark  becoming  bankrupt, 
his  trade  mark  is  transmitted  with  his  business  to  his 
representative  in  bankruptcy,  and  will,  together  with 


TraiuiiniEsion 
on  bank- 
ruptcy. 


(a)  Compare  the  obseryations  of 
Wood,  y.-C.|  as  to  the  sale  of  a 
trade  name,  involving  the  same  con- 
siderations, in  ChurUm  v.  DovgUu, 
Johns.  174;  also  Shijnvright  v. 
ClemenU,  19  W.  B.  699. 

(ft)  Bury  V.  Bedford,  4  De  G.  J.  k 
S.  352;  and  see  Churton  v.  JDovglas, 
Johns.  174. 

(o)  Sohl  V.  GeUendyrf,  1  Wils. 
(Ind.)  60;  FilHnsy.  Blaek$naH,  13 
Bl.  C.  C.  440. 

(d)  Bitdson  y.  OAome,  39  L.  J. 


Ch.  79 ;  Hegeman  ^  Co.  v.  Hege* 
man,  8  Lfaly,  1. 

(e)  Shipwright  T.  Clement*,  19 
W.  R.  699. 

(/)  §  87. 

(g)  Bnle  86. 

(h)  Bule  87. 

(i)  Bule  88,  and  see  §  70. 

(k)  Rule  89.  For  form  of  applies^ 
tion  and  declaration,  see  Form  K 
in  Second  Schedule  to  Boles, 

(0  Bule  40. 
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the  business  and  goodwill,  be  dealt  with  by  him  (a).  But, 
apart  from  the  statutory  provisions  regulating  registration, 
it  seems  that  a  trade  mark  which  owes  its  value  to  its 
owner's  personal  skill  will  not  pass ;  and  in  the  American 
case  of  In  re  Swezey  and  Da/rt  (b)  an  insolvent  trader  was 
directed  to  be  examined  for  the  purpose  of  ascertaining 
whether  the  value  of  the  mark  was  owing  to  such  skill  or 
to  the  general  working  of  the  factory.  And  it  has  been 
held  in  America  that  an  assignee  in  bankruptcy  cannot  sell 
a  trade  secret  or  a  trade  mark  of  which  the  main  feature  is 
the  bankrupt's  name,  so  as  to  restrict  the  bankrupt's  right 
to  use  it  (c);  and  also  that  where  one  of  the  partners 
in  a  solvent  firm  becomes  bankrupt,  his  interest  in  the  name 
or  trade  mark  of  the  firm  cannot  be  sold,  on  the  ground 
that  his  right  is  only  to  an  undivided  part  of  the  mark, 
and  that  this  is  of  no  value  apart  from  its  connection  with 
the  goodwill  (d). 

Upon  the  formation  of  a  partnership,  one  member  of  Formation  of 
which  is  the  proprietor  of  a  trade  mark,  the  trade  mark  ^*  ^^™  ^' 
will,  in  the  absence  of  express  provisions,  or  tacit  acqaies- 
cence  by  the  other  partners  in  the  previous  owner's 
retention  of  his  trade  mark  (e),  pass  into  and  become  part 
of  the  partnership  assets,  for  the  trade  mark  is  but  an 
element  of  the  trade  (/).  In  that  case  it  seems  that  the 
partner  who  has  newly  acquired  an  interest  in  the  trade 


(a)  SudsoH  V.  Osborne,  39  L.  J. 
Ch.  79;  CaUony,  GiUa/rd,  44  L.  J. 
Ch.  90 ;  Bury  v.  Bedford,  4  De  G. 
J.  fc  S.  362 ;  E9  parte  Yovaig,  Dig. 
537;  Rogers  ▼.  Taintor,  97  Mass. 
291 ;  Hegeman  ^  Co.  v.  Hegenum, 
8  Dsdj,  1;  Warren  v.  Warren 
Thread  Co.,  134  Mass.  247.  And 
Bee  Lenffman  v.  Tripp,  2  Bos.  k  P. 
V.  B.  67 ;  B.ndiEmpaHe  Foss,  2  De 
G.  tc  J.  230. 

(J)  62  How.  Pr.  216. 

(e)  HeUnhold  v.  Hdmhold  Ufanu- 
faeiyring  Co.,  63  How.  Pr.  463; 
Iowa  Seed  Co.  v.  Borr,  70  Iowa, 
481. 

(i)  Taylor  v.  Bemis,  4  Bias.  406. 


(e)  Kidd  v.  Johnson,  100  U.  8. 
Bep.  617,  practically  reyersing 
Xidd  ^  Co,  V.  MiUs,  Johmon  ^  Co,, 
6  U.  S.  Pat.  Qaz.  837. 

(/)  Bwry  V.  Bedford,  4  De  G. 
J.  &  S.  352,  per  Tnmer,  L.  J. 
And  see  Condy  v.  Mitehsll,  37 
L.  T.  N.  8.  268,  \b,  766;  lUkins 
V.  Blaekman,  13  Bl.  C.  C.  440; 
Swift  V.  Peterst  11  U.  S.  Pat.  Gaz. 
1110;  Rogers  v.  Taintor,  97  Mass. 
291;  Sohier  v.  Johnson,  111  Mass. 
238;  Weston  v.  Ketoham  (2),  61 
How.  Pr.  465 ;  Tale  Cigar  Manu- 
faeturing  Co.  v.  Yale,  30  U.  8.  Pat. 
Gaz.  1183. 
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mark  will  be  entitled  to  registration  as  joint  proprietor 
with  his  partner  who  is  already  on  the  register.  And 
where,  without  the  actual  formation  of  a  partnership, 
three  persons  agreed  to  carry  on  business  in  common, 
one  manufacturing,  another  acting  as  exporting  agent, 
and  the  third  as  consignee  and  merchant  at  Rangoon,  it 
was  held  on  appeal  that  neither  had  an  exclusive  right 
to  the  combination  of  marks  used  on  the  goods  which  had 
passed  through  this  course,  though  some  of  the  marks  in 
the  combination  had  been  used  separately  by  one  of  the 
three  before  the  arrangement  between  them  was  made ; 
the  decision  being  based  on  the  fact  that  the  combination 
as  a  whole  had  come  to  denote  goods  which  had  passed 
through  the  hands  of  all  three  (a). 
Dissolution  of     Upon  the  dissolution  of  a  partnership  amonfif  whose 

partnership.  ^  xr  ir  o 

property  a  trade  mark  is  included,  whether  that  dissolution 
be  brought  about  by  the  mutual  agreement  of  the  partners 
or  by  the  death  of  one  of  them,  the  trade  mark,  as  forming 
part  of  the  partnership  assets,  and  also  on  account  of  its 
close  connection  with  the  goodwill  of  the  business,  mnst 
be  treated  in  the  same  way  as  the  business  and  goodwill 
are  treated,  unless  there  is  an  express  agreement  for  its 
discontinuance.  If  the  business  and  goodwill  are  sold, 
the  trade  mark  will  be  included  in  the  sale  (6) ;  if  the 
share  of  the  retiring  or  deceased  partner  is,  by  arrange- 
ment, taken  over  by  the  continuing  or  surviving  partner 
or  partners,  the  retiring  or  deceased  partner's  interest  in 
the  trade  mark  passes  with  his  share  in  the  business,  and 
must  be  included  in  the  valuation  of  that  share  (c);  if  the 


(a)  Robinson  v.  Unlay,  9  Ch.  D. 
4 87.  Compare  In  re  JoTies,  63  L.  T. 
N.  S.  1. 

(b)  Bradbury  v.  DickeTUy  27  Beav. 
63 ;  liaU  v.  Barrows,  4  De  G.  J.  A: 
S.  150 ;  Banks  y.  CHbson,  34  Beav. 
666 ;  Rogers  v.  Tairvtor^  97  Mass. 
291 ;  Artnisteadv,  BlackweU,  I  U.S. 
Pat.  Gaz.  603. 

(jb)  Banks  v,  CHbson,  34  Beav. 


666 ;  ffall  v.  Barrom,  4  De  G.  J. 
&  8.  160 ;  Hazard  v.  Caswell^  93 
N.  Y.  269;  Gage  v.  Canada 
Publishing  Co.,  11  Can.  Sup.  Ct. 
306;  Hoxi^  v.  Chaney,  143  Mass. 
692.  But  it  seems  that  if  a  re- 
tiring partner  sets  up  no  daim 
to  an  interest  in  the  trade  mark, 
and  the  continuing  partner  con- 
tinues to   use   it  without  objec- 
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partners  merely  agree  to  divide  the  partnership  assets^  so 
that  each  in  effect  carries  on  the  same  business,  though 
they  carry  it  on  severally  instead  of  jointly,  then  each  is  at 
liberty  to  use  the  mark  as  he  did  before  (a).  Thus,  where 
H.  B.  Condy  had  brought  into  a  partnership  formed  between 
himself  and  one  Mitchell  certain  trade  marks,  which  con- 
sisted in  part  of  the  former's  name,  it  was  held  that  after 
the  dissolution,  on  which  the  goodwill  became  divisible  in 
equal  shares  between  the  partners,  Mitchell  was  equally 
entitled  with  Condy  to  continue  to  use  the  trade  mark  (b). 
And  where  certain  partners  sold  to  their  co-partner  their 
interest  in  the  business  premises  and  in  certain  personal 
property  connected  with  the  business,  but  not  their  interest 
in  the  goodwill  or  trade  mark,  it  was  held  that  they 
retained  their  right  to  use  the  trade  mark  concurrently 
with  their  former  co-partner  (c). 

Where  a  trade  mark  has  been  transmitted  by  the  death  TranBmiaBion 
of  the  registered  proprietor,  his  legal  personal  representa-  ^  death, 
tive  will  be  recognised  as  having  the  title  to  the  mark. 
So  long  since  as  the  reign  of  King  George  II.,  Lord 
Hardwicke,  C,  decided  {d)  that  shares  in  the  goodvdll  of 
a  newspaper,  entitled  The  St.  James's  Evening  Posty  were 
to  be  considered  as  part  of  the  personal  property  of  the 
proprietor ;  and  that,  on  the  death  of  the  proprietor,  his 


Hon,  tbe  former  will  be  held  to 
have  giyen  up  his  interest  in 
favoor  of  the  Utter:  Kidd  Jh  Cd. 
T.  MilUt  Joktuen  4'  Co,,  5  fj.  S. 
Pat.  Gaz.  337.  See  Kidd  v.  Johji- 
mm^  100  U.  S.  Rep.  617 ;  HoU  y. 
Menauiez,  128  U.  8.  Bep.  182 ;  and 
Simpaon  v.  Wright  (1),  15  U.  8. 
Pat.  Gaz.  248.  On  the  other  hand, 
the  continued  use  of  the  mark  by 
the  retiring  partner,  even  on  a 
■purlous  article,  is  evidence  of  his 
intention  to  preserve  his  interest 
in  the  mark:  Wright  v.  Simpitm, 
15i&.968. 

(a)  Banii  v.  Oibion,  34  Beav. 
566.  And  see  BoTid  v.  Milboum^ 
20  W.  B.  197;  Weston  v.  Xetehamt 


(1),  39  N.  Y.  Super.  Ct.  64;  S.  0. 
(2),  51  How.  Pr.  466;  Young  v. 
Jones  Bros,  Sc  Co.,  3  Hughes,  274 ; 
HoMird  y.  Camell,  93  N.  Y.  259 ; 
BoUnton  v.  Finlay,  9  Ch.  D.  487. 
In  In  re  Jones,  53  L.  T.  N.  8.  1,  it 
was  held  that  neither  of  tbe  parties 
to  a  joint  adventure  was  entitled, 
after  this  had  come  to  an  end,  to 
use  or  register  tbe  joint  trade 
marks  as  against  the  others. 

(J)  Condy  v.  MitcheU,  37  L.  T. 
N.  8.  268,  766. 

{&)  Huwer  v.  Dannenhoffer,  82 
N.  Y.  499;  Hazard  v.  CasmU,  93 
N.  Y.  259. 

(<0  eHbUtt  v.  Bead,  9  Mod. 
459. 
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Bequest  of 
trade  xnaik. 


Several 
proprietors. 


trade  mark  passes  to  bis  personal  representative  with  the 
remainder  of  his  personal  property  has  never  been  ques- 
tioned (a).  Where  letters  of  administration  to  a  person 
who  had  adopted  a  trade  mark  for  an  article  of  his  inven- 
tion had  not  been  taken  out,  it  was  held  that  his  son  could 
not,  bj  merely  continuing  to  make  the  article  and  use  the 
trade  mark  after  his  father's  death,  acquire  a  right  in  the 
trade  mark  so  as  to  be  entitled  to  prevent  another  person 
from  using  it ;  still  less  could  a  purchaser  of  the  son's 
business  do  so  (6).  But  a  rather  different  view  of  the 
results  of  such  a  proceeding  has  been  taken  in  America  (c). 

The  proprietor  of  a  trade  mark  may  bequeath  it  accord- 
ing to  pleasure  (cQ,  but  this  is  subject  to  the  provisions 
prohibiting  its  transmission  otherwise  than  in  connection 
with  the  goodwill  of  his  business  (e),  and  a  registered 
series  of  marks  can  only  be  transmitted  as  a  whole  (/). 

By  means  of  bequest,  dissolution  of  partnership,  &c.,  it 
is  possible  for  more  than  one  person  to  become  severally 
entitled  to  the  same  trade  mark  at  the  same  time  (gr),  and 
concurrent  rights  may  similarly  arise  by  reason  of  concur^ 
rent  substantial  user  by  more  firms  than  one  (A).  In  such 
cases  it  was  provided  by  the  old  rules,  now  repealed,  that 
the  several  claimants  might,  by  their  common  consent, 
be  registered  separately  as  separate  proprietors  of  such 
trade  mark ;  and  although  no  such  provision  is  contained 


(a)  Thus,  in  Croft  v.  2>ay,7  Beav. 
84,  28  Leg.  Obs.  378,  the  successful 
plaintiffs  were  the  executors  of  the 
former  proprietor  of  the  business 
and  trade  mark.  Bee  In  re  Fwrina, 
(4),  44  L.  T.  N.  S.  99. 

(*)  Ifiwend^n  v.  Lloyds  18  W.  R. 
1 1 32.  And  see  Singleton  v.  BoUon, 
3  Doug.  293. 

(p)  PratetA^^al,  117  Penn.  St. 
401. 

(d)  Dent  v.  TVwywi,  2  J.  &  H. 
139 ;  M'Lean  v.  Fleming,  96  U.  8. 
Bep.  245. 

(0  §  70.  And  see  Rules  38,  39, 
and  Form  E. 


if)  §66. 

(g)  Mine  v.  Lart,  10  Jur.  106 
Dent  V.  Tu/rpin,  2  J.  &  H.  139 
Bank*  V.  Gibean,  34  Beav.  566, 
and  see  SofUhem  v.  BeynoUUj  12 
L.  T.  N.  8.  75;  and Pratfs  Ap^eal^ 
117  Penn.  St.  401. 

W  J^^^  PonfeU,  Dig.  689;  Tn 
re  Jelley,  Son  Jf"  Jones,  51  L.  J. 
Ch.  639 ;  Benhow  t.  Low  (4),  44 
L.  T.  N.  8.  875 ;  Day  v.  NedU, 
V.-O.  B.,  May  24th,  1881 ;  In  re 
Jlodeon  ^  Co.,  26  Sol.  J.  43 ;  and 
other  cases  on  the  Three  Mark 
Bule.    Bee  note  (e)  to  §  72,  iftfra. 
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in  the  new  roles,  it  wonld  appear  that  in  snoh  a  case  the 

comptroller  would  have  a  discretion  to  register  each  of  the 

cLaimants  (a).    Bat  where  one  of  the  claimants  has  got  on 

to  the  register^  the  coihptroUer  cannot  register  the  other 

without  the  leave  of  the  Court  (b) ;  neither  can  he  do  so 

where  either  application  is  opposed  (o). 

By  the  4th  section  of  the  Act  of  1875,  it  was  provided  Position  of 

that  every  proprietor  registered  in  respect  of  a  trade  mark  pr^rietors. 

subsequently  to  the  first  registered  proprietor  was,  as 

respected  his  title  to  that  trade  mark,  to  stand  in  the  same 

position  as  if  his  title  were  a  continuation  of  the  title 

of  the  first  registered  proprietor  (d).    This  section  is  not 

re-enacted,  but  there  appears  to  be  no  doubt  that  in 

ordinary  cases  the  result  will  be  the  same  as  if  it  had 

been.    It  may  be  noticed  that  by  §  76  the  privileges 

conferred  by  §   3  of  the  Act  of  1875  upon  the  first 

registered  proprietor  are  now  given  to  the  registered 

proprietor. 

3.  JHscorUiamance. 

In  order  for  a  trade  mark  to  be  entitled  to  protection,  When  trade 
it  is  now  necessary  either  that  the  trade  mark  shall  be  tected. 
registered,  or,  if  an  old  mark  incapable  of  registration  is 
in  question,  that  registration  shall  have  been  refused  (e). 
The  protection  of  a  mark  once  registered  terminates, 
therefore,  with  the  cessation  of  registration. 

The  original  registration  of  a  trade  mark  is  for  a  period  l>ttratlon  of 
of  fourteen  years ;  and  unless  previously  to  the  expiration 
of  that  period  the  fee  for  continuance  is  paid,  the 
comptroller  may,  after  the  end  of  three  months  from  such 
expiration,  remove  the  mark  from  the  register,  and  in  the 
same  way  from  time  to  time  at  the  expiration  of  every 
fresh  period  of  fourteen  years  (/).  No  difficulty  need  in 
ordinary  cases  be  apprehended  from  the  prolongation  of 
registration,  for  the  exclusive  use  of  a  trade  mark  is  no 

(a)  See  §  71.  (d)  Compare  Eavenden  v.  Lloyd, 

(b)  §  72.1  18  W.  R.  1132. 

(c)  i  69.  W  §  77.  CO  §  79  (1),  (2). 
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BestomtioD  to 
register. 


Must  be  a 
vendible 
article  with 
trade  mark 
attached. 


Registration 
now  equiva- 
lent to  public 
use. 


injury  or  deprivation  to  the  public,  but  a  protection  against 
fraud. 

If  subsequently  to  the  expiration  of  the  fourteen  years, 
but  before  the  expiration  of  the  additional  three  months, 
the  proprietor  pays  the  increased  fee,  the  comptroller  may 
accept  the  fee  as  if  paid  before  the  expiration  of  the  fourteen 
years,  and  allow  the  mark  to  remain  on  the  register  (a). 

Even  after  the  removal  from  the  register  for  non-payment 
of  the  fee,  the  mark  may  be  restored  to  the  register  by 
the  comptroller,  if  he  is  satisfied  that  it  is  just  so  to  do, 
on  payment  of  an  additional  fee. 

Independently  of  registration  no  trade  mark  can  exist 
as  such  unless  there  is  actually  existent  in  the  market  a 
vendible  article  to  which  the  mark  is  in  some  way  affixed 
or  attached  (6),  though  it  is  not  necessary  for  the  mark  to 
be  externally  visible — e.gr.,  where  it  is  placed  on  the  bottom 
of  a  wine  cork,  which  is  not  seen  until  the  bottle  is  bought 
and  opened  (c). 

The  necessity  of  proving  the  existence  of  such  an  article 
so  marked,  in  the  case  of  registered  marks,  now  no  longer 
exists,  since,  subject  to  the  connection  with  the  goodwill  of 
the  business,  registration  is  to  be  deemed  to  be  equivalent 
to  public  use  (d)  ;  although,  if  a  mark  somewhat  similar 


(fl)  §  79  (3). 

(b)  Mo  Andrew  v,  Batiett,  4  De  G. 
J.  &  8.  380;  MaxTcell  v.  Hogg,  L.  K. 
2  Ch.  307  ;  JSdwards  v.  De?mU,  30 
Ch.  D.  454;  Wheeler  \.  Johnston,  3 
L.  R.  Jr.  284 ;  Candee  v.  Deere,  54 
111.  439 ;  Blackrrell  v.  IHbrell,  14 
U.  S.  Pat.  Gaz.  033;  Avery  cj-  S(mi 
V.  Meikle  cj*  Co,,  27  U.  S.  Pat.  Gaz. 
1027.  And  see  Singer  Manvfac- 
turing  Co.  v.  Wiiso7i,  2  Ch.  D.  434. 
In  Cotton  V.  GUlard,  44  L.  J.  Ch. 
90,  the  plaintiffs  had  bought  from 
the  trustee  in  bankruptcy  the  in- 
terest of  tie  bankrupt  in  a  certain 
eauce  and  in  his  trade  mark,  but 
the  sauce  being  compounded  ac- 
cording to  a  secret  wLich  the 
trustee  could  not  communicate, 
Bir  G.  Jessel,  M.  K.,  held  that  the 


plaintiff  could  not  use  or  protect 
the  trade  mark.  See  Wittkatu  v. 
Brawi,  44  Md.  303;  7'aylor  v. 
Btmit,  4  Bisis.  406 ;  Helmhold  v. 
Helmbold  Manufacturing  Co.,  53 
How.  Pr.  453  ;  Wetton  v.  A'etckam 
(1),  39  N.  y.  Super.  Ct.  54 ;  S.  C. 
(2),  51  How.  Pr.  455 ;  Manhattan 
Medicine  Co.  v.  Wood,  108  U.  S. 
Rep.  218;  Morgan  v.  Sogers,  l\} 
Fed.  Rep.  596. 

(c)  Moet  V.  PwheHng,  8  Ch.  D. 
372  ;  Moet  v.  Clybown,  Dig.  533. 

(Jt)  §  75.  This  is  so  also  in  the 
United  States :  In  re  Dut^her 
Temple  Co.,  U.  S.  Pat.  Comm. 
Decis.  1871,  248.  See  Stemherger 
V.  TJialheimer,  3  U.  8.  Pat.  Gax. 
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to,  but  not  identical  with,  the  registered  mark  has  been 
used  on  goods  on  which  the  registered  mark  has  never 
been  used,  thoagh  they  are  covered  by  the  registration, 
the  Court  may  decline  to  recognise  the  probability  of 
deception  (a).  Bat  in  the  case  of  old  marks,  it  seems 
that  a  certificate  of  refusal  will  not  entitle  the  unsuccessful 
applicant  to  his  remedy,  if  discontinuance  can  be  estab- 
lished. The  34th  Rule  under  the  Act  of  1875  contained 
provisions  intended  to  prevent  the  continuance  of  restric- 
tions which  no  longer  served  any  useful  purpose,  and  this 
was  put  into  practice  in  the  case  of  In  re  Ralph  (6).  It 
has  not  been  re-enacted ;  but  since,  by  §  70,  a  trade  mark 
is  determinable  with  the  goodwill,  it  may  be  held,  though 
it  is  not  clear,  that  the  CJourt  has  jurisdiction  under  §  90  to 
remove  from  the  register,  on  the  application  of  any  person 
aggrieved,  a  trade  mark  which  has  lost  its  right  to  existence 
by  the  discontinuance  of  its  proprietor's  business.  Whether 
this  is  so  or  not,  it  appears  very  improbable  that  in  such 
a  case  an  injunction  would  be  granted  to  protect  it. 

"  That  the  right  to  use  a  trade  mark  may  be  lost  by  Abandon- 
abandonment  or  disuse  is  too  clear  to  need  argument  or  ^^^J*^ 
the  sapport  of  authority  "  (c),  and  the  neglect  on  the  part 
of  the  owner  which  is  fatal  to  his  exclusive  right  may 
either  take  the  shape  of  cessation  of  user  on  his  own  part, 
or  of  the  growth  of  a  concurrent  right  in  others.  Each  of 
these  depends  upon  intention.  "  To  constitute  abandon- 
ment "  (i,e.  by  cessation  of  user)  "  an  intention  to  abandon 
must  be  shown.  Mere  non-user  of  a  trade  mark  can  no 
more  be  said  to  constitute  abandonment  than  the  mere  non- 
user  of  a  right  to  foul  a  stream  belonging  to  a  mill  as  an 
easement  can  be  said  to  constitute  an  abandonment  of  the 
easement "  (d).     But  when  the  word  claimed  as  a  trade 

(a)  I!dward$  v.  Dennis,  30  Ch.  See  Lavergiie  v.  Hoopnr^  Ind.  L.  K. 

D.  454.  8  Mad.  149. 

(*)  25  Ch.  D.  194.  (rf)  Per  Chitty,  J.,  in  Mouson  4' 

(e)  Per  Hughes,  J.,  in  BlaekmeU  Co,  v.  Boehm,  26  Co.  D.  398.    It 

T.  IHirell,  14  U.  S.  Pat.  Gaz.  633.  would  be  evidence  of  intention  to 
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mark  had  not  been  used  daring  a  period  of  eleven  years,  and 
the  sale  of  the  article  on  which  it  had  been  nsed  had  been 
discontinued,  and  the  labels  on  which  it  had  appeared  had 
been  destroyed,  it  was  held  that  there  had  been  abandon- 
ment (a). 
Abandon-  "  The  question  of  abandonment "  (i.e*  by  non-interference 

TCrmittingin-  ^^^^  infringers)  "  is  one  of  intention,  and  the  burden  of 
mngements.  establishing  it  lies  upon  the  party  who  affirms  it,"  said  an 
American  judge  (6) ;  and  in  the  same  way  it  was  said  in 
the  High  Court  of  Bengal  (o)  that  the  right  of  property  in 
a  trade  mark  acquired  by  user  ''would  continue  until 
it  had  been  proved  by  evidence  that  the  proprietor  had 
abandoned  it."  In  particular,  where  the  trade  mark  owner 
is  ignorant  of  infringements  taking  place,  it  will  not  be  held 
that  he  has  abandoned  his  rights  because  of  his  frdlure  to 
enforce  them,  that  failure  being  due  to  his  ignorance  of  what 
was  going  on  (d) ;  but  it  may  be  assumed  that  there  must 
be  reasonable  diligence  shown  in  the  defence  of  his  rights. 
Distinctive  With  respect  to  trade  marks  consisting  of  words  which 
di^oriptive.  originally  were  distinctive,  it  has  occasionally  happened 
that  they  have  ceased  to  denote  the  manufacture  of  any 
particular  person,  and  have  become  simply  descriptive  of  a 
certain  article  or  a  certain  principle  of  manufacture.  When 
that  has  become  the  case,  such  words  have  ceased  to  be 
capable  of  protection  as  trade  marks,  having  become  ^nt&^ici 
juriSy  open  to  the  use  of  all  (e).    But  a  composite  mark  is 


abandon  if  a  trade  mark  owner 
were  to  break  i]p  his  moolds  and 
erase  the  mark  m>m  his  books  and 
lists:  lb, 

(a)  In  re  Oraamith,  60  L.  T. 
N.  S.  612. 

{b)  Morris,  Comm.,  in  Julian  v. 
Hoofier  DriU  Co.,  75  Ind.  408,  in 
which  a  delay  of  three  years  was 
held  not  to  amount  to  abandon- 
ment. 

(p)  In  Orr-Ihtinff  ^  Co,  v,  Orant, 
tSmith  4'  Co,,  2  Hyde,  186,  per 
Levinge,  J. 

(d)  Weldon  v.  Diekt,  10  Ch.  D. 


247 ;  In  re  FaHna  (2),  27  W.  R. 
466;  Mouion  ^  Q).  v.  Boehmy  26 
Ch.  D.  398 ;  WilliamM  t.  Adtvm^,  8 
Biss.  462;  Sawyer  y,  KeUogg,  7. 
Fed.  Rep.  721 ;  9  ib,  601. 

(0  Per  Hellish,  L.  J.,  in  Ford 
V.  Foster,  L.  R.  7  Ch.  611.  And 
see  Whaler  4'  WUion  Manu- 
facturing Co,  v.  Shakemeare^  39 
L.  J.  Ch.  36 ;  Liebig^s  Extract  of 
Meat  Co,  v.  Banbwy,  17  L.  T.  N.  8. 
298 ;  Same  v.  Andertnn,  W.  N.  1888, 
p.  185 ;  iMenby  v.  WhUe,  41  L.  J. 
Ch.  364 ;  In  re  Hyde  ^  Co,,  7  Ch. 
D.  724 ;  Browne  v.  Dreewutn,  W.  N. 
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not  abandoned  by  isolated  words  or  symbols  contained 
in  it  being  nsed  by  others  (a) ;  and  it  has  been  held  in 
America  that  where  a  word  has  been  properly  appropriated 
as  a  trade  mark,  and  has  not  been  formally  abandoned, 
ose  in  a  descriptive  sense  by  persons  other  than  the  pro- 
prietor does  not  make  it  open  to  the  public  (b).  Where 
a  name,  which  it  has  been  attempted  to  appropriate  as  a 
trade  mark,  has  been  in  &ct  descriptive  throughout,  the 
case  can  hardly  be  said  to  have  arisen  of  a  discontinuance 
of  a  trade  mark,  inasmuch  as  it  was  invalid  originally  (c). 

In  this  connection  the  ^'  three-mark  rule,"  as  it  is  called,  The  Three 
becomes  of  importance.  This  rule  originated  in  the  ^"^  ^^®" 
discovery — soon  after  the  Act  of  1875  came  into  opera- 
tion— that  the  same  or  substantially  the  same  trade  mark 
was  in  many  instances  in  use  by  more  firms  than  one^ 
generally  carrying  on  business  in  different  parts  of  the 
country;  and  in  order  to  avoid  injustice  being  done  in 
snch  cases  the  rule  was  laid  down  by  the  Commissioners  of 
Patents,  and  acted  on  in  various  decisions  of  the  Courts, 
that  where  two  or  three  firms  could  prove  that  they  had 
used  the  same  or  substantially  the  same  mark  on  the  same 
or  substantially  the  same  goods,  to  a  substantial  extent, 
before  the  passing  of  the  Act  of  1875,  each  should  be 
allowed  to  register ;  but  that  where  the  mark  had  been 
used  by  more  than  three  firms  it  was  common  to  the 
trade  (d) ;  and  on  this  principle  it  has  been  held  that  various 


1873,  p.  178 ;  Zea  v.  Millar,  Dig. 
513;  Lea  y.  Ihakin,  11  Biss.  23; 
iVfva  Stearins  Co,  t.  Mowling^  9 
Vict  L.  B.  (E.)  98;  Lamrenoe 
Mimitfaetfiring  Co,  v.  Tewneuea 
Mamitfactwring  Co,,  31  Fed.  Rep. 
776;  Smith  v.  7m«#,  32  Alb.  L.  J. 
455;  Wotfe  t.  Ooulard,  18  How. 
Pr.  64;  R.  Cox,  226;  Bwrhe  v. 
OufM,  45  CaL  467 ;  13  Amer.  Bep. 
204. 

(a)  Sohl  V.  Oeisendorf,  1  Wils. 
(Ind.)  60;  IVley  v.  OUld,  16  Bl. 
C.  C.  376. 

{b)  CelltUoid  Manitfacturinff  Co. 


V.  CelUmxto  Mamiifaeturlng  Co., 
32  Fed.  Bep.  94 ;  Selohow  v.  BaJier, 
93  N.  T.  69;  SooUti,  J^c,  de  la 
BirUdiotine  v.  MiealovUoh,  36  Alb. 
L.  J.  364. 

(p)  Young  v.  Macrae,  9  Jur.  N.  S. 
322 ;  Raggett  v.  Mndlater,  L.  B.  17 
Eq.  29 ;  In  re  Horsbiirgh,  53  L.  J. 
Ch«  237 ;  Bowland  v.  Breidenbaoh, 
Dig.  386 ;  In  re  Leonard  Sf  MIU, 
26  Cb.  D.  288 ;  Bulloch,  Lade  4"  Co, 
V.  Oray,  19  Joum.  of  Jorisp.  218; 
and  see  p.  62,  note  (0),  eupr^, 

(d)  See  note  (e)  to  §  72,  i^frd. 


name. 
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marks  were  common  in  dififerent  trades  (a).  This  role  is 
now  incorporated  in  §  74,  so  far  as  is  necessary  for  the 
purpose  of  determining  what  parts  of  a  composite  mark 
must  be  disclaimed  as  common. 
Trade  mark  In  Braham,  V.  Bustard  (b)  and  Ford  v.  Foster  (c)  it  was 
doned  bj'  ^^^^  ^^^^  ^^^  habitual  use  of  the  manufacturer's  name 
habitual  user  (which  was  alone  a  sufficient  trade  mark),  before  the  special 
tion  with  and  distinctive  appellation  of  ^'  Excelsior  "  in  the  one  case 
and  '^  Eureka  "  in  the  other,  did  not  amount  to  an  abandon- 
ment of  the  manufEicturer's  right  in  those  appellations 
when  used  without  the  name,  but  that  the  manufacturer 
remained  entitled  to  his  essential  mark.  In  Lea  v. 
Millar  (d)  it  was  held  that,  in  addition  to  the  evidence  as 
to  the  common  use  of  the  alleged  trade  mark  by  persons 
other  than  the  plaintiff,  the  fact  that  the  plaintiff  had 
recently  adopted  a  new  label  upon  his  goods,  on  the 
ground  that  his  existing  label  did  not  afford  sufficient  pro- 
tection, was  a  public  abandonment  of  the  latter.  And  in 
Manhattzn  Medicine  Co.  v.  Wood  («),  it  was  held  that  a 
trade  mark  had  been  lost  by  abandonment,  a  new  form  of 
bottle  and  label  having  been  adopted  in  place  of  the  old 
ones.  An  exclusive  right  to  a  mark  may  be  lost  by  its 
owner  using  it  habitually  and  exclusively  upon  goods  which 
pass  through  other  persons'  hands  so  that  they  acquire  a 
right  in  it  (/)  ;  and  it  would  appear  that,  notwithstanding 
certain  American  decisions  (g)  to  the  effect  that  the  habitual 
addition  to  a  label  of  the  name  of  the  merchant  to  whom 
the  goods  are  supplied  does  not  deprive  the  owners  of  the 
label  of  their  right  to  it,  yet  such  a  practice  would  cause 
the  label  to  lose  its  distinctive  character  as  indicating  its 
proprietor's  goods  (h). 

(a)  See  notes  to  §  74,  in/rd,  {g)  Pike  Manxtfttcturing  Co.  t. 

{b)  1  H.  &  M.  44/.  Cleveland  Stone  Co,,  35  Fed.  Hep. 

(c)  L.  R.  7  Ch.  611.  89G;  Sheppard  j*  Co.  v.  StuaH  4' 

{d)  Dig.  513.  Petereon,  13  Phiia.  117. 

{e)  108  U.  8.  Rep.  218.  (A)  Wood  v.  Lambert,  32  Ch.  D. 
(/)  MobinsoH  v.  n»lay,  9  Ch.  D.      247. 
487. 
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It  has  been  held  in  the  United  States  that  a  partner  Abandon- 

,  moot  by  ft 

who,  on  retiring  from  the  partnership,  sets  up  no  claim  to  retiring 
an  interest  in  the  trade  mark,  and  sees,  without  objection,  Partner, 
the  remaining  partner  continuing  to  use  it,  must  be  taken 
to  have  abandoned  all  interest  in  it  (a).  But  it  has 
also  been  held  in  America  that  the  continued  use  of  the 
mark  by  the  retiring  partner,  even  on  a  spurious  article, 
is  evidence  that  he  does  not  intend  to  abandon  his 
interest  (b). 

In  Browne  v.  Freeman  (c)  it  was  held  that  the  plaintiff,  Abandon- 
having  previously  commenced  a  suit  against  an  infringer  dismissal 
of  his  trade  mark,  and  then  having  got  his  bill  dismissed  ^^  ^^^^* 
with  costs,  in  consequence  of  being  advised  that  his  right 
was  doubtfrd,  had  lost  all  rights  in  the  trade  mark.  Under 
the  registration  system  such  a  loss  of  trade  mark  can 
seldom  occur  except  in  the  case  of  unregistered  though  cer- 
tified marks,  since  the  rights  of  a  proprietor  of  a  registered 
mark  are  such  that  it  is  impossible  to  suppose  that  in 
many  cases  such  a  proprietor  would  resign  his  claims 
without  a  struggle.  With  respect  to  marks  unregistered, 
or  even  uncertified,  there  does  not  appear  to  be  anything 
in  the  Act  to  prevent  proof  of  the  imitation  of  such  marks 
being  given  in  support  of  an  action  for  unfair  competition 
in  trade  carried  on  by  means  of  actual  intentional  fraud, 
and  not  depending  solely  on  the  similarity  of  the  marks. 

On  the  whole,  it  may  be  expected  that,  with  respect  Abandon- 
to  registered  marks,  there  will  be  in  the  future  but^-jg^ered 
little  discontinuance  or  abandonment,  except  where  re-ma^^kanotto 

^  be  antici- 

gistration    has    been   discontinued,    in    consequence    ofpated. 
non-compliance  on  the  part  of  the  registered  proprietor 
with    the    requirements    of   the    Act    with    respect    to 
prolonged  registration. 

{a)  JRddJtCd.Y.  MilU,Johnwn  MenendeZy    128   U.   S.    Rep.   182. 

J^  Co..  b  U.  S.  Pat.  Gaz.  337 ;  but  (h)  Wright  v.  Simpson,  16  U.  8. 

s«e  Kidd  v.  Johnson,  100  U.  8.  Rep.  Pat.  Gaz.  968. 

617.    8ee  also  Sirijf^  v.  Peters,  11  (o)  12  W.  R.  306;  and  see  W.  N. 

U.  8.  Pat.  Qaz.  1110;  Svn^son  y.  1873,  p.  178.    See  Massam  v.  Thor- 

Wright  (1),  16  ib.  248;   MoU  v.  ley's  CaUU  Food  Ci7.,14Ch.  D.748. 
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Infringement      In  LemovM  V.  OwnJtoa  (a),  a  plaintiff  was  allowed  to 
loark.  recover  nominal  damages  for  the  infiringement  by  the 

defendant  of  a  trade  mark  which  the  plaintiff  had  formerly 
nsed,  but  had  ceased  to  use  for  a  year.  And  it  has  also 
been  held  by  the  United  States  Commissioner  of  Patents 
that  a  person  who,  after  having  acquired  certain  rights 
in  a  trade  mark,  has  discontinued  his  business  for  several 
years,  recovers,  on  again  commencing  business,  superior 
rights  in  the  trade  mark  to  those  possessed  by  another 
person  who  has  used  the  mark  during  the  period  of  dis- 
continuance (b). 
Effect  of  By  §  79  (5),  as  amended  by  the  Act  of  1888,  a  registered 

^^y®  trade  mark  removed  fix)m  the  register  is,  for  the  purpose 

of  any  application  for  registration  during  one  year  next 
after  the  date  of  such  removal,  to  be  deemed  to  be  a  trade 
mark  already  registered. 
Cancellation.  By  §  91  power  is  given  to  the  comptroller  upon  a 
proper  application  to  cancel  the  whole  or  a  part  of  the 
entry  of  a  trade  mark  on  the  register.  In  this  case  a 
statutory  declaration  by  the  registered  proprietor  is 
necessary  (c). 

(a)  2  E.  D.  Smith,  843 ;  B.  Goz,         (jd)  See  notes  to  §  91,  infrh,  and 
142.  FonoB  O.  and  P 

(V)  Armi^tead  t.  Blaohtell,  1 
U.  8.  Pat.  Gaz.  603. 


CHAPTER  IV. 

INFRINGEMENT. 

When  an  action  has  been  commenced,  having  for  its  Requisites  for 
object  the  restraint  of  an  unfair  competition  in  trade,  "^2®°^ 
carried  on  by  means  of  an  employment  by  the  defendant 
of  a  trade  mark  identical,  or  nearly  identical,  with  the 
plaintifiTs,  there  mast  be  established,  in  order  for  the 
action  to  be  successfhl,  the  existence  of  the  trade  mark, 
the  plaintiff's  ezclnsive  right  therein  (a),  the  fact  of  an 
imitation,  and  the  absence  of  licence  or  acquiescence  on 
the  part  of  the  plaintiff  (6). 

Assuming,  then,  the  validity  of  the  trade  mark  and  the  ft^t  of 
rights  of  the  plaintiff  therein  to  be  established,  the  next  "^  ^^^^^^ 
and  most  important  point  for  the  plaintiff  to  prove  is  the 
fact  of  infringement.  The  plaintiff  has  no  right  to  say 
that  the  defendant  shall  not  sell  exactly  the  same  article, 
better  or  worse,  or  an  article  looking  exactly  like  his  own 
unpatented  article;  but  he  has  a  right  to  say  that  the 
defendant  shall  not  sell  such  article  in  such  a  way  as  to 
steal  (so  to  call  it)  the  plaintiff's  trade  mark,  and  make 
purchasers  believe  that  it  is  the  manufacture  to  which  that 
trade  mark  was  originally  applied  (o).  In  the  language  of 
the  Common  Law,  the  defendant  has  no  right  to  sell  his 
goods  ^^  as  and  for  "  those  of  the  plaintiff  (c2)  ;  and  '^  where 

(a)  As  to  this,  see  Wttthaus  v.  Co,  v.  Atn&ncan  Leather  Cloth  Co., 

Braiun,  44  Md.  303 ;  POpham  v.  4  De  G.  J.  &  S.  137. 

WUoox,SS  N.  Y.  Super.  Ct  274;  (o)  See  per  Lord  Cranworth,  C,  in 

WegUm  y.Keteham  (1)  and  (2),  39  Uf.  Farina  v.  Silverlock,  6  De  G.  M.  &  G. 

54;  51  How.  Pr.  455;  and    Com-  214;  and  per  Lord  Langdale,  M.R., 

pagme  Laferme  v.  Hendriekx,  Dig.  in  Franks  v.  Weaoery  10  Beav.  297. 

512.  (d)  Syhei  v.  8yke9, 3  B.  &;  Or.  641 ; 

(d)    See    Mnahan    t.    BoUon,  Mori$ony,8almon,2'hlsai,8LQ.3Sf); 

15  ir.  Ch.  75 ;  and  Leather  Cloth  Crawihay  v.  Thoinpson,  4  ib.  357. 
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Fraadalent 
intention. 


it  is  shown  that  a  dealer'  has  the  imitated  article  in  his 
store^  and  offers  it  for  sale  as  genuine,  even  though  but  a 
single  sale  is  proved  (a),  that  is  sufficient  to  sustain  an 
injunction  against  a  continuance  of  the  wrong,  and  an 
action  for  such  injunction  will  not  be  'defeated  solely  on 
the  ground  that  on  the  day  it  is  brought  the  dealer  happens 
not  to  have  any  of  the  article  on  hand"  (6). 

The  question  of  how  far  a  fraudulent  intention  in  the 
mind  of  the  defendant  was  necessary  to  entitle  the  plaintiff 
to  obtain  redress  from  him  long  remained  a  subject  of 
discussion  in  connection  with  trade  marks.  The  doctrine 
of  the  Common  Law  was  that,  inasmuch  as  the  only 
manner  in  which  the  Common  Law  could  be  set  in  motion 
to  repair  the  wrongful  proceedings  of  an  infringer  was  by 
the  institution  of  an  action  on  the  case  (c),  an  allegation 
of  intentional  fraud  (d),  supported  by  evidence,  was 
necessary  to  enable  the  plaintiff  to  bring  his  action  to  a 
successful  conclusion  (e). 

While,  however,  it  was  necessary  at  Common  Law  for  a 
fraudulent  intention  to  be  proved,  it  was  not  required  that 
the  defendant  should  have  represented  to  his  immediate 
purchaser  that  the  goods  marked  were  of  the  plaintiff's 
manufacture ;  it  was  sufficient  to  bring  the  case  within  the 
reach  of  the  law  if  he  had  sold  the  goods  for  the  purpose 
of  their  being  resold  as  and  for  goods  of  the  plaintiff's 
manufacture,  which  object  the  mark  attached  to  them  by 
the  defendant  would  be  calculated  to  facilitate  (/). 
Early  doctrine      When  plaintiffs  in   trade-mark  cases  bei?an  to  seek 

in  Chancery.  ^  ° 

(a)   See  Bondicr  v.  Depatie,  3      t*.  367 ;  Bodgers  v.  Nirmil^  5  C.  B. 

109 ;  and  Jfyw*  V.  J?<i*«-,  3  H.  &  N. 
802.  See,  too,  per  Parke,  B.,  in 
Taylor  v.  Ashton,  11  M.  &  W.  415. 
(/)  Syket  V.  Sykes,  3  B.  &  Cr, 
541 ;  and  see  ChappeU  v.  Daridum^ 
2  K.  &  J.  123  ;  Roie  v.  Lofttu,  47 
L.  J.  Ch.  676 ;  Orr-Euing  ^  Co.  v. 
Johfuton  ^  Co.,  7  App.  Cas.  219; 
Balfour  ^-  Co,  v.  Killmm  .J-  Co^  1 
Hyde,  270. 


First  pur- 
chaser not 
deceived. 


Dorion  233. 

(h)  Per  the  New  York  Court  of 
Appeals  in  Lorn  v.  Hart,  90  N.  Y. 
457. 

((?)  See  Cramthay  v.  Thompton^ 
4  Man.  &  G.  357. 

{d)  I.e.,  that  the  defendant  had 
acted  knowingly — scienter. 

(e)  Singleton  v.  Bolton,  3  Dong. 
293 ;  Morison  v.  Salmon,  2  Man.  & 
G.  385 ;  Orawihay  y.  Thompson,  4 
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redress  in  the  Court  of  Chancery,  desirous  of  obtaining 
the  more  convenient  remedy  by  way  of  injunction  and 
account,  which  was  superior  to  the  damages  to  be  gained 
at  Common  Law  alike  in  the  compensation  for  the  past 
and  in  the  security  for  the  future,  the  Chancery  judges 
held  that  the  Courts  in  which  they  presided  could  act 
only  in  aid  of  and  as  ancillary  to  the  legal  right  (a).  And 
acting  upon  this  same  principle,  they  held  that  the  rules 
by  which  they  had  to  judge  of  infringement  must  be 
identical  with  those  of  the  Common  Law,  the  plaintifiTs 
right  to  his  remedy  being  considered  to  be  based,  not 
on  any  right  of  property  in  him,  but  on  the  fraudulent 
proceedings  of  the  defendant  (b).  The  cases  which  were 
frequently  sent  by  Chancery  judges  to  be  tried  at  Common 
Law  by  a  jury  were,  of  course,  tried  in  accordance  with 
Common  Law  principles  (c). 

It  is,  however,  apparent  that  the  seriousness  of  the  Same  injary 
injury  inflicted  on  the  manufacturer  who  has  acquired  a  ^^^^er 
reputation  for  excellence  in  a  particular  class  of  goods,  actual  fraud 
denoted  by  a  special  trade  mark,  by  the  offering  for  sale  ^^  ^^  * 
in  the  market  of  other  goods,  side  by  side  with  his,  bearing 
the  same  mark,  is  not  affected  by  the  question  whether 
such  rival  goods  are  made  and  marked  by  a  person  who  is 
aware  of  the  reputation  of  the  original  goods  and  desirous 
of  attracting  to  himself  some  of  the  profits  of  that  repu- 
tation, or  by  one  who  is  actuated  by  no  such  motives,  and 
is  even  ignorant  of  the  prior  use  of  the  mark.     As  Lord 
Cairns,  C,  said,  in  a  well-known  case  (d) :— "  A  man  may 
take  the  trade  mark  of  fmother  ignorantly,  not  knowing  it 


(«)  See  per  Lord  Cottenham,  C, 
in  Motley  v.  Doimunan^  3  My.  & 
Cr.  1. 

(»)  Blanehurd  v.  BUI,  2  Atk.  484 ; 
Cankam  t.  Jones,  2  V.  &  B.  218 ; 
Peny  v.  TruefitU  6  Beav.  66 ;  Croft 
V.  Day,  7  Beav.  84.  And  see  the 
obeeirations  of  V.-C.  Wood  in 
£deigeen  v.  Viek,  11  Hare,  78; 
QfUiiu  Co,  T.  Omvn^  3  K.  &  J.  428; 


Leather  Cloth  Co,  v.  American 
Leather  Cloth  Co.,  1  H.  &  M.  271 ; 
Hall  y.  Barrowt,  32  L.  J.  Ch.  648 ; 
and  Me  Andrew  y.  Baaett,  33  L.  J. 
Ch.  661. 

(p)  B,g.,  Bodyers  y.  NowUl,  6 
C.  B.  109. 

(ji)  Singer  Manttfacturirtg  Co.  y. 
Wilton,  3  App.  Cas.  391. 
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was  the  tradd  mark  of  the  other;  or  he  may  take  it  in 
the  belief,  mistaken  but  sincerely  entertained,  that  in  the 
manner  in  which  he  is  taking  it  he  is  within  the  law,  and 
doing  nothing  which  the  law  forbids ;  or  he  may  take  it 
knowing  it  is  the  trade  mark  of  his  neighbour,  and  intend- 
ing and  desiring  to  injure  his  neighbour  by  so  doing. 
But  in  all  these  cases  it  is  the  same  act  that  is  done,  and 
in  all  these  cases  the  injury  to  the  plaintiff  is  just  the 
same/'  '^  If  a  man  has  acquired  legitimately  a  right  to 
the  property  in  an  exclusive  use  of  a  name,  it  is  of  small 
account  to  him,  should  it  be  invaded,  whether  the  invasion 
comes  from  a  purpose  to  deceive,  or  from  ignorance,  or 
inadvertence,  or  an  honest  misconception  of  the  relative 
rights  of  the  parties ;  and  the  law  ought  not  to  permit,  and 
will  not  permit,  the  continuance  of  the  invasion,  what- 
ever may  have  been  its  origin  "  (a).  The  first  maker  is 
defrauded,  even  though  his  rival's  conduct  be  not  inten- 
tionally fraudulent. 
Later  In    1838,  Lord  Cottenham,  C,  awarded  a  perpetual 

doctrine  in      .    .        ..       .  .         i_.  i_  ,  •  "x  j  •         i.  x- 

Chancery.       injunction  m  a  case  in  which  he  rejected  any  imputation 

of  intentional  fraud  (6),  and  this  is  not  now  necessary  to 
obtain  redress  in  equity.  The  principles  in  accordance 
with  which  relief  will  be  given  in  equity  were  summed 
up  as  follows  by  Lord  Westbury,  C. : — ^^  At  Law  the  proper 
remedy  is  by  action  on  the  case  for  deceit,  and  proof  of 
fraud  on  the  part  of  the  defendant  is  of  the  essence  of  the 
action ;  but  this  Court  will  act  on  the  principle  of  pro- 
tecting property  alone,  and  it  is  not  necessary  for  the 
injunction  to  prove  fraud  in  the  defendant,  or  that  the 
credit  of  the  plaintiff  is  injured  by  the  sale  of  an  inferior 
article.  The  injury  done  to  the  plaintiff  in  his  trade  by 
loss  of  custom  is  sufficient  to  support  his  title  to  relief. 
Neither  will  the  plaintiff  be  deprived  of  remedy  in  Equity, 

(fl)  Per  Lord  O'Hagan,  Sivffer  v.  Loog  (3),  18  Ch.  D.  412;   and 

Manufacturing   Co.  v.    Tf i/*<j»,  3  BlachrcellYAyHght.lZ'^.Qai.^lO. 
App.  Cas.  396;  and  Fee  per  Cotton,  (h)  MiUinqton  v.  Fox,  3  My.  k, 

L.  J.,  in  Singer  Manvfacturing  Co,  Cr.  &8. 
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even  if  it  be  shown  by  the  defendant  that  all  the  persons 
who  bought  from  him  goods  bearing  the  plaintiff's  trade 
mark  were  well  aware  that  they  were  not  of  the  plaintiff's 
manufiEictnre.  If  the  goods  were  so  supplied  by  the 
defendant  for  the  purpose  of  being  sold  again  in  the 
market  the  injury  to  thei  plaintiff  is  sufficient.  Again,  it 
is  not  necessary  for  relief  in  Equity  that  proof  should 
be  given  of  persons  having  been  actually  deceived,  and 
having  bought  goods  with  the  defendant's  mark,  under 
the  belief  that  they  were  of  the  manu£Etcture  of  the 
plaintiff,  provided  that  the  Court  be  satisfied  that  the 
resemblance  is  such  as  would  be  likely  to  cause  the 
one  mark  to  be  mistaken  for  the  other "  (a).  It  is  not 
necessary  for  the  plaintiff  to  show  that  the  defendant 
knew  whose  trade  mark  his  resembled  (6),  nor,  in  fact, 
to  show  that  the  defendant  knew  that  his  trade  mark 
resembled  any  existing  mark  (c).  "  The  action  of  the 
Court  must  depend  upon  the  right  of  the  plaintiff,  and 
the  injury  done  to  that  right.  What  the  motive  of  the 
defendant  may  be,  the  Court  has  very  imperfect  means  of 
knowing.  If  he  was  ignorant  of  the  plaintiff^s  rights  in 
the  first  instance,  he  is,  as  soon  as  he  becomes  acquainted 
with  them  and  perseveres  in  infringing  upon  them,  as 
culpable  as  if  he  had  originally  known  them"  (d).  In 
short,  "  the  absence  of  fraudulent  intention  is  no  defence 
against  an  application  to  the  Court  for  an  injunction  by 
the  person  whose  property  has  been  injured"  (e);  and 


{a)  EdeUten  v.  Edelstmy  1  De  G. 
J.  &  S.  185.  That  the  rule  of  the 
Court  of  Chancery  was  as  here 
stated,  was  recognised  by  the  Court 
of  Queen's  Bench  In  Dixon  v. 
Faicem,  3  EIL  &  Ell.  537. 

(Jb)  Cartier  v.  Carlile,  31  Beav. 
292. 

(c)  Mnahan  v.  Bolton,  16  Jr.  Ch. 
75 ;  JEdeUten  v.  Edeltten,  1  De  G. 
J.  &  B.  185;  Burges8  v.  HilU,  26 
Beav.  244 ;  BarrUon  v.  Taylor,  11 
Jur.  N.  S.  408;  Orr-Ewing  ^'  Co, 


V.  Qranty  Smith  ^  Co.,  2  Hyde, 
185 ;  and  see  per  Cotton,  L.  J.,  in 
Singer  Manufacturing  Co.  v.  Loog 
(3),  18  Ch.  D.  412. 

(d)  Per  Lord  Calms,  C,  in  Singer 
Manufactu/rijig  Co.  v.  WiUon,  3 
App.  Cas.  376-91. 

{c)  Per  Stuart,  V.-C,  in  Clemeni 
V.  Maddiok,  1  Giff.  98 ;  Orr- 
Eming  S:  Co.  v.  Johnfston  Sf  Co., 
13  Ch.  U.  434 ;  Rose  v.  Loftus,  47 
L.  J.  Ch.i576 ;  Upmann  v.  Foregter, 
24  Ch.  D.  231 ;  Cowen  v.  Hulton, 
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Indulgence 
to  innocent 
offender. 


Fraadnlent 
intention,  as 
affecting 
account,  or 
damages. 


Frandnlent 
intention  in 
case  of  delay 


even  if  a  person  who  has  in  his  possession  a  qnantity  of 
goods  bearing  a  spurious  trade  mark,  is  not  intending  to 
sell  them  or  part  with  them,  but  to  use  them  for  his  own 
consumption,  relief  will  be  granted  against  him  (a). 

It  was,  however,  suggested  by  Lord  Bomilly,  M.  S.,  that 
the  Court  would  not  require  a  person  to  completely  change 
a  trade  mark  which  he  had  taken  bondfide^  and  without 
any  intention  of  deception,  but  which  did  in  point  of  fact 
resemble  the  trade  mark  of  another  person,  since  the 
complete  change  of  trade  mark  might  be  of  so  serious 
consequence  to  the  unintentional  offender  (6)  ;  and  it  has 
been  held  in  America  that  a  plaintiff  may  lose  by  delay 
his  right  to  an  injunction  against  an  innocent  vendor  of 
gOQids  spuriously  marked,  whatever  might  be  the  case  with 
regard  to  the  guilty  manufacturer  (c). 

It  is  also  important  to  prove  the  fact  of  fraudulent 
intention,  having  regard  to  the  account  to  be  obtained, 
which  may  not  be  given  in  respect  of  sales  by  the 
defendant  during  such  time  as  he  continued  in  ignorance 
that  he  was  infringing  the  plaintiS^s  rights  {d)y  or  with  a 
view  to  the  question  of  damages  (a). 

Again,  in   Rodgera  v.  JRodgera  (/),  Mellish,    L.   J., 

46  L.  T.  N.  S.  897.     The  same 


'  principle  holds  good  in  Ireland : 
Bodega  Co,^  Ld.  v.  Ortent^  23  L.  K. 
Ir.  371;  in  the  United  8tat«s: 
McLean  v.  Fleming,  96  U.  8.  Rep. 
245 ;  Stonehrdker  v.  Stanebraker,  33 
Md.  252 ;  A  mo$keag  Manufaetwring 
Co.  V.  Gamer  (2),  54  How.  Pr. 
298 ;  Colman  v.  Crump,  70  N.  Y. 
573;  Blackwell  v.  Wright,  73  N. 
Car.  310;  McCann  v.  Anthofiy,  21 
Mo.  App.  83  ;  Williams  v.  Brooktj 
50  Conn.  278  ;  PraWs  Appeal,  117 
Penn.  St.  401 ;  in  India:  Balfour  ^}* 
Co.  V.  Xilbiim  ^  Co.,  1  Hyde,  270; 
Orr-Emng  <J'  Co.  v.  Grant,  Smith 
4'  Co.,  2  Hyde,  186 ;  Graham  ^  Co. 
V.  Xerr,  Bods  ^  Co.,  3  Beng. 
L.  R.  App.  4 ;  and  in  Australia : 
Hennessy  v.  WhiU,  6  W.  W.  &  A'B. 
Eq.  216 ;  Hennessy  v.  Hogan,  6  W. 
W.  U  A'B.  Eq.  225. 


(a)  Upmann  v.  Fotetter,  24  Cb. 
D.  231.  But  see  Upmann'^.  Currey^ 
29  Sol.  J.  735. 

(b)  Bass  V.  Battber,  19  L.  T. 
N.  S.  626. 

(c)  Badgers  v.  PhUp,  1  U.  S.  Plat, 
Gaz.  29. 

(d)  EdeUteny.  EdeUten,  1  De  G. 
J.  &  S.  185 ;  Moet  v.  Cousitm^  33 
Beav.  578.  See  Rose  v.  Loftus^  47 
L.  J.  Ch.  576. 

(e)  See  Faher  v.  UUtaMSty,  11 
Abb.  Pr.  N.  S.  399 ;  Weed  v.  Peter- 
son, \2  Ahh.  Vr.  N.  S.  178. 

00  31  L.  T.  N.  S.  285.  And  see 
McLean  v.  Fleming,  96  U.  B.  Rep. 
245,  where  an  injunction  wbi<^ 
had  been  granted  was  oonfirmed 
by  the  U.  8.  Supreme  Court,  not- 
n^ithstanding  a  delay  of  many 
years. 
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expressed  an  opinion  that,  in  a  case  in  which  the  appli- 
cation for  an  injanction , would,  in  the  absence  of  proof 
of  actual  fraud,  have  to  be  rejected  on  the  ground  of 
long  user  bj  the  defendants  without  assertion  by  the 
plaintiffs  of  their  right,  yet  if  it  were  clearly  made  out 
that  the  use  of  the  trade  mark  by  the  defendants 
was  fraudulent,  and  that  it  had  the  practical  effect  of 
deceiving  the  public,  then  in  such  a  case  the  intentional 
fraad  would  operate  to  prevent  the  application  for  the 
injunction  from  being  defeated  on  the  ground  of  lapse  of 
time. 

Farther,  in  Radde  v.  Norman  (a),  it  was  held  by  in  other 
Wickens,  V.-C.,  to  be  quite  obvious  that  much  less  ab-  "®P®*^  *• 
solute  proof  of  the  plaintiff's  title  would  be  required 
where  there  was  reason  to  doubt  the  defendant's  good 
faith;  and  in  Cope  v.  Evans  (6),  Hall,  V.-C.,^8aid  that 
where  fraudulent  intention  was  proved,  the  Court  would 
restrain  the  defendants  without  further  inquiry. 

In  de&ult  of  direct  proof  of  fraudulent  intention,  there  Circum- 
are  various  circumstances  which  may  serve  to  point  to  !|^^^ng  ^ 
the  conclusion  that  such  intention  has  existed  :  thus,  the  fraadnlent 
continuing  to  use  a  mark  after  objections  raised  (c) ;  the 
exact  imitation  of  peculiar  characteristics  (d) ;  the  addition 


iDteDtion. 


(a)  L.  R.  14  Bq.  348. 
'  (b)  L.  B.  18  Eq.  138.  And  see 
Gmdy  V.  MUchell,  37  L.  T,  N.  S. 
268, 766  ;  WiUtm  v.  MaxfieU,  L.  J. 
N.  of  a  1875,  p.  51 ;  MoLetm  v. 
net^mg,  96  U.  a  Bep.  245 ;  MooBie 

Nerve  Food  Co,  v. ,  43  U.  fcJ. 

F^  Gaz.  888;  MiUer  Tobacco 
Maaiiirfaetory  ▼.  Qnnmercef  45  N.  J. 
Law  123. 

{e)  See  per  Lord  Cairns  in 
SmgerManitfaetwringCo,  v.  WUton^ 
3  App.  Cas.  376 ;  and  per  Cotton, 
L.  J.,and  Lord  Blackburn  in  Singer 
Mannrfaeturing  Co.  v.  Loog  (3),  18 
Ch.  D.  395 ;  8  App.  Cas.  15.  Also 
Wmiawu  V.  (hbome,  13  L.  T.  N.  S. 
498 ;  MeAndrew  y.  Bastett,  4  De  G. 
J.k  8.  380;  Orr-JSwing  jf  Co,  v. 


Johnston  ^  Co.,  13  Ch.  D.  434; 
Walker  v.  AlUy^  13  Grant  Up.  Can. 
Ch.  366 ;  Bodega  Co.,  Ld.  v.  Owene, 
23  L.  B.  Ir.  371 ;  Holt  v.  Menendet, 
128  U.  8.  Bep.  182. 

(d)  Hine  v,  Lart^  10  Jur.  106 ; 
McLean  v.  Fleming,  96  U.  8.  Bep. 
245;  Frete  v.  Bachof  (2),  14  BL  C.  C. 
432  ;  Davit  v.  Heid,  17  Grant  Up. 
Can.  Ch.  69 ;  Rodger*  v.  PKUp,  1 
U.  S.  Pat.  Gaz.  29;  Landretk  3^ 
Sons  v.  Landreth,  22  Fed.  Bep. 
41 ;  Olen  Cove  Manufacturing  Co, 
y.  Ludeman,  23  Bl.  C.  C.  46; 
Southern  White  Lead  Co.  y.  Carey, 
25  Fed.  Bep.  125 ;  Anheuser  Busoh 
Brewing  Association  y.  Clarie,  26 
Fed.  Bep.  410 ;  Pierce  v,  Quittard, 
68  Cal.  68. 
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to  an  existing  mark  of  a  feature  taken  from  the  plaintiflTs 
mark  (a) ;  the  imitating  changes  introduced  by  the  plain- 
tiff (6)  ;  the  removal,  one  by  one,  of  points  of  diflFerence, 
which  originally  served  to  distinguish  the  defendant's  mark 
from  the  plaintiff's  (c)  ;  the  marking  goods  in  obedience 
to  an  order  to  imitate  the  plaintiff's  mark  (d) ;  the  giving 
orders  for  that  to  be  done  (e) ;  the  adoption  of  an  essential 
part  of  the  plaintiff^s  mark,  with  a  trifling  and  colourable 
alteration  (/);  the  placing  of  a  word  resembling  the 
plaintiffs  word  on  the  same  spot  on  an  article  of  the  same 
shape  (g) ;  the  statement  that  the  sources  from  which  both 
plaintiff  and  defendant  derive  their  raw  material,  and  after 
which  the  plaintiff's  works  are  named,  are  the  defendant's 
sole  property  (h) ;  the  use  on  the  goods  of  the  name  of  a 
town  where  the  defendant  does  not  carry  on  business  but 
the  plaintiff  does  (i)  ;  the  copying  directions  for  use  (k) ; 
the  giving  thanks  to  the  plaintiff's  customers  for  past 
favours  (I) ;  the  adoption  of  similar  type  to  the  plain- 


(a)  Dixon  v.  JaeJuon^  Ct.  of 
Sess.  Cas.,  3rd  Ser.,  V.  326  (a  star 
added) ;  Balli  v,  Fleming ^  Ind. 
L.  K.  8  Calc  417. 

(ft)  Braham  v.  Beaohim  (1),  7 
Ch.  D.  848 ;  Siegert  y.  Hfidlater, 
ib.  801. 

(c)  Farina  v.  Cathery,  L.  J. 
N.  of  C,  1867,  p.  134;  Bromn 
V.  Mereer,  37  N.  Y.  Super.  Ct.  266 ; 
Bell,  Black  4'  Co.  t.  Bell  ^  Co., 
Dig.  614 ;  Bevnolds  ^Sonv.  Walker, 
87  L.  T.  (Journal)  93;  CeUuloid 
Manufacturing  Co,  v.  Cellanite 
Manufacturi7ig  Co.,  32  Fed.  Rep. 
94;  Pratt's  Appeal,  117  Penn.  St. 
401. 

(d)  WooUam  v.  Batcliff,  1  H.  & 
M.  269. 

(e)  Qodillot  v.  Hazard,  81  N.  Y. 
263;  J}mentiche  Stoom  Bleekery 
Goor  V.  Mlinger  A'  Co.,  26  W.  B. 
70. 

(/)  Radde  v.  Norman,  L.  R.  14 
Eq.  348  ("  Leopoldsalt "  for  "  Leo- 
poldsball**);  Berhy  Photographio 
Dry  Plate  Co.  v.  Pollard,  GraKam 


Sf  Co.,  2  Times  L.  R.  276  (••  Der- 
went "  for  "  Derb)' ") ;  Thompson  v. 
Montgomery,  41  Cb.  D.  35  (a  T  for 
a  cross) ;  Awry  Sf  Sons  v.  Meikle 
^  Co.,  27  U.  S.  Pat.  Gaz.  1027; 
Davis  V.  Beid,  17  Grant  Up,  Can. 
Ch.  69 ;  Orr-Ewing  <J'  Co.  v.  John- 
ston Sf  Co.,  13  Ch.  D.  434 ;  Balfour 
^  Co.  V.  KUhum  Sf  Co.,  1  Hyde, 
27a 

ia)  Slazenger  ^  Sons  v.  FeUham 
^  Co.,  6  P.  R,  531. 

(A)  Wheeler  v.  Johnson,  3  Ll  R 
Ir.  284. 

(i)  Anheuser  Busch  Bretcing 
Association  v.  Piza,  23  Bl.  C.  C. 
246  ;  Southern  White  Lead  Co.  v. 
Carey,  25  Fed.  Rep.  126. 

(k)  Franks  v.  Weaver,  10  BesT, 
297;  Sedon  v.  Senate,  Dig.  18; 
Youatt  V.  Winyard,  1  Jac.  &  W. 
394 ;  BlqfM  v.  Payne,  4  B.  &  Ad. 
410 ;  Day  v.  WalU,  12  PhUa.  274 ; 
and  many  other  cases. 

(/)  Mogford  v.  Courtenau,  45 
L.  T.  N.  S.  303 ;  Walker  v.  Alley,  13 
Grant  Up.  Can.  Ch.  366. 
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tiff's  (a) ;  the  use  of  large  type  for  a  catchword  (b) ;  or  of 
mudl  type  for  a  word  showing  the  article  not  to  be  the 
original  (e) ;  the  imitation  of  numbers  used  by  the  plain- 
tiff (d)i  the  imitation,  of  the  barrels  (e),  or  bottles  (/), 
containing  the  plaintiff's  article ;  the  buying  up  and  using 
the  plaintiff's  old  bottles  (g) ;  the  use  by  the  defendant  of 
a  name  not  his  own  (A),  possibly  under  the  authority  of 
some  person  who  bore  the  same  name  as  the  plaintiff  (i) ; 
the  formation  of  a  partnership  with  another  person,  whose 
name  or  initial  was  such  as  to  enable  the  defendant  to 
imitate  the  plaintiff's  mark  with  some  specious  pretence  of 
legality  (k) ;  the  addition  of  ^'  and  Co."  after  the  name  (l) ; 
the  alteration  of  a  name  acquired  by  purchase  with  the 


(a)  India  JRtthher  Comh  Co,  v. 
RMer  C&mb  and  Jewelry  Co,,  45 
K.  Y.  Saper.  Ct.  258;  Potter  v. 
McPherton,  28  N.  T.  Sap.  Ct.  559. 

{h)  Wbtkertpoon  v.  Cttrrie,  L.  R. 
5  H.  L.  508 ;  MetzUr  v.  Wood,  8 
Cb.  D.  606 ;  Denee  v.  Moion  (1), 
Dig.  634;  Fo€ft  v.  Lea,  13  Ir.  Eq. 

(0)  Day  Y.  Binning,  C.  P.  Coop. 
4S9 ;  eUniKy  y.  Smith,  2  Dr.  k,  6m. 
476;  Hookkam  v.  Pottage,  L.  R.  8 
Ch.  91;  Sobineau  v.  Charhonnel, 
W.  K,  1876,  p.  160;  Dence  v. 
Matan  (1),  Dig.  534;  41  L.  T. 
N.  &  573;  CoUon  v.  Thomas,  7 
Phila.257 ;  Chubb  v.  Priest,  1  L.  T. 
142;  ffenneesy  ▼.  }rhite,  6  W.  W.  & 
AHB.  Bq.  216 ;  Morgan  v.  Schuyler, 
79  N.  Y.  490. 

(d)  Humphrey^  Specific  Homao- 
patkic  Medicine  Co,  t.  Wenz,  14 
Fed.  Rep.  250. 

{e)  Moorman  ▼.  ffoffe,  2  Sawy. 
78;  Cook  V.  Starkweather,  13  Abb. 
Pr.  N.  S.  392. 

if)  Henry  v.  Price,  1  Leg.  Obs. 
364;  a^icgert  y.  Findlater,  7  Ch.  D. 
801;  TT^J^d  y.  0aulard,  18  How. 
Ft.  64 ;  Zaird  y.  TV»^<^r,  9  Bash 
131;  Congreu  Co.  y.  High  Booh 
Co,,  45  N.  Y.  291 ;  Wilder  v.  Wil- 
Ar,  Dig.  372 ;  Wolfe  y.  ITar*,  4 
Vicl.  U  R.  Bq.  125;  FuUmood  y. 
FdLmood  (1),  W.  N.  1873,  p.  93, 
185;  Hoetetter  y.  jIiZoirj,  20  BI. 


C.  C.  326;  CarhoUc  Soap  Co,  y. 
Thompson,  25  Fed.  Rep.  625 ;  Momie 
Nerve  Co,  y.  Baumbach,  32  Fed« 
Rep.  205. 

ig)  Bose  y.  iTimZ^y,  Dig.  551; 
Allen  y.  Bichards,  26  SoL  J.  658; 
Hostetter  y.  Anderson,  1 V.  R.  Eq.  7. 

(A)  ^inin^iTf^A  v.  ITaZm^Z^,  L.  R. 
lBq.518. 

(i)  Meriden  BritannfUL  Co,  y. 
Parker,  39  Conn.  450;  12  Amer. 
Rep.  401;  P<>r^#  y.  HaU  ^  Co,, 
W.  N.  1881,  p.  Ill ;  MelachHna  y. 
Melachrino  Egyptian  Cigarette  Co,, 
4  P.  R.  215 ;  Saicynr  y.  Kellogg,  7 
Fed.  Rep.  721 ;  9  ih.  601 ;  Bogers 
Manufacturing  Co.  y.  Bogers  ^ 
Spwrr  Manufofftwring  Co.,  11  Fea. 
Rep.  495. 

(A)  0<j^  y.  Bay,  7  Rjay.  84 
(pay  &  Martin) ;  1^9^^^  v.  Clyboum, 
Die.  533  (M.  &,  C).  And  see 
Schweitzer  v.  Atkins,  37  L.  J.  Ob. 
847 ;  Hallett  y.  Cimston,  110  Mass. 
29;  ilf.  Melachrino  4'  Co.  v.  B  Mela- 
chrino  ^  Co.,  Chitty,  J.,  May  27th, 
1888. 

(l)  Churton  v.  Bouglas,  Johns. 
174;  Fullwood  y.  FuUwood  (1) 
W.  N.  1873,  pp.  93,  185  ;  HoU  v. 
Smith,  4  Times  L.  R  329;  if. 
Melachrijio  ^'Cb.v.B  Melachrino 
i-  67o.,  Chitty,  J.,  May  27th,  1888 ; 
Bevlin  y.  Berlin,  69  N.  Y.  212; 
Brooklyn  White  Lead  Co,  y. 
Masury,  25  Barb.  416. 
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Circum- 
stances 
pointing  to 
absence  of 
frand. 


goodwill  of  a  basiness,  so  as  to  assimilate  it  to  the  name  of 
another  firm  carrying  on  a  similar  business  (a) ;  the  removal 
into  the  plaintiff's  neighbourhood  (6) ;  the  adoption  of  a 
name  for  a  manufactory  similar  to  that  used  by  another^ 
and  placing  it  on  goods,  but  keeping  it  out  of  the 
Directory  (c) ;  the  making  an  improper  use  of  the  de- 
fendant's relationship  to  the  plaintiff  (d) ;  the  claiming 
untruly  to  be  the  sole  proprietor  (e) ;  the  making  an 
unfiedr  reference  to  a  former  partnership  (e)  ;  the  making 
an  intentional  misstatement  as  to  the  date  of  the  com- 
mencement of  a  business  (/),  or  as  to  prizes  gained  at  an 
exhibition  (ff) ;  the  false  pretence  of  an  appointment  as 
purveyor  to  a  royal  personage  (g) ;  have  all  been  held  to 
afford  ground  for  reasonable  suspicion  of  the  presence  of 
an  animus  fravdandi. 

On  the  other  hand,  if  the  defendant  uses,  on  the  .goods 
which  he  is  alleged  to  be  endeavouring  to  pass  off  as  the 
plaintiff's,  a  distinct  and  obvious  trade  mark  of  his  own^ 
or  if  he  states  plainly  and  in  fair-sized  and  clear  type  that 
such  goods  are  in  fact  manufactured  by  himself,  there  is  a 
strong  indication  that  the  defendant  has  no  intention  of 
attempting  deception  (h).     So,  again,  if  the  defendant  has 


(a)  Holt  v.  Smith,  4  Times 
L.  R.  329. 

(>)  Lee  V.  Haleyj  L.  R.  5  Ch. 
156;  FuUwood  y.  Fvllwood  (1), 
%Lbi  sup. 

(o)  Rodgert  t.  Rodgers^  31  L.  T. 
N.  S.  286. 

{d)  Gmiravd  v.  Trust,  10  N.  Y. 
Sup.  Ct.  627. 

(<?)  Wolfe  V.  Alsqp,  10  Vict.  L.  R. 
(B.)  41. 

(/)  FuUwood  V.  FuUwood  (2),  9 
Cb.  D.  176  ;  Blaekrcell  v.  Arviir 
stead,  5  Amer.  L.  T.  85. 

(a)  Cave  v.  Myers,  Dig.  304. 

(X)  Singer  Mann/aeturing  Co.  v. . 
Wilson,  2  Cb.  D.  434-44;  so,  too, 
in  Cheamn  v.  Walker,  5  Cb.  D.  860, 
wbere  tbe  goods  were  stated  to  be 
manufactared  by  tbe  defendants. 
And  see  Beard  v.  Turner^  13  L.  T, 


N.  S.  746 ;  Raggett  v.  Undlat^^ 
L.  R.  17  £q.  29 ;  Singer  Manu- 
faoturing  Co.  v.  Loog  (3),  18  Ch. 
D.  395 ;  Magee  Fwrnace  Co.  v.  Le 
Barron,  127  Mass.  116;  Wo^e  v. 
Goulard,  18  How.  Pr.  64 ;  McCart^ 
ney  v«  Garnhart,  45  Mo.  593 ; 
€Hlman  v.  HunntweU,  122  Mass. 
139;  Ayer  v.  Rushton,  7  Daly,  9. 
But  compare  Wotherspoon  v.  Currie^ 
L.  R.  5  H.  L.  508 ;  Singer  Manu- 
facturing Co.  y.  WiUm^  3  A  pp. 
Cas.  376;  Perry  v.  TrueJUt,  6 
Beav.  66 ;  Brakam  ▼.  Bustard,  I 
H.  &  M.  447  ;  Ford  v.  IW^,  L.  R. 
7  Cb.  611 ;  SiegeH  v.  Undlater^  7 
Cb.  D.  801 ;  Reinhardt  v.  Spalding^ 
49  L.  J.  Cb.  57;  Henderson  t. 
Jorss,  Dig.  198  ;  Singer  Manufac- 
turing Co.  V.  KimbaU  ^  Morton^ 
Ct  Sess.  Cas.,  3rd  Ser.  XI.  267; 
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ventared  to  display  at  a  public  exhibition  goods  bearing 
the  mark  to  .which  exception  is  afterwards  taken  (a) ;  or  if 
he  has  truly  stated  the  connection  between  himself  and 
the  original  adopter  of  the  trade  mark  (b) ;  or  if^  when 
using  bottles  moulded  with  the  plaintifiTs  name,  which 
have  come  into  his  possession  without  fraud,  he  places  his 
own  hbels  on  the  bottles  in  place  of  the  plaintifTs  (c). 

A  registered  trade  mark  is  property,  and  evidence  of  Fraud 
fraudulent  intention  is  unnecessary  in  a  case  of  alleged wherenwrk 
infringement  of  such  a  mark,  as  appears  from  the  Patents  registered. 
Act,  1883,  §  76  (d),  in  accordance  with  which  the  registra- 
tion of  a  person  as  proprietor  of  a  trade  mark  is  prirna 
facie  evidence  of  his  right  to  the  exclvsive  use  of  such 
trade  mark,  and,  after  the  expiration  of  five  years  from 
the  date  of  such  registration,  conclusive  evidence  of  his 
right  to  the  exclusive  use  of  such  trade  mark,  subject  to 
the  provisions  of  the  Act. 

But  when  infringement  of  a  registered  trade  mark  is  in  Where  mark 
question,  the  point  is,  not  whether  there  has  been  infringe-  [nfringlMnent 
ment  of  the  mark  whichr  the  plaintifif  has  used  in   his  must  be  of 

mark  mi 

bosiness,  but  whether  there  has  been  infringement  of  the  registered, 
mark  which  he  has  actually  registered.    Thus,  Jessel,  M.  S., 
said,  in  EUis  &  Sons  v.  Ruthin  Soda  Water  Co.  (e),  *'  As 
I  understand  the  Trade  Marks  Act,  if  you  come  for  trade 


lea  V.  Wolf,  46  How.  Pr.  167 ; 
I^dd  ▼.  Lcnris,  Dig.  280 ;  Hose 
V.  Zofftw,  47  L.  J.  Ch.  676 ;  JStio 
▼.  StephetUf  Dig.  609 ;  Kinalian  v. 
Bolton,  15  Ir.  Ch.  76  ;  WUliams  v. 
Joktuon,  2  Bos.  1 ;  Phalan  v.  Wright , 
5  Phila.  464 ;  Boardman  t.  Meriden 
Britanmia  Co.,  35  Conn.  402; 
WJdtnty  T.  Hiekling,  6  Grant  Up. 
dan.  Ch.  605 ;  Hier  v.  Abrahams, 
82  N.  Y.  619 ;  Thornton  v.  Oramley, 
47  N.  Y.  Saper.  Ct.  627 ;  Hegeman 
Jt  Co.  V.  CtByms,  9  Daly,  264 ; 
iWw  V.  Baehof  (2),  14  BL  C.  C. 
432;  Carroll  y.  IHheil&r,  1  Fed. 
Hep.  688 ;  ]rlei$chmann  v.  Sohuck- 
«flmi,  62  How.  Pr.  92 ;  LewU  v. 
Xlapproth,  11  Vict.  L.  R.  214. 


(a)  Beard  v.  Turner,  13  L.  T. 
N.  8.  746. 

(b)  Ihnersony.Badger,'\01'Ma98, 
8*2 ;  Oilman  v.  Hnnnewell,  122  ib. 
139. 

(«)  Rose  V.  Lqftus,  47  L.  J.  Cb. 
576;  Barrett  v.  Gomm,  74  L.  T. 
(Journal)  388 ;  Barrett  v.  White, 
North,  J.,  May  12th,  1883. 

{d)  This  re-enacts  §  3  of  the 
Trade  Marks  Registration  Act, 
1876. 

•  (d)  M.  R.,  Not.  2lBt,  1879.  And 
see  Nuthall  v.  Vifdng,  C.  A.,  Jan. 
21  St,  1880 ;  Lamplough  v.  Beedzler, 
C.  A.,  Nov.  12th,  1880 ;  Ruuell  S; 
Sons,  Ld.y-.  Sniith,M.  R.,  June  18th, 
1880 ;  In  re  Lyndon,  32  Ch.  D.  109. 
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mark  and  not  for  actual  fraud,  you  can  only  sue  in  respect 
of  what  you  had  registered  as  a  trade  mark."  And  in 
considering  whether  there  has  been  infringement  of  the 
registered  mark,  it  is  necessary  to  see  whether  the  essential 
particular  in  that  registered  mark  has  been  imitated. 
Thus  it  was  held  by  Jessel,  M.  R.,  in  In  re  Horfinvrgh  (a), 
that  there  was  no  conflict  between  two  marks  which 
combined  substantially  the  same  descriptive  word  with 
different  devices,  since  the  essential  particulars,  the 
devices,  being  different,  it  was  immaterial  that  the  marks 
resembled  each  other  in  a  non-essential  feature. 
Bnrden  of  When  a  defendant  has  taken  the  material  and  essential 

proof.  pj^j^  ^f  ^Yi^  plaintiff's  trade  mark,  the  burden  is  upon  the 

defendant  to  disprove  the  probability  of  deception,  not 
upon  the  plaintiff  to  prove  it  (&). 
Infringement  With  respect  to  trade  marks  used  before  the  passing  of 
old  marks,  the  Trade  Marks  Registration  Act,  1875,  and  consisting  of 
a  name  printed  or  stamped  in  ordinary  characters,  which 
might  be  the  case  independently  of  the  Act,  it  has  been 
held  that  it  is  not  necessary,  in  order  to  obtain  an  injunc- 
tion, to  prove  the  scienter  where  the  infringer  does  not 
bear  the  name  he  has  assumed  (<;),  but  that,  on  the  other 
hand,  where  he  does  bear  that  name,  such  evidence  must 
be  produced  (d)  ;  and,  in  the  same  way,  where  two  firms 
have  become  entitled  to  use  the  same  trade  mark  or  firm 
name,  it  is  only  in  a  case  of  fraud  that  an  injunction  will 
be  granted  ;  and  an  allegation  that  the  defendants  use  the 
mark  on  inferior  goods  is  not  sufficient,  since,  if  they  have 
the  right  to  use  it,  they  can  use  it  as  they  please  («). 
Infringement      With  respect  to  names  first  used  as  trade  marks  after 

of  names  as 

new  marks.          (a)  63  L.  J.  C)i.  237.    And  see  1  Eq.  618 ;  McLean  v.  Flemin^^  96 

Lueie  t.  Wehgter,  M.  B.,  April  4tb,  U.  S.  Bep.  245. 

1879.  (d)  Bwrgeu  v.  Burgeu,  3  De  G. 

(Jb)  Ford  V.  Fo$ter,  L.  B.  7  Ch.  M.  &  G.  896 ;  TurUm  A-  Sons,  Zd. 

611 ;  Singer  Manu/actttring  Co.  v.  v.  Turton,  42  Ch.  D.  128 ;  MeLean 

Wilton,  3  App.  Cas.  376 ;    Orr-  v.  Fleming,  96  U.  K  Bep.  246. 

Efoing  Jt  Co.  v.  Johntton  ^  Co.,  13  (e)  JRogeri  t.  Taintor,  97  Mass. 

Ch.  D.  434.  291 ;  JSmerson  y.  Badger,  101  ift. 

(c)  Ainiworthy,Walmileg,lh^,  82. 


IKFRIKGEMSKT. 


138 


the  passing  of  the  Act  of  1875,  the  requirement  that  they 
shall  be  "  printed,  impressed,  or  woven,  in  some  particular 
and  distinctive  manner  "  (a),  renders  the  mere  use  of  the 
same  name  no  infringement,  unless  the  particular  and 
distinctive  manner  is  also  copied,  in  which  case  evidence 
of  actual  intentional  fraud  will  be  unnecessary,  whatever 
may  be  the  name  of  the  infringer. 

In  the  same  way,  where  a  trade  mark  consisting  Colour, 
of  the  coloured  threads  which  form  the  heading  to  a 
piece  of  stuflF  (6),  or  of  the  representation  of  a  coin  (c), 
or  of  any  other  mark  in  which  colour  is  essential,  and 
which  would  lose  its  distinctiveness  by  being  registered 
in  the  ordinary  way,  has  been  registered  by  deposit, 
it  will  not  be  infringed  unless  the  colour  and  arrange- 
ment have  been  imitated.  But,  where  the  trade  mark 
does  not  substantially  consist  in  colour,  and  has  been 
registered  in  the  ordinary  way,  then,  though  the  mark 
has  been  registered  in  colour,  the  exclusive  right  to  use 
the  mark  in  any  colour  is  now  given  to  the  registered 
proprietor  (d). 

When  it  is  alleged  that  a  trade  mark  registered  without  Mode  of 
colour  has  been  infringed,  it  has  been  said  that  the  proper  uncdoSre^ 
manner  of  comparing  the  two  trade  marks  is  to  compare  marks, 
their  designs  in  the  same  size  and  free  from  colour,  and 
that  similarities  in  respect  of  colour  in  actual  use  should 
only  be  regarded  in  order  either  to  prove  fraud  or  to  turn 
the  scale  when   the  question  of  infringement,  leaving 
colour  out  of  sight,  is  very  difficult  to  decide  (e).    Where 
the  plaintiffs  had  used  a  label  for  coffee,  coloured   red, 

registered  as  a  trade  mark  bad 
been  copied,  an  infringement  had 
been  committed,  although  it  would 
have  been  no  infringement  to  have 
used  the  numeral  without  copying 
those  peculiarities :  Kinney  v.  A  Uen^ 
1  Hughes,  106. 

(£0  Patents  Act,  1883,  §  67. 

(d)  Per  Ct.  of  App.  in  Nutliall 
V.  Vining,  C.  A.,  Jan.  2l8t,  1880. 


(a)  Patents  Act,  1883,  §  64, 
amended  by  Act  of  1888.  And  see 
In  re  Gianaclie,  58  L.  J.  Ch.  782. 

(»)  MUeheU  v.  Hewry,  15  Ch.  D. 
181. 

(c)  In  re  BoMnsan,  29  W.  R.  31. 
And  see  In  re  Horeburgh^  53  L.  J. 
Ch.  237.  In  America  it  has  been 
held  that  where  the  identical  form, 
sise,  coloor,  and  style  of  a  numeral 
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white  and  blue,  and  containing  the  words  "red,  white 
and  blue  label,"  and  had  registered  it  without  colour,  the 
use  by  others  of  labels  similarly  coloured  and  containing 
the  words  was  restrained  (a).  Another  mode  of  com* 
paring  two  trade  marks  is  to  compare  the  designs  in 
the  same  colour  (6),  but  this  is  more  appropriate  to  cases 
of  opposed  registration. 
What  U  The  real  question  which  the  Court  has  to  try  in  a  case 

infringement.     -  .  ' 

of  alleged  infringement  of  trade  mark,  is  whether  what 
the  defendant  has  done  is  calculated  to  deceive,  whether 
there  is  so  much  imitation  that  goods  bearing  the  one 
mark  may  be  readily  mistaken  for  goods  bearing  the 
other,  and  whether  a  careful  inspection  is  necessary  to  dis- 
tinguish the  mark  and  appearance  of  the  former  goods 
from  those  of  the  latter  (c). 
Croft  V.  Bay,  In  Groft  V.  Bay  (cQ,  it  was  remarked  by  Lord  Langdale, 
M.  R.,  that  two  things  were  necessary  for  the  accomplish- 
ment of  a  fraud  such  as  was  there  contemplated  :  "  First, 
there  must  be  such  a  general  resemblance  of  the  forms, 
words,  symbols,  and  accompaniments  as  to  mislead  the 
public;  and,  secondly,  a  sufficient  distinctive  individu- 
ality must  be  preserved,  so  as  to  procure  for  the  person 
himself  the  benefit  of  that  deception  which  the  general 
resemblance  was  calculated  to  produce.  To  have  a  copy 
of  the  thing  would  not  do,  for,  though  it  might  mislead 
the  public  in  one  respect,  it  would  lead  them  back  to  the 
place  where  they  were  to  get  the  genuine  article,  an 
imitation  of  which  was  improperly  sought  to  be  sold.  For 
the  accomplishment  of  such  a  fraud  it  was  necessary  in 
the  first  instance  to  mislead  the  public,  and  in  the  next 
place  to  secure  a  benefit  to  the  party  practising  the  de- 

(a)  Ha-Mim  v.  JBritUh  Tea  and  (Jb)  In  re  Worthinfftan,  14  Ch. 

Trading  Auooiation  (Ld.)t  Bacon,  D.  8. 

V.-C,  April  9th,  1884;  C.  A.  June  (o)  See    per     Bynnm,     J.,     in 

l<Hh,  1884.    The  same  trade  mark  Blackwell  v.  Wright,  73  N.  Car. 

was  afterwards  refused  registration  310. 

under  P.  A.  1883;  In  re  Hanson,  (d)  7  Beav.  84. 
37  Ch.  D.  112. 
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ception  by  preserving  his  own  individuality  "  (a).  In  that 
case,  however,  a  deliberate  attempt  was  made  to  represent 
the  defendant's  establishment  as  the  plaintiff's,  and  the 
iBJnry  done  to  the  plaintiff  by  the  sale  of  goods  bearing 
the  spurious  marks  instead  of  his  genuine  goods  is  ordi- 
narily sufficient  to  entitle  him  to  his  remedy,  independ- 
ently of  any  habit  induced  in  the  customer  to  resort  to  the 
defendant  instead  of  to  the  plaintiff. 

By  what  test,  then,  has  it  to  be  determined  whether  Tests  of 
there  is  such  a  degree  of  similarity  as  to  require  the  *'ifrio8«°^«'^t« 
interference  of  the  Court? 

In  the  first  place,  where  one  person  has  adopted  the  Actual 
trade  mark  of  another,  or  a  mark  nearly  resembling  it,  ®^P'*°°* 
and  there  is  evidence  of  actual  deception — that  is  to  say, 
^'  that  any  one  has  in  fact  been  thereby  induced  to  buy  the 
defendant's  goods  as  being  the  goods  of  the  plaintiff — the 
question  of  resemblance  has  been  decided  by  the  test  of 
facts,  and  the  Court  will  restrain  the  defendant  without 
farther  inquiry  (6),  unless  it  is  clearly  of  opinion  that  the 
resemblance  is  so  slight  that  no  rational  person  ought  to 
have  been  deceived  (c).  It  is  not,  indeed,  necessary  that 
there  shall  have  been  actual  deception  (cQ,  or  damage  sus- 
tained (e) ;  but  since,  unless  that  can  be  proved,  the  case 
which  the  Court  has  to  try  is  a  hypothetical  case,  in  which 
honest  evidence  as  to  the  likelihood  of  deception  can  in 
all  probability  be  procured  on  both  sides  (/),  it  is  always 


(a)  And  see  EdeUten  v.  Vlek,  11 
Hare,  78 ;  Rowley  v.  Jfon^fhton,  2 
Brews.  303;  R.  Coz,  486;  £fwoh 
MorgafCi  Stm/  Co.  v.  Sekfcaohkqfer^ 
65  How.  Pr.  37. 

(6)  Cope  V.  Etan»,  L.  R.  18  Sq. 
138;  and  see  WooUam  v.  BatcUff, 
1 H.  Jc  M.  259 ;  MeJUom,  v.  FlemMia, 
06  U.  S.  Hep.  2i0;  Cook  v.  8taA^ 
weather,  13  Abb.  Pr.  N.  8.  SOSt; 
KtMkey  V.  Biueh^  Dig.  542. 

ifi)  CivU  Service  Bupply  Aaoeia- 
Horn  V.  J>ean,  13  Ch.  D.  512. 

id)  Abbott  V.  Bakers  4*  Coffee- 
tumertt  Tea  Awfciation,  W.  N.  1871, 


p.  207 ;  Field  v.  Zereii,  Dig.  280 ; 
and  see  Mlley  v.  Fassett^  44  Mo. 
173  ;  R.  Cox,  530;  IHaon  Crucible 
Co.  V.  ChAggenheim^  8  Brews.  321 ; 
R.  Cox,  559;  and  India  Rubber 
Comb  Co,  V.  Rubber  Comb^JemeVry 
Co.,  46  N.  Y.  Super.  Ct  258. 

{e)  Brdkam  v.  Beachim  (1),  7 
Ch.  D.  848. 

(/)  As  a  rule,  not  much  weight 
is  g^ven  to  expert  evidence  on 
questions  of  similarity.  See  In  re 
Jelley,  Son  4'  Jonee,  51  L.  J.  Ch. 
639;  Cook  y,Starkmeaiber,  IS  Abb. 
Pr.  N.  S.  392;  Popham  v.  WUooar, 
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safer  for  a  plaintiff  to  obtain  proof  of  actual  deception  if 
X>os8ible,  and  a  certain  degree  of  delay  to  enable  him  to 
obtain  sach  proof  will  be  excused  (a). 

In  most  cases,  however,  there  is  not  produced  any 
evidence  of  actual  deception,  and  the  plaintiff  then  has 
to  satisfy  the  Court  or  jury  that  the  defendant  has  used  a 
mark  either  identical  with,  or  only  colourably  differing 
from,  his  own  (6).  It  is  not  sufficient  for  the  plaintiff  to 
produce  evidence  tending  to  show  that  in  the  opinion  of 
the  witnesses  deception  may  occur :  he  has  to  convince  the 
Court  or  jury  that  there  is  such  reasonable  probability  of 
deception  as  to  justify  interference  with  the  defendant  (o) ; 


66  N.  Y.  69 ;  but  there  may  be 
circumstances  in  which  much 
weight  will  be  given  to  it :  MiteheU 
V.  Henry,  15  Ch.  D.  181 ;  In  re 
Worthifufton,  14  Ch.  D.  8 ;  J»  re 
ChrUtiamen,  3  P.  R.  54  ;  WUliams 
V.  Brooks,  60  Conn.  278.  In 
Wallace  ^'  Co.  v.  King  ^  Co,, 
Bomb.  High  Ct,  April  80th,  1879, 
it  was  held  in  the  High  Court 
of  Bombay  that  evidence  given  by 
Buropean  witnesses  in  Bombay  and 
Manchester  as  to  the  probability 
of  deception,  was  not  admissible 
under  the  Indian  Evidence  Act, 
the  witnesses  not  being  experts, 
and  the  question  not  being  one  of 
Ecience  or  art. 

(a)  Lee  v.  Haley,  L.  R.  5  Ch.  155 ; 
Cave  V.  Myers,  Dig.  304. 

{h)  See  Cartier  v.  CarlUe,  31 
Beav.  292;  and  Cope  v.  Evans, 
L.  R.  18  Eq.  138. 

(<?)  BlaekmcU  v.  Crahh,  36  L.  J. 
C.i.  504 ;  Bass  v.  Dawher,  19  L.  T. 
N.  S.  626 ;  Cope  v.  Evans,  L.  R.  18 
Eq.  138  ;  Snowdcn  v.  Xoah,  Hopk. 
347 ;  R.  Cox,  1 ;  CoUaday  v.  Baird, 
4  Phila.  139;  R.  Cox,  257;  CoUon 
v.  Thomas,  2  Brews.  308 ;  R.  Cox, 
507 ;  Falkiixhurg  v.  lAioy,  35  Cal. 
52  ;  R.  Cox,  448 ;  Bell  v.  Locke,  8 
Paige,  75;  R.  Cox,  11;  Ledger  v^ 
Ray,  Dig.  550 ;  Stephens  v.  De  Cont^ 
•^0  N.  Y.  Sup.  Ct.  343;  R.  Cox,  442; 
Wylam  v.  Clarke,  W.  N.  1876,  p.  68 ; 
Comly  V.  Mitchell,  37  L.  T.  N.  S. 
268,  766 ;  Wilson  v.  Maxfield,  L.  J. 


N.  of  C.  1875,  p.  51 ;  ElUsy,  Zeilen 
4'  Co.,  42  Ga.  91 ;  Blaekwell  v. 
Wright,  73  N.  Car.  310;  Cifok  v. 
Starkweather,  13  Abb.  Pr. N.  S.392; 
Degraves  v.  Whtteman,  5  Vict.  L.  B. 
Eq.  804;  Lamplottgh  v.  Beedzler, 
C.  A.,  Nov.  12th,  1880;  JSnoeh 
MorgaiCs  Sons*  Co.  v.  Troxell,  89 
N.  Y.  292 ;  American  Grocer  Pub- 
lishing Association  v.  Grocer  Pub- 
lishing Co.,  51  How.  Pr.  402; 
Massam  v.  Tficrley's  Cattle  litod 
Co.,  14  Ch.  D.  748  ;  In  re  Imbs, 
10  U.  8.  Pat.  Oaz.  463;  Dawes  v. 
Bavies,  Dig.  426;  Prince  Metallic 
Paint  Co.  v.  Carbon  Metallic  Paint 
Co.,  Dig.  573 ;  Wheeler  v.  Johnston^ 
3  L.  R.  Ir.  284  ;  Chinn  v.  Thomas, 
5  Vict.  L.  R.  Eq.  188  ;  Goodwin  v. 
Venniftg,  24  Sol.  J.  690 ;  Amoskeag 
Manufacturing  Co.  v.  Trainer,  101 
U.  8.  Rep.  51 ;  Hurricane  Patent 
Lantern  Co.  v.  Miller  t^  Co.,  56 
How.  Pr.  234  ;  Talbot  v.  Webley,  3 
P.  R.  276  ;  Beddow  <$*  Sons  v.  Boyd^ 
4P.  R.310:  Vogeler  Co.  T.  Middle- 
ton,  84  L.  T.  (Journal)  45  (where 
the  plaintifiEs  sold  "St.  Jacob's 
Oil,'*  and  the  defendants  sold 
"  St.  Joseph's  Oil ")  ;  Waterman  v. 
Ayres,  39  Ch.  D.  S8  ;  Great  Tower 
St.  Tea  Co.  v.  Smith,  6  P.  R.  165 ; 

£nl  V.  Wackerbarth,  28  Fed.  Rep. 
5  ;  Liggett  ^'  Myers  Tobacco  Of. 
▼.  Ilnzcr,  128  U.  S.  Rep.  182; 
iV>7p  Haven  Patent  Rolling  8prin$ 
Bed  Co.  V.  Farren,  51  Conn.  324  ; 
Rogers  v.  Rogers,  53  Conn.   121  ; 
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and  if  he  ''  cannot  allege  and  prove  that  the  public  are 
deceived,  or  that  there  is  a  reasonable  probability  of 
deception,  he  has  no  right  to  interfere  with  the  use  of  the 
mark  by  others  "  (a).  But  where  this  burden  is  discharged, 
the  defendant's  conduct  ^^  cannot  be  justified  by  showing 
that  the  device  or  inscription  upon  the  imitated  mark  is 
ambiguous,  and  capable  of  being  understood  by  di£ferent 
persons  in  different  ways  "  (6). 

It  is  obvious  that  in  these  cases  questions  of  considerable  When  is 
nicety  may  arise;  and,  in  the  language  of  Lord  Cran- p^j^^^l^ 
worth,  C,  in  Seixo  v.  Provezende  (c),  "it  is  hardly 
necessary  to  say  that,  in  order  to  entitle  a  party  to  relief, 
it  is  by  no  means  necessary  that  there  should  be  absolute 
identity  (d).  What  degree  of  resemblance  is  necessary,  is, 
from  the  nature  of  things,  a  matter  incapable  of  definition 
d  priori  (e).  All  that  Courts  of  Justice  can  do  is  to  say 
that  no  trader  can  adopt  a  trade  mark  so  resembling  that 
of  a  rival  as  that  ordinary  purchasera^  purchasing  with 
ordinary  caution,  are  likely  to  be  misled  (/). 


Mone  y.  Martin^  Can.  Sap.  Ct. 
Cas.  Dig.  609 ;  Manhall  v.  Haw- 
i*«t,  4  N.  Z.  L.  B.  Sop.  Ct. 
69;  De9m(nuP$  Appeal^  103  Penn. 
St.  126 ;  Singer  Manufaeturing  Co, 
T.  BUey,  11  Fed.  Bep.  706 ;  Adam$ 
V.  HeuH,  31  Fed.  Bep.  279 ;  Evant 
V.  Yen  Laer,  32  Fed.  Bep.  153. 

(a)  Per  Lord  Watson  in  Singer 
^ttnyfaeturing  Co.  v.  Loog  (3),  8 
App.  Cas,  39. 

{h)  Per  Lord  Selbone,  C,  in 
Singer  Manufacturing  Qt.  v.  Loog^ 
8  App.  Cas.  18.  So  in  M,  Mela- 
ekrxHo  4"  Co.  v.  R.  Melaefirino  ^• 
Co.,  Chitty,  J.,  May  27th,  1888. 

(<?)  L.  B.  1  Ch.  192. 

id)  As  to  this,  see  per  Lord 
Chelmsford  in  Wathenpoon  v. 
CurHe,  L.  B.  5  H.  L.  608;  and 
per  Ualins,  V.-C,  in  Anglo-SwUt 
Condtmed  Milk  Co.  v.  Smiti  Con- 
dented  MUk  Co.,  W.  N.  1871,  p.  163. 
Also  McCann  v.  Anthony,  21  Mo. 
App.  83.    And  see  poii,  p.  150-1. 

{e)  What   will    constitute    in- 


fringement is  not  to  be  defined. 
See  per  StaweU,  C.  J.,  in  the  Sap. 
Ct.  of  Yictoria  in  Ifennettg  v. 
White,  6  W.  W.  &  A'B,  Eq.  216. 

(/)  As  to  this  criterion,  see  Arch' 
hold  V.  Siee^ft,  1  Mo.  &  Bob.  162 ; 
Shrimpton  y.  Laight,  18  Beav.  164 ; 
Leather  Cloth  Co.  v.  American 
Leather  Cloth  Co.,  11  H.  L.  C.  623 
(per  Lord  Cranworth) ;  Barnard  v. 
Pillow,  W.  N.  1868,  p.  94 ;  Anglo- 
Srvisi  Condensed  Milk  Co.  v.  Swim 
Condensed  Milk  Co.,  W.  N.  1871, 
p.  163;  Wothertpoonv.  CurriSfh.  B. 
6  H.  L.  608;  Candy  v.  Mitchell,  37 
L.  T.  N.  8.  268,  766 ;  Abbott  v. 
Bakers  3^  Confectioners^  Tea  As- 
soeiatien,  Ld.,  W.  N.  1872,  p.  31 ; 
L.  J.  N.  of  C.  1871,  p.  199 ;  Singer 
Manufacturing  Co.  v.  \yilson,  3 
App.  Cas.  376,  392,  394 ;  London  Ji' 
County  Banking  Co,  v.  Hampshire 
4^-  North  Wilts  Bank,  Dig.  618; 
Moses  V.  Sargood,  Dig.  636 ;  In  rv 
Worthington,  14  Ch.D.  8;  Liebig's 
Extract  of  Meat  Co,  v.  Anderson, 
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^'  It  would  be  a  mistake,  however,  to  suppose  thst  the 
resemblance  must  be  such  as  would  deceive  persons  who 
should  see  the  two  marks  placed  side  by  side  (a).  The 
mle  so  restricted  would  be  of  no  practical  use.  If 
a  purchaser  looking  at  the  article  offered  to  him  would 
naturally  be  led,  from  the  mark  impressed  on  it,  to  suppose 
it  to  be  the  production  of  the  rival  manufacturer,  and 
would  purchase  it  in  that  belief,  the  Court  considers  the 
use  of  such  a  mark  to  be  fraudulent.  But  I  go  farther. 
I  do  not  consider  the  actual  physical  resemblance  of  the 
two  marks  to  be  the  sole  question  for  consideration.  If 
the  goods  of  a  manu&cturer  have,  from  the  mark  or  device 
he  has  used,  become  known  in  the  market  by  a  particular 

Co,  V.  Zudeman,  23  Bl  C.  C.  46 ; 
McCann  v.  Antkany,  21  Mo.  App. 
83  ;  Avery  Jj'  Sons  v.  MeiMe  .J*  &., 
27  U.  S.  Pat  Gaz.  1027  ;  Li^ffeft  ^ 
Myers  Tobacco  Co.  v.  Hynes,  20  Fed. 
Rep.883;  Ralli  v.  Fleming,  Ind.  L.B. 
3  Calc.  ill;  Ex  parte  Kennedy, 9 
Vict.  L.  R.  (L.)  335 ;  Brill  v.  S'mgrr 
Manufacturing  Co.^  41  Ohio  St. 
127 ;  Sanyyerv.  Kellogg,  7  Fed.  Rep. 
721  ;  9  ih,  601.  In  Singer  Manu^ 
facturing  Co,  v.  Loog  (3)  (8  App. 
Cas.  18),  Lord  Selbome,  C,  sajs, 
"  The  imitiition  of  a  man's  trade 
mark,  in  a  manner  liable  to  mis- 
lead the  unwary,  cannot  be  justified 
by  showing  either  that  the  device 
or  inscription  upon  the  imitated 
mark  is  ambigaons,  and  capable  of 
being  understood  by  different  per- 
sons in  different  ways,  or  that  a 
person  who  carefully  and  intelli- 
gently examined  and  studied  it 
might  not  be  misled.** 

(a)  See  Motes  r.  Sargood^  Dig. 
636  ;  Head  v.  Richardson,  45  L.  T. 
K.  S.  64 ;  Ascough  v.  Johnson  ^ 
Co.,  3  Times  L.  R.  735 ;  Sohl  v. 
Geisendotf,  1  Wils.  (Ind.)  60; 
Alleghany  jF}BrtUiser  Co,  v.  Wood- 
side,  1  Hughes,  115;  Manhattan 
Medicine  Co.  v.  Wood,  108  U.  S. 
Rep.  218  ;  Sanyer  v.  KeUoqg,  7  Fed. 
Rep.  721 ;  9  id.  601  ;  Uggett  J^ 
Myers  Tobacco  Co,  v.  Hynes^  20 
Fed.  Rep.  883. 


W.  N.  1883,  p.  186 ;  In  re  Chris- 
tiansen, 3  P.  R.  64;  Anglo- Smiss 
Condensed  Milk  Co,  v.  Metcalf,  31 
Ch.  D.  464 ;  Lever  v.  Goodwin,  36 
Ch.  D.  1;  Steiwoay  f  Sons  v. 
Henshaw,  5  P.  R.  77  ;  Mennessy  v. 
mtUe,  6  W.  W.  &  A'B.  Eq.  216 ; 
Hennessy  v.  Hogan,  ib,  225 ;  Part- 
ridge V.  Menck,  1  How.  App.  Cas. 
568  ;  R.  Cox,  72 ;  Walton  v.  Crow- 
ley, 3  Bl.  C.  C.  440 ;  R.  Cox,  166 ; 
Clark  V.  Clark,  25  Barb.  76 ;  R. 
Cox,  206;  Brooklyn  Whii^  Lead 
Co,  V.  Maswry,  25  Barb.  416 ;  R. 
Cox,  210 ;  Smift  v.  Dey,  27  N.  Y. 
Sup.  Ct.  611;  R.  Cox,  319;  Rcnleyy, 
Houghton,  2  Brews.  303 ;  R.  Cox, 
486;  Colton  v.  Thomas,  2  Brews. 
308;  R.  Cox,  507;  Lochmood  v. 
Bostmck,  2  Daly,  521 ;  R.  Cox,  555 ; 
Dixon  Crucible  Co.  ▼.  Guggenheim, 
2  Brews.  321;  R  Cox,  559; 
BlackweU  v.  WrigU,  73  N.  Car.  310 ; 
Gilman  v.  Hunnewell,  122  Mass. 
139 ;  Popham  v.  Wilcox,  66  N.  Y. 
69;  Tallcatt  v.  Moore,  13  N.  Y. 
Sap.  Ct.  106  ;  Brown  v.  Mercer,  37 
N.  Y.  Super.  Ct.  265 ;  McLean  t. 
Fleming,  96  U.  S.  Rep.  245 ;  Dawes 
V.  Dames,  Dig.  426;  Cohnan  v. 
Crump,  70  N.  Y.  573 ;  Manhattan 
Medicine  Co.  v.  Wood,  108  U.  S.  Rep. 
218;  Wolfe  v.  Hart,  4  Vict.  L.  R. 
Eq.  125 ;  Ex  parte  Caire,  15  TJ.  S.  Pat. 
Gaz.  248 ;  Bobertson  v.  Berry,  60 
Hd.  591;  Glen  Cove  Man^actvring 
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name,  I  think  that  the  adoption  by  a  rival  trader  of  any 
mark  which  will  cause  his  goods  to  bear  the  saiM  name 
in  the  market  (a),  may  be  as  much  a  violation  of  the 
rights  of  that  rival  as  the  actual  copy  of  his  device." 

The  natural  consequence  of  marking  goods  so  as  to  ^j^P*J?"  ®^, 
cause  them  to  bear  the  same  name  in  the  market  as  chaser, 
those  of  a  well-known  firm  is  to  deceive  the  ultimate 
purchaser,  and  such  deception  will  be  restrained,  even 
though  the  original  purchaser  is  not  deceived  (&).     ^'  No 


(a)  Thus,  where  the  plaintifiTs 
Tam  had  become  known  as  "  Bhe 
Hathi,"  or  "two  elephant"  yam, 
from  the  representation  of  two 
elephants  on  the  trade  mark,  the 
defendants  were  restrained  from 
mdng  two  different  elephants  ( Orr- 
Ewing  4'  Co.  v.  Johntton  ^  Co.,  7 
App.  Gas.  219) ;  where  the  plain- 
tiff's beer  was  known  as  "  Dog's 
Head  fieer,"  the  defendants  were 
restrained  from  nsing  on  their  beer 
the  head  of  a  different  kind  of  dog 
from  that  used  by  the  plaintiffs 
{Bead  T.  lUehardmm,  45  L.  T.  N.  8. 
M) ;  where  the  plaintiff's  clothing 
vas known  as  "Crown  Clothing," 
&om  the  use  of  a  royal  crown,  the 
defendants  were  restrained  from 
Qsiagan  imperial  crown  between 
two  standards  (Moseg  v.  Sargood, 
%.  636).  So,  if  in  EdeUten  v. 
Sdelttm,  1  De  O.  J.  &  S.  185,  the 
defendant  had  called  his  wire 
**  Anchor  Wire,"  without  using  the 
figure  of  an  anchor,  the  plaintiff^s 
wire  having  acquired  the  name  of 
"Anchor  Wire"  becanse  of  the 
trade  mark  being  an  anchor.  See 
Cartier  v.  CarUle,  31  Beav.  292 ; 
Cairtier  y.  Wegtkead,  Dig.  199; 
Qartin'  v.  May,  Dig.  200  ("  Cross 
Cotton'');  In  re  JeOey,  8m  ^ 
'fonet,  61  L.  J.  Ch.  639  ("  Dog- 
bnmd  Files  ") ;  In  re  WMteley,  43 
I^  T.  N.  8.  627  ("  Globe  8teel ") ; 
J»  w  Mabtme,  Dig.  648  ("  Lion  " 
edge  tools)  ;  In  re  Worthington, 
U  Ch.  D.  8  ("Trianrie  Beer"); 
^i^gUhSmu  Omdemed  Milk  Co,  y. 
MeUaif,  31  Ch.  D.  464  ("Milk- 
a»id"  or  "Dairymaid  Brand"); 


In  re  Basehiera  ^  Co.,  33  Sol.  J. 
469  ("  Lion  "  matches) ;  Taylor  v. 
ViroMtni,  Ind.  L.  R.  6  Mad.  108 
("Talwar"  shirtings);  Smith  y. 
Fair,  14  Ont.  Rep.  729  ("Red 
Seal "  cigars).  In  the  U.  8.  Patent 
Office  there  was  held  to  be  a  fatal 
conflict  between  two  trade  marks 
for  hams,  of  which  the  one  con- 
sisted of  the  word  "  Bouquet,"  the 
other  of  a  lioaqnet  of  flowers : 
Sohrauder  y.  Bereeford  f  Co.,  V.  8. 
Patent  Office.  June  27th,  1872 ;  and 
in  In  re  American  Lubricating  Oil 
Co.,  9  U.  8.  Pat.  Gaz.  687,  registra- 
tion was  refused  to  the  word 
"Star"  for  oil,  the  device  of  a  star 
having  already  been  registered  for 
that  article.  But  in  CurtU,  Ha/rvey 
^^  Co.  y.  Kraft,  Meyer  <$•  Co., 
Chitty,  J.,  June  16th,  1882,  it  was 
thought  that  the  German  words 
"  Diamant  Pulver  "  were  not  likely 
to  be  mistaken  for  the  English 
words  "Diamond  Powder."  See 
McLean  y.  Fleming,  96  U.  8.  Rep. 
245 ;  Morriwn  v.  Caee,  9  Bl.  C.  C. 
648 ;  In  re  Weaver,  10  U.  8.  Pat. 
Gaz.  1;  Inre  Pratt  v.  Farmer,  »J. 
866 ;  In  re  Park,  12  ib.  2 ;  Bartalon 
y.  Barling,  9  Can.  Sup.  Ct  677. 

(b)  See  Singer  Manttfacturing 
Co.  y.  Loog,  8  App.  Cas.  16  ;  Orr- 
JSwing  ^  Co.  v,  Johnston  Sf  Co.,  7 
App.  Cas.  219  ;  In  re  C/iristianeen, 
8  P.  R.  64  ;  AnglO'Smiss  Condemed 
MUk  Co.  y.  Metoalf,  31  Ch.  D.  464 ; 
Balli  y.  Fleming,  Ind.  L.  R.  3  Calc. 
417;  Marufokfi  Petit  Manufao- 
taring  Co.,  Ld.  y.  Mahalaxmi 
SjHrming  ^-  Weavmg  Co.,  Ld.,  Ind. 
L.  R.  10  Bomb.  617. 


14^  INFRINGEMENT. 

man  is  entitled  to  represent  his  goods  as  being  the 
goods  of  another  man,  and  no  man  is  permitted  to  use 
any  mark,  sign  or  symbol,  device,  or  other  means,  whereby, 
without  making  a  direct  false  representation  himself  to 
a  purchaser  who  purchases  from  him,  he  enables  such 
purchaser  to  tell  a  lie  or  to  make  a  &lse  representation 
to  somebody  else  who  is  the  ultimate  customer"  (a),  "  If 
a  man  does  that,  the  natural  consequence  of  which 
(although  it  does  not  deceive  the  person  with  whom  he 
deals,  and  is  therefore  no  misrepresentation  to  him)  is  to 
enable  that  other  person  to  deceive  and  pass  off  his  goods 
as  somebody  else's,  for  that  he  is  answerable.  But  this 
is  confined  to  those  things  which  in  their  necessary  or 
natural  uses  accompany  the  things  sold.  For  instance, 
the  corks  of  champagne  bottles  marked  ^'Moet  and 
Chandon"  must  be  in  the  bottles  sold,  and  must  ac- 
company the  bottles.  They  must  necessarily  accompany 
the  thing  to  the  retail  buyer,  and  so  must  labels  to  be 
put  on  the  bottles.  The  very  reason  for  their  existence 
is  that  they  must  be  put  on  the  bottles,  and  if  they  are 
deceptive  and  fraudulent,  then  the  person  who  prepares 
them  is  answerable  for  it  Such  things  must  not  be  used 
if  their  natural  and  legitimate  consequence  is,  not  to 
deceive  the  person  to  whom  they  are  sold,  but  to  enable 
the  purchaser  to  pass  off  the  goods  as  being  the  goods  of 
other  persons  "  (6). 
Deception  bj  And  the  same  principle  of  preventing  that  which  would 
foods*  °^  deceive  the  ultimate  purchaser  is  observed  where  the  pro- 
bability of  deception  arises,  not  from  the  imitation  of  a 
trade  mark  proper,  but  from  copying  the  peculiar  get-up  of 
the  plaintiff's  goods  or  from  some  similar  act.  In  Lever  v. 
Goodwin  (c)  the  plaintiffs'  soap  was  got  up  in  a  special 
manner,  which  had  been  copied  somewhat  nearly  by  the 

<a)  Per  James,  L.  J.,  in  SiTiger         (b)  Per  Cotton,  L.  J.,  in  8.  C,  18 
2Ianufacturing  Co,  y.  Zooff  (3),  18      Ch.  D.  422. 

Ch.  D.  412,  (e)  4  P.  R.  492  (Chitty  J.),  36 

Ch.  D.  1  (C.  A.). 
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defendants ;  and  Chitty,  J.,  said,  ''The  law  applicable  to  the 
case  is  plain :  it  is  founded  on  fraud.    The  simplest  case 
is  where  the  seller  misrepresents  to  the  buyer  that  the 
goods  which  are  being  ofifered  for  sale  are  the  goods,  not 
of  the  person  who  made  them,  but  of  some  other  manu- 
facturer.   That  is  a  case  merely  between  the  buyer  and 
the  seller.    Then  comes  the  case  where  the  manufacturer, 
by  devices  which  are  to  accompany  the  goods  on  their 
sale  in  the  market,  gets  them  up  in  such  a  form  as  to  be. 
calculated  to  deceive  the  ultimate  buyer  into  the  belief 
that  the  goods  which  he,  the  manufisicturer,  is  putting  on 
the  market  are  the  goods  of  some  other  maker.     Here, 
generally  speaking,  a  double  fraud  is  committed :  first, 
there  is  the  fraud  which  is  perpetrated  on  the  ultimate 
buyer ;  and,  secondly,  there  is  a  fraud  perpetrated  on  the 
other  manufacturer,  who  loses  part  of  his  trade.     In  this 
class  of  cases  the  trade  is  seldom  deceived;  the  retail 
dealers  know  from  whom  they  are  buying,  and  if  there 
is  a  fraudulent  device,  they  are  rarely  taken  in  by  it. 
Bat  in  such  a  case  the  manufacturer  puts  an  instrument 
of  fraud  into  their  hands.     Now,  it  has  been  said  more 
than  once  in  this  case,  that  the  manufacturer  ought  not 
to  be  held  liable  for  the  fraud  of  the  ultimate  seller — ^that 
is,  the  shopkeeper  or  the  shopkeeper's  assistant ;  but  that 
is  not  the  true  view  of  the  case.     The  question  is  whether 
the  defendants  have  or  have  not  knowingly  put  into  the 
hands  of  the  retail  dealers  the  means  of  deceiving  the 
ultimate  purchasers.'*  So,  in  another  case  (a),  Kekewich,  J., 
said  "  The  plaintiffs  are  entitled  to  have  their  trade  mark 
protected;  and,  further  than  that,  they  are  entitled  to 
nave  their  business  protected  to  this  extent,  that  if  any 
person  has  used  the  words  which  they  employ,  so  as  to 
pass  off,  or  so  as  to  tend  to  pass  off,  the  goods  of  that 
other  person  as  the  goods  of  the  plaintiffs,  then  the 

(a)  SiuUUu  (h.j  Ld,  v.  Condy,  4      Jn  re  SanUat  Co,,  Ld,,  68  L.  T. 
r.  R.  530.  And  see,  per  Kay,  J.,  in      N.  S.  166. 
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plaintiffs  are  entitled,  apart  from  their  trade  mark,   to 
.  insist  that  that  should  be  restrained." 
Infringement  .  The  inirinfifement  of  a  trade  mark  may  consist  in  the 

ox  6SS6Iltl&l 

part,  or  of      adoption  of  the  essential  part  of  the  plaintiff's  trade 
combination.  ^^^  ^y  ^j^^  defendant,  as  the  word  "  Eureka "  (a),  or 

"  Glenfield  "  (6),  or  "  ApoUinaris  "  (c).  And  where  there 
is  no  imitation  of  the  essential  part,  a  resemblance  in 
particulars  common  to  the  trade  does  not  constitute  an 
infringement  (d).  But,  on  the  other  hand,  the  in- 
fringement may  consist  in  the  imitation  of  the  general 
appearance  of  the  plaintiffs  mark,  and  where  both  trade 
marks  are  of  a  composite  character,  it  is  possible  that^ 
though  no  one  particular  mark  has  been  exactly  imitated^ 
or  the  principal  mark  which  has  been  reproduced  cannot, 
for  some  reason  or  other,  be  protected  as  a  trade  mark, 
the  combination   may    be    very   similar  and   likely   to 


(a)  Ford  v.  Foster,  L.  R.  7  Ch. 
611. 

(b)  Watherspoon  v.  Cwrriet  L.  R. 
5  H.  L.  608. 

(o)  ApoUinaris  Co,  v.  Norrishy 
33  L.  T.  N.  S.  242 ;  and  see  FxUey 
V.  FosmU,  44  Mo.  173 ;  IL  Cox,  530 
("  Charter  Oak  "  stoves) ;  Siegert  v. 
^Wffr*,Dig.432,and  Siegert  \.  Find- 
later,  7  Ch.  D.  801  ("Angostura 
Bitters  ") ;  Eno  v.  Stephens,  Dig. 
609  ("  Fruit  Salt ")  ;  Heinhardt  v. 
Spalding,  49  L.  J.  Ch.  57  ("  Family 
Salve") ;  Berliner BrauereiGeseu- 
sohaft  Tivoli  v.  Knight,  Stocks  ^ 
Co.,  W.  N.  1883,  p.  70  ("  TivoU " 
beer) ;  Slazenger  v.  Malings,  W.  N. 
1885,  p.  124  ("The  Lawford" 
racquet);  Compania  General  de 
Tabaoos  v.  Behder,  5  P.  R.  61 
("  Cavite  "  cigars)  ;  Lawrie  v. 
Baker,  2  P.  R.  21 3  ("  Patent  cups  **) ; 
Jhvnhwr  v.  Glenn,  42  Wise.  118 
(**  Bethesda  "  water)  ;  BlachmeU 
y.  Armistead,  6  Am.  L.  T.  85 
("  Durham  "  tobacco) ;  In  re  Cog- 
gin,  Kidder  ^  Co.,  11  U.  S.  Pat. 
Gaz.  1109  ("HaxaU");  BiUet  v. 
CarUer,  61  Barb.  S.  C.  435  ("  Gre- 
nade Syrup  ") ;  Bonis  v.  Kennedy, 


13  Grant  Up.  Can.  Ch.  523  ("  Pain- 
Killer  ") ;  Crawford  v.  Shuttoeh,  ib, 
149  ("  Imperial"  soap)  ;  Carroll  v. 
EHheiUtr,  1  Fed.  Rep.  688  ("  Lone 
Jack  "  tobacco) ;  Fleischmann  v. 
Schuckmann,  62  How.  Pr.  92 
("  Vienna  Bread  ") ;  Lauferty  v. 
Wheeler,  63  ib.  488;  11  Daly,  194 
("Aldemey"oleo.margarine).  See 
also,  per  Cotton,  L.  J.,  \xi  In  re 
Leonard  4*  Eau,  26  Ch.  D.  288 ; 
Vulcan  Match  Co,  v.  Jebsen  ^  Co.^ 
1  Kyshe  650 ;  Humphreys'  Specific 
Homcenpathie  Medicine  Co.  v.  Wena^, 

14  Fed,  Rep.  250. 

{d)  LuckcY.  Webster,  M.  R,  April 
4th,  1879;  Inre  Horsburgh^  53  L.  J. 
Ch.  237 ;  Wallace  ^'  Co.  v.  Kinff  4" 
Co.,  Bomb.  High  Ct,  April  30th, 
1879 ;  Tucker  Manufacturing  Co,  v. 
Boyvngton,  9  U.  S.  Pat.  Gaz.  455 ; 
Thornton  v.  Crowley,  47  N.  Y. 
Super.  Ct.  527 ;  Coats  v.  Merrick 
Thread  Co.,  45  U.  S.  Pat.  Gaz.  347  ; 
Staehelberg  v.  Ponce,  128  XJ.  S. 
Rep.  686 ;  Marshall  v.  Hamkin^  4 
N.  Z.  L.  R.  Sup.  Ct.  59;  Ball  v, 
Siegel,  116  HI.  137 ;  Portnondo  t. 
Monne,  28  Fed.  Rep.  16. 
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deceive^  and  will  therefore    be    restrained   by  injunc- 
tion (a). 

"  For  the  purpose  of  establishing  a  case  of  infringement  lnfrmger'& 
it  is  not  necessary  to  show  that  there  has  been  the  use  bTidendca^^* 
of  a  mark  in  all  respects  corresponding  with  that  which  with  mark 
another  person  has  acquired  an  exclusive  right  to  use,  if  ^  ^        ' 
the  resemblance  is  such  as,  not  only  to  show  an  intention  differences. 
to  deceive,  but  also  such  as  to  be  likely  to  make  unwary 
purchasers  suppose  that  they  are  purchasing  the  article 
sold  by  the  party  to  whom  the  right  to  use  the  trade  mark 
belongs "  (6).     It  is  seldom  that  the  mark  employed  by 


(a)  AbhoH  v.  Baluri  ^  Con- 
feetwner^  Tea  Aggoeiation,  W.  N. 
1871,  p.  207 ;  ib.  1872,  p.  31 ;  Har- 
Sreaveg  v.  Swiith,  Dig.  338 ;  Lazenhy 
V.  Lazenby,  Dig.  160 ;  J»  re  Barker 
4-  &«,  53  L.  T.  N.  8.  23 ;  Campania 
General  de  Tabacos  v.  Behder,  5 
P.  R.  61 ;  Great  Tower  St.  Tea 
Co,  T.  Laniard  Sf  Co.,  5  P.  R  66  ; 
Ateofugk  v.  Jokn»on  ^'  Co,,  3  Times 
L  K.  735;  Balli  v.  Fleming,  Ind. 
L  R.  3  Calc  417  ;  Bronm  v.  Mer- 
cer, 37  X.  Y.  Super.  Ct.  266 ;  Oodil- 
ht  V.  Hazard,  81  N.  Y.2&Z\  Lea 
V.  Wolff  (S.  T.).  13  Abb.  Pr.  N.  8. 
389 ;  WhUney  v.  HieUUig,  5  Grant 
Up.  Can.  Ch.  605 ;  Davu  v.  Beid, 
17  ib.  69  ;  Bay  v.  WaUs,  12  Phila. 
274;  Sareyer  v.  KeUogg,  7  Fed. 
Bep.  721 ;  9  ib.  601  ;  Hostetter  v. 
Ad4m»,  20  BL  C.  C.326;  Cowad 
V.  Joteph  Uhrig  Brewing  Co.,  8 
Mo.  App.  277  ;  £leetro-8iUe<m  Co. 
V.  Lety,  59  How.  Pr.  469 ;  BoyaX 
BaHny  Powder  Co,  v.  Bavis,  26 
Fed.  Rep. 293;  Me Cannv.  Anthony, 
21  Ma  App.  83 ;  6h'een  v.  Wood- 
ioute,  38  U.  B.  Pat.  Gaz.  1491 ; 
WUHams  y.  Brooke,  50  Ck)nn.  278  ; 
ffiv  Bitters  Manufacturing  Co,  v. 
Wharton,  10  Vict.  L.  R.  (L.)  377  ; 
I^ee  V.  Chtittard,  68  CaL  68; 
I^lanehe  Battery  Co,  y,  Weetem 
£leetrie  Co.,  21  Fed.  Rep.  638; 
Carholie  Soap  Co.  v.  Thompson,  26 
Fed.  Bep.  625 ;  Foster  v.  Bkfod 
Balm  Co,,  77  Ga.  216;  bat  see 
BUehoell  v.  Orabh,  36  L.  J.  Ch. 


604 ;  and  BlaohweU  v.  Wriffht,  73 
N.  Car.  310. 

(b)  Per  Lord  Chelmsford,  in 
Wother^oon  Y.tCurrie,  L.  R.  6  H. 
L.  608.  And  see  Moses  v.  Sargood, 
Dig.  636 ;  In  re  Farina  (2),  27  W. 
R.  466 ;  Ilennessy  y.  White,  6  W. 
W.  &  A'B.  Eq.  216;  Hennessy  y, 
Ifogan,ib.  226;  McLean  y.  FUming, 
96  U.  8.  Rep.  246  ;  Alleghany  Fer- 
tiliser Co.  Y,  Woodside,  1  Hughes 
116  ;  Barrows  v.  Knight,  6  R.  L 
434 ;  Cook  v.  Starkweather,  13  Abb. 
Pr.  N.  a  392;  Brown  v.  Mercer, 
37  N.  Y.  Super.  Ct.  266  ;  Shaver  v. 
Shaver,  64  Iowa,  208 ;  OodUlot  v. 
Hazard,  81  N.  Y.  263;  Bodgers  v. 
PhUp,  1  U.  S.  Pat.  Gaz.  29 ;  Cai- 
man Y.  Orwmp,  70  N.  Y.  673 ;  Amos- 
keag  Manufacturing  Co,  v.  Oamer, 
(2),  64  How.  Pr.  298  ;  Wolfe  v. 
Hart,  4  Vict.  L.  R.  Eq.  126 ;  Ac- 
tion Gesellschcft  Apollinaris  Brun- 
nen  v.  Somborn,  14  Bl  C.  C.  380 ; 
Hegeman  4"  Co,  v.  O^ Byrne,  9  Daly, 
264 ;  Leldersdoff  v.  Flint  (2),  60 
Wise.  401;  Atlantic  MiUitig  Co, 
Y,  BoHnso7i,  20  Fed.  Rep.  217  ; 
Avery  Jlr  Sons  v.  Meikle  ^  Co.,  27 
U.  8.  Pat  Gaz.  1027 ;  Liggett  ^ 
Myers  Tobacco  Co.  v.  Hynes,  20  Fed. 
Rep.  883 ;  Heyde  y.  Wittkowski, 
6  N.  8.  W.  Rep.  (E.)  74 ;  Bryant  Jf 
May  Y,  Heyde,  7  N.  8.  W.  Rep.  (B.) 
72 ;  Pierce  v.  OuUtard,  68  Cal.  68 ; 
BallY,  Siegel,  116  111.  137;  LorU- 
lard  Y,  Wight,  15  Fed.  Rep.  383 ; 
Breydoppel  y.  Young,  14  Phila.  226. 
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Examples. 


the  infringer  does  correspond  in  all  respects  with  that 
of  the  person  whose  rights  he  is  attacking;  the  osoal 
practice  is  to  introduce  some  colourable  variation,  which 
may  supply  the  infringer  with  a  plausible  excuse  for  his 
fraud.  "In  every  case,"  however,  "the  Court  must 
ascertain  whether  the  differences  are  made  bond  fide 
in  order  to  distinguish  the  one  article  from  the  other; 
whether  the  resemblances  and  the  differences  are  such 
as  naturally  arise  from  the  necessity  of  the  case,  or 
whether,  on  the  other  hand,  the  differences  are  simply 
colourable,  and  the  resemblances  are  such  as  are  ob- 
viously intended  to  deceive  the  purchaser  of  the  one 
article  into  the  belief  of  its  being  the  manufacture  of 
another  person.  Besemblance  is  a  circumstance  which 
is  of  primary  importance  for  the  Court  to  consider, 
because  if  the  Court  finds,  as  it  almost  invariably  does 
find  in  such  cases  as  this,  that  there  is  no  reason  for  the 
resemblance,  excepting  for  the  purpose  of  misleading,  it 
will  infer  that  the  resemblance  is  adopted  for  the  purpose 
of  misleading  "  (a). 

Thus,  it  was  held  that  "  Cacaotine  "  was  a  colourable  imi- 
tation of  "  Cocoatina  "  (6),  "  Steel  pens  "  of  "  Stephens  "  (c), 
"  Tung's  "  of  "  Tonge's  "  (d),  "  Leopoldsalt "  of  "  Leopold- 
shall  (e)y  "  Lactopepsine  "  of  "  Lactopeptine  "  (/),  "  Co- 
coine  "  of  «  Cocoaine  "  0),  "  Bovina  "  of  "  Bovilene  "  (h). 


(a)  Per  Wood,  V.-C,  Taylor  v. 
Taylor,  23  L.  J.  Ch.  266 ;  and  in 
the  case  of  a  prosecution  for  ob- 
taining money  by  false  pretences, 
see  per  Erie,  J.,  In  i2.  v.  DuTuiai,  6 
Cox,  380. 

(b)  Solmeitter  v.  AtJtins,  37  L.  J. 
Ch.  847. 

(c)  Stephens  v.  Peel,  16  L.  T.  N.  S. 
146. 

(rf)  Tonge  V.  Ward,  21  L.  T.  N.  a 
480. 

(fi)  Radde  v.  Norman,  L.  R.  14 
Eq.  348. 

(J)  Camriek  v.  Morton^  L.  J. 
N.  olC,  1877,p.  71. 


(g)  Burnett  v.  Phalon^  9  Boa. 
192;  R.  Cox,  376. 

(A)  LockwoodY.Boit7nck,2J>9ij^ 
621 ;  R.  Cox,  666.  Other  instances 
are: — " Schrewsbury-Marchal  Pat- 
ent Thread  "  put  for  "  Sbrewsbniy, 
Marshall  &  Co.  Patent  Tluread," 
Ma/rthall  v.  Rott,  L.  R.  8  Bq.  651 ; 
"  Burgiss  '*  for  **  Bargess,"  Burgeu 
V.  mUi,  26  Beav.  244 ;  "  Genuine  " 
for  **  Guinness,"  Ouvnnen  ▼.  Heap, 
Dig.  617 ;  •♦  Derwent "  for  "  Derby," 
Derby  Phatogravhio  Dry  Plate  Co. 
V.  Pollard,  Graham  ^  Co,,  2  Times 
L.  R.  276;  "  Condisanitas "  for 
"Banitas,"   8anii4u    Co,,    Ld.    y. 
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igain,  a  beehive  was  held  to  be  a  colourable  imitation  of 
a  bell  of  a  similar  shape^  similarly  printed  on  a  label  (a). 


Oniy,  4  P.  R.  195,  530;  "Apol- 
linis"  for  "Apollinaris,"  ApollinarU 
Co^  Ld.  V.  Herffeldt,  4  P.  R.  478  ; 
"  Steinberg "  for  "  Steinway," 
Steinway  ^  Sam  v.  ITenshafV,  5 
P.  B.  77 ;  "  Demotic  "  for  •*  Demon," 
Saseng&r  ^'  Sons  v.  Feltham  3f  Co.^ 
6  P.  R.  531 ;  "  Hol«teter  &  Smyte  " 
for  "Hcstetter  k.  Smith,"  Hos- 
i€Utfr  V.  Vominkle,  1  DilL  329; 
"Rogers&Son"for  "  J.  Rodgersfc 
SoM^"  Jfod^ers  v.  Philp,  1  IT.  S. 
Pat,  Gax.  29;  "Andrew  Coe's 
Superphosphate  of  Lime"  for 
^Coe's  Superphosphate  of  Lime" 
0*e  V.  Bradley,  9  ib.  541 ;  "  Btar  " 
for  "Stark,"  Gardner  v.  Bailey, 
Dig.  305 ; "  Wamyesta  "  for  "  Wam- 
satta,"  WamnUta  Mill*  v.  Allen, 
12Phila.  536;  "  Electric- Silicon  " 
for  "Electro-Silicon,"  Blectro-SilU 
con  Co.  V.  Tra$k,  59  How.  Pr.  189  ; 
•*  Pride  of  Syracuse  "  for  "  Pride  " 
Hier  v.  Abrahamt,  82  N.  Y.  619; 
"South-western,  St.  Louis"  for 
"Southern  Company,  St  Louis," 
Stntkem  White  Lead  Co.  v.  Carey, 
25  Fed.  Rep.  125  ;  "  Cellonite  "  for 
"Celluloid,"  Celluloid  Manvfac- 
turing  Co.  v,  Cellonite  Mammae- 
taring  Co.,  32  Fed.  Rep.  94  ; 
"Willonghby  Ridge"  for"  Wil- 
looghby  Lake,"  Pike  Manvfac- 
iurinff  Co.  v.  Cleveland  Stone  Co,, 
3o  Fed.  Bep.  896;  **  Diamond 
Gem"  for  "  Black  Diamond,"  ib. ; 
''Seamless,"  with  a  floarisb,  for 
"  Shawknit,"  with  a  flourish,  Sfiare 
StoeHny  Co.  v.  Mack,  21  Bl.  C.  C. 
1 ;  "Dr.  Horse's  Improved  Yellow 
Dock  and  Satsaparilla  Compound  " 
for  "Morse's  Compound  Syrup  of 
Yellow  Dock  Boot,"  Alexander  v. 
Mom,  14  R.  L  153;  "Chatter- 
book"  for  "Chatterbox,"  Estesy. 
ledie(2).  29  Fed.  Rep.  91 ;  "  Sawin's 
Soluble  Blue  and  Pepper  Box  "  for 
"  Sawyer's  Crystal  Blue  and  Safety 
Box,"  Sawyer  v.  Kellogg,  1  Fed. 
Bep.  721 ;  9  i*.  601 ;  "  Maizharma" 
with  a  device  for  *•  Maizena  "  with 
a  device,  Glen  Cove  Manufaetwring 
Co.  V.  Ludeman,  23  BL  C.  C.  46. 


(a)  Bell,  Black  S^  Co.  v.  BeU  ^  Co,, 
Dig.  514.  Other  instances  are: — 
A  crown  with  "B.  B.  8."  in  italics 
put  for  a  crown  with  "  B.  B.  H." 
in  Roman  characters,  Ba/rrowt  y. 
PeUall  Coal  *?•  Iron  Co.,  Dig. 
530 ;  a  volcano  with  a  man  coming 
out  of  it  and  the  words  "  Volcanic 
Paraffin  Matches,"  for  a  volcano 
with  the  words  "The  Vulcan 
Paraffin  Matches,"  Vulcan  Match 
Manufacturing  Co.  v.  Knot  ^  Co., 
Pearson,  J.,  June  22nd,  1883  ;  a 
device  of  a  diamond  with  a  K  in 
the  centre  for  a  device  of  a  plain 
diamond,  Curtis  ^  Marvey  v.  Pape, 
6  P.  R.  146  ;  "Rottgen  "  with  two 
crosses  for  "  Rodgers  "  with  a  star 
and  a  cross,  Rodgen  Jj;  Sons,  Ld,  v. 
Rottgen,  5  Times  L.  K.  678;  a 
pelican,  with  an  inscription  in 
gold  on  a  green  ground,  for  a 
crane  with  an  inscription  in  gold 
on  a  green  ground,  Balfour  «j* 
Co.  V.  KUbum  <J-  Co.,  1  Hyde, 
270 ;  an  orb  rising  over  a  piece  of 
water,  with  the  words  "  Rising 
Moon  StoVe  Polish,"  for  an  orb 
with  rays  rising  over  a  piece  of 
water,  with  the  words  "Rising 
Sun  Stove  Polish  " :  Morse  v.  Wor- 
rell, 10  Phila.  168;  a  sprig  of 
grape  vine  for  a  sprig  of  hop  vine, 
Hop  Bitters  Manufacturing  Co.  v. 
W/iarton,  10  Vict.  L.  R.  (L.)  371 ; 
a  unicorn's  head  for  a  horse*s  head 
similarly  arranged,  Barsalon  v. 
Barling,  9  Can.  Sup.  Ct.  677.  But 
in  Mc  Cartney  v.  Garnhart,  45  Mo. 
593,  it  was  held  that  two  picks 
with  a  pair  of  scales,  and  the 
words  "J.  H.  Garnhart's  Old 
Bourbon,"  were  not  too  similar  to 
two  anchors  and  the  initials  "  S. 
McC."  Where  the  infringement 
consisted  in  a  general  resemblance 
between  labels  on  "  Old  Bachelor" 
tobacco  and  "Old  Coon"  tobacco, 
it  was  held  that  the  wrong  was 
not  remedied  by  printing  across 
the  former  the  words  "Not  Old 
Coon,"  MoCann  v.  Anthony,  21  Mo. 
App.  83. 
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Seiaoy. 
Provez4mde. 


Wotheripoon 
V.  Currie.  . 


Similarity  of 
packing  or 
get-up. 


In  Bdxo  V.  Pravezende  (a)  the  plaintiff,  a  Portuguese 
nobleman  and  wine  grower,  sold  his  wine  in  casks  branded 
on  the  head  with  a  crown  and  eagle,  and  the  letters 
''B.  S./'  and  also  at  the  bung-hole  with  a  crown,  the 
word  "  Seixo,"  and  the  year  of  vintage.  This  wine  had 
acquired  a  reputation  as  "  Crown  Seixo  Wine,"  when  the 
defendant  began  to  sell  wine  which  he  called  "  Seixo  de 
Cima,"  and  placed  in  casks  branded  in  a  somewhat  similar 
manner  to  the  plaintiff's.  The  injunction  was  granted 
and  affirmed,  although  the  defendants  contended  that 
parts  of  their  own  vineyards  were  called  "  Seixo/'  and 
that  the  name  was  an  ordinary  Portuguese  adjective, 
signifying  "stony." 

In  Wotherapoon  v.  Currie  (b)  the  plaintiffs  manufac- 
tured starch,  which,  under  the  name  of  "  Glenfield  Starch  " 
—a  name  derived  from  a  small  place  near  Paisley,  where 
it  was  made — acquired  a  great  reputation.  They  sub- 
sequently removed,  their  works  to*  Paisley,  and  there 
continued  to  make  "  Glenfield  Starch."  The  defendants, 
also  starch  manufacturers  at  Paisley,  bought  a  small  plot 
of  land  at  Glenfield,  and  began  selling  "  Glenfield  Starch.*' 
It  was  held  by  V.-C.  Malins  and  the  House  of  Lords  that 
the  use  of  the  word  "  Glenfield  "  in  connection  with  starch 
had  the*  efiect  of  inducing  people  to  buy  the  defendants' 
manufacture,  under  the  impression  that  it  was  the  plain- 
tiffs', and  that  there  was  a  colourable  imitation  of  the 
mark  to  which  the  plaintiffs  were  entitled  (c). 

Where  the  goods  of  one  manufacturer  are  so  packed  or 
arranged  as  externally  to  resemble  those  of  others  engaged 


(ay  U  R.  1  Ch.  192. 

{d)  L.  R.  5  H.  L.  508. 

(o)  See  also  Thompson  v.  Mont- 
ff ornery t  41  Gh.  D.  35,  and  the 
American  cases,  Coffeen  v.  Brun- 
ton,  4  McLean,  516,  R.  Cox,  82; 
Amoiheafj  Manvfacturing  Co,  v. 
Spear,  2  Sand.  S.  C.  699,  R.  Cox, 
87 ;  Davu  v.  KendM,  2  R.  I.  666, 
R.  Coz,  112 ;   Willic/ini  v.  JohnOin, 


2  Boa.  1 ;  R.  Cox,  214 ;  Bradley  v. 
NoHon,  33  Conn,  167,  R,  Cox,  331 ; 
Boardman  v.  Meriden  Britannia 
Co.,  36  Conn.  402,  R.  Cox,  490; 
Gillis  V.  Ball,  R.  Cox,  596; 
Meriden  Britannia  Co,  v.  Parker^ 
39  Conn.  450,  12  Amer.  Rep.  401 ; 
Bfirke  V.  Camn,  45  Cal.  467,  13 
Amer.  Rep.  204. 
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in  the  same  trade,  as  where  starch  was  put  up  commonly 
in  the  trade  in  packets  of  a  certain  coloar  and  appearance, 
the  similarit  J  common  to  all  does  not  of  itself  expose  the 
mano&ctnrer  to  an  action,  but  it  makes  it  incumbent 
upon  him  to  take  care  that  his  distinguishing  mark  is 
really  distinguishing  (a).  And  where  a  plaintiff  has  been 
in  the  habit  of  packing  or  getting  up  his  goods  in  a 
peculiar  and  distinctive  manner,  he  will  be  entitled  to 
restrain  another  from  imitating  his  packages  (6),  even 
though  his  actual  trade  mark  is  bad  (c) ;  and  the  imita- 
tion of  bottles  (d)  or  barrels  (e)  of  a  peculiar  design,  such 
as  is  used  only  by  the  plaintiff,  will  afford  a  strong  pre- 
sumption that  fraud  is  intended.  As  Cotton,  L.  J.,  said, 
in  Lever  v.  Oood/wiw  (/),  "  there  may  be  no  monopoly 
at  all  in  the  individual  things,  but  if  they  are  so  conh- 
bined  by  the  defendants  as  to  pass  off  the  diefendants' 
goods  as  the  plaintiffs',  then  the  defendants  have  broif|[ht 
themselves  within  the  old  Common -Law  doctrine,  in 
respect  of  which  Equity  will  give  to  the  aggrieved  party 
an  injunction,  in  order  to  restrain  the  defendants  from 


(a)  See  per  Lord  Hatherley,  C, 
Wdihertpoaii  v.  Currie,  5  H.  L.  608 ; 
also  Enoch  Morgan's  Somf  Co,  v. 
2Vosrri/,  89  N.  Y.  292;  Oail  v. 
WackerlHiHh,  28  Fed.  Rep.  286. 

{h)FreteY.  JBaehqf(2),  14  BL  C. 
C.  432;  Enoch  Morgan: 9  Bona'  Co. 
V.  Sehicaehhflfer,  55  How.  Pr.  37 ; 
Great  Tomer  St.  Tea  Co.  v.  LaTi^- 
ford  ^  Co.,  5  P.  R.  66  ;  Aicough  v. 
Mnton,  ^  Co.,  3  Times  L.  R.  735 ; 
Landreth  Sf  Sons  v.  Lcmdreth,  22 
Fed.  Rep.  41;  Sovthorn  White 
lead  Co.  V.  Carey ^  25  Fed.  Rep. 
125;  Anheuter  Btuoh  Brewing 
Auodation  v.  Clarke,  26  Fed.  Rep. 
410;  Pierce  v.  €hnttard,  68  Cal. 
68;  Jiome  Nerve  Food  Co.  v. 
Bmtmhaek,  32  Fed.  Rep.  205; 
MilUr  Tobacco  Manufactory  y. 
Commerce,  45  N.  J.  Law  123 ;  Troth 
^ith  Co.  V.  WoogtcTy  28  Mo.  App. 
408. 

{fi)Lcvn'Y.  Goodwin,  36 Ch. D.  1 ; 


Sawyer  v.  Som,  4  Hnghes,  239; 
MoCaU  V.  TheaZ,  28  Grant  Up. 
Can.  Ch.  48 ;  OarboHo  Soap  Co.  v. 
Thompion,  25  Fed.  Rep.  625 ;  SatUh 
V.  Fair,  14  Ont.  Rep.  729. 

(rf)  Henry  v.  Price,  1  Leg.  Obs. 
364  ;  Siegert  v.  Flndlater,  7  Ch.  D. 
801 ;  Ftillwood  v.  F.ulhvood  (1), 
W.  N.  1873, 185  ;  Wolfe  v.  Goulard, 
18  How.  Pr.  64 ;  Laird  v.  Wilder, 
9  Bush  131 ;  Qmgrest  Co.  v.  Bigh 
Booh  Co.,  45  N.  Y.  291  ;  WUdcr 
V.  Wilder,  Dig.  372 ;  Boitetter  v. 
Adams,  20  Bl  C.  C.  326 ;  Carbolic 
Soap  Co.  V.  Thompsoi^  25  Fed.^ep. 
625;  Moxie  Nerve  Food  Co.  v. 
Bavmbach,  32  Fed.  Rep.  205; 
Moxie  Nerve  Food  Co,  v.  Beach, 
33  Fed.  Rep.  248. 

(e)  Cook  V.  Starhmeather,  13  Abb. 
Pr.  N.  S.  392.  See  Moorman  v. 
Hoge,  2  Sawy.  78.  • 

(/)  36  Ch.  D.  1. 
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Not  conolu- 
Blre. 


passing  off  their  goods  as  those  of  the  plaintiffs.**  It  has 
been  held  in  America  (a)  that  a  label,  on  which  is  a  repre- 
sentation of  a  box  filled  with  cakes  of  soap,  wrapped  in 
variously  coloured  paper  wrappers  and  arranged  in  a 
particular  way,  is  not  infringed  by  offering  for  sale  boxes 
containing  cakes  of  soap  so  wrapped  and  arranged 

However,  where  a  defendant  had,  in  obedience  to 
express  directions,  put  up  his  silk  in  imitation  of  the 
plaintiff's  bundles,  his  execution  of  the  order  was  held 
not  to  be  conclusive  against  him  (6).  So,  too,  where 
a  defendant  packed  inferior  brandy  in  the  plaintiff^s  cases 
at  the  express  request  of  an  agent  of  the  plaintiff,  who 
was  seeking  to  entrap  him,  Malins,  V.-C,  refused  the 
injunction  with  costs  (o). 

Where  a  manufacturer,  e,g,  of  beer  or  whiskey,  sets 
up  a  case  against  a  retail  dealer  of  having  sold  the 
product  of  another  manufacturer  over  the  counter  in 
response  to  a  request  for  the  plaintiff's  goods,  and  the 
defendant  shows  that  he  took  reasonable  precautions  to 
avoid  mistakes,  it  has  been  held  in  Scotland  that  it  is 
not  sufficient  to  prove  that  one  or  two  mistakes  have 
occurred,  but  that  a  course  of  fraudulent  dealing  must 
be  made  out  (d). 

It  has  also  been  held  in  Scotland  that  a  word  registered 

as  a  trade  mark  is  not  infringed  by  its  being  used  in 

circulars  and  advertisements  in  a  properly  descriptive 

sense  (e). 

Infringement      The  use  by  one  manufacturer  of  a  trade  mark  resem- 

most  be  by 


Sale  over 
counter. 


User  in 
circulars. 


(a)  Davis  v.  DavU^  27  Fed.  Rep. 
490. 

(J)  Woollam  V.  Ratcliff,  1  H.  & 
M.  259.  And  see  Frese  v.  Baehof 
(1),  13  Bl.  C.  C.  234 ;  Sarryer  v. 
Kelloggy  7  Fed.  Rep.  721 ;  9  ii,  601. 

(c)  ilentiessy  v.  Kennett,  Dig. 
656.  But  in  the  Indian  case  of 
Orr-Emng  v.  Chooneeloll  Mvlliok^ 
Cor.  150,  the  defendant  was  re- 
strained,   though   there   was   no 


evidence  of  his  having  sold  the 
spurious  goods  (which  he  bad 
bought  ready  marked)  to  any  ona 
but  the  plaintiffs  agent. 

(d)  Ba*i,  Rateliff  <$•  Grettan,  Li, 
V.  Laidlatc,  Ct.  Sess.  Cas.,  4th  Ser. 
XIII.  898 ;  Thomson  Ji'  Co.  v.  BoheTi- 
ion,  Ct  Sess.  Cas.,  4th  Ser.  XV.  88a 

(a)  Stvart  4'  Co.  v.  Scottish  Val 
de  Travers  Paving  Co.,Ld,,Ct.  Seas. 
Cas.,  4th  Ser.  Xlil.  1. 
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bling  or  even  identical  with  that  used  by  another,  is  not  ^^^  on  aame 

1  •Class  of  goods, 

an  infringement  of  that  other  8  rights,  unless  the  olass  of 

goods  on  which  the  two  marks  are  used  is  the  same  (a)  or, 
at  least,  of  so  similar  a  description  that  they  may  fairly  be 
supposed  to  be  of  the  same  manufacture  as  the  goods  to 
which  the  mark  is  properly  applied  (6). 

And  where  a  trader  has  registered  a  trade  mark  for  an  No  infringe- 
extensive  class  of  goods,  but  has  only  used  it  for  a  small  ^^^j^tfon 
part  of  the  goods  in  the  class,  another  person  does  not  ]j^dfir  than 
infringe  his  rights  by  using  a  somewhat  similar  mark 
on  goods  also  in  the  class,  but  substantially  different  from 
the  goods  on  which  the  registered  proprietor  has  used  it. 
This  was  so  laid  down  by  the  Court  of  Appeal  in  EduHirds 
V.  Dennis  (c),  in  which  Cotton,  L.  J.,  said  "  no  doubt  the 
intention  of  the  Trade  Marks  Act  of  1875  is  to  give  a 
right  to  what  is  on  the  register  so  as  to  enable  a  person 
who  has  been  registered  for  five  years  as  the  proprietor  of 
a  trade  mark  to  maintain  an  action  against  any  other 
person  taking  or  infringing  that  trade  mark ;  but  when 
the  alleged  infringement  consists  in  using,  not  the  exact 
thing  upon  the  register,  but  something  similar  to  it,  the 
Court  must,  in  considering  whether  there  has  been  an 
infringement  or  not,  proceed  upon  the  old  principle, 
which  prevailed  both  at  law  and  in  equity  before  the 
Act,  that  a  man  is  not  to  pass  off  his  goods  as  the  goods 
of  another.  At  common  law  the  man  thus  injured  might 
obtain  damages,  and  in  equity  the  more  effectual  protec- 
tion of  an  injunction." 

(a)  Hall  Y.  Sarrowt,  4  De  G.  J.  boots  and  indiarubber  boots  were 
*  S.  160 ;  Ammjcorth  v.  Walmsley,  •  so  far  distinct  that  a  trade  mark 

L.  R.  1  Bq.  518 ;  Motet  v.  Sargood,  for  the  former  was  not  Infringed 

Dig.  636;    Jfi  rv  JeUey,  Son  if  by  nser  in  respect  of  the  latter. 

•Jw«»,  61  Lu  J.  Ch.  639 ;  In  re  (*)  Wamtutta  MUU  v.  AUen,  12 

WkxUUy,  43  L.  T.  N.  8.  627;  In  re  Phila.  636 ;  Carroll  v.  Ertheiler,  1 

Sahtme,  Dig.  643 ;  In  re  Athton,  Fed.  Bep.  688;  CoUins  Co.  v.  Amet 

>^-C.  H.  Feb.  26th,  1881 ;  CoUnan  v.  ^  Sont,  20  Bl.  C.  C.  642. 

Onmp,  70   N.    Y.    573;   SoeiiU  (<>)  30  Ch.  D.  464.    And  compare 

An/mytM  v.  BaMer,  14  Bl.  C.  C.  Anglo-Smitt  Condented  MUk  Co,  v. 

261.    In  Beekt  v.  Porter,  9  Pac.  Meteal/,  31  Ch.  D.  454. 
C.  U  J.  569,  it  was  held  that  leather 
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Bights  of 
agent  of 
foreign  firm. 


Rights  of 
lessee  of 
spring. 


Sale  of 
materials 
under  name. 


Infringement 
of  disnfed 
mark. 


In  the  case  of  ApoUinariB  Co,,  Ld.  v.  Scherer  (a)  the  plain- 
tiffs, an  English  company  had  obtained  fix>m  one  Saxlehner, 
the  proprietor  of  a  spring  in  Hungary,  called  the  "  Hunyadi 
Janos  "  spring,  the  exclusive  right  to  export  the  water  to 
the  United  States,  and  to  use  the  name  there.  Saxlebner 
sold  the  water  in  Europe  under  a  label  which  stated  that  it 
was  not  meant  for  export  to  America,  and  the  plaintifis  sold 
the  water  in  the  United  States  under  a  label  which  stated 
that  they  were  the  sole  exporters.  The  defendant  bought 
genuine  water  in  Europe  under  labels  bearing  Saxlehners 
caution,  and  sold  it  in  the  United  States  as  '^Hunyadi 
Janos"  water ;  and  it  was  held  that  the  Apollinaris  Go.  was 
entitled  to  no  relief  against  him,  the  Court  being  of  opinion 
that  genuine  water,  rightfully  bought,  might  be  sold  under 
its  proper  name  anywhere,  and  that  the  arrangement 
between  the  Apollinaris  Co.  and  Saxlehner  was  not  binding 
on  persons  who  were  no  parties  to  it. 

On  the  other  hand,  it  has  been  held  (6)  that  the 
concessionnaire  of  a  spring  for  a  term  is  not  entitled,  at  all 
events  during  the  term,  to  open  another  spring  in  the 
same  neighbourhood,  and  sell  the  water  derived  therefrom 
under  the  same  name  as  the  water  derived  fix>m  the  first 
spring,  and  in  competition  with  that  water. 

Where  the  plaintiffs'  article  was  known  as  "Hostetter's 
Stomach  Bitters,"  and  the  defendants  sold  materials  which 
they  alleged  could  be  used  in  the  production  of  that  article, 
no  relief  was  granted,  there  being  no  allegation  that  the 
defendants  had  done  more  than  this,  or  that  they  were 
engaged  with  others  in  a  scheme  of  fraud  (c). 

It  has  been  held  in  America  that  the  use  by  a  manu&c- 
turer  of  a  mark  previously  used  by  another  manufacturer, 
but  discontinued  by  him  for  a  year,  is  an  infringement  of 
the  rights  of  the  latter  (d) ;  but  it  is  no  infringement  to  nse 

(a)  23  Bl.  C.  C.  459.  (d)  Lemoine  v.  Qanton,  2  E.  D. 

{h)  Hill  V.  Lookwood,  32  Fed.  Smith,  843,  R.  Cox,  142.    But  see 

Bep.  389.  8ynwnd$  y.  Oreene,  28  Fed.  Ben. 

(c)  Hoitetter  v.  FHet,  21  BL  C.  «34, 
C.  339. 
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ia  an  honest  way  a  mark  which  has  failed  to  obtain 
protection  in  the  hands  of  another  trader  by  reason  of  that 
trader's  misstatements ;  and  an  infringer  of  the  mark  as 
subsequently  used  by  the  honest  trader  cannot  escape  by 
setting  up  the  prior  user  of  the  dishonest  trader  (a). 

Registration  of  a  trade  mark  which  resembles  a  prior  Infringement 
trade  mark,  which  is  registered  so  nearly  as  to  be  calculated  r^^^^d^ 
to  deceive,  does  not,  at  all  events  for  five  years  from  the  °^*^^ 
date  of  registration,  prevent  the  owner  of  the  prior  mark 
from  obtaining  an  injunction  to  restrain  its  use  (6)  ;  and 
since  registration  is,  for  the  first  five  years,  only  a  qualifica- 
tion for  bringing  an  action  (c),  it  would  seem  that  if  the 
second  of  two  registered  marks  had  been  used  first,  the  owner 
of  that  mark  would,  by  virtue  of  his  prior  user,  be  entitled  to 
restrain  the  owner  of  the  mark  which  was  used  later,  but 
registered  first,  from  using  that  mark.  Where  the  plaintifiTs 
mark  had  been  registered  for  an  extensive  class  of  goods,  and 
the  defendant's  mark  had  been  registered  for  a  class  which 
overlapped  the  plaintifiTs,  but  had  been  used  only  for  goods 
distinct  from  theirs,  on  the  defendant  beginning  to  use  his 
mark  on  goods  included  in  his  registration,  but  similar  to 
those  for  which  the  plaintifiTs  mark  had  been  registered 
and  used,  his  registration  was  rectified  by  limiting  it  to 
the  distinct  goods,  and  an  injunction  was  granted  as  to  the 
goods  on  which  he  was  newly  using  it  (d).  Again,  where 
the  proprietors  of  a  mark  registered  for  cofiFee  in  1876 
began,  in  1889,  to  apply  it  to  tea,  they  were  restrained  from 
so  doing  on  motion  by  the  proprietor  of  a  similar  mark 
registered  for  tea  in  1878  (e). 


(a)  Parlett  v.  Gfuffgenheimer,  67 
ltd.  542,  with  wnich  compare 
OBowrhev.  Centrai  CUtf  Soap  Co., 
26  Fed.  Rep.  676. 

^(&)  Bead  y.  Riehardtony  45  L.  T. 
^.  S,  54;  Goodwin  v.  Vennin{ff 
24  Sol  J.  690.  And  in  Kew  South 
Wales  the  use  of  a  registered 
nuirk  has  been  restrained :  HarrU 
▼.  %,  5  N.  8.  W.  Kep.  (B.)  114; 


Bryant  ^  May  v.  Heyde,  7  N.  8.  W. 
Rep.  (B.)  72. 

(c)  Nuihall  V.  Vmrng,  C.  A. 
Jan.  21st,  1880 ;  Mouson  Si  Co,  v. 
Boehm,  26  Ch,  D.  898;  HaH  v. 
CoUeyy  44  Ch.  D.  193. 

(<Q  Anglo- SiHit  Condensed  MUk 
Co.  V.  MeUaV,  31  Ch.  D.  454. 

(e)  Upper  Assam  Tea  Co.  t. 
Herbert  ^  Co.,  C.  A.,  July  3rd,  1889. 
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Infringement  It  is  an  infriDgement  to  use  a  gennine  trade  mark  of  a 
useofgencdne  manufacturer  upon  goods  not  of  his  production  (a) ;  and 
^^"^^  it  is  no  less  an  infringement  to  use  it  upon  goods  of  a 

quality  to  which  he  did  not  intend  it  to  be  applied,  even 
though  the  goods  upon  which  the  infringer  uses  it  are  of 
the  make  of  the  owner  of  the  mark  (6).  But  where  goods 
have  been  purchased  in  bulk,  the  purchaser  is  entitled  to 
resell  them  retail  under  the  name  given  to  them  by  the 
manufacturer  (o). 
Moulded  ^^  6ome  cases  a  rather  difficult  question  has  arisen  with 

bottles.  respect  to  the  use  of  bottles  moulded  with  the  plaintifiTs 

name  or  trade  mark.  Where  such  bottles  have  been 
systematically  bought  up  and  refilled  with  spurious 
waters,  <S:c.,  so  as  to  pass  them  off  as  being  of  the  plaintiff's 
manufacture,  an  injunction  will  be  granted  to  restrain  the 
continuance  of  the  fraud  (d) ;  but  where  the  bottles  have 
been  bought  by  the  defendant  in  the  ordinary  course  of 
his  business  they  have  become  his  property,  though  they 
bear  the  plaintiff's  trade  mark  (e),  and  it  does  not  appear 
that  he  will  be  restrained  from  using  what  he  has  bought, 
merely  because  the  bottles  are  moulded,  so  long  as  he  uses 
them  in  a  fair  manner,  and  places  on  them  his  own  adhesive 
labels  (/).  There  does  not,  indeed,  seem  to  be  a  clear 
decision  on  the  point,  as  the  question  has  not  been  raised 
free  from  complications.  Thus,  in  Barrett  v.  Oomm  (gr), 
the  Court  of  Appeal  held  that  no  injunction  could  be 

(a)  Bamett  v.  Leuc1uvr$y  13  L.  T.  (6)  Condy  4*  MtteheU  v.  Ihjflor 

N.  8.  495  rboxes  for  "  Pharaoh's  4'  Co.,  56  L.  T.  N.  S.  891. 

i^erpentB");jR:ichardsy.Williamton,  (d)  Rote  v.  Henley,  Dig.  561; 

SO  L.  T.  N.  S.  746  (gun  stamps);  AUm  v.  Mchards,  26  Sol.  J.  658; 

Jlennessy  v.  Eohnumn,  36  L.  T.  Hostetter  v.  AiMLerson^   1    V.    R. 

N.  8.  61 ;  Hennetty  v.  Cooper,  Dig.  Eq.  7 ;  Sawyer  Crystal  Blue  Co,  v. 

649  (cases  for  brandy).  HuJfbard,  82  Fed.  Rep.  388;  Bpans 

ib^JIennessyy.Xennett,!)!^.^^^;  v.  Von  Zaer,  32  Fed.  Rep.  153. 

Henne4»y  v.  WhiU,  6  W.  W.&  A'B.  (<y)  IdrU  ^  Ok  v.  Ward^  C-  A. 

Eq.  216 ;  Hennessy  v.  Hogan,  ib.  225  Feb.  4th,  1889. 

(cases    intended    for    brandy    of  (J)  Welch  v.  Knctt,  4  K.  &   J. 

superior  quality  used  for  brandy  747;  Rose  v.  Loftu$,  47  L.  J.  Ch, 

of    inferior   quality) ;    QiUoU   v.  576.    See,  however,  Wood  v.  Bur- 

Kettle,  3  Duer,  624,  R.  Cox,  148  gen,  24  Q.  B.  D.  162,  a  case  under 

(labels  indicating   superior   pens  the  Merchandise  Marks  Act,  1887. 

placed  on  boxes  of  inferior  ones).  (^)  74  L.  T.  (Journal)  388. 
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gnmted  against  soda-water  manufacturers  whose  labels 
were  found  to  be  placed  on  two  bottles  of  soda-water 
moolded  with  the  plaintiff's  name  and  trade  mark,  but  in 
this  case  there  was  no  evidence  to  show  that  the  soda- 
vBter  in  the  bottles  was  of  the  defendant's  manufacture, 
or  that  the  defendants  had  filled  or  sold  them.  The 
Master  of  the  Bolls  (Sir  G.  Jessel),  however,  stated  that  if 
some  of  the  plaintiff's  engraved  bottles  had  come  fairly 
into  the  defendants'  possession,  they  would  have  been 
entitled  to  refill  and  sell  them,  at  all  events  if  they  had 
placed  on  them  their  own  adhesive  labels,  so  as  to  cover  the 
plaintiff's  name  and  trade  mark.  And  this  opinion  appears 
to  have  been  adopted  by  North,  J.,  in  Barrett  v.  White  (a). 
It  is  an  infriufifement  for  an  eninraver  to  prepare  and  Infringement 

,     .  .   X.       i_i     1  ^       .XL  j.i_     by  engraver. 

supply  to  one  i)er8on  prmtmg-blocks  engraved  with  the 
trade  mark,  or  an  important  part  of  the  trade  mark  of 
another,  inasmuch  as  the  piracy  would  be  impossible 
without  the  blocks ;  and  Shadwell,  V.-C.  of  E.,  went  so 
far  as  to  say  that  if  a  thing  contained  twenty-five  parts, 
and  one  only  was  taken,  such  an  imitation  would  be 
suflScient  to  contribute  to  a  deception,  and  the  law  would 
hold  those  responsible  who  had  contributed  to  the  fraud  (6). 
The  principle  is  the  same  where  the  engraver,  though 
retaining  the  blocks  in  his  own  possession,  yet  facilitates 
ftaud  by  the  dissemination  of  labels  bearing  pirated  trade 
marks  (c).  Lord  Cranworth,  C,  thought,  however,  that 
a  man  who  had  A's  goods,  but  none  of  his  labels,  might 
rightfully  employ  a  printer  or  engraver  to  supply  him 
with  imitated  labels,  and  that  A  could  have  no  ground 
of  complaint  against  the  sale  of  his  goods  with  something 
on  them  to  represent  his  trade  mark,  though  not  his 
genuine  mark  (d). 

(a)  North,  J.,  May  12th,  1883.  man,  23  Fed.  Rep.  871 ;  Tale  Cigar 

{h)  GvinnesM  v.  Xfllmer,  10  L.  T.  Manufaaturing   Co.    ▼.    YaU,   30 

(Old  Series)  127.  U.  8.  Pat.  Qaz.    1183;    HoU   v. 

(e)  FwnsMt  V.  Siliferlock,  1  K.  &  Menendez,  128  U.  S.  Bep.  182. 

J.  509;  6  De  G.  M.  &  G.  214;  4  (d)  Farina  v.  ^Iv^lock^Q  DeG. 

K.&  J.650;  De  Kuyper^.  WtUe-  M.  &  O.  214. 
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Untrae  alle- 
gation of 
registration. 


Use  by  a 
trade-mark 
owner  of  his 
mark  upon 
another's 
goods. 


It  does  not  appear  that  the  position  of  a  defendant  in 
an  action  for  infringement  is  altered  for  the  worse  by  the 
fact  of  his  having  alleged  his  trade  mark  to  be  registered, 
before  it  in  fact  was  so  (a) ;  but  by  so  doing  he  will 
expose  himself  to  penalties  under  §  105  of  the  Patents 
Act,  1883  (6). 

It  seems  that  a  manufacturer  is  entitled  to  place  his 
trade  mark  on  articles  not  of  his  own  make,  unless  there  is 
some  trade  custom  or  contract  that  he  shall  not  do  so,  and 
to  remove  the  maker's  mark  for  the  purpose  of  substituting 
his  own,  and  that  such  a  course  would  not  be  actionable  (o). 
Nor  is  there  any  reason  why  it  should  be  so.  The  maker's 
mark  has  already  performed  its  function  when  the  goods 
are  sold,  and  when  it  is  removed  from  the  goods  the  maker 
ceases  to  be  responsible  for  the  guarantee  implied  by  its 
presence  on  them.  The  purchaser,  by  substituting  his 
own  mark,  undertakes  the  responsibility  for  the  quality  of 
the  goods,  which  are,  in  effect,  selected  and  guaranteed  by 
him  (d). 


(a)  EllU  ^*  Sans  v.  Buthin  Soda 
Water  Co.,  M.  R.,  Nov.  21st,  1879. 

(i)  See  also  §  3  (1)  (e)  of  the 
Merchandise  Marks  Act,  1887. 

(c)  See  Johnson  v.  JRayllon^  7 
Q.  B.  D.  438.    Compare  Starey  v. 


Chilworth    GunpoKder    Co.^   -24 
Q.  B.  D.  90. 

(rf)  See  Hirtch  v.  Jonas,  3  Ch.  D. 
6«4 ;  Wood  v.  Lambert,  32  Ch.  D. 
247;  Yale  Cigar  Manufacturing 
Co.  V.  Tale,  30  U.  S.  Pat.  Gaz.  1183. 


CHAPTER  V. 


THE  CRIMINAL  PROSECUTION. 


*'  In  cases  like  the  present"  (i.6.,  in  cases  of  imitation  ^^f^T^^^^^ 

a  wrapper  imprinted  with  a  trade  mark),  '^  the  remedy/'  imitations. 

said  Willes,  J.,  "  is  well  known.     The  prosecutor  may,  if 

he  pleases,  file  a  bill  in  equity  to  restrain  the  defendant 

from  using  the  wrappers,  or  he  may  bring  an  action  at 

law  for  damages,  or  he  may  indict  him  for  obtaining 

money  under  false  pretences"  {a). 

At  Common  Law  the  imitation  of  a  trade  mark  or  of  a  Infringement 
trade  wrapper  is  not  a  forgery.  "  A  forgery  must  be  of  not  forgery  at 
some  document  or  writing  "  (6) ;  "  it  is  the  forging  of  a  Common  Law. 
ialse  document  to  represent  a  genuine  document"  (c). 
In  a  case  in  which  the  prisoner  had  imitated  the  label 
used  on  Berwick's  baking  powder,  and  was  indicted 
for  forgery  (d),  the  Court  of  Crown  Cases  Beserved, 
consisting  of  Pollock,  C.  B.,  Willes  and  Byles,  JJ.,  and 
Bramwell  and  Channell,  BB.,  decided  that  the  conviction 
for  forgery  was  not  sustainable,  though  an  indictment  for 
false  pretences  would  have  been  good.  The  grounds  of 
the  decision  are  thus  stated  by  Bramwell,  B. :  ''I  think 
that  this  was  not  a  forgery.  Forgery  supposes  the  possi- 
bility of  a  genuine  document,  and  that  the  false  document 
is  not  so  good  as  the  genuine  document,  and  that  the  one 
is  not  so  efficacious  for  all  purposes  as  the  other.    In  the 

(a)  B.  y.  John  Smith,  D.  &  B.  Clau,  D.  &  B.  460 ;   7  Coz,  494. 

666 ;  8  Cox.  32.    This  was  in  1868,  (e)  Per  WiUes,  J.,  JR.  v.  John 

before  the  Merchandise  Marks  Act  Smith,  ubi  tttprit. 

<3i  1862.  (i)  B,  V.  John  Smith,  uH  iuprit. 

(h)  Per  Cockburn,  C.  J.,  22.  v. 
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present  case^  one  of  these  documents  is  as  good  as  the 
other:  the  one  asserts  what  the  other  does;  the  one  is 
as  true  as  the  other ;  bat  one  gets  improperly  used.  Bat 
the  question  is  whether  the  document  itself  is  a  fedse 
document.  It  is  said  that  the  wrapper  is  so  like  one 
used  by  somebody  else,  that  it  may  mislead;  but  that 
is  not  material  to  the  question  we  have  to  decide.  The 
prisoner  may  have  committed  a  gross  fiuud  in  using  the 
wrappers  for  that  which  was  not  the  genuine  powder, 
and  may  possibly  be  indicted  for  obtaining  money  by 
false  pretences^  but  I  think  he  cannot  be  convicted  of 
forgery  "  (a). 
Not  eyen  if  It  might  be  thought  that  where  the  trade  mark  con- 
oonsists  of  a  sisted  of  a  signature,  an  imitation  of  this  would  amount 
signature.  ^o  forgery ;  but  this  has  been  decided  not  to  be  so,  in  the 
case  of  R.  v.  Close  (6),  in  which  the  prisoner  imitated  the 
signature  of  the  artist,  J.  linnell,  in  the  comer  of  a 
spurious  picture.  Cockbum,  C.  J.,  in  delivering  the  judg- 
ment of  the  Court  of  Crown  Cases  Beserved,  said  that 
the  stamp  was  merely  in  the  nature  of  a  mark  put  upon 
the  painting  with  a  view  to  identifying  it,  and  was  no 
more  than  if  the  painter  put  any  other  arbitrary  mark  &8 
a  recognition  of  the  painting  being  his ;  and  in  the  course 
of  the  argument  he  expressed  a  similar  opinion  with  respect 
to  the  imitation  of  a  signature  stiunped  on  a  gun. 

Under  the  Merchandise  Marks  Act,  1862  (c),  the 
forgery  of  trade  marks  was  made  a  misdemeanour,  and 
the  Criminal  Law  made  to  cover  such  offences  as  those 
committed  in  A  v.  John  Smith  (d)  and  R,  v.  Class  (e). 


The  Merchan 
dise  Marks 
Act,  1862. 


(a)  Taking  the  same  view,  Pol- 
lock^  C.  B.,  said  that  the  real 
ofEence  was  the  enclosing  the  false 
powder  in  the  false  wrappers;  that 
the  issuing  of  the  wrappers  without 
the  stuff  within  them  would  be  no 
offence ;  but  that  the  real  offence 
was  the  issuing  them  with  the 
fraudulent  matter  in  them. 

ip)  D.  &  B.  460 ;  7  Cox,  494.  25 


&  26  Vict  c.  68,  §  7,  now  provides 
for  spurious  pictures  with  a  f oiged 
signature. 

(p)  26  &  26  Vict.  c.  88. 

(/)  D.  &  B.  666 ;  8  Cox,  32. 

(<y)D.  &B.  460;7Cox,  494.  Gee 
jR.  V.  Lloyd  (Recorder  of  Binning- 
ham,  Oct.  13th,  1881),  in  which  the 
infringement  of  ag^nmaker's  tzade 
mark   was   punidied   under    the 
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And  this  is  so  now  under  the  new  Merchandise  Marks  Act, 
1887  (a>  •  . 

By  that  Act  (6)  the  following  oiSences  are  made  punish-  Whatoffenoes 

•Wp.  arepunish- 

*™®-~  able  under  the 

1.  Forging  a  trade  mark  registered  in  the  United  Merchandise 
Kingdom  or  protected  in  any  British  possession  or  igsT. 
foreign  state  to  which  §  103  or  104  of  the  Patents 

Act,  1883,  has  been  made  applicable  (c). 

2.  Falsely  applying  to  goods  any  trade  mark  as  above, 
or  any  mark  so  nearly  resembling  such  a  trade  mark 
as  to  be  calculated  to  deceive  (c2). 

3.  Making  any  die,  block,  machine,  or  other  instrument 
for  the  purpose  of  forging  or  of  being  used  for  forging 
a  trade  mark  as  above  (e), 

4.  Applying  to  goods  any  &lse  trade  description — i.e., 
any  description,  statement,  or  other  indication,  direct 
or  indirect — 

(a)  As  to  the  number,  quantity,  measure,  gauge 

or  weight  of  any  goods ;  or 
(&)  As  to  the  place  or  country  in  which  any  goods 

were  made  or  produced ;  or 
(e)  As  to  the  mode  of  manufacturing  or  producing 

any  goods ;  or 
{d)  As  to  the  material  of  which  any  goods  are 
composed;  or 

Merchandise  Marks  Act,  1862,  with  Co/s  material  or  manufacture,  and 

six  months'  imprisonment.  In  R.  v.  Day,  J.,  inflicted  three  months*  im- 

TI'ilZtt,C.C.C.,  September  2l8t,  1885,  prisonment  without  hard  labour. 

Hawkins,  J.,   inflicted  six  years'  Bee€k>operY. Hamiltanf^'S. Z.luB,. 

penal  serritade  on  a  person  who  698,  as  to  the  practice  in  New 

had  o£Eezed  for  sale  watches  of  base  Zealand, 

metal  thinly  coated  with  gold  and  (a)  50  &  51  Vict,  a  28. 

bearine  a  foiiged  Goldsmiths*  Hall  {b)  As  to  this  Act  generally,  see 

mark.  In  B.  v.  Boye$^  C.  C.  C,  April  Oridley  v.  SmnJtome^  5  Times  L.  R. 

6th,  1886,  the  Recorder  of  London  71 ;  Wood  v.  Bitrgess,  24  Q.  B.  D.  162 ; 

inflicted  four   months*  imprison-  vjid8tareyv.ChUworth6hinpon>der 

mentwiUioat  hard  labour  for  imita-  Co.,  24  Q.  B.  D.  90;  and  the  notes 

tion  of  the  prosecutor's  perfumes,  to  the  Act  in  Appendix  E. 

bottlesandlabels.    In  jR.  Y.Pember-  W  §§  2  (1)  (a),  3  (1)  and  4. 

t^H,  20  Iron,  1 10,  the  defendant  had  W  |§  2  (1)  (ft),  3  (1),  5  and  6. 

for^  the  ^  Low  Moor"  trade  mark  {ej  §  §  2  (1)  (o%  4  and  6. 


on  mm  tubes  not  of  the  Low  Mcor 


m2 


164 


THE  CBDflNAL  PBOSEGUTION. 


(e)  As  to  any  goods    being    the  subject    of  an 

existing  patent,  privilege,  or  copyright; 
(/)  As  to  the  person  or  firm  who  manufiEtctared 
any  goods, 
which  is  false  in  a  material  respect  as  regards  the  goods 
to  which  it  is  applied  (a). 

5.  Disposing  of  or  having  in  possession  any  die,  block, 
machine,  or  other  instrument  for  the  purpose  of 
forging  a  trade  mark  as  above  (6). 

6.  Causing  any  of  the  above  things  to  be  done  (c). 

7.  Selling,  or  exposing  for  or  having  in  possession  for 
sale,  or  any  purpose  of  trade  or  manufacture,  any 
goods  or  things  to  which  any  forged  trade  mark  as 
above  or  false  trade  description  is  applied,  or  to 
which  any  trade  mark  as  above  or  mark  so  nearly 
resembling  such  a  trade  mark  as  to  be  calculated  to 
deceive,  is  falsely  applied  (d). 

8.  Procuring,  counselling,  aiding,  abetting,  or  being 
accessory  to,  from  within  the  United  Kingdom,  the 
commission  without  the  United  Kingdom  of  any 
such  act  as  above  (e). 

9.  Falsely  representing  that  any  goods  are  made  by 
a  person  holding  a  Royal  warrant,  or  for  the  service 
of  Her  Majesty,  or  of  any  of  the  Royal  Family,  or 
any  Government  department  (/). 

Additions  to  By  §  4  (6)  it  is  made  forgery  of  a  trade  mark  to  falsify 
tions  of  trade  ^  genuine  trade  mark,  whether  by  alteration,  addition, 
marks.  effacement,  or  otherwise.     At  Common  Law  "  it  is  forgery 

•Commwi^w  ^^  ^^^^^  ^  material  part  of  a  true  instrument "  (g).    Thus, 
where  in  a  bill  of  exchange  "  0  "  was  added  to  "  8  "  and 


(a)  §§  2  (1)  (d\  3,  6,  and  6. 
Compare  §  18.  As  to  4  (a)  see 
B.  V.  Sherwood,  7  Ck)x,  270 ;  B.  v. 
Jloffff,  8  Cox,  265;  B.  v.  Zee,  9 
Cox,  460.  As  to  4  (b)  see  §  7,  with 
respect  to  watches.  As  to  4  («)  see 
§  105  of  the  Patents  Act,  1883, 
and  B.  v.  WallU,  3  P.  R.  1,  B.  v. 
Crampton,  3  P.  B.  367,  and  B.  v. 


Marrii,  Great  Marlborough  Street 
Police  Court,  December  16th»  188& 

W  §§  2  (1)  (e\  8  (1)  and  4. 

W  P  2  (1)  (/)  and  6. 

(d)\2  (2).        (e)  §  11. 

(/)  §  20.  And  see  §  106  oE  the 
Patents  Act,  1883»  as  to  wrongful 
assumption  of  the  Royal  Anns. 

(ff)  2  East,  P.  C,  978, 
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J  "  to  '^  eight/'  so  as  to  make  it  appear  to  be  for  £80  (a). 
And  "  the  making  of  any  false  instrament  which  is  the 
Bubject  of  forgery,  with  a  fraudulent  intent,  although 
in  the  name  of  a  non-existing  person,  is  as  much  a 
forgery  as  if  it  had  been  made  in  the  name  of  one  who 
was  known  to  esist,  and  to  whom  it  was  due"  (6). 
''An  exact  resemblance,  or  facsimile,  is  not  required  to 
oonstitute  the  crime  of  forgery,  for  if  there  be  a  sufficient 
resemblance  to  show  that  a  fiedse  making  was  intended, 
and  that  the  false  stamp  is  so  made  as  to  have  an 
aptitude  to  deceive,  that  is  sufficient"  (c). 

The  defences  to  a  charge  of  one  of  the  above  ^®*®'**'^* 
offences  are  set  out,  as  to  Nos.  1  to  6,  in  §  2  (1) ;  as  to 
No.  7,  in  §  2  (2).  A  special  defence  is  also  provided 
by  §  6  for  persons  who  are  charged  with  having  com- 
mitted oflTences  2,  3,  4  or  6,  when  they  were  in  fact 
employed  in  the  ordinary  course  of  their  business. 

The  penalties  for  oflFences  Nos.  1  to  8  are  set  out  in  TPonaltlee. 
§  2  (3) ;  as  to  No.  9,  in  §  20. 

It  is  not  an  offence  for  persons  to  use  any  trade  descrip-  BxpresrionB 

fir8D6r&llv 

tion  lawfully  and  generally  applied,  at  the  passing  of  the  understood 
Act,  to  goods  of  a  particular  class,  or  manufiwtured  by  ^i^L^ 
a  particular  method,  to  indicate  the  particular  class  or 
method   of  manufacture  of  such  goods  (cT),  when  the 
description  is  so  applied.    Thus,  patent  leather,  patent 
thread  («),  patent  pins   (/),  patent  isinglass  (gr).     But 
there  is  a  special  requirement,  when  the  name  of  a  place 
or  country  is  stated  in  a  misleading  way,  that  the  place 
of  origin  shall  be  stated  (h). 
A  conviction  under  this  Act    does  not    relieve    the  ^^^^^"J^^y 

^  ,  not  aSectea 

defendant  from  any  civil  proceedings  (i).  byconyiction. 

(a)  R.  T.  JBUnorth,  2  East  P.  C.  octt,  2  Leach,  1048,  a  Stamp  case. 
9S6.  (d)  §  18. 

(h)  lb.  957 ;  and  see  JR.  v.  Zemii,  (e)  JTori/wK  v.i?0M,L.R8  Bq.661. 

Poater  Cr.  Cas.  116  ;  JR,  v.  Avery,  (/)  EdeUten  v.  T  w*,  11  Hare,  78. 

8  C.  &  P.  696;   B.  v.   White,  72  (y)  Gndleyv, Swinbame, 6TimGa 

C.  C.  C.  Sessions  Papers,  222.  L.  R.  71. 

(0  Per  Grose,  J.,  in  B.  y.  Colli-         (A)  g  18.    (i)  §  19. 
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Where  deoep-     While,  apart  from  the  Merchandise  Marks  Act,  the 

tilOD  SUOCfifidfl 

indictment    'fraudulent   imitation  of  a  trade  mark  is  not  forgery, 

for  false  pre-  g^^ij  ^n  imitation,  when  it  has  been  intended  to  be  and 
tenoes  will  lie. 

has  been   the  means  of  inducing  persons  to  part  with 

their  money,  in  the  belief  that  they  were  buying  one 
thing,  when  in  fact  they  were  buying  another,  is  suf- 
ficient to  support  a  conviction  on  an  indictment  for 
obtaining  money  by  false  pretences.  This  affords  sufficient 
protection  to  the  innocent  purchaser  of  goods  falsely 
marked;  the  Act  gives  protection  to  the  manufacturer 
who  has  suffered  in  his  custom  and  in  his  reputation  by 
piracies. 
Conyictions.  "  There  is  no  difference  in  principle  between  a  misrepre- 
sentation of  a  mark,  and  one  that  an  acceptance  was  the 
acceptance  of  John  Jones  or  any  other  person  "  (a) ;  and 
it  is  established  that  the  fraudulent  imitation  of  a  trade 
mark  will  be  punished  in  the  same  way,  where  the  neces- 
sary circumstances  exist.  Thus,  in  R.  v.  IfUndaa  (6),  the 
prisoner,  who  asserted  his  own  name  to  be  Everett,  sold 
blacking  in  bottles  labelled  '^Everett's  Premier,"  in  a 
similar  manner,  with  only  trifling  variations,  to  the  bottles 
of  a  well-known  manufacturer  of  that  name.  Erie,  J., 
told  the  jury  that ''  with  respect  to  the  difference  between 
the  labels,  the  jury  should  consider  whether  it  was  a  small 
and  colourable  difference  only,  and  intended  to  deceive. 
It  was  of  little  consequence  whetlier  -the  man's  name  was 
Everett,  as  he  had  stated,  or  not ;  for  even  if  it  were,  and 
he  went  about  the  country  and  offered  blacking  for  sale 
as  'Everett's  Premier,'  representing  it  to  be  the  well- 
known  article  of  that  name,  knowing  that  it  was  not  so, 
and  intending  to  cheat  the  prosecutor  by  passing  upon 
him  a  spurious  article  as  the  true  one,  his  conduct  was 
equally  fiaudulent"  (c).    The  prisoner  was  convicted. 

(a)  Per  Kelly,  0.  B.,  in  R.  v«  offer  to  sell  on  sale  or  return  was 

Suter  4*  ChuUant  10  Cox,  677.  immaterial,   the    actual   baigain 

(p)  6  Coz,  380.  being  for  cash. 
(e)  It  was  also  held  that  an 
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In  £  V.  Smith  (a),  the  conviction  for  forgery  being 
qoashedy  the  prisoner  afterwards  pleaded  guilty  to  an 
indictment  for  &l8e  pretences  (6).  In  R.  v.  Svier  & 
Govisan  (e),  it  was  held  by  the  Court  of  Crown  Cases 
Beserved  that  a  representation  that  a  mark  of  *^  18  "  on  a 
iratch  was  a  genuine  hall-mark  of  the  Groldsmiths'  Company 
was  clearly  a  false  pretence  within  the  statute  (d). 

The  case  of  22.  v.  Bryan  (e)  gave  rise  to  some  differences  JL  ▼.  Btyan, 
of  opmion  in  respect  to  the  Law  of  False  Pretences.  The  Sp^.^ 
prisoner  in  that  case  was  found  by  the  jury  to  have  tation  of 
obtained  money  from  pawnbrokers  on  spoons  which  he 
liad  fraudulently  represented  to  have  as  much  silver  on 
them  as  Elkington's  "  A  "  spoons.  They  also  found  that 
he  had  represented  the  foundations  to  be  of  the  best 
material,  knowing  that  to  be  untrue,  and  that  in  con- 
seqoence  of  this  he  obtained  the  moneys  mentioned  in 
the  indictment.  The  Recorder  of  London  reserved  the 
case  for  the  consideration  of  the  Court  of  Crown  Cases 
Beserved.  Twelve  judges  heard  the  case,  and  of  these 
ten  held  that  the  conviction  must  be  quashed,  Willes,  J., 
and  Bramwell,  B.,  dissenting.  The  language  employed  by 
some  of  the  judges  on  that  occasion,  and  in  particular 
by  Lord  Campbell,  C.  J.  (/),  led  to  an  impression  that 
in  the  opinion  of  the  judges  it  was  impossible  to  convict 
under  the  Statute  of  False  Pretences,  when  the  mis- 
representation had  referJBnce  only  to  quality  and  not  to 
substance :  that  is  to  say,  that  where,  for  instance,  an 


(a)  D.&B.566;  8  Cox,  32. 

{b)  8  Cox,  37;  and  48  C  C.  C. 
Sesiioos  Papen,  8. 

{e)  10  Cox,  677. 

(tf)  And  in  Jl.  V.  OrayJ^Ooiling, 
Dig.  183,  the  imitation  of  Messrs. 
ABsopp's  labels  was  pnnished;  and 
in  J2.  V.  8,  JoTiet,  Dig.  182,  the 
imitation  of  Mr.  Berwick's  wrap- 

n.    See,  too,  IL  v.  CUm^  D.  & 
BO;  7  Cox,  494. 
(e)  D.  k,  B.  266 ;  7  Cox,  312. 
(/)  He  said,  for  instance,  th6t 


the  oonviction  proceeded  npon  *'  a 
mere  misrepresentation,  daring  the 
bargaining  for  the  purchase  of  a 
commodity,  of  the  quality  of  that 
commodity."  **  If  the  seller  were 
criminally  liable  for  unduly  exag- 
gerating the  value  of  the  article, 
the  buyer  would  be  for  unduly  de- 
preciating." He  "found  no  case 
in  which  a  mere  misrepresentation 
at  the  time  of  sale  of  the  quality 
of  the  goods  had  been  held  to  be 
an  indictable  offence." 
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infinitesimal  quantity  of  gold  was  found  in  a  ring,  repre- 
sented to  be  of  eighteen-carat  gold,  the  presence  of  that 
infinitesimal  quantity  of  gold  prevented  the  false  repre- 
8ei;itations  from  supporting  a  criminal  charge  (a).  Where 
the  jewellery  contained  no  metal  of  the  kind  specified, 
the  prisoner  was  convicted  (6).  Anticipating  such  a  result, 
Bramwell,  B.,  said  (c)  that  the  result  of  the  decision 
would  be  that  the  prisoner  would  be  indictable  if  Elking- 
ton's  spoons  had  half  an  ounce  and  his  none,  but  not  if 
Elkington*s'had  one  ounce  and  his  a  quarter  of  an  ounce. 
The  interpretation  thus  put  upon  the  decision  in  R.  v» 
Bryan  was  unfortunate,  tending,  as  it  did,  to  encourage 
an  idea  of  fraud  being  possible  with  impunity ;  and  some 
of  the  judges  who  had  decided  JR.  v.  Bryan  (c)  took 
opportunities  of  explaining  what  the  real  principle  of  the 
judgment  was  (d).  It  was  also  difficult  to  reconcile  such  a 
conclusion  with  such  cases  as  those  in  which  the  prisoner 
sold  a  cheese  by  means  of  the  representation  that  a  taster 
taken  from  a  cheese  of  superior  quality  was  in  fact  taken 
from  the  one  in  question  (e).  There  was,  indeed,  in  those 
cases,  a  certain, misrepresentation  as  to  substance,  but  the 
real  grievance  was  that  a  cheese  was  sold  as  being  of  one 
quality,  when  it  was. in  fact  of  another  (/). 
B,  V.  Ardley.  The  whole  question  is  now  fully  explained  and  set  at 
rest  by  the  judgment  in  R,  v.  Ardley  (g).    There  the 


(a)  R  V.  Suter  ^  CouUony  10 
Cox,  577 ;  and  see  i2.  v.  Lee^  8 
Cox,  233;  H,  v.  Levine  ^  Wood, 
10  Cox,  374.  Previously  to  iZ.  v. 
JBryan,  D.  k  B.  265,  7  Cox,  312,  in 

B,  V.  JTallj  45  C.  C.  C.  Sessions 
Papers,  461,  the  prisoner  was  con- 
victed, though  there  was  a  minute 
quantity  of  gold. 

(ft)  R,  V.  BoebucJt,  7  Cox,  126 ; 
D.  &  B.  24 ;  and  see  R.  v.  Rail, 

C.  &  M.  249 ;  li.  v.  Stevens,  1  Cox, 
83  ;  and  R.  y.  Priestley,  63  C.  C.  C. 
Sessions  Papers,  541. 

(o)  R  V.  Bryan,  D.  &  B.  266  ; 
7  Cox,  312. 


(d)  See,  for  instance,  per  Erie, 
C.  J.,  in  R.  V.  Oou,  Bell,  208 ;  8 
Cox,  262;  and  per  Willes,  J.,  in 
R  V.  Suter  ^  Cotdson,  10  Can, 
577. 

(e)  R,  V.  Abbott,  1  Den-  273; 
R.  V.  Dark,  1  Den.  276;  R  v. 
Garliok,  1  Den.  276;  R  v.  GoUy 
Bell,  208  ;  8  Cox,  262. 

(/)  And  on  this  ground  Lord 
Campbell,  C.  J.,  in  R  v.  Roebuck^ 
7  Cox,  126,  D.  &  B.  24,  dissented 
from  R  V.  Abbott 

ijg)  L.  R.  1  C.  C.  R  301, 12  Cox, 
23.  Compare  -R.  v.  Foster,  13  Cox, 
393. 
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prisoner  obtained  money  for  a  watch  chain  which  he 
represented  to  be  of  fifteen-carat  gold,  stamped  on  every 
link,  but  which  representation  was   untrue.     In  giving 
judgment,  Bovill,  C.  J.,  said :  '^  The  case  which  has  been 
most  pressed  upon  us  is  R.  v.  Bryan  (a).    The  represen- 
tation in  that  case  was  that  certain  plated  spoons  were 
*  equal  to  Elkington's  A.'    Prima  fade  that  representation 
would  seem  to  be  a  mere  matter  of  opinion,  and  the  Court 
held  that  it  was  not  sufficient  to  support  the  conviction. 
Bat  many  of  the  judges  expressed  the  opinion  that  there 
might  well  be  cases  in  which  misrepresentations,  though 
as  to  quality,  would  be  within  the  statute.    Cockbum,  C.  J., 
says,  ^  If  the  prisoner  had  represented  these  articles  as 
being  of  Elkington's  manufacture,  when  in  point  of  fsict 
they  were  not,  and  he  knew  it,  that  would  be  an  entirely 
different  thing.'    Pollock,  C.  B.,  says,  *  I  think  if  a  trades- 
man or  a  merchant  were  to  concoct  an  article  of  merchandise 
expressly  for  the  purpose  of  deceit,  and  were  to  sell  it  as 
and  for  something  very  diflFerent  even  in  quality  from  what 
it  was,  the  statute  would  apply.'    It  is  plain  that  these 
learned  judges  considered  that  a  specific  representation  of 
quality,  if  known  to  be  false,  would  be  within  the  statute. 
Coleridge,   J.,   expressly   concurs   in  the  observations  of 
Pollock,  C.  B.    Erie,  J.,  at  the  close  of  his  judgment,  says  : 
'No  doubt  it  is  difficult  to  draw  the   line   between  the 
substance  of  the  contract  and  the  praise  of  an  article  in 
respect  of  a  matter  of  opinion  ;  still  it  must  be  done,  and 
the  present  case  appears  to  me  not  to  support  .a  convic- 
tion, upon  the  ground  that  there  is  no  affirmation  of  a 
definite  triable  fact  in  saying  the  goods  were  equal  to 
Elkington's  "  A,"  but  the  affirmation  is  of  what  is  mere 
matter  of  opinion,  and  falls  within  the  category  of  untrue 
praise  in  the  course  of  a  contract  of  sale,  where  the  vendor 
has  in  substance  the  article  contracted  for,  namely,  plated 
spoons.'    Crompton,  J.,  also  considered  that  the  statute 

(fl)  D.  &  B.  265  ;  7  Cox,  312. 
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applies  '  where  the  thing  sold  is  of  an  entirely  different 
description  from  what  it  is  represented  to  be.'  Willes,  J., 
who  dissented  from  the  judgment  of  the  Conrt,  goes  the 
whole  length  of  saying  that  a  representation  as  to  qaality, 
if  known  to  be  false,  is  enoagh  to  support  a  conviction. 
And  Bramwelly  B.,  leans  to  the  same  opinion. 

'^  Applying  these  observations  to  the  present  case,  the 
statement  here  made  is  not  in  form  an  expression  of 
opinion  or  mere  praise.  It  is  a  distinct  statement,  accom- 
panied by  other  circumstances,  that  the  chain  was  fifteen- 
carat  gold.  That  statement  was  untrue,  was  known  to  be 
untrue,  and  was  made  with  intent  to  defitiud.  How  does 
that  differ  from  the  case  of  a  man  who  makes  a  chain 
of  one  material  and  fraudulently  represents  it  to  be  of 
another?  Therefore,  whether  we  look  at  the  whole  of 
the  evidence,  or  only  at  that  which  goes  to  the  quality 
of  the  chain,  the  conviction  is  good.  The  case  differs 
from  R.  V.  Bryan  (a),  because  here  there  was  a  statement 
as  to  a  specific  fact  within  the  actual  knowledge  of  the 
prisoner,  namely,  the  proportion  of  pure  gold  in  the  chain." 
Intentional  From  this  case  it  follows  that  where  a  person  has  made 
ment  as  to  ^  ^^^^  statement  in  regard  to  a  specific  question  of  bct^ 
fact  punish-  knowing  that  statement  to  be  false,  with  intent  to  defraud, 
and  he  does  defitiud  by  means  of  that  statement,  then, 
even  though  the  statement  have  reference  to  the  quality  of 
the  article,  he  will  be  liable  to  be  convicted  (6). 
Wrongfaluser  Placing  a  forged  trade  mark  on  goods  not  the  make 
^j^®  of  the  manufiw5turer  whom  the  trade  mark  denotes  will 
amount  to  such  a  statement ;  and  it  seems  that  the  shifting 
a  genuine  label  from  goods  of  superior  quality  to  goods  of 
inferior  quality,  though  of  the  same  maker,  will  also  come 
within  the  principle  of  R.  v.  Ardley  (c), 

(a)  D.  &  B.  266 ;  7  Coz,  312.  ffeyds  ▼.   Wittkam$ki,  6  N.  &  W. 

(b)  On  this  principle,  in  New      Bep.  (B.)  74. 

Soutb  Wales,  a  prosecution  was  (e)   L.  B.  1  C.  C.  B.  901 ;    12 

directed  against  a  person  who  had      Cox,  28. 
sold  Qerman  cigais  as  Havannahs. 
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In  the  sale  of  goods  by  weight,  if  money  is  obtained  by  '^'^  P^- 
representing  the  weight  sold  to  be  greater  than  it  really  is,  weight, 
an  indictment  for  fedse  pretences  will  be  good,  and  it  will 
make  no  difference  that  the  goods  were  sold  as  a  whole — 
for  instance,  by  the  load — ^if  the  price  was  calculated  on 
the  assumption  that  the  load  was  of  the  weight  represented 
by  the  prisoner  (a). 

By  §  105  of  the  Patents  Act,  1883,  penalties  are  now  False  pre* 
imposed  on  persons  untruly  representing  that  a  trade  mark  J^^^^jj 
is  registered  (6).  of  trade 

Words  are  not  necessary  to  constitute  the  false  repre-  „,    ' 
sentation.    Thus,  where  hewers  at  a  colliery  placed  in  their  tences  with 
tabs  of  coal  tokens  to  represent  a  greater  weight  of  coal  °^*  ^ords. 
than  they  had  in  &ct  worked,  it  was  held  that  they  were 
properly  convicted  (c). 

(a)  R,  y.  Sherwood,  7  Coz,  270 ;  dise  Marks  Act,  also  B.  v.  MorrU, 

H  T.  Ridgway,  3  F.  &  F.  838 ;  R,  Great  Marlboroagh  Street  Police 

^.  Sagg,  8  Cox,  265 ;  R,  v.  Lee,  9  Court,  December  16th,  1886. 
Coi,  46a  ip)  R.  V.  Bmter,  10  Coz,  642  ; 

(>)  See  §  3  (1)  of  the  Mexchan-  R.  y.  Girter,  ib. 


CHAPTER  Vr. 

THE   CIVIL  REHEDT.     I. 

OonunonLaw.  Xhe  proper  remedy  at  CommoQ  Law  for  a  frand  committed 
by  meaoB  of  the  infringement  of  a  trade  mark  belonging  to 
a  rival  trader  ib  by  an  action  on  the  case  for  deceit.  The 
manner  in  which  that  form  of  action  was  made  applicable 
to  cases  of  trade  mark  and  developed  to  meet  the  necessities 
of  such  cases,  which  in  some  respects  differ  from  other 
cases  of  fraudulent  misrepresentation,  may  be  well  stated 
in  the  language  employed  by  Mellisb,  L.  J.,  who  says  (a)  : 
"Id  my  opinion,  all  actions  of  this  nature  must  be 
founded  upon  false  representations.  Originally,  I  appre- 
hend, the  right  to  bring  an  action  in  respect  of  the  im- 
proper use  of  a  trade  mark  arose  oat  of  the  Common  Law 
right  to  bring  an  action  for  a  false  representation,  which, 
of  course,  must  be  a  false  representation  made  fraudulently. 
It  differed  from  an  ordinary  action  for  false  representation 
in  this  respect,  that  an  action  for  false  representation  is 
generally  brought  by  the  person  to  whom  the  false  repre- 
sentation is  made  ;  but  in  the  case  of  the  improper  use  of 
a  trade  mark,  the  Common  Law  Court*  noticed  that  the 
false  representation  which  is  made  by  patting  another 
man's  trade  mark,  or  the  trade  name  of  another  manufac- 
turer, on  the  goods  which  the  wrongdoer  sells,  is  calculated 
to  do  an  injury,  not  only  to  the  person  to  whom  the  &lse 
or  fraudulent  representation  is  made,  but  to  the  mana- 
factarer  whose  trade  mark  is  imitated ;  and,  therefore,  the 
Common  Law  Courts  held  that  such  a  manufacturer  had  a 


k 


(4'  Singer  ifani^iKtitriitg  Ob.  t.  Wiltim,  2  Cb.  D.  434-S3. 


-  THE   CIVIL  KEMEDY.      I.  1 73 

right  of  action  for  the  improper  use  of  his  trade  mark.  Then 
the  Common  Law  Courts  extended  that  doctrine  one  step 
farther ;  first,  if  I  recollect  rightly,  in  the  case  of  Syhes  v. 
Syhe»  (a).  There  it  was  held  that,  although  the  repre- 
sentation was  perfectly  true  as  between  the  original  vendor 
and  the  original  purchaser,  in  this  sense,  that  the  original 
purchaser  knew  perfectly  well  who  was  the  real  manu- 
facturer of  the  goods,  and  therefore  was  not  deceived  into 
believing  that  he  had  bought  goods  manufactured  by 
another  person  ;  yet  if  the  trade  mark  was  put  on  the  goods 
for  the  purpose  of  enabUng  that  purchaser,  when  he  came 
to  resell  the  goods,  to  deceive  any  one  of  the  public  into 
thinking  that  he  was  purchasing  the  goods  of  the  manu- 
&ctarer  to  whom  the  trade  mark  properly  belonged,  then 
that  was  equally  a  deception,  a  selling  of  goods  with  a 
false  representation,  which  would  give  the  original  user  of 
the  trade  mark  a  right  of  action.  That  was  the  Common 
Law  right." 

An  action  on  the  case  for  deceit  at  Common  Law  may  Action  may  be 
then  be  brought,  not  only  by  the  person  who  has  been  manufactiwer 
induced  to  purchase  goods  manufactured  by  one  maker  in  defrauded, 
the  faith  that  they  have  been  manufactured  by  another, 
but  also  by  the  maker  of  whose  manufacture  the  goods  in 
question  have  falsely  been  represented  to  be.  It  seems  at 
least  probable  that  this  principle  was  recognised  as  early 
as  the  reign  of  Queen  Elizabeth.  In  Southern  v.  How  (h) 
a  case  was  quoted  by  Doderidge,  J.,  in  which,  in  that 
reign,  a  clothier  of  Gloucester,  who  manufactured  better 
cbth  than  any  other  person  in  the  trade,  had  invented 
and  applied  to  his  cloth  a  special  mark  to  denote  his 
manufiEtcture.  Another  clothier  then  pirated  this  mark 
and  applied  it  to  his  own  inferior  cloth ;  and  it  was  held 
in  the  Court  of  Common  Pleas  that  an  action  on  the 
case  for  deceit  would  lie  against  the  fraudulent  clothier. 

{a)  3  B.  &  Cr.  641.    And  see  per  O)  Cro.  Jac.  471 ;  Foph.  144 ;  2 

LordBlackbuni,iniSin^0r  J/anie/^<M-      Bolle,  28. 
^vnn^  t^.  ▼.  Zoc^  (3),8  App.Caa.  15. 
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Right  to 
redress. 


Whether  the  action  was  bronght  by  the  buyer  of  the  cloth 
or  by  the  rival  clothier  cannot  be  determined,  since  the 
reporters  di£fer  on  this  point ;  but  this  much  is  clear,  that 
Chief  Jostice  Popham  (a)  reported  the  case  as  establishing 
the  right  of  the  defiranded  clothier  to  compensation  for 
the  injory  done  him. 

Whatever  the  circnmstances  in  that  particular  case  may 
have  been,  the  principle  that  a  person  who  has  suffered  by 
reason  of  his  trade  mark  being  intentionally  imitated  by 
another  has  a  right  at  Common  Law  to  redress  from  the 
infringer  has  been  repeatedly  acted  on,  and  is  thus  clearly 
stated  by  Coltman,  J.,  in  Bodgera  v.  NowiU  (6),  where, 
after  expressing  his  agreement  with  the  law  laid  down  by 
Williams,  J.,  that  no  man  had  a  right  to  sell  goods  of  his 
own  manufacture  upon  a  &lse  and  deceitful  representation 
that  they  were  of  the  manu£Eicture  of  another,  he  says : 
^'  To  this  I  would  add  that  an  action  is  clearly  maintainable 
by  the  party  whose  name  is  so  fraudulently  used,  if  any 
damage  results  to  him  from  the  false  representation." 
At  Common  According  to  the  strict  principles  of  the  Common  Law, 
^Tintenf'^'  ^^^  ^^  action  in  respect  of  a  trade  mark  to  be  successful, 
must  be  it  must  be  proved  that  the  defendant  acted  with  fraudulent 
intention.  *'  Proof  of  fraud  on  the  part  of  the  defendant," 
says  Lord  Westbury,C., "  is  of  the  essence  of  the  action"  (c). 
The  general  law  on  the  sutject  of  fiJse  representations  is 


proved. 


{a)  The  great  weight  to  be  given 
to  any  statement  by  Popbam,  C.  J., 
appears  from  the  terms  applied  to 
him  in  6  Co.  Rep.  75,  where  he  is 
described  as  "the  venerable  and 
honourable  Chief  Justice  of  Eng- 
land, and  CounciUor  of  State  to 
Queen  Elizabeth  and  to  onr  Lord 
the  King  that  now  is.  .  .  .  Who 
was  a  most  reverent  judge,  of  a 
ready  apprehension,  prof  ound  judg- 
ment,most  excellent  anderstandine 
in  the  true  reason  of  the  law,  and 
of  universal  and  admirable  ex- 
perience and  knowledge  of  all 
business    which    concerned    the 


commonwealth ;  accompanied  with 
a  rare  memory,  with  perpetual  In- 
dustiy  and  labour  for  the  main- 
tenance of  the  tranquillity  and 
public  good  of  the  realm,  and  in 
all  things  behaving  with  great 
constancy,  integrity  and  patience." 
Eyre,  C.  J.  (1 B.  &  P.  610),  speaks  of 
him  as  "a  very  able  judge,"  and 
Lord  Fitzgerald  (14  App.  Cas.  357) 
Bays  **  he  had  the  reputation  of 
being  a  consummate  lawyer." 

(h)  5  C.  B.  109. 

{e)  EdeUten  v.  JSdeUUi^  1  De 
O.  J.  &  S.  185. 
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summed  np  by  Parke,  B.,  in  Taylor  v.  Ashton  (a),  as  being 
that,  independently  of  any  contract  between  the  parties, 
no  one  can  be  made  responsible  for  a  representation  of 
such  a  kind  as  there  was  in  that  case  (^.e.,  a  false  representa- 
tion of  the  flourishing  state  of  a  bank,  which  had  induced 
the  plaintiff  to  take  shares),  unless  it  be  fraudulently 
made.  The  law  so  enunciated  was  applied  in  a  succession 
of  trade-mark  cases  at  Common  Law  (6),  the  effect  of 
which  was  stated  by  Lord  Westbury  as  above. 

It  has  been  held  that  intentional  fraud  cannot  be  inferred  Defendant 
from  the  feet  alone  that  the  plaintiff  has  informed  the  ™^^^® 
defendant  that  in  his  opinion  the  defendant  was  using  a  deception. 
trade  mark  calculated  to  deceive,  nor  even  from  the  fact 
being  that  the  trade  mark  so  used  is  really  calculated  to 
deceive:  there  must  be  evidence  that  the  defendant  believed 
sach  deception  to  be  probable  (c) ;  in  other  words,  that  the 
defendant  has  sold  his  goods  "  as  and  for  "  the  plaintiff's 
goods  (d).    "  But,"  said  Lord  Blackburn,  in  SmgerManv/^ 
fcLctwrimg  Co.  v.  Loog  (3)  («),  "  it  is  to  my  mind  obvious 
that,  though  the  defendants  might  have  committed  no 

{a)  11M.&W.415. 

(h)  See,  among  other  cases, 
JXngUtm  v.  Bolton,  3  Dong.  293 ; 
OraiBBhay  ▼.  Tkompton,  4  Man.  k 
6.  357 ;  Rodgeri  v.  NawUl,  5  C.  B. 
109 ;  Myer$  v.  Bahsr^  3  H.  &  N. 
802.  In  Crawikay  v.  Thomptony 
Coltman,  J.,  expressed  himself 
thus :  **  It  appears  to  me  that  an 
intention  to  deceive  is  a  necessary 
ingredient  in  this  case.  The  in- 
tention is  for  the  jury ;  and  frand 
must  be  made  out  by  proof  of  an 
intention  existing  in  the  mind  of 
the  party  that  the  iron  shotdd  pass 
as  the  iron  of  the  plaintifE."  And 
in  l£aryreave$  v.  amUhf  Dig.  338, 
Lash,  /.,  told  the  jary  that  an  in- 
tention to  divert  customers  from 
the  plaintifEs  to  the  defendant 
most  be  proved.  See  per  Lord 
Blackburn  in  £rtii^^lf<m«/i«TfiM*fn^ 
Co.  T.  Loog  (3),  8  App.  Cas.  16, 
in  the  House  of  Lords,  and  La/mrie 
T.  BakBT,  2  P.  B.  213. 


{e)  Cramthay  ▼.  Thompson,  4 
Man.  &  G.  367. 

(d)  Syket  v.  Sykoi,  3  B.  &  Cr. 
541 ;  Moriion  ▼.  Salaumy  2  Scott, 
N.  B.  449,  2  Man.&  Q.  385 ;  Craw- 
tlMy  V.  Tluympion,  uH  9uprit,  In 
equity,  it  is  not  necessary  to  prove 
fraudulent  intention  otherwise  than 
by  proving  that  the  defendant  has 
used  a  mark  which  lb,  in  fact,  cal- 
culated to  deceive ;  and  this  was 
recognised  by  the  Court  of  Queen's 
Bench  in  IHxon  v.  Fawcui^  3  EIL 
k,  £11.  637.  Since  by  the  Judi- 
cature Act  of  1873,  §  26,  the  rules 
of  Equity  are  to  prevail  where 
they  conflict  with  those  of  the 
Common  Law,  it  appears  that  at 
least  nominal  damages  should  now 
be  recoverable  in  the  Queen's 
Bench  Division  on  proof  of  such 
facts  as  would  be  satisfactory  to  a 
Court  of  Equity. 

{€)  8  App.  Cas.  15 
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actionable  wrong  whilst  using  the  plaintiff's  trade  mark 
innocently,  yet,  if  they  persevered  with  the  use  of  it  after 
they  had  knowledge  of  the  facts,  they  would  do  wrong, 
and  there  would  be  evidence  to  support  a  claim  at  law  for 
damages  for  knowingly  selling  the  defendants'  goods  as 
and  for  the  plaintiff's."  And  in  a  recent  Canadian  case 
at  law  (a),  it  was  held  that  the  plaintiff  was  entitled  to 
damages,  though  the  defendant  denied  any  fraudulent 
intention,  since  the  mark  had  been  registered  for  a  year 
as  the  plaintiff's,  and  the  defendant  must  be  taken  to 
have  known  it. 
Deception  of  It  is  not  necessary,  in  order  for  the  plaintiffs  to  recover, 
not  necessary,  for  them  to  show  that  the  defendants  made  fraudulent 
representations  directly  to  the  persons  to  whom  they  sold 
the  goods ;  "  although  they  did  not  themselves  sell  thein 
as  goods  of  the  plaintiffs'  manufacture,  yet  if  they  sold 
them  to  rettdl  dealers  for  the  express  purpose  of  being 
resold  as  goods  of  the  plaintiffs'  manufacture "  (6),  thus 
"  scattering  over  the  world  the  means  of  enabling  parties 
to  commit  frauds  upon  the  plaintiffs  "  (c),  proof  of  that 
would  be  sufficient  for  the  plaintiffs'  case  (d). 

The  question  of  fruudulent  intention  is  for  the  jury, 
with  whom  it  rests  to  say  whether  or  not  such  intention  is 
proved  by  the  evidence  before  them  (e).  And  it  was  held 
under  the  old  practice  that  the  plaintiff's  pleadings  mast 
allege  with  sufficient  distinctness  a  false  representation 
on  the  part  of  the  defendant  (/),  when  it  was  left  to  the 
jury  to  say  whether  the  defendant  had  adopted  the  parti- 
cular mode  of  deceit  charged  (g). 


Qaestions  for 
jury. 


(a)  BondUr  Y.  DepatiCf  3  Donon 
233. 

(b)  Sykes  v.  Syltes,  3  B.  &  Cr. 
541. 

{c)  Per  Wood,  V.-C,  in  Farina 
V.  SUverlock,  1  K.  &  J.  509. 

{d)  Compare  the  language  of 
the  Court  of  King's  Bench  in  PoU 
hUl  V.  Walter^  3  B.  &  Ad.  114 ;  and 
see  Singer  Manvfaotwring  Co,  v. 


TFi7«(wi,  2  Ch.  D.  434-42^1-53,  and 
Singer  Manufactwring  Ch.  v.  Loog 
(3),  8  App.  Cas.  15. 

{e)  Oram$hay  v.  ThompsoiLt  4 
Man.  &  G.  357 ;  Rodger*  v.  Nowiil^ 
5  C.  B.  109. 

(J)  Morison  v.  Salmon,  2  Scott» 
N.  K.  449  ;  2  Man.  &  G.  385. 

(g)  Badgers  v.  NowUl,  6  C.  B, 
109.    In  Hargreaf>et  v.  Sndih^  Dig. 
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In  order  to  entitle  the  plaintiff  to  recover,  it  mast  be  Plaintiff  must 
shown  that  the  defendant's  conduct  has  injuriously  affected  ^°^^  ' 
the  plaintiff,  and  the  plaintiff's  pleadings  must  be  so 
framed  as  to  disclose  a  sufficient  cause  of  action  ;  so  that 
where  a  banking  business  was  established  in  London  under 
the  same  name  as  a  previously  existing  bank,  it  was  held 
that  the  proprietor  of  the  earlier  bank  could  not  recover, 
since  he  had  not  averred  that  he  was  a  banker  or  had  ever 
carried  on  a  banking  business  (a).  This  case  was  decided 
on  the  same  principle  on  which  it  was  held,  in  the  Court 
of  Chancery,  that  there  was  no  infringement  of  trade  mark 
unless  there  was  actually  in  the  market  a  vendible  article 
to  which  the  mark  was  in  some  way  attached,  and  that 
no  right  to  an  injunction  existed  before  the  article  had  in 
fact  been  produced,  even  though  it  had  been  repeatedly 
advertised,  and  considerable  outlay  so  incurred  (6). 

Where  A  ordered  from  B  a  quantity  of  fibre-bricks.  Costs  incurred 
marked  with  the  name  of  C,  who  used  it  as  his  own  trade  ant's  fraud 
mark,  and  the  order  was  being  executed  by  B  in  ignorance  ]^°^^tSm 
of  C's  rights,  C  filed  a  bill  in  Chancery  to  restrain  B,  who 
compromised  the  matter  on  paying  a  sum  amounting 
in  all,  including  costs,  to  over  £200.     On  B  bringing  an 
action  against  A  to  recover  the  sum  which  he  had  so  been 
compelled  to  pay,  it  was  held  by  the  Court  of  Queen's 
Bench  that  he  was  entitled  to  recover  that  sum,  C  being 
entitled  to  an  injunction  in  Equity  on  mere  proof  of  the 
imitation,  though  at  Common  Law  he  would  have  had  to 
prove  £raud  on  the  part  of  B  (c). 

It  has  been  held  in  America  that  an  innocent  vendor  of  Innocent 
goods  fidsely  marked,  the  genuineness  of  which  he  has  not  g^s^falselr 

marked. 

338,  Lush,  J.,  left  it  to  the  jury  to  18  0.  B.  84.    And  see  per  Lord 

say  (1)  whether  the  plaintifEs'  mark  Blackbnm  in  Singer  Mani^aetwing 

was  a  good  one ;  (2)  whether  it  had  Ck>,  v.  Loog  (3),  8  App.  Cas.  15. 

been   imitated;  (3)   whether,    if  (b)  MoAThdrewY,  Bassett,  4  De 

there  was  imitation,  it  was  with  O.  J.  &  S.  380 ;  Maxwell  v.  Hogg^ 

intent  to  deceive.    And  see  QilleB-  L.  R.  2  Ch.  307. 

yie  3f  Co.  v.  Marshall,  Dig.  648.  (o)  Dixon  v.  Farooiu,  3  EU.  k, 

(a)  LawMon  v.  Bank  cf  London^  EIL  637. 

N 
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Damages. 


Nomioal 
damages 
where  right 
infringed 


warranted,  18  entitled  to  maintain  an  action  to  recover  the 
price  of  the  goods  from  a  person  to  whom  he  has  sold 
them  (a). 

Although  it  cannot  be  assumed  by  the  Court,  in  default 
of  evidence,  that  the  same  quantity  of  goods  which  a 
defendant  has  sold  under  a  trade  mark  imitated  from  that 
of  the  plaintiff  would  have  been  sold  by  the  plaintiff  but 
for  the  defendant's  unfair  competition  (6),  yet,  where  the 
whole  profit  made  by  an  infringer  upon  the  sale  of  the 
goods  wrongfriUy  marked  was  awarded  by  the  jury  as 
damages,  the  American  Court  held  that  this  was  not 
excessive,  and  said  that  the  fact  that  it  was  impossible 
to  apportion  the  profit  rendered  it  just  that  the  infringer 
should  lose  the  whole  (c).  And  in  Taylor  v.  CarpenieT  (d), 
when  the  defendant,  against  whom  a  verdict  had  been 
found  with  substantial  damages,  moved  for  a  new  trial, 
urging,  among  other  arguments,  that  the  jury  should  haVe 
been  told  that  if  the  defendant's  goods  were  not  inferior 
to  the  plaintiffs',  the  latter  could  not  recover,  or  at  all 
events  could  recover  only  nominal  damages,  it  was  held 
that  the  plaintiffs  were  not  only  not  debarred  from  re- 
covering at  all,  but  that  they  could  recover  substantial 
damages,  ^*  since  the  actual  damage  suffered  by  loss  of 
sales  by  the  pUintiffs,  which  was  the  ground  of  recovery, 
was  just  as  great  as  if  the  thread  had  been  inferior,  though 
the  credit  of  their  mark  and  thread  might  not  suffer  as 
much  thereby,  if  it  did  at  all." 

That  a  plaintiff  is  entitled  to  recover  some  damages 
where  his  trade  mark  has  been  infringed,  appears  clearly 
from  Blofeld  v.  Payne  («),  in  which  Lord  Denman,  C.  J., 
told  the  jury  that  even  if  the  defendants'  hones  were  not 


(a)  Rvdderow  v.  H%mti7igtont  8 
Sand.  S.  C.  262,  R.  Cox,  106. 

(ft)  Leather  Cloth  Co,  v.  Hvrsoh' 
feld,  L.  R.  1  Eq.  299.  As  to  damages 
see  cap.  7  infrh, 

(p)   Oraham  v.  Plate,  40  CaL 


593,  6  Amer.  Rep.  639.  And  see 
Hostetter  v.  Vominkle,  1  Dill.  329. 

(<0  2  Wood.  &  M.  1;  9  L.  T,  (Old 
Series)  514,  R.  Coz,  32-42. 

(<f)  4  B.  &  Ad.  410. 
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inferior,  the  plaintiff  was  still  entitled  to  some  damages, 
inasmuch  as  his  right  had  heen  evaded  by  the  fraudulent 
act  of  the  defendants.  The  jury  found  a  verdict  for  the 
plaintiff,  with  a  farthing  damages,  and  also  found  that  the 
defendants'  hones  were  not  inferior  to  the  plaintiff's.  The 
verdict  was  upheld  by  the  Court  of  Icing's  Bench,  Little- 
dale,  J.,  saying  that  'Hhe  act  of  the 'defendants  was  a 
fraud  against  the  plaintiff,  and  that  even  if  it  occasioned 
him  no  specific  damage,  it  was  still,  to  a  certain  extent, 
an  injury  to  his  right.**  It  is  evident  that  in  this  case, 
although  the  plaintiff  did  not  suffer  in  reputation  by  the 
sale  of  inferior  hones  as  his,  yet  he  suffered  in  another 
way,  his  custom  being  diminished  to  an  undetermined 
extent  by  goods  being  sold  as  his,  so  as  to  compete  with 
those  really  of  his  make  (a). 

The  first  recorded  case  of  trade  mark  brought  before  Equity— 
the  judicial  notice  of  the  Court  of  Chancery  was  that  of  ^m 
Bkmchard  v.  HiU  (6),  in  1742,  which,  however,  resulted 
in  a  statement  by  Lord  Hardwicke,  C,  that  he  did  not 
know  ^^  any  instance  of  granting  an  injunction  in  Chancery 
to  restrain  one  trader  from  using  the  same  mark  with 
another,"  and  that  he  thought "  it  would  be  of  mischievous 
consequence  to  do  it." 

In  Day  v.  Day  (18i6)  (c),  Hmry  v.  Price  (1831)  (d),  9^^  of 
and  OotU  v.  Aleploglu  (1833)  (e),  however,  injunctions  chancery. 
were  granted  to  restrain  the  infringement  of  the  plaintiffs' 
trade  marks,  and  from  this  time  the  steadily  increasing 
number  of  such  cases  coming  before  the  Court  of  Chan- 
cery shows  the  growing  favour  with  which  that  Court  was 
regarded  by  suitors,  the  chief  incentive  no  doubt  being 

(a)SeeperETskine,J.,ini1/'m«7n  WiUon,  2  Ch.    D.    434-42-61-54; 

▼.  Salvum,  2  Scott,  N.  R.  449  ;  2  Lamriev,  Baker,  2  P.  R.  213 ;  and 

Han.  &  6. 385 ;  and  per  Wilde,  C.  J.,  Bmdier  v.  De-patie ;  3  Dorion  233. 

in  Badgers  v.  NamUl,  5  C.  B.  109 ;  (h)  2  Atk.  484. 

also  Cofeen  v.  Brunion,  4  McLean,  (o)  Dig.  21. 

516,  B.  Cox,  82 ;  Lemoine  v.  GanUm,  (d)  1  Leg.  Obs.  364. 

2  E.  B.  Smith,  343,  R.  Ck>x,  142 ;  {e)  5  ib,  495,  and  6  Beav.  69 ; 

ChappeU  y,  Bavidson,  2  K.  &  J.  and  see  Bay  v.  Binning,  C.  P. 

123 ;  Singer  JUaw^acturiTig  Of.  v.  Cooper,  489, 1  Leg.  Obs.  205. 
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th^  more  beneficial  character  of  the  remedy  awarded,  by 
injunction  and  account,  as  compared  with  the  Commoa 
Law  remedy  of  damages.  By  degrees  the  Court  of  Chan- 
cery absorbed  the  jurisdiction  in  trade-mark  cases,  until 
such  cases  were  rarely  if  ever  tried  in  the  Common  Law 
Courts,  except  when  they  were  remitted  by  a  Chancery 
judge  ibf  trial  of  the  Common  Law  right  That  practice 
was  discontinued  in  consequence  of  Sir  John  Bolt's 
Act  (a),  and  the  effect  was,  notwithstanding  the  extended 
power  given  to  the  Common  Law  Courts  by  the  Mer- 
chandise Marks  Act  of  the  same  year  (6),  to  confine  the 
consideration  of  this  class  of  cases  more  strictly,  if  possible, 
than  before  to  the  Court  of  Chancery. 

This  fact  was  recognised  by  the  Chancery  Division  being 
appointed  to  administer  the  Trade  Marks  Begistration 
Acts  (c),  and  although  the  High  Court  of  Justice  generally 
is  now  substituted  for  the  Chancery  Division  (<Z),  trade- 
mark cases  are  still  usually  brought  before  that  Division. 

The  comptroller  appointed  under  the  Patents  Act  is, 
however,  subject  to  the  superintendence  of  the  Board 
of  Trade,  who  will,  it  may  be  assumed,  refer  all  cases  of 
difficulty,  whether  arising  firom  questionable  applications 
or  firom  oppositions  persisted  in,  to  the  Court  (e). 

The  principles  on  which  the  Courts,  of  Equity  have  long 
acted  in  cases  where  a  valid  trade  mark  has  been  affixed 
to  the  goods  or  to  wrappers  or  vessels  containing  them — 
principles  by  which  those  cases  must,  as  it  seems,  be 
governed  for  the  future,  before  whichever  branch  of  the 


(a)  26  &  26  Vict.  c.  27.  But  in 
some  of  the*  American  Coorts  cases 
of  doabtful  right  &rh  still  sent  for 
trial  at  law ;  e.g.f  ISeltxer  v.  Powell^ 
8  Phila.  296. 

(i)  25  &  26  Vict.  c.  88,  §  21. 

<<?)  38  k  89  Vict.  c.  91 ;  39  &  40 
Vict.  0.  33 ;  and  40  &  41  Vict.  c.  37. 
Bee  the  old  Rule  42,  and  In  re  Orr^ 
Swing  (2),  28  W.  R.  412. 

(dO  ^  lir  of  Patents  Act,  1883. 


(e)  In  re  Normal  Co^  Ld^  35 
Ch.  D.  231.  And  see  Patents  Acts^ 
1883-8,  §§  62,  69.  As  to  the 
position  of  the  late  Commissionera 
of  Patents,  whose  functions  are 
now  transferred  to  the  Board  of 
Trade,  see  In  re  MeikU;  24  W.  R. 
1067;  In  re  Barrawt,  5  Ch.  D. 
353;  In  re  JRotherham,  14  ib^ 
585. 
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High  Court  of  Justice  they  may  come  (a)— are  thus  ex- 
plained by  Sir  Gr,  Jessel,  M.  K.,  in  Singer  Manufacturing 
Co.  V.  Wilson  (b). 

"  It  is  quite  immaterial  that  the  maker  of  the  goods  to 
which  what  I  will  call,  for  the  sake  of  shortness,  the  trade 
mark  is  affixed,  did  not  know  that  it  was  a-  trade  mark, 
and  had  not  the  slightest  intention  of  defrauding  anybody. 
He  must  not  put  as  a  mark  on  goods,  even  tEough  he 
intends  to  establish  it  as  his  own  trade  mark,  that  which 
is  the  known  trade  mark  of  other  people,  and  he  would  be 
restrained  by  injunction,  though  he  thought  he  himself  • 
had  invented  the  trade  mark,  and  bond  fide  intended  it  to 
designate  goods  of  his  own  manufacture.  And  the  reason 
is  obvious :  because  the  goods  pass  from  hand  to  hand,  and 
though  he  may  act  with  the  utmost  bona  fideSy  yet  the 
ultimate  purchasers  might  believe  that  they  were  the  real 
goods,  that  is  to  say,  that  they  were  manufactured  by  the 
person  entitled  to  the  original  trade  mark.  Therefore,  in 
that  case,  knowledge  that  he  is  doing  anything  wrong  is 
immaterial,  even  in  the  m^^ker. 

''Another  element  which  is  sometimes  imported  into 
these  cases  has  also  no  material  bearing :  that  is,  that  if 
the  maker  knows  that  they  are  not  the  goods  of  the  person 
entitled  to  use  the  trade  mark,  and  communicates  that 
knowledge  to  the  inimediate  purchaser,  it  makes,  as.  I  have 
said,  no  difference ;  and  even  if  he  does  not  know  it,  and 
tells  the  immediate  purchaser  that  the  goods  are  of  his  own 
manufacture,  it  will  still  not  save  him  from  an  injunction, 
because,  although  the  immediate  purchaser  from  him  is 
aware  that  the  goods  in  question  are  not  manufactured  by 
any  other  person  than  the  vendor,  yet,  as  he  p&sses  them 
on,  the  representation  does  not  necessarily  pass  on  with 
them,  and  therefore  the  next  purchaser,  or  the  fbllowing 
or  some  other  purchaser,  or  the  public  at  large,  who  ^e 
the  ultimate  purchasers,  would  be  as  much  deceived  as  if 

(a)  See  Jndicatoie  Act  of  .1878,  §  26.        (»)  2  Oh.  p.  434. 
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no  Bnch  communication  took  place.    Consequently,  yon 
have  nothing  more  to  do  than  to  show  that  the  trade  mark 
has  been  taken  "  (a). 
«*  ^'  * ,  When  trade-mark  cases  were  first  brought  into  the 

Equity  fol-  ® 

lowed  the       Court  of  Chancery,  they  were  treated  on  the  same  prin- 
Common  Law.  ^jpj^  ^  ^^^y  ^^^^  ^^  Common   Law,  and*  redress  was 

refused  where  actual  intentional  fraud  was  not  alleged  and 
substantiated.  The  existence  of  anything  that  could  be 
called  a  right  of  property  in  a  trade  mark  was  denied, 
and  a  fear  expressed  that,  if  that  should  be  admitted,  a 
stronger  monopoly  than  even  .a  patent-right  would  be 
created  (6). 
MUUnffton  V.  In  the  year  1838,  however,  when  the  case  of  MilliTigton 
V.  Fox  (o)  came  before  Lord  Cottenham,  C,  the  Lord 
Chancellor  perceived  that  when  goods  made  by  one  man 
were  put  upon  the  market  bearing  the  trade  mark  of 
another,  the  same  evil  effects  were  produced,  whether 
the  mark  was  so  affixed  for  fraudulent  purposes  or  with 
innocent  intentions,  since  purchasers  would  buy  A's  goods 
in  the  belief  that  they  were  B's,  and  B  would  be  deprived 
of  the  custom  intended  for  him ;  so  that  A,  whether  by  his 
own  contrivance  or  not,  would  profit  at  the  expense  of  B 
and  the  public.  In  that  case  it  was  accordingly  held  by 
the  Lord  Chancellor  that- the  plaintiffs  were  entitled  to 
an  injunction,  although  he  stated  in  express  terms  that 

(a)  And  see  per  Lord  Cairns,  C,  circomstanoes  a  yerj  good  ground 

Siiiger  Manufiuturing  Co,  v.  Wil-  for   such    an   application,"    (Per 

iron,  3  App.  Cas.  391,  and  Lord  the    Lord    President,    in    Singer 

O'Uagan,  ih,  396 ;  Anglo-Swiu  Con-  Manvfaeturing  Co.  v.  KimhaU  ^ 

dented  Milk  Co,  v.  Metealf,  31  Ch.  Morton,  Ct.  Sess.  Cas.  3rd  Ser.  XI., 

D.  454.    8o,  in  Scotland,  "  on  an  2G7.)    And  in  India  **  it   is  not 

application  for  an  interdict  it  is  enough  to  say  that  there  was  no 

not  only  not  necessary  to  prove  fraadulent  intention.    That  is  no 

any  pecnniary  damage,  bnt  it  is  reason  why  an  injunction  should 

not  necessary  to  prove  that  any  not  be  granted.**    (Per  Phear,  J.» 

injury  has  been  actually  inflicted.  Oraham  ^  Co.  v.  Kerr^  Dodi  ^  Co,^ 

A  threat  of  injury  is  a  sufficient  3  Beng.  L.  K.  App.  4.) 

ground  for  an  application  for  an  (Jb)Blanohardy.IiUl^2k^iL,A%^\ 

interdict ;  and  in  like  manner  a  Canham  v.  Jonee,  2  V.  &:  B.  218. 

reasonable  apprehension  of  injury  (o)  3  My.  &  Cr.  338 ;  and  see  the 

from  the  proceedings  of  the  parties  earlier  case  of  Gout  v.  Aleploglu^ 

complained  against  is  also  in  many  6  Leg.  Obs.  495. 
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he  saw  no  reason  for  thinking  that  there  had  been 
any  fraudulent  user  by  the  defendant  of  the  plaintiffs' 
mark  (a). 

The  decision  in  this  case  gave  rise  to  some  difference  Question  as  to 
of  opinion  among  the  judges,  some  holding  that  the  juris-  jurisdictiozL 
diction  of  tlie  Court  of  Chancery  in  these  cases,  like  that 
of  the  Common  Law  Courts,  was  founded  on  intentional 
fraud,  and  denying  any  exclusive  right  in  trade  marks  (6), 
while  others  held  that,  intentional  fraud  not  being  neces- 
sary for  the  injunction,  the  jurisdiction  must  be  held  to 
be  founded  on  the  protection  of  a  right  of  property  in  the 
trade  mark  (c). 


(a)  See  per  Lord  Blackburn  in 
Singer  Mani^acturinff  Co.  v,  Zoog 
(S\  8  App.  Cas.  16. 

(b)  Perry  v.  Tnteftty  6  Beav.  66 ; 
Oritft  V.  Day,  7  Beav.  84 ;  Foot  v. 
Lea,  13  Jr.  Eq.  484;  ,EdeUten  v. 
Vu?i,  11  Hare,  78;  Collim  Co.  v. 
Brawn,  3  K.  &  J.  423 ;  CoUim  Co. 
Y.  Coweta,  3  K.  dL*  J.  428;  Leather 
Cloth  Co.  y.  Ameriean  Leather ' 
Cloth  Co.,  1  H.  &  M.  271 ;  Mo- 
Andrew  y.  Bauett,  33  L.  J.  Gh. 
661;  Walton  y.  Crowley,  8  Bl. 
C.  C.  440,  K.  Cox,  166. 

(tf)  Farina  v.  SUverhck,  6  De  G. 
M.  &  G.  214  ;  Bwrgeu  y.  HUU,  26 
Beav.  244 ;  Clement  v.  Maddick,  1 
Giff.  98 ;  Emperor  cf  Auitria  v.. 
Bay,  3  De  G.  F.  &  J.  217 ;  Weloh 
V.  Knott,  4  K.  &:  J.'747 ;  EdeUten  v. 
ISdeUten,  1  De  G.  J.&  8. 186  ;  JIall 
▼.  Barrows,  4  t(.  160 ;  Mo  Andrew 
▼.  Baseett,  4  i&.  880 ;  Leather  Cloth 
Oo:s  ease,  4  ib.  137 ;  11  H.  L.  G. 
523 ;  Cdrtier  v.  Carlile,  31  Beay. 
292 ;  Moot  v.  Coueton,  33  ib.  678 ; 
Barnett  v.  Leuehars,  13  L.  T.  N.  8. 
495 ;  Maxwell  y.  Hogg,  L.  R.  2  Ch. 
307 ;  Collins  Co.  y.  Beeves,  28  U  J. 
Ch.  66 ;  Bradbury  v.  Beeton,  39  ib. 
57;  Badde  v.  Norman,  Jj.  R.  14 
£q.  348  ;  Hvrtt  y.  Denham,  ib.  642 ; 
Soiith  V.  Mason,  W.  N.  1876,  p.  62 ; 
ApolUnaris  Co.  v.  Norrish,  33  L.  T. 
N.  8.  242 ;  Cheavin  v.  Walhor,  6 
Ch.  D.  860 ;  Singer  Manvfaeturing 
Co,  T.   Wilson,  3  App.  Cas.  376 ; 


Same  y.  Loog  (3),  8  ib.  16;  €friUon 
y.  Guhiin,  W.  N.  1877,  p.  14; 
Bansome  v.  Qraham,  61  Ii..J.  Ch. 
897 ;  Cowen  y.  ffulton,  46  L.  T. 
N.  8.  897 ;  ffatohard  y.  Mege,  18 
Q.  B.  D.  771 ;  Oakey  4"  Sons  v. 
DaUon,  36  Ch.  D.  700.  So  in 
8c9tland — Singer  Mant^actwring 
JOo.  y.  MmbaUJ'  Morton,  Ct,  Seas. 
Cas.  3rd  Ser.  XL,  267 ;  in  Ireland 
— Xmahaa^  y.  Bolton,  16  Ir.  Ch. 
76 ;  Wheeler  y.  Johnston,  3  L.  R. 
Ir.  284;  in  Indian— Orr-Fwing  Jf- 
Co.  y.  Orant,  Smith  ^  Co.,  2 
Hyde,  186  ;  in  Canada —  Walker  y, 
AUsy,  13  Grant,  Up.  Can.  Ch.  366 ; 
in  the  United  States — Da\3is  v. 
:Kendqll,  2  R.  I.  666,  B.  Cox,  112 ; 
Clarh  y.  Clark,  26  Barb.  76,  R.  Cox, 
206;  Dale  v.Smithson,  12  Abb.  "Br. 
237,  R.  Cox,  282;  Woodward  y. 
Lamr,  21  Cal.  448,  R.  Cox,  300; 
Derringer  v.  Plate,  29  Cal.  292, 
R.  Cox,  324 ;  Bradley  y.  Norton, 
83  Conn.  167,  R.  Cox,  331 ;  GUlott 
y.  JStterbrook,  47  Barb.  466,  R.  Cox, 
340;  48  N.  Y.  374;  Burnett  v. 
Phalon,  9  Bos.  192,  R.  Cox,  376 ; 
FiUey  y.  Fassett,  44  Mo.  173,  R. 
Cox,  630 ;  DisBon  Crucible  Co.  y. 
6htggenheim,  2  Brews.  321,  R. 
Cox,  669;  Stonebraker  y.  Stone- 
braker,  33  Md.  262;  St4ite  of 
Missowri  y.  Gibbs,  66  Mo.  133; 
Winsor  y.  Clyde,  9  Phila.  618; 
Blaekwelly.  Armistead,6  Am.  L.  T. 
85;    Colman  y.  Crump,  70  N.  Y. 
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Deference  to       In  Motley  V.  Dotonman  (a)  it  vas  laid  down  broadly 

'  that  the  jurisdiction  of  the  Court  of  Chancery  was  merely 

ancillary  to  that  of  the  Common  Law,  and  that  the  right  to 

redress  must  be  determined  by  the  rules  of  the  Common 

Law;  and  accordingly  cases  were  frequently  referred  to 

the  Common  Law  Courts  for  the  determination  of  the  right, 

before  the  equitable  remedy  was  awarded  (6).  That  practice, 

however,  gradually  died  out  as  the  principle  of  interference 

in  the  absence  of  intentional  fraud  came  to  be  recognised, 

and  Sir  John  Solt's  Act  (c)  finally  put  an  end  to  it. 

^?^®  ^^        ^^  explanation  given  by  Wood,  V.-C,  of  the  decision 

-Fb»  explained  in  MiUington  V.  Fox  (d)  and  other  cases  in  which  relief 

by  v.-O.Wood.  ^^  given  without  proof  of  fraudulent  user,  was,   that 

it  was  on  the  principle  ^Hhat  although  a  person   had 

used  another  man's   trade    mark    perfectly  innocently, 

yet  if  he  continued  for  one  moment  after  he  had  been 

told  of  it  to  use  another  man's  trade  mark,  he  did  so 

fraudulently,  and  if  he  sought  to  keep  in  his   pocket 

profits  which  he  had  made   by  representing,   however 

innocently,  that  his  goods  were  another  person's,  after 

he  had  been  told  of  the  fact,  it  was  fraud  "  («). 

w^  V?^  From  this  view  Lord  Westbury,  C,  dissented  (/),  and  the 

view  now  generally  accepted  as  to  the  principles  governing 

the  action  of  the  Courts  of  Equity  was  thus  stated  by  him, 

in  the  Leather  Cloth  Co.8^  case  (g) :    "  The  representation 


573 ;  BUlet  v.  Curlier,  61  Baxb. 
S.  C.  435 ;  Oilman  v.  Hunnefvelli 
122  Mass.  139 ;  McLean  v.  Jfleming, 
96  U.  S.  Rep.  245 ;  Kidd  v.  Johnton, 
100  ib.  617 ;  HoberUon  v.  Jierry, 
50  Md.  591. 

(fl>  3  My.  &  Cr.  1. 

(b)  Perry  v.  Tniejiit,  6  Beav.  66 ; 
Rodders  v.  Nowill,  6  Hare,  826 ; 
Foot  V.  Lea,  13  Ir.  Eq.  484 ;  Farina 
▼.  8ik>erlock,  1  E.  &  J.  509 ;  and 
others.  In  some  of  the  American 
States,  e.g.,  in  Pennsylvania,  the 
same  practice  is  still  followed: 
Seltzer  v.  Powell,  8  Phila.  2S6. 

(<J)  26  &  26  Vict.  c.  27. 


(d)  3  My.  &  Cr.  338. 

(e)  McAndrew  v.  Bauett,  33 
L.  J.  Ch.  561.  See  per  Lord  Cairns, 
in  Singer  Manufacturing  Co,  v. 
WiUan,  3  App.  Cas.  376-91,  and 
per  Lord  Blackburn  in  that  case 
(i>.  400),  and  in  Singer  Manufac- 
turing  Co.  v.  Loog  (3),  8  App.  Cas. 
15. 

(/)  EdeJgteth  v.  EdeUten,  1  De  G. 
J.  &  S.  185 ;  Leather  Cloth  Co.%' 
eaw,  4  ib,  137 ;  Hall  v.  Barrorc$, 
ib,  160 ;  MeAndrew  v.  Bassett,  ib, 
380. 

(ff)  4  De  G.  J.  &  S.  137. 
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which  the  defendant  is  supposed  to  make,  that  his  goods 
are   the   goods  of  another  person,  is  not  actaally  made 
otherwise  than  by  his  appropriating  and  nsing  the  trade 
mark  which  such  other  person  has  an  exclusive  right 
to  use  in  connection  with  the  sale  of  some  commodity ; 
and   if  the  plaintiff  has  an  exclusive   right  to  use  any 
particular  mark  or  symbol,  it  becomes  his  property  for  the 
purposes  of  such  application,  and  the  act  of  the  defendant 
is  a  violation  of  such  right  of  property,  corresponding  with 
the  piracy  of  copyright  or  the  infringement  of  a  patent. 
I  cannot  therefore  assent  to  the  dictum  that  there  is  no 
property  in  a  trade  mark.     It  is  correct  to  say  that  there 
is  no  exclusive  ownership  of  the  symbols  which  constitute 
a  trade  mark,  apart  from  the  use  or  application  of  them ; 
bat  the  word  '  trade-mark '  is  the  designation  of  marks  or 
symbols  when  applied  to  a  vendible  commodity,  and  the 
exclusive  right  to  make  such  user  or  application  is  rightly 
called   ^property.' — ^The  true  principle,  therefore,  seems 
to  be  that  the  jurisdiction  of  the  Court  in  the  protection 
given  to  trade  marks  rests  upon  property ;  and  that  the 
Court  interferes  by  injunction,  because  that  is  the  only 
mode  by  which  such  property  can  be  effectually  protected. 
The  same  things  are  necessary  to  constitute  a  title  to 
relief  in  Equity  in  the  case  of  the  iniringement  of  the 
right  to  a  trade  mark  as  in  the  case  of  the  violation  of 
any  other  kind  of  property.    First,  the  plaintiff  must  prove 
that  he  has  an  exclusive  right  to  use  some  particular  mark 
or  symbol  in  connection  with  some  manufacture  or  vendible 
commodity ;  and,  secondly,  that  this  mark  or  symbol  has 
been  adopted  or  is  used  by  the  defendant  so  as  to  pre- 
judice the  plaintiff's  custom  and  injure  him  in  his  trade 
or  business  "  (a). 

(a)  In  Walker  Y.  Alley  f  IS  Gnnt,  in  trade  marks.    It  maybe  said, 

Up.  Can.  Ch.  366»  Van  Koughnet,  '  What  is  property,  unless  it  be 

ChanceUor  of  Upper  Canada,  said :  something  tangible  7 '    I  take  pro- 

**  Some  difficulty  may  be  created  perty,  when  useid  in  this  connection 

by  the  use  of  the  word  '  property '  and  sense,  to  be  a  means  by  which 
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In  what  sense 
fraud  is    . 
required  in 
Equity. 


Intention 
immaterial 
in  Equity. 


Right  of 
property  in 
registered 
mark. 


Still,  even  though  it  be  admitted  that  the  Law  of  Trade 
Marks  is  based  uponft  right  of  property,  fraud  also  is  neces- 
sary to  ejititle  the  Q^er  of  the  trade  mark  to  redress  (a). 
But  'theiraud  does  not  consist  in  an  intention  to  deceive 
on  the  part  of  the  defendant,  but  in  an  actual  deception,  or 
iti  the  creation  of  a  probability  of  deception  (&),  indepen- 
dently of  any  fraudulent  intention.  '^  Imposition  on  the 
public,"  says  Lord  Westbury  (c),  "  is  indeed  necessary  for 
the  plaintiff's  title ;  but  in  this  way  only,  that  it  is  the  test 
of  the  invasion  by  the  defendant  of  the  plaintifiTs  right 
of  property ;  for  there  is  no  injury  done  to  the  plaintiff 
if  the  mark  used  by  the  defendant  be  not  such  as  may 
be  mistaken,  or  is  not  likely  to  be  mistaken,  by  the  public 
for  the  mark  of  the  plaintiff.  But  the  true  ground  of  the 
Court's  jurisdiction  is  property." 

The  exact  language  in  which  the  principle  on  which  the 
Court  of  Chancery  has  acted  is  to  be  described  is  really 
immaterial,  and  in  fact  '^  merely  a  question  of  nomen- 
clature" (c2),  since  the  important  and  substantial  point 
is  completely  established,  that  in  cases  of  trade  mark 
nothing  more  has  to  be  done  'Hhan  to  show  that  the 
trade  mark  has  been  taken  "  (e). 

The  right  in  a  trade  mark  registered  under  the  Trade 
Marks  Acts  or  the  present  Patents  Acts  is  strictly  a  right  of 
property  (/) ;  the  person  entitled  to  it  is  the  proprietor  {g) ; 


money  or  money's  worthy  in  the 
shape  of  profit  or  otherwise,  is 
created  or  obtained.*' 

(a)  See  per  Mellish,  L.  J., 
in  Singer  Manufacturing  Co,  v. 
WUson,  2  Cb.  D.  434-63. 

(J)  Compare  per  Hall,  V.-C, 
in  Cape  v.  JSeans,  L.  R.  18  Bq. 
138.  And  see  Kinney  v.  Bosch, 
Dig.  542;  Bodega  Co.,  £d,  v.  Owens. 
23  L.  R.  Ir.  371. 

(p)  Hall  V.  Barrows,  4  De  G. 
J.  i  8.  150;  and  see  per  Lord 
Cranworth,  C,  in  Farina  v.  Silver- 
Jock,  6  De  G.  M.  Sc  G.  214,  and  per 
JeMel,  M.  R.,  in  CkeaHn  v.  Walker 


5  Oh.  D.  850.  So  in  the  Sapreme 
Coart  of  Pennsylvania,  Pratrs  Ap^ 
peal,  117  Penn.  St.  401. 

(d)  Per  Wood,  V.-C,  MeAndrem 
v.  BasseU,  33  L.  J.  Ch.  561. 

(e)  Jessel,  M.  R.,  in  Singer  Manu^ 
facturing  Co.  v.  WiUon,  2  Ch.  D. 
434 ;  and  see  Orr-Ewing  J^  Co.  v. 
Johnston  Sf  Co.,  13  Ch.  D.  434,  and 
the  cases  collected  at  note  {e)  on 
p.  183,  suprh. 

(J)  See  Eno  v.  Stephens,  Dig.609. 

(£)  S§  3,  4,  5  of  the  Act  of  1875 ; 
§§  62,  66,  71,  72,  76  of  the  Act  of 
1883. 
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he  18  entitled  to  the  exclusive  use  of  it  (a) ;  and  though 
his  rights  in  regard  to  it  .are  in  some  respects  less  un- 
limited than  those  of  owners  of  other  kindi^  of  property — 
e,g.,  the  inability  to  transfer  it  except  in  connec^on'with 
the  goodwill  of  the  business  (6) — still,  Ephject  to  the  pro- 
visions of  the  Patents  Acts,  he  is  entitled  to  deal  with  it  a3  . 
he  chooses. 

In  trade-mark  cases,  "  in  order  to  found  the  jurisdiction  Elements 
of  the  Court,"  says  the  Lord  Chancellor  of  Ireland  (c),  fo^jSis- 
"  there  must  be  established,  first,  the  existence  of  the  trade  diction. 
mark;  next,  the  fact  of  an  imitation,  whether  a  direct 
imitation,  or  one  with  such  variations  that  the  Court  must 
regard  them  as  merely  colourable ;  and,  thirdly,  the  fact 
that  the  imitations  were  made  without  licence  (d)   or 
anything  that  the  Court  could  regard  as  acquiescence  in 
their  use."    The  law  is  the  same  in  the  three  kingdoms, 
for,  said  Bacon,  V.-C.,  in  Singer  Manufacturing  Co.  v. 
Loog  (3)  (a),  '^  the  law  of  Scotland  does  not  in  this  respect 
(^.6.,  with  respect  to  trade  marks)  differ  from  the  law  of 
England."     The  principles  which  govern  the  one  govern 
the  other. 

In  order  to  ensure  a  full  disclosure  of  the  facts  bearing  Proceedings 
nxx>n  these  points,  the  Court  will  grant,  if  necessary, 
discovery  and  inspection  (/),  and  upon  the  satisfEictory 
establishment  of  the  plaintiff^s  case  will  award  its  appro- 


(0)  §  3  of  the  Act  of  1875 ;  §  76 
of  the  Act  of  1883. 

00  §  2  of  the  Act  of  1875 ;  §  70 
of  the  Act  of  1883. 

(e)  Kindhan  v.  BoUon,  15  Ir.  Ch. 
75.  See  Linde  ▼.  Bemel,  29  N.  Y. 
Snp.  Ct.  601. 

{d)  It  has  heen  held  in  America 
that  if  the  defendant  is  the  holder 
of  a  licence  from  the  plaintiff,  he 
cannot  contest  the  validity  of  the 
plaintiff's  mark,  but  that  be  may 
set  up  that  he  was  induced  to  enter 
into  the  agreement  bj  fraudulent 
xepresentations :  UiUen  v.  JAbbjf, 


44  N.  Y.  Super.  Ct.  12.  And  see 
the  obnervations  in  that  case  with 
respect  to  pleading. 

(e)  18  Ch.  D.  395. 

(/}  It  has  been  held  in  America 
that  a  defendant  is  not  entitled, 
by  alleging  that  the  plaintiff*s 
goods  possess  injurious  properties, 
to  compel  the  plaintiff  to  disclose 
in  cross-examination  the  ingre- 
dients of  which  his  goods  are  com- 
posed, though  it  seems  that  such 
questions  may  be  allowed  if  the 
plaintiff  has  himself  led  up  to  them. 
TetUnv  7.  Savoumin,  15  Phila.  170. 
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priate  remedy  of  an  Idj unction  (a),  framed  in  snch  terms 
as  best  to  counteract  the  illicit  designs  of  the  infringer. 
And  the  injunction  will  be  granted,  even  though  the 
defendant  has  ceased  to  use  the  pirated  trade  mark  (6),  and 
has  offered  to  undertake  not  to  use  any  of  the  old  labels  in 
stock  (o),  or  has  actually  retired  from  the  business  in  which 
the  pirated  marks  were  used  (d).  But  if  a  plaintiff  continues 
the  litigation  after  having  received  an  offer  of  all  he  is  en- 
titled to  get,  he  may  fail  to  obtain  his  costs  («).  The  liability 
to  account  for  profits  is  usually,  as  Romilly,  M.  R.,  said 
in  Cartier  v.  CarlUe  (/),  incident  to  the  injunction  (gr), 
or  the  plaintiff  may,  at  his  option,  have  an  inquiry  as  to 
damages  in  lieu  of  the  account,  but  not  both  (k).  The 
Court  will  further,  where  necessary,  order  the  delivery  up 
and  destruction  of  the  spurious  labels,  cards,  or  tickets  (i), 
or  the  production  of  the  goods  wrongfully  marked,  for  the 
purpose  of  the  erasure  and  cancellation  of  the  spurious 
marks  (k).  Destruction  of  the  goods  will  not  be  ordered  if 
it  is  possible  without  destruction  to  satisfactorily  erase  the 
spurious  marks  (Q.      In  a  case  in  the  Supreme  Court  of 


(a)  In  Glen  4"  S^all  Manvfaetur- 
ing  Co.  v.  Hall,  61  N.  Y.  226,  a 
case  of  the  class  analogous  to  trade- 
mark cases,  an  injunction  was 
granted  against  the  orig^al  plain- 
tiffs, on  counter-claim.  The  in- 
junction will  be  granted,  notwith- 
standing an  offer  of  submission  by 
the  defendants :  Oeary  v.  Nort-on, 
1  De  G.  &  Sm.  9  ;  Tonge  v.  Ward, 
21  L.  T.  N.  8.  480. 

(h)  OuinncM  v.  Heap^  Dig.  617 ; 
McLean  v.  Fleming,  96  U.  8.  Rep. 
245 ;  Fre$e  v.  Bachof  (1),  13  Bl. 
0.  C.  234 ;  and  see  Reid  v.  Sibbald, 
18  Journ.  of  Jurisp.  392. 

(p)  Guinness  v.  Heap,  Dig.  617. 

(d)  Weed  y,  Peterson,  12  Abb. 
Pr.  N.  8.  178. 

(e)  See  infrd,  p.  264. 
(/)  31  Beav.  292. 

(g)  Unless  the  defendant  can 
prove  that  he  has  bought  and  re- 
sold the  improperly  marked  goods 
without  being  aware  of  the  true 


ownership  of  the  trade  mark  which 
he  is  shown  to  have  infringed: 
EdeUten  v.  EdeUien,  1  De  Q.  J.  &  S. 
185  ;  Moet  v.  QnuUm,  33  Beav.  578. 

(A)  NeiUon  v.  Betts,  L.  R.  5  H.  L. 
1.  See  Leidersdoff  v.  Flint  (2), 
50  Wise.  401. 

(i)  Farina  v.  SUverlock,  1 E.  &  J. 
509, 6  De  G.  M.  &  G.  214, 4  E.  &  J. 
650 ;  EdeUten  v.  EdeUten,  1  De  G. 
J.  &  S.  185;  Apollinaris  Co.  y. 
Edftards,  Seton,  4th  ed.  237; 
Oraveley  v.  Winchester,  ib.  257. 

(A)  JJefU  V.  Turpin,  2  J.  &:  H. 
139  ;  Upmann  v.  Elkan,  L.  R.  12 
Eq.  140,  L.  R.  7  Ch.  130 ;  Jurgensen 
V.  Alexander,  24  How.  Pr.  269; 
R.  Cox,  298.  In  Meriden  Britannia 
Co.  V.  Parker,  39  Conn.  450,  12 
Amer.  Kep.  40i,  it  was  held  that 
goods  already  stamped  might  be 
sold,  subject  to  the  remedy  at 
law. 

(l)  Slazenger  ^  Sons  v.  FeUham^ 
*  (7o.,  6  P.  R.  531. 
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Victoria  (a)  it  was  held  that  an  agent,  who  had  received 
firom  a  foreign  principal  goods  marked  in  imitation  of  the 
plaintiff's  trade  mark,  could  not  be  allowed  to  send  back 
to  his  principal  the  goods  as  they  were,  since  it  was  the 
plaintiffs  right  to  have  the  fraudulent  labels  removed  and 
destroyed. 

While,  however,  the  Court  will  give  protection  where  it  Consideration 
is  required,  "  it  must  not  be  forgotten  that  such  protection  inDocent 
by  injunction  when  granted  is,  or  may  be,  attended  with  i*ifr"iger. 
loss  to  the  defendant  in  rendering  useless  or  depreciating 
in  value  articles  to  which  the  trade  mark  has  already  been 
affixed,  and  in  compelUng  him  otherwise  to  vary  the  mode  in 
which  he  has  been  carrying  on  business  "  (6).    And  it  has 
been  thought  that  where  it  is  proved  that  a  defendant  has 
adopted  a  trade  mark  in  bond-fide  ignorance  of  its  infringing 
the  plaintiffs  rights,  the  Court  will  be  satisfied  with  the 
least  amoimt  of  alteration  of  the  defendant's  mark  which 
will  effectually  distinguish  it  from  the  plaintifi^s  (c). 

Sufficient  distinction  must,  however,  be  made ;  and  in  Bnt  innocent 
the  even  harder  case,  where  a  man  has  not  affixed  the  checked. 
spurious  mark  to  his  own  goods  at  all,  but  has  bought 
goods  already  stamped  with  a  mark  which  he  did  not  know 
to  belong  to  any  one,  he  must  submit  to  an  injunction, 
though  he  may  not  have  to  account  for  profits  if  he  does 
not  delay  his  submission  (cQ.  Where,  however,  A  has, 
without  notice  of  firaud,  advanced  money  on  goods  fraudu- 
lently marked,  he  will  not  be  prevented  from  asserting  his 
rights  by  reason  of  the  illicit  mark  (e). 

Although  there  is  no  jurisdiction  in  the  English  Courts  foreign 

fraadnlent 

(a)  Siegert  v.  Lawrence^  11  Vict.      N.  8.  298 ;  Bau  y.  Dawber,  19  samplej. 
L.B.  47.    And  in  New  South  Wales      ib.    626;     Hansoms   v.    6h'aham, 

it  was  said  that  matches  packed  in  61  L,  J.  Oh.  897. 

hoses  frandnlently  labelled  should  (e)  Bast  v.  Dawher^  19  L.  T.  N.  8. 

be  repacked  before  exposure  for  626. 

sale :  Bryant  ^  May  v.  Heyde^  7  (d)  Meet  v.  Cotuion^  33  Beav. 

N.  8.  W.  Rep.  (E.)  72.    See   Up-  678 ;     Orr-Ewvng   v.     ChooneeloU 

mann  v.  Elkan,  L.  R.  7  Ch.  130.  MvlHck,  Cor.  160. 

(b)  Cope  ▼.  JBvam^  L.  R.  18  Eq.  {e)  Porua/rdin  v.  PetOy  33  Beav. 
138 ;  and  see  lA^Ug't  Extract  of  642.  See  Rudderow  y.  HunHngton, 
Meat   Co.  ▼.  ffanhury,  17  L.  T.  3  Sand.  S.  C.  262,  R.  Cox,  106. 
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to  try  a  case  in  which  a  foreign  subject  has  sent  direct  to 
another  foreign  coantrj,  or  to  a  British  colony  or  depend- 
ency, goods  bearing  an  infringement  of  a  trade  mark  used 
by  a  British  firm  in  their  trade  with  such  country,  colony 
or  dependency,  yet,  if  the  spurious  goods  or  samples  of  them 
have  been  sold  in  the  United  Kingdom,  an  action  will  lie  (a). 
Issue  of  writ  In  Mo/rshoU  V.  Marshall  (b)  there  was  an  application 
in'^S^bmd  ^7  *  person  carrying  on  business  in  Scotland  for  leave  to 
or  Ireland.,  issue  and  serve  out  of  the  jurisdiction  (viz.  in  Scotland)  a 
writ  in  an  action  intended  to  be  brought  by  him  against 
another  person  carrying  on  business  in  Scotland,  for 
selling  his  goods  in  England  under  a  trade  mark  calculated 
to  deceive,  the  object  being  that  the  action  might  be 
heard  together  with  an  application  for  registration  of  the 
trade  mark  by  the  defendant,  which  was  opposed  by  the 
plaintiff;  but  leave  was  refused,  on  the  ground  that  it 
was  expedient  that  proceedings  should  be  taken  in  Scotland, 
where  the  order  of  the  Court  could  be  enforced  against  the 
defendant  personally,  rather  than  in  England,  where  it 
could  only  be  enforced  against  his  servants  and  agents. 
And  similarly  in  Kiahaan  v,  Kinahan  (c),  where  both 
parties  were  Irish.  However,  in  Burland  &  Co.  v.  Brox^ 
bum  OU  Co.,  Ld.  {d\  where  a  similar  application  was 
made  by  an  English  firm,  who  were  desirous  of  taking 
proceedings  against  a  Scotch  company,  who  had  their 
registered  office  in  Glasgow,  but  had  branch  offices  also  in 
London,  Manchester  and  Hull,  and  whom  the  plaintiffs 
alleged  to  have  been  infringing  their  trade  mark  by 
sending  out  marked  goods  from  their  English  branches, 
and  the  defendants  were  applying  in  England  to  rectify 
the  plaintiffs'  registration,  it  was  held  that  it  was  possible 
to  effectually  enforce  in  England  against  the  property  of 
the  defendants  any  injunction  that  might  be  granted,  and 
that,  on  the  balance  of  convenience,  leave  should  be  given. 

(a)    Bodgert    J^   Som,    Ld.    v.  (o)  34  Sol.  J.  473, 

Bottgen,  5  Times  L.  R,  678.  li)  41  Ch,  D.  642. 

(J)  38  Ch.  D.  330. 
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In  asking  for  his  remedy  a  plaintiff  most  not  make  Scandal  and 
scandalous  and  impertinent  charges  against  the  defendant. 
Where  such  charges  were  made  exceptions  for  scandal  and 
impertinence  were  allowed  (a),  and  under  the  present 
practice  the  defendant  would  succeed  on  a  motion  to  strike 
out  such  statements,  under  Order  XIX.,  Kule  27. 

The  appropriate  mode  of  trial  of  cases  in  which,  as  in  Trial  without 
most  trade-mark  cases,  law  and  fact  are  closely  united,  is  by  priate.*^^'^' 
a  judge  without  a  jury ;  and  therefore,  where  a  defendant 
gave  notice  of  trial  of  a  trade-mark  case  before  a  judge 
and  special  jury,  it  was  held  that,  notwithstanding  the 
notice,  the  case  must  be  heard  without  a  jury  (&).  If  the 
defendant  allows  the  action  to  proceed  to  trial  without 
applying  for  the  questions  at  issue  to  be  submitted  to  a 
jury,  it  will  be  too  late  for  him  to  make  such  an  applicar 
tion  when  the  case  comes  on  for  trial  (c).  But  where  the 
defendants  submitted  to  a  perpetual  injunction,  leaving 
only  the  question  of  damages  to  be  tried,  the  action  was, 
on  the  plaintiffs'  application,  transferred  to  the  Queen's 
Bench  Division  for  trial  with  a  jury  (d). 

It  is  usual  for  the  plaintiff  in  trade-mark  cases  to  apply  Interlocutory 
for  an  interlocutory  injunction  at  an  early  period.  When 
such  an  application  is  to  be  made,  it  is  the  duty  of  the 
plaintiff  to  make  it  speedily  (a),  and  delay  on  his  part  in 
coming  to  the  Court  is  liable  to  be  construed  as  signifying 
that  the  case  is  one  which  he  does  not  consider  to  be  of 
an  urgent  nature,  and  which  therefore  does  not  deserve  the 
special  favour  of  the  Court  (/).  The  plaintiff  is,  however, 
entitled  to  delay  long  enough  to.  secure  the  necessary 

(a)  Christis  v.  ChHsHe,  L.  B.  8  (e)  Per  Romilly,  M.  R.,  in  Chubh 

Ch.  499.  V.  Griffiths,  35  Beav.  127. 

(*)  %fratf9  Patent  v.  Ward  ^  Co^  (/)  Pickford  v.  €frand  Junction 

11  Ch.  D.  240;  Singer  Mant^ao-  Haihvay  Co,,^  Railway  Cas.  638; 

twring  Co,  v.  Loog  (2),  ib.  656.  Flavel  v.  Ha^rriton,  10  Hare,  467  ; 

(e)  ThomMY.WUliafMyliCh.'D.  Itaaoton  v.   Thomvion,  20  W.  R. 

864.  196;    Mallan  v.   I)ams,  3  Times 

(d)  FBnne9sy  y.  RdbJnU  ^  Sons,  L.  R.  221 ;    Evans  v.  Smith,  ib. 

5G  L.  T.  N.  S.  138.  890. 
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evidence  to  establish  his  case  (a) ;  and  although  no  inter- 
locatory  injunction  is  asked  for — as,  for  instance,  where 
it  is  rendered  unnecessary  by  reason  of  the  defendant 
having  discontinued  the  acts  of  which  the  plaintiff  is 
complaining — the  plaintiff  is  not  precluded  £rom  his  right 
to  a  perpetual  injunction,  if  in  other  respects  he  has 
such  a  right  (6),  nor  from  his  right  to  state,  if  true, 
that  the  defendant  is  acting  without  authority  in  what 
he  is  doing  (c). 

In  the  older  cases  (d),  the  tendency  of  the  Court  was  to 
refuse  to  grant  an  injunction  on  an  interlocutory  applica- 
tion, unless  the  clearest  evidence  of  the  plaintifi^s  right 
was  producible,  but  rather  to  send  that  right  to  be  tested 
at  Common  Law.  That  course  of  proceeding  being  now 
extinct  (e),  some  relaxation  has  taken  place,  and,  in  par- 
ticular, where  there  is  reason  to  suspect  intentional  deceit 
on  the  part  of  the  defendant,  much  less  absolute  proof 
of  the  plaintifi^s  title  is  required  (/) ;  and  it  occasionally 
happens  that  after  an  interlocutory  injunction  has  been 
granted,  it  is  held  at  the  hearing  that  the  evidence  is 
insufficient  to  justify  any  relief  being  given  (g).  The  inter- 
locutory injunction  will,  however,  not  be  granted  where  the 
defendant  has  innocently  infringed,  and  has  withdrawn 
the  offending  articles  from  sale  and  offered  an  undertaking 


(a)  Lm  v.  ItcUey,  L.  R.  5  Ch. 
155  ;  Cave  v.  Myers^  Dig.  304. 

(*)  ColliTU  Co.  V.  Walker,  7  W.  R. 
222. 

(c)  Anderson  V.  LieHff's  Extract 
of  Meat  Co,,  Ld,,  45  L.  T.  N.  S. 
757. 

(rf)  E.g.,  Spottiswoode  v.  Clarke, 
2  Ph.  154 ;  Stevens  v.  Keating,  2  Ph. 
333 ;  Motley  v.  Downma/n,  3  My.  & 
Cr.  1 ;  Merrvmaok  Maniifacturmg 
Co,  V.  Gamer,  2  Abb.  Pr.  318. 

(e)  Since  Sir  John  Rolt*8  Act, 
26  &  26  Vict.  c.  27. 

(/)  Radde  v.  Norman,  L.  R.  14 
Eq.  348.  It  has  been  held  in 
America  that  a  defendant,  who 
demurs  on  the  ground  that  the 


two  marks  are  so  different  as  to 
negative  the  probability  of  decep- 
tion, will  be  held  to  admit  for  the 
purposes  of  the  demurrer  any 
charges  of  fraud  in  the  plaintiff's 
pleadings,  and  that  an  in j  auction 
will  therefore  be  granted  against 
him :  JEhioeh  Morgan^s  Sons*  Co.  v. 
Hunkele,  16  U.  8.  Pat.  Gaz.  1092. 
And  if  a  defendant's  defence  and 
counter-claim  contain  any  allega- 
tions of  fact  which  the  plaintiff 
does  not  desire  to  admit,  he  must 
deal  specially  with  them :  JBenbom 
V.  Lam  (2),  13  Ch.  D.  653. 

(jr)  E.g.,  in  Degraves  v.   White^ 
man,  5  Vict.  L.  R.  Eq.  301 
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immediately  on  being  served  with  the  writ  (a),  nor  where 
there  is  any  considerable  conflict  (6),  nor  where  the 
plaintiff  has  been  goilty  of  delay  (o) ;  and  if  it  is  granted 
the  plaintiff  will  be  required  to  give  an  undertaking  as 
to  damages  (d). 

Where,  on  the  plaintiff  moving  for  an  injunction  to  Where  appli- 
restrain  an  alleged  infringement  of  a  trade  mark  registered  registration 
in  1886,  it  appeared  that  the  defendant  had  used  the  mark  Pending. 
since  1884,  and  was  himself  then  applying  for  registration 
thereof,  the  motion  was  ordered  to  stand  over  generally 
in  order  that  the  question  of  the  defendant's  right  to 
registration  might  be  first  decided  (e). 

Where  an  injunction  was  granted  on  motion,  but  the  ^^^^^ty given 
defendant  alleged  that  he  had  not  had  sufficient  time  to  dissolve. 
answer  the  affidavits  on  the  other  side,  Lord  Langdale, 
M.  B.,  directed  that  the  order  should  be  prefaced  by  a 
statement  to  that  effect,  and  giving  the  defendant  leave 
to  move  to  dissolve  the  injunction  (/). 


(0)  Carwieho  y.  Highmoor,  27 
Sol  J.  199. 

(ft)  €heen  v.  Booke^  W.  N.  1872, 
p.  49,  L.  J.  N.  of  C,  1872,  p. 
64;  Farina  y,  CatherVf  L.  J.  N. 
of  C,  1867,  p.  134;  Hewne»fy  v. 
Bohmann,  36  L.  T.  N.  8.  51; 
MlteheU  V.  Henry,  15  Ch.  D.  181 ; 
American  Grocer  PuhlUhing  As- 
Moeiation  y.  Chrocer  PublUhXng  Co., 
61  How.  Pr.  402;  Witthavi  v. 
Braun^  44  Md.  303;  Lecla/tushe 
Battery  Co,  ▼.  Wettem  Electric 
Cb.^  21  Fed.  Rep.  538  ;  Goodyear 
Bubbcr  Co,  v.  JDay,  22  Fed.  Rep. 
44 ;  and  other  cases.  If  an  inter- 
locutory Injunction  is  asked  for 
on  the  ground  that  the  defendant 
claims  a  right  to  use  the  plaintiffs 
tmde  mar^  bnt  there  is  eyidenoe 
that  he  is  not  in  fact  using  the 
mark  or  threatening  an  immediate 
ezeicise  of  his  alleged  right  of 
user,  the  motion  wiU  be  ordered 
to  stand  to  the  hearing,  as  in 
Linoleum  Manufaetwring  Co.  v. 
Nakmy  Dig.  636,  or  refused,  with 


costs,  as  in  Davis  y.  Tylor^ 
M.  R.,  July  27th,  1877  {''Femdale'' 
coal). 

{e)  Itaacion  y.  Thompion,  41 
L.  J.  Ch.  101 ;  Chinn  v.  Thomas, 
6  Vict.  L.  R  Eq.  188.  In  the 
Scotch  case  of  Orecn  v.  Shepherd, 
Ct.  of  Bess.  Cas.,  3rd  Ser.,  IV. 
1028,  the  plaintiff  having  bj  his 
summons  asked  for  damages  and 
an  interdict,  the  Court  refused  a 
motion  for  an  interim  interdict,  on 
the  ground  that  the  summons  was 
framed  on  the  footing  that  there 
was  no  case  for  an  interim  inter- 
dict, and  that  the  plaintiff  must 
first  establish  his  right  by  recover- 
ing damage. 

Xd)  In  Aetien  Oesellsohaft  ApoU 
Hnaris  Brunnen  y.  Somhom,  14  BL 
C.  C.  380,  an  American  case,  a  bond 
was  given  to  secure  the  possible 
damages. 

(e)  EdmiTdi  y.  Elhan,  6  P.  R. 
70. 

(/)  HblUnoay  y.  Bblloway,  13 
Beav.  209. 
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Bubmiwion        jn  Elsos  V.  WiUtama  (a)  the  defendant  having  consented, 
against.  on  the  hearing  of  a  motion  for  injanction,  to  submit  to  a 

perpetual  injunction  to  restrain  him  from  infringing  a 
trade  mark  for  buttons,  a  subsequent  application  by  him, 
before  the  order  was  drawn  up,  to  be  relieved  from  his 
consent,  on  the  ground  that  his  Grerman  manufacturers 
had  sold  buttons  bearing  the  mark  in  England  before  the 
plaintiff  had  done  so,  was  refused,  on  the  ground  .that 
there  hadnot  been  such  a  mistake  as  to  entitle  the  de- 
fendant to  be  relieved. 
Stay  of  pro-  Where  an  action  was  brought  to  restrain  the  use  of  the 
sobxniMioii.  '  ^^^^  "  Diamond  "  and  a  diamond-shaped  device,  and  the 
defendant  consented,  on  motion,  to  a  perpetual  injunction 
as  to  the  word,  and  subsequently,  after  the  plaintiff  had 
delivered  his  statement  of  claim,  to  a  perpetual  injunction 
as  to  the  device,  and  the  plaintiff  waived  damages  or  an 
account,  it  was  ordered,  on  the  defendant's  motion,  that,  the 
defendant;  submitting  and  paying  costs,  further  proceedings 
should  be  stayed,  except  for  the  purpose  of  enforcing  the 
order  (6). 

The  injunction  may  be  granted  in  such  a  form  as  to 
restrain  the  imitation  of  the  general  style  of  the  plaintiff's 
mark,  while  not  interfering  with  the  use  of  particular 
features  (c),  or,  if  granted  so  as  to  restrain  the  use  of  par- 
ticular features,  it  may  be  limited  so  as  not  to  interfere 
with  the  use  of  them  absolutely  and  in  all  events  (d)  ;  or, 
again,  it  may  be  granted  in  such  terms  as  to  restrain  any 
imitation  of  a  composite  mark  as  a  whole,  or  of  any  of  the 
elements  of  which  it  is  composed  (e). 


Form  of 
injunotion. 


(a)  64  L.  J.  Ch.  336. 

lb)  Curtit  ^  Earvey  v.  Pape^ 
6  P.  R.  146. 

(o)  Compagnie  Laferms  v.  Het^ 
drickx.  Dig.  512 ;  WoJfe  v.  Hwrt,  4 
Vict.  L.  R.  Eq.  126  ;  Wolfe  v.  AUop 
(2),  12  Vict.  L.  R.  (B.)  421. 

(iQ  Ford  V.  Foitsr,  L.  R.  7  Ch. 
611 ;  Braham  v.  Betiohim  (1),  7 
Ch.  D.  848 ;  ^gert  v.  Findlater, 


7  Ch.  D.  801 ;  Mauam  v.  TharUy'9 
CattleFoodCo.MO^'^'^^'^^I>enee 
v.  Ma9on  (1),  Dig.  534;  Wheeler 
▼.  JohnxUm,  3  L.  R.  Ir.  284;  WUU 
stable  {Free  FUhers  4*  Dredgeri  ff) 
V.  EUiatt,  W.  N.  1888,  p.  27 ;  HQX 
V.  Looknoody  32  Fed.  Rep.  389. 

(e)  See  India  Rubber  Comb  Co. 
v.  Riibber  Comb  wnd  Jewelry  Co^ 
45  N.  Y.  Super.  Ct.  268. 
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In  the  case  of  an  appeal  delay  is  no  less  fatial  than  in  Appeal 
the  proceedings  in  the  Conrt  below- (a);  but  no  appeal 
ought  to  be  brought  from  a  refasal  to  grant  an  interlocutory 
injunction  if  the  defendant,  while  refusing  to  submit  to  an 
injunction  or  to  give  an  undertaking,  removes  the  cause  ef 
complaint  (b).  Where  an  injunction  had  been  granted 
to  restrain  the  sale  by  the  defendant  of  '^The  Original 
Lazenby's  Harvey's  Sauce/'  an  appeal  against  the  decision 
was  ordered  to  be  advanced,  on  the  ground  of  the  irrepar- 
able damage  the  continuance  of  the  injunction  would 
occasion  (c).  It  seems  that  when  the  Court  of  Appeal 
has  overruled  a  demurrer  or  objection  on  a  point  of  law, 
it  will  not  stay  the  further  hearing  of  the  case  with  the 
evidence  imtil  after  an  appeal  to  the  House  of  Lords  from 
this  decision  on  the  point  of  law  is  decided  (d). 

Where  a  defendant  in  a  trade-mark  action  continues  to  Committal 
use  the  prohibited  mark,  or  a  mark  insufficiently  altered  ^^^  contempt 
from  it  (e)j  after  an  injunction  has  been  issued  against 
him,  he  renders  himself  liable  to  committal  (/).  In  order 
to  support  the  motion  to  commit,  ^'  it  should  appear  clearly 
that  the  ordinary  mass  of  customers,  paying  that  attention 
which  persons  usually  do  in  buying  the  article  in  question. 


(a)  See  per  Enight-Brnce,  L.  J., 
in  burgess  v.  Bwrgeu^  3  Be  G.  M. 
dL  a.  896. 

(ft)  Dale  V.  Smith,  W.  N.  1882, 
p.  145. 

(c)  Lasenhy  v.  White,  L.  B.  6  Ch. 
89. 

(<0  See  In  re  Palmer  (2),  22  Cb. 
D.  88.  In  that  case  the  question 
was  with  reference  to  an  applica- 
tion to  strike  a  mark  off  the 
register. 

{e)  Devlin  v.  Devlin,  69  N.  Y. 
212. 

(/)  Rodgers  ▼.  Nowill,  3  De  G. 
M.  &  G.  614 ;  GUIU  v.  Hail,  B.  Cox, 
696.  On  August  8th,  1877,  V.-C. 
Malins  made  an  order  to  commit 
the  defendant  in  Dence  v.  Maeon 
(Dig.  534),  who  had,  notwith- 
standing the  injunction,  continued 


to  sell  goods  and  issue  labels  using 
the  name  "  Brand  "  thus—"  Frank 
Mason  &  Co.'s  ('  Brand's ')  Essence 
of  Beef,"  and  so  on.  He  was  dis- 
charged on  December  18tb,  on 
undertaking  not  to  use  the  name 
"  Brand  "  until  the  hearing  of  the 
action  (Dig.  570).  In  Devlin  v. 
Devlin,  69  N.  Y.  212,  the  Supreme 
Court  of  New  York  imposed  a  fine. 
In  U.  8.  V.  Itoche,  1  M*Crary,  385, 
it  was  held  that  the  declaration 
that  the  U.  8.  Statute  of  1870 
was  invalid  did  not  affect  the 
validity  of  an  injunction  granted 
independently  of  the  Act,  and 
that  an  attachment  must  issue 
against  a  defendant  who  had 
committed  breaches  of  the  in- 
junction. 
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would  be  easUy  deceived"  (a).  It  was  said  by  Lord 
Langdale,  M.  R,  in  Croft  v.  Day  (6),  that  "if  the  die- 
fendants  were  willing  to  make  a  proper  distinction,  and 
the  plainti£f8  refased  to  attend  to  their  proposal,  the  Court 
would  itself  determine  whether  the  proposed  distinction 
was  sufficient."  If  the  defendant  sets  up  acquiescence  on 
the  part  of  the  plaintiff,  he  must  make  out  a  case  amount- 
ing almost  to  such  a  licence  as  to  entitle  him  to  proceed 
against  other  infringers — such  acquiescence,  in  feust,  as  to 
create  a  new  right  in  him ;  and  in  default  of  such  a  licence, 
the  order  for  committal  will  be  made,  unless  the  defendant 
satisfies  the  Court  of  his  intention  to  use  a  trade  mark 
which  will  not  interfere  with  the  plaintiff's  rights  (c). 
Where  the  contempt  committed  has  not  been  gross,  it 
is  usual  not  to  make  an  actual  order  for  committal,  but 
only  to  order  the  person  in  contempt  to  pay  the  costs 
of  the  motion  for  committal :  e.^.,  where  an  auctioneer, 
in  contempt  of  an  injunction,  offered  for  sale  "  Vanity 
Fair "  cigarettes,  supposing  the  notice  of  motion  served 
on  him  not  to  be  properly  authenticated,  but  did  not 
actually  effect  any  sale,  V.-C.  Malins  made  no  order  for 
committal,  on  his  apologising,  submitting  to  the  injunc- 
tion, and  paying  all  the  costs  (d).  But  a  defendant  can 
only  be  ordered  to  pay  the  costs  of  a  motion  for  committal, 
if  his  conduct  has  been  such  that  a  committal  might 


(«)  Swift  V.  Dey,  27  N.  Y.  Super. 
Ct.  611,  R.  Cox,  319-24;  and  see  per 
Lord  Langdale,  M.  B.,  in  Crqfi  v. 
i>ay,  28  Leg.  Obs.  378.  InBraham 
V,  Beaehim  (1),  7  Ch.  D.  848,  an 
injnnction  was  granted  to  restrain 
the  defendants  from  calling  them- 
selves "  The  Radstock  Collieiy  Pro- 
prietors," or  saying  that  they  were 
the  proprietors  of  collieries  at  Rad- 
stock ;  and  it  was  afterwards  held 
iBraham  v.  Beaehim  (2),  Dig.  633) 
that  the  defendants  had  committed 
no  breach  of  the  injunction  by 
styling  themselves  "  llie  Radstock 
Goal  and  Waggon    Ck>.,  Colliery 


Proprietors,  Radstock,  Somerset* 
In  Dence  v.  Brand,  W.  N.  1881, 
p.  31,  it  was  held  that  the  de- 
fendant had  not  committed  a 
breach  of  an  injnnction  restraining 
him  from  representing  that  he  was 
the  original  inventor  of  essence 
of  beef  by  stating  that  he  was 
the  original  mannractorer  of  that 
article 

(J)  28  Leg.  Obs.  378. 

\o)  Bodgeri  v.  ^owill,  3  De  G. 
M.  &  Q.  614. 

(d)  Marcovitek  v.  Bramble,  TFU- 
Jdm  ^  Co.,  Dig.  596. 
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have  been  ordered  (a).  Where  an  injunction  had  been 
^pranted  to  restrain  the  infringement  of  a  mark  on  cotton, 
in  which  a  conspicuous  feature  consisted  of  a  cross,  from 
^hich  the  cotton  had  become  known  as  "  Cross  Cotton," 
and  the  defendant  adopted  an  altered  label,  containing 
the  words  "Cross  Cotton,"  and  otherwise  calculated  to 
deceive.  Wood,  V.-C.,  refused  to  order  a  committal,  on 
the  ground  that  the  defendant  had  ingeniously  avoided 
committing  a  breach  of  the  injunction,  and  that  the 
plaintiff  had  delayed  to  enforce  his  right  for  fifteen 
months ;  but  he  enlarged  the  terms  of  the  injunction  so 
as  to  effectually  put  a  stop  to  the  new  fraud,  and  ordered 
the  defendant  to  pay  all  the  costs  (6).  Sometimes  an 
application  is  made  to  commit  the  editor  or  publisher  of  a 
newspaper  on  tlie  ground  that  he  has  published  something 
prejudicial  to  the  fair  trial  of  a  pending  action  for  infringe- 
ment; but  such  a  motion  in  Singer  Manufactv/ring  Co.  v. 
Loog  (c),  based  on  a  newspaper  paragraph  stating  that 
further  proceedings  would  be  taken  on  the  conclusion 
of  the  action,  was  refused,  on  the  ground  that  the  para- 
graph would  have  no  influence  on  the  trial  of  the  action. 

An  action  to  restrain  the  infringement  of  a  trade  mark  Revivor. 
is  an  action  to  protect  property,  and  if  the  plaintiff  dies, 
his  representatives  are  entitled  to  continue  it  (d).  On  the 
other  hand,  when  an  injunction  had  been  granted,  without 
opposition  by  the  defendant,  the  Superior  Court  of  New 
York  refused  a  motion  by  the  defendant's  administratrix 
to  have  the  action  continued  against  her,  on  the  ground 
that  it  was  not  shown  that  the  defendant  had  acquired 
any  rights  in  the  litigation,  or  that  his  estate  would  be 
prejudiced  by  the  action  not  being  continued  (e). 

It  has  sometimes  happened  that  more  marks  than  one  Where  two 
have  been  used  by  a  person  on  his  goods,  the  infringe-""    '*** 

(a)  Denee  t.  Brand,  W.  K.  1881,  (d)  Oakey  ^  Sons  v.  Daltan,  85 
p.  31.                                                     Ch.  D.  700. 

(b)  CartierY.  May,  Dig.  200.  (e)  Republio  of  Peru  v.  JBewes, 
le)  Dig.  635.                                     40  N.  Y.  Super.  Ct.  316. 
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ment  of  either  of  which  woald  be  visited  by  the  Court 
with  the  penalties  at  its  command.  Thus,  where  A's  soft 
soap  was  denoted,  not  only  by  a  specific  device,  but  also 
by  the  name  "  Excelsior/'  it  was  held  that  the  infringe* 
.  ment  of  the  latter  alone  was  panishable  by  the  Court,  the 
Yice-Chancellor  remarking  that  he  could  not  hold  it  to  be 
any  justification  for  a  defendant  to  say  that  the  plaintiff 
had  two  ways  of  identifying  the  goods,  and  he  (the 
defendant)  had  only  stolen  one  (a).  And  so  in  Wheeler  v. 
JohTiaton  (6),  the  V.-C.  of  Ireland  said  that  "a  man 
may  have  two,  or  three,  or  more  trade  marks,  which  he 
may  put  on  his  goods  as  he  likes."  But  where  it  was 
shown  that  the  goods  to  which  a  certain  mark  was  affixed 
were  known  by  a  distinct  name,  and  not  by  the  mark,  and 
the  mark  was  not  commonly  used  by  the  plaintiff  before 
bill  filed,  the  injunction  was  refused  (c). 
Name  xmed  Moreover,  the  habitual  use  of  his  own  name  in  combi- 
j^j^  nation  with  his  verbal  trade  mark  by  the  manufacturer  of 

the  ^^ Eureka"  shirts  was  held  not  to  disentitle  him  to 
relief  against  defendants  who  had  made  use  of  the  word 
'^  Eureka,''  though  in  combination  with  the  name  of  their 
own  firm  (d).  But  where  the  name  is  the  only  distinctive 
part  of  the  mark,  and  that  is  not  taken,  no  injunction 
will  be  granted  in  respect  of  the  use  by  the  defendant  of 
a  non-distinctive  part  of  the  mark.  There  has,  in  £act, 
been  no  infringement  (e). 

(a)  jBrahamy,Bwtardfl'E,Sc'Mi.  vent  another  firm  from  styling 
447.  theirs  "  Gray's  Victoria  Lozenges  " : 

(b)  3  L.  R.  Ir.  284,  WothertpotmY.  Gray,  Ct.  Sess.  Cas., 

(c)  Wilion  V.  MaxfieU,  L.  J.  N.  3rd  Ser.,  II.  38.  So  in  the  United 
of  C.  1875,  p.  61.  This  was  before  States  Patent  Office,  it  was  held 
the  Trade  Marks  Registration  Act,  that  the.us^of  the  words  "  Pfeiffer's 
1875,  was  passed.  Bgg  "Macaroni,"  before  the  United 

(<i)  Ford  V.  Fotter,  L.  R.  7  Ch.  States  Act  of  1870,  did  not  entitle 

611.    So  in  JReinhardty.  Snaldinfft  the  applicants  to  seter  the  mark 

49  L.   J.  Cb.  67 ;   and   baby  v.  and  register  the  descriptive  words 

Chosvenor Library Co.^^W.R.3^.  "Egg  Macaroni"  alone,  without 

(eyif.ff,,  it  was  held  in  Scotland  the  name,  as  having  been  a  lawful 

that  the  fhct  that  one  firm  called  trade  mark  at  that  time  :   In  re 

their  goods  "Wotbcrspoon*s  Vic-  Dole' Brothers,  12  U.  S.  Pat.  Qaz. 

toria  Lozenges/'  could -not  pre-  ;939. 
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Where,  however,  a  manufactaring  company  affixed  their  Singer  Manu- 

special  device  to  their  machines,  and  also  their  name,  the  y.  wuim. 

Master  of  the  Bolls  and  Court  of  Appeal  declined  to  restrain 

another  company  who  manofactnred  similar  goo^s  bearing* 

their  own  mark  and  name,  bat  did  not  affix  to  them 

the  plaintiffs'  name,  from  using  the  plaintiffs'  name  ^ 

descriptive  of  the  principle  on  which  the  machines  were 

constructed  (a);  and  this  part  of  the  decision  was  not 

disapproved  by  the  House  of  Lords  when  they  remitted 

to  the  Court  below  the  question  whether  the  name  was 

in  fSiLct  descriptive  of  the  principle  of  the  machines,  which  ' 

"was  afterwards  decided  against  the  plaintiffs  in  Singer 

Ma/nufacturing  Co,  v.  Loog.(b), 

Courts  of  Equity  have  sometimes  had  to  decide  some-  9°?®^^*^*^  °,^ 
,  ,  ,  title  to  trade 

what  nice  questions  as  to  who  should  be  recognised  as  marks. 

having  a  right  to  protection  in  equity  in  respect  of  a  trade 

mark,  such  questions  being  usually  raised  by  the  right  of 

the  plaintiff  in  an  action  to  restrain  infringement  being 

contested. 

In  Motley  v.  Dovmman  (c),  Lord  Cottenham,  C,  was  ^e^een  land- 
of  opinion  that  a  trade  mark  habitually  applied  to  the  tenant  of  Iron 
iron  manufactured  at  certain  works  could  not  be  sold  with  ^^^^ 
the  business  by  the  tenants  of  the  works,  so  as  to  give 
the  purchasers  an  exclusive  right  as  against  the  landlord 
of  the  works,  or  as  against  tenants  of  the  works  who  had 
leased  theni  after  the  purchasers  of  the  business  and  trade 
mark  had  removed  from  those  works  and  gone  elsewhere. 

In   another  case  (d)  A,  having  for  some  time  leased  Successive 
certain  brick  works,  and  also  certain  mines,  from  which  brick  works. 
fire-clay  was  taken  for  manufacture  at  the  works,  removed 
his  business  elsewhete,  whereupon  B  commenced  business 

(a)  Singer  Manu/aeturvng  Co.  v.  {d)  Sinrper  v.  Pea^so^,  3  L.  T. 
WiUon,  2  Ch.  D.  434.  N.  8.  647.    Arid  see  Carmwhel  v. 

(b)  8  App.  Cas.  15.  IkUimer,  11  R.  I.  395,  and  Arm- 

(c)  3  My.  ic  Gr.  1.    See  IHokson  strong  v.  KleinhauSf  I  Ky.  D.  Bep. 
V.  MeMoiter  ^  Co.,  18  Ir.  Jur.'  202 ;  112 ;  82  Ky.  303.   . 

Atlantio  MiUii^g  Co.  v.  Bobinstm, 
20  Fed.  Bep.  217. 
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at  the  brick  works  in  qaestion,  but  did  not  lease  the  same 
mines.  A  having  filed  a  bill  against  B,  as  fraadulently 
representing  (in  effect)  that  the  latter  had  succeeded  to 
his  business,  Vice-Chancellor  Wood,  in  the  course  of  his 
judgment  in  favour  of  the  plaintiff,  took  occasion  to  inti- 
mate that  it  would  have  been  almost  a  matter  of  course 
to  have  granted  an  injunction  to  the  owner  of  the  mines 
of  fire-clay  used  by  A  but  not  by  B,  if  he  had  made 
application  for  it.  This  was,  indeed,  rather  a  case  of 
fraudulent  misrepresentation  than  of  trade  mark. 

If  A  is  the  owner  of  a  natural  spring,  and  B  is  the 
concessionnaire  for  a  term  of  years,  it  seems  that  the  name  of 
the  spring  is  the  property  of  A,  even  though  it  was  given  to 
the  spring  by  B,  and  that  B  is  not  entitled  to  sell  water  from 
another  spring  under  the  same  name  (a),  nor,  if  his  con- 
cession is  limited  to  sales  in  specified  countries,  to  interfere 
with  the  sale  in  those  countries,  under  the  name  of  the 
spring,  of  genuine  water  firom  the  spring,  though  not 
imported  by  him  (6). 
Manufacturer  Where  manufacturers  of  cotton  cloths,  which  were 
cottwi  goods,  afterwards  printed  elsewhere,  sought  to  restrain  other 
manufacturers  who  made  and  printed  similar  cloths,  and 
marked  them  similarly  to  the  goods  made  by  the  plaintiffs, 
it  was  held  that  the  marks  on  the  plaintiffs'  goods  were 
indicative  of  the  printer  and  not  of  the  manufacturer  (c). 
And  in  WamaiUta  Mills  v.  Allen  (d)  it  was  held  that 
muslin  manufacturers  were  entitled  to  restrain  the  use  of 
a  colourable  imitation  of  their  mark  on  shirts  made  fix>m 
inferior  muslin,  which  might,  firom  the  mark,  have  been 
identified  with  their  manufacture. 

Where  a  London  tradesman,  who  dealt  in  goods  supplied 


Principal  and 
agent. 


(a)  EiU  V.  Lochcood,  32  Fed. 
Bep.  389. 

{h)  ApoUinaris  Co,,  Ld.  v. 
Schwer,  23  Bl.  C.  C.  459. 

{o)  AmoiJteag  MqmwfacturingCo, 
V.  Oamer,  66  Barb.  161,  R.  Cox, 
641  ;  and  see  In  re  Sykei,  43  L.  T. 


N.  8.  626.  But  see  Amoskeag 
Manvfactvrinff  Co.  v.  Garner  (2), 
64  How.  Pr.  298.  And  compare 
Goodfellom  v.  Prince,  35  Ch.  D.  9, 
as  to  the  difEerence  between  mann- 
factnrer  and  importer. 
(d)  12  Phila.  635. 
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to  him  by  a  foreign  manafacturer,  had  mvented  a  trade 
mark  for  those  goods  which  stated  the  name  of  the  foreign 
manufacturer,  but  made  no  reference  to  the  London 
vendor,  it  was  held  by  the  Master  of  the  Bolls  that  the 
latter  could  not  restrain  the  use  of  the  mark  by  a  subsequent 
consignee  of  the  same  goods,  though  if  the  trade  mark  had 
referred  to  the  goods  having  been  of  his  selection,  the 
case  might  have  been  different  (a). 

In  another  case  (6),  a  combination  mark,  which  was  Manofactxirer 
used  on  cotton  goods  manufactured  by  Ward,  and  con-**^  ®^^ 
■  signed  through  Bobinson,the  exporting  agent,  to  Galbraith, 
the  merchant,  at  Bangoon,  consisted  of  five  separate  stamps 
or  labels,  of  which  three  had  been  used  separately  by 
Sobinson,  one  (in  a  slightly  different  form)  by  Robinson 
and  Cralbraith,  and  the  remaining  one  was  used  for  the 
first  time  by  the  three  on  the  goods  which  passed  through 
the  course  of  dealing  above  stated ;  and  it  was  held  on 
appeal  that  neither  Ward  nor  Bobinson  had  such  an 
exclusive  right  to  the  combination  as  to  be  entitled  to 
restrain  the  other  firom  using  it.  And  there  are  other 
cases  in  which  both  parties  have  been  held  to  be  entitled 
by  long  user  to  use  the  same  mark  (c) ;  but  for  this  to 
be  so  the  user  must  have  been  substantial  (d). 

A  question  of  a  somewhat  similar  character  arose  in  Exporter  and 
In  re  JoTiea  (e).  In  that  case  cotton  goods  were  habitually 
exported  by  Jones  of  Manchester  to  Manilla,  for  sale  there 
on  commission,  through  Andrews  &  Co.,  of  Manchester 
and  Manilla,  one  of  the  partners  in  which  firm,  named 
Botschke,  was  resident  at  Manilla ;  and  two  trade  marks 

{a)  Hvrteh  v.  J<*nas,  3  Ch.  D.  584.  In  GodiUot  v.  Hazard,  81 N.  Y.  263, 

Hee  Deuce  v.  Mason  (1),  Dig.  534 ;  the  importer  was  recognised  as  the 

^fvi/t  V.  Peters f  11  U.  8.  Pat.  Gaz.  proprietor  of  the  mark. 

1110 ;  McLean  v.  Fleming,  96  U.  S.  (o)  Day  v.  Neale,  V.  C.  B.,  May 

Rep.  245 ;  Thomson  ^  Co,  v.  Bohert-  24th,  1881 ;  Benhom  v.  Low  (4),  44 

Mtm,Ct.  Sess.  Cas, 4th  Ser.  XV.  880.  L.  T.  N.  8.  875 ;  and  other  cases 

(ft)  Robinson  v.  FiiUay,  9  Ch.  D.  cited  at  p.  188,  note  {k). 

487.     In  this  case.  Bacon,  Y.-C,  {d)  In  re  Hodson  4'  Co.,  26  8ol. 

had  held  that  the  mark  belonged  J.  43. 

to  the  exporter,  and  it  seems  that  {e)  58  L.  T.  N.  8. 1. 
this  m&j  be  so  in  a  proper  case. 
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were  designed  and  nsed  for  the  goods  which  passed  throagh 
this  course  of  trade*  Each  of  the  marks  cobtained  a 
representation  of  Andrews  &  Co/s  house  of  business  in 
Manilla,  and,  besides  this,  one  of  the  marks  had  the  name 
'^  Andrews  &  Co.,"  and  the  other  had  that  name  and  also 
the  name  ^'  Bobert  Jones  of  Manchester  "  and  Botschke's 
crest,  with  a  statement  that  it  was  Botschke's  trade  mark. 
It  was  held  by  Chitty,  J.,  and  the  Court  of  Appeal  that 
there  was  no  contract  that,  after  the  joint  adventure  came 
to  an  end,  either  party  was  to  be  entitled,  as  against  the 
other,  to  use  or  register  the  trade  marks,  and  that  if  there 
had  been  such  a  contract  it  could  not  have  been  enforced, 
since,  having  regard  to  .the  .composition  of  the  marks,  the 
result  would  be  to  deceive  the  public. 
Maimfacturer     The  construction  qf  an  afireement  between  two  parties 

and  mer-  o         •  * 

with  respect  to  a  mark  on  brandy  had  to  be  determined 
by  the  Court  in  In  re  Riviire  (a),  in  which  it  was  held 
by  Pearson,  J.,  and  the  Court  of  Appeal  that  the  true 
purport  of  the  arrangement  was  that  the  mark  in  question, 
which  had  been  used  and  registered  by  Bivi^re  &  Co.,  the 
French  manufacturers,  in  France,  before  it  was  adopted 
by  McDowell  &  Co.,  wine  and  spirit  merchants,  in  Madras, 
was  to  be  used  exclusively  by  McDowell  &  Co.  so  long 
only  as  they  took  their  brandy  from  Bivifere  &  Co.,  and 
was  only  to  be  used  by  them  on  such  brandy ;  and  that 
on  McDowell  &  Co.  ceasing  to  take  their  brandy  from 
Bividre  &  Co.  the  original  right  of  the  latter  to  the  mark 
was  to  revive. 

In  WiTisor  v.  Clyde  (J),  it  was  held  that  a  firm  who 
had  carried  on  business  as  shippers  of  merchandise  by 
ships  which  they  did  not  own,  but  of  which  they  had  the 
entire  management  while  loading  and  unloading,  &c., 
and  who  had  denominated  each  line  of  vessels  used  by 
them  and  plying  in  a  particular  direction  by  the  name 

(a)  63  L.  T.  N.  8.  237.     See  (b)  9  Phila.  613. 

Zawrffne  v.  Mopper,  Ind.  L.  B.  8 
Mad.  149. 


Shipper  and 
shipowner. 
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of  "  The  Keystone  Line    for ,"  bad  acquired   a 

right  of  property  in  the  name,  and  were  entitled  to 
restrain  the  use  of  the  name  by  another  firm  who  owned 
the  ships  employed  by  the  former  firm  for  a  certain 
period  on  one  of  their  lines,  after  the  termination  of  the 
connection,  the  latter  firm  having  had  at  best  a  revocable 
licence  to  use  the  name. 

A  different  point  occurred  in  another  case  (a),  in  which,  Master  and 
after  the  plaintiff  company  had  for  some  two  years  been  ^^"^"^  * 
selling  cigars  of  their  own  manufacture  marked  with  the 
name  ^^  Grand  Master,"  and  paying  all  the  expenses  of 
the  manufacture  and  marking,  a  member  of  the  company, 
who  was  also  their  superintendent,  registered  the  mark 
as  his  own,  and  sought  to  justify  himself  by  alleging  that 
he  had  invented  the  name,  selected  the  tobacco  for  the 
brand  of  cigars,  devised  the  shape  for  them,  made  the 
first  ones  himself,  and  personally  affixed  the  first  labels  to 
the  boxes ;  but  it  was  held  that  in  all  these  matters  he 
had  been  simply  acting. as  the  servant  of  the  company, 
and  that  the  mark  belonged  to  them. 

Again,  in  Cotton  v.  Oillard  (6),  it  was  decided  by  the  Seoret  recipe 
Master  of  the  fioUs  that  a  man  had  no  right  to  use  a 
trade  mark  applied  to  a  sauce  with  the  composition  of 
which  he  was  unacquainted,  even  though  he  had,  as  he 
believed,  bought  that  right  from  the  person  entitled  to 
the  same ;  it  followed  that  he  could  not  prevent  its  use 
by  the  person  acquainted  with  the  secret,  of  which  he 
had  in  fact  been  the  inventor.  But  it  has  been  held  in 
America  (c)  that  a  person  who  has  been  accustomed  to 
manufacture  for  another,  in  accordance  with  the  latter's 
instructions,  may  receive  an  assignment  of  the  trade 
mark  which  has  been  habitually  used  on  the  goods  so 

(a)  Tale  Cigar  Mannfaotwring  R.  Cox,  132  j  Ta/ylar  v.  Bemu^  4 

Co.  V.    YaU,  30  U.  ti.  Pat.  .Gaz.  Biss.  406. 

lisa  (jo)  WUthaus  V.  Braun,  44  Md. 

(()  44  L.  J.  Ch.  90.     Compare  303.     Bee  Helmbold  v.  HeUnhoyi 

Cogeen  y.  BruiKtan^  6  McLean,  256,  Manitfaoturing  Co^  68  How.  Pr.  453. 
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manufactured.  And  it  seems  that  ^here  an  article  known 
by  a  particular  name  or  mark  has  been  manu&ctured 
by  partners,  of  whom  one  has  been  acquainted  with  the 
secret  of  the  process  and  the  other  not,  the  former  cannot, 
after  the  dissolution  of  the  partnership,  restrain  the  other 
from  using  the  name  or  mark,  for  the  right  therein  of 
the  one  partner  is  equal  to  that  of  the  other  (a). 

With  respect  to  registered  trade  marks,  such  difBculties 
can  seldom  arise  in  the  future,  since  it  is  the  registered 
proprietor  who  h&Sy  primd  facie,  the  exclusive  right  to  the 
mark,  and  after  five  years  has  that  right  conclusively  (6), 
subject  only  to  the  possibility  of  a  rectification  of  the 
register  (c).  It  is,  therefore,  of  great  importance  that 
the  registration  should  be  effected  in  a  form  which  will 
recognise  all  existing  rights.  Thus,  in  Ex  parte  Hemming 
&  Son  (d),  in  which  recent  occupiers  of  a  needle  mill 
were  registering  the  name  of  the  mill  as  their  trade 
mark,  a  note  was  appended  to  the  entry  on  the  register, 
stating  that  the  registered  proprietors  did  not  claim  the 
exclusive  right  to  the  use  of  the  name  so  as  to  prevent 
the  owner  or  occupier  for  the  time  being  fix)m  using  the 
name  for  any  legitimate  purpose. 
More  than  one  It  occasionally  happens  that  a  trade  mark  becomes  vested 
in  more  than  one  person.  The  question  then  arises  whether 
either  of  these  is  entitled  to  succeed  in  a  suit  against 
an  infringer,  to  which  the  other  person  entitled  is  not  a 


proprietor. 


(a)  Weston  v.  Xetoham  (1)  and 
(2),  39  N.  Y.  Super.  Ct.  64;  61 
How.  Pr.  456 ;  and  see  Manhattan 
Medicine  Co.  v.  Wood,  108  U.  8. 
Rep.  218. 

(J)  Patents  Act,  1883,  §  76.  In 
the  Scotch  case  of  DunnaohU  v. 
Toung  ^  Sons,  Ct.-  Sess.  Cas.  4th 
ser.  X.  874,  the  name  ••  Glenboig  " 
was  used  and  registered  by  two 
companies  trading  as  brickmakers 
on,  the  Glenboig  estate  for  the 
bricks  made  there,  and  a  third  firm 
carrying  on  the  same  business  in 
the  neighbourhood  of  the  Glenboig 


estate  began  to  use  the  name, 
alleging  that  it  was  descriptive 
of  all  bricks  made  of  the  seam  of 
clay  which  ran  through  the  Glen- 
boig estate,  and  which  they  alleged 
that  they  were  working.  The 
Court  of  Session,  however,  de- 
cided against  this  contention,  and 
granted  an  interdict  at  the  suit 
of  the  two  companies.  See  also 
Montgomerie  v.  Donald  ^  Co.^  Ct. 
Sess.  Cas.,  4th  Ser.,  XI.  606. 

(0)  Edwards  v.  Dennis,  30  Ch.  D. 
461 

(<0  M.  R.,  April  27th,  1881. 
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party.  In  a  case  of  this  description,  Shadwell,  V.-C., 
gave  it  as  his  opinion,  that  whether  the  plaintiff  had 
the  right  in  himself,  or  jointly  with  some  other  persons, 
he  still  had  sufficient  right  to  bring  forward  the  case  (a). 
In  Bent  v.  Turpm  (6),  Wood,  V.-C.,  decided  in  accordance 
with  this  view,  saying  that  the  plaintiff  had  a  clear 
right  to  an  injunction  and  the  erasure  of  the  spurious 
marks,  without  making  the  other  person  interested  a 
party,  while  as  to  the  account,  only  the  plaintiff*s  share 
having  been  prayed  for,  that,  though  it  might  be  difficult 
to  ascertain,  was  yet  ascertainable.  In  any  case,  the 
wrong-doer  had  no  right  to  complain  of  any  technical 
difficulty  arising  from  his  own  wrongful  act,  though  the 
result  was  to  involve  him  in  two  suits  instead  of  one.  In 
Southom  V.  Seynolds  (c)  he  decided  in  the  same  way, 
saying  that  his  previous  decision  had  not  been  interfered 
with  (d).  So,  in  the  Scotch  case  of  DunnoLchie  v.  Yov/ng 
&\S(ym  («),  the  name  "  Glenboig"  was  used  and  registered 
as  the  trade  mark  of  one  company,  and  as  part  of  the  trade 
mark  of  another  company,  and  an  interdict  was  granted 
in  an  action  in  which  the  two  companies  were  co-plaintiffs, 
to  restrain  the  use  of  the  name  by  a  third  company. 

It  seems  that  where  the  use  of  a  trade  mark  is  impro-  Partnership 

trade  mark. 

perly  secured  for  himself  by  one  member  of  a  partnership, 
he  being  bound  to  obtain  it  for  the  partnership,  he  will     • 
be  held   to  be  a  trustee  of  it  for  the  benefit  of  the 
partnership  (/). 

In  Ddandre  v.  Shaw  (g)  it  was  held  that,  inasmuch  as  ^ff^'^^  "' 


{a)  Bine  v.  Lartt  10  Jur.  106. 
See  PratVi  Appeal,  117  Penn.  St 
401. 

(li)  2  J.  &  H.  139. 

(tf)  12  L.  T.  N.  S.  76. 

(et)  And  see  Leather  Cloth  Co,  v. 
America/n  Leather  Cloth  Co,,  1 H.  & 
M.  271 ;  and  Newman  v.  Alrord,  49 
Barb.  688;  R.  Cox,  404;  61  Y.  N. 
189;  and  consider  Bobinson  v. 
Unlay,  9  Ch.  D.  487. 


(e)  Ct.  Sees.  Cas.,  4th  ser.  X. 
874. 

(/)  Werton  v.  Ketoham  (1),  39 
N.  Y.  Super.  Ct.  64 ;  and  see  Eso 
parrte  Laiorenie  Bros.,  44  L,  T. 
N.  8.  98;  In  re  Rtt9t  ^-  Co,,  ib, 
98;  and  In  re  Farina  (4),  ib, 
99. 

(jg)  2  Sim.  237 ;  and  see  Page-y, 
Tonmeend,  6  Sim.  896« 
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Infringement 
by  servanta. 


one  of  the  plaintiffs  had  no  interest  in  the  account  (a),  he 
was  improperly  .joined  as  a  co-plaintiff,  the  Court  thus 
treating  the  injunction  as  ancillary  to  the  account.  In 
Fa/rina  v.  SUverlock  (b)  the  same  question  was  raised,  but 
without  success,  and  no  such  objection  would  prevail  at  the 
present  day  (c). 

In  Batty  v.  HiU  (d),  an  attempt  was  made  by  a  prize 
medallist  at  the  Exhibition  of  1862  to  restrain  the  use  by 
the  defendant,  who  had  not  been  awarded  a  medal,  of  a 
label  which  had  been  prepared  before  the  award,  bearing 
the  words  "Prize  Medal,  1862."  The  Vice-Chancellor 
was,  however,  of  opinion  that  he  could  not  interfere 
merely  on  the  ground  of  a  misrepresentation,  and 
that  the  plaintiff  was  not  entitled  to  daim  the  label 
as  a  trade  mark  for  various  reasons,  among  which  was 
the  fact  that  whatever  rights  the  plaintiff  could  have 
must  be  shared  with  all  those  who  had  been  awarded 
medals  (e). 

The  person  sought  to  be  enjoined  in  a  trade-mark  case 
is  commonly  a  rival  manufacturer,  who  is  using  the  spurious 
mark  to  promote  the  sale  of  his  own  commodities.     The 


(a)  It  should  be  observed  that 
the  reason  given  by  Mr.  Bickersteth 
(afterwards  Lord  Langdale-  and 
M.  R.)i  who  argned  the  case,  for  the 
joinder  of  Pelletier  as  a  co-plaintiff, 
was  that,  though  having  no  interest 
in  the  medicine,  he  yet  was  entitled 
to  prevent  his  name  being  used.  It 
Is  further  to  be  observed,  that  the 
subsequent  decision  of  Lord  Lang- 
dale,  in  Clark  v.  IVeemany  11 
Beav.  112,  does  not  conflict  with 
the  position  taken  up  by  him  in 
Delondre  v.  Sham^  since  Pelletier 
not  only  manufactured  the  medi- 
cine,  but  supplied  it  to  Delondre,  so 
that  he  had  a  pecuniary  interest  in 
the  maintenance  of  his  reputation. 
Clark  V.  Freeman  was  decided  on' 
the  point  that  the  plaintiff  did 
not  manufacture  or  sell  pills. 

{h)  1  K.  &  J.  609 ;  e-De  G.M.  & 
G.  214  ;  4  E.  &  J.  650. 


(c)  In  MiUington  v.  Fox^  3  My. 
&  Cr.  338,  the  account  was  waived ; 
and  see  Mo  Andrew  v.  BoMett,  4  I>e 
G.  J.  &  S.  380 ;  Leathtir  Cloth  Co.y. 
American  Leather  Cloth  Co.,  ib, 
137 ;  Barnett  v.  Leuehart,  13  L.  T. 
N.  S.  495 ;  Symondt  v.  Qreem,  28 
Fed .  Sep.  834;  and  many  other  cases. 
In  fact,  this  is  a  common  incident 

{d)  1  H.  &  M.  264. 

{e)  See  Exhibition  Medals  Act, 
1863  (26  &  27  Vict.  c.  119)  ;  also 
Taylor  v.  QUlieiy  59  N.  Y.  331 ; 
and  Boper%  ^'c,  Co.,  v.  Cbpeman% 
^'(7.,  Association^  Ld.,  28  SoL  J.  218. 
But  representations  of  prize  medals 
have  been  registered  as  parts  of  old 
combination  marks,  both  in  Eng- 
land (see  In  re  Brooky  26  W.  R. 
791,  and  In  re  Farina  (2),  27 
W.  R.  456)  and  in  America  (see 
In  re  Bush  ^  Co.,  10  U.  8.  Pat, 
Gaz.  164). 
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&€t  that  the  fraud  has  been  committed  by  a  servant  of  the 
trader  makes  no  difference,  for  principals  ^'  are  bound  to 
know  what  their  agents  do,  and  if  they  do  not  know,  they 
are  responsible  exactly  as  if  they  did  know/'  Hence,  where 
a  defendant's  manager  had  aflSzed  to  his  master's  goods, 
without  the  knowledge  of  the  latter,  as  he  alleged,  a  ticket 
infringing  the  rights  of  the  plaintiff,  an  injunction  was 
granted  against  the  master,  with  costs  (a).  And,  similarly, 
where  a  clerk  had  sold  goods  in  a  spurious  wrapper,  with 
a  verbal  representation  that  the  goods  and  wrapper  were 
genuine  (6).  But  this  does  not  relieve  servants  or  agents 
from  their  personal  responsibility  (c). 

And  English  agents  of  foreign  traders  will  be  restrained  Agents. 
from  selling  goods  received  from  their  principals  falsely 
marked,  to  the  injury  of  other  manufacturers  (d).  And 
similarly  in  America  with  American  agents  of  foreign 
manufacturers  (e),  and  in  the  colonies  (/).  So,  too, 
commission  merchants,  iselling  with  the  knowledge  that 
the  goods  they  sell  are  so  marked  as  to  deceive  (g). 

The  remedy  will,  however,  not  only  be  awarded  against  Engravers 
such  persons  as  are  to  profit  directly  by  the  perpetration 
of  a  fraud,  but  also  against  all  who  connect  themselves 
with  and  assist  in  the  same.  Thus,  persons  who  engrave 
or  print  a  trade  mark  for  one  not  entitled  to  use  it  may  be 
restrained. 

In  Ouinnesa  v.  Ullmer  (h\  where  the  defendants  had  OuinneM  v. 

JJllnutr 

supplied  io  one  Taylor  blocks  engraved  with  the  main 
part  of  the  plaintiffs'  trade  mark,  including  their  names 
from  which  blocks  Taylor  had  printed  labels  similar  to  the 

(a)  T(mge  v.  Ward,  21  L.  T.  N.  S.  of  C,  1867,  p.  134 ;  SiegeH  v. 
480 ;  and  see  Troentsehe  Stoom  Ilndlater,  7  Ch.  D.  801 ;  and  see 
Bleehery  Ooor  v.  Ellinger  ^  Co.,  26      Siegert  v.  Ehlers,  Dig.  432. 

W.  R.  70 ;  AtUnton  v.  AtlwMfm,  (e)  Hoberti  v.  Sheldon,  8  Biss. 

85  L.  T.  (Journal)  229.  398;  Ca/rholio  Soap  Co,  v.  Thompson, 

(b)  Lorn   V.    HaH,    90    N.   Y.       26  Fed.  Rep.  626. 

457.  •  (/)  Siegert  v.  Lamremce,  11  Vict. 

{p)  Sawyer   v.  KeUogg,  7  Fed.  L.  K.  47. 
Bep.    721 ;  9   ib,    601 ;    Eitee  y,  (g)  CoaU  y.  Holbrooh,  2  Bandf. 

Worthingion  (2),  30  Fed.  Rep.  466.  686,  R.  Cox,  20. 

id)  Ihrina  v.  Cathery,  L.  J.  N.  {h)  10  L.  T.  (Old  Series),  127. 
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plaintiffs*,  the  Vice-Chancellor  of  England,  Sir  L.  Shadwell, 
was  of  opinion  that,  as  the  matter  complained  of  could 
not  have  happened  without  the  prints  which  had  been 
made  from  the  blocks,  the  defendants  had  made  them- 
selves ancillary  to  the  piracy,  and  he  accordingly  granted 
the  injunction.  It  had  been  contended  for  the  defend- 
ants that  it  was  with  a  part  only  of  the  plaintiffs'  mark 
that  they  had  been  concerned ;  but  the  Vice-Chancellor 
thought  that  if  a  thing  contained  twenty-five  parts,  and 
one  only  was  taken,  such  an  imitation  would  be  sufficient 
to  contribute  to  a  deception,  and  that  the  law  would  hold 
those  responsible  who  had  contributed  to  the  fraud.  In 
Farina  v.  Shaw  (a),  snd  Farina  v.  SUverlock  (6),  injunc- 
tions were  granted  to  restrain  the  printing  of  labels  similar 
to  those  used  by  the  plaintiff.  In  the  latter  case,  on 
appeal  (c).  Lord  Cranworth,  C,  dissolved  the  injunction, 
and  sent  the  right  to  be  tried  at  law  (d)  ;  but  this  can  no 
longer  be  done  (e). 
Sporions  A  different  combination  of  circumstances  arises  when 

hmo<»nt        *'^®  goods  improperly  marked  are  in  the  charge  of  an 
hands.  innocent  third  party,  for  purposes  of  conveyance,  storage, 

or  the  like.  In  such  a  case,  although  that  person  be 
merely  a  carrier  receiving  goods,  which,  though  fraudu- 
lently marked,  are  not  for  his  own  use,  nor  to  be  sold 
by  him  for  his  own  benefit,  but  have  been  received  by 
him  merely  for  the  purposes  of  transmission  to  the 
persons  to  whom  they  are  consigned,  yet  an  injunction 
will  issue  to  restrain  him  frx)m  parting  with  the  goods 
spuriously  marked  (/).  "  It  is  the  duty  of  the  person  in 
charge  of  the  marked  goods  at  once  to  give  all  the  infor- 
mation required,  and  to  undertake  that  the  goods  shall 

(a)  Decided  by  Y.-C.  Parker,  and  a  verdict.    See  4  E.  &  J.  650. 

referred  to  in  Farina  v.  Overlook,  (e)  25  &  26  Vict.  c.  27. 

1  K.  &  J.  509-12.    See  3  £q.  Bep.  (/)  Upmann  v.  Elkan,  L.  R.  12 

886-90.  Eq.  140 ;  L.  R.  7  Cb.  130  ;  and  see 

(V)  1  K.  &  J.  509.  Bivero  v.  Norrit,  Seton,  4th  ed.  236  ; 

(p)  6  De  G.  M.  &  G.  214.  Del  Voile  v,  Mayer,  ih, ;  Moet  v. 

Id)  Where  the  plaintiff  obtained  PiekeHng,  8  Ch.  B.  372. 
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not  be  removed  or  dealt  with,  tiDless  the  spurions  brand 
has  been  removed,  and  to  offer  to  give  all  facilities  to  the 
person  iDJured  for  that  purpose."  He  should  also,  on 
discovering  the  fraud,  at  once  inform  his  correspondent 
abroad  (a).  If,  on  the  other  hand,  the  carrier  declines  to 
give  information  required  by  the  injured  party  for  the 
purpose  of  an  action  against  the  author  of  the  fraud,  even 
after  the  marked  goods  have  passed  out  of  his  control,  the 
person  injured  is  entitled  to  succeed  in  an  action  brought 
against  him  to  compel  discovery  (b).  Supposing  the 
carrier,  &c.,  to  give  the  required  information  and  under- 
taking, and  to  seek  to  facilitate  the  proceedings,  then,  "  if 
after  that  the  person  injured  files  a  bill,  though  he  will  be 
entitled  to  all  that  he  seeks  in  the  shape  of  relief,  as  he 
might  have  got  it  all  without  suit,  he  will  not  get  from 
the  defendants  the  costs  of  the  suit,  and  he  may  have  to 
pay  them  (c).  On  the  fact  of  the  fraudulent  mark  being 
discovered,  it  is  no  redress  for  the  carrier,  &c.,  to  send 
back  the  goods,  or  to  offer  to  do  so,  for  that  would  only 
put  it  in  the  power  of  the  consignor  to  repeat  his  fraud ; 
but  if  the  carrier,  &c.,  offers  as  an  alternative  to  erase 
the  mark,  he  has  done  all  he  can  be  reasonably  required 
to  do  "  (d). 

Where  wines  bearing  a  spurious  trade  mark  were  in  the  Innocent 
custody  of  a  dock  company,  and  an  innocent  third  party  ™^^^Kagee. 
had  advanced  money  on  the  security  of  the   wines,  it 
was  ordered  by  Romilly,  M.  fi.,  that  the  wines  should  be 
delivered  to  the  mortgagee,  on  the  spurious  brands  being 
removed  and  destroyed  (e). 


(tf)  Per  Romilly,  M.  R.,  and 
Lord  Hatberley,  C.,  in  Upfnann 
y.  Mian,  L.  B.  12  £q.  140,  and 
L.  R.  7  Ch.  130. 

(J)  Orr  V.  Diaper^  4  Ch.  D.  92. 

(c)  Upmemn  v.  JSlkan,  L.  R.  12 
Eq.  140.  See  Maet  v.  Pickering,  8 
Ch.  D.  372 ;  Upinann  v.  Ibrester, 
24  Ch.  D.  231 ;  UjmannY.  Currey, 
29  SoL  J.  735. 


(i)  Per  Lord  Hatherley,  C,  in 
Vjmann  v.  Elian,  L.  R.  7  Ch.  130. 
See  also  Sieg&rt  v.  Lawrence,  11 
Vict.  L.  R.  47,  in  Victoria,  and 
Bryimt  ^  May  v.  HeydCy  7  N. 
8.  W.  Rep.  (B.)  72,  in  New  South 
Wales. 

(e)  Ponsardin  v.  Peto,  33  Beav. 
642. 


2^10 
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Wharfingei^B 
lien. 


Warehouse- 
men* 


Questions  of 
contract. 


In  MoeA  V.  Pickerinff  (a)  wharfingers  were  in  possession 
of  wines  sparioasly  branded,  but  they  had  no  knowledge 
that  the  brand  was  spurious,  and  they  offered  to  act  with 
respect  to  the  wine  as  the  Court  should  direct,  upon 
having  their  charges  and  costs  paid  or  provided  for.  The 
Court  of  Appeal  held  that  they  were  entitled  to  a  lien  on 
the  wine  for  their  charges,  and  that,  even  if  the  plaintiffs 
in  the  action  for  infringement  were  entitled  to  any  lien  on 
the  wine  for  their  costs,  which  was  doubted,  that  lien  must 
at  all  events  be  postponed  to  that  of  the  wharfingers ;  and 
the  Court  also  held  that  the  latter  had  not  done  anything 
to  disentitle  them  to  their  costs,  which  must  be  paid  in 
both  Courts  by  the  plaintiffs. 

In  HuTit  V.  Maniere  (6),  where  warehousemen,  at  the 
request  of  the  owners  of  a  certain  brand  on  wines,  refused 
to  deliver  (c)  to  the  indorsee  of  the  dock  warrants  wines 
improperly  marked  with  that  brand,  Eomilly,  M.  R.,  re- 
strained the  indorsee  from  proceeding  with  an  action  at  law 
againstthewarehousemen  fortheir  refusal.  The  jurisdiction 
of  the  old  Court  of  Chancery  to  restrain  actions  at  law  is  now 
gone,  but  the  warehousemen  would  haveagooddefencein  the 
Common  Law  Divisions  to  an  action  there  commenced  (d). 

In  exercising  its  jurisdiction  to  restrain  breach  and 
enforce  specific  performance  of  contract,  the  Court  has 
sometimes  had  to  deal  with  questions  of  trade  mark,  or 
akin  thereto.  Thus,  where  an  injunction  was  granted  to 
restrain  the  Use  of  a  man's-  name  (e)  otherwise  than  in 
accordance  with  a  contract  into  which  he  had  entered,  or  of 


(a)  6  Ch.  D.  770 ;  S  ib.  372. 
(J)  34  Beav.  157. 

(d)  On  the  same  day,  but  subse- 
quently, an  injunction  was  granted 
to  restrain  them  from  doing  so. 

(rf)  Judicature  Act,  1873,  §  24. 

(e)  Amsworth  v.  BefUlqf,  14 
W.  R.  630 ;  Ward  v.  JBeeton,  L.  R. 
19  Eqi  207 ;  Probasco  v.  Bouyon,  1 
Mo.  App.  241;  Oage  v.  (&nada 
PublUhirig  O.,  11  Can.  Sup.  Ct. 
306 ;  Frazer  v.  Frazer  Lubricator 


Co:,  121  El.  147 ;  Bremer  v.  Lamar^ 
69  Qa.  656,  where,  in  the  sale  of 
the  goodwill  of  the  business  of 
"  Brewer's  Lung  Restorer,"  the 
vendor  agreed  not  to  use  his  name 
on  any  preparation  for  the  same 
purpose,  and  he  was  restrained 
.from  selling  a  prepaxation  as 
"  Brewer's  Sarsaparilla  Syrup,"  and 
it  was  held  that  such  a  contract 
did  not  involve  any  restraint  of 
trade. 
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an  initial  {a),  or  of  the  name  of  a  business  (6),  or  of  a 
singer's  voice  (c),  or  of  a  publication  (d). 

Where,  among  other  symbols,  the  arms,  crest,  and  motto  steinthal  v. 
(the  latter  being  the  word  "Excelsior")  of  one  of  the  ^'*"»^- 
partners  were  used  as  trade  marks  of  a  partnership,  and 
on  dissolution  of  the  partnership  it  was  agreed  that  the 
other  partner  might  use  all  the  trade  marks  of  the  firm's 
except  such  private  arms,  crest,  and  motto,  it  was  held 
that  no  breach  of  the  agreement  had  been  committed  by 
the  continuing  partner  in  using  the  word  "Excelsior," 
apart  from  the  arms  and  crest,  on  some  of  his  goods,  since 
it  had  been  so  used  alone  previously  as  a  trade  mark,  and 
it  was  not  then  used  as  a  motto,  but  as  a  trade  mark  (e). 

Where,  on  a  dissolution  of  partnership,  it  was  agreed  other  cases. 
that  neither  partners  should  continue  to  use  the  firm's 
trade  mark,  which  consisted  of  the  letters  "P.  &  0." 
within  a  scroll  bearing  an  inscription,  one  of  the  members 
of  the  late  firm  was  restrained  from  using  a  mark  very 
similar  to  the  old  mark,  the  only  practical  difference  being 
that  the  letters  "  P.  S.  &  Co. "  were  substituted  for 
"  P.  &  0."  (/).  And  in  a  case  of  the  same  character,  where, 
on  a  dissolution  of  partnership,  one  of  the  partners  had 
assigned  to  the  other  his  interest  in  the  firm's  stock  of 
labels,  which  contained  his  name,  and  the  other  had 
covenanted  not  to  print  any  more,  except  in  a  form 
expressive  of  the  change  in  the  firm,  the  latter  was  not 
allowed  to  register  the  old  labefs  in  Victoria,  without 
alteration  (^). 

Where  a  tobacco  manufacturer  agreed  to  pay  a  royalty  Name  of 

cigarettes. 

(a)  Tudor  v.  Tudor,  W.  N.  1873,  and  see  Awitworth  v.  Walmsley, 

p.    72;    FvUwood  v.  Ihdlmoody  ^  L.  R.  lEq.  518,  as  to  a  singer's  voice. 

Ch.  D.  176.  (d)  Clowes  v.  Hogg,  W.  N.  1870. 

(If)  Hogg  V.  BCi/rley,  47  L.  J.  Ch.  p.  268. 
567  ("  Old   Government  Sanitary    .      (e)  Steinthal  v«  Samson,  Dig.  646. 

Company");    and  see  McChtwan  (/)  Oibome,  Garrett  ^'  Co.  v. 

Brothers*  Pump  ^  Machine  Co.  v.  Parton,  Son  ^  Co»y  V.  C.  B.,  July 

MeGiman,  2  Cine.  313.  25th,  1884. 

Co)  lAtmleg  v.  Wagner,  5  De  G.  (g)  M!af  parte  Grist  ^  Bvnring, 

k,  8in.  485 ;  1  De  G.  M.  &  G.  604 ;  11  Vict.  L.  B.  630.  . 

p3 


212 


THE   CIVIL  BBMEDY.      I. 


Barrowi  v. 
PeUall  Coal 
^  Iron  Co. 


Fraudulent 
agreement 


for  the  use  of  a  patent  for  impTOvements  in  the  manu- 
facture, and  he  proposed  and  the  patentee  absented  to 
his  using  as  the  name  for  the  cigarettes  to  be  made  from 
the  tobacco  the  words  "  Sweet  Caporal,"  "  Caporal "  alone 
having  been  previously  used  by  the  manufacturer  on 
other  cigarettes,  it  was  held  that  after  the  manufacturer 
had  discontinued  the  use  of  the  patent  he  was  under  no 
contract  not  to  use  the  name  "  Sweet  Caporal "  on  other 
cigarettes  (a). 

In  Barrows  v.  PdaaU  Coal  &  Iron  Co.  (6),  the  plain- 
tiflFs  used  a  trade  mark  consisting  of  the  letters  "  B.  B.  H." 
in  Soman  type,  with  a  crown,  and  the  defendants,  who 
had  compromised  a  suit  commenced  for  the  purpose  of 
restraining  them  from  using  the  letters  "  B.  B.  S.,"  also  in 
Boman  type,  with  a  crown,  by  undertaking  to  discontinue 
the  use  of  the  mark,  were  restrained  by  injunction  from 
committing  a  breach  of  the  contract  by  applying  to 
register  the  letters  ^^  B.  B.  S/*  in  italics,  with  a  crown. 

The  Court  will  not  specifically  enforce  an  agreement 
the  object  of  which  is  to  defraud  the  public  by  putting 
goods  spuriously  marked  on  the  market  (c),  nor  will  it 
protect  a  person  who  has  used  his  trade  mark  on  spurious 
as  well  as  on  genuine  goods  ((2),  or  has  intended  to  commit 
fraud  by  buying  the  right  to  stamp  on  his  own  goods  the 
name  of  another  person  who  has  acquired  a  reputation  in  the 
trade  (e).  And  where  an  action  for  damages  was  brought 
against  a  person  who  had  filled  with  inferior  seed  seed-bags 
which  he  had  bought  from  the  plaintiffs,  marked  with 
their  labels,  it  was  held  on  demurrer  that  the  plaintiffs, 
having  knowingly  been  parties  to  a  fraud  upon  the  public, 
were  not  entitled  to  recover  (/). 


(a)  Jlombostel  v.  £inneyf  62 
N.  y.  Super.  Ct.  41. 

(b)  Dig.  630. 

(e)  Oldham  v.  James,  13  Ir.  Ch. 
393 ;  14  lb.  81. 

(d)  Manhattan  Medicine  Co.  y. 
Wood,  108  U.  S.  Bep.  218. 


(«)  Samuel  v.  Berger,  24  Barb. 
163 ;  B.  Cox,  178.  See  Bodgert  v. 
PhiJ^,  1  U.  8.  Pat.  Gaz.  29 ;  In  re 
Jb/20,  2t^.  416. 

(/)  Blast  V.  Bloomer,  23  Barb. 
604;  B.  Cox,  200. 
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"  Where  the  manufacture  of  a  person  or  firm/'  said  Contract  with 

Cotton,  L.  J.,  in  Johnacm  v.  Raylton  (a),  "  has  acquired  0^^^^ 

^th  the  public  a  name  or  reputation,  as  Broadwood's  or  pnrchase  of 

Erard's  pianos,  Purday's  or  Lancaster's  g^s,  a  purchaser  ^^ 

from  them  of  articles  of  which  they  are  the  makers  is 

entitled  to  refuse  any  not  made  by  the  firm  with  whom 

he  contracts.     In  such  a  case  the  purchaser  relies  on 

reputation  or  public  opinion  that  the  maker  to  whom  he 

goes  supplies  good  articles.    In  other  cases,  where  a  man 

contracts  with  a  particular  firm  of  makers  for  goods  such 

as  they  make,  in  the  absence  of  evidence  that  in  the 

particular  trade,  or  as  regards  particular  goods,  there  is  a 

known  practice  that  a  maker  of  whom  the  goods  are 

ordered  is  at  liberty,  in  the  absence  of  such  a  stipulation^ 

to  supply  goods  of  the  kind,  though  made  by  other  firms, 

I  should  come  to  the  conclusion  that  the  purchaser  is 

induced  to  go  to  the  particular  firm  of  manufiicturers  by 

his  reliance,  in  part  at  least,  on  the  opinion  which  he 

forms,  either  on  his  own  experience  or  from  information 

of  others,  as  to  the  average  or  general  excellence  of  the 

goods  which  are  manufactured  by  them.     He  is  trusting 

to  his  own  experience,  or  to  that  of  his  friends,  as  a 

purchaser  who  goes  to  a  firm  which  has  acquired  a  public 

reputation  trusts  to  the  opinion  of  the  public."    So  that 

where  a  manufacturer  has  contracted  to  sell  goods  of  his 

own  manufacture  and  bearing  his  trade  mark,  the  purchaser 

is  justified  in  refusing  to  accept  other  goods,  though  of 

the  same  quality.     But  it  seems  that  if  what  is  wanted 

is  the  particular  manufacturer's  trade  mark  on  the  goods 

as  a  guarantee  of  quality,  the  proprietor  of  the  mark  is 

justified  in  placing  that  mark  on  goods  not  of  his  own 

make,  since  by  so  doing  he  makes  himself  responsible 

for    the   quality  of  them,  just  as  if  he  had  made  them 

himself  (6). 

(0)  7  Q.  B.  D.  438.  But  compare  Mezohandue  Marks 

(6)  See  per  Brett,  L.  J.,  in  S.  C.      Act,  1887,  $  8  (2). 
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Contract  for 
purchase  of 
goods  with  a 
specified 
mark. 


Painter's 
name  on 
paintings. 


Where  a  contract  has  been  entered  into  for  the  purchase 
of  goods  of  a  particular  stamp,  the  question  arises  whether 
the  stamp  was  specified  as  indicative  of  a  particular 
quality,  or  as  possessing  some  value  in  itself,  so  that 
the  goods  would  be  of  less  value  if  stamped  differently. 
Thus,  in  Hopkins  v.  Hitchcock  (a),  where  iron  stamped  with 
"  S.  &  H. "  and  a  crown  had  been  contracted  for,  and  iron 
stamped  with  "  H.  &  C!o."  and  a  crown  was  supplied,  the 
firm  having  become  differently  constituted,  and  having 
consequently  marked  their  iron  of  the  quality  originally 
denoted  by  the  former  brand  with  the  latter  stamp  in  sub- 
stitution for  the  former,  it  was  decided  that  the  contract 
turned  upon  the  quality  of  the  iron,  and  not  upon  the 
brand  (b) ;  if,  however,  the  brand  had  possessed  a  special 
value,  and  the  object  of  the  purchase  had  been  to  resell 
the  iron  at  a  price  which  would  have  had  to  be  lowered 
in  the  absence  of  the  special  mark,  or  even  if  it  had  been 
clear  that  the  defendant  had  contracted  for  the  brand 
fpr  its  own  sake,  and  not  as  indicative  of  quality,  it  seems 
that  the  decision  would  have  been  the  other  way.  Such 
questions  must,  however,  depend  in  each  case  upon  the 
terms  in  which  the  intention  of  the  contracting  parties 
is  expressed;  and  it  seems  that  a  contract  to  supply 
goods  bearing  a  particular  trade  mark  may  be  implied 
from  that  trade  mark  being  printed  at  the  head  of  the 
order  form  (c). 

In  the  case  of  paintings,  described  in  a  catalogue  as 
being  the  work  of  Claude  Lorraine  and  Teniers,  it  was 
held  by  Lord  Kenyon,  C.  J.,  that  the  description  was 
merely  an  expression  of  the  vendor's  opinion,  and  not  a 
warranty  of  the  authenticity  of  the  paintings  (d);  in  a 


(a)  14  0.  B.  N.  S.  66. 

(b)  Compare  Niohol  y  Oodts^  10 
Ex.  191.  Similarly,  in  CHllespiel^ 
Co.  V.  Marshallt  Dig.  648,  the  ques- 
tion was  discussed  whether  a  con- 
tract to  supply  "  Marshall's  Canada 
Plates  "  was  performed  by  the  de- 
livery of  plates  such  as  were  usually 


supplied  by  Marshall,  bat  which 
were  not  "  Canada  Plates  **  in  the 
strict  commercial  sense. 

(0)  Johauon  y.  Baylton,  7  Q.  B.  D. 
438. 

(d)  Jeudwine  y.  Slade,  2  Esp.  N. 
P.  C.  672. 
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similar  case^  however,  where  the  painter  was  said  to  be 
Ganaletto,  it  was  held  by  the  C!ourt  of  King's  Bench  to 
be  for  the  jury  to  say  whether  or  not  the  description 
amounted  to  a  warranty  (a).  The  paintings  being  so 
much  more  modem,  it  was  more  reasonable  in  this  case 
to  suppose  that  the  vendor  intended  to  maker  an  assertion 
as  to  the  &ct  of  their  authenticity,  as  within  his  own 
knowledge. 

By  the  Merchandise  Marks  Act,  1887,  any  person  Merchandise 
selling  or  contracting  to  sell  any  goods  bearing  a  trade  ^*™  ^^ 
mark,  or  trade  description,  is  to  be  deemed  to  warrant 
the  genuineness  of  the  trade  mark,  or  the  correctness  of 
the  trade  description,  unless  he  expresses  the  contrary 
in  signed  writing,  delivered  to  and  accepted  by  the 
vendee  (6). 

By  §  19  the  punishment  of  an  offender  under  that  Act 
does  not  take  away  the  civil  remedy  to  which  any  person 
aggrieved  by  his  conduct  is  entitled. 

That  imder  some  circumstances  an  infringement  ofRiBksin- 
another  person's  trade  mark  may  expose  the  iDifrii^ger  ^^^g^^gj^^^ 
to  liabilities  even  beyond  those  involved  in  an  action 
brought  to  restrain  the  wrong,  appears  from  the  Victorian 
case  of  In  re  Brebner  (c),  in  which  an  insolvent,  who  had 
wasted  his  means  in  litigation  occasioned  by  his  having 
infringed  a  trade  mark,  had  his  certificate  suspended  for 
a  yean 

(a)  Power  v.  Ba/rham,  4  Ad.  &  B.  (V)  60  &  51  Vict.  c.  28,  §  17. 

473.  ip)  2  W.  &  W.  (I.  E.  &  M.)  12. 
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DEFENCES,   DISCOVERY  AND  INSPECTION,  ACCOUNT, 

DAMAGES,  COSTS. 

Defences. 
Defences.       The  possible  defences  to  an  action  to  restrain  an  infringe- 
ment of  trade  mark  are  numerous,  some  being  of  a  some- 
what special  character.    The  following  are  some  of  the 
more  important. 

1.  Non-infringement. 

1.  Non-  Ti^e  first  and  usual  defence  is  that  the  conduct  on  the 

part  of  the  defendant,  of  which  the  plaintiff  complains, 
has  not  been,  in  fact,  such  as  to  have  for  its  object  or  its 
result  the  appropriation  by  the  defendant  of  what  was  the 
plaintiff's  due,  the  fruits  of  his  enterprise  and  reputation : 
shortly,  that  the  defendant  has  not  infringed  (a). 

2.  No  Registration  or  Certificate  of  Non-registration. 

2.  No  regis-         The  trade  mark,  so  called,  may  present  some  one  or 
^Jj^^^      more  of  the  essential  particulars  required  by  the  Acts,  and 

may  not  be  objectionable  in  itself;  but  yet  the  fact  of 
non-registration  under  the  Acts  will,  if  it  is  a  mark  capable 
of  registration,  whether  it  was  or  was  not  used  before  the 
13th  August,  1875,  effectually  debar  the  person  who  has 

(a)  E,g.f  CrcMvshay  y.  Thompson,  504 ;  Wotherspoon  v.  Cwrrie^  L.  B» 

4  Man.  &  G.    367 ;    JSdeUten   v.  6  H.  L.  608 ;  Blachoell  y.  WrighU 

EdelMtm,  1  De  Q.  J.  &  8.  186 ;  73  N.  Car.  310. 
JBlaehoeU  v.  Crabh,  86  L.  J.  Ch. 
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nsed  it  firom  obtaining  the  injunction,  which  would  other- 
wise be  awarded  as  a  matter  of  course  (a).  And  this  is  so, 
even  though  the  trade-mark  owner  has  taken  all  steps  in 
his  power  to  protect  his  rights,  and  the  Patent  OflSce  is 
responsible  for  the  delay  (6).  If,  being  incapable  of 
registration,  it  is  an  old  mark,  a  certificate  of  refusal  to 
register  will  preserve  the  existing  right  to  protection  (o). 
If,  being  incapable  of  registration,  it  is  a  new  mark,  the 
Acts  of  1883-8  do  not  appear  to  deprive  the  mark  of  protec- 
tion for  want  of  registration  (d) ;  but  the  definition  is  now 
wider  than  it  was  in  the  Act  of  1875,  and  there  can  be 
but  few,  if  any,  marks  which  would  be  capable  of  protec- 
tion at  Common  Law,  and  yet  be  incapable  of  registration. 
However,  it  does  not  at  all  appear  that,  when  a  case  of 
actual  intentional  fraud  can  be  proved,  there  is  anything 
in  the  Acts  to  prevent  proof  of  imitation  of  marks,  though 
unregistered,  &c.,  being  given  as  corroborative  evidence 
of  the  fraud  (e).  In  such  a  case  the  state  of  things  would 
be  similar  to  that  in  which  it  is  a  mode  of  packing  that 
has  been  imitated  (/).  The  injunction  which  would  not 
be  granted  to  restrain  the  infringement  of  the  unregistered 
and  uncertified  trade  mark  would,  as  it  seems,  be  granted 
to  restrain  the  intentional  fraud,  in  which  the  imitation  of 
marks  was  a  mere  incident. 


(a)  See  Patents  Act  of  1883, 
§77;  also  Ooodfellowv,  Prince,  35 
Ch.  D.  9,  and  HaH  v.  Colley,  44  Ch. 
D.  193.  Begistration  is  a  "  condition 
precedent  to  suing."  Per  Chitty, 
J.,  in  Mousan  ^  Co.  v.  Boehm,  26 
Ch.  D.  398.  It  does  not  appear  that 
in  America  it  is  equally  essential 
to  have  obtained  registration.  See 
Rodgert  v.  Philjp,  1  U.  S.  Pat  Gaz. 
29. 

(V)  Haaxopulo  v.  Kaufmanny  23 
SoL  J.  819. 

(<t)  Patents  Act  1883,  §77.  See 
per  Lord  Blackburn  in  Orr-Bwvng 
V.  Begixtra^  of  Trade  Mwrlu, 
4  App.  Cas.  498.  In  Orr-Bmng 
4*  Co.  Y.  Jokntton  ^  Co.,  13  Ch.  D. 


434,  a  certificate  of  registration 
or  of  refusal  to  register  does  not 
appear  to  have  been  called  for. 

(d)  Patents  Act,  1883,  §  77. 

{e)  The  late  Master  of  the  Rolls 
has  intimated  from  the  bench  that 
this  yiew  is  correct ;  and  see  per 
Pearson,  J.,  in  In  re  Riviere  ^  Co., 
W.  N.  1884,  p.  76,  and  per  Kay,  J., 
in  In  re  Sanitat  Co.,  Ld.,  68  L.  T. 
N.  8. 166.  K\BoH(vrty.CoUey,uH. 
sujf.,  and  the  Canadian  case  of 
SmUh  V.  Fair,  14  Ont.  Rep.  729. 

(/)  WooUam  v.  Sateliff,  1  H.  & 
M.  269 ;  Edekten  y.  Viok,  11  Hare, 
78 ;  IVe$e  v.  Baohqf  (2),  14  BL 
C.  C.  432 ;  Orr  v.  Diaper,  4  Ch.  D. 
92;  Lever  y,  Goodwin,  36  Ch.  D.  1. 
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8.  Plaintifl 
not  the 
registered 
proprietor. 


3.  The  Plaintiff  not  the  Registered  Proprietor. 

The  provision  contained  in  §  77  of  the  Act  of  1883 
disabling  trade-mark  owners  from  obtaining  protection 
for  their  marks,  unless  they  have  been  registered  in 
pursuance  of  the  Acts,  does  not  appear  to  prevent  such 
owners  from  suing,  so  long  as  the  mark  is  registered, 
whether  it  stands  in  their  name  or  not ;  and  this  has  in 
effect  been  so  held  in  a  case  where  a  trade  mark  had  been 
registered  in  the  name  of  a  firm,  and  a  new  firm  took  over 
the  business  and  goodwill,  and  commenced  an  action  for 
infringement  before  the  trade  mark  had  been  transferred 
into  their  names  (a).  It  is,  however,  provided  by  §  76 
that  *^  the  registration  of  a  person  as  proprietor  of  a  trade 
mark  shall  be  prima-fade  evidence  of  his  right  to  the 
exclusive  use  of  the  trade  mark,  and  shall,  after  the  ex- 
piration of  five  years  from  the  date  of  the  registration,  be 
conclusive  evidence  of  his  right  to  the  exclusive  use  of 
the  trade  mark,  subject  to  the  provisions  of  this  Act." 
So  that,  at  all  events  after  a  trade  mark  has  been 
registered  for  five  years,  and  the  registration  has  become 
conclusive  evidence  of  the  exclusive  title  of  the  registered 
proprietor,  it  would  seem  very  difficult  for  a  person  who, 
though  really  entitled  to  the  mark,  was  not  the  registered 
proprietor,  to  sue  in  respect  of  an  infringement,  without 
his  first  getting  his  name  placed  on  the  register  as  the 
proprietor,  for  which  purpose  it  may  be  necessary  first 
to  rectify  the  register  by  the  remedial  of  the  name 
already  there. 

The  trade  mark  being  duly  registered,  the  objection 
which  formerly  prevailed,  by  which  a  trade  mark  was 
excluded  fix)m  protection  when  there  were  no  vendible 
goods  in  the  market  stamped  therewith  (6),  will  apparently 


(a)  JA/^v.J70n«Aa9o,81Ch.D.323.      G.  J.  &  S.  380 ;  MaomeU  v.  Hogg^ 
(6)  MeAndrew  ▼.  JSassett,  4  De      L.  B.  2  Ch.  807. 
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be  avoided,  for  application  for  registration  is  to  be  deemed 
to  be  equivalent  to  public  use  of  the  mark  (a). 

4.  Plaintiff*8  Trade  Ma/rk  bad  in  itadf. 

This  defence  must  for  the  future  be  founded  mainly  .  p.  .  .^ 
on  the  definition  of  a  trade  mark  in  the  Act  under  trade  mark 
which  the  mark  was  registered.  Thus,  marks  registered  ***^' 
or  tendered  for  registration  between  August  13th,  1875, 
and  December  3l8t,  1883,  must  comply  with  the  definition 
in  §  10  of  the  Trade  Marks  Registration  Act,  1875 ;  marks 
registered  or  tendered  for  registration  between  January 
Ist,  1884,  and  December  31st,  1888,  must  comply  with 
the  definition  in  §  64  of  the  Patents  Act»  1883;  marks 
registered  or  tendered  for  registration  on  or  after  January 
Ist,  1889,  must  comply  with  the  last-mentioned  definition 
as  modified  by  §  10  of  the  Patents  Act,  1888.  If  the 
mark  sued  on  is  a  new  mark  and  incapable  of*  registration, 
so  that  §  77  of  the  Act  of  1883  leaves  its  owner  free  to 
sue  for  an  infringement  without  registration,  the  validity  of 
the  mark  will  be  determined  by  the  general  law  as  to  dis- 
tinctiveness, &c.  (6).  But  such  cases  cannot  be  numerous, 
and  in  the  great  majority  of  cases  the  point  will  be 
whether  a  mark  which  has  been  registered  was  rightly 
registered  (o).  Then  the  question  arises  whether  the 
contention,  that  the  mark  does  not  comply  with  the  con- 
ditions imposed  upon  mttrks  tendered  for  registration, 
can  be  set  up  by  way  of  defence,  or  whether  a  motion 
to  rectify  the  register  is  necessary.  That  such  a  con- 
tention may  be  set  up  by  way  of  defence  when  the  mark 
has  been  registered  for  less  than  five  years  seems  clear, 
since  by  §  76  registration  is  only  primorfa^  evidence 

(a)  §  17  of  Act  of  1888,  sabsti-  (h)  See  Chap.  II.,  iupra, 

tuted  for  §  75  of  Act  of  1883.  This  (d)  If  the  registered  mark,  being 

is  80  also  in  the  United  States :  In  a  new  mark,  is  held  to  be  incapable 

re  The  Dutcher  Temple  Co.,  U.  S.  of  registration  and  to  have  been 

Fftt.  Comm.  Decis.  1871,  p.  248.  wrongly  registered,  the  question 

See,  however,  JSdwardi  v.  jDennis,  of  vididity  at  Common  Law  may 

30  Ch.  D.  464.  arise. 
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during  the  first  five  years,  and  to  disallow  the  setting 
up  of  such  a  contention  by  way  of  defence  within  the 
five  years  would  be  to  make  the  registration  conclusive 
evidence  from  the  outset. 

When  the  case  relates  to  a  trade  mark  which  has  been 
registered  for  upwards  of  five  years,  the  question  seems 
much  more  difficult.  The  Court  of  Appeal  seems  to  have 
suggested  in  one  case  (a)  that  registration  is  conclusive 
after  five  years,  in  the  absence  of  a  motion  to  rectify, 
and  there  is  no  doubt  that  the  more  prudent  course  is  to 
apply  for  rectification.  If  this  is  granted,  the  plaintiff's 
action  will  fail,  as  his  previous  wrongful  registration  will 
afford  no  foundation  for  it  (6).  But  it  appears  to  be  very 
doubtful  whether,  on  the  wording  of  the  Acts  of  Parliament, 
a  motion  to  rectify  is  required,  where  the  defence  is 
that  the  mark  claimed  is  not  within  the  definition  section 
in  the  Act  under  which  it  was  registered.  Both  in  §  3 
of  the  Act  of  1875,  and  in  §  76  of  the  Act  of  1883,  the 
exclusive  right  for  which  provision  is  made  relates  to  the 
use  of  "a  trade  mark,"  and  it  can  hardly  be  that  that 
which  the  Act,  by  excluding  it  firom  the  definition  of 
^'  a  trade  mark,''  declares  not  to  be  a  trade  mark  for  the 
purposes  of  the  Act,  can  yet  participate  in  the  privileges 
which  are  conferred  on  trade  marks  which  the  Act  recog- 
nises. The  process  of  registration,  whether  for  five  years 
or  for  any  shorter  period,  can  hardly  make  that  "  a  trade 
mark  "  which  does  not  contain  at  least  one  of  the  elements 
declared  by  the  definition  section  to  be  essential,  unless 
that  section  is  to  be  entirely  disregarded.  This  view  was 
upheld  by  the  Court  of  Appeal  in  In  re  Palmer  (1)  (c), 
in  which  the  late  Master  of  the  Bolls  fully  discussed 
the  point,  and  Lindley,  L.  J.,  said  that  "after  careful 
examination  of  §§    3,   5,  and   10  of  the  Trade  Marks 

(a)  Apollinartt  Co.,  Ld.  y.  Hdrr-         (b)  Leonard  4"  Ellis  v.  WelU  fCo., 
feldt,  4  P.  R.  478.  26  Ch.  D.  288. 

(tf)  21  Ch.  D.  47. 
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Begistration  Act,  1875, 1  am  satisfied  that  a  mark  which 
is  not  a  trade  mark,  and  which  therefore  ought  never  to 
have  been  registered,  does  not  become  a  trade  mark  by 
being  on  the  register  for  five  years."  The  Vice-Chancellor 
of  Ireland  has  taken  the  same  view  (a),  and  the  same 
principle  has  been  foUowed  in  Victoria  (b).  In  America 
also  the  same  conclusion  has  been  arrived  at,  under  the 
United  States  Statute  (c). 

5.  Trade  Mark  severed  from  Goodwill. 

It  is  a  good  defence  to  an  action  for  infringement  of  C  Trade  mark 
trade  mark,  to  prove  that  the  plaintiff  is  not  the  owner  of  goodwill. 
the   business  and  goodwill  concerned   in  the   particular 
goods  or  classes  of  goods  in  respect  of  which  the  trade 
mark  is  registered  (cZ). 

6.  Licence. 

The  defendant  may  plead  a  licence  from  the  plaintiff  (e),  C  Licence 
or  from  a  co-proprietor  of  the  mark  (/).  In  one  American 
case  {g)  it  was  held  that  the  plaintiffs,  who  had  received 
an  exclusive  licence  from  the  owner  of  a  trade  mark,  were 
entitled  to  an  injunction  against  the  successors  in  business 
of  persons  who  had  been  partners  in  business  with  the 
licensor,  but  had  tacitly  acquiesced  in  his  retaining  the 
sole  right  in  the  mark.     However,  the  Court  would  not 


(a)  Bodega  Co,,  Ld,  v.  Oweni, 
23  L.  R.  Ir.  371. 

(h)  Lewis  V.  Klapproth,  11  Vict. 
L.  R.  (E.)  214;  Wolfe  v.  AUop  (2), 
12  Vict.  L.  R.  (E.)  421;  Wolfe  v. 
Lang  S^  Co,,  13  Vict.  L.  R.  762. 

(o)  Moormany,  Hoge,  2  Sawy.  78. 

Id)  See  §§  65  and  70  of  Act  of 
1883.  There  can  be  no  trade  mark 
in  gross:  Cotton  v.  Oillard,  44 
L.  J.  Ch.  90.  See  In  re  Welleotne, 
32  Ch.  D.  213 ;  WUthaiu  v.  Braun, 
44  Md.  303;  Taylor  v.  BemU,  4 
Biss.  406 ;  Weston  t.  Ketehani  (1), 
(2),  39  N.  Y.  Super.  Ct.  64 ;  51 
How.  Pr.  555;  Skinner  y.  Oakes, 
10  Mo.  App.  45 ;  Morgan  v.  Rogers^ 


19  Fed.  Rep.  596  ;  Smith  v.  Fair^ 
14  Ont.  Rep.  729. 

(d)  See  Patents  Act,  1883,  $  87. 
It  does  not  app)ear  that  this  section 
can  be  intended  to  authorise  the 
user  of  a  trade  mark  on  goods  not 
being  the  goods  of  the  trade-mark 
owner,  or,  at  least,  equivalent  to 
them.  See  Larcrence  ManufaO" 
turing  Co,  v.  Tennessee  Manufao- 
twring  Co,,  31  Fed.  Rep.  776. 

(/)  MarshaU  v.  Pinkham,  52 
Wise.  572. 

(^)  Kidd  V.  Johnson,  100  U.  8. 
Rep.  617.  ^e  Kidd  ^  Co,  V.Mills, 
Johnson  ^  Co,,  5  U.  S.  Pat.  6az« 
337. 
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allow  a  licensee  to  defiiaud  the  public  by  the  sale  of  goods 
under  a  mark  which  was  similar  to  that  on  the  licensor's 
own  goods,  while  the  goods  themselves  were  not  the  goods 
or  goods  equivalent  to  the  goods  of  the  licensor  (a). 

It  has  been  held  in  India  (6)  that  plaintiffs,  who  had 
led  the  defendant  to  believe  that  they  did  not  claim  a 
certain  trade  mark,  and  that  he  was  at  liberty  to  use  it, 
and  had  allowed  him  to  build  up  a  trade  under  it,  were 
estopped  by  their  own  conduct  from  denying  the  defend- 
ant's right  to  use  it, 

7.  Delay  and  Acquieacence. 

7.  Delay  and  A  man  may  by  his  own  laches  lose  his  right  to  that 
acquiescence,  protection  which  he  would  have  obtained  at  once,  had  he 
come  to  the  Court  with  reasonable  promptitude  (c).  In 
fact,  that  which  has  originally  been  a  valid  trade  mark, 
the  property  of  an  individual  or  firm,  entitled  to  protec- 
tion, may  become  puUici  juris — that  is  to  say,  the  use  of 
it  may  be  thrown  open  to  the  public — by  its  proprietor 
allowing  his  right  to  be  so  habitually  infringed  that  the 
trade  mark  no  longer  conveys  to  those  who  see  it  the 
impression  that  the  goods  to  which  it  is  attached  are  of 
his  manufacture  (d).  That  this  must  necessarily  be  so, 
the  reasoning  of  the  Supreme  Court  of  Victoria,  in  Neva 


(a)  Oldham  v.  JameSf  13  Ir.  Ch. 
393 ;  14  ib.  81 ;  Blots  v.  Bloomer,  23 
Barb.  604,  R.  Cox,  200;  Samuel  v. 
Berger,  24  Barb.  163,  R.  Cox,  178 ; 
liodgert  v.  PhUp,  1  U.  8.  Pat.  Gaz. 
29 ;  In  re  ToUe,  2  ih,  416. 

(J)  LavergTie  v.  Soojper^  Ind. 
L.  R.  8  Mad.  149. 

{&)  Motley  v.  Domnman^  3  My.  & 
Cr.  1 ;  MorUon  v.  Moat^  9  Hare, 
241 ;  Flavel  v.  Harriwn^  10  Hare, 
467;  Wtuon  v.  WaHng,  15  Beav. 
151 ;  Attorney- General  v.  Sheffield 
Gas  Ckmsumiers^  Co.,  3  De  G.  M.  & 
G.  327 ;  Bwrgess  v.  Burgess,  %b,  896 ; 
Farina  v.  Gehha/rdt,  3  Eq.  Rep. 
891 ;  Chappell  v.  Sheard,  2  E.  & 
J.  117 ;  Coles  v.  Sims,  5  De  G.  M. 


&  G.  1 ;  Mruthan  v.  Bolton,  15  Ir. 
Oh.  75 ;  Hovenden  v.  Lloyd,  18  W. 
R.  1132 ;  Isaacson  v.  Thompson,  41 
L.  J.  Ch.  101 ;  EgteouH  v.  IkteouH 
Hop  Essence  Co.,  L.  R.  10  Ch.  276; 
Amoskeag  Manufacturing  Co,  v. 
Gamer,  65  Barb.  161,  R.  Cox.  541 ; 
Manhattan  Medicine  Co.  y.  Wood^ 
108  U.  S.  Rep.  218;  Marshall  v. 
PifMam,  52  Wise.  672 ;  and  other 
cases  cited  below. 

(d)  Ibrd  V.  Ibster,  L.  R.  7 
Ch.  611;  Wheeler  ^  Wilson  v. 
ShaJtespeare,  39  L.  J.  Ch.  36; 
In  re  Kuhn  ^'  Co.,  53  L.  J.  Ch. 
238;  Rodgers  v.  Philp,  1  U.  8.  Pat. 
Gaz.  29  J  iUley  v.  Child,  16  Bl.  C.  C. 
376. 
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Stearime  Co.  v.  Mowivng  (a),  appears  convincing.  "  Great 
stxess/'  said  Holroyd,  J.,  '^  has  been  laid  on  this :  that 
a  person  who  is  entitled  to  a  distinctive  trade  name  or 
rsiBik  is  said  to  have  acquired  property  in  it,  and  that  the 
property  once  acquired  cannot  be  lost.  But  what  is  the 
nature  of  the  property,  if  that  be  the  right  designation 
to  give  it  ?  It  is  that,  when  an  article  has  become  known 
to  the  public  generally  by  a  particular  name  or  mark,  no 
other  person  has  a  right  to  simulate  that  name  or  mark 
so  as  to  induce  the  pubUc  to  believe  that  his  goods  are 
the  goods  of  the  inventor.  If  that  be  the  reason,  then 
the  right,  if  It  be  acquired  in  that  way,  must  be  lost 
when  the  reason  for  it  ceases.  If  the  use  of  the  name  by 
another  person  will  no  longer  induce  that  belief,  then  the 
right  to  the  property  must  be  gone."  Thus,  in  In  re  Hyde 
&  Co.  (6),  it  was  held  that  the  words  "  Bank  of  England  " 
had  long  ceased  to  be  a  trade  mark  in  respect  of  sealing- 
wax,  by  reason  of  the  user  for  six  years  of  those  words  on 
sealing-wax  by  persons  other  than  those  who  had  originally 
adopted  it,  without  interference  by  the  latter,  and  the 
registration  of  the  lapsed  trade  mark  was  accordingly 
rescinded. 

The  principle  on  which  the  Court  allows  the  plaintiff's  Principle  of 
delay  to  be  pleaded  by  way  of  defence  is  thus  stated 
by  Wood,  V.-C.,  in  Beard  v.  Turner  (c)  :  "  By  not  com- 
plaining at  the  time  when  you  might  complain  (I  do 
not  say  that  it  is  your  intention,  we  must  judge  of  the 
intention  by  the  necessary  result),  you  are  lying  by,  the 
man  continuing  to  use  your  property,  with  the  hope  (and 
such  is  the  prayer  of  your  bill  filed  two  or  three  years 
afterwards)  of  obtaining  those  profits  which  you  stood  by 
allowing  him  to  make  under  this  designation,  without 
apprising  him  of  your  intention  to  make  any  such  use  of 

(a)  9  Vict.  L.  R.  (E.)  98.  see  ^eva  SteaHne  Co,  v.  Momling, 

fb)  7  Ch.  D.  724.  9  Vict.  L.  R.  (E.)  98. 

(e)  13  JL.  T.  N.  S.  746.    And  . 
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injunction. 


it.  On  that  ground  it  falls  within  the  principle  enunci- 
ated by  Lord  St.  Leonards  in  the  Irish  case  referred  to,  in 
which  it  is  stated  that  it  is  a  fraud  to  allow  a  plaintiff  to 
avail  himself  of  delay  to  obtain  benefit  for  himself.  Li 
that  case  you  will  not  grant  him  relief." 
On  motion  for  In  the  case  of  a  motion  for  an  injunction  "the  argu- 
ment as  to  acquiescence  is  no  doubt  very  important.  A 
short  acquiescence  may  properly  induce  the  Court  not 
to  interfere  ex  parte.  A  longer  acquiescence  may,  under 
the  circumstances,  throw  serious  doubt  upon  the  right  of 
the  plaintiff,  and  induce  the  Court  not  to  interfere  by  any 
interlocutory  order,  even  when  applied  for  on  notice  "  (a). 
And  it  is  not  sufficient  for  the  plaintiff  to  commence 
proceedings  promptly :  if  he  wishes  for  an  interlocutory 
injunction  he  must  bring  on  his  motion  at  once,  or  the 
Court  will  hold  that  he  has  shown  by  his  own  conduct 
that  he  does  not  consider  such  interference  to  be  im- 
perative (i). 

Where,  however,  the  case  has  arrived  at  the  hear- 
ing, the  degree  of  delay  or  acquiescence  must  be 
much  greater;  there  must  be  such  an  acquiescence  as 
to  amount,  not  only  to  a  positive  licence,  but  to  an 
implication  of  an  actual  grant,  before  the  parties  can 
be  for  ever  deprived  of  their  rights  (c).    In  FuUwood 


At  the  hear 
ing. 


(a)  Per  Lord  Langdale,  M.  R.,  in 
Gordon  v.  Cheltenham  Railway  Co., 
6  Beav.  233 ;  and  bee  Itaaeson  y. 
Thompton,  41  L.  J.  Ch.  101 ;  Flavel 
V.  Harrison^  10  Hare,  467 ;  Ecam 
V.  Smith,  3  Times  L.  R.  390; 
Mallan  t.  Davit,  3  Times  L.  R. 
221;  Chinn  v.  Thoma4,  6  Vict. 
L.  R.  Eq.  188 ;  Uttes  v.  Worthinffton 
(1),  23  BL  C.  C.  165.  But  compare 
the  N.  S.  W.  case  of  Beyde  v.  Witt- 
kowMH,  5  N.  S.  W.  Rep.  (B.)  74. 

(h)  Pioltford  V.  The  Grand  Jtmc^ 
tion  Bailrcay  Co.,  3  Railway  Cas.  538. 

(jo)  Pcetohingy,  Dubbim,  Kay  11 ; 
Gordon  v.  Ths  Cheltenham  RaUway 
Co.,  6  Beay.  233;  Jiodgers  y. 
Rodgeri,  31  L.  T.  N.  S.  285 ;  and 


Fee  Lazenby  y.  White,  41  L.  J.  Ch. 
364 ;  Weaver  y.  Sanitary,  ^c,  Co., 
L.  J.  N.  of  C.  1887,  p.  144  (where 
the  defendants  had  used  the  word 
for  eleven  years,  to  the  plaintiff's 
knowledge)  ;  Weaver  v.  Stiff,  L.  J. 
N.  of  C.  1887,  p.  144  (where  the 
defendants  had  so  used  the  mark 
for  ten  years);  CHUott  v.  Ester- 
brook,  47  Barb.  456 ;  R  Cox,  340; 
48  N.  Y.  374 ;  Filley  y.  Fatsett, 
44  Mo.  173,  R.  Cox,  630;  MoLeaoi 
y.  Fleming,  96  U.  S.  Rep.  245; 
Sawyer  y.  KeUogg,  7  Fed.  Rep. 
721 ;  9  ib,  601  ;  Gamble  ^7.  Stephen- 
son, 10  Mo.  App.  581;  Julian  y. 
Hflosier  Brill  Co.,  76  Ind.  408; 
Bolt  y.  Menendez,  128  U.  S.  Rep. 
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V.  FuUwood  (2)  (a),  Fry,  J.,  laid  down  that  mere  lapse  of 
time,  short  of  the  statutory  period  fixed  for  the  limitation 
of  actions,  would  not  deprive  a  plaintiff  in  an  action  for 
infringement  of  a  trade  mark,  which  is  an  action  for  the 
assertion  of  a  legal  right,  of  his  right  to  the  injunction. 
And  in  an  American  case  (6),  while  it  was  held  that  a  delay 
of  twenty-five  years  effectually  disentitled  the  plaintiffs  to 
relief  as  against  an  innocent  vendor  of  goods  falsely  marked, 
the  question  as  to  the  rights  of  a  trade-mark  owner,  after 
a  similar  delay,  against  a  guilty  manufacturer,  was  left 
open.  In  Victoria  also  it  has  been  said  that  '^in  cases 
of  fraud  a  much  longer  period  of  acquiescence  would  be 
necessary  than  where  there  was  no  fraud"  (c).  But  a 
long  delay  may  be  regarded  as  rendering  harmless  that 
which  might  at  an  earlier  period  have  been  regarded  as  a 
misrepresentation  (d). 

It  is  not  a  sufficient  answer  to  a  plea  of  delay  on  the  Bights  must 
part  of  the  plaintiff  for  the  plaintiff  to  allege  continual  defended/ 
assertions  of  his  right.  He  must  take  some  more  decided 
measures.  "What  the  plaintiffs  mainly  relied  on  was 
the  continual  claim  on  their  part,"  says  Turner,  L.  J.  («), 
''  and  no  doubt  they  have  not  ceased  to  assert  their  claim ; 
but  I  cannot  agree  to  a  doctrine  so  dangerous  as  that  the 
mere  assertion  of  a  claim,  unaccompanied  by  any  act  to 
give  effect  to  it,  can  avail  to  keep  alive  a  right  which 
would  otherwise  be  precluded  "  (/). 

But  where  a  trade  mark  has  been  infringed,  and  the  No  delay 

where  no 
182;  Zea  Y,  Deakin,  11  Biss.  23  (c)  yevaStearineCo.y.MowUnff^^j^Q^io^Q^ 

(wheretheplaintifEs  had  previously  9  Vict.  L.  B.  (E.)  98  ;  but  compare 

failed  in   England  in  an  action  In  re  Heaton,  27  Ch.  B.  670. 

afi^ainst  the  defendant's  principal) ;  (d)  MarquU  of  Londonderry  v. 

CoUint  Co,  y.  Ames  A'  Sons,  20  Bl.  RutseU,  3  Times  L.  R.  360. 

C.  C.  642 ;  Fimke  v.  JJreyfus,  34  La.  (e)  Clegg  v.  Edmonton^  8  De  GK 

Ann.  80 ;  BlackmeU  v.  MoElwee,  M.  &  Q.  810. 

100  N.  C.    160.     The  same  was  (/j)  This  dictum  was  approyed 

formerly  the  case  on  demurrer.  and  followed  by  Wood  and  Selwyn, 

(a)  9  Ch.  B.  176.  L.  J  J.,  in  Lehnumn  y.  MoArthy/r^ 

\h)  Bodgert  v.  PhUp,  1  U.  S.  Pat  L.  B.  3  Ch.  496 ;  but  see  Attorney- 

Gfius.  29 ;  and  see  Wolfe  v.  Bamett^  General  v.  Sheffield  Q<u  Contumeri 

24  La.  Ann.  97;  Sanders  y.  Jacoh^  Co,,  3  De  G.  M.  &  G.  827;  and 

20  Mo.  App.  96.  Kinahan  v.  BoWm,  15  Jr.  Ch.  75, 
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Delaj  by 
retiring- 
partner. 


Delay  for 
purpose  of 
seoaring 
eyidence. 


owner  has  not  been  aware  that  this  has  been  the  case,  he 
has  been  goilty  of  no  delay  in  taking  ne  steps  to  put  an 
end  to  the  fraad,  and  he  will,  therefore,  not  be  deprived  of 
his  rights  by  reason  of  his  having  taken  no  proceedings 
while  he  wa^  ignorant  of  the  infringement  (a).  Hence, 
where  a  defence  of  delay  is  set  up,  the  evidence  mast  go  to 
show,  not  merely  that  the  plaintiff  might  have  been  aware 
of  the  infringement  which  was  going  on,  bat  that  he 
actaally  was  so,  and  that  it  was  with  such  knowledge  that 
he  remained  quiescent  (6). 

It  has  been  held  in  America  that  if  a  member  of  a 
partnership  retires  therefrom  without  setting  up  any 
claim  to  an  interest  in  the  trade  mark,  and  makes  no 
objection  to  its  being  used  by  the  continuing  partner, 
he  must  be  taken  to  acquiesce  in  its  being  appropriated 
by  the  latter  (c) ;  but  that  if,  on  the  other  hand,  a 
partner  submits  to  the  appropriation  of  the  firm  trade 
mark  by  his  partner,  at  a  time  when  he  is,  in  a  measure, 
in  the  latter*s  power,  by  reason  of  the  latter  being  in  sole 
possession  of  an  important  secret  used  in  the  business, 
he  will  be  held  not  to  have  lost  his  right  (d) ;  and  that  a 
continued  user  of  the  mark  by  the  retiring  partner,  even 
on  a  spurious  article,  is  evidence  that  he  does  not  intend 
to  give  up  his  rights  therein  (e). 

Inasmuch  as  in  a  case  where  no  proof  of  actual  decep^ 
tion  is  produced,  the  Court  has  to  try  a  hypothetical  case, 
turning  on  the  probabilities  of  deception,  as  to  which 
witnesses  could  probably  be  brought  for¥rard  by  both  sides, 


(a)  Weldon  v.  Dicki,  10  Ch.  D. 
247  ;  In  re  Farina  (2),  27  W.  R. 
466 ;  Mou$on  4*  Co,  v.  Boehm,  26 
Ch.  D.  898;  Apollinaris  Co.  y. 
Herrfeldt,  4  P.  B.  478 ;  WiUiafM 
y.  Adanu^  8  Biss.  462 ;  Sawyer  y. 
KeUogg,  7  Fed.  Bep.  721,  9  t*. 
601 ;  Celluloid  Manifaeturing  Co, 
y.  Cellonite  Manvfaeturing  Co,  82 
Fed.  Bep.  94.  Compai-e  In  re 
Heaton,  27  Ch.  D.  670.'> 


(h)  SiegeH  y.  ISindlaUr,  26  W.  B. 
462. 

(0)  £idd  ^  Co,  y.  MUU,  Johnton 
^  Co,,  6  U.  8.  Pat.  Qaz.  337 ;  8imp- 
ion  y.  Wright  (1),  16  ib,  248; 
Holt  y.  Menendez,  128  U.  8.  Bep. 
182. 

(4)  Weiton  y.  KetcJiam  (1),  39 
N.  Y.  Saper.  Ct.  54. 

(0)  Wright  y.  Simjmn^  15  U.  8. 
Pat.  Gac  968. 
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a  person  who  believes  others  to  be  infringing  his  trade 
mark  is  entitled*  to  wait  until  he  can  collect;  a  suiScient 
number  of  cases  to  prove  to  the  Court  that  the  proceedings 
of  which  he  complains  do  actually  deceive*  the  public ; 
and  his  right  to  protection  is  not  gone  by  reason  of  such 
delay  (a).  It  seems  that  in  Badgers  v.  Badgers  (6),  and 
Estcaurt  v.  Estcaurt  Hop  Essence  Co.  (c),  the  delay  would 
have  been  condoned  had  it  resulted  in  the  production  of 
satis&ctory  evidence  of  deception,.  On  the  other  hand, 
where  a  plaintiff  delayed  his  motion  until  December, 
having  been  in  possession  of  sufficient  evidence  in  May, 
the  delay  was  fatal  to  the  motion  (cQ. 

Where  an  injunction  has  been  granted  by  the  Court,  Delay  in 
there  must,  in  order  to  deprive  the  party  who  has  obtained  J^ion  to 
the  injunction  of  his  right  to  move  for  committal  upon  the  conunit 
breach  of  it,  be  a  case  made  out  almost  amounting,  to  such 
a  licence  to  the  party  enjoined  to  do  the  act  enjoined 
against  as  would  entitle  him  to  maintain  an  action  against 
others  for  doing  that  act  («). 

Even  if  the  delay  has  not  been  such  as  to  disentitle  indulgence  to 
the  plaintiff  to  his  injunction,  it  may  yet  obtain  some  pfafnt^***' 
indulgence  for  the  defendant ;  as,  for  instance,  the  pei;-  having 
mission  to  dispose  of  the  wares  on  which  he  expended  ^  ^^ 
money  in  consequence  of  the  plaintiff's  delay  (/). 

Or,  the  injunction  may  be  granted  and  the  account  of  Account  or 
profits  or  damages,  by  which  it  is  usually  accompanied,  with^ld. 
withheld  (gr). 


(a)  Lee  v.  Haley,  L.  R.  6  Ch.  166 ; 
Cave  y.  Myert,  Dig.  304. 

(h)  31  L.  T.  N.  8.  285. 

(tf)  L.  R.  10  Ch.  276. 

{d)  Isaaeioji  y.  Thompion,  41 
L.  J.  Ch.  101. 

(e)  Per  Turner,  L.  J.,  in  Rodgerg 
V.  NowUl,  3  De  G.  M.  &  G.  614. 
In  Cartter  v.  May,  Dig.  200,  a 
delay  of  eighteen  months  was  one 
of  the  grounds  on  which  the  motion 
to  commit  was  refused. 

(/)  Clowet  V.  Hogg,  W.  N.  1870 


p.  268 ;  8. 0.  on  appeal,  W.  N.  1871, 
p.  40 ;  Anglo-Swiss  Cmidensed  Milk 
Co,  y.  Swiss  Condensed  Milk  Co,, 
W.  N.  1871,  p.  163. 

(g)  Harrison  y.  Taylor,  11  Jur. 
K.  8.  408  'f  Amoskeag  Manufao- 
turing  Co,  y.  Gamer  (2),  54  How. 
Pr.  298;  McLean  y.  Fleming,  96 
U.  8.  Rep.  245 ;  Carver  v.  Bowker, 
Dig.  581 ;  Holt  y.  Menendez,  128 
U.  S.  Rep.  182 ;  Low  y.  Fells,  35 
Fed.  Rep.  361 ;  and  see  Beard  y. 
Turner,  IS  L,'T,%B,7i6, 
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Costs  not 
given. 


Lastly,  the  delay  of  the  plaintiflF  may  be  punished  by 
his  being  left  to  pay  his  own  costs,  though  successful  in 
his  main  contention  (a).  On  the  other  hand,  a  defendant 
who  has  only  defeated  the  plaintiffs  claim  by  pleading  the 
latter's  delay,  may  fail  to  obtain  thereby  the  costs  of  the 
proceedings  occasioned  by  his  own  fraud  (6). 


8.  riaintifTs 
misrepresen- 
tation. 


8.  Plaintiff's  Misrepresentation, 

"  The  administration  of  Equity  is  founded  on  perfect 
truth  "  (c),  and  "  when  the  owner  of  a  trade  mark  applies 
for  an  injunction  to  restrain  the  defendant  from  injuring 
his  property  by  making  false  representations  to  the  public, 
it  is  essential  that  the  plaintiff  should  not,  in  his  trade 
mark,  or  in  the  business  connected  with  it,  be  himself 
guilty  of  any  false  or  misleading  representation ;  for  if  the 
plaintiff  makes  any  material  false  statement  in  connection 
with  the  property  which  he  seeks  to  protect,  he  loses, 
and  very  justly,  his  right  to  claim  the  assistance  of 
a  Court  of  Equity.  He  must  come  there  with  clean 
hands  "  (ci). 

It  is  impossible  to  define  what  misrepresentation  will 
disentitle  the  plaintiff  to  relief ;  all  that  can  be  said  is, 


(a)  See  MUliiiffton  v.  Fow^  3  Mj. 
&  Cr.  338 ;  Beard  v.  Tv/mer,  13  L.  T. 
N.  S.  746 ;  Day  v.  Nedle,  V.  C.  B., 
May  24th,  1881 ;  PerJts  v.  Hall  ^ 
Co,,  W.  N.  1881,  p.  Ill ;  In  re 
Kuhn  ^  Co,,  63  L.  J.  Ch.  238; 
Amoskeag  Mawafaeturing  Co,  v. 
Gamer  (2),  54  How.  Pr.  298. 

(J)  Hjodgert  v.  Rodgerty  31  L.  T. 
N.  8.  285. 

(o)  Per  Lord  Romilly,  M.  R.,  in 
Coch9  y.  Chandler,  L.  B.  11  Eq. 
446. 

(i)  Per  Lord  Westbury,  C,  in 
Leather  Cloth  Co.  v.  American 
Leather  Cloth  Co,,  4  De  G.  J.  &  S. 
137 ;  and  see  EdeUten  v.  Vick,  11 
Hare,  78  ;  Post  v.  Mar$h,  16  Ch.  D. 
395;  Talbot  v.  Judges,  3  Times 
L.  R.  398;  Fetridge  v.  WelU,  13 
How.  Pr.  385,  R.  Cox,  180 ;  Palmer 


V.  Harris,  60  Penn.  156,  R  Cox, 
623  ;  Laird  v.  Wilder,  9  Bush,  131, 
15  Amer.  Bep.  707 ;  W(^e  v.  Bwrke, 
56  N.  Y.  115 ;  Consolidated  FrtM 
Jar  Co,  V.  Dorflinger,  6  Am.  L.  T. 
N.  S.  611 ;  Manhattan  Medicine 
Co.  V.  Wood,  108  U.  S.  Bep. 
218 ;  Seabury  v.  Chosvenor,  14 
Bl  C.  C.  262 ;  Helmbold  v.  Helm- 
hold  Manufacturing  Co.,  63  How. 
Pr.  453 ;  Connell  v.  Reed,  128  Mass. 
477 ;  Burton  v.  Stratton,  12  Fed. 
Rep.  696  ;  MoNair  v.  Cleai>e,  10 
Phila.  156 ;  Koehler  y.  Sanders, 
65  N.  Y.  Sop.  Ct.  48;  Wolfe  y. 
Lang  ^  Co.,  13  Vict.  L.  R.  752. 
Woi^s  which  would  be  disentitled 
to  protection  in  a  court  of  justice 
by  reason  of  their  being  calculated 
to  deceive,  are  not  to  be  registered 
under  the  Patents  Act,  1883,  §  73. 
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that  '^he  that  hath  committed  iniquity  shall  not  have 
equity  "  (a). 

According  to  the  American  decisions  (6),  if  it  is  proved  Trade  mark 
that  a  plaintiff  adopted  his  trade  mark  while  an  identical  adopted. 
or  similar  trade  mark  was  in  nse  by  another  firm,  he  will 
himself  be  held  to  have  acted  wrongfully,  and  the  trade 
mark  so  adopted  will  be  refused  protection. 

The  trade  marks,  labels,  &c.,  of  the  plaintiff,  who  is  Misstate- 
complaining  of  fraud  on  the  part  of  another,  may  them-  i^^pi^tlffa 
selves  contain  statements  calculated  to  mislead  and  defraud  marks. 
the  public,  who  are  induced  by  such  statements  to  buy 
goods  which  otherwise  they  would  not  buy.    Thus,  in 
Pidding  v.  How  (c),   the  plaintiff  sold  tea  which  he 
termed  "Howqua's  Mixture,"  and  which  he  put  up  in 
packets  labelled  with  extravagant  and  &lse  statements 
as  to  its  origin   and  quality.     Shad  well,  V.-C.   of  E., 
declined  to  protect  the  plaintiff  until  he  had  established 
his  title  in  a  Court  of  Law,  saying  that  it  was  a  clear  rule 
laid  down  by  Courts  of  Equity  not  to  extend  their  protec- 
tion to  persons  whose  case  was  not  founded  in  truth. 

In  Perry  v.  Traefitt  (d),  the  plaintiff  sold  "  Perry's  Perfy  v. 
Medicated  Mexican  Balm,"  the  secret  of  which  he  had  '^ 
bought  from  a  Mr.  Leathart  On  his  show-cards  he 
falsely  stated  that  the  hair-mixture  in  question  was  made 
from  a  recipe  of  Yon  Blumenbach,  and  he  also  alleged 
in  the  same  way  that  it  was  compounded  from  Mexican 
plants,  which  was  not  in  the  least  borne  out  by  evidence 
at  the  triaL  Lord  Langdale,  M.  E.,  agreeing  with  the 
observations  of  the  Vice-Chancellor  of  England  in  Pidd/i/ng 
V.  How  (c),  did  not  think  it  a  favourable  case  for  the 
interposition  of  the  Court,  and  ordered  the  matter  to 
stand  over,  with  liberty  to  bring  an  action. 

(a)  Palmer  v.  Ha/rrU^  60  Penn.  v.    Ouggenheimer^   67    Md.    642 ; 

St.  156,  R.  Cox,  623.      See  Btack-  Lamrence   Manufaetwring   Co,  v. 

well  y.  Armutead,  5  Am,  L.  T.  Tenneuee  Manu/eieturing  Co,,  31 

86.  •  Fed.  Rep.  776. 

(h)  aBowrke   v.    Central    aty  (jd)  8  Sim.  477. 

Soap  Co,,  26  Fed.  Bep.  576 ;  Parlett  (d)  6  Beay.  66. 
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Leather  Cloth     lu  Leather    Cloth    Co.    V.    American  Leather  Cloth 
«w.       Q^^  ^^^^  ^YiQ  House  of  Lords  sustained  the  judgment 

of  Lord  Westburj)  C.  (6),  and  declined  to  protect  the 
plaintiffs,  who  used  a  label  or  advertisement  containing 
false  statements  as  to  the  character  and  manufacture  of 
their  goods.  Lord  Westbury,  C.  (6),  remarked,  that  he 
''  could  not  receive  it  as  a  rule  either  of  morality  or  of 
equity,  that  the  plaintiffs  were  not  answerable  for  a  fraud 
because  it  might  be  so  gross  and  palpable  that  no  one  was 
likely  to  be  deceived  by  it.  If  there  was  a  wilfully  false 
statement,  he  would  not  stop  to  inquire  whether  it  was 
too  gross  to  mislead." 
Cases  in  The  tobacco  trade  has  been  fruitful  in  cases  of  this 

^^  description.  Thus,  in  Wood  v.  Lamhert  (c),  John  Wood 
&  Son  of  London  sold  their  English-made  cigarettes 
sometimes  in  boxes  labelled  '^  cigarettes  of  the  finest 
selected  Turkish  tobacco,  manu£eu;tured  by  Jancal  Tachta, 
Constantinople,"  sometimes  in  boxes  labelled  "  St.  Peters- 
burg— P.  Mavrogordato  &  Co.^-cigarettes";  and  it  was 
held  that  the  word  ''  Eton,"  which  had  been  used  upon 
the  boxes  so  labelled,  was  disentitled  alike  to  registration 
and  protection.  So  in  Newman  v.  Pinto  (d),  where  the 
plaintiff  sold  cigars  in  boxes  branded  with  the  Spanish 
words  "La  Pureza — Habana — Kamon  Bomnedo,"  and 
bearing  labels  on  which  appeared  the  words  "  La  Pureza," 
the  written  signature  of  Bamon  Bomnedo  (who  was  in 
fact  a  non-existent  personage),  and  the  arms  of  Spain 
and  Havannah,  and  it  was  proved  that  the  cigars,  though 
made  of  Havannah  tobacco,  were  imported  from  Bremen, 
and  no  evidence  was  given  by  the  plaintiff  as  to  the 
actual  place  of  manufacture,  it  was  held  that  the  get-up 
of  the  goods  was  such  as  to  represent  that  the  cigars 
were  manufactured  in  Havannah  by  Bamon  Bomnedo, 
and  that  the  plaintiff,  ha\dng  failed  to  prove  that  this 

(a)  11  H.  L.  C.  523.  (o)  32  Ch.  D.  247. 

(J)  4  De  G.  J.  &  8.  137.  (d)  57  L.  T.  N.  S.  31. 
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representation  was  true,  he  was  disentitled  to  sue  in 
respect  of  his  label^  which  was  only  used  as  part  of  the 
fraudulent  get-up,  which  Bowen,  L.  J.,  described  as  "  an 
elaborate  concatenation  of  pictorial  lies."  In  the  United 
States  also  (a),  and  in  Canada  (6),  labels  used  so  as 
to  represent  that  cigars  not  of  Cuban  manufEicture  were 
Cuban  have  been  refused  protection.  And  in  a  New 
South  Wales  case  (o),  where  the  defendant  had  been 
guilty  of  a  similar  misrepresentation,  the  judge  not  only 
granted  an  injunction  at  the  instance  of  a  trader  whose 
mark  had  been  pirated,  but  directed  criminal  proceedings 
for  the  fraud  to  be  taken  against  the  defendant. 

In  short,  the  Court  will  not  protect  a  trade  mark,  label,  PofBng. 
&c.,  which  contains,  or  has  attached  to  it,  a  serious 
misstatement  calculated  to  deceive  (d).  Mere  puffing, 
however,  or  exaggerated  statements  as  to  the  value,  &c., 
of  patent  medicines,  and  similar  preparations,  will  not 
disentitle  their  owners,  since  every  one  knows  how  to 
estimate  the  value  of  such  statements  correctly  (e).  Thus, 
in  HoUoway  v.  HoUoway  (/),  the  assumption  of  the  title 
of  "  Professor  "  was  disregarded ;  in  Metzler  v.  Wood  (g) 
it  was  held  that  the  plaintiffs  were  not  disentitled  either 
by  a  representation  that  the  publication  was  the  600th 
edition  of  the  work,  it  being  shown  to  be  a  trade  custom 
to  call  250  copies  an  edition ;  or  by  a  statement  that  the 


(a)  Palmar  v.  ffarrii,  60  Penn. 
8t.  156  ;  Schumacher  Jf'  Ettlinger  v. 
Sekmenke  (2),  86  U.  8.  Tat.  Gaz.  457. 

(b)  Ldbbatt  v.  Trester,  2  St.  Dig. 
726. 

{0)  HeydeY.  WitthmM.b'S,  S.  W. 
Rep.  (E.)  74. 

{S)  In  Raggett  y.  Fijidlaeer,  Tj.  B. 
17  £q.  29,  costs  were  given  against 
the  plaintiff  mainly  on  account  of 
a  nusstatement  by  him. 

(e)  HoUoway  v.  Hollona/y^  13 
Beav.  209 ;  Com$tock  v.  White,  18 
How.  Pr.  421,  R.  Cox,  232 ;  Smith 
V.  Woodruff,  48  Barb.  438,  R.  Cox, 
373.    In  America  puffing  has  fre* 


quently  been  treated  somewhat 
more  severely :  Fowle  v.  Spea/r,  7 
Penn.  L.  J.  176,  R.  Cox,  67 ;  Heath 
V.  Wright,  3  Wall  Jr.  1,  R.  Cox,  164; 
Ibtridge  v.  Wells,  13  How.  Pr.  386, 
R.  Cox,  180  ;  Fetridge  v.  Merchant, 
4  Abb.  Pr.  156,  R.  Cox,  194 ;  Hohbi 
v.  Franqais,  19  How.  Pr.  667,  R. 
Cox,  287;  Phalon  v.  Wright,  6 
Phila.  464.  R.  Cox,  307 ;  Laird  v. 
Wilder,  9  Bnsh,  131 ;  15  Amer.  Rep. 
707;  Wolfe  v.  Burke,  56  N.  Y.  115. 
But  see  MIU  v.  Zeilen  4'  Co.,  42 
Ga.  91. 

(/)  13  Beav.  209. 

{g)   8  Ch,  D.  606. 
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work  was  specially  revised  by  the  author,  the  fact  being 
that  a  previous  edition  which  the  present  one  followed  had 
been  so  revised.  In  Hogg  v.  Kirby  (a),  the  defendant, 
who  had  brought  out  what  he  intended  to  be  taken  for 
a  continuation  of  the  plaintiff's  magazine,  set  up  in  his 
defence  the  &ct  that  the  plaintiff's  magazine  untruly 
professed  to  be  by  "William  Granger,  Esq."  Lord  Eldon 
granted  the  Injunction ;  and  it  is  certainly  improbable  that 
any  one  could  be  injured  by  the  use  of  a  name  previously 
unknown  (6). 
Mclachrino  v.  Again,  in  M.  Meldchrino  &  Co.  v.  R.  Melachrino  & 
MelaehHno,     ^^  ^^^^  ^^  ^^  ^^^^  ^^^^  ^^^  plaintiffs  were  not  disentitled, 

either  because  they  placed  the  word  "  registered "  on 
their  trade  mark  as  used,  though  it  differed  from  the 
registered  trade  mark  in  having  what  were  blank  spaces 
in  the  latter  filled  in  with  coats-of-arms,  nor  because  they 
sold  their  cigarettes  as  "  Egyptian  cigarettes,"  whereas  on 
one  occasion  they  had  re-made  in  England  with  Egyptian 
tobacco  a  small  quantity  of  cigarettes  which  had  been 
damaged  on  the  voyage  from  Egypt  to  England.  And  it 
has  been  held  in  America  that  the  use  of  the  word  "  im- 
ported" in  connection  with  goods  of  home-manufacture  does 
not  disentitle  the  plaintiff,  if  the  word  is  used  without 
intention  to  deceive  and  does  not  produce  that  effect  (d). 
False  state-  If  the  misrepresentation  is  in  other  respects  such  as  to 
foreign  disentitle,  the  fact  of  its  being  made  in  a  foreign  language 

language,       ^j^^g  ^^^  necessarily  save  the  plaintiff  from  losing  the 
rights  which  he  would  have  had  if  no  such  statements 
had  been  made  (e). 
Use  of  prede-      The  use  of  the  name  of  his  predecessor  by  one  who  has 
cesser's  name,  succeeded  him  in  business,  when  such  use  will  not  lead 
to  any  other  supposition  than  that  the  business  is  the 

(a)  8  Ves.  216.  (c)  Chitty,  J.,  May  27th,  18S8. 

(b)  And  see  Dale  v.  Smith  son,  (d)  Funks  v.  Dreyfus^  34  La, 
12  Abb.    Pr.   237,    R.    Cox,  282;      Ann.  80. 

Meriden  Britannia  Co*  v.  ParJter,  (e)  Palmer  v.  Jfarris,  60  Penn. 

39  Conn.  4C0, 12  Amer.  Bep.  401.         8t.  156  ;  R.  Cox,  523. 
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same  (a),  or  the  nse  of  his  own  name,  without  more,  by 
one  whose  name  happens  to  be  the  same  as  that  of 
another  manufacturer  (6),  is  not  such  a  misrepresentation 
as  to  disentitle  such  a  person  to  relief  against  fraud.  But 
where  a  trader  has  been  in  the  habit  of  labelling  his 
goods  {e.g,  a  particular  medicine)  with  statements  which 
refer  to  himself  personally,  and  his  successor  in  business 
continues  to  use  the  same  statements,  ^'  a  Court  of  Equity 
will  extend  no  aid  to  sustain  a  claim  to  a  trade  mark  of 
an  article  which  is  put  forth  with  a  misrepresentation  to 
the  public  as  to  the  manufacturer  of  the  article,  and  as 
to  the  place  where  it  is  manufactured,  both  of  which 
particulars  were  originally  circumstances  to  guide  the 
purchaser  of  the  medicine  "  (c). 

'Collateral  misrepresentations  made  by  the  plaintiff,  as,  Collateral 
for  instance,  in  an  advertisement  in  the  newspapers,  do  ^SaSons. 
not  necessarily  disentitle   him  to  protection   {d).    Nor 
do  misstatements  of  so  trifling  a  character  as  not  to 
mislead  purchasers  (a),  or  statements  not  made  till  after 
the  institution  of  the  action  (6). 

It  is  not  the  province  of  the  Court,  however,  to  protect  Fraudulent 
speculations  which  aim  at  inducing  the  public  to  buy  *^°      ^^^ 


(a)  Leather  Cloth  Cojf  case,  1  H. 
&  M.  271 ;  4  De  G.  J.  &  8.  137  ;  11 
H.  L.  C.  523  ;  Chttrion  v.  Dovglas^ 
Johns.  174 ;  HutUon  v.  Osborne^  39 
L.  J.  Ch.  79 ;  Mastam  v.  Tharley'g 
CaUU  Food  Co.,  14  Cb.  D.  748 ; 
ISdton  V.  Sellers^  4  Brews.  42; 
Pepper  v.  Lahrot,  8  Fed.  Rep.  29 ; 
SocUtS^  Jfc,  de  la  Benedictine  v. 
MiealovUeh,  36  Alb.  L.  J.  364. 
But  see  Sherwood  v.  Andrews,  3 
Am.  L.  Reg.  N.  S.  588  ;  Partridge 
V.  Menok,  2  Sandf.  Ch.  622  ;  Car^ 
miehel  v.  Latimer,  11  R.  I.  395; 
HortonManvfactwringCo.Y,  Horton 
Manufacturing  ^.,18  Fed.  Rep.  816. 

(V)  Holloway  v.  Hollotcay,  13 
Beav.  209;  Burgess  v.  Burgess,  3 
De  G.  M.  &  G.  896;  Turton  v. 
Turton,  42  Ch.  D.  128;  Tussaud 
T.  Tussaud,  38  W.  R.  503. 


(e)  Per  U.  8.  Supreme  Court  in 
Manhattan  Medicine  Co.  v.  Wood, 
108  U.  8.  Rep.  218.  And  see 
Hazard  v.  Caswell,  93  N.  Y.  259 ; 
Siegert  v.  AbboU,  61  Md.  276; 
Stachelberg  y.  Ponce,  23  Fed.  Rep. 
430. 

(d)  Cwrtis  V.  Bryan,  2  Daly, 
212,  R.  Cox,  434 ;  and  see  Ford  v. 
Foster,  lu  R.  7Ch.  611. 

ie)  SiegeH  v.  Findlater,  7  Ch.  D. 
801 .  (But  this  case  was  questioned 
in  Siegert  v.  Abbott,  61  Md.  276.) 
Alexander  v.  Morse,  14  R.  I.  153 ; 
Moxie  Nerve  Food  Co.  y.  Bawmhach, 
32  Fed.  Rep.  205.  Thus,  in  Black- 
well  V.  Armistead,  5  Am.  L.  T.  85, 
a  misstatement  as  to  the  date  of 
commencement  of  the  business, 
made  in  bond-fide  error  by  a  junior 
partner,  was  condoned. 
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Boggy, 
Mawwelh 


one  thing  when  they  think  they  are  baying  another; 
and  therefore,  where  both  plaintiffs  and  defendant  were 
engaged  in  speculations  of  that  character,  although  the 
Court  refused,  on  the  ground  of  the  plaintiffs'  delay,  to 
grant  the  injunction  they  prayed,  it  declined  to  give 
costs  to  the  defendant,  who  was  in  pa/ri  delicto  (a). 
And  on  similar  grounds  relief  will  be  refused  to  a  plaintiff 
who  has  used  his  trade  mark  on  goods  of  inferior  quality 
to  those  with  which  the  mark  has  become  associated  (6), 
or  who  has  used  the  mark  beyond  the  limits  to  which  he 
was  confined  on  the  assignment  of  it  to  him  (6),  or  who 
adopted  it  in  infringement  of  the  rights  of  another  (c). 

In  Hogg  v.  Maxmell  (d)  the  plaintiff  registered,  under 
the  Copyright  Acts,  the  title  of  an  intended  magazine  in 
1863,  but  did  not  bring  out  the  work.  In  June  1866 
the  defendant  registered  the  same  name.  The  plaintiff 
discovered  this  in  August.  He  then  hastened  on  his  own 
publication,  which  was  first  announced  on  September  24th, 
and  published  next  day.  In  the  meantime  the  plaintiff 
had,  on  the  19th,  undertaken  to  advertise  the  defendant's 
intended  magazine,  but  retracted  the  undertaking,  and 
gave  the  defendant  notice  of  his  claim  to  the  title  on 
the  25th.  Proceedings  were  taken  by  both  parties  with 
a  view  to  an  injunction,  which  was  refused  in  both  cases, 
the  Court  being  of  opinion,  in  Hogg  v.  MdxweUy  that  the 
plaintiff  had  got  beforehand  by  improper  means,  which 
disentitled  him  to  relief. 


(d)  Egtoaurt  v.  Estoourt  Hop 
EueJioe  Co.y  L.  R.  10  Ch.  276  ;  and 
pee  In  re  Satmion  4'  Co.^  Dig.  626  ; 
Newman  v.  Pinto,  57  L.  T.  N.  B.  31 ; 
Samuel  v.  Bergcr^  24  Barb.  163, 
R.  Cox,  178 ;  Blou  v.  Bloomer,  23 
Barb.  604,  R.  Cox,  200;  In  re 
American  Sardine  Co.,  3  U.  S.  Pat. 
Gaz.  495 ;  In  re  Dole  Bros.,  12  ib, 
939 ;  In  re  Warburg  ^J-  Co.,  13  ib. 
44 ;  Bx  parte  Ma/nching  ^  Co.,  15 
ib.  294 ;  Bx  parte  Knapp,  16  t^. 
818 ;  FavrbankM  v.  Jacobus,  14  BL 


C.  C.  337,  with  which  compare 
In  re  6freen,  8  U.  S.  Pat.  Gaz. 
729. 

(b)  Manhattan  Medicine  Co,  v. 
Wood,  108  U.  S.  Rep.  218. 

(c)  CBourke  v.  Central  City 
Soap  Co.,  26  Fed.  Rep.  576 ;  Parlett 
V.  Guggenheimer,  67  Md.  542 ; 
Lawrence  Mani^acturing  Co.  v. 
Tennessee  Manirfacturing  Co.,  31 
Fed.  Rep.  776.  And  see  In  re 
Beaton,  27  Ch.  D.  670. 

(d)  L.  R.  2  Ch.  316. 
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The  Court  will  not  protect  persons  in  carrying  on  a  Short  weight 
trade  in  which  short  measure  is  given  systematically  and 
knowingly  (a).  And  in  HevurieMy  v.  Wheeler  (6),  the  New 
York  Court  of  Common  Pleas  refused  relief  to  brandy 
merchants  who  sold  their  brandy  in  bottles  containing 
quarts  and  pints  of  nominal  measure,  but  really  consider- 
ably less.  But  this  decision  was  reversed  on  appeal,  on 
the  ground  that  the  bottles  were  not  bought  on  the  faith 
of  their  containing  any  particular  quantity  of  brandy,  and 
that  no  one  was  proved  to  have  been  deceived  or  was 
likely  to  be  so.  Similarly,  where  the  plaintiff  admitted 
that  his  medical  preparation  was  ^^sold  only  in  quart 
bottles,"  and  the  bottles,  though  such  as  were  commonly 
known  in  the  trade  as  quart  bottles,  really  contained 
substantially  less,  it  was  held  that  the  misstatement 
was  not  such  as  to  deprive  the  plaintiff  of  his  right  to 
protection  (c). 

9.  Word  "  Patent "  improperly  used  by  Plaintiff. 

"  It  is  impossible  not  to  see,"  says  Mellish,  L.  J.,  "  that  9.  Improper 
persons  do  try  to  use  their  right  in  trade  marks  ^0^,^^^^^?"^ 
the  purpose  of  getting  a  monopoly  in  particular  articles, 
just  as  if  they  had  a  patent  for  the  goods  which  they 
manufacture "  (d).  A  special  form  of  misrepresentation 
consists  in  the  use  by  persons  in  their  trade  marks  of 
words  inducing  the  belief  that  they  have  a  patent  for 
the  articles  to  which  those  trade  marks  are  affixed;  and 
the  tendency  which  the  use  of  such  words  has  to  procure 
for  the  persons  using  them  an  unfair  monopoly,  or  to 
prolong  a  monopoly  granted  only  for  a  limited  time, 
causes  it  to  be  regarded  with  special  disfavour.  The 
importance   of   the    point  is   forcibly  pointed    out    by 

(fl)  See  per  Giffard,  L.  J.,  in  (p)  Alexander  v.  Aforse,  14  R.  L 

Zee  V.  Ifaley,  L.  R.  5  Ch.  165.  163. 

(*)  61  How.  Pr.  467;  69  N.  Y.  {d)  Singer  Mamfacturina  Co,  v.* 

271.  WUion,  2  Ch.  D.  434-66. 
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Wood,  V.-C,  in  Morgan  v.  McAdam  (a).  He  says: 
"All  those  who  are  induced  to  buy  these  crucibles 
thus  described  as  ^  Patent  Plumbago  Crucibles/  are  to  a 
certain  extent  deceived,  because  they  are  led  to  believe 
that  the  article  is  protected  by  a  patent,  and  thus  may 
be  induced  to  purchase  it  from  the  plaintififs,  under  the 
belief  that  there  is  a  patent,  and  that  the  plaintiffs,  or  at 
least  some  limited  number  of  persons,  are  the  only  persons 
authorised  to  sell  it ;  and  further,  they  are  led  to  believe 
that  if  they  should  be  minded  to  set  up  any  manu- 
factory of  the  same  kind  for  themselves,  they  would 
be  unable  to  do  so  in  consequence  of  the  plaintiffs  being 
the  possessors,  either  by  way  of  licence  or  ownership,  of 
a  patent  preventing  the  world  at  large  from  imitating 
the  article  which  is  sold  by  them  under  this  particular 
designation  *'  (6). 
Plaintiff  Where,  therefore,  the  plaintiff  has  used  in  his  trade 

mark  the  word  "  patent,"  or  words  to  that  effect,  although, 
in  point  of  fact,  he  has  never  had  a  patent  for  the  goods 
to  which  the  mark  is  applied,  the  Court  will  refuse  to 
extend  to  him  the  protection  which  he  has  forfeited. 
Previously  to  Sir  John  Holt's  Act  (c),  liberty  was  given 
to  the  plaintiff  to  bring  an  action  at  law  (d) ;  but  since 
then  the  action  has  been  simply  dismissed,  with  or 
without  costs  (e).  And  the  course  would  be  the  same  if 
the  words  were  first  inserted  in  the  trade  mark  after  the 
expiration  of  a  patent  which  had  existed  (/).    In  Sykea  v. 

(a)  36  L.  J.  Ch.  228.  119,  R.  Cox,  175,  the  Court  of  C.  P. 

(b)  And  see  per  the  same  learned  of  New  York  refused  to  recognise 
jadge,  in  Flavel  v.  Harritonf  10  this  as  a  defence;  but  the  word 
Hare,  467.  "patent  "has  been  refused  registra- 

{o)  25  k,  26  Vict.  c.  27.  tion  in  America  in  connection  with 

Id)    Flavel    v.    Harriton^   uhi  an  article  made  under  an  expired 

iuprd,  467.  patent  (Tn  re  RWiardson,  3  U.  S. 

(e)  Morgan  y.  Me  Adam,  36  L.  J.  Pat.  Gaz.  120),  and  in  In  re  Contolu 

Ch.   228 ;  Lamphugh  v.  Balmer,  dated  Fruit  Jar  Co.,  14  ih.  269,  the 

W.  N.  1867,  p.  293 ;  Leather  Cloth  name  of  a  patentee  was  refused 

Co,  y.  Loriont,  L.  R  9  Eq.  352;  registration.     But  see  Ex  parte 

Nixey  y.  Roffey,  W.  N.  1870,  p.  227 ;  Comolidated  FruU  Jar  Co.,  16  ib, 

and  see  Ford  v.  Fbtter,  L.  R.  7  Ch.  673. 

611.  In  Stewart  v.  S/nUhsan,  1  Hilt.  (/)  EdeUten  y.  Tick,  11  Hare,  78. 
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Sykes  (a),  a  patent  had  been  taken  oat  by  the  plaintiff's 
father.  That  patent  was  held  to  be  invalid,  on  account 
of  a  defect  in  the  specification,  bnt  the  use  of  the  word 
'^  patent "  was  not  held  to  disqualify  the  plaintiff  from 
recovering  at  law.  The  question  does  not  seem,  however, 
to  have  been  fidrly  raised  in  that  early  case,  and  it  has 
been  held  in  America  that  marks  containing  a  reference 
to  a  patent  declared  to  be  invalid  could  not  be  protected 
by  injunction  (6). 

There  has  been  some  apparent  difference  of  opinion  in  Retention  of 
regard  to  the  case  in  which  the  word  "  patent "  has  been  7xi]^^n  ^f 
inserted  in  the  trade  mark  while  the  article  was  still  patent 
patented,  and  has  been  retained  there  after  the  patent 
has  run  out.  In  such  a  case  (c).  Wood,  V.-G.,  held 
that  the  plaintiffs  were  entitled  to  recover,  the  blocks 
for  the  labels  having  been  made  during  the  existence  of 
the  patent,  when  the  representation  was  perfectly  true. 
Lord  Kingsdown,  in  discussing  this  judgment  (d),  said 
that  he  agreed  with  it  if  the  .word  "  patent "  were  only 
used  as  part  of  the  designation  of  an  article,  but  that  he 
could  not  do  so  if  the  trade  mark  represented  the  article 
as  protected  by  an  existing  patent.  In  a  subsequent 
case  (e)y  the  Vice-chancellor  explained  his  meaning  as 
being  in  harmony  with  that  of  liOrd  Kingsdown.  ^^  If 
originally  you  have  a  patent,  and  the  article  is  in  the 
market  as  a  patent  article,  and  you  stamp  all  your  goods 
which  are  sent  out  with  these  words  'patent  pins,'  or 
patent  wire,'  or  whatever  the  particular  article  might  be, 
at  the  end  or  the  expiration  of  the  patent  it  is  not  neces- 
sary, as  I  thought,  to  call  in  the  whole  of  the  previous 
stamps,  and  remodel  the  whole  of  your  stamps,  and  have 
a  new  form  of  packing  your  article,  in  order  that  you  may 


(a)  3  B.  &  Cr.  541.  C'^ Leather  ClatkCo.v,. 

2)  ComoUdated  FnOt  Jar  Co.  Leather  Cloth  Co.,  11  H.  L.  C. 

M-/tfi^«v*,6Am.Ii.T.  N.aSlL  523. 
(jo)  EdeUten  ▼.   Viek,  11  Haie,  {e)  Morgani  v.  Me  Adam,  36  L.  J 

78.     And  see  Leather  Cloth  Co.  Ch.  228. 
▼•  mneh/eld  (1),  1 N.  B.  551. 
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Word  80  uBed 
as  not  to 
deceive* 


inform  the  world  that  the  patent,  which  did  exist,  has 
expired.  Of  course  it  would  be  better,  and  those  who  are 
inclined  to  act  with  scrupulous  honesty  would  take  care, 
to  put  the  date  of  their  patent,  which  would  obviate  all 
difficulty  (a),  upon  the  articles  which  they  designate  as 
patented."  In  a  later  case  (6),  it  was  clearly  established 
by  the  Court  of  Appeal  that  the  principle  enunciated  by 
Lord  Kingsdown  is  the  rule  of  the  Court,  and  that  the  use 
.  of  the  word  '^  patent,"  so  as  to  indicate  an  existing  patent, 
is  equally  fatal,  whether  there  has  never  been  a  patent 
for  the  article  in  question,  or  the  patent  which  did  exist 
has  expired  (o). 

As  has  been  seen.  Lord  Hatherley,  when  V.-C.  (d),  and 
Lord  Kingsdown  (e),  were  of  opinion  that  when  the  word 
''  patent "  formed  part  of  the  name  of  an  article,  and  did 
not  operate  so  as  to  induce  a  belief  in  the  existence  of  a 
patent,  the  trade  mark  in  which  the  word  appeared  might 
be  protected.  A  distinct  decision  to  this  effect  was  pro- 
nounced by  James,  V.-C,  in  Ma/rahaU  v.  JRoas  (/),  where 
"  patent  thread "  was  compared  by  the  learned  judge 
to  "  patent  leather  boots  "  (p).  And  where  the  plaintiffs 
had  described  themselves  as  ^^  patentees  "  of  an  article  of 
which  they  had  secured  the  exclusive  manufacture  by  regis- 
tration, though  not  by  letters  patent,  it  was  held  that  they 
were  not  disentitled  (A).    In  Lauferty  v.  Wheeler  (i),  it 


(a)  See  Omsolidated  Fruit  Jar 
Co,  V.  Dorflinger,  6  Am.  L.  T.  N.  8. 
511 ;  Wilton  v.  Singer  ManvfaO' 
turing  Co.,  16  U.  8.  Pat.  Gaz.  1091 ; 
JFiiirbanlcs  v.  Jacohui,  14  Bl.  C.  C. 
837. 

(J)  Cheavin  v.  Walker,  5  Ch.  D. 
850.  And  see  Fairhanki  v.  Jacohui, 
14  Bl.  C.  C.  337 ;  J^em  York  Con- 
iolidated  Card  Co.v,  Union  Playing 
Card  Co.,  46  N.  Y.  Sup.  Ct.  611. 

(o)  The  penalties  inflicted  onder 
§  105  of  the  Patents  Act,  1883,  for 
the  improper  use  of  the  word 
"patent."  are  not,  however,  in- 
curred by  the  continued  use  of  the 


word  upon  goods  for  which  a 
patent  has  previously  been  pos- 
sessed. 

(jd)  Morgan  v.  McAdam,  36  L.  J. 
Ch.  228. 

(e)  Leather  Cloth  Cojt'  oate,  I 
H.  L.  C.  523. 

(/)  L.  R.  8  Eq.  651. 

(^)  See  the  observations  on  this 
case,  in  Leather  Cloth  Co.  v.  Lorsont, 
L.  R.  9  £q.  345.  And  see,  too, 
Ransome  v.  Oraham,  51  L.  J.  Ch. 
897. 

(A)  Cave  v.  Myeri,  Dig.  304. 

(i)  63  How.  Pr.  488;   11  Daly 
194. 
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was  held  that  the  plaintiff  was  not  disentitled  by  reason  of 
having  described  his  goods  as  "  Patent,  Sept.,"  after  being 
officially  informed  that  his  application  for  a  patent  had 
been  allowed,  bnt  before  the  actual  issue  of  letters  patent. 
Similarly,  it  seems  that  a  statement  that  a  trade  mark  is 
registered  before  it  in  fact  is  so,  does  not  disentitle  the 
proprietor  to  sue,  after  registration  has  been  effected  (a), 
though  it  exposes  the  proprietor  to  a  penalty  (6),  and  may 
affect  the  costs  of  the  action  (c).  Nor  is  the  proprietor  of 
a  registered  trade  mark  disentitled  by  the  fact  that  he 
places  the  word  ^  registered '  on  his  trade  mark  when  in 
use,  though  spaces  left  blank  in  the  mark  as  registered 
are  filled  in  when  it  is  in  use  (d), 

A  patentee  is  not  bound  to  decide  a  doubt  as  to  the  When 
validity  of  his  patent  adversely  to  himself,  and  conse-  ^  pa^nt 
quently  the  plaintiff,  in  an  action  for  infringement  of  a  doubtfoL 
trade  mark  for  boot-tips,  was  held  not  to  be  disentitled  to 
relief  by  the  fact  that  the  word  "  patentee  "  appeared  in 
his  trade  mark,  he  being  the  owner  of  an  existing  patent, 
notwithstanding  that  it  had  been  shown  that  questions 
might  be  raised  as  to  the  validity  of  the  patent,  and  the 
plaintiff  had  himself  admitted  that  he  had  some  doubt 
as  to  the  validity  (e). 

The  fact  that  the  misrepresentation  is  so  gross  as  hardly  Grossness  of 
to  be  capable  of  deceiving  will  not  exonerate  the  person  S^ntoSwi  no 
making  it  from  the  consequences.    Thus,  the  use  on  exouBe. 
untanned  leather  cloth  of  the  words  ''  tanned  patented  " 
was  a  ground  for  refusing  assistance  (/). 

Where  a  plaintiff  described  himself  on  his  labels  as  '*  Manofao- 
"  manufacturer  and  patentee,"  it  was  held  that  this  was  ^tentl^." 

(a)  See  per  Brett,  L.  J,,  in  JRead  (S)  M,  MelaehHno  S^  Co,  v.  R, 

V.    Bioha^ddon,  46  L.    T.    N.    8.  Melachrino  ^  Co.,  Chitty,  J.,  May 

64.  27th,  1888. 

(i)  See  Patents  Act,  1883,  §  105,  (/)  Blakey  y.  Latham,  86  L.  T. 

J2.  V.  Morris,  Great  Marlborough  (Journal)  47. 

St.  Police  Court,  Dec.  16th,  1886.  (/)  Leather    Cloth   Co,i  ease, 

(<?)  Harris  v.  Ogg,  5  N.  S.  W.  4  Be  G.  J.  &  S.  137 ;  11  H.  L.  C. 

Bc^  114.  623. 
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X^mplouffh  V. 
Balmer, 


equivalent  to  describing  the  article  as  "  patent,"  and  the 
bill  was  dismissed,  without  costs  (a).  And  in  Consolidated 
Fruit  Jar  Co.  v.  Dorjlinger  (6),  it  waa  held  that  certain 
trade  marks  consisting  of  the  words  "Mason's  Patent, 
November  30th,  1 858,"  "  Mason's  Improved,"  and  "  The 
Mason  Jar  of  1858,"  were  bad,  the  patent  of  1858  being 
invalid  by  judicial  decision. 

When  a  plaintiff  used  on  his  stopper  labels  with  the 
words  "  Royal  Letters  Patent,"  the  explanation  that  he 
had  for  twenty-five  years  paid  the  stamp  duty  on  "  patent 
medicines,"  and  that  he  was  only  continuing  to  use  the 
labels  he  had  had  on  hand  when  he  discovered  his  medi- 
cines did  not  belong  to  that  class,  was  not  accepted  as 
satisfactory,  and  his  motion  for  an  injunction  to  restrain 
an  imitator  was  refused  (c). 

Collateral  use  If,  however,  the  plaintiff's  trade  is  a  perfectly  honest 
trade,  and  the  trade  mark  is  a  perfectly  honest  trade 
mark,  the  fact  that  the  plaintiff  has  committed  a  purely 
collateral  misrepresentation,  by  describing  himself,  though 
not  in  the  trade  mark  itself,  as  "patentee,"  will  not 
disentitle  him  to  his  remedy  (d). 

Patents  Act,       fiy  §  105  of  the  Patents  Act,  1883  («),  it  is  provided 

1883* 


(a)  JVixey  v.  Boffey,  W.  N.  1870, 
p.  227.  And  see  Patents  Act,  1883, 
§105. 

(h)  6  Am.  L.  T.  N.  8.  511. 

(o)  Lampltmgh  v.  Baimer,  W.  N, 
1867,  p.  293. 

(d)  Ford  V.  Foiter,  L.  R.  7  Ch. 
611. 

{e)  This  replaces  §  7  of  5  &  6 
Will.  rv.  c.  88.  See  Myert  v. 
Bakery  3  B.  &  N.  802.  In  America 
a  penalty  is  similarly  assigned  for 
the  use  of  the  word  "Patented" 
on  an  unpatented  article  (U.  S. 
Rev.  8t  §  4901.  See  Wilton  v. 
Singer  Manvfactwring  Co,^  16  U.  8. 
Pat  Gaz.  1091  ;  Stimpton  v.  Pond, 
2  Cartis,  502).  And  an  article 
which,  together  with  patented  ele- 
ments, contains  new  and  valuable 
unpatented  elements,  ought  not, 


as  a  rule,  to  be  termed  "patented" 
(Deverall  v.  Banker^  45  U.  S.  Pat. 
Gaz.  591).  But  the  penalty  is  only 
incurred  if  there  is  an  intent  to 
defraud  (TompHnt  v.  Butterfield^ 
25  Fed.  Rep.  556),  and  that  qaes- 
tion  is  for  the  jury  (^Walker  v. 
Hawxkwnty  5  Bl.  C.  C.  494; 
Deverall  v.  Banker^  45  U.  S.  Pat. 
Gaz.  691);  who  are  justified  in 
convicting  if  they  are  reasonably 
satisfied  upon  the  evidence  as  to 
the  material  facts,  and  proof  be- 
yond a  reasonable  doubt  is  not 
required;  Hawloetz  v.  JEom,  26 
Fed.  Rep.  766;  a  corporation  is 
responsible  for  the  act  of  its 
superintendent  in  wrongfully  de- 
scribing an  unpatented  article  as 
"  patented,"  and  will  be  liable  to 
a  penalty  if  he  knew  or  should 
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that  "  any  person  who  represents  that  any  article  sold 
by  him  is  a  patented  article,  when  no  patent  has  been 
granted  for  the  same,  or  describes  any  design  or  trade 
mark  applied  to  any  article  sold  by  him  as  registered, 
which  is  not  so,  shall  be  liable  for  every  offence  on 
summary  conviction  to  a  fine  not  exceeding  £5."  And  it 
is  also  provided  that  '^  a  person  shall  be  deemed,  for  the 
purposes  of  this  enactment,  to  represent  that  an  article  is 
patented,  or  a  design  or  a  trade  mark  is  registered,  if  he 
sells  the  article  with  the  word  *  patent,*  *  patented,'  *  regis- 
tered,' or  any  word  or  words  expressing  or  implying  that 
a  patent  or  registration  has  been  obtained  for  the  article, 
stamped,  engraved  or  impressed  on,  or  otherwise  applied 
to  the  article."  It  has  been  held  under  this  section  that 
a  person  is  subject  to  a  penalty  who  represents  an  article 
to  be. patented,  after  he  has  applied  for  a  patent  and 
obtained  provisional  protection,  but  before  the  actual 
grant  (a);  and,  similarly,  where  a  person  represents 
a  trade  mark  to  be  registered,  after  he  has  applied  for 
registration,  and  the  application  has  been  advertised 
in  the  '^  Trade  Marks  Journal,"  but  before  the  actual 
registration  (6). 

By  the  Merchandise  Marks  Act,  1887,  §  3  (1),  a  state-  Merchandise 
ment  ^'  as  to  any  goods  being  the  subject  of  an  existing 
patent,  privilege,  or  copyright,"  is,  if  untrue,  a  **  false  trade 
description"  punishable  under  the  Act.  Under  §  18, 
however,  the  provisions  of  the  Act  with  respect  to  false 
trade  descriptions  are  not  to  apply  to  the  use  of  a  trade 
description  which  "is  lawfully  and  generally  applied  to 
goods  of  a  particular  class,  or  manufactured  by  a  particular 

have  known  that  the  article  was  MUU  (5  Sawj.   128),  Deady,  J., 

not  patented,  bnt  not  if  he  boTid  held    that    it    applied    whether 

Jide  believed  it  was  so :  Tonipkius  the   goods    were    patentable    or 

V.  Butterfield,  25  Fed.  Rep.  656.  not 

In    U.    8.    V.    MorrU   (2    Bond,  (a)  R.   v.    WallU,  3  P.  R.   1 ; 

23),  Leavitt,   J.,    held   that  the  R.  v.  Cramjftan,  8  P.  R.  367. 

statute    did    not    apply    unless  (b)  R,  v.   Morris^  Great  Marl- 

the  goods  were  patentable ;  but  borough  St.    Police    Court,    Dec. 

in   OlipkaaU  v.    Salem   Flourinff  16th,  1886. 

B 
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method,  to  indicate  the  particular  class  or  method  of 
manufacture  of  such  goods."  This  will  protect  such 
■combinations  as  "patent  thread,"  in  Marshall  v.  Boaa  (a), 
or  "  patent  leather  boots." 


Ignorance 


No  intention 
to  sell. 

No  actnal 
deception 
or  fraud. 


Immediate 
purchasers 
not  deceived. 


Inoperative  Defences. 

Among  the  defences  which  have  occasionally  been  set 
up  in  actions  for  infringement  of  trade  mark,  but  without 
success,  are  the  following : 

Ignorance  of  the  plaintiffs  rights.  This  will  not  suffice 
to  prevent  the  issue  of  the  injunction  (6) ;  although  it 
may  have  the  eflFect  of  relieving  the  defendant  from  the 
necessity  of  accounting  (c). 

Absence  of  intention  to  sell  the  goods  bearing  the 
spurious  mark  is  no  defence  (d). 

Absence  of  proof  of  actual  deception  or  fraudulent 
intention  is  no  defence,  if  in  the  opinion  of  the  Court 
or  jury  there  is  such  imitation  as  to  be  calculated  to 
deceive  (e). 

It  is  no  defence  to  prove  that  all  the  persons  who 
bought  from  the  defendant  goods  bearing  the  plaintiffs 
mark  were  well  aware  that  they  were  not  of  the  plaintiffs 
manufacture  (/). 


(a)  L.  R.  8  Eq.  651. 

(b)  Burgess  v.  IlillSt  26  Beav. 
244 ;  Geary  v.  Norton^  1  De  G.  & 
S.  9;  Cartier  v.  Carliley  31  Beav. 
292  ;  EdeUten  v.  EdsUten,  1  De  G. 
J.  &  8.  185 ;  Moet  v.  Couston,  33 
Beav.  678;  Orr-Etring  ^-  Co.  v. 
Grant,  Smith  ^-  Co.,  2  Hyde,  185 ; 
Weed  V.  Pdersim,  12  Abb.  Pr.  N.  8. 
178 ;  Upmann  v.  Forester,  24  Ch.  D. 
23 1  ;  and  other  cases. 

(c)  EdeUten  v.  Edelsten,  uH 
si(pr&  ;  Afoft  v.  Coust07i,  ubi  supra  ; 
Hose  v.  Loftus,  47  L.J.  Ch.  576. 

(d)  Upmann  V,  Forester,  2^011.1), 
231.  See  Upmann  v.  Cuarey,  29 
Sol.  J.  736. 

(0)  EdeUten  v.  EdeUten,  1  De  G. 
J.  &  8.  186  i  Cope  V.  Evans,  L.  E. 


18  Eq.  138;  Bodega  Co.,  Ld,  v. 
Owens,  23  L.  R.  Ir.  371 ;  Orr-Emng 
^  Co.  V.  Grant,  Smith  ,^-  Co.,  2 
Hyde,  185;  Coats  v.  Hotbrook,  2 
Sandf.  Ch.  586,  R.  Cox,  20  ;  Taylor 
v.  Carpenter,  11  Paige,  292;  2 
Sandf.  Ch.  603,  R.  Cox,  45 ;  Coffeen 
V.  Brunton,  4  McLean,  516, 5  ib.  256 ; 
R,  Cox,  82,  132 ;  Davis  v.  Kendall, 
2  R.  I.  666,  R.  Cox,  112 ;  McLean 
V.  Fleming,  96  U.  S.  Rep.  246; 
Sharer  v.  Shaver,  54  Iowa,  208  ; 
Williams  v.  Brooks,  50  Conn. 
278 ;  and  see  Ch.  IV.,  on  Infringe- 
ment. 

(/)  Sykes  v.  Sykes,  3  B.  &  Cr.  541 ; 
EdeUten  v.  EdeUten,  ubi  supra; 
Bose  v.  Loftus,  47  L.  J.  Ch.  576 ; 
Singer  Manvfacturing  Co.  v.  Zoog 
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Nor  to  say  that  the  marks  used  indicate  quality  or  Indioation  of 
pattern,  if  they  also  indicate  a  particular  znanufiBK^turer  well  Z  mann- 
or  merchant  (a).  faoturer. 

Nor  to  show  that  the  words,  of  the  use  of  which  the  Woida 
plaintiflf  complains,  are  ambiguous  and  capable  of  being  ""  fi^io^ 
understood  by  different  persons  in  different  ways  (6). 

Nor  to  say  that  the  plaintiff's  entire  mark  has  not  been  Only  part  of 
copied  (c).  "^^  ^^ 

Nor  to  say  that  the  name,  to  the  use  of  which  by  the  Name  used  la 
defendant  the  plaintiff  objects,  is  the  defendant's  own,  if  owa.^     ^^ 
he  has  used  it  so  as  to  deceive  (d). 

Nor  to  produce  a  colourable  authority  to  use  the  name  €k>loiirable 
of  a  person  having  the  same  name  as  that  used  by  the  *^   °"  ^' 
plaintiff  in  his  business  (e). 

Nor  to  say  that  the  goods  which  the  defendant  is  Goods 
selling  under  the  mark  in  question  are   goods  msuxx-^^^^^^^^ 

quality. 

(8),  8  App.  Cas.  15 ;  Balfowr  J^  Co, 
V.  KUImm  ^  Co,,  1  Hyde,  270; 
Anglo-Swui  Condensed  Milk  Co, 
V.  MeteaXf,  81  Ch.  D.  454;  and 
cases  at  p.  145  tuprh, 

(a)  Bee  cases  at  p.  69  twprh, 

\b)  Singer  Manvfaoturing  Co.  v. 
Loog  (8),  8  App.  Cas.  16,  per  Lord 
Selbome,  C. ;  M,  Melaohrino  ^ 
Co,  V.  i2.  Melachrino  ^  Co,,  Chitty, 
J.,  March  27th,  188a 

(c)  Fwd  V.  FoKter,  L.  R.  7  Ch. 
611 ;  Woikerispoon  v.  Currie,  L.  R. 
5  H.  L.  508;  Shaver  v.  Shaver,  54 
Iowa,  208;  and  see  cases  at  pp. 
150-1  tuprh, 

{d)  Churton  Y.  DougUu,  Johns. 
174  ;  Burgen  v.  Burgeee,  3  De  O. 
M.  &  G.  896 ;  PuUar  v.  Pidlar, 
Fry,  J.,  April  9th,  1883 ;  NicholU 
V.  Kimpton,  8  Times  L.  R.  674  ;  M, 
Melachrino  ^  Co.  v.  B,  Melaohrino 
4"  Co.,  Chitty,  J.,  May  27th,  1888 ; 
Wa/mers.  IFam«*,6TimesL.R.  359; 
Shaver  v.  Shaver,  54  Iowa,  208; 
India-Bubber  Comb  Co,  y.  Biuhber 
Comb  and  Jefvelry  Co.,  45  K.  Y: 
Super.  Ct.  258;  Bogert  Manufac- 
turing Co,  y.  Bogers  4'  Spwrr  ManU" 
/acturing  Co,,  11  Fed.  Rep.  495; 


Bussia  Cement  Co,  y.  Le  Page,  147 
Mass.  206 ;  Oage  y.  Canada  Pub- 
HthiTig  Co.,  11  Can.  Sap.  Ct.  306; 
and  see  cases  at  p.  138. 

(e)  Perry  y.  Truefitt,  6  Beav.  66 ; 
Crqft  y.  Day,  7  Beav.  84;  Meet 
y.  Clybowv,  Dig.  533;  Benoe  v. 
Mason  (1),  Dig.  634 ;  41  L.  T.  N.  S. 
673 ;  Williams  v.  Johnson,  2  Bos. 
1 ;  Phalon  v.  Wright,  6  Phila.  464 ; 
Perks  y.  Hall  4'  Co.,  W.  N.  1881, 
p.  Ill ;  Sawyer  y.  Kellogg,  7  Fed. 
Rep.  721,  9  ib,  601;  Meriden 
Britannia  Co.  y.  Parker,  39  Conn. 
450,  12  Amer.  Rep.  401 ;  Wolfe  v. 
Bamett,  24  La.  Ann.  97, 18  Amer. 
Rep.  Ill ;  Melaohrino  ^  Co.  v. 
Melachrino  Egyptian  Cigarette  Co.^ 
4  P.  R.  215  ;  Bvrmingham  Vinegar 
Brewery  Co.,  Ld.  v.  lAverpool 
Vinegar  Co.,  Ld.,  W.  N.  1888, 
p.  139;  WiUiamu  y.  Brooks,  50 
Conn.  278 ;  Bogers  Mant(facturing 
Co.  y.  Bogers  A'  Spwrr  MoAwf ac- 
turing Co.,  11  Fed.  Rep.  495.  But 
see  Beard  y.  Turner,.  13  L.  T. 
N.  8.  746;  HaXUtt  v.  Oumston,  110 
Mass.  29;  Ayer  y.  Bushton,  7 
Daly,  9 ;  Bence  v.  Brand,  W.  K 
1881,  p.  81. 
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Equality  in 
quality. 


Addition  of 
defendant's 
name. 


Addition  of 
addiess. 


factured  by  the  plaintiff,  if  they  are  of  a  different 
quality  from  that  of  which  the  defendant  represents 
them  to  be  (a). 

Nor  to  say  that  the  sparioas  goods  are  equal  in  quality 
to  the  genuine  ones,  for  the  plaintiffs  right  is  equally 
invaded  (6). 

The  defendant  will  not  escape  by  showing  that  he  has 
used  his  own  name  in  conjunction  with  the  mark  or  word 
which  is  alleged  to  be  used  in  infringement  of  the 
plaintiffs  rights  (c). 

Nor  by  showing  that  he  has  always  placed  his  own 
address  on  the  goods  (d). 


(a)  Hen'Misy  v.  Kennett^  Dig. 
666 ;  Henneuy  v.  WhiU,  6  W.  W. 
k.  A'B.  Eq.  21G ;  Hennenty  v.  Hogan^ 
ih,  226 ;  GUlatt  v.  KettU,  3  Duer, 
624. 

(V)  BUfeld  V.  Payne,  4  B.  &  Ad. 
410 ;  EdeUten  v.  JSdeUten,  1  De  G. 
J.  &  S.  185  (per  Lord  Westbury,  C, 
**  It  is  not  necessary,  for  the  injunc- 
tion, to  prove  .  .  .  that  the  credit 
of  the  plaintiff  is  injured  by  the 
sale  of  an  inferior  article.  The 
injury  done  to  the  plaintiff  in  his 
trade  by  loss  of  custom  is  sufficient 
to  support  his  title  to  relief"); 
Singer  Manufacturing  Co.  v.  Loog 
(3),  8  App.  Cas.  1*5,  per  Lord 
Blackburn ;  CoaU  t.  Eolbrooky  2 
Sandf .  Ch.  586,  R.  Cox,  20 ;  Taylor 
V.  Carpenter,  11  Paige,  292; 
2  Sandf.  Ch.  603,  R.  Cox,  45; 
Partridge  v.  Menok,  2  Barb. 
Ch.  101,  1  How.  App.  Cas.  558, 
R.  Cox,  72;  Cook  v.  Stark- 
weather,  13  Abb.  Pr.  N.  8.  392; 
Shaver  v.  Shaver,  64  Iowa,  208; 
Coffeen  v.  Brnnton,  5  McLean,  256, 
R.  Cox,  132. 

(c)  Wathertpoon  v.  Currie,  L.  R. 
6  H.  L.  508 ;  Singer  Manufaetwring 
Co,  V.  Wilson,  3  App.  Cas.  876 
Siegert  v.  Findlater,  7  Ch.  D.  801 
Braham  v.  Bustard,  1  H.  &  M.  447 
Ford  V.  Foster,  L.  R.  7  Ch.  611 
Kinahan  v.  Botton,  15  Ir.  Ch.  75 
Eno  V.  Stephens,  Dig.  609  ;  Rose  v.' 


Loftvs,  47  L.  J.  Ch.  676  ;  Field 
V.  Lewis,  Dig.  280;  Beinhardt  v. 
Spalding,  49  L.  J.  Ch.  57 ;  Berliner 
Brauerei  OeseUschaft  Tivoli  y. 
Knight,  Stoohs  ^-  Co.,  W.  N.  1883, 
p.  10;  Lea  v.  Wolff,  15  Abb.  Pr. 
N.  8.  1 ;  Frese  v.  Baehof  (2),  14 
Bl.  C.  C.  432 ;  Boardman  v.  Meriden 
Britannia  Co.,  35  Conn.  402; 
Siegert  v.  Fhlers,  Dig.  432 ;  Davis 
y.  Kennedy,  13  Grant  Up.  Can.  Ch. 
523 ;  Roberts  v.  Sheldon,  8  Biss. 
898 ;  Hier  v.  Abrahams,  82  N.  Y. 
519 ;  Hegeman  <J-  Co.  v.  CtByme^ 
9  Daly,  264 ;  Carroll  v.  Ertlieiler^ 
1  Fed.  Rep.  688;  Fleischmann  v. 
Schuckmann,  62  How.  Pr.  92.  But 
compare  Cheavin  v.  W^alker,  6 
Ch.  D.  850 ;  Barrett  v.  Oomm,  74: 
L.  T.  (Journal)  388 ;  Barrett 
V.  White,  North,  J.,  May  12th, 
1883;  Magee  Furnace  Co.  y.  Le 
Barron,  127  Mass.  115 ;  Thornton 
V.  Oromley,  47  N.  Y.  8uper.  Ct. 
627;  SotnerviUe  v.  Schembri,  12 
App.  Cas.  453;  McCaU  v.  Thea^^ 
28  Grant  Up.  Can.  Ch.  48; 
Pratfs  Appeal,  117  Penn.  8t. 
401 ;  Moacie  Nerve  Food  Co,  v. 
Baumbaoh,  32  Fed.  Rep.  205  ; 
Leona/rd  ^'  FUis  v.  White's  Golden. 
LubHoator  Co.,  48  U.  S.  Pat.  Gaz. 
1401 ;  Bryant  <^'  May  v.  Heyde,  7 
N.  8.  W.  Rep.  (K.)  72. 

(d)  Gray  v.  Taper  Sleeve  PuUey 
Works,  16  Fed.  Rep.  436. 
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Nor  by  showing  that  he  has  used  the  word  "  Improved  " 
in  connection  with  his  goods  (a). 

Nor  by  showing  that  the  same  mark  has  been  used  by 
other  persons  on  goods  of  another  class  (6),  or  by  less  than 
three  firms  besides  the  plaintiff  on  goods  of  the  same 
class  (c),  or  by  different  firms  abroad,  if  not  in  England  (d). 

Nor  by  showing  that  another  trader  used  the  mark 
before  the  plaintiff,  if  that  other  trader's  right  to  the 
mark  has  been  adjudged  to  be  gone  by  reason  of  mis- 
representations contained  in  it  (e). 

Nor  by  showing  that  the  plaintiff's  trade  mark  has 
been  infringed  by  others  without  his  knowledge  or 
acquiescence  (/). 

It  is  no  defence  to  say  that  the  plaintiff  uses  more  than 
one  trade  mark  on  the  same  goods  (g),  nor  that  his  goods 
have  been  known  by  a  variety  of  names  (h). 

Nor  that  the  plaintiff  in  practice  uses  devices,  &c.,  on 
his  trade  marks  which  are  not  registered  as  part  of  them-  - 
e.g.,  filling  in  blank  spaces  with  coats-of-arms  (i). 

Nor  that  the  infringement  has  been  committed  in  a 
district  in  which  the  plaintiff  has  appointed  a  licensee  (Je). 


Addition  of 

word 

"  Improved." 

User  by 
others. 


Frandnlent 
anticipation. 


Infringement 
bj  others. 


A  plurality 
of  marks  or 
names. 

Additions  in 
practice  to 
marks  as 
registered. 

Infringement 
in  district  of 
a  licensee. 


(a)  Russia  Cement  Co,  v.  Ze 
Page,  147  Mass.  206;  Alexander 
V.  Morse,  14  R.  I.  163 ;  Hv/niphrey^ 
Specific,  ^c.,  Co.  V.  Wenz,  14  Fed. 
Bep.  250;  Gage  v.  Canada  Pulh 
lishing  6b.,  11  Can.  Sup.  Ct.  306. 

(h)  Hall  V.  Barrows,  4  De  O.  J. 
&.  8.  150 ;  Ainsmorth  v.  WaVmsley, 
L.  R.  1  Eq.  518;  Sonierville  v. 
Sohembri,  12  App.  Cas.  453 ;  Colman 
V.  Crump,  70  N.  Y.  573  ;  liegeman 
4'  Co,  V.  O' Byrne,  9  Daly,  264; 
Celluloid  Nanvfaicturing  Co,  v. 
CeUonite  Manufactttring  Co.,  32 
Fed.  Rep.  94. 

(o)  Bent  V.  Turpin,  2  J.  &  H.  189 ; 
Bunnaekie  v.  Young  ^  Sons,  Ct. 
^ss.  Cas.,  4th  Ser.  X.  874 ;  and 
cases  at  p.  118. 

(d)  Berliner  Brauerei  QeseU" 
Mhaft  Tivoli  v.  Knight,  Stocks  ^ 
Co.,  W.  N.  1883,  p.  70 ;  Jackson  v. 
Kapper,  35  Ch.  D.  162;  Penman 


y,  Pinto,  67  L.  T.  N.  8.  31  (per 
Kekewich,  J.).  So  in  Canada: 
Smith  V.  Ihir,  14  Ont.  Rep.  729. 

(e)  Parlett  v.  Ouggenheimer,  67 
Md.  542. 

(J)  Ihrd  V.  Ibster,  L.  R.  7  Ch. 
611 ;  Taylor  v.  Carpenter,  3  Story, 
458,  R.  Cox,  14  ;  Itlley  v.  Fassett, 
44  Mo.  173,  R.  Cox,  530. 

{g)  Braham  v.  Bustard,  1  H.  & 
M.  447 ;  Singer  Manufacturing  Co, 
V.  Wilson,  3  App.  Cas.  376;  Wheeler 
V.  Johnston,  3  L.  R.  Ir.  284. 

{h)  Orr-Ewing  ^  Co.  v.  Johnston 
4"  Co,  13  Ch.  D.  434. 

(i)  Newman  v.  Pinto,  57  L.  T. 
N.  8.  31  (per  Kekewich,  J.) ;  Mela- 
chrino  y.  Melaohrino  Egyptian 
Cigarette  Co.,  4  P.  R.  216;  M, 
Melaohrino  ^  Co,  v.  R,  Melaohrino 
4"  Co.,  Chitty,  J.,  May  27th,  1888. 

(k)  Moxie  Nerve  Food  Co,  v. 
Baumbach,  32  Fed.  Rep.  206. 
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Puffing.  Mere  exaggerated  statements  of  the  merits  of  medical 

or  other  compounds  on  the  part  of  the  plaintiff,  which  do 
not  amount  to  fraud,  will  not  exonerate  the  defendant 
from  the  consequences  of  his  own  fraud  (a).  Nor  will 
other  statements  by  the  plaintiff,  which,  though  not 
absolutely  correct,  cannot  mislead  in  any  important 
respect  (6) — e.^.,  an  allegation  that  the  plaintiff's  mark 
was  registered  before  registration  had  actually  been 
effected  (c) ;  or  the  putting  the  word  "  registered  **  on 
the  mark  as  used,  though  spaces  left  blank  in  the  mark 
as  registered  are  filled  in  (d). 
Slight  delay.  The  defendant  will  not  escape  by  alleging  laches  on 
the  part  of  the  plaintiff  in  prosecuting  his  action,  if  no 
greater  delay  has  taken  place  than  was  requisite  to  enable 
necessary  evidence  to  be  obtained  (e). 

Infancy  is  no  defence,  for  "if  an  infant  practises  a 
fraud,  he  is  liable  for  the  consequences  "  (/),  and  he  will 
be  in  the  same  position  as  an  adult  with  respect  to  the 
payment  of  costs  {g).  And  so  with  a  married  woman 
having  separate  estate  (A). 

Begistration  of  the  defendant's  mark  at  Stationers'  Hall, 
or  in  the  trade  marks  register  (c),  is  no  defence  (i). 

Nor  is  it  any  defence  to  say  that  an  injunction,  if 
granted,  would  interfere  with  the  defendant's  business,  or 
with  that  of  other  manufacturers^  since  they  will  be  able 
to  trade  as  they  please,  with  the  sole  exception  of  using 
the  plaintiff's  trade  mark  (A;). 


Infancy. 


Defendant's 

mark 

regiBtered. 

Interference 
with 

defendant's 
business. 


{a)  Hollonay  v.  SbUowayy  13 
Beav.  209;  Metzler  v.  Wood^  8 
Ch.  B.  606 ;  Comitock  v.  Wliite,  18 
How.  Pr.  421.  See  cases  at  p. 
231. 

(V)  Siegert  v.  Findlater,  7  Ch.  D. 
801. 

{c)  Read  v.  Eiehardtan,  45  L.  T. 
N.  S.  64. 

(flf)  M.  Melachrino  4*  Co.  v.  R. 
Melachrino  ^  Co.^  Cbitty,  J.,  May 
27tb,  1888. 

(e)  Lee  V.  Haley y  L.  K.  6  Cb. 
155 ;  Cate  v.  Myers^  Dig.  304.    See 


McLean  v.  Fleming^  96  U.  S.  Rep. 
245. 

(/)  Per  Plumer,  V.-C,  in  Cory 
V.  Gertcken,  2  Madd.  49. 

ig)  Chubb  v.  GHfflths,  35  Beat. 
127. 

(7i)  NieholU  V.  Ximpton,  3  Times 
L.  R.674. 

(i)  R^nhardt  v.  Spalding,  49 
L.  J.  Cb.  57.  And  see  cases  at  p.  157. 

(Jk)  Rantome  v.  Cfrahanij  51  L.  J. 
Cb.  897.  See  Cope  v.  Ih-ans,  L.  R. 
18  Eq.  138;  Bass  v.  Danber,  19 
L.  T.N.  8.  626. 
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Discovery  and  Inspection. 

The  plaintiff  in  a  trade-mark  case  sometimes  thinks  Discovery, 
it  advisable^  for  the  pmposes  of  his  action,  to  obtain  from 
the  defendant  a  disclosure  of  certain  particulars  of  his 
business — as,  for  instance,  of  the  names  of  customers  to 
whom  the  goods  alleged  to  be  marked  with  the  plaintiff's 
trade  mark  have  been  sold,  or  on  whose  account  such 
goods  have  been  conveyed. 

The  principles  on  which  this  advantage  is  given  or  with-  Principles  on 
held  are  thus  stated  by  Lord  Hatherley,  C.  (a)  :  "  The  Court 
does  not,  when  discovery  is  a  matter  of  indifference  to  the 
defendant,  weigh  in  golden  scales  the  question  of  mate- 
riality or  immateriality;  but  where  the  nature  of  the 
discovery  required  is  such  that  the  giving  of  it  may  be 
prejudicial  to  the  defendant,  the  Court  takes  into  con- 
sideration the  special  circumstances  of  the  case,  and 
whilst,  on  the  one  hand,  it  takes  care  that  the  plaintiff 
obtains  all  the  discovery  which  can  be  of  use  to  him,  on 
the  other,  it  is  bound  to  protect  the  defendant  against 
undue  inquisition  into  his  affairs.  The  question  of 
materiality  must  be  tested  by  reference  to  the  case  made 
by  the  plaintifi*s  pleadings,  and  to  what  will  be  in  issue 
at  the  hearing." 

"  The  more  strict  the  Court  is  in  compelling  a  full  Not  given 
answer,  the  more  necessary  it  is  that  the  Court  should  be  give. 
vigilant  in  seeing  that  the  process  of  the  Court  is  not 
made  use  of  in  an  oppressive  manner"  (6).  Where, 
therefore,  the  L.JJ.  were  of  opinion  that  the  discovery 
asked  was  such  as  the  plaintiff,  even  if  he  failed  at  the 
hearing,  might  yet  afterwards  use  in  a  manner  prejudicial 
to  the  defendant,  and  were  not  satisfied  that  there  was 
any  real  prospect  of  its  being  of  material  service  to  the 
plaintiff  at  the  hearing,  they  reversed  the  order  of  the 

(a)  Moore  v.  Craven^  L.  R.  7  Oh.      v.  Lookett,  L.  R.  i  Oh.  341.    And 
94.  see   Piggott   v.    Anglo  •  Amerioan 

(i)  Per  Selwyn,  L.  J.,  in  IsOckeU      Telegraph  Co,,  19  L.  T.  N.  8.  46. 
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Benbow  v, 
Zow, 


Given  when 
necessary. 


Vice-Chancellor  of  Lancastei,  by  whom  such  discovery  had 
been  granted  (a). 

So  in  Benbow  v.  Low  (b)  the  defendants  exhibited  inter- 
rogatories requiring  the  plaintiffs  to  state  (inter  olid) 
what  quantities  of  soap  had  been  sold  by  them  bearing  the 
name  in  dispute,  between  the  dissolution  of  the  original 
partnership  and  the  date  of  the  action,  distinguishing 
between  the  quantities  sold  in  each  year,  and  between  the 
quantities  sold  in  England  and  in  the  United  States  and 
in  the  continent  of  Europe;  and  Bacon,  V.-C.,  and  the 
Court  of  Appeal  held  that  the  plaintiffs  were  justified  in 
refusing  to  answer,  as  the  question  was  framed,  not  for 
the  ordinary  purposes  of  discovery,  but  in  order  to  get  at 
the  details  of  a  part  of  the  plaintiff's  evidence. 

On  the  other  hand, "  the  Court,  while  it  takes  care  that 
no  oppressive  use  is  made  of  its  forms  of  procedure,  must 
take  care  that  parties  are  not  allowed  to  refuse  discovery 
which  they  ought  to  make"  (c).  Where,  therefore,  a 
defendant  who,  having  been  the  agent  in  London  of  the 
plaintiff,  an  American  sewing-machine  maker,  continued, 
after  dismissal,  to  advertise  himself  as  the  plaintiff's 
agent,  and  to  sell  as  "  the  Howe  Sewing  Machine " 
machines  not  made  by  the  plaintiff,  and  refused  to  give 
discovery  of  all  the  machines  sold  by  him,  with  the  prices, 
profits,  names  of  purchasers,  and  other  particulars,  on  the 
ground  that  he  would  thereby  disclose  the  names  of  his 
customers  and  the  secrets  of  his  trade,  Somilly,  M.  R., 
held  that  the  discovery  might  be  extremely  material 
to  the  plaintiff,  and  ordered  it  to  be  given  (d).     Again, 


(fl)  Carver  v.  PirUo  Lnte^  L.  R. 
7  Ch.  90.  "  If  the  Court  sees  that 
all  fair  and  legitimate  purposes  will 
be  answered  by  a  restricted  dis- 
covery, it  will  so  restrict  it ; "  per 
Hall,  V.-C,  in  Orr  v.  jkaper, 
4  Ch.  D.  92,  commenting  on  this 
case. 

(b)  16  Ch.  D.  93. 

(e)  Per  Gi£Eard,  L.  J.,  in  Thomp- 


son  V.  Dunn^  L.  R.  5  Ch.  576.  And 
see  Renard  v.  Levifuteifiy  10  L.  T. 
N.  8.  94;  Ruitell  v.  Cricht4m, 
Ct.  Sess.  Cas.,  1st  Ser.  XV.,  1270; 
Union  Paper  Collar  Co,  v.  Metro- 
politan Collar  Co,,  Z<2.,3  Daly,  171 ; 
£yau  V.  Svllican,  21  How.  Pr. 
50. 

(<2)  Hofoe  T.  MeKeman,  30  Beav, 
547. 
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« 

where  the  plaintiff  obtained  an  injunction  against  the 
defendants,  and  the  defendants  offered  to  submit  to  an 
injunction  and  pay  costs,  and  then  moved  to  stay  pro* 
ceedings,  the  answer  to  the  plaintiff's  interrogatories  not 
having  yet  been  given,  Wood,  V.-C,  said  that  the 
plaintiff  had  a  right  to  ascertain  the  facts  in  his  own 
way,  by  the  answer  of  the  defendants  to  his  interroga* 
tories,  and  that  until  the  defendants  had  put  in  their 
answer,  it  was  impossible  for  the  Court  to  say  whether  or 
not  he  had  done  rightly  in  rejecting  the  terms  offered 
by  the  defendants.  The  motion  was  dismissed,  with 
costs  (a). 

In  Leather  Cloth  Co.  v.  Hirschfdd  (6),  a  decree  having  Leather  Cloth 
been  made  directing  the  defendant  to  account  for  all  goods /^^. ' 
sold  by  him  with  a  particular  stamp,  it  was  decided  by  the 
same  learned  judge  that  the  defendant  was  compellable  to 
disclose  the  names  of  all  persons  to  whom  he  had  sold  any 
such  goods,  and  that  if  he  could  not  say  to  which  of  his 
customers  the  stamped  goods  were  sold,  he  was  then  (but 
not  otherwise)  compellable  to  disclose  the  names  of  all 
customers  to  whom  he  had  sold  goods  which  he  would  not 
swear  positively  were  unstamped. 

In  Fenne88y  v.  Clark  (c),  an  action  for  an  injunction  l^nessp  v. 
to  restrain  an  infringement  of  trade  mark,  and  for  damages 
on  an  account,  after  an  order  had  been  made  for  the  trial 
of  issues  of  fact  before  a  judge  and  jury,  and  before  the 
plaintiff  had  elected  between  damages  and  an  account, 
the  plaintiff  took  out  a  summons  for  a  fuller  statement 
by  the  defendant  of  the  number  of  his  sales  and  for 
inspection  of  his  books ;  but  the  application  was  refused 
as  being  premature. 

In  Orr  v.  Diaper  (d)  the  plaintiffs  discovered  that  the  de-  Action  for 
fendants,  who  were  shippers,  had  exported  large  quantities        ^^^' 

(a)  8tephen$  ▼.  BreU,  10  L.  T.  (e)  37  Ch.  D.  184. 

N.  8.  231.  {d)  4  Ch.  D.  92. 

(»}1H.  &M.295. 
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of  goods  packed  and  marked  in  imitation  of  theirs  for 
certain  persons  nnknown.  Being  nnable  to  discover  the 
infringers,  they  applied  to  the  defendants  for  discovery, 
and  this  being  refosed,  instituted  an  action  against  them, 
in  which  discovery  was  prayed.  The  defendants  having 
demurred,  on  the  ground  that  no  relief  was  prayed  or 
intended  to  be  prayed  against  them,  Hall,  V.-C,  held 
that  the  fact  that  the  plaintiffs  required  the  informa- 
tion for  the  purposes  of  an  action  against  the  infringers 
was  sufficient,  without  their  intending  to  bring  an  action 
against  the  shippers,  and  granted  the  discovery. 

By  the  Merchandise  Marks  Act,  1862  (a),  any  person 
who  had  sold,  &c.,  any  goods  marked  with  a  spurious  trade 
mark,  was  bound,  within  forty-eight  hours  after  delivery 
of  a  demand  in  writing,  to  give  full  information  in  writing 
of  the  name  and  address  of  the  person  from  whom  he 
obtained  the  goods,  and  of  the  time  when  he  obtained 
them.  In  case  of  refusal,  a  justice  of  the  peace  might 
summon  and  fine  the  person  refusing,  and  such  refusal 
was  j/rirnA-fade  evidence  that  the  person  refusing  was 
acquainted  with  the  illegal  circumstances. 

This  provision  is  not  repeated  in  the  Act  of  1887,  but 
by  §  2  (2)  (6)  a  person  who  sells  or  exposes  for  sale  goods 
having  a  forged  trade  mark  or  false  trade  description 
applied  thereto  is  guilty  of  an  offence  against  the  Act, 
unless  he  proves,  among  other  things,  "  that,  on  demand 
made  by  or  on  behalf  of  the  prosecutor,  he  gave  all  the 
information  in  his  power  with  respect  to  the  persons  from 
whom  he  obtained"  the  goods;  and  §  12  authorises  the 
issue  of  a  search-warrant. 

In  HenTieaay  v.  Rohmann  (6),  Malins,  V.-C,  granted 
under  Judica-  inspection  of  cases  and  bottles  used  by  the  defendants. 

tureActs.  , 

In  Smith  v.  Harris  (c),  the  plaintiff  in  a  trade-mark  case 


Inspection 


(a)  25  &  26  Vict.  0.  88,  §  6. 
(&)  36  L.  T.  N.  8.  61.    This  was 
under  Order   III.,  r.   3,   of   the 


Bules  of  Court  then  in  force,  now 
Order  L.,  r.  3. 
(o)  48  L.  T.  N.  S.  869. 
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alleged  by  his  statement  of  claim  that  he  had  for  many 
years  used  the  word  "  Q-lenlivet "  on  his  invoices,  letters, 
billheads,  and  whiskey  casks,  and,  on  the,  defendant's 
application,  he  was  ordered  to  produce  for  inspection 
the  invoices,  letters  and  billheads  in  his  possession  so 
marked,  but  not  the  casks. 

In  the  last-mentioned  case  the  defendant  alleged  by  his  Particulara. 
statement  of  defence  that  the  plaintiff  had  for  many  years 
been  well  aware  of  the  word  "  Glenlivet "  being  widely 
used  in  the  trade  in  connection  with  other  makes  of 
whiskey ;  and  the  Court  of  Appeal  ordered  (a)  the  defend- 
ant within  an  appointed  time  to  deliver  peurticulars  of 
the  names  of  the  persons  alleged  to  have  used  the  word 
with  the  plaintiff's  knowledge,  and  the  times  when  and 
places  where  they  had  done  so,  and  ordered  that,  if  the 
defendant  should  not  do  so,  the  paragraph  in  the  defence 
should  be  struck  oat.  Again,  in  Humphries  v.  Taylor 
Drug  Co.  (1)  (6)  the  plaintiff  in  a  trade-mark  action 
having  alleged  by  his  statement  of  claim  that  persons 
had  been  deceived,  he  was  ordered  to  deliver  particulars 
of  the  names  and  addresses  of  the  persons  alleged  to  have 
been  deceived. 

Account. 

A  inost  important  part  of  the  remedy  given  in  Equity  Account 
for  the  infringement  of  the  rights  of  the  owner  of  a  trade 
mark  is  the  account  of  the  profits,  by  which  such  profits 
as  have  been  dishonestly  acquired  by  a  defendant  by 
means  of  the  reputation  of  another  are  restored  to  the 
plaintiff,  whose  they  ought  to  have  been  at  first.  The 
principle  is  the  same  as  where  a  man  is  made  to  account 
for  the  profits  which  he  hjw  improperly  received,  arising 
from  the  fraudulent  manufacture  of  a  secret  medicine  (c), 
or  the  publication  of  a  newspaper  ((2). 

(a)  Feb.  6th,  1 884.  {&)  Green  v.  Fblgham,!  8.  &  S.  398. 

(Jb)  39  Ch.  D.  693.  {d)  Giblett  v.  Bead,  9  Mod.  459. 
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Incident  to  '^  The  liability  to  account  for  the  profits  is  incident  to 
injunction,  ^^iq  injunction  "  (a),  and  "  on  authority  and  principle  it  is 
clear  that  if  a  man  manufactures  goods  and  knowingly 
marks  them  with  the  trade  mark  of  another  person,  he  is 
accountable  for  the  profits  so  made  "  (b)y  and  that,  whether 
he  manufactures  on  his  own  account,  or  only  puts  up 
goods  for  others  (c). 

So  long  as  the  defendant  is  aware  that  he  is  using  a 
trade  mark,  which  is  not  his,  the  fact  that  he  does  not 
placed  on  the  know  to  whom  the  trade  mark  belongs  which  is  on  the 
§^f!^da^t.  goods  he  is  selling  does  not  in  the  slightest  degree  affect 
the  right  of  the  owner  to  an  injunction  and  an  account 
of  profits.  And  since  the  defendant  cannot  himself  have 
placed  on  the  goods  another's  trade  mark  without  being 
aware  that  he  was  infiringing  some  one's  trade-mark  rights, 
though  he  may  not  have  known  exactly  whose  it  was,  he 
will  be  accountable  in  all  cases  in  which  he  has  himself 
placed  the  mark  on  the  goods  (d). 

But  where  the  defendant  has  bought  marked  goods  and 
bought  «)ods  resold  them  in  ignorance  that  the  trade  mark  on  them 
was  forged,  although  the  plaintiff  will  be  entitled  to  his 
iujunction,  he  will  not  necessarily  be  entitled  to  an  account, 
except  in  respect  of  any  user  by  the  defendant  after  he 
became  aware  of  the  prior  ownership  («).  On  this  principle, 
in  EUin  v.  Slack  (/),  a  defendant  who  had  bought  and 
resold  goods  bearing  a  mark  which  infringed  the  plaintiff's 
trade  mark,  but  without  knowledge  of  the  infringement, 
and  who,  on  hearing  of  the  infringement,  had  at  once 
desisted  from  any  further  sales  and  offered  to  submit  to 


Not  always 


ready 
marked. 


(tf)  Per  Romilly,  M.  R.,  in 
Cwrtier  v.  Carlile,  31  Beav.  292. 

(b)  Per  Romilly,  M.  R.,  in  Moet 
y.  Coutton^  33  Beav.  678.  See 
Carver  v.  Boucher ^  Dig.  581.  The 
account  only  extends  to  goods  ac- 
tually sold  nnder  the  spurious  mark, 
not  to  goods  manufactured  bat  not 
sold.  See  Stonehraker  v.  Stone- 
braker,  33  Md.  262. 


(0)  Sawyer  v.  Kellogg^  7  Fed. 
Rep.  721,  9  ib,  601. 

(d)  Cartier  v.  Ca/rlUe^  uH  guprb, ; 
Moet  y.  CousUm^  vM  tuprit.  And 
see  8.  C.  10  L.  T.  N.  8.  395. 

(e)  EdeUten  y.  EdeUUn,  1  De  G. 
J.  Sc  8.  185 ;  Moet  y.  Coiuton,  33 
Beay.  678. 

(0  24  Sol.  J.  290. 
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a  perpetual  injunction  with  costs,   was    relieved  from 
accounting. 

In  many  cases  the  main  object  of  the  action  is  to  obtain  Accoimt 
the  injunction,  the  account  being  of  very  secondary  im-  useless. 
portance  (a) ;  and  occasionally  the  injury  suffered  by  the 
plaintiff,  and  the  profits  received  by  the  defendant,  have 
been  so  small  that  the  account  has  not  formed  part  of  the 
relief  awarded,  so  that  the  old  rule  that  the  injunction  was 
subordinate  to  the  account  (6)  no  longer  holds  good. 

As  a  plaintiff  may  be  disentitled  to  his  injunction  by  No  account 
reason  of  his  own  laches,  so  he  may  be  disentitled  by  the 
same  reason  to  the  account  of  profits.  If  he  permits  the 
defendant  to  continue  his  infringement  for  a  prolonged 
period,  he  will  not  then  be  allowed  to  treat  him  as  his 
salesman,  and  claim  an  account  (c)«  But  if  the  plaintiff 
has  not  been  aware  of  the  fact  of  the  defendant's  user,  the 
length  of  that  user  will  not  deprive  him  of  his  right  to  an 
account  (d)» 

Where  a  defendant  offered,  among  other  things,  to  Offer  of  sub- 
account for  profits,  but  the  plaintiff,  declining  the  offer  of 
submission,  insisted  upon  his  own  terms,  including  an 
account,  the  Court  granted  the  account,  but  only  upon 
the  plaintiff's  request,  and  at  his  peril  in  respect  of  costs, 
in  case  it  should  turn  out  that  the  account  furnished  by 
the  defendant  of  his  own  accord  was  accurate  (e). 

In  Dent  v.  Turpm  (/),  where  a  defendant  had  infringed  Subdivided. 
a  trade  mark,  which  had  become  by  bequest  the  property  ^^^^^^ 
of  two  different  persons,  and  those  persons  brought  distinct 
actions  against  the  defendant,  the  prayer  in  each  case 

(a)  Pieree  v.  Frankt^  15  L.  J.  Ch.  Jur.  N.  S.  408 ;  McLean  v.  Fleming, 

122  ;  Burgess  v.  Hately,  26  Beav.  96  U.  S.  Bep.  246;  Amoskeag  Manu- 

2i9;  Zeatner  Cloth  Co.  V.American  facturing  Co.  v.   Gamer  (2),  54 

Leather  Cloth  Co.,  4  De  G.  J.  &  S.  How.  Pr.  298 ;  HoU  v.  Me^wndez, 

137;  McAndrewY.  Bassett,  ib.  380;  128  U.  8.  Rep.  182 ;  Low  v.  FeUs, 

Barmett  v.  Leuehars,  13  L.  T.  N.  8.  35  Fed.  Rep.  361. 

495;    Shipwright  v.  Clements,  19  (S)  Safvyer  v.   Kellogg,  7  Fed. 

W.  R.  599,  &c.  Rep.  721,  9  ib.  601. 

(JO  2)elondrey.Shaw,2 Sim.  2S7.  {e)  Nunn  v.  JffAlbvquergve,  84 

(jo)  Beofrd  v.  Twnwr,  13  L.  T.  Beav.  595. 

N.  8.  746 ;  Ha/rrison  v.  Taylor,  11  (/)  2  J.  &  H.  139. 
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including  an  account  and  payment  of  such  share  of  the 
profits  as  should  be  shown  to  be  attributable  to  the  indi- 
vidual plaintiffs  share,  it  was  held  that  such  an  account 
and  payment  could  be  granted. 
Extent  of  As  to  the  extent  of  the  account,  it  will  not  be  given  for 

a  period  of  more  than  six  years  before  the  commencement 
of  the  action,  and  it  will  not  include  every  species  of  profit 
made  by  the  defendant  during  that  period,  but  only  so 
much  as  is  properly  attributable  to  the  use  of  the  plaintiff's 
trade  mark  (a).  But  the  defendant  must  account  for  the 
whole  of  the  profits  so  made  without  any  limitation  to 
the  extra  profits  made  by  the  wrongful  use  of  the  trade 
mark  (6),  even  though  he  may  have  sustained  a  loss  on  his 
business  as  a  whole  (c).  And  the  plaintiff  is  entitled  to 
those  profits,  and  those  profits  only,  and  it  is  immaterial 
whether  he  himself  would,  if  the  defendant  had  not  in- 
fringed, have  made  profits  either  greater  or  less  than 
those  (c).  The  account  must  extend  to  the  whole  of  the 
goods  sold  under  the  particular  mark  or  in  the  particular 
get-up  (d)j  and,  at  all  events  in  case  of  fraud,  to  sales  prior 
to  the  plaintiffs  registration,  as  well  as  to  sales  since 
then  (e).  If  the  defendant  was  at  first  ignorant  that  he 
was  using  a  trade  mark,  the  account  may  be  made  to 
commence  from  the  date  when  he  became  aware  of  that 
fact  (/);  and  where  the  defendant  had  himself  been  guilty 
of  misrepresentation,  and  the  defendant's  business  was 
carried  on  upon  so  much  larger  a  scafe  than  the  plaintiffs 
as  to  render  it  impossible  to  suppose  that  the  use  of  the 
plaintiffs  mark  had  alone  brought  the  defendant  his 
customers,  the  account  was  only  given  from  the  date  of 
filing  the  bill,  and  not  earlier  (g). 

(a)  Career  v.  Cm/tHU^  81  Beav.  {e)  Smith  v.  Faitf  14  Ont.  Rep. 

292.  729. 

(i)  Benkert  v.       ier,  34  Fed.  (/)  Moet  v.  CoUKttn^  83  Beav. 

Rep.  634.  678 ;  Edeltten  v.  Udeliten,  1  De  G. 

(tf)  Atlantic  Milling  Co.  v.  Bow-.  J.  ic  8.  186. 

Ia9id,  27  Fed.  Rep.  24.  (^)  Ford  v.  Foiter,  L.  R.  7  Ch. 

(d)  Lever  v.  Qoodmn^Z^  Ch.  D.  1.  611. 
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An  account  of  profits  is  frequently  directed  at  the  plain-  Account 
tiffs  risk  (a).  Where  an  account  had  been  directed  of  the  ^tiffsriak. 
sale  and  profits  of  a  book  published  in  infringement  of 
the  plaintiffs  rights,  notwithstanding  an  a£Sdayit  by  the 
defendant  that  about  half  of  11,000  copies  printed  had 
been  sold,  and  the  account  showed  that  9000  copies 
had  been  sold,  but  that  instead  of  a  profit  there  had  been  a 
small  loss,  it  was  held  that  the  affidavit  had  been  shown 
to  be  untrustworthy,  and  that  the  plaintiff  was  justified  in 
requiring  the  account  to  be  taken,  and  was  entitled  to  the 
costs  thereby  occasioned  (6). 

The  acceptance  of  an  account  of  profits  by  the  plaintiff  Election 
operates  as  a  condonation  of  the  infringement ;  so  that  a  accounrand 
plaintiff  must  elect  between  the  account  and  an  inquiry  as  damages. 
to  damages,  but  cannot  insist  on  both  (o),  though  he  may 
at  the  outset  claim  both,  reserving  his  election  till  a  later 
stage  (cQ. 

Damages. 

It  is  in  the  option  of  a  successful  plaintiff  in  a  trade-  Damages. ' 
mark  action  to  elect  between  an  account  of  profits  and 
an  inquiry  as  to  damages,  although,  as  before  stated,  he 
cannot  have  both  (e).  Damages  being  the  appropriate 
remedy  at  Common  Law,  while  the  account  of  profits  was 
peculiar  to  Equity,  the  result,  and  probably  the  cause  of 
the  great  majority  of  trade-mark  cases  being  brought  into 
Equity,  has  been  that  an  account  has  been  commonly 
awarded,  and  not  damages.  This  has  been  the  case  not* 
withstanding  that  the  Courts  of  Equity  have  had  the 
power  of  giving  relief  in  the  shape  of  damages  (/),  since 

(a)  As  an  inquiry  as  to  damages  (e)  NeUion  v.  Betts,  L.  R.  5  H.  L. 

may  be.    See  ToTige  v.  Wdrdt  21  1.    See  Leidendorf  v.  Flint  (2), 

L.  T.  N.  S.  480.  60  Wise.  401. 

(ft)  JHoJa  Y.  JaoJcsoT^  Chitty,  J.,  (/)  Thns,  inquiries  as  to  damages 

March  81st,  1884.  were  given  in  Cheatin  v.  Walker^ 

{o)  Neilion  v.  BetU,  L.  B.   5  6  Ch.  D.  850-61;   and   Graveley 

H.  ll  1.  V.     Winohester,    Seton,    4th    ecL 

(d)  See  Leidersdorf  v.  Fl'mt  (2),  267. 
50  Wise.  401. 
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When  givezL 


Special 


in  most  cases  the  account  forms  the  most  convenient 
remedy. 

Some  of  the  remarks  made  in  reference  to  the  accoont 
apply  in  respect  of  damages :  thus,  the  defendant  is  liable 
in  damages  for  the  user  of  what  he  has  reason  to  know,  or 
suppose  to  be,  a  forged  trade  mark,  though  he  may  be 
ignorant  of  the  owner ;  but  not  necessarily  for  user  of  a 
mark  which  he  did  not  at  all  know  to  be  forged  (a); 
while,  on  the  other  hand,  the  plaintiff  may  be  held  to  be 
disentitled  to  damages  by  reason  of  his  own  delay  (6). 

For  damages  to  be  recovered  it  is  not  necessary  that 

damage  need  _,  !••«»•  -l 

not  be  proved,  special  damage  should  be  proved  ;  it  is  sufficient  to  show 
that  the  plaintiff's  right  has  been  invaded,  in  which  case 
some  damages,  even  if  only  nominal,  will  be  given  (c). 
And  it  has  been  held  in  New  Zealand  that  more  than 
nominal  damages  may  be  awarded  for  a  fraudulent 
imitation,  even  without  proof  of  special  damage  (cQ. 

The  measure  of  damages  which  can  be  recovered  when 
special  damage  is  proved  is  not  yet  clearly  settled  by 
authority ;  but  in  Leather  Cloth  Co.  v.  Hirschfeld  (e),  it 
was  held  by  Wood,  V.-C,  that  it  would  not  be  assumed 
in  the  absence  of  evidence  that  the  amount  of  goods 
sold  by  the  defendant  under  the  fraudulent  trade  mark 
would  have  been  sold  by  the  plaintiff  but  for  the  de- 
fendant's unlawful  use  of  the  plaintifi*s  trade  mark ;  for 
how  could  the  Court  assume  that  the  persons  who  bought 
what  the  plaintiff  averred  were  inferior  articles,  at  an 
inferior  price,  would  necessarily,  if  they  had  not  done  so, 


Measure  of 
damages. 


(a)  EdeUten  v.  EdeUten,  1  De  G. 
J.  &  8.  186  ;  Cartier  v.  Carlile,  31 
Beav.  292;  Moet  v.  Couston^  33 
Beav.  578;  10  L.  T.  N.  S.  395. 
Thus,  in  Weed  v.  Peterson,  12  Abb. 
Pr.  N.  8.  178,  it  was  held  that, 
thoagh  an  injunction  mast  be 
g^nted  with  costs,  yet,  as  the 
defendants  had  acted  peifectly 
hond  fide^  no  damages  could  be 
givpn. 

{h)  Amotkeoff  Manufacturing  Co, 


V.  Oamer  (2),  64  How.  Pr.  298; 
ffoU  V.  Menendez,  128  U.  8.  Rep. 
182. 

(o)  Blqfeld  v.  Payne,  4  B.  &  Ad. 
410 ;  and  see  Syke*  v.  SyheSy  3  B.  fc 
Or.  541 ;  Morison  v.  Salmon,  2  8oott» 
N.  B.  449;  2  Man.  &  G.  385;  and 
cases  at  p.  179,  n.  (a). 

(d)  IMtUjohn  ^  Son  v.  MfdUgan^ 
3  N.  Z.  L.  R.  (Sup.  Ct)  446. 

{e)  L.  R.  1  Eq.  229.  See  Daven- 
port V.  Rylandt,  L.  R.  1  £q.  302. 
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have  bought  the  superior  articles  at  the  higher  prices  ?   In 
America,  however,  it  has  been  said  that  "  every  considera- 
tion of  reason,  justice,  and  sound  policy  demands  that  one 
who  fraudulently  uses  the  trade  mark  of  another  should 
not  be  allowed  to  shield  himself  from  liability  for  the 
profit  he  has  made  by  the  use  of  the  trade  mark  on  the 
plea  that  it  is  impossible  to  determine  how  much  of 
the  profit  is  due  to  the  trade  mark  and  how  much  to  the 
intrinsic  value  of  the  commodity.     The  fact  that  it  is 
impossible  to  apportion  the  profit  renders  it  just  that 
he  should  lose  the  whole  "  (a) ;  and  the  usual  practice  in 
America  appears  to  be  to  assess  damages  at  the  amount 
of  the  profits  which  the  plaintiffs  would  have  made  if 
they  had  sold  the  same  quantity  of  the  genuine  goods 
as  the  defendants  had  sold  of  the  spurious  ones  (6),  or,  at 
all  events,  at  the  amount  of  the  actual  profits  reaped  by 
the  defendants  from  the  infiringement  (c).    The  observa- 
tion, however,  seems  just,  that  the  measure  of  damages  is 
really  the  injury  done  to  the  plaintiffs,  and  not  the  profits 
made  by  the  defendants  (who  in  the  case  referred  to  were 
selling  at  lower  prices  than  the  plaintiffs)  (d)  ;  and  in  an 
Indian  case  («),  where  it  was  shown  that  the  price  of  the 
plaintifiTs  goods  had  been  necessarily  lowered  in  con- 
sequence of  the  defendants'  fraudulent  competition,   it 
was  held  that  the  amount  of  the  reduction  in  price  gave 
the  measure  of  damages.    So  it  was  said  in  Atiantic 
Milling  Co.  v.  Robiifiaon  (/)  that  the  extent  to  which 
the   defendants'  infringement  had  interfered  with  the 
plaintiff's  sales  was  the  measure  of  damages. 

Where  a  defendant  offered  submission  in  terms  which  Offer  of  sub- 
mission. 

(a)  Per  Crockett,  J.,  in  Cfraham  (d)  Vulcan  Match  Co.  v.  Jebsen  S^ 
y.  Plale^  40  Cal.  593,  6  Amer.  Rep.  Co.,  1  Eyshe,  660.  Bee  Addington 
639.  V.  CuUinane,  28  Mo.  App.  238. 

(b)  Hoitetter  v.  VowinkU,  1  {e)  Manoc^  Petit  Manvfaetwr' 
DilL  329 ;  Faher  v.  Hovey^  Dig.  ing  Co.  v.  MahaiUixmi  Sinning  ^ 
481.                                                        Weaving  Co.,  Ld.,  Ind.  L.  B.  10 

{c)  Chaham  v.  Plate,ubi  »ujfrd> ;      Bomb.  617. 
PeUz  V.  Mohele,  62  Mo.  171.  (/)  20  Fed.  Rep.  217. 
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were  rejected  by  the  plaintiff^  the  latter  itbb  allowed  an 
inqoiiy  as  to  damages  at  his  own  risk  (a). 

Costs — (i.)  in  Actions. 

Geoend  rnle  The  same  general  principles  on  which  costs  are  given 
f^ll^^^^^^  in  other  cases  prevail  in  those  in  which  a  question  of 
trade  mark  is  at  issue.  Thus,  the  primary  rule  is  that 
costs  follow  the  event:  that  is  to  say,  that  where  a 
plaintiff  succeeds,  he  will  get  his  costs  (6) ;  where  he  is 
unsuccessful,  he  will  have  to  pay  costs  (c).  The  {euct 
that  merely  nominal  damages  have  been  awarded  will 
not  deprive  a  successful  plaintiff  of  his  right  to  his  costs, 
since  a  question  of  his  right  has  been  involved  (d).  And 
where  a  plaintiff  had  registered  a  label  containing  common 
words,  without  a  disclaimer,  it  was  held  that  this  was  not 
such  a  wrongful  act  as  to  disentitle  him  to  costs  as  against  the 
defendants,  who  had  used  an  identically  similar  label  (e). 
Belief  some-  Costs,  however,  being  in  the  discretion  of  the  Court,  the 
wULoSws^  Court  will,  under  some  circumstances,  grant  the  injunction, 
but  without  costs,  as  where  the  plaintiff  has  persisted  in 
litigation. which  had  become  unnecessary  (/),  or  where 
the  successful  plaintiff  has  been  guilty  of  delay  (g).  So, 
again,  where  forwarding  agents,  who  had  been  made  the 
medium  for  importing  spuriously  marked  cigars,  had 
not  participated  in  the  fraud,  had  offered  to  give  what 


(a)  Tonge  v.  Ward,  21  L.  T.  N.  8. 
480.  See  Dicks  v.  Jackson,  Chitty, 
J.,  March  Slst,  1884. 

(ft)  CJiappeU  v.  Davidson,  2  K.  & 
J.  123 ;  lurina  v.  Silvcrlock,  1  K. 
k,  J.  609  ;  6  Be  G.  M.  &  G.  214  ;  4 
K.  &  J.  650  ;  Collins  Co,  v.  Walker, 
7  W.  R.  222  ;  EdeUten  v.  Edelsten, 
1  De  G.  J.  &  S.  185 ;  Mo  Andrew  v. 
Dassett,  4  ib.  380. 

(o)  WooIlamy.Ilatol{fF,lB.kM. 
259  ;  Williams  v.  Osborne,  13  L.  T. 
N.  8.  498  ;  Morgan  v.  McAdam,  36 
L.  J.  Cb.  228 ;  Bau  v.  Dawher,  19 
L.  T.  N.  8.  626 ;  Luoke  v.  Webster, 
M.  R.,  April  4th,  1879 ;  Watt  v. 
CBanlon,  4  P.  R.  1. 


(d)  Morison  v.  Salmon,  2  Scott, 
N.  R.  449 ;  2  Man.  k  G.  385.  But 
in  a  similar  case  the  Canadian 
Court  gave  no  costs :  Bondier  v. 
Depatie,  3  Dorion  233. 

{e)  Per  Eekewicb,  J.,  in  Newman 
V.  Pinto,  57  L.  T.  N.  8.  31. 

(/)  Millington  v.  IIms,  8  My.  & 
Cr.  338 ;  Meet  v.  Covston,  33  Beav. 
678 ;  Hudson  v.  Bennett,  12  Jar. 
N.  8.  619. 

(ff)  MUlington  v.  Fox,  3  My.  & 
Cr.  338 ;  Bea/rd  v.  Turner,  13  L.  T. 
K.  8.  746;  Perks  v.  HaU  ^  Co., 
W.  N.  1881,  p.  Ill;  Amosksag 
Manufaeturing  Co,  v.  Oamer  (2), 
64  How.  Pr.  298. 
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information  they  ooald,  and  had  submitted  to  act  as  the 
Court  should  direct  (a). 

Under  some  circumstances  the  plaintiff  may  obtain  his  Belief 
injunction  and  yet  have  to  pay  the  costs  of  some  defendants,  ^[^tlff  to 
as  where  a  dock  company  was  innocently  in  possession  of  P&7  oo^ts. 
spuriously  marked  goods  (6).    And  again,   where  wine 
bearing  a  spurious  brand  was  in  the  possession  of  wharf- 
ingers, it  was  held  by  the  Court  of  Appeal  that  they  were 
entitled  to  their  costs  of  being  made  defendants  to  an 
action  for  infringement,  notwithstanding  that  they  had 
submitted  to  act  as  the  Court  should  direct  only  upon 
having  their  charges  and  costs  paid  or  provided  for  (o). 

On  the  other  hand,  while  the  relief  claimed  by  the  Belief 

i?ef  used 

plaintiff  is  refused,  the  defendant  may  still  be  left  to  qq  costs, 
pay  his  own  costs,  as  where  the  plaintiff  has  lost  his 
remedy  by  lapse  of  time  (d),  or  improper  use  of  the 
word  "patentee"  (e),  or  other  similar  reasons  (/),  the 
defendant's  fraudulent  intention  being  evident ;  or,  more 
commonly,  where  the  defendant's  conduct,  though  not  so 
clearly  fraudulent  as  to  entitle  the  plaintiff  to  an  injunction, 
has  yet  been  so  suspicious  and  uncandid  as  to  call  for 
some  punishment  (g).  Thus,  where  the  Vice-Chancellor 
considered  that  the  defendant  had  acted  fraudulently, 
but  thought  himself  bound  by  a  decision  of  the  Court  of 

(a)  Ujpmann  v.  JElktm^  L.  B.  7  him :  Leather  Cloth  Co,  v.  Lorgont, 

Ch.  130.    See  Moet  v.  Pickering,  L.  B.  9  Eq.  346. 

8  Ch.  D.  372.  (/)  JS.g.,  Fetridge  v.  WelU,  13 

.  (h)     ZTpmann    v.    JElkan^    ubi  How.  Tr.  386,  B.  Cox,  180. 

suprit.  (g)  Edgington  v.  Edgington^  11 

•   (c)     Meet    V.    Piokering,    t/«  L.  T.  N.  S.  299 ;  3at9  v.  Dawber, 

ptpriL  19  L.  T.  N.  8.  626 ;  Aimworth  v. 

(d)  Rodgeri  v.  Kodgers,  31  L.  T.  WalmtUy,  L.  B.  1  Eq.  518 ;  Wylam 
N.  8.  286.  V.    Clwrke,  W.    N.    1876,    p.    68; 

(e)  Mxey  v.  Boffey,  W.  N.  1870,  JRohmeau  v.  Charhonnel^  W.  N. 
p.  227.  And  where  a  plaintiff  1876,  p.  160 ;  Borihwioh  v.  Evening 
company  wafi  held  to  be  disentitled  Post,  Zd.^  37  Ch.  D.  449.  8ee 
to  an  injunction  by  reason  of  the  Humplmei  v.  Taylor  Drug  Co,  (2), 
wrongful  use  of  the  word  '^patent,"  69  L.  T.  N.  8.  820  ;  also  TaUcot  v. 
and  the  defendant,  as  having  been  Moore,  13  N.  Y.  Sup.  Ct.  106; 
the  company's  manager,  was  in  Degraves  v.  Whitetnan,  6  Vict, 
some  sense  responsible  for  this,  he  L.  B.  Eq.  304 ;  JIop  JiittereManu- 
was.  deprived  of  the  costs  which  faetwring  Co,  v.  Luhe,  10  Yiot.  L.  B. 
would  otherwise  have  been  given  (E.).234. 
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Appeal  on  the  motion  to  dismisg  the  bill,  he  did  sa 
without  costs  (a).  Where  the  defendant  had  filled  with 
his  own  lime-juice  bottles  brought  to  him  for  the  purpose, 
though  they  were  stamped  with  the  plaintiff's  name,  and 
the  plaintiff  brought  an  action,  making  charges  which 
amounted  to  fraud,  but  which  the  Court  did  not  consider 
to  be  justified,  though  the  defendant  had  done  that  which 
he  was  not  entitled  to  do,  and  the  defendant  gave  an 
undertaking  not  to  repeat  the  offence,  no  order  was 
made,  and  each  party  was  left  to  pay  his  own  costs  (6). 
Frequently  the  costs  of  interlocutory  proceedings  will  be 
made  costs  in  the  cause,  as  where,  on  motion  for  injunc- 
tion,  the  plaintiff  failed  on  the  score  of  delay  (c). 
Apportion-  I^  some  cases  a  portion  only  of  the  relief  asked  for  has 

ment  of  costs,  been  granted,  and  the  costs  have  either  been  apportioned 
in  a  manner  corresponding  to  the  amount  of  success 
achieved,  or  each  party  has  been  left  to  pay  his  own 
costs.  Thus,  where  a  plaintiff  company  succeeded  on 
the  question  of  imitation  of  labels  and  wrappers,  but 
failed  as  to  trade  mark,  the  plaintiffs  were  given  their 
costs  up  to  the  motion  for  injunction,  each  party  having 
to  bear  his  own  after  that  (d).  In  Day  v.  Neale  (e)  no 
costs  were  given  on  either  side,  the  plaintiffs  having- 
asked  for  an  injunction  in  respect  of  several  trade  marks, 
in  only  two  of  which  they  had  an  exclusive  right,  and 
having  delayed  to  take  proceedings  for  more  than  two 
years,  while  the  defendants  were  in  the  wrong  as  to  the 
two  marks.  In  Metzler  v.  Wood(f)  the  plaintiffs,  who 
succeeded  on  the  main  question  of  imitation  of  the  title 
of  their  publication,  were  deprived  of  half  their  costs,  on 

.   (a)  Woth^ijfoon  v.  Currie.    See  (<?)  iMoeson   v.    Thamjraofi,    41 

L.  R.  5  H.  L.  610.  L.  J.  Ch.  101.    And  see  Brook  v. 

(J)  Hose  V.  Zqftui,  47  L.  J.  Ch.  Ifvam,  2  L.  T.  N.  8.  740 ;  Wallit  v. 

676 ;  and  see  Perkt  v.  Ball  Jt  Co.,  WaUis,  4  Dr.  468. 
W.  N.  1881,  p.  111.    So  in  N.  8.  W.,  (d)  Compagnie  Laferme  v.  Hei^ 

where  the  suocessf  al   party  had  drickw.  Dig.  612.   And  see  Jaeksott^ 

nntmly  marked  his  goods  as  if  the  ^  Co.  t.  tapper,  36  Ch.  D.  162. 
mark  were  registered :  JETarrit  y.  (e)  V.  C.  B.  May  24th,  18S1. 

O^ff^  6  N.  8.  W.  Bep.  (E.)  114^  (/)  8  Ch.  D.  606. 
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the  groand  of  their  having  made  claims  as  to  copyright 
which  fiEiiled.  Where  a  plaintifif  succeeded  in  establishing 
a  limited  right  in  a  word,  and  also  that  the  defendant 
had  acted  fraudalently,  but  he  failed  to  show  a  general 
right  in  the  word,  and  that  certain  labels  used  by  the 
defendant  were  deceptive,  the  defendant  was  ordered  by 
the  Irish  Court  to  pay  the  general  costs  of  the  suit,  but  the 
plaintiff  was  ordered  to  pay  and  set  off  against  his  own  costs 
the  costs  of  all  the  affidavits  of  the  defendant's  witnesses 
{except  that  of  the  defendant  himself),  since  they  had  been 
addressed  to  the  part  of  the  case  on  which  the  plaintiff 
failed  (a).  In  a  Bombay  case  (6),  in  which  six  marks  were 
in  question,  and  the  defendants  succeeded  as  to  all  but 
one,  which  they  had  offered  to  give  up  within  six  days 
after  the  commencement  of  the  suit,  it  was  held  that  the 
defendants  must  only  pay  their  own  costs  with  regard  to 
that  mark,  and  one-sixth  of  the  plaintiffs'  costs  up  to  and 
including  the  day  on  which  the  offer  was  made,  and  that 
all  the  remaining  costs  of  both  parties  must  be  paid  by 
the  plaintiffs.  Where  a  defendant  had  untruly  alleged 
that  he  was  the  first  to  use  a  word  in  dispute,  and  that  the 
plaintiff  had  copied  from  him,  no  costs  were  given,  though 
the  action  was  dismissed  (c). 

If  a  plaintiff  makes  charges  which  he  is  unable  to  sub-  Costs  of 
stantiate,  he  may  obtain  an  injunction  with  costs,  and  yet  ^hme^  &o. 
have  to  pay  all  costs  occasioned  by  the  making  of  that 
charge  (d).  In  the  same  way,  if  a  plaintiff  insists  upon 
having  an  account  taken,  after  the  defendant  has  given 
full  information,  the  plaintiff  will  have  to  pay  the  costs  of 
that  account  if  it  turn  out  to  have  been  unnecessary  (0). 

When  a  defendant  in  a  trade-mark  action  submits  to  Scale  of  costs 
a  perpetual  injunction  with  costs,  the  mere  feet  of  his  ^^^^^' 

(a)  Wheeler  v.  Johmton,  3  L.  R.  {d)  Pieree  v.  FranJu,  16  L.  J. 
Xr.  284.  Ch.  122;  StandUh  v.  WhUwell,  14 

(b)  Wallace  ^  Co,  v.  JB«^  3^  Co^  W.  R.  612 ;  WyUm  v.  CUvrhe,  W.  N, 
Bombay  High  Ct.,  April  30th,  1879.  1876,  p.  68. 

(tf)  llvmjphries  v.   Taylor  Drug         {e)  JVunn  v.  JfAlhuqverque,  34 
^.  (2),  59  L.  T.  N.  S.  820.  Beav.  695. 
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Costs  of 
motion  to 
commit. 


Costs  of 
appeals. 


having  submitted  oonstitates  no  special  ground,  nnder 
H.  S.  C,  1883,  Order  LXV.,  r.  9,  for  directing  the  costs  to  be 
taxed  on  the  higher  scale,  but  in  such  a  case  the  Court  will 
refuse  to  punish  him  for  submitting  at  once,  and  will  leave 
the  costs  to  be  taxed  on  the  lower  scale  (a).  But  there 
may  be  cases  in  which  costs  will  be  given  on  the  higher 
scale — e,g,j  where  the  action  has  been  fought  out  at  great 
length  (ft). 

A  motion  to  commit  for  breach  of  an  injunction  is  not 
unfrequently  made  without  any  intention  of  obtaining  an 
order  for  actual  committal,  but  the  defendant  can  only 
be  ordered  to  pay  the  costs  of  such  a  motion  if  the  facts 
would  have  warranted  a  committal  (c).  But  where  an 
order  for  committal  was  rescinded  by  the  Court  of  Appeal, 
no  costs  were  given  the  defendant,  on  account  of  the 
equivocal  conduct  of  some  of  his  agents  (c).  Where  a 
motion  to  commit  was  dismissed  on  the  ground  of  delay, 
as  well  as  that  the  actual  terms  of  the  injunction  had  not 
been  disobeyed,  though  its  spirit  had  been,  the  Vice- 
chancellor,  while  refusing  the  motion,  enlarged  the  in- 
junction and  made  the  defendant  pay  the  costs  (d).  In  a 
case  in  which  the  Supreme  Court  of  New  York  had  fined 
a  defendant  for  contempt,  the  Court  of  Appeals,  while 
considering  itself  bound  by  the  decision  of  the  Supreme 
Court  as  to  the  fact  of  the  breach,  yet  thought  the  decision 
so  doubtful  that  it  gave  no  costs  of  the  appeal  (e). 

The  costs  of  appeals  are  usually  governed  by  the  same 
principle  as  those  in  the  Courts  of  First  Instance,  and 
follow  the  event.  Thus,  in  McLean  v.  Fleming  (/),  in 
which  the  U.  S.  Circuit  Court  considered  the  plaintiff  to 
be  entitled  to  an  injunction  and  an  account j  but  the 
Supreme  Court  reversed  the  decision  with  respect  to  the 

(a)  Hudson  v.  Otgerby,  50  L.  T.  (ef)  Cartier  v.  May,  Dig.  200. 

N.  B.  323.  (e)  DevUn  v.  Devlin,  69  N.  Y. 

(h)  Great  Tower  St.  Tea  Co.  v.  212. 

Smith,  6  P.  R.  166.  (/)  96  U.  S.  Rep.  246. 

(ff)  E.g.,  Denoe  v.  Brand,  W.  N. 
1881,  p.  31. 
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account,  on  the  ground  of  the  plaintifiTs  own  laches,  it  was 
held  that  the  plaintifif  must  have  his  costs  in  the  Court 
below,  but  the  defendant  (appellant)  his  costs  of  the  appeal. 
The  costs  of  an  unnecessary  appeal  rnqst  be  paid  b;  the 
appellant.  Thus,  where  a  respondent  appeared  at  the 
bearing  of  an  appeal,  after  having  received  notice  from 
the  appellant  that  no  alteration  would  be  asked  in  the 
order  in  the  Court  below  with  respect  to  his  costs,  which 
the  appellant  had  been  ordered  to  pay,  that  respondent 
was  left  to  pay  the  costs  of  such  appearance  (a).  And 
where,  in  an  action  for  imitation  of  the  name  of  the  plain- 
tififs'  journal,  the  plaintiffs  brought  on  an  appeal  from  the 
decision  of  the  judge  directing  the  motion  for  an  injunction 
to  stand  to  the  hearing,  after  the  defendants  had  changed 
the  name  of  their  publication,  the  plaintiffs  were  ordered 
to  pay  the  costs  of  the  appeal,  notwithstanding  that  the 
defendants  had  refused  to  submit  to  an  injunction,  or 
to  give  an  undertaking  as  to  their  original  title  (6).  In 
Newman  v.  Pvnto  (c)  the  plaintiff,  who  had  succeeded 
in  the  Court  of  First  Instance,  was  held  by  the  Court 
of  Appeal  to  be  disentitled  to  relief  on  the  ground  of 
misrepresentations  contained  in  his  trade  mark;  but 
the  defendants,  who  had  used  the  same  trade  mark, 
containing  the  same  misrepresentations,  were  not  allowed 
the  general  costs  of  the  action,  but  only  the  costs  of  the 
appeal. 

One  of  the  main  objects  which  the  Court  has  in  view  in  Costs  in  case 
the  exercise  of  its  jurisdiction  is  "  to  repress  unnecessary  pro^Se. 
litigation,  and  to  keep  litigation  within  those  bounds 
which  are  essential  to  enable  the  parties  to  vindicate 
and  establish  their  rights"  (d).  Although,  therefore,  a 
plaintiff  whose  rights  hayip  been  attacked  is  not  bound 
to  rely  on  the  assurance  of  his  assailant  that  the  act  will 

(a)  Upmofun  v.  mjtm,  L.  B.  7  (c)  67  L.  T.  N.  S.  81. 

Ch*130.     .             '  .    (^  Per  Lord.Cottenham,  0.,in 

{h)  Dale  Vw  5;»i«*,  W.  N, '-18S2,  MUlvngtath  v.  Ibx,  3  My.  &  Cr: 

p.  145.  838, 


^ 


264^ 


THB  CIVIL  BSICKDT.     IL 


not  be  repeated,  but  is  entitled  to  the  protection  of  an 
injunction  (a),  yet  if  he,  immediately  after  the  suit  is 
commenced,  is  offered  and  may  obtain  all  he  seeks,  and 
still  thinks  proper  to  go  on  with  the  suit,  the  Court  may 
give  him  his  decree,  but  will  not  give  him  the  costs  of 
the  suit  so  unnecessarily  prosecuted  (b).  The  defendant  is, 
however,  the  aggressor,  since  the  litigation  has  been  first 
occasioned  by  his  unwarrantable  interference  with  the 
plaintiff's  rights  in  respect  of  his  trade  mark,  and  this  is 
equally  the  case  whether  the  aggression  was  made  with 
knowledge  or  in  ignorance  of  those  rights  of  the  plaintiff. 
The  defendant  must  therefore  offer  all  the  plaintiff  has  a 
right  to  obtain,  and  the  offer  must  include  all  the  costs 
which  have  been  occasioned  by  his  improper  conduct  (o). 
Thus,  where  in  a  patent  case  an  injunction  was  granted, 
the  defendants  having  previously  promised  to  commit  no 
further  infringement  and  to  pay  the  costs  of  preparing 
the  bill.  Knight  Bruce,  V.-C.,  gave  the  plaintiffs  their 
costs  at  the  hearing,  since  the  defendants  ought  to 
have  offered,  on  the  injunction  being  obtained,  to  pay 
all  costs  up  to  that  time  (c2).  The  same  result  followed 
where  a  defendant,  who  had  offered  to  pay  the  taxed 
costs  as  between  party  and  party,  but  refused  to  pay 
them  as  between  solicitor  and  client,  put  in  his  answer, 


(a)  Geary  v.  Norton^  1  De  O.  &  S. 
9 ;  Bouth  V.  Webster,  10  Beav.  661 ; 
Tonge  v.  Ward,  21  L.  T.  N.  S.  480; 
QmU  v.  Holhrook,  2  Sandf.  Cb.  586, 
R.  Cox,  20 ;  Radnay  v.  Coleman,  16 
Grant  Up.  Can.  Cb.  50;  Guardian 
Fire  and  lAfe  Assurance  Co.  v. 
Guardian  and  General  Insurance 
O?.,  i<i.,  60L.  J.Ch.  252. 

(ft)  Per  Wigram,  V.-C,  in  CoU 
hum  Y.  Simms,  2  Hare,  660,  com- 
menting on  Millington  v.  Fom; 
and  see  MoAndrew  v.  Bassett,  4 
De  O.  J.  &  8.  380;  Hudson  v. 
Bennett,  12  Jur.  N.  S.  519 ;  Up- 
mann  v.  Elkan,  L.  R.  12  Eq.  140, 
7  Cb.  130;  \V'UUams  v.  Osborne^ 
13  L.  T.  N.  S.  498. 


(c)  FradeUa  v.  Weller,  2  R.  &  M. 
247 ;  Kelly  v.  Hooper,  1  Y.  Ac  C. 
Ch.  197;  Geary  v.  Norton,  1  De 
G.  &  S.  9 ;  Burgess  v.  HiUs,  26 
Beav.  244;  Burgess  v.  Hatdy, 
26  Bear.  249;  WallU  v.  WaUis, 
4  Dr.  468;  CoUins  Co.  v.  Waikert 
7  W.  R.  222 ;  Meet  v.  Couston,  33 
Beav.  678 ;  Nunn  v.  H Albuquerque, 
34  Beav.  595;  Coats  v.  Holbrooke 
2  Sandf.  586,  R.  Cox,  20;  Weed 
V.  Peterson,  12  Abb.  Pr.  N.  S. 
178. 

(d)  Geary  v.  Norton,  uH  supriL, 
See  Zochgelly  Co.  {Limits^)  v. 
Lumphinnans  Iron  Cb,,  Ct.  Sess. 
Caa.,  4th  Ser.  YL  482. 
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infringer. 


and  then,  the  plaintiff  offering  to  accept  the  costs  as 
between  party  and  party,  declined  to  pay  the  costs  of 
the  answer  (a).  Bat  if  an  innocent  infringer  withdraws 
all  marked  articles  from  sale,  and  offers  an  undertaking 
immediately  upon  being  served  with  the  writ,  and  the 
plaintiff  afterwards  moves  for  an  injunction,  the  motion 
will  be  refused  with  all  costs,  less  the  costs  of  the  writj 
which  will  have  been  incurred  before  the  defendant's 
offer  (6). 

It  has  been  thought  that  a  person  whose  trade  mark  Notice  to 
has  been  infringed  should  give  notice  to  the  infringer 
of  his  intention  to  take  proceedings,  so  as  to  give  him  an 
opportunity  of  explaining  his  conduct  or  submitting  (c) ; 
and  if  he  does  so,  and  a  fair  offer  is  made,  he  should 
not  hasten  to  incur  needless  expense  (c2),  or  he  may  be 
punished  in  respect  of  costs.  Lord  Romilly,  M.  R.,  was, 
however,  of  opinion  (e)  that,  the  defendant  having  been 
the  aggressor,  the  plaintiff  would  be  justified  in  filing  his 
bill  without  making  any  application  to  the  defendant; 
and  in  Upmann  v.  Ellcan  (/)  he  indicated  his  adherence 
to  the  same  view,  saying  that  he  did  not  mean  to  lay 
down  that  the  person  whose  trade  mark  had  been  imitated 
might  not  file  a  bill  without  making  any  inquiry  at  all. 
In  the  later  case  of  Upmann  v.  Forester  (gr),  Chitty,  J., 
decided  in  accordance  with  this  opinion,  giving  costs  to 
a  plaintiff  who  had  moved  for  an  injunction  without 
giving  any  previous  notice,  though  the  defendant  had 
acted  perfectly  innocently,  and  would  have  submitted  if 


(a)  £ellyvMooper,lY.kC,ChA97, 

lb)  Carwieho  v.  HighmooTt  27 
Sol.  J.  199. 

{c)  Chappell  V.  Davidio%y  2  E.  & 
J.  123 ;  WaUU  v.  WtUlu,  4  Dr.  458 ; 
jlhvenUohe  Stoom  Bleek^ry  Ooor  y. 
JEUinger  4-  Co.,  26  W.  R.  70. 

(<0  WiUiamMv,  Osborne,  13  L.  T. 
K.  8.  498.  And  see  the  opinion  of 
Jessel,  M.  R.,  cited  in  Upmann  v. 
Ibretter,  24  Ch.  D.  231,  and  Jn  r$ 
Xuhn  ^  Co^  53  L.  J.  Cb.  238. 


(e)  In  BurffMsv.  Hatehfy  26  Beav. 
249.  In  Field  v.  Lewis,  Dig.  280, 
Wood,  V.-C,  granted  an  injunction 
with  costs,  though  no  notice  had 
been  given  before  bill  filed.  And 
see  Coats  v.  Holbrook,  2  Sandt  Ch. 
586,  R.  Cox,  20;  and  Samyer  v. 
Kellogg,  7  Fed.  Rep.  721,  9  ib. 
601. 

(/)  L.  R.  12  Bq.  140;  L.  R.  7 
Ch.  130. 

(g)  24  Ch,  D.  231. 
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notice  had  been  given  him.  And  he  stated  that  this  was 
also  the  opinion  of  Jessel,  M.  R.  (a).  The  reason  assigned 
by  Chittj,  J.,  for  this  decision  appears  to  be  that,  if  the 
plaintiff  were  to  give  notice  to  the  defendant,  and  the 
defendant  were  to  submit,  the  plaintiff  woald  lose  his 
costs ;  but  it  might  be  thought  that  the  plaintiff  would 
be  sufficiently  secured  in  this  respect  by  the  rule  above 
stated,  that  an  offer  of  submission  must,  to  be  effectual, 
include  an  offer  of  all  costs  occasioned  to  the  plaintiff, 
and  that  no  injustice  would  be  done  to  the  plaintiff,  but 
a  very  possible  injustice  to  an  innocent  defendant  might 
be  minimised,  by  requiring  notice  to  be  given.  And  in 
Upmann  v.  Ourrey  (&),  a  case  very  similar  to  Upmann 
V.  Forester  (c),  the  innocent  defendant  offered  in  court 
to  empty  and  deliver  up  or  destroy  the  boxes  in  which 
the  cigars  had  been  sold  to  him,  and  which  were  labelled 
(but  without  his  knowledge)  in  imitation  of  the  plaintiffs 
boxes,  and  Smith,  J.,  refused  an  injunction,  and  gave  no 
costs  on  either  side. 
Infanoydoes  A  plea  of  in&ucy  will  not  excuse  an  infemt  infiringer 
torn  costs.  ^^  P^iyii^g  the  costs  which  his  conduct  has  occa- 
sioned (d).  And  so  with  a  married  woman  having  separate 
estate  (0). 
CJosts  occa-  .  A  person  who  has  induced  another  person  to  manufac- 
third  party  by  t^^®  fo'  bim  goods  marked  with  the  trade  mark  of  a 
d^endant*8  third  person  is  liable  to  repay  to  the  person  he  has  made 
the  instrument  of  his  fraud  the  costs  of  legal  proceedings 
brought  about  by  the  infringement,  including  any  sum 
which  that  person  may  have  reasonably  paid  to  compromise 
the  matter  (/). 

(a)  See  per  Jesse],  M.  tl.,  in         (0)  24  Ch.  D.  231. 

In  re  Kuhn  ^  Co,,  53  L.  J.  Ch..  {d)  Cory  v.   GeHcken,  2  Madd,. 

238,and^flrr^v.  6f{wn»,  74L.T.  ^9;   Chuhb  v.  Griffiths,  36  Beav. 

CJoarnal)  388.    Also  lennetsy  v.  127. 

Day,  65  L.  T.  N.  8. 161.   80  Siegert  (e)  NlcholU  v.  Kimptan,  3  Times 

V.  Lawrence,  11  Vict.  L.  R.  47^  in  L.  B.  674. 

Yigtoria.  ,  .  (/)  J)ixon  v.  Famous,  3  Ell.  & 

(b)  29  Sol.  J.  736.  BU.  637. 
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Costs — (ii.)  i/n  Begistratian  Cases. 

When  an  application  for  the  registration  of  a  trade  Cknts  in  regis^ 
mark  is  opposed  and  brought  before  the  Court,  the  costs  ^^^^  *^*^* 
are  usually  ordered  to  be  paid  by  the  unsuccessftd  party, 
as  haying  been  occasioned  by  his  wrongful  claim  or 
opposition.  Thus,  where  a  claim  was  made  to  register 
and  use  a  trade  mark,  which  would  have  been  an  infringe- 
ment of  an  existing  mark,  the  persons  who  wrongly 
claimed  the  mark  were  ordered  to  pay  the  costs  of 
cross-adjourned  summonses,  as  well  as  of  an  action  for 
an  injunction  which  had  been  rendered  necessary  by  the 
claim  (a).  And  in  In  re  Rosing  (6),  the  Cutlers'  Co.  of 
Sheffield,  who  had  opposed  an  application  in  what  they 
believed  to  be  the  interest  of  the  public  (and  whose 
opposition  succeeded  in  the  Court  of  Appeal),  were  ordered 
by  V.-C.  Bacon  to  pay  the  costs  of  their  opposition,  which 
failed  before  him. 

If,  on  the  other  hand,  each  party  is  partially  successful,  No  oosts. 
no  costs  will  be  given  on  either  side  (c).  And  where 
application  was  made  for  the  registration  of  a  label  con- 
taining descriptive  words,  and  the  applicants  disclaimed 
some  of  the  descriptive  words,  but  not  all,  and  conducted 
their  case  on  the  footing  that  registration  would  give 
them  an  exclusive  right  to  such  words,  the  Court  of 
Appeal  held  that  though  the  registration  must  be  granted, 
and  would  not  have  the  effect  of  giving  any  such  right,  the 
litigation  had  nevertheless  been  caused  by  the  applicants, 
and  no  costs  could  be  given  them  (d).  And  in  In  re 
Dwan  (e),  in  which  the  Court  of  Appeal  reversed  the 
refusal  of  the  Court  below  to'  allow  registratibn,  they 

(a)  VavU  V.  Tyhr,  M.  R.,  April  L.  J.  Ch.  639;  In  re.Bosingf  64 

24tb,  1879.    Bee  Jackion  ^  Co,  v.  L.  J.  Ch.  976 ;   Mouion  ^-  Co.  v. 

Napper,  85  Ch.  D.   162 ;    In  re  Boehm,  26  Ch.  D.  898. 

Groumith,  60  L.  T.  N.  8.  612  ;  (<0  ^^  re  Hudson,  82  Ch.  D.  311. 

In  re  Bwgoyne,  61  L.  T.  N.  S.  39.  And  see  In  re  Swift  8peo\fio  Co.^ 

(h)  64  L.  J.  Ch.  976.  P.  R.  862. 

(jo)  In  re  JeUey,  Son  4'  Jones,  61-  («)  41  Ch.  D.  444. 
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only  gave  costs  of  the  appeal,  and  none  of  the  hearing 
below. 
Costs  paid  bj     Where  an  applicant  took  advantage  of   the  precise 
???|^^       wording  of  the  Act  of  1875  to  obtain  registration  as  a 
part  of  his  trade  mark  of  words  to  the  exclasive  nse  of 
which  he  was  not  entitled,  and  the  application  was  irn-* 
saccessfuUy  opposed,  Jessel,  M.  B.,  held  that,  notwith- 
standing the  success  of  the  applicant,  he  most  still  pay 
the  costs  of  the  application,  as  he  was  taking  advantage 
of  the  Act  to  do  that  which  the  Act  did  not  intend  him 
to  do  (a). 
Costs  of  oomp-     Where  the  comptroller  (formerly  the  registrar)  is  served 
troUer.  ^^^j^  notice  of  an  application  to  the  Court,  he  is  entitled 

to  appear  on  the  hearing  of  the  application,  and  to  receive 
his  costs  of  so  doing,  since  it  is  proper  that  he  should 
know  what  order  is  made  (6). 
When  he  Where  the  comptroller  opposes  an  application,  and  his 

opposes.  opposition  fidls,  he  will  not  usually  be  required  to  pay  the 
costs  of  the  successful  applicant  (c)  ;  and  the  rule  has  in 
fact  been  established  that  the  comptroller  will  generally 
receive  his  costs,  whether  successful  or  unsuccesful  {d)f 
but  where  the  case  is  a  test  case,  each  party  may  be  left 
to  pay  his  own  costs  (d).  Formerly  it  seems  that  costs 
might  be  given^against  him  if  he  opposed  in  a  case  in 
which  the  Court  pronounced  the  applicant's  mark,  not 
only  to  be  distinct  from  the  mark  which  the  comptroller 
supposed  it  to  resemble,  but  to  be  so  distinct  that 
the  comptroller  was  acting  wrongly  in  objecting  (e). 
And  in  one  case  (/)  in  which  the  comptroller's  objection 
succeeded  no  costs  were  given  him,  because  he  had  not 
merely    submitted    the   claim    to   the  Court,    but  had 

(a)  In  re  Mai^nen,  28  W.  B,  (d)  In  re  Van  Duxer^  34  Ch.  D. 

769.  623 ;  In  re  Leaf^  Som  ^  Co^  34 

(h)  This  has  been  repeatedly  so  Ch.  D.  632. 

laid  down :  d.^.,  In  re  Orr-Ewing  (e)  In  re  Patent  Plymhago  Or%* 

(2),  28  W.  R.  412.  eible  Co.,  M.  R.,  August  1st,  1879. 

(p)  In  re  Hotherham,  14  Ch.  D.  (/)  i«  re  Janee  Bra.,  V.-C.  H^ 

685.  July  10th,  1880. 
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actively  disputed  it  and  filed  evidence*    Bat  no  reliance 
can  now  be  placed  on  these  decisions. 

Since,  by  the  terms  of  the  old  Rule  16  (a),  an  opposed  Extent  of 
application  did  not  stand  for  the  deteimination  of  the  Court  ^**®* 
until  the  comptroller  informed  the  applicant  that  the 
opponent  had  given  security,  no  costs  incurred  before  that 
point  in  the  proceedings,  but  only  those  incurred  after  it, 
eould  formerly  be  given  by  the  Court  or  be  included  in 
an  order  to  pay  costs  (b) ;  and  it  has  been  held  that  the 
Court  cannot  even  now  give  a  successful  opponent  the  costs 
of  the  proceedings  in  the  Registry  Office,  under  either  §  69 
or  §  90  of  the  Patents  Act,  1883  (c). 

If  a  person  registers  as  his  property  a  trade  mark  to  Costs  of  fip* 
which  he  is  not  entitled,  he  will,  as  a  rule,  have  to  pay  the  ^  remove, 
costs  of  the  necessary  application  to  remove  it  from  the 
register  (d),  though  there  may  be  exceptional  cases  in 
which  this  rule  will  not  be  followed :  as  if  the  mark  was 
originally  his  property,  but  has  become  common  through 
the  common  piracy  of  the  trade,  and  they  have  delayed  to 
apply  for  removal  for  some  time  after  his  registration^  and 
have  then  done  so  without  notice  to  him,  he  being  a 
foreigner  (e) ;  or  if  the  mark  is  removed  from  the  register 
on  the  application  of  a  person  who  has  copied  it,  and  who 
has  only  applied  for  rectification  under  stress  of  an  action 
for  infringement  (/).  Again,  where  a  mark  was  removed 
from  the  register  by  the  Court  of  Appeal  on  a  ground  which 
had  not  been  raised  in  the  Court  below,  and  the  applicant 
had  acted  in  a  fraudulent  manner,  no  costs  were  given 
in  either  Court  (g).    As  a  rule,  a  person  who  fails  in  an 


(a)  Since  repeated  in  §  69  of  the 
Patents  Act,  1883,  as  amended. 

(J)  In  ro  Brandreth^  9  Ch.  D. 
618. 

(c)  In  re  Atutralian  Wins  Im^ 
jporteri,  Ld,,  41  Ch.  D.  278. 

(rf)  In  re  Hyde  ^  Co.,  7  Ch.  D. 
724 ;  In  re  Palmer  (3),  24  Ch.  D. 
504;  In  re  Kuhn  ^  Co.y  53  L.  J. 
Ch.238;  Burland^Ccy.Iiroxbum 


Oil  Co.,  Ld.  (2),  42  Ch.  D.  274 ; 
In  re  Vigmer,  6  P.  R.  490. 

(tf )  In  re  Ktikn  S^  Co.,  63  L.  J. 
Ch.238. 

(/)  In  re  Perry,  DavU  ^  Son,  68 
L.T.N.  S.  695 ;  Humphriei  v.  Taylor 
Drug  Co,  (2),  59  L.  T.  K.  S.  820.  See 
In  re  GianaelU,  58  L.  J.  Ch.  782. 

(g)  Thompson  v.  Montgomery,  41 
Ch.  D.  35. 
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application  to  rectify  will  have  to  pay  the  costs  of  the 
application  (a). 

^^^  Where  a  firm  of  shipowners  had  been  restrained,  as 

carriers,  from  parting  with  cases  of  mineral  waters  con- 
taining bottles  alleged  to  bear  infringements  of  the 
plaintiffs'  labels,  and  an  American  resident  claimed  to  be 
the  owner  of  the  goods,  and  applied  for  leave  to  re-ship 
them  to  Hamburg,  it  was  held  that  he  must  give  secority 
for  the  costs  of  his  application  (6).  And  where  an  ap- 
plication for  the  registration  of  a  trade  mark  was  made  by  a 
foreign  resident  and  opposed,  it  was  held  that  he  must 
give  security  for  costs,  and  that,  unless  he  did  so  within 
seven  days,  his  application  must  be  refused  without 
further  order  (c). 

Cojita  of  oppo-      When  an  application  for  registration  is  abandoned  after 

to  abandon-     notice  of  opposition,  the  comptroller  has  power  to  award 

^^r!^  *PP^"  costs  to  the  opponent  (d). 

'*'  *""  (a)  In  re  Atkint  FiUer  i  JSnr  (e)  In  re  Burier,  W.  N.  1887, 

ginetring  Co,,  Limited,  3  P.  K.  164.  p.  71. 

(J)  ApoUvnarU  Co,  v.   WiUon,  (d)  P.  A.  1883-8,  §  69  (5). 

31  Oh.  D.  632. 
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CHAPTER  VIII. 


CASES  ANALOGOUS  TO  THOSE  OF  TBADE  MARE. 


In  addition  to  the  cases  in  which  there  has  been  an  Cases  not 
infringement  of  trade  mark  properly  so  called,  a  variety  of  ^^^  ^^J^  ® 
cases  have  been  decided  in  which  the  Conrt  has  restrained 
the  practice  of  fraud  by  one  person  at  the  expense  of 
another,  the  means  adopted  to  perpetrate  the  fraud 
resembling  to  some  extent  the  infringement  of  a  trade 
mark,  but  yet  being  distinguishable  therefrom. 

A  trade  mark  is  a  technical  matter,  and  for  there  to  be  Cases  of  tme 
an  infringement  of  trade  mark  there  must  be  a  valid 
trade  mark  in  existence — that  is  to  say,  there  must  not 
only  be  such  a  device  in  existence  as  is  capable  of  forming 
a  trade  mark,  but  it  must  be  actually  attached  to  vendible 
articles  in  the  market  (a),  or  must  (at  least,  if  first  used 
since  the  Trade  Marks  Act  of  1875)  be  properly  registered 
under  the  Patents  Act,  1883  (6). 

Where,  however,  there  has  been  a  representation  that  one  Cases  not  of 
thing  is  another,  by  means  of  which  one  person  has  secured  i^^  ^ 
custom  intended  for  another,  so  that  both  the  purchaser 
and  the  genuine  trader  have  been  defrauded,  there  the 
Court  will  interfere  and  protect  the  right  of  both  parties 
to  trade  freely  without  fraudulent  deceptions,  although 
the  fraud  has  taken  another  form  than  that  of  imitating 
a  trade  mark. 

An  important  class  of  cases  of  this  description  consists  Trade  name. 

.     (^0  MoAndrem  v.  Bas^ett,  4  De  (h)  See  the  Patents  Act,  1883, 

G.  J.  &  S.  380 ;  MaxTceU  v.  Hogfg>^  §  77,  as  amended  hj  the  Aot  of 

L.  R  2  Ch.  307.    See  also  iW  re  1888.    kiso  Edmardi  y,  Dennis,  30 

Leowvtd  4*  EUU,  26  Oh.  D.  288.  Gh.  B.  454. 
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of  cases  in  which  there  has  been  a  wrongfiil  assumption  hy 
one  person  or  firm  of  the  trade  or  firm  name  onder  which 
a  reputation  has  been  gained  by  another  person  or  firm, 
and  which  has  therefore  become  a  very  important  part  of 
the  goodwill  of  the  business  of  such  person  or  firm  (a), 
although  when  used  as  a  name,  and  not  as  a  mark  on 
vendible  goods,  it  is  not  used  as  a  trade  mark.  The 
imitation  of  ^ch  a  name  fiedsely  represents  not  merely  a 
certain  class  of  goods,  but  the  entire  business,  to  be  that 
of  one  not  the  true  proprietor. 
No  ezoinBive  "  In  this  country,"  says  Lord  Chelmsford  (6),  "  we  do 
w»rt  from™^  not  recognise  the  absolute  right  of  a  person  to  a  particular 
bosinesB.  name,  to  the  extent  of  entitling  him  to  prevent  the 
assumption  of  that  name  by  a  stranger.  The  right  to 
the  exclusive  use  of  a  name  in  connection  with  a  trade  or 
business  is  familiar  to  our  law ;  and  any  person  using  that 
name,  after  a  relative  right  of  this  description  has  been 
acquired  by  another,  is  considered  to  have  been  guilty  of 
a  fraud,  or  at  least  of  an  invasion  of  another's  right,  and 
renders  himself  liable  to  an  action,  or  he  may  be  restrained 
from  the  use  of  the  name  by  injunction."  But  a  man  who 
has  never  carried  on  business  under  a  particular  name 
cannot,  even  though  he  has  some  kind  of  right  to  use  that 
name,  interfere  with  its  being  used  by  another.  Thus, 
where  the  plaintiff  was  the  mortgagee  of  the  goodwill  of  a 
business,  including  the  right  to  use  the  name  under  which 
the  business  was  carried  on,  but  had  never  exercised  his 
right  so  to  do  (c). 
Name  by  There  is  another  kind  of  trade  name  besides  the  trade 

which  gocds  name  which  is  synonymous  with  firm  name — viz.,  the 
trade  name  which  is  applied,  not  to  the  firm  by  whom  the 
goods  are  manufactured  and  sold,  but  to  the  goods  them* 
selves;  and  it  was  with  immediate  reference  to  a  trade 

(a)  Per  Wood,  V.-C,  in  Churton         (e)  Bcazley  v.  Soare$,  22  Ch.  D. 
V.  JDou^UUf  Johns.  174.  660. 

(b)  Vu  BovZfiy  y,  Du  Boulay, 
L.  R.  2  P.  C.  441. 
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name  of  this  description  (a),  though  the  principles  laid 
down  by  him  are  equally  applicable  to  both  classes  of  trade 
names,  that  Lord  Blackburn  (6),  after  referring  to  frauds 
committed  by  the  infringement  of  trade  marks,  went  on 
to  say :  "  There  is  another  way  in  which  goods  not  the 
plaintifiTs  may  be  sold  as  and  for  the  plaintiff's.  A  name 
may  be  so  appropriated  by  user  as  to  come  to  mean  the 
goods  of  the  plaintiff,  though  it  is  not,  and  never  was^  im- 
pressed on  the  goods  or  on  the  packages  in  which  they  are 
contained,  so  as  to  be  a  trade  mark,  properly  so  called, 
or  within  the  recent  statutes.  Where  it  is  established  that 
such  a  trade  name  bears  that  meaning,  I  think  the  use  of 
that  name,  or  one  so  nearly  resembliug  it  as  to  be  likely 
to  deceive,  as  applicable  to  goods  not  the  plaintiS^s,  may 
be  the  means  of  passing  off  those  goods  as  and  for  the 
plaintiff's,  just  as  much  as  the  use  of  a  trade  mark ;  and  I 
think  the  law  (so  far  as  not  altered  by  legislation)  is  the 
same.  And  I  think  it  settled  by  a  series  of  cases  that 
both  trade  marks  and  trade  names  are  in  a  certain  sense 
property,  and  that  the  right  to  use  them  passes  with  the 
goodwill  of  the  business  to  the  successors  of  the  firm 
which  originally  established  them,  even  though  the  name 
of  that  firm  be  changed  so  that  they  are  no  longer  strictly 
correct." 

It  cannot  yet  be  said  to  be  generally  admitted  that  a  Property  in 
right  of  property  ^can  be  acquired  in  a  trade  name.  The  q^tionSf 
present  Vice-Chancellor  of  Ireland  said  in  a  recent  case  (o) 
that  "  it  has  been  repeatedly  held  that  there  is  no  property 
in  the  name  of  a  firm,  or  of  an  individual,  or  of  a  place 
of  business ;  and  that  the  only  right  of  an  individual  or 
firm  to  the  sole  use  of  a  trade  name,  as  distinguished  firom 
a  trade  mark,  is  this,  that  when  a  name  has  become 
identified,  by  adoption  and  user,  with  a  particular  trade 

(a)  **  Singer  **  sewing  machines.  Howling^    9    Vict    L.    B.    (E.) 

\h)   In    Singer   Maoiiifaetwrviig  98. 

Co,  v.  Loog  (3)f  8  App.  Gas.  16.  \o)  Bodega  Co.,  Zd,  v.   OnenSt 

And   see   Neva   Stearins    Co,   v.  23  L.  B.  Ir.  371. 
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or  mannfacture  or  business,  the  person  who  has  so  used 
or  adopted  it  can  obtain  the  aid  of  this  Ck>nrt  to  restrain 
the  nse  of  it  by  others  in  such  a  way  as  to  lead  costomers 
or  the  pablic  to  think  that  the  trade  or  bosiness  of  the 
person  so  asing  it  is  his  trade  or  business."  And  he 
went  on  to  say  that  in  a  registered  trade  mark  there  is  a 
larger  right.  The  distinction,  however,  does  not  appear  ta 
be  of  much  practical  importance,  as  it  is  now  admitted  on 
all  hands  that  if  a  trade  name  is  so  imitated  as  to  render 
deception  probable,  relief  will  be  granted,  and  the  test  of 
infringement  of  a  trade  mark,  in  which  the  right  of 
property  is  undoubted,  is  the  production  of  such  a  pro- 
bability of  deception  (a). 
IJ^gistered  The  non-registration  of  trade  names  of  the  kind  pri- 
protectecL  marily  referred  to  by  Lord  Blackburn  is  no  bar  to  an 
action  for  the  wrongful  imitation  of  them  (6) ;  and  where 
a  trade  mark  consisting  of  the  words  '^  Stone  ale  ^  alone 
had  been  expunged  from  the  register  as  not  being  regis- 
trable, an  injunction  to  restrain  the  use  of  those  words 
was  nevertheless  granted  (c). 
Fiand  not  It  was  formerly  sometimes  supposed,  and  was  held  by 

b^^^S^.*^  the  late  Master  of  the  Rolls  and  the  Ck)urt  of  Appeal  in 
Singer  Manufacturing  Co.  v.  Wilson  (d),  that  for  an  action 
to  restrain  the  use  of  a  trade  name  to  be  successful  fraud 
must  be  proved ;  on  the  ground  that  when  a  trade  mark 
was  once  affixed  to  the  goods  it  passed  with  the  goods 
from  hand  to  hand,  thus  silently  repeating  to  each  suc- 
cessive purchaser  the  original  misrepresentation  of  the 
original  infringer,  while  the  improper  use  of  a  name  not 
affixed  to  the  goods  was  not  the  necessary  consequence  of 
being  in  possession  of  marked  goods,  but  was  the  indi- 
vidual act  of  each  person  who  used  it  in  respect  of  the  goods ; 
so  that  there  might  be  held  to  be  an  infringement  of  a  trade 

(a)  Per  Lord  Westbuiy  in  BdU  (c)  Thompson  v.  Montgomery ^  H 

V.  Bwrromt,  4  De  G.  J.  A:  S.  160.  Ch.  D.  86. 

(J)  In  re  Sanitae  Co.,  Ld.,  68  (d)  2  Ch.  D.  434. 
L.  T.  N.  8. 166. 
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mark  when,  in  analogous  circumstances,  there  would  be 
no  infringement  of  a  trade  name.  And  when  the  case  of 
Singer  Manuffustwri/rig  Go.  v.  Wilson  was  remitted  by 
the  House  of  Lords  to  the  Court  of  First  Instance  (a),  on 
the  ground  of  insufficiency  of  evidence,  some  of  the  law 
peers  seem  to  have  thought  that  different  principles  of 
law  might  possibly  be  applicable  to  trade  marks  and  trade 
names.  But  Lord  Cairns,  C.  (6),  said,  '^  It  may  well  be 
that  if  an  imitated  trade  mark  is  attached  to  the  article 
manufactured,  there  will,  from  that  circumstance,  be  the 
certainty  that  it  will  pass  into  every  hand  into  which  the 
article  passes,  and  be  thus  a  continuing  and  ever  present 
representation  with  regard  to  it;  but  a  representation 
made  by  advertisements  that  the  articles  sold  at  a  par- 
ticular shop  are  articles  manufactured  by  A  B  (if  that  is 
the  legitimate  effect  of  the  advertisements,  which  is  a 
separate  question)  must,  in  my  opinion,  be  as  injurious  in 
principle,  and  may  possibly  be  quite  as  injurious  in  opera- 
tion, as  the  same  representation  made  upon  the  articles 
themselves."  And  in  Singer  Manufactwring  Co.  v. 
Loog  (c),  Lord  Blackburn  took  the'view  that  the  law  of  trade 
marks  and  trade  names  when  not  affected  by  legislation 
was  the  same. 

"Whether  there  is  or  is  not  property  in  a  trade  name,  False  repro- 
as  Lord  Blackburn  suggested  (d),  it  is  a  fraud  on  the  part  ^^^nt. 
of  one  person  to  attract  to  himself  the  custom  intended  for 
another,  by  a  false  representation,  direct  or  indirect,  that 
the  business  carried  on  by  himself  is  identical  with  that  of 
the  other  person  by  whose  ability  and  exertions  the  name 
has  acquired  the  reputation  it  possesses  (e).  The  question 
is  not  whether  the  defendants'  business  is  represented  as 

(a)  3  App.  Cas.  376.  {d)  And  see  per  the  Ck)art  of 

{h)  lb.  389.    And  s^e  Bodega  Session  in  Singer  Manufactwring 

Co,,Ld.  V.  Orvens,  23  L.  R.  Ir.  371.  Co,  v.  EMnball  ^  Morton,  Ct.  of 

{c)  8  App.  Cas.  15.    As  to  the  Sess.  Cas.  3rd  Ser.  XI.  267 ;  also 

differences  between  trade  marks  JBoulnaii  v.  Peake,  13  Ch.  D.  513. 

and  trade  names  in  Massachnsetts,  (d)  Lee  v.  Haley ^  L.  B.  5  Ch. 

see  Bowman  y.  Flogd,  85  Mass.  76.  15& 

r2 
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being  similar  to  the  plaintiffs',  bnt  whether  it  is  repre- 
sented as  being  that  very  identical  business  (a).    If  such 
a  false  representation  has  been  made,  whatever  may  have 
been  the  motive  of  the  persons  making  it,  when  pro- 
ceedings are  taken  in  conseqaence  of  it,  ''all  the  Court 
requires  is  to  be  satisfied  that  the  names  are  so  similar  as 
to  be  calculated  to  produce  confusion  between  the  two 
— so  calculated  to  do  it  that,  when  it  is  drawn  to  the 
attention  of  those  adopting  the  name  complained  of  that 
that  would  be  the  result,  it  is  not  honest  for  them  to 
persevere  in  their  intention,  though  originally  the  inten* 
tion  might  not  have  been  otherwise  than  honest "  (6). 
Act  originally      «  The  question  is  this,"  said  CJotton,  L.  J.,  in  the  Court 
may  become    ^^  Appeal  (c), — "  whether  the  defendant  has  represented 
fraudulent,     that  the  goods  manufactured  by  him  were  manufiictured 
by  the  plaintiffs,  or  whether  he  has  done  anything  calcu- 
lated so  to  represent.    I  quite  agree  that  it  is  unnecessary 
that  a  fraudulent  intention  in  issuing  the  circulars  com- 
plained of  should  be  established.     If  the  natural  conse- 
quence of  those  things,  even  in  circumstances  not  known 
to  him,  is  that  they  will  represent  the  goods  to  be  those 
of  another  person,  it  is  wrongful,  and,  as  this  Court  says, 
a  fraud  in  him,  to  continue  the  user  after  those  circum- 
stances are  brought  to  his  knowledge.    We  must  consider 
whether  he  has   represented,   or    done  that  which    is 
reasonably  calculated  to  give    that  misrepresentation." 
In  the  same  spirit.  Wood,  V.-C.,  had  laid  down  long 
previously  (d)  that  if  the  plaintiffs  had  represented  to  the 
defendants  that  the  course  which  the  latter  had  been 
taking  was  calculated  to  deceive  the  public,  and,  "  after 

(a)  CruttwellY.  I^e,  1 7  Ves.  335 ;  (e)  In  Singer  Mant/aeturing  Co^ 

Clturtot^  V.  DmtfflaSf  Johns.  174;  v,  Loog  (3),  18  Ch.  D.  417. 
Cwil  Service  Supply  Astociativn  v.  (d)  In  Williams  v.  Oibomet  13 

Deaaiy  13  Ch.  D.  612;  Ifirtch  v.  L.T.N.S.498.  And  see  Me  Andrew 

Hirsoh  4-  Cb.,  80  L.  T.  (Journal)  v.  Bamett,  4  De  O.  J.  &  8.  380; 

283.  Bodega  Co,,  Ld.  y.  Owem,  23  L.  R. 

(h)  Per  James,  L.  J.,  in  Hen*  Ir.  371 ;  Mage^  Farnaoe  Co,  y.  I^ 

driki    V.    Montagu,    17    Ch.    D.  Barron^  127  Mass.  116,  and  HoU 

638.  T.  Menendet,  128  U.  8.  Bepi  182. 
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such  Tepresentation,  the  defendants  persisted  in  con- 
tinuing the  use  of  the  name  in  the  same  manner,  then, 
on  the  plaintiffs  bringing  the  case  before  the  Court,  the 
Court  would  be  justified  in  saying  that  that  which  was 
not  fraudulent  at  first  became  so  by  the  defendants' 
persisting  in  the  same  course,  and  that  therefore  the 
plaintiffs  would  be  entitled  to  the  relief  they  claimed." 

The  circumstances  must,  however,  be  such  as  to  satisfy  Bat  deoep- 
-the  Court  that  deception  is  probable,  and  where  that  is  probable, 
not  adequately  made  out,  relief  will  be  refused.  Thus, 
in  ChodfeUow  v.  Prmce  (a),  a  Ix>ndon  wine  merchant 
agreed  with  a  firm  of  French  wine  growers  to  import  from 
them  a  particular  growth  of  champagne  under  a  label 
bearing  the  assumed  name  ''  Le  Court  et  C*',  Reims,"  and 
sold  considerable  quantities  of  wine  in  England  under  the 
label,  and  another  London  wine  merchant  began  to  import 
champagne  from  a  different  French  grower  and  to  sell  it  in 
England  under  a  label  also  bearing  the  assumed  name  of 
"  Le  Court  et  C*'  '*  j  and  it  was  held  by  the  Court  of  Appeal 
that,  whether  the  use  of  the  name  by  the  defendant  might 
or  might  not  represent  that  his  wine  was  manufactured  by 
the  same  French  grower  who  manufactured  the  plaintiff's 
wine,  there  was  nothing  to  show  that  it  represented  that 
the  wine  was  imported  by  the  same  importer.  And  in 
Bodega  Co.y  Ld.  v.  Owens  (6),  the  V.-C.  of  Ireland  held 
on  motion  that,  there  being  in  Ireland  only  one  establish- 
ment of  the  plaintiff  company  known  as  a  Bodega,  which 
was  in  Dublin,  there  was  no  such  probability  of  deception, 
if  the  defendant  were  allowed  to  open  a  '^ Bodega"  in 
Belfast,  as  to  call  for  an  injunction  to  prevent  the  latter 
from  so  doing.  But  at  the  hearing  of  the  action,  on 
further  evidence,  an  injunction  was  granted. 

Lapse  of  time  may  be  material  in  considering  whether  This  may  be 
deception  is    probable.     Thus,  where  the    Marquis    of^j?^*^^^ 
Londonderry  and  his    predecessors   in  title,  owners  of 

(fl)  36  Ch.  D.  9.  (ft)  23  L.  R.  Ir.  371. 
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the  Londondeny  collieries  in  the  oountj  of  Durham^ 
had  for  many  years  been  in  the  habit  of  selling  their 
coal  in  London,  wholesale  bat  not  retail,  and  the  defend- 
ant, a  coal  merchant,  had,  with  the  knowledge  of  the 
Marqnis  and  his  predecessors  in  title,  been  in  the 
habit,  since  1861,  of  selling  retail  a  particular  quality  of 
coal,  not  obtained  from  the  Londonderry  collieries,  under 
the  name  of  ''  Londonderry  Wallsend,"  or  ''  Londonderry 
W.  E.,''  and  the  Marquis  had  begun  in  February  1885  to 
sell  retail  in  London  coal  got  from  a  particular  seam  under 
the  name  of  ^^  Londonderry  Wallsend,''  an  injunction  to 
restrain  the  defendant  from  selling  his  coal  by  the  names 
which  he  had  been  accustomed  to  use  was  refused,  on  the 
ground  that,  having  regard  to  the  lapse  of  time,  there  was 
no  misrepresentation,  notwithstanding  that  the  plaintiff's 
title  formed  part  of  the  names,  and  that  he  was  the  owner 
of  the  Londonderry  collieries  (a). 
Name  of  com-  When  the  name  which  lb  alleged  to  have  been  imitated 
P^^'  is  that  of  a  company,  and  is  composed  of  such  words  as  are 

in  ordinary  use  in  the  language,  very  clear  evidence  indeed 
of  probability  of  deception  will  be  required  for  an  action 
for  infringement  to  be  successful.  Thus,  where  a  bill  was 
filed  by  the  London  and  Provincial  Law  Assurance  Society 
against  the  London  and  Provincial  Joint  Stock  Life  Assur- 
ance Company  (6),  the  injunction  was  refused,  an  action  at 
law  being  directed ;  and  in  suits  by  the  Colonial  life  Assur- 
ance Company  against  the  Home  and  Colonial  Assurance 

(a)  Marquii  of  Londonderry  v.  jury  for  the  purpose  of  deciding 

RuMelly  3  Times  L.  R.  360 ;  and  see  whether  the  plaintifis*  user  of  their 

Ford  Y.  Ibtter,  L.  K.  7  Ch.  611-28,  title  had  been  suflScientlT  long, 

per  Mellish,  L.  J.  And  in  Lawton  v.  Bank  of  London^ 

{h)  London  and  Prooiiusial  Law  18  C.  B.  84,  a  case  at  Common  La\ir, 
A»8iurance  Society  v.  London  and  the  plaintifE  was  defeated  on  the 
JProtincial  Joint  Stock  Life  Auur-  ground  of  a  want  of  averment  in 
a7iee  Co.^  17  L.  J.  Ch.  37.  In  Purter  the  declaration  that  he  was  a 
y.  Brain^  17  L.  J.  Ch.  141,  it  was  banker  or  had  ever  carried  on 
held  that  the  circulars  of  "  The  that  business ;  but  Willes,  J.,  le- 
London  Patent  Manure  Co."  were  marked  that  he  was  not  prepared 
clearly  fraudulent  imitations  of  to  say  that  the  defendant  would 
those  of  "The  London  l^anure  not  be  liable  if  the  cause  of  corn- 
Co./'  but  the  case  was  sent  to  a  plaint  were  properly  alleged/* 
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Company,  Limited  (a),  and  by  the  London  Assurance  Com- 
pany against  The  London  and  Westminster  Assurance 
Corporation,  Limited  (6),  the  injunction  was  simply  refused. 
Xn  Lee  v.  Haley  (c)  the  plaintiffs  were  coal  merchants, 
trading  under  the  name  of  The  Gruinea  Coal  Company,  and 
having  their  business  premises  at  No.  22,  Pall  Mall.  The 
defendant  had  been  in  their  service  as  manager,  and  on 
leaving  them  set  up  in  business  at  Beaufort  Buildings, 
Strand,  under  the  name  of  the  Pall  Mall  Ghiinea  Coal 
Company.  From  Beaufort  Buildings  he  removed  to 
No.  48,  Pall  Mall.  In  that  case  fraud  was  held  to  be  proved, 
and  the  injunction  was  granted ;  but  the  Court  being  of 
opinion  that  the  only  reasonable  chance  of  successful  deceit 
depended  upon  the  residence  of  the  defendant  in  Pall  Mall, 
the  injunction  against  the  user  by  the  defendant  of  his 
trade  name  as  above  was  restricted  to  Pall  Mall.  In  a 
case  (d)  where  the  plaintiff  company  sold  white  lead  in 
kegs  marked  "  Brooklyn  White  Lead  Company,"  or  "  Co.," 
and  the  defendant,  who  had  formerly  marked  his  '^  Brooklyn 
White  Lead,  pure,  100  lbs.,"  changed  the  name  to 
"  Brooklyn  White  Lead  and  Zinc  Company,"  it  was  held 


(a)  Colonial  Life  Aiswranee  Co, 
V.  JSome  and  Colonial  Auuranoe 
Co.,  33  Beav.  548. 

(h)  London  A$gurance  Co,  v. 
Londonand  WatmiruterAtsurance 
Corporation,  32  L.  J.  Cb.  664. 

(<T)  L.  R.  6  Ch.  156. 

(d)  Brooklyn  White  Lead  Co,  v. 
Matury,  25  Barb.  416,  R.  Cox,  210. 
And  see  Churton  v.  DougloM,  Johns. 
174.  In  Bendriki  y.  Montagu,  17 
Cb.  D.  638,  an  injnnction  was 
granted  at  the  instance  of  "The 
Universal  Lile  Aasurance  Society  " 
to  restrain  the  use  of  the  name 
"The  Universe  Life  Assarance 
Association,  Ld.,"  on  the  ground  of 
similarity;  in  Simpton  v.  AngUh 
Indian  Tea  Co,,  Ldi,  V.  C.  B.,  May 
4th,  1883,  the  defendant  company 
was  not  allowed  to  trade  nnder  the 
name  which  it  had  taken,  which 
was   the   same    as    tiiat    under 


which  the  plaintiff  was  trading ; 
in  Guardian  Fire  ^  Life  AMguranoe 
Co.  v.  Chuardian  ^  General  In^ 
wrance  Co,,  Ld„  50  L.  J.  Cb.  252, 
it  was  held  that  the  defendant 
company's  name  was  likely  to 
deceive,  but  that  the  name  of 
"The  Guardian  Horse,  Vehicle  and 
General  Insurance  Co."  mightfairly 
be  taken ;  in  Capital  ^  Countiei 
Bank,  Ld,  v.  Capital  ^  Coimty 
LeposU  Bank,  Chitty,  J.,  Feb.  9tb» 
1884,  an  injunction  was  granted  to 
restrain  the  use  of  the  latter  name ; 
in  Accident  Inewranee  Co,,  Ld,  v. 
Accident,  Diteate  ^  General  Insur^ 
once  Corporation,  Ld.,  W.  N.  1884, 
p.  191,  Pearson,  J.,  granted  an 
injunction,  and  on  appeal  an  order 
was  taken  by  consent,  the  de- 
fendants agreeing  to  place  some 
other  word  than  "accident "  at  the 
head  of  their  title ;  in  Thompion  v. 
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that,  though  he  was  entitled  to  continue  to  mark  his 
goods  ^^  Brooklyn  White  Lead  and  Zinc/'  he  had  no  right 
to  add  "  Company  "  or  "  Co." 

In  Australian  Mo^igage,  Land,  &  Finance  Co.   v» 


Improved  Frefich  Dye- Cleaning  ^ 
Dyeing  Co.,  Zd.,  30  Sol,  J.  753, 
the  plaintiff  was  carrying  on  busi- 
ness at  Brixton  as  "  The  French 
Dyeing  &  Cleaning  Co.,"  and  the 
defendants  were  carrying  on  bnsi- 
ness  in  Great  Portland  Street  under 
the  name  above,  and  using  the 
address  **  Brixton  '*  on  their  trade 
papers,  and  an  injunction  was 
granted.  8o,  alfK),  in  Sanitat  Co., 
Zd.  V.  Condy,  4  P.  R.  195,  633,  in 
which  the  plaintiffs  were  "The 
Sanitas  Co.,  Ld.,"  and  the  de- 
fendant began  to  trade  as  "The 
Condisanitas  Co." ;  in  JTolmes, 
Booth  j*  Haydent  v.  Holmet,  Booth 
^  Attmood  Manufacturing  Co.,  37 
Conn.  278,  the  defendants  were 
restrained  from  using  the  names 
of  Holmes  and  Booth.  In  Newby 
V.  Oregon  Central  Hallway  Co.,  1 
Deady,  609,  it  was  held  that  the 
original  Oregon  Central  Railway 
Co.  would  be  entitled  to  restrain 
the  assumption  of  its  name  by  a 
new  company,  though  a  single 
bondholder  in  the  former  com- 
pany was  not  entitled  to  sue  until 
the  company  had  refused  to  do 
so.  And  see  Braham  v.  Beaohim, 
7  Ch.  D.  848  (*'  Radstock  Colliery 
Proprietors");  Campbell  v.  ffoi- 
lins.  Die.  548  ("Minton  &  Co."); 
Batehellort  v.  Batchellor  Manitfae- 
turing  Co.,  12  Amer.  Rep.  414  n.  ; 
Chay  v.  Taper  Sleeve  Pulley  Works, 
16  Fed.  Rep.  436,  where  the  de- 
fendants were  restrained  from 
trading  under  the  name  they  had 
assumed,  which  had  been  pre- 
viously used  by  the  plaintiffs, 
though  they  were  entitled  to  make 
and  sell  "  taper  sleeve  pulleys  " ; 
McOonan  Bro%.  Pump  4"  Machine 
Co.  v.  McGowan,  2  Cine.  313; 
Celluloid  Manufacturing  Co.  v. 
CeUonite  Manufacturing  Co.,  32 
Fed.  Rep.  94,  where  the  names 
were  as  above;  Myers  v.  Kalamazoo 
Buggy  Co.,  54  Mich.  215  ("The 


Kalamazoo  Waggon  Co.,"  and  *'  The 
Kalamazoo  Buggy  Co.").  See  Plant 
Seed  Co.  v.  Michel  Plant  Seed  Co., 
23  Mo.  App.  519.  In  the  following 
cases  injunctions  were  refusecl : — 
London  <J*  County  Banking  Co.  v. 
Hampshire  S'  ^orth  Wilt*  Bank, 
Dig.  618,  in  which  the  defendant 
company  was  proposing  to  take 
the  name  of  "  llie  Capital  k. 
Counties  Bank  " ;  Merchant  Bank- 
ing  Co.  of  London  v.  Merchants* 
Joint  Stock  Bank,  Ld.,  9  Ch.  D. 
560 ;  Army  <J'  Navy  Co-operative' 
Society,  Zd.  v.  Junior  Army  J^ 
Nary  Stores,  Zd.,  Dig.  640 ;  Aus^ 
traltan  Mortgage,  Zand  ^  Financ& 
Co.  v.  Australian  c5*  «^<^'<'  ^aland 
Mortgage  Co.,  W.  N.  1880,  p.  6 ; 
Midland  Electrir  Zight  4'  Power 
Co.  V.  Brush  Midland  Electric 
Zight  ^  Pfmer  Co.,  26  Sol.  J.  465 ; 
Provident  A»sociation  of  Zondon, 
Zd.  v.  Zondon  <^  Provincial  Pro- 
vident Association,  Zd.,  30  Sol.  J. 
753  ;  Bumsted  v.  General  Rever- 
si-onary  Co.,  Zd.,  4  Times  L.  R.  621, 
where  the  plaintiff  sued  on  behalf 
of  "The  General  Reversionary  fc 
Investment  Co.,"  who  carried  on 
an  extensive  business  in  London^ 
with  country  agents,  and  the  de- 
fendants were  setting  up  a  small 
business  at  Liverpool;  Goodyear 
Bubber  Co.  v.  Goodyear  India- 
rubber  Glove  Manufacturing  Co., 
128  U.  S.  Rep.  598;  and  see 
Condy  v.  Mitchell,  37  L.  T.  N.  S. 
268,  766  ("Condy»s  Fluid  Co."); 
Massamy.  Thorley's  Cattle  Food  Co.^ 
14  Ch.  D.  748  (»'Thorley*s  Cattle 
Food  Co.") ;  Tussaud  v.  Tussaud, 
38  W.  R.  440;  Ottoman  Cahvey 
Co.  V.  Dane,  95  111.  203,  in  which 
the  plaintiff  company  was  held  not 
entitled  to  restrain  the  defendants 
from  trading  under  the  same  name 
in  Illinois,  notwithstanding  that 
the  defendants  were  incorporated 
in  Michigan  and  the  plaintiffs  in 
Illinois,    the    defendants    having 
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Australian  &  New  Zealand  Mortgage  Co.  (a),  the  Court 
of  Appeal  pointed  out  the  diflBculty  of  monopolising  the 
exclusive  use  of  a  name  which  correctly  described  the 
nature  of  a  company's  business,  or  the  locality  of  its 
operations.  And  in  India  &  China  Tea  Co.  v,  Teede  (6), 
it  was  held  that  a  firm  of  tea  merchants  were  entitled 
to  assume  the  name  of  ^'The  India  &  China  Packet 
Tea  Co."  notwithstanding  that  the  name  of  the  plaintiflF 
company  was  as  above,  the  name  assumed  by  the  de- 
fendants being  simply  descriptive,  and  there  being  no 
evidence  of  deception. 

By  §  20  of  the  Companies  Act,  1862  (c),  it  is  enacted  The  Com- 
that  "  no  company  shall  be  registered  under  a  name  igS^r  ' 
identical  with  that  by  which  a  subsisting  company  is 
already  registered,  or  so  nearly  resembling  the  same  as 
to  be  calculated  to  deceive,  except  in  a  case  where  such 
subsisting  company  is  in  the  course  of  being  dissolved, 
and  testifies  its  consent  in  such  manner  as  the  registrar 
requires;  and  if  any  company,  through  inadvertence  or 
otherwise,  is,  without  such  consent  as  aforesaid,  registered 
by  a  name  identical  with  that  by  which  a  subsisting 
company  is  registered,  or  so  nearly  resembling  the  same 
as  to  be  calculated  to  deceive,  such  first-mentioned  com- 
pany may,  with  the  sanction  of  the  registrar,  change  its 

been  the  first  to  trade  under  the  mond-Randle   Tobacco   Co."  ;    in 

name  in  Illinois;    Lehigh   Valley  Mo^^^air y. Cleave,  10 Fhila^lBii,  the 

Coal  Co.  y.  Hamblen,  23  Fed.  Rep.  plaintiffs,  trading  as  the  **  Galaxy 

225,  in  which  a  Pennsylvania  com-  Publishing    Co./'  were   held  not 

pany,  doing  business  in  Illinois  to  be  entitled  to  the  exclusive  use 

and  other  states,  was   held  not  of  the  name,  because  it  represented, 

entitled  to  restrain  the  formation  contrary  to  the  fact,  that  they  were 

of    another  company  in    Illinois  incorporatefl  as  a  company, 

under  the  same  name ;  but  it  was  (a)  W.  N.  1S80,  p.  6.      So  also, 

intimated  that  the  question  would  per  the  Supreme  Court  of  the  U.  S. 

remain  open  whether  relief  would  in  Goodyear  Rubher  Co,  v.  Good' 

be  granted  if  the  new  company  year  Iiidia-ruhbor  Glove  Manufao- 

should    be    formed    and    should  tvHng  Co,,  128  U.   6.  Rep.  698. 

improperly    take    away   business  And    see  Eoehler  v.  Sanders,  55 

from  the  plaintiffs.     8o  in  Ihum-  N.  Y.  Sup.  Ct.  48  ("  International 

mond  Tobacco  Co.  v.  Handle,  Hi  Banking  Co."). 

111.    412,   the   plaintiff   company  (ft)  W.  N.  1871,  p.  241. 

failed  to  restrain  the  incorporation  Qs)  25  &  26  Vict.  c.  89. 
of  another  company  as  "  The  Drum- 


i 


individual. 
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name"  (a).  This  Bection  does  not  anthorise  a  company 
to  use  or  register  a  name  so  nearly  resembling  one  pre- 
vioosly  nsed  by  another  company  as  to  be  calcolated  to 
deceive,  even  though  the  name  of  the  earlier  company 
has  not  itself  been  registered  (b);  and,  on  the  other 
hand,  since  the  section  only  affects  the  registration  of 
the  name  of  a  company,  the  rights  of  a  company  to  a  name 
which  has  been  registered  cannot  be  attacked  under  the 
sectioUy  whatever  may  be  the  rights  outside  the  section  of 
another  company  which  has  previously  used  the  name  (c). 
Name  of  If  the  trade  name  which  has  been  imitated  is  that  of 

an  individual,  and  this  has  been  assumed  by  another 
person  of  different  name,  little  is  required  to  prove  the 
firaud.  In  fact,  the  assumption  of  another's  name  is 
almost  sufficient  proof  if  taken  alone  (d).  But  in  Olin 
V.  BcUe  (e)y  the  plaintiff  Olin  Mled  to  succeed  in  re- 
straining the  defendant  Bate  from  carrying  on  the  same 
profession  (the  medical)  in  the  same  town  as  himself 
under  the  name  of  Olin,  the  defendant  having  so  done 
before  the  plaintiff  came  to  the  town  in  question.  And 
where  ^'  Liebig's  Extract  of  Meat "  had  come  to  be  the 
proper  designation  of  an  article  first  invented  by  Baron 
Von  liebig.  Field,  J.,  affirmed  by  the  Court  of  Appeal  and 
the  House  of  Lords,  declined  to  restrain  a  manu£Bu;turer 
of  the  article  from  styling  his  preparation  "^ Baron' 
liebig's  Extract  of  Meat,"  and  placing  on  the  pots  a 
photograph  of  the  Baron  (/). 

(ai)  As  to   the  registration  of  (p)  Merchant   Banking  Co.   of 

names   of   companies  under  the  London  v.  Merekants*  Joint  Stock 

U.  S.  Trade  Marks  Acts,  see  In  re  Bank,  Zd,,  9  Ch.  D.  560. 
Howe  ^  Potty  9  U.  S.  Pat.  Gaz.  496 ;  (d)  Per  Tamer,  L.  J.,  in  Byrge$9 

In  re  India  Rubber  Comb  Co.,  8  t.  Bwrgeu,  3  De  G.  M.  &  G.  896. 

ib.  905 ;  India  BvJfber  Canib  Co.  y.  See  Binninger  v.  Wattles^  28  How. 

Meyer,  8  ib.  905 ;  India  Rubber  Pr.  206,  R.  Cox,  318. 
Comb  Co.  y.  Rubber  Comb  ^Jewelry         (e)  98  HL  55;  38  Amer.  Bep. 

Co.,  46  N.  Y.  Super.  Ct.  268  ;  In  re  78. 

Rubber  Clothing  Co.,  10  U.  S.  Pat.  (/)  Ziebig*s   Attract  of  Meat 

Gaz.  Ill,  and  Appendix  — ,  infrA,  Co.,    Ld.    v.    Andereon,    W.    N. 

(*)  Hendriki  y.   Montague,  17  1882,   p.   147;  t*.  1883,  p.  185; 

Ch.  D.  638.    See  Tussaud  v.  IW-  H.  L.,  July  16th,  1885. 
taud,  38  W.  B.  440. 
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Sometimes  the  plaintiff's  name  is  itself  an  assamed  or  ABsmned 
fanciful  one :  thus  the  use  of  the  name  "  Christy's  Min- 
strels "  has  been  restrained  (a) ;  and  that  of  the  name 
"  The  Oldfield  Lane  Doctor "  (6) ;  and  in  Isaacson  y. 
Thompson  (c)  the  plaintiff  kept  a  millinery  establishment, 
as  ^'Madame  Elise/'  which  name  being  imitated  by  the 
defendant,  an  injunction  would  have  been  awarded,  had 
not  the  plaintiff's  own  delay  disentitled  her  to  relief. 

In  some  cases  the  use  of  a  man's  own  name  may  be  such  Man*8  own 
as  to  deceive,  and  where  this  is  so  the  person  aggrieved  is  notr^»io^ 
entitled  to  obtain  an  injunction  aiminst  such  use  of  the  ^^^^^  fraud- 
name  (d) ;   but   he  must  prove  clearly  the  fraudulent 
intent,  and  ^'  it  is  a  question  of  evidence  in  each  case 
whether  there  is  Mae  representation  or  not "  (e).    It  is  not 
sufficient  in  such  cases  to  show  that  the  use  of  the  name, 
though  honest,  may  cause  confusion.    Thus,  in  Turton  & 
SoTiSy  Ld.  V.  Turton  (/)  the  plaintiffs  carried  on  an  old- 
established  business  in  Sheffield  as  Thomas  Turton  & 
Sons,  Ld.,  and  the  defendant  John  Turton,  who  had  for 


(a)  Christy  v.  Murphy^  12  How. 
Pr.  77,  R.  Cox,  164 ;  MofUaguo  v. 
Moore^  SetoD,  4th  ed.  238. 

(h)  MUner  v.  JReed,  Dig.  828. 

(O  41  L.  J.  Ch.  101. 

(S)  Chwtan  v.  Doiiglas^  Johns. 
174 ;  Bwgeu  y.  Bwryeu,  8  De  G. 
M.  &  G.  896 ;  FuUwood  v.  Fullwood, 
W.  N.  1873,  pp.  93, 186 ;  FvUwood 
V.  FuUroood  (2),  9  Ch.  D.  176; 
HoUoToay  v.  Ifottoway,  13  Beav. 
209;  Pullar  v.  PiUlar,  Fry,  J., 
April  9th,  1883 ;  Melaehrino  <$•  Co. 
y.  Melaehrino  Egyptian  Cigarette 
Co,,  4  P.  R.  215 ;  M,  Melaehrino  ^' 
Go,  V.  JR.  Melaehrino  4'  Co.,  Chiity, 
J^  May  27th.  1888;  NiehoUt  v. 
Kimptan,  3  Times  L.  R.  674 ;  Bir- 
mingham Vinegar  Brewery  Co.,  Ld. 
V.  Juiverpool  Vineaa/r  Co.,  Ld.,  W.  N. 
1888,  p.  139 ;  AtfdnMn  v.  AiJdmon, 
85  L.  T.  (Journal),  229;  Warrier 
V.  Warner,  5  Times  L.  R.  359; 
TusBavd  y.  Tussaud,  38  W.  R. 
440;  Holmes  v.  Holmes,  37  Conn. 
278,  9  Amer.  Rep.  324 ;  CfUlis  y. 


JTall,  R.  Cox,  596 ;  Devlin  y .  Devlin, 
69  N.  Y.  212 ;  Shaver  v.  8/iaver,  64 
Iowa,  208;  India  Rubber  Comb  Co 
y.  Bubber  Comb  ^  Jewelry  Co.,  45 
N.  Y.  Super.  Ct.  268 ;  Landreth  ^ 
Sons  y.  Landreth,  22  Fed.  Rep.  41; 
Gage  y.  Canada  Publishing  Cf. 
11  Can.  8up.  Ct.  306;  Jiogers 
Manu/aeturing  Co.  y.  Bogers  Jjr 
Spurr  Manu/aeturing  Co.,  11  Fed. 
Bep.  496 ;  Fraier  v.  Fraxer  Lubri- 
eator  Co.,  121  111.  147.  See  Christie 
V.  Christie,  L.  R.  8  Ch.  499 ;  Me- 
Oowan  Bros.  Pump  ^  Machine  Co. 
y.  Moffowan,  2  Cine.  313. 

(e)  Per  Turner,  L.  J.,  in  Burgess 
y.  Burgess,  ubi  supri.  And  see 
Turton  4"  Sons,  Ld.  y.  Turton,  42 
Ch^  D.  128 ;  Bogers  y.  Bogers,  63 
Conn.  121. 

(/)  42  Ch;  IK  128.  Aij:d  seo 
Bogers  y.  Bogers,  ubi  suprd  ;  Iowa 
Seed  Co.  y.  Dwr,  70  Iowa,  481; 
Bogers  Manrrfactwring  Co.  y.  Simp- 
son,  54  Conn.  627  ;  Brorvn  Chemi- 
eal  Co.  y.  Myer,  31  Fed.  Rep.  453. 
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some  years  carried  on  a  similar  business  in  the  same  town 
as  John  Tnrton  &  Co.,  took  his  two  sons  into  partnership, 
and  changed  his  trade  name  to  John  Torton  &  Sons ;  and 
although  some  confusion  was  proved^  the  Court  of  Appeal 
held  that,  the  name  adopted  being  a  true  statement  of 
the  composition  of  the  firm,  and  there  being  no  proof  or 
even  allegation  of  fraud,  no  injunction  could  be  granted. 
Lord  Esher,  M.  R.,  said,  "  If  all  that  a  man  does  is  to  carry 
on  the  same  business  (as  another  trader),  and  to  state 
how  he  is  carrying  it  on,  that  statement  being  the  simple 
truth,  and  he  does  nothing  more  with  regard  to  the  re- 
spective names,  he  is  doing  no  wrong.  He  is  doing  what 
he  has  an  absolute  right  by  the  law  of  England  to  do ; 
and  you  cannot  restrain  a  man  from  doing  that  which 
he  has  an  absolute  right  by  the  law  of  England  to  do/' 
And  Cotton,  L.  J.,  added :  ^'  The  Court  cannot  stop  a  man 
from  carrying  on  his  own  business  in  his  own  name, 
although  it  may  be  the  name  of  a  better  known  manu- 
facturer, when  he  does  nothing  at  all  in  any  way  to  try 
and  represent  that  he  is  that  better  known  and  successful 
manufacturer."  But  where  a  person  has  allowed  another 
to  use  his  name,  and  acquire  a  reputation  under  it,  be 
will  not  afterwards  be  allowed  himself  to  use  his  name 
so  as  to  deceive,  nor  to  empower  others  to  use  it  so  as 
to  produce  that  result,  nor  will  such  others  be  permitted 
so  to  use  it.  Thus,  where  one  Holbrook,  an  employ^  of 
the  Birmingham  Vinegar  Brewery  Co.,  Ld.,  had  allowed 
the  company  to  use  his  name  for  twelve  years  as  part  of 
the  title  of  their  goods — e.gr.  "  Holbrook's  Worcestershire 
Sauce,"  "Holbrookes  London  Relish,"  "Holbrookes  Pure 
Pickles" — he  was  not  allowed,  on  leaving  their  service 
and  entering  that  of  the  Liverpool  Vinegar  Co.,  Ld.,  to 
give  the  latter  a  right  to  use  his  name  as  part  of  the  same 
titles,  nor  were  they  allowed  so  to  use  it  (a). 

(a)  Birmingham  Vinegar  Breicery  Co,^  Ld,  y.  Liverpool  Vinegar  Co^ 
Ld.,  W.  N.  1888.  p.  ISU. 
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Evidence  of  fraudulent  intention  was  supplied  in  one  Evidence  of 
case  (a)  by  a  removal  by  the  defendant  into  the  neigh-  ^^^• 
bourhood  in  which  the  plaintiff  was  carrying  on  his 
business,  and  the  addition  of  '^and  Co."  to  the  name 
"  H.  FuUwood,"  the  plaintiff's  trade  name  being  "  R.  J. 
Full  wood  &  Co";  and  in  another  case  (6),  in  which  the 
same  person  was  plaintiff,  by  a  representation  that  the 
business  of  M.  FuUwood  and  E.  FuUwood,  trading  as 
"E.  FuUwood  &  Co.,"  had  been  established  in  1785,  and 
w^  carried  on  at  Hoxton,  those  facts  being  true  of  the 
business  of  R.  J.  FuUwood  &  Co.,  but  not  of  that  carried 
on  by  the  defendants.  In  a  third  case  (c),  the  defendant, 
who  had  sold  his  business  and  the  goodwill,  including 
the  name,  "  John  Douglas  &  Co.,"  recommenced  business, 
and  employing  the  three  managing  men  of  his  former 
business,  styled  his  new  business  "  John  Douglas  &  Co.," 
and  sent  round  circulars  informing  the  public  that  his 
firm  was  so  well  known  that  it  was  unnecessary  to  say 
anything  about  it ;  thus,  in  fact,  "  representing  himself 
to  be  the  owner  of  that  which  he  had  sold."  So,  too,  it 
was  held  to  be  fraud  for  a  person  who  had  recently  come 
into  the  neighbourhood  of  the  "Carriage  Bazaar"  in 
Baker  Street,  and  set  up  a  "Carriage  Repository,"  to 


(a)  Fullmood  V.  Fullmoodf  W.  N. 
1873,  pp.  93,  185.  So  where  the 
plaintiff  carried  on  business  as 
"Newman  k,  Co."  and  the  de- 
fendant bought  a  similar  business 
carried  on  as  "  H.  Newman/*  and 
changed  the  name  to  "Newman 
&  Co.":  ffoU  V.  Smithy  4  Times 
L.  R.  329.  And  where  the  plain- 
tiff dealt  in  "  Warner's  Safe  Cures,** 
and  the  defendant,  who  was  also 
named  Warner,  bought  the  good- 
will of  "  Ashton's  Qovit  and  Rheu- 
matic Cure,**  and  changed  the 
name  to  **  Warner's  '  Gout  and 
Rheumatic  Cure":  Wamar  v. 
Warner,  6  Times  L.  R.  859. 

(d)  FuUwood  V.  FuUwood  (2), 
9  Ch.  D.  176.  And  see  Olm  Jh 
Hall  Manu/aoturinf  Co,  y.  Hail, 


61  N.  Y.  226.  Where  Robert  Minton 
Taylor,  formerly  a  member  of  the 
firm  of  Minton,  Hollins  k,  Co., 
set  up  for  himself  as  Robert 
Minton  Taylor  &  Co.,  and,  on  being 
threatened  with  legal  proceedings, 
undertook  to  trade  only  as  Robert 
Minton  Taylor,  it  was  held  that  a 
purchaser  of  R.  M.  Taylor's  busi- 
ness could  not  carry  it  on  under 
the  style  of  "The  Minton  Brick 
and  Tile  Co.*' :  CampheUy.  Hollins, 
Dig.  548. 

(c)  Churton  v.  DougUu,  Johns. 
174.  But  see  the  American  cases 
of  Home  v.  Seofri/iig,  10  Abb. 
Pr.  264,  R.  Coz,  244;  BeetOM  v« 
Hmicke,  12  Abb.  Pr.  N.  8.  92; 
and  Bo&th  v.  Jdrtelt,  62  How.  I'r, 
169. 
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change  that  name  to  the  '^New  Carnage  Bazaar,**  with 
some  incorrect  additions  (a).  Bat  where  the  pkdntiff  had 
been  for  eight  years  in  the  habit  of  engaging  Dr.  Richter  to 
conduct  concerts  in  London,  which  the  plaintiff  advertised 
and  made  popular  by  the  name  of  "  Richter  Concerts,*' 
and  in  1887  Dr.  Richter  declined  to  continue  to  act  with 
the  plaintiff,  and  agreed  to  conduct  concerts  in  London 
for  the  defendant,  who  began  to  advertise  them  as  "  Richter 
Concerts/'  it  was  held  that  the  name  "  Richter  Concerts  " 
meant  concerts  conducted  by  Dr.  Richter,  and  was  properly 
applied  to  the  proposed  concerts,  and  that  no  injunction 
could  be  granted  (6). 
^^**"^®  ®?  ^       WTiere  the  plaintiff  had  changed  his  name  to  Frank 

xuune  copied.  ^  ® 

Leslie,  and  his  son  had,  by  his  orders,  assumed  the  same 
name,  and  the  plaintiff  had  afterwaids  brought  out 
"  Frank  Leslie's  Illustrated  News,"  and  other  publications 
of  the  titles  of  which  his  new  name  formed  part,  it  was 
held  that  there  was  no  ground  for  restraining  the  publica- 
tion by  the  son  of  ^*  Frank  Leslie  Junior's  Sporting  and 
Dramatic  Times  "  (c).  On  the  other  hand,  where  Dr.  Trust 
had  changed  his  name  to  Grouraud,  but  his  sons  had  not 
changed  their  name,  the  latter  were  restrained  from  selling 
a  preparation  with  a  statement  that  it  was  prepared  by 
Dr.  Gouraud's  sons,  there  being  a  representation  which, 
though  not  strictly  false,  was  yet  calculated  to  mislead  ((2). 
Deceptive  Again,  a  fraudulent  intention  may  be  shown  to  eirist 

by  the  production  of  deceptive  circulars  so  framed  by  the 
defendant  as  to  represent  his  business  to  be  identical  with 
or  a  continuation  of  that  carried  on  by  the  plaintiff;  and 
such  a  fraud  will  be  restrained  («)•    Thus,  in  Mogford  v. 

(a)  BouIfUfii  v.  Peake,  13  Cfa.  D.  (o)  Jfn^land  v.  iV>w  York  PiO* 

513.    And  see  Cave  v.  Myers,  Dig.  Utkiitf  Co^  8  Dalj,  375. 

304 ;  Atkinson  v.  Atkinson,  85  L.  T.  (iQ  Chmraud  v.  Trutt,  10  K.  Y. 

(Joaroal)  22i) ;  and  Qltn  ^  Bali  8np.  Ct  627. 

Manufacturing   Co,    v.  Hall,   61  (e)  Ckurton  v.  Douglas,  Johns. 

N.  1.226.  174;  Stevens  v.  Paine,  18  L.  T. 

{h)FrankeY,  Cha^fpell,  B7  U  T.  N.  S.  600;  Purser  v.  Brain,  17 

N.  S.  141.  L.  J.  Ch.  141 :  Christie  v.  Christie, 
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Cawrienay  (a),  the  defendant  issued  a  circular  of  which 
the  eflFect  was  to  represent  that  he  was  carrying  on  the 
business  which  he  had  previously  carried  on  in  partnership 
with  the  plaintiff,  although  under  the  partnership  articles 
the  entire  goodwill  vested  in  the  plaintiff  on  dissolution. 

So,  too,  one  person  will  not  be  allowed  to  defraud  another  Opening 
by  opening  letters  addressed  to  him,  and  executing  orders 
intended  for  him  (6).  Where,  however,  various  acts  of 
misrepresentation  by  the  defendant  were  alleged,  pointing 
to  an  intention  to  simulate  the  plaintiff,  but  only  one  case 
was  made  out,  in  which  the  defendant  had  opened  a  letter 
addressed  to  the  plaintiff,  answered  it  in  his  own  name, 
and  endeavoured  to  obtain  the  custom  offered  by  that 
letter  to  the  plaintiff,  it  was  held  that,  though  this  raised 
grave  suspicion  of  the  defendant's  motives,  yet  it  was  not 
sufficient  ground  for  an  injunction.  The  defendant,  how* 
ever,  was  refused  his  costs  (c). 

Nor  will  fraud  be  permitted  to  be  perpetrated  under  Fraudulent 
cover  of  a  partnership  got  up  for  the  purpose  of  fraud  (d).  pwrtnership. 
Thus,  in  Clayton  v.  Day  {e),  an   ironmonger's  assistant 
named  Day,  and  a  general  shopkeeper  named    Martin, 
were  not  allowed  to  carry  on  the  business  of  blacking 
manufacturers  under  the  name  of  ^'Day  and  Martin," 

L.  R.  8Ch.499;  Burrows v.FoiUr,         («)  26Sol.  J. 43,76 L.T.( Journal) 

1 K.  R.  156 ;  Graveley  v.  Winchester^  79.  But  in  America  a  fictitious  part- 

Seton,  4th  ed.  257 ;  Belly  y.  Anchor  nenhip  has  been  permitted  to  give 

Tube  Co,y  W.  N.  1877,  p.  191.  to  one  of  two  partners,  who  had  bo- 

(a)  45  L.  T.  N.  8.  303.  come  the  successor  to  the  partner- 

[h)  Seheile  y.  BraJteU,  11  W.  R.  ship  business,  a  right  to  use  the 

796 ;  Seton,  4th    ed.  263  ;    WUt  same  trade  name  which  had  been 

T.   Corcoran^  ih.  257 ;  England  y.  formerly  used  by  the  partnership, 

Curling^  8  Beav.  129 ;  Vernon  v.  and  which  consisted  of  the  united 

Hallam^  34  Ch.  D.  748.  names  of  the  two  former  partnttrs ; 

{e)  Edgvngton  v.  Edgington,  11  although,  apart  from  the  fictitious 

L.  T.  N.  S.  299.  partnership,  he  would  have  been 

(d)  Orqft  Y.  Day,  7  BeaY.  84;  prevented  Ax>m  so  doing  by  the 

Jioety,Clydounf,Dig,6BS;  Schweit-  Massachusetts  Gen.    Stat   c.   56, 

zer  V.  Atkins,  37  L.  J.  Ch.  847 ;  which  requires  the  consent  of  & 

Bence  v.  Mason,  Dig.  534,  41  L.  T.  former  partner,  or  of  his  personal 

K.  S.  573 ;  Beneey,  Brand,  W.  N.  representative,  to  the  continued  use 

1881,  p.  31 ;  HoU/mes  v.  Hdmes,  of  hU  name  in  the  business,  and 

87    Conn.    278 ;    9    Amer.    Rep.  such  consent  was  refused :  JSattett 

324.  Y.  Cwmston,  110  Mass.  29. 
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though  they  were  left  free  to  trade  as  ''  Martin  and 
Day."  Similarly,  in  Melachrino  v.  Mdachrino  Egyptian 
Ciga/rette  Co.  (a),  the  plaintiffs  cigarettes  being  well  known 
as  "  Melachrino  cigarettes,"  a  person  named  Poalides  took  a 
brother  of  the  plaintiff  into  his  service,  under  an  agreement 
by  which  Poulides  was  to  have  the  right  to  use  his  name 
and  Poulides  then  opened  a  business  close  to  the  plaintiffs 
under  the  name  of  The  Melachrino  Egyptian  Cigarette  Co., 
and  used  the  name  ''  Melachrino  "  in  various  ways  calculated 
to  deceive,  and  an  injunction  was  granted.  Again,  in 
M.  Melachrino  &  Co.  v.  R,  Mdachrino  &  Co.  (6),  Poulides, 
the  defendant  in  the  previous  action,  went  to  Egypt  as 
soon  as  an  interlocutory  injunction  had  been  granted  in  that 
action,  and  induced  a  person  named  Melachrino,  who  was 
not  connected  with  the  plaintiffs,  but  was  a  tobacconist 
in  a  small  way  of  business  in  Alexandria,  to  enter  into 
partnership  with  him  and  come  to  England  to  establish  a 
business  under  the  name  of  '^  R  Melachrino  &  Co.,"  the 
plaintiffs  being  "M.  Melachrino  &  Co.,*'  and  they  used 
various  fraudulent  devices.  An  inj  unction  was  again  granted. 
Vendor  of  On  the  sale  of  the  goodwill  of  a  business,  the  vendor, 

busincM  may  jj^  ^j^^  absence  of  a  special  stipulation  on  the  point,  retains 
basiness.  the  right  of  recommencing  business,  even  in  his  own 
name,  however  similar  that  may  be  to  the  trade  name  of 
the  business  the  goodwill  of  which  has  been  sold ;  pro- 
vided that  he  scrupulously  abstains  from  doing  anything 
to  induce  the  public  to  believe  that  his  new  business  is 
in  fru^t  the  old  one  which  he  has  sold.  If,  however,  he  does 
anything  calculated  to  induce  the  belief  that  his  new 
business  is  not  merely  similar  to,  but  is  identical  with,  the 
old  one,  the  purchaser  of  the  old  business  is  entitled  to 
restrain  him  by  injunction  (c). 

(a)  4  P.  R.  216.  BMdtm  v.  Osboms,  39  L.  J.  Gb.  79. 

h)  ChiUy,  J.,  May  27th,  188S.  Tudor  v.  Tudor,  W.  N.  1873,  p.  72, 

lo)  Oruttwellv.  Lye,  17  Yes.  BS5;  depended  on  an  express  stipula- 

Churton  y.  Dougla$,  Johns.  174 ;  tion  in  the  deed  unaer  which  the 

Johnwn  V,  HeUelofff  34  Beav.  63 ;  plaintiff  retired  from  the  bnsineas. 
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On  the  dissolution  of  a  partnership,  if  the  whole  concern  Dissolution  of 
and  the  goodwill  are  sold,  the  trade  name  is  sold  with  P^^^^^^^P- 
them  (a).  But  if  the  partners  merely  divide  the  partner- 
ship assets,  and  there  are  no  express  stipulations  in  the 
articles  as  to  the  disposal  of  the  trade  name,  then  each  is 
at  liberty  to  use  the  old  name  just  as  the  partnership  did 
before  (b)  ;  at  all  events,  if  no  injury  will  be  thereby  caused 
to  a  partner  whose  name  the  firm  have  used  (c).  Where 
there  are  express  stipulations  in  a  deed,  the  parties  are  of 
course  bound.  Thus,  in  Day  v.  Finch  (cf)  a  member  of  the 
dissolved  firm  of  "  Benjamin  Finch  &  Co.,"  who  had  agreed 
to  carry  on  business  after  the  dissolution  in  his  own  name 
only,  was  restrained  from  continuing  to  use  the  words  "  and 
Co."  after  the  name  "  Benjamin  Finch."  But  where,  on  a 
dissolution  of  partnership,  it  was  agreed  that  neither  partner 
was  to  use  the  firm  name,  but  that  each  was  to  be  at  liberty 
to  manufacture  the  same  articles  as  had  been  manufactured 
by  the  firm,  and  one  of  the  partners  set  up  in  business  on 
his  own  account  and  put  up  over  his  shop  the  name 
*^  Hodgson,  late  of  Matthews  &  Hodgson,"  the  words  "  late 
of"  being  in  small  type,  it  was  held  that  no  breach  of  the 
agreement  had  been  committed  (e)  ;  and  where  a  business 
carried  on  as  "  Madame  ilfelise  "  was  purchased  under  an  agree- 
ment which  recited  (inaccurately)  that  the  business  had  been 
carried  on  as  "  Madame  l&lise  &  Co.,"  and  gave  the  purchaser 
the  right  to  use  that  name,  it  was  held  that  the  purchaser 
was  not  entitled  to  trade  as  "  Madame  !l^lise  "  simply  (/). 


(a)  Banks  v.  Gibson,  34  Beav. 
566.  See  JBbffman  y.  Duncan, 
^ton,  4th  ed.  266 ;  WUt  v.  Corcoran, 
ib.  267. 

(b)  Ib,  See  Clark  v.  Zeach,  32 
Beav.  14;  Dence  v.  Mason,  Dig. 
534 ;  Condy  v.  Mitchell,  37  L.  T. 
N.  S.  268,  766 ;  Levy  v.  Walk&r,  10 
Oh.  D.  436 ;  Rogers  v.  TomUot,  97 
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(tf)'  Scott  V.  Rtmland,  20  W.  R. 
508;  Levy  v.  Walker,  10  Ch.  D.  436; 
JPenton  t.  Levy,  29  8ol.  J.  786; 


Cha^eU  V.  Ghiffith,  63  L.  T.  N.  S. 
469.  efray  v.  Smith,  43  Ch.  D. 
208.  See  Chatteris  v.  Isaacson,  67 
L.  T.  N.  S.  177. 

(d)  26   Sol.  J.  364.     And  see 
Tudor  V.  Tudor,  W.  N.  1873,  p.  72 ; 
Vernon  v.  HaZlam,  34  Oh.  D.  748 ; 
Brewer  v.  Lama/r,  69  Ga.  666. 

(e)  Matthews  v.  Hodgson,  2  Times 
L.  R.  899. 

(/)  Chatteris   v.  Isaacson,   67 
L.  T.  N.  S.  177. 
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Bights  of  If^  again,  on  the  dissolution  of  partnership,  one  partner 

partner.  takes  over  the  whole  concern  by  arrangement,  he  most 
compensate  the  other  partner  for  his  interest  in  the  trade 
name  (a),  and  the  retiring  partner  is  at  liberty  to  set  np 
a  similar  business  in  his  own  name,  even  on  adjoining 
premises  (6). 
8oaU  ▼.  Scott,  In  Scott  v.  Scott  (o),  R.  &  W.  Scott  carried  on  business 
in  partnership  in  Nithsdale,  and  in  Glasshouse  Street, 
Regent  Street,  as  "R.  &  W.  Scott."  The  partnership 
being  dissolved,  the  agreement  for  the  dissolution  con- 
tained no  stipulation  by  either  party  not  to  continue  the 
business,  but  neither  of  the  parties  was  to  use  the  name 
of  the  firm,  except  so  far  as  might  be  necessary  for  winding 
up  the  partnership  affairs.  W.  Scott  retiring  firom  the 
business,  and  setting  up  for  himself  in  the  neighbourhood 
of  Nithsdale,  R.  Scott  retained  the  London  premises  of 
the  late  firm,  and  made  them  over  with  his  business  to 
the  defendants  Scott  &  Nixon.  The  inscription  used  by 
the  late  firm  over  their  house  at  Glasshouse  Street  having 
been  "  R.  &  W.  Scott  of  Nithsdale,"  the  defendants  re- 
placed this  by  '*  Scott  &  Nixon,  late  R.  &  W.  Scott  of 
Nithsdale."  Upon  this  W.  Scott  filed  a  bill  against  them, 
and  on  motion  for  injunction,  the  injunction  was  granted 
to  restrain  the  defendants  fix)m  permitting  that  inscription 
to  remain,  and  from  representing  their  business  to  be  in 
continuance  of  that  carried  on  by  the  late  partnership  of 
R.  &  W.  Scott  id). 

The  injury  caused  by  the  defendants  to  the  plaintiffs  is 
even  greater  than  in  an  ordinary  case  of  misappropriation 
of  a  trade  name,  when  the  representations  made  by  the 
defendants  go  to  show  that  the  plaintiffs  have  retired  firom 
business,  and  that  the  defendants  have  succeeded  to 
the  business  formerly  carried  on  by  them.    Thus,  where 


Bepresenta- 
tions  that 
plaintifl  has 
retired- 


(a)  Banh*  y.  CHbton,  34  Beav.  566. 

(b)  Bond  V.  MUboum,  20  W.  B. 
197;  MogfwA  v.  CcwrUnay^  45 
L.  T.  N.  S.  303. 


ip)  16  L.  T.  N.  8. 143. 
{d)  See  SeVby  t.  Anchor  TSiJbe 
Co.,  W.  N.  1877,  p.  191. 
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the  defendants  bad  acquired  a  lease  of  works  at  wliich  the 
plaintiffs  had  formerly  manufactured  bricks,  but  not  of 
the  mines  from  which  the  brick-clay  used  by  the  plaintiffs 
had  been  obtained,  and  then  issued  cards  and  circulars, 
styling  themselves  '^  E.  J.  &  J.  Pearson  (late  Harpers  & 
Moore),"  and  otherwise  representing  themselves  to  have 
succeeded  to  the  business  of  the  plaintiffs,  who  were,  as  a 
matter  of  fact,  carrying  on  their  business  on  other  works, 
the  defendants  were  restrained  by  injunction  from  their 
misrepresentations  (a) ;  and  Wood,  V.-C,  expressed  an 
opinion  that,  on  application  by  the  owner  of  the  mines 
of  fire-clay  used  by  the  plaintiffs,  but  not  by  the 
defendants,  the  issue  of  an  injunction  would  have  been 
almost  a  matter  of  course. 

A  person  who  has  been  a  member  or  employ^  of  a  firm  Former  firm 
of  reputation,  and  who  sets  up  in  business  on  his  own  i^j  be  stated. 
account,  is  entitled,  unless  he  has  contracted  not  to  do 
so  (6),  to  derive  what  benefit  he  may  from  a  &ir  statement 
of  the  fact  of  his  former  employment  (c),  which  is  usually 
expressed  by  the  addition  after  his  own  name  of  the  name 
of  his  former  firm  or  employer,  with  the  words  "  late  of," 
or  ''  late  with."  But  such  statement  must  be  made  in  an 
unambiguous  way,  and  not  in  such  a  manner  as  to  induce 
the  belief  that  the  tradesman  in  question  is  selling  the 
goods  of  his  former  firm  or  employer.     For  the  purposes  of 

(a)  Rarper  v.  Pearson^  3  L.  T.  34  Ch.  D.  748 ;  ffoxie  v.  Chanffy, 

N.  S.  647;  also  ScoU  v.  ScoU,  16  143  Masa.  692. 
L.  T.  N.  S.  143;  Stevens  v.  Paine,         (b)  Wolffierskausen  v.  (^  Connor , 

18    L.  T.  N.  8.  600 ;    Peeves  v.  36  L.  T.  N.  8.  921. 
DenicJte,  12  Abb.   Pr.  N.  S.  92;  (c)   See   per   Wood,   V.-C,    in 

Oowaud  V.  T>nMt^  10  N.  Y.  Sup.  Leather  Cloth    Co,   v.  American 

Ct.  627.    And  as  to  a  represen-  Leather  Cloth  Co.,  1  H.  &  M.  271 ; 

tation    of   one  business  being  a  also  Clark  v.  Leach,  32  Beav.  14 ; 

continuation     of     another,     see  Emerson  v.  Badger,  101  Mass.  82 ; 

ChvHon  y,  Douglas,  Johns.  174;  Boswell  v.  Mathie,  Ct  Sess.  Cas. 

Burrows  v.  Foster,  1  N.  R.  156 ;  4th  Ser.  XI.  1072 ;   Van  Wych  v. 

Witt  V.  Corcoran,  Seton,  4th  ed.  JBorowitz,  46  N.  Y.  Sup.  Ct.  237 ; 

267 ;  Oraveley  v.  Winchester,  ib,  Wolfe  v.  Alsop  (1),  10  Vict.  L.  B. 

267 ;  Montague  v,  Moore,  ib.  238 ;  (E.)  41 ;  and  cases  infrh.    But  see 

Selhy  V.  Anch(n'  Tube  Co.,  W.  N.  Selby  v.  Anchor  Tube  Co,,  W.  N. 

1877,  p.  191 ;  England  v.  Curling,  1877,  p.  191. 
8  Beav.  129  ;  Vernon  y.  Hallam, 
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GlennyY. 
Smith. 


Hookham  v. 
Pottage, 


Other  cases. 


the  plaintifiTs  right  to  relief  it  is  a  matter  of  indifference 
whether  or  not  the  defendant  has  acted  with  a  fraudulent 
intention  ;  if  what  he  has  done  is,  though  unintentionally, 
calculated  to  deceive  **  the  unwary,  the  heedless,  the  in- 
cautious portion  of  the  public  "  (a) ,  the  plaintiff  is  entitled 
to  protection  just  as  much  as  if  there  were  intentional 
fraud. 

In  Olenny  v.  Smith  (b)  the  defendant,  who  had  been 
in  the  plaintiff's  service,  opened  a  shop  in  Oxford  Street, 
where  he  placed  his  own  name  over  the  door,  but  on  the 
brass  plates  and  on  the  awning  the  words,  "  from  Thresher 
&  Glenny,"  "  from "  being  in  much  smaller  letters  than 
the  plaintiff's  name.  It  further  appeared  that  the  defend- 
ant's own  name  over  the  door  was  quite  hidden  when 
the  awning  was  let  down.  Kindersley,  V.-C,  granted  an 
injunction  (c). 

In  Hookham  v.  Pottage  (d),  the  parties  had  been  tailors 
in  partnership  at  Oxford,  the  defendant  having  been 
formerly  the  plaintiff's  manager,  and  afterwards  taken 
into  partnership  by  him.  On  the  dissolution  of  the 
partnership  it  was  arranged  that  the  plaintiff  was  to 
continue  the  business,  the  defendant  receiving  from  the 
plaintiff  such  an  amount  as  should  be  found  to  be  due  to 
him.  The  plaintiff,  in  continuing  the  business,  styled 
himself  "  Hookham  &  Co.,"  and  the  defendant  setting  up 
close  to  him,  put  over  his  shop,  "  S.  Pottage,  fix)m  Hook- 
ham &  Pottage."  There  was  some  evidence  of  deception, 
and  Malins,  V.-C.,  granted  an  injunction,  which  decision 
was  upheld  by  the  Court  of  Appeal. 

In  Foot  v.  Lea  (e),  an  older  case,  the  Master  of  the  Bolls 


(a)  V.-C.  Kindersley,  in  Glenny 
V.  Smith,  2  Dr.  &  Sm.  476. 

'J)  VH  mpra, 

\o)  See,  too,  Burgess  t.  Burgess, 
8  De  G.  M.  &  G.  896 ;  Dence  v. 
Mason  (1),  Dig.  534;  Colton  y. 
Thomas^  2  Brews.  808,  B.  Coz, 
607 ;  BosmeU  y.  Mathie^  Ct.  Bess. 


s: 


Cas.  4th  Ser.  XI.  1072 ;  Wolfe  y. 
Alsop,  12  Vict.  L.  R.  (E.)  421. 

(/)  L.  R.  8  Ch.  91.  And  see 
SeUfy  V.  Anchor  Tube  Co.,  W.  N. 
1877,  p.  191. 

(0)  13  Ir.  Eq.  490.  And  see 
Matthews  y.  Hodgson^  2  Times 
L.  R.  899. 
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in  Ireland  was  of  opinion  that  there  was  no  attempt  to 
deceive  on  the  part  of  the  defendant,  who  had  used  show- 
boards  and  labels  on  which  his  own  name  was  followed 
by  "  late  of  Lundy,  Foot  &  Co.,"  the  latter  name  being  of 
equal  size  with  the  defendant's,  and  he  accordingly  re- 
fused the  injunction,  with  leave  to  bring  an  action  at 
law.  In  WiUiams  v.  Osborne  (a).  Wood,  V.-C,  was  of  a 
similar  opinion,  and  dismissed  the  bill,  and,  on  account 
of  the  extreme  haste  with  which  it  had  been  filed,  with 
costs.  In  a  more  recent  case  (6),  the  defendants,  who  had 
been  forewomen  in  the  plaintiff's  shop  in  Paris,  used  on 
their  window  blinds  in  Bond  Street,  the  words  "Ex 
!***•  de  la,"  in  small  letters,  followed  by  "  Maison  Boissier 
de  Paris,"  in  large  letters,  to  signify  their  former  employ- 
ment; and  although  V.-C.  Malins  declined  to  restrain 
the  use  of  those  words,  notwithstanding  that  they 
were  not  generally  understood  in  London  as  equivalent 
to  "from,"  he  left  the  defendants  to  pay  their  own 
costs. 

Deception  of  the  same  kind  will  be  restrained  when  Name  of 
what  is  imitated  is  not  a  name  of  an  individual  or  firm,  ^ent,"  " 
but  a  designation  of  the  place  at  which  the  business  of  an 
individual  or  firm  is  carried  on,  and  by  which  it  is  known 
and  recognised.  Thus,  "Osborne  House"  (c),  "The 
Carriage  Bazaar"  (d),  "The  Bodega"  (e),  "The  New 
York  Dental  Rooms"  (/).  But  in  such  cases  the  plaintiff 
must  prove  that  there  is  something  distinctive  in  the 
appellation  which  he  has  given  to  his  establishment,  since 
no  relief  can  be  given  him  if  that  appellation  is  merely 
descriptive,  as  "  The  Antiquarian  Book  Store  '*  (g),  "  The 

(a)  13  L.  T.  N.  S.  498.  23  L.  R.  Ir.  371,  at  the  hearing  of 

{b)  jRobineau     v.     C^iarhonnel^  the  action. 

W.  N.  1876,  p.  160.  (/)  Sanders  v.  Jltt,  16  Mo.  App. 

(p)  Htidson  V.  Osborne,  39  L.  J.  322  (the  rooms  were  in  St.  Louis, 

Ch.  79.  Mo.).    See  Sanders  v.  Jacob,  30 

(<0  Boulnois  V.  Pedhe,  13  Ch.  D.  Mo.  App.  96. 

513.  (jg)  Chaynski  v.  Cohen,  39  Cal, 

{e)   Bodega  Co.,  Ld,  v.  Owens,  501,  B.  Cox,  593. 
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Sign-board. 


Mammoth  Wardrobe"  (a),  "The  Tower  Pakuse"  (6), 
"  Misfits  Parlonrs  "  (c) ;  and  he  mnst  also  prove  that  the 
result  of  the  defendant's  acts  is  to  represent  that  his 
business  is  identical  with  that  carried  on  by  the  plaintiff, 
as  in  Cave  v.  Myers  (d)y  where  the  defendant,  whose  shop 
was  in  a  comer  house  close  to  the  establishment  of  the 
plaintiffs,  Messrs.  Cave,  adopted  for  his  shop  the  name 
of  "  Cavendish  House,"  and  had  it  so  painted  up  that 
"  Cave  "  appeared  on  the  side  of  the  street  in  which  was 
the  plaintiff's  shop,  and  the  remainder  round  the  comer, 
and  Cfenin  v.  Chadaey  (e)y  where  the  plaintiff  was  the 
proprietor  of  "  The  Captain's  live-and-Let-Live  Oyster  and 
Dining  Saloon,"  and  the  defendant  set  up  "  G.  W.  Chadsey 
&  Co.'s  Great  Eastern  Live-and-Let-Live  Dining  Saloon." 
On  the  other  hand,  it  was  held  (f)  that  "  Great  I  X  L 
Auction  company "  was  not  likely  to  be  mistaken  for 
"  I  X  L  General  Merchandise  Auction  Store,"  and  where 
the  defendant  had  put  up  a  sign  with  the  words  ''  Depdt 
of  the  Cherry  Pectoral  Company,"  and  inside  his  premises 
a  notice,  "  Ayer's  Cherry  Pectoral,  One  Dollar ;  Rushton's 
Cherry  Pectoral,  Fifty  Cents.  Which  will  you  have  ? " 
it  was  held  that  the  defendant  had  done  no  more  than 
trade  in  &ir  competition  with  the  plaintiff,  as  he  was 
entitled  to  do  (g) ;  but  when  fraud  is  proved  or  admitted, 
it  will  be  restrained  (h). 

In  Walker  v.  Alley  (i)  it  was  decided  that  the  name 
and  sign  of  "  The  Golden  lion "  was  so  connected  with 
the  plaintiff's  dry  goods  business  that  it  could  not  be 
taken  by  another  trader;  and  the  Chancellor  of  Upper 


(a)  Gray  v.  Koch,  2  Mich.  N.  P.  119. 

{h)  Armttrong  v.  JCleinhaWf  1 
Ey.  L.  Rep.  112 ;  S2  Ey.  303. 

(e)  Cohn  V.  JEiiA9i,26Alb.L.  J.342. 

(et)  Dig.  304. 

(e)  Cited  in  Dixon  Crueible  Co. 
▼.  €higgenheim,  R.  Cox,  667.  And 
Bee  Sobyy,  Oropoenor  lAknury 
Co,,  28  W.  R.  386  (''Grosvenor 
Libraiy");    Whfifilor  v  Johfutnn, 


3  L.  R.  It.  284  C!  Cromao  Springs  ") ; 
and  Olsn  4'  ^oU  Mamiilfiusti/rmg 
Co,  V.  UM,  61  N.  Y.  226, 19  Amer. 
Rep.  278  ("No.  10,  South  Water 
Street,  Rochester,  New  York  "). 

00  IdoktemMny.  MeOit,  8  Qieg. 
464. 

(ff)  Ayer  ▼.  ItuihUm,  7  Daly,  9. 

(A)  OA»  Y.  J:aA«K  26  Alb.  L.  J.  342. 

(i)  13  Grant.  Up.  Can.  Ch.  366. 
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Canada  said  that  ''where  it  is  clear  to  the  Court  that 
the  defendant  himself  intended  an  advantage  by  the 
nse  of  a  particular  sign  or  mark  in  use  by  another,  and 
believes  he  has  obtained  it,  or,  in  other  words,  that  the 
defendant  himself  thought  the  use  of  it  was  calculated 
to  advertise  him  at  the  expense  of  the  plaintiff,  and  this 
was  his  object  in  using  it,  and  where  such  has  been  the 
effect  of  the  user,  I  think  the  Court  should  say  to  him, 
'  Remove  that  sign ;  its  use  by  you  may,  as  you  intend, 
damage  the  plaintiff.  It  cannot  be  necessary  or  valuable 
to  you  for  any  other  purpose.  You  have  your  choice  of 
many  signs  which,  as  a  mere  attraction,  or  to  give  your 
store  a  marked  designation,  must  answer  a  fSedr  business 
purpose  equally  well.'  '* 

Apart  from  a  business  of  some  kind,  no  exclusive  right  No  right  in 
can  be  acquired  in  the  name  of  a  house,  any  more  than  S^ite  houae 
in  the  name  of  a  person,  and  no  right  of  action  arises  or  telegzaphic 
from  the  annoyance  occasioned  by  a  person  renaming 
his  residence  after  the  neighbouring  residence  of  another 
householder  (a).     And  where  an  abbreviated  telegraphic 
address  (''Street,  London")  had  been  used  for  many 
years  by  a  business  firm,  and  another  firm  of  a  different 
character  afterwards  adopted  the  same  telegraphic  address, 
it  was  held  that  the  confusion  which  ensued  was  damnv/m 
absqwe  injurid^  and  that  no  injunction  could  be  granted  (6). 

The  same  principle  which  governs  the  names  of  business  Hotel 
establishments  has  been  extended  to  hotels,  and  a  pro- 
prietor of  one  already  established  has  been  held  entitled 
to  protection  against  the  setting  up  of  hotels  in  the  same 
neighbourhood  under  a  similar  title.  Thus,  "  The  Irving 
House "  (c),  "  The  What  Cheer  House "  (d),  and  "  The 
McCardel  House''  («),  have  been  protected 

(a)  Day  v.  Brmowrigg^  10  Ch.  D.  (iQ    Woodmtrd    ▼.   LoMvr^   21 

294.  Gal  448,  R.  Cox,  800;  Gamile  v. 

(V)  StreetY,  Union  J3ank<^ Spain  Stephenion,  10  Mo.  App.  681. 

4'  MfngUmd,  80  Ch.  D.  166.  (e)  MoCairdel  ▼.  Peek^  28  How. 

(0)  Homard  ▼.  Hmr%qw$,  3  Sand.  Pr.  1 20,  B.  Cos,  812. 
8.  C.  726,  R.  Cox,  129. 
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Mo^be  On  the  other  hand,  the  Scotch  Court  of  Session  ha9 

held  that  the  proprietor  of  "  The  Station  Hotel "  was  not^ 
entitled  to  interfere  with  the  use  of  the  name  ''The 
fioyal  Station  Hotel"  for  another  hotel  in  the  same 
neighbourhood,  the  plaintiff's  name  not  being  distinctive, 
and  the  defendant's  name  being  sufficiently  distinguished 
by  the  insertion  of  the  word  "  fioyal "  (a). 
Name  goes  But  it  seems  that  where  a  name  has  been  attached  to 
wi  m  ng.  ^  building  it  passes  with  it,  and  cannot  be  retained  or 
dealt  with  by  the  former  owner  apart  from  the  building. 
Thus,  in  Booth  v.  Jarrett  (6),  the  founder  of  "  Booth's 
Theatre,"  who  had  gained  a  reputation  for  it  by  his  skill 
in  acting,  and  had  named  it  after  himself,  attempted^ 
without  success,  to  prevent  the  continued  use  of  the  name 
by  a  person  into  whose  possession  the  theatre  had  subse- 
quently come,  the  name  having  passed  to  the  defendant 
with  the  building  and  goodwill.  Again,  in  Mason  v. 
Queen  (c)  the  proprietor  of  the  "  Waverley  Hotel," 
Glasgow,  sold  his  premises  to  a  railway  company,  who 
compensated  him  for  the  removal.  He  afterwards  as- 
signed the  goodwill  of  his  business  and  trade  name  to 
the  plaintiff,  who  was  carrying  on  another  hotel  in  a 
different  part  of  Glasgow,  the  name  of  which  was  there- 
upon changed  to  the  "  Waverley."  The  railway  company 
did  not  require  the  actual  site  of  the  old  hotel  for  their 
purposes,  and  subsequently  let  it  to  the  defendant,  who 
reopened  the  hotel  under  the  name  of  the  "  Old  Waverley 
Hotel,*'  and  it  was  held  that  the  plaintiff  was  not  entitled 
to  restrain  the  defendant  from  so  doing.  In  Woods  v. 
SaTids  (d)  it  was  held  that  the  founder  of  "  Woods'  Hotel," 
who  had  sold  and  afterwards  repurchased  his  interest  in 
it,  had  recovered  by  the  reassignment  his  exclusive  right 
in  the  name,  and  the  use  of  it  by  another  person  was 
prohibited.      So,   in  ArTnstrong  v.   KleiTihaus   (e)   the 

(a)  Charleson  v.  Campbell,  Ct.  of  (o)  23  Scot.  li.  Rep.  641. 

Bess.  Cas.,  4th  Ser.  IV.  149.  (d)  Dig.  467. 

{b)  52  How.  Pr.  169.  (e)  1  K  v.  L.  Rep.  112 ;  82  Ky.  303.. 
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tenant  of  a  business  house  which  he  had  called  ''The 
Tower  Palace/'  was  held  to  have  no  right  in  the  name 
capable  of  being  transferred  to  a  different  building  else- 
where. And  in  Pepper  v.  Labrot  (a)  it  was  held  that 
the  name  "  Oscar  Pepper's  Old  Crow  Distillery "  had 
become  attached  to  the  distillery,  and  that  Oscar  Pepper's 
son  and  successor  in  business,  on  whose  bankruptcy  the 
distillery  was  sold,  was  not  entitled  to  interfere  with  the 
use  by  the  purchaser  of  the  name  "  Oscar  Pepper "  as 
part  of  the  name  of  the  distillery.  But  in  one  Canadian 
case  (b)  the  purchasers  of  "  The  Western  or  Mason's 
Hotel"  were  protected  in  their  exclusive  right  to  the 
name,  as  against  the  vendor,  who  had  reoccupied  his 
former  premises  after  the  purchaser  had  been  driven  out 
by  a  fire. 

In  the  same  way,  the  proprietor  of  the  "  Prescott  House  "  Name  of  hotel 
Hotel  was  held  entitled  to  restrain  the  use  of  the  name  ^c^^^^^^' 
by  a  coach  proprietor  upon  his  coaches,  an  agreement 
between  the  latter  and  a  former  owner  of  the  hotel  being 
treated  as  having  been  in  the  nature  of  a  revocable 
licence,  which  had  been  revoked  upon  the  sale  of  the 
hotel  to  the  plaintiff  (c).  And  not  only  the  proprietors 
of  such  establishments  have  been  protected  in  respect  of 
the  names  by  which  they  have  been  known,  but  other 
persons  who  have  contracted  with  such  proprietors  for 
the  exclusive  conveyance  of  visitors  to  and  from  their 
hotels,  have  been  held  entitled  to  restrain  the  use  by 
others  not  so  authorised  upon  their  vehicles  and  servants' 
clothing  of  the  name  of  the  establishment  with  which 
they  were  connected  (d). 

So,  again,  the  name  of  a  line  of  steamships  («),  of  Similar  cases. 

(a)  8  Fed.  Rep.  29.  360,  R.Cox,  115;  Marsh  v.  BiUin^s^ 

\h)  Mouop  v.  Mason^  18  Grant  7  Cush.  322,   R.  Cox,  118.      And 

Up.  Can.  Ch.  453.  compare  Knott  v.  Morgan^  2  Keen, 

(fl)  Deiz  V.  Lamb,  29  N.  Y .  Super.  213. 

Ct.  537.  {e)  Wlnsor  v.  Clyde,^  Phila.  513 

{d)  Stone  v.  Carlan,  13  Mo.  L.  R.  ("  Keystone  Line  "). 
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Name  not 
used  in 
ordlnaiy 
business. 


Where 
articles  are 
produced 
under  a 
certain  name. 


Author. 


Humourist. 


collieries  (a),  and  of  particular  waggons  (6),  has  been 
protected. 

Closely  connected  with  the  cases  which  concern  the 
rights  of  an  individual  or  firm  in  the  trade  name  under 
which  hJs  or  their  business  is  carried  on^  are  the  cases 
in  which  it  has  been  sought  by  one  person  to  restrain  the 
unauthorised  use  of  his  name  by  another,  though  he  does 
not  himself  use  that  name  over  a  shop,  or,  in  fBLct^  as  a 
trade  name  usually  so  caUed. 

Where  a  person  produces  certain  articles,  and  a  repre- 
sentation is  made  by  another  that  articles  not  the  produc- 
tion of  that  person  are  in  fact  produced  by  him,  there  is 
an  injury  to  the  right  of  property  in  the  name,  which  has 
in  &ct,  though  not  used  as  a  trade  mark,  yet  come  to  be 
the  producer's  means  of  selling  the  articles  produced. 

Thus,  an  author  is  entitled  to  protection  for  the  name 
which  sells  his  works  for  him.  In  Lard  Byron  v. 
Johnston  (c),  the  defendant,  who  had  advertised  for  sale 
poems  which  he  represented  to  be  by  the  plaintiff,  but 
as  to  which  he  declined  to  swear  to  his  belief  in  their 
genuineness,  was  restrained  by  injunction.  And  in 
Beeant  v.  Moffatt  &  Paige  (d)  a  well-known  writer  was 
protected  against  the  use  of  his  name  in  connection  with 
a  book  for  which  he  was  not  responsible. 

In  Clemens  v.  SiuJi  («),  a  humorous  writer,  whose 
works  were  published  under  the  n/rm  de  plume  of  "  Mark 
Twain,"  was  held  to  be  entitled  to  restrain  the  unauthorised 
use  of  that  designation  by  another  person.  And  in  Clem^ens 
v.  Belford  (/)  it  was  held  that  the  name  might  not  be 
connected  with  matter  not  written  by  the  plaintiff,  though 
it  might  be  attached  to  a  reprint  of  matter  written  by 
him  and  not  copyrighted.    But  in  Munro  v.  Beadle  (g) 


(«)  Braham  y.  Beachim,  7  Oh.  D. 
S4S  ("Radbtock  Collieiies  "). 
(h)  Shaver  v.  Shawr,  54  Iowa, 
08  («*  Shaver  Waggons  "). 
{c)  2  Mer.  29. 


(d)  84  L.  T.  (Journal)  152. 

(e)  Dig.  429. 
(/)  11  Biss.  459. 

(jf)  46  U.  S.  Pat.  Qai.  448. 
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it  was  thought  that  one  writer  of  detective  stories  could 
not  restrain  another  from  nsing  the  descriptive  name  of 
«  Sleuth." 

SO)  again,  a  legal  writer  is  entitled  to  prevent  the  issue  Legal  wiitei. 
as  his  of  works  or  editions  not  of  his  production.  In 
Archbold  v.  Sweet  (a)  the  plaintiff  was  the  author  of  a 
book  on  a  legal  subject,  of  which  he  had  sold  the  copy- 
right to  the  defendant.  The  plaintiff  refusing  to  re-edit 
the  book,  the  defendant  had  it  edited  by  another,  and 
the  plaintiff  thereupon  came  forward  to  complain  of  the 
inaccuracies  which  he  alleged  to  be  contained  in  the  new 
edition.  Lord  Tenterden,  C.  J.,  after  remarking  on  the 
close  analogy  between  that  case  and  those  in  which  an 
inferior  article  was  sold  in  the  name  of  a  well-known 
manufacturer,  the  injury  being  in  the  latter  case  to  the 
sale  of  the  goods,  in  the  former  to  the  character  of  the 
author,  laid  down  to  the  jury  that  if  the  new  edition,  in 
the  form  in  which  it  was  put  forth,  would  be  understood 
by  purchasers  who  paid  reasonable  attention  to  its  contents 
to  be  by  the  plaintiff,  their  verdict  must  be  in  his  favour. 

So,  again,  a  painter  will  be  protected  from  having  Painter, 
exhibited  as  his  a  picture  which  he  has  not  painted  (6), 
and  a  medical  man  who  compounds  medicines  from  having  Medical  ixiad. 
spurious  medicines  sold  as  his  (c). 

In  all  such  cases  the  plaintiff  must,  of  course,  show  that  Deception 
deception  is  probable,  or  he  cannot  succeed  in  obtaining  probable, 
the  relief  he  seeks.  Thus,  where  an  artist  painted  a 
picture,  and  another  person  exhibited  a  diorama  imitated 
from  it,  it  was  held  that  there  could  be  no  deception  or 
injury,  though  if  the  plaintiff's  picture  had  been  a  diorama 
the  case  would  have  been  different  (d).  So  where  a  person 
who  wrote  songs  under  the  name  of  Claribel  sought  to 
restrain  the  publication  of  a  song  describediad  '^  written  by 


f! 


[a)  1  M.  &  Rob.  162.  (e)  Clark  v.  ^mvum,  ll  fieay. 

>}  Martin  v.  Wright,  6  Sim.      112. 
297.  (d)  MarHn  v.  Wright,  6  Sim.  297. 


Freeman, 
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Claribel/'  no  meDtion  being  made  of  the  composer  s  name, 
though  the  music  given  was  not  that  of  Claribel,  it  was 
decided  that  the  words  "  written  by  "  did  not  imply  that 
the  music  was  also  composed  by  Claribel,  and  the  injunc- 
tion was  refused  (a). 
Clark  V.  The  decision  in  Clark  v.  Freeman  (b)  has  been  mnch 

discussed  with  respect  to  the  right  a  man  has  in  his  name. 
In  that  case  the  plaintiff,  Sir  James  Clark,  was  an  eminent 
physician,  who  filed  a  bill  to  restrain  the  advertisement 
and  sale  by  the  defendant  of  certain  pills  termed  by  hink 
"Sir  J.  Clarke's  Consumption  Pills,"  the  advertisements 
being  so  framed  as  to  be  calculated  to  induce  the  public 
to  buy  the  pills  as  being  of  the  plaintiff's  invention.  Lord 
Langdale,  M.  B.,  refused  to  grant  the  injunction,  on  the 
ground  that  there  was  no  injury  to  property ;  but  appar- 
ently not  without  some  doubt,  since  he  gave  leave  for  the 
case  to  be  mentioned  again  to  him  if  cases  in  support  of 
the  bill  could  be  produced.  He  did  not,  however,  think 
the  cases  mentioned  to  him  (o)  sufficient  to  warrant  him 
in  granting  the  injunction,  but  at  the  same  time  he  re- 
marked that  if  '^  Sir  James  Clark  had  been  in  the  habit 
of  manufacturing  and  selling  pills,  it  would  have  been 
very  like  the  other  cases  in  which  the  Court  had  inter- 
fered for  the  protection  of  property."  The  principle  on 
which  Lord  Langdale's  decision  was  based  was  that  the 
Court  would  not  interfere  where  the  name  pirated  by 
the  defendant  bad  not  become  known  to  the  public  in 
connection  with  a  manufactured  article,  but  was  merely 
a  name  under  which  an  individual  had  acquired  a  certain 
reputation  (d).  It  is  evident,  however,  that  the  sale  of 
quack  medicines  under  the  name  of  an  eminent  physician 
would  tend  to  destroy  his  reputation  and  the  confidence 

(a)  Barnard  v.  Pillow,  W.  N.  (<?)  £ord  Bynm  v.  Johmtcn,  2 

1868,  p.  94 ;  and  see  Seeley  v.  Fisher ^  Mer.  29 ;  and  Bouih  v.  Webster,  10 

11  Sim.  581 ;  and  Archbold  v.  Sweet ,  Beav.  561 . 

1  M.  ^  Rob.  162.  (d)  See  Delondre  y.  Shaw,  2  Sim. 

(ft)  11  Beav.  112.  237. 
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of  his  patients  in  him,  and  thereby  to  cause  him  a  far 
more  severe  pecuniary  loss  than  would  be  incurred  by  the 
sale  of  a  few  boxes  of  pills  or  copies  of  a  book  being  lost  to 
him.  Later  judges  have,  therefore,  been  of  opinion  that 
the  case  in  question  "  might  have  been  decided  in  favour 
of  the  plaintiff",  on  the  ground  that  he  had  a  property  in 
his  own  name  "  (a). 

'VMiatever  rights  a  man  may,  irrespective  of  contract,  Contracts 
have  in  his  own  name,  so  as  to  be  able  to  prevent  the  JJJ  J^^^ 
unauthorised  use  of  it  by  another,  it  is  always  open  to  him 
to  modify  those  rights  by  contract,  whether  by  way  of 
permitting  others  to  use  his  name  in  a  certain  manner  (6), 
or  by  way  of  restraining  his  own  use  of  it  to  a  certain 
extent  (c).  Thus,  where  a  publisher  had  sold  to  the  de- 
fendants the  copyright  of  an  annual,  entitled  "  Beeton's 
Christmas  Annual,"  he  himself  entering  into  their  service, 
it  was  held  that  the  defendants  were  entitled  to  continue 
the  annual  publication  under  that  same  name,  even  after 
the  plaintiff  had  ceased  to  remain  in  their  employ,  and 
had  become  unwilling  for  his  name  to  be  used  by  them 
in  connection  with  a  work  not  of  his  production  (d).  But 
it  seems  that,  although  a  contract  by  which  a  man  binds 

(a)  Per  Cairns,  L.  J.,  in  MaxmeU  expressions  of   opinion    of    Lord 

V.  Hogg^  L.  R.  2  Ch.  307.  In  Spring-  Cairns,  Lord  Selbome  and  Malins, 

head  apinnir^g  Co.  v.  RUey,  L.  B.  6  V.-C,  had  apparently   not   been 

Eq.  561,  MaUns,  V.-C,  went  even  brought  to  bis  notice.    Lord  West- 

fisher.    And  in  In  re  Riviere^  26  bury,  C,  however,  spoke  of  the 

Oh.  D.  48-53,  Lord  Selbome,  C,  decision   at   all    events    without 

observed  "that  case  has  seldom  disapprobation:  Z^o^A^  67<?^A  C7(7./ 

been  cited  but  to  be  disapproved  ;  oase,  4  De  G.  J.  &  S.  137. 

could  not  a  professional  man  be  (h)  Ward  v.  Beeto7hf  L.  R.  19  Eq. 

injured  in  his  profession  bj  having  207.  See  Condy  v.  MUoheU,  37  L.  T. 

his  name  associated  with  a  quack  K  8. 268, 766 ;  SaUett  v.  Cumttony 

medicine  7  "   In  WiUiami  v.  Hodge  110  Mass.  29 ;  Weed  v.  Peterson,  12 

^  Co.,  84  L.  T.  (Journal)  134,  a  Abb.  Pr.  N.  8. 178 ;  Coey. Bradley, 

very  similar  case,  Kay,  J.,  said  that  9  U.  8.  Pat.  Gaz.  541. 

the  decision  in  Clark  v.  Freeman  (p)  Ainsworth   v.    Benileg,    14 

**  was  rather  a  surprising  one,  and  W.  B.  630 ;  Ward  v.  Beeton,  vH 

one  which  he  had  always  thought  mprh  ;  PeUz  v.  Mohele,  62  Mo. 

was  not  sufficiently  considered";  171;  Coev,  Bradley,  9  U.  S.  Pat. 

but   he  did  not   feel  himself  at  Gaz.  541. 

liberty  to  disregard  it  on  an  inter-  {d)  Ward  v.  Beeton,  ubi  iuprh, 

locutory  application,  in  the  absence  See  €hige  v.  Canada  Publishing  Co., 

of  authority  to  the  contrary.    The  11  Can.  Sup.  Ct.  306. 
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himself  to  limit  in  some  waj  his  use  of  his  own  name  can 
be  enforced,  a  contract  so  binding  him  cannot  be  made 
by  the  representative  of  his  estate  in  bankn^cy,  and  if 
snch  a  contract  has  been  entered  into,  the  bankrupt  will 
be  entitled  to  disregard  it  (a), 
^■ms  of  The  name  of  the  editor  of  a  publication,  appearing  upon 

the  title  page,  forms  no  part  of  the  title.  Romilly,  M.  B., 
refused,  therefore,  to  restrain  the  proprietors  of  a  paper, 
who  had  agreed  with  their  editor  not  to  alter  the  title 
of  their  paper  without  mutual  consent,  from  omitting 
the  publication  on  the  title  page  of  the  editor  s  name  as 
such  (b). 
Where  name  It  is  clear  that  a  man  has  a  right  to  prevent  the 
to  lS£r "  unauthorised  use  of  his  name  by  another  person,  apart 
from  any  special  manufacture,  where  such  use  of  it  might 
involve  him  in  legal  or  other  difficulties.  Thus,  in  Routh 
V.  Webster  (c)  a  bill  was  filed  to  restrain  the  provisional 
directors  of  a  joint-stock  company,  called  ''  The  Economic 
Conveyance  Company,"  from  using  the  plaintiff's  name 
in  their  prospectuses  as  a  trustee  of  the  company  with- 
out his  authority.  The  defendants  setting  up  by  way  of 
defence  that  what  had  been  done  had  been  done  inad- 
vertently, and  stating  their  intention  of  discontinuing 
their  misrepresentations,  the  Master  of  the  Soils  granted 
the  injunction,  holding  that  the  defendants  were  not 
entitled  "to  use  the  name  of  any  person  they  pleased, 
representing  him  as  responsible  in  their  speculations,  and 
to  involve  him  in  all  sorts  of  liabilities,  and  then  to  be 
allowed  to  escape  the  consequences  by  saying  they  had 
done  it  by  inadvertence,"  and  also  that  the  plaintiff  was 
in  nowise  bound  to  surrender  his  right  to  the  injunction, 
trusting  to  the  assurances  of  the  defendants  as  to  their 
intentions  for  the  future.     This  decision  has  been  generally 

(a)  Belmholdv.  ITelmhold  Mcmu-  (Jt)  Crocket  v.  Petter,  6  Jur.  N.  8. 

factuHng  Co,,  68  How.  Pr.  453;  1131. 

and  see   Walker  v.  Mottram,  19  (o)  10  Beav.  661. 
Ch.  D.  866. 
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approved  as  an  '^aathoritj  for  preventing  the  improper 
use  of  a  man's  name  against  his  will ;  not  for  the  restraint 
of  a  libel,  for  no  libel  was  involved  "  (a). 

Where,  however,  a  man's  name  has  been  used  against  Trade  UbeL 
his  will  in  such  a  manner  as  to  be  libellous,  or  where 
statements  have  been  made  disparaging  the  goods  sold 
under  his  name  or  trade  mark,  or  threatening  persons 
dealing  in  his  goods,  a  more  difficult  question  is  raised, 
and  one  which  has  not  always  been  answered  in  the 
same  way.  With  respect  to  libels,  Lord  Cottenham,  C, 
said  (&),  that  the  Libel  Act  ^'appointed  a  jury  as  the 
proper  tribunal  for  trial  of  injuries  to  the  person  by  libel 
or  defamation ;  and  that  the  liberty  of  the  press  consisted 
in  the  unrestricted  right  of  publishing,  subject  to  the  re- 
sponsibilities attached  to  the  publication  of  libels,  public 
or  private."  The  principle  that  the  publication  of  a  libel 
was  a  crime,  and  that  the  Court  of  Chancery  had  no 
jurisdiction  to  prevent  the  commission  of  crimes,  except 
in  such  cases  as  those  relating  to  the  protection  of  infants, 
was  laid  down  by  Lord  Eldon  in  1818  (c),  and  after  that 
time  Equity  judges  frequently  stated  that  it  was  not 
within  the  proper  scope  of  their  authority  to  restrain 
the  publication  of  libels  (d).    There  were,  indeed,  cases 


(a)  Per  Lord  Cairns,  C,  in  Pru- 
dential Asrwranoe  Co,  v.  Kjiott, 
L.  R.  10  Ch.  142.  In  Webster  v. 
Webgter,  3  Swanst.  490  n.  the  in- 
jnnction  was  refused  because  there 
was  no  injury  to  be  apprehended. 
In  Tudor  v.  Tiidor,  W.  N.  1873, 
p.  72,  there  was  an  express  contract. 
See  Bullock  v.  Chapman^  2  De  G. 

6  Sm.  211 ;  Diwon  v.  Holden^  L.  R. 

7  £q.   488;  Reid  v.  Sihhald,  18 
Joum.  of  Juris.  392 ;  and  cases  infrh, 

(IT)  Fleming  v.  Newton,  1  H.  L.  0. 
376.  This  case  was  a  Scotch  one, 
and  the  Lord  Chancellor  was  speak- 
ing with  reference  to  the  Scotch 
Libel  Act,  but  his  remarks  are 
equally  applicable  to  cases  arising 
in  England,  and  under  Order 
XXXYI.,  rule  2  of  the  Rules  of 


1883,  a  defendant  in  a  libel  case 
can  still  insist  upon  a  jury. 

(<?)  6ee  y.  Pritohard,  2  Swanst. 
413. 

(d)  Martin Y.  Wright.e  Him,  297; 
Seeley  v.  Fisher,  11  Sim,  681 ;  Clark 
V.  FreemaTi,  11  Beav.  112 ;  Emperor 
of  Austria  v.  Day,  2  Gifl.  628,  3 
De  G.  F.  &  J.  217  (in  particular 
per  Turner,  L.  J.) ;  Mulkem  v.  Ward, 
L.  E.  13  Bq.  619 ;  Browne  v.  Ik-ee- 
man,  W.  N.  1873,  p.  178;  Pru- 
dential Assurance  Co.  v.  Knott,  L.  B. 
10  Ch.  142 ;  Fisher  v.  ApoUinaris 
Co,,  id.  297.  The  same  view  has 
been  taken  in  India :  Shepherd  v. 
Trustees  of  the  Port  cf  Bombay 
Ind.  L.  R.  1  Bomb.  182 ;  and  m 
America :  Mauger  v.  B%ok,  55  How 
Pr.  132. 
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in  which  it  was  thought  that  where  an  injury  was 
occasioned  or  threatened  to  a  right  of  property  by  a 
libellous  statement,  the  Court  had  jurisdiction  to  inter- 
fere to  protect  that  right  of  property  (a),  but,  practically 
speaking,  cases  which  involved  the  consideration  of 
libellous  statements  were  left  to  the  Courts  of  Common 
Law  (6). 
Effect  of  the  The  Judicature  Act,  1873,  however,  introduced  a  new 
Act^TsTS^  element  into  the  discussion  by  enacting  (§  25,  subs.  8) 
that  "  an  injunction  may  be  granted  by  an  interlocutoiy 
order  of  the  Court  in  all  cases  in  which  it  shall  appear 
to  the  Court  to  be  just  or  convenient  that  such  order 
should  be  made " ;  and  in  Thorley^e  Cattle  Food  Co.  v. 
Maasam  (c),  Vice-Chancellor  Malins  suggested  that  this 
enactment  had  conferred  upon  the  Court  more  extensive 
powers  than  those  which  it  previously  possessed,  and  that 
an  injunction  might  have  been  granted  by  virtue  of  those 
powers  to  restrain  an  injurious  and  unjust  statement. 
Numerous  cases  have  since  been  decided  with  respect  to 
the  effect  of  the  section,  in  some  of  which  expressions 
were  employed  which  were  calculated  to  lead  to  the 
belief  that  the  power  to  grant  injunctions  where  it  was 
thought  to  be  "just  or  convenient"  conferred  a  power 
to  grant  injunctions  in  cases  in  which  no  legal  remedy 
previously  existed  (d).  It  is  now,  however,  settled — and 
this  is  not  opposed  to  the  observations  before  referred 
to — that  the  right  view  is  that  the  section  has  enlarged 
the  powers  of  the  Court,  not  by  enabling  the  Court  to 
grant  relief  in  cases  where  none  was  obtainable  before  in 

(a)  This  was  especially  the  view  (ft)  For  the  principles  by  which 

of  Malins,  V.-O.      See  Dixon  v.  the  Courts  of  Common  Law  were 

Holden,  L.  R.  7  Eq.  488 ;  Spring-  guided,  see  Wren  v.  WeUd,  L.  R.  4 

head  Spinning  Co.  v.  Biley,  L.  R.  Q.  B.730;  Wettem  CoufUiesManure 

6  Eq.  661 ;  Rollins  v.  Hinkt,  L.  R.  Co,  v.  Lawes  Chemical  Manure  Co,^ 

13  Eq.  355 ;  Aamawn  v.  Lund,  L.  R.  L.  R.  9  Ex.  218. 

18  Eq.  330.    And  see  also  Emperor  {6)  6  Ch.  D.  582. 

of  Austria  v.  Day,  3  De  G.  F.  k,  J.  (a)  See  Beddom  v.  Beddow,  9 

217 ;  Mawwell  v.  Bogg,  L.  R.  2  Oh.  Ch.  D.  89 ;  Quartz  Bill  Consolidated 

307 ;  James  v.  James,  L.  R.  13  Eq.  Gold  Mining  Co,  v.  Beall,  20  Ch.  D. 

421.  501. 
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any  of  the  Superior  Courts,  but  by  way  of  giving  each 
branch  of  the  High  Court  power  to  grant  relief  in  cases 
which  could  previously  be  brought  only  in  the  same  or  a 
different  form  before  some  other  branch  of  the  Court  (a)  ; 
so  that,  as  Cotton,  L.  J.,  said  in  the  case  of  North 
London  Railway  Co.  v.  Oreat  Northern  Railway  Co.  (6), 
"  where  there  is  a  legal  right  which  was,  independently 
of  the  Act,  capable  of  being  enforced  either  at  law  or 
in  equity,  there,  whatever  may  have  been  the  previous 
practice,  the  High  Court  may  interfere  by  injunction  in 
protection  of  that  right." 

The  injunction  may  be  granted  to  restrain  the  continued  OonditionB 
publication  of  a  libel  which  has  been  found  to  be  so  by  the  [|^*?|^q*°^ 
verdict  of  a  jury  (c),  or  it  may  be  granted  to  restrain  the 
publication  of  statements  which  have  not  been  submitted 
to  a  jury  (d).  But  where  the  Court  is  asked  to  grant 
an  injunction,  especially  on  an  interlocutory  application, 
without  the  assistance  of  a  jury,  the  jurisdiction  which 
it  possesses  so  to  do  is  one  which  must  be  exercised  very 
carefully  (e),  and  it  ought  not  to  be  exercised  unless  the 
statements  of  which  complaint  is  made  are  proved  to  be 
untrue  (/),  unless  they  are  injurious  to  the  plaintiff  (gr). 


(tf)  Day  V.  BroTVfiriffg,  10  Ch.  D. 
294  ;  Ward  v.  Drat,  L.  J.  N.  of  C. 
1878,  p.  67;  Gaskin  v.  Balls,  13 
Ch.  D.  324 ;  Dieks  v.  Brooks,  15 
Ch.  D.  22  (per  Bacon,  V.-C). 

(h)  11  Q.  B.  D.  30. 

(o)  Saxhy    v.     EasterJyrook,    3 

C.  P.  D.  339 ;  JSinriohs  v.  Bemdes, 
W.  N.  1878,  p.  11. 

{d)  As  in  Thvmas  v.  Williavis,  14 
Ch.  D.  864. 

(tf)  Quartz  HUl  Consolidated 
Gold  Mining  Co.  v.  Btall,  20  Ch. 

D.  501;  Armstrong  v.  ArmiU  2 
Times  L.  R.  887 ;  Coulson  A'  Sons 
V.  Coulsm  ^-  Co.,  3  Times  L.  K.  846 ; 
Liverpool  Household  Stores  As- 
sociation V.  Smith,  37  Ch.  D.  170. 
See  Marks  v.  Conservative  News- 
paper Co,,  Ld.,  3  Times  L.  R. 
244. 


(/)  Hdlsey  v.  Brotherhood,  15 
Ch.  D.  514;  19  ib.  386 ;  Burnett  v. 
Tate,  45  L.  T.  N.  S.  743  ;  Anderson 
V.  Liebig'g  Hxtract  of  Meat  Co., 
Ld.,  ih.  757 ;  Quartz  mil,  ^^o.,  Co, 
V.  Beall,  uH  supra;  Benhow  v. 
Lorn  (1),  23  Sol.  J.  819 ;  Ropers, 
^0.,  Co.  V.  Copeman^s,  A'o.,  AssooiO' 
titm,  Ld.,  28  ih,  218 ;  Armstrong  v. 
Armit,  2  Times  L.  R.  887 ;  Coulson 
^  Sons  V.  Coulson  <J'  Co.,  3  Times 
L.  R.  846;  Liverpool  Household 
Stores  Assooiatio7i  v.  Smith,  37 
Ch.  D.  170;  Poulett  v.  ChaUo  ^ 
Windus,  32  Sol.  J.  24.  And  see 
Clover  V.  Royden^  L.  R.  17  Eq. 
190 

(g)  Dicks  V.  Brooks,  15  Ch.  D.  22 ; 
and  see  Brook  v.  Euans,  2  L.  T.  N.  S. 
740 ;  Bullock  v.  Chapman,  2  De  G. 
k  Sm.  211. 
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with  reference  to  his  trade  or  property  (a) ,  and  are  bo 
clearly  libellous  that  a  contraiy  verdict  of  a  juxy  woold  be 
set  aside  as  unreasonable  (&),  unless  it  is  proved  that  the 
defendant  intends  to  continue  to  make  them  (c),  and 
that  the  injury  will  be  irreparable,  i.e.  incapable  of  com* 
pensation  by  damages  (d)y  and  unless  (in  cases  of  privilege) 
express  malice  is  also  established  (e).  Thus,  in  Halaey 
V.  Brotherhood  (/)  the  defendant  had  threatened  intend* 
ing  purchasers  from  the  plaintiff,  alleging  that  the 
plaintiff  was  manufacturing  in  infringement  of  lus,  the 
defendant's,  patent  rights ;  and  Jessel,  M.  B.,  and  the  Court 
of  Appeal  held  that  an  injunction  could  not  be  granted 
unless  the  defendant  persisted  in  making  the  statements 
after  they  had  been  proved  to  be  fiedse.  In  CoUey  v. 
HaH  (jsf)  it  was  held  by  North,  J.,  that  there  was  no  juris- 
diction to  restrain  the  defendant  from  issuing  a  circular 
to  the  plaintiff's  customers,  alleging  that  the  plaintiff  was 
infringing  his  trade  marks,  and  threatening  proceedings. 
And  in  Anderson  v.  Liebig^a  Extract  of  Meat  Co.y  Ld,  (A), 
Chitty,  J.,  refused  to  restrain  the  company  (who  were 
taking  proceedings  to  stop  the  plaintiff  from  selling  his 
goods  as  ^'  Baron  liebig's  Extract  of  Meat"  and  using  on 
the  pots  a  photograph  of  the  Baron)  from  circulating 
letters  among  the  plaintiff's  customers,  stating  that  he  was 
using  the  name  and  photograph  without  authority,  on  the 

(a)  See  per  Lindley,  L.  J.,  in  Armit,   uhi   suprit ;    Omlitm    ^ 

Cauiion  ^  Sons  v.  CauUon  ^  Co.,  Sons  v.   CouUon  <f-  Cb.,  3  limes 

3  Times  L.  B.  846,  with  which  L.  R.  846;   Liverpool  Soutehold 

compare  the  statement  by  North,  Stores   Auoeiatkm  v.  Smith,  37 

J.,  in  Pollard  v.  Photographic  Co.,  Ch.  D.  170. 

40  Ch.  D.  345.  (/)  16  Gh.  D.  514 ;  19  ih.  386. 

(()  Coulton  4-  Sons  v.  CouUon  Sf  See  the  New  York  case  of  Wolfe 

Co.,  uH  tuprh  ;  Liverpool  House-  v.  Burke,  66  N.  Y.  116.    The  pre- 

hdld  Stores  Association  v.  Smith,  cise  question  raised  in  Hdlsey  y. 

37  Ch.  D.  170.  Brotherhood  is  now  settled  bj  §  82 

(ci)  Quartz  Sill,  Jto.,Co.Y.Beall,  of  the  Patents  Act,  1883,  nnder 

20  Ch.  D.  501.  which  nnmerons  cases  have  been 

(d)  Armstrong  v.  Armit,  2  Times  decided,  but  the  general  question 

L.  R.  887.  of  injunctions   to  restrain  trade 


e)  Quartz  JBiU,  ^e.,  Co,  v.  BeaXl,     libels  remains, 
nf^d;   Burnett  v.   Tate,  46  (^)  6  P.  R.  17. 

L.  T.  N.  S.  473 ;   Armstrong  v.  (A)  45  L.  T.  N.  8.  767. 
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ground  that  the  company  was  not  shown  to  be  acting  other- 
wise than  bond  fidSy or tohe  stating  that  which  was  ontrue. 

On  the  other  hand,  where  the  necessary  facts  are  When 
present,  an  injunction  will  be  granted,  as  in  Thorley^s  ^^'^^ 
Cattle  Food  Co.  v.  Masawm  (2)  (a),  where  it  was  estab- 
lished that  the  plaintiffs  and  defendants  were  both  in 
possession  of  and  entitled  to  use  the  same  secret  recipe 
in  their  respective  businesses,  and  Malins,  V.-C,  and  the 
Court  of  Appeal  granted  an  injunction  to  restrain  the 
defendants  from  publicly  advertising  that  they  alone  were 
acquainted  with  the  secret. 

Where  the  plaintiff  in  an  action  for  slander  of  title  Survival  of 
to  a  trade  mark  and  his  property  therein,  dies,  the  cause  action, 
of  action  survives  to  his  legal  personal  representative  (6). 

The  same  principle  on  which  misrepresentations  by  an  Misrepre- 
original  manu£Eu:turer  with  respect  to  the  goods  and  ^^^'^^^^'^i.^^ 
business  of  a  subsequent  manufacturer  are  restrained,  manomctnrer. 
applies  with  even  greater  force  to  similar  misrepresenta- 
tions by  the  latter,  and  while  it  is  open  to  any  one  to 
manufacture  an  unpatented  article  with  the  process  of 
manufacture  of  which  he  has  become  acquainted,  and  also 
to  describe  it  by  the  name  applied  to  it  by  the  original 
inventor  so  soon  as  that  name  shall  have  become  pvhlici 
juris — that  is  to  say,  descriptive  of  a  specific  article,  but 
not  of  a  specific  maker — ^yet  at  the  same  time  such  sub- 
sequent manufacturer  is  not  entitled  to  carry  on  an  unfair 
competition  in  trade  with  the  original  maker  or  his  succes- 
sors in  business,  by  means  of  assertions  or  representations 
that  his  own  article  is  the  only  genuine  one,  or  that  the 
article  of  the  original  maker  or  his  successors  is  spurious  (c). 

(a)  14  Ch.  D.  763 ;  and  see  HiU         (o)  James  v.  Jamet,  L.  R.  13  Eq. 

V.   Sart'Daviet,  21  Oh.  D.   798;  ^21;  Thomas  v.  WUliafns,U  Ch.T), 

Hermann  Loog,  Zd,  v.  Bean,  26  864;  LUIm's  Extract  of  Meat  Co., 

Ch.  D.  806 ;  Hayward  ^  Co.  v.  Ld.  v.  Anderson  (2),  55  L.  T.  N.  S. 

Hayward^  Sons,  34  Ch.  D.  198;  206;  Hvrsoh  v.  Hirsoh  ^  Co.,  80 

Punch  V.  Soyd,  16  L.  R.  Ir.  476.  L.  T.  (Journal)  288 ;  Briton  Life 

Q>)  Hatoha/rd  v.  IiRge,  18  Q.  B.  B.  Association,  Ld,  v.  Boherts,  2  Times 

771.  L.  R.  319. 
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"OriglnaU 


False  repre- 
sentation of 
agency. 


And  where  such  an  assertion  or  representation  is 
embodied  in  the  title  of  the  later  manufacturer's  article 
by  its  being  styled  the  ^'  original " — an  appellation  which 
would  naturally  suggest  the  idea  of  the  article  in  ques- 
tion being  the  make  of  the  original  manufacturer — such 
fraudulent  representation  will  usually  be  restrained  (a). 
But  in  the  entire  absence  of  evidence  as  to  deception. 
Wood,  y.-C.)  refused  to  grant  an  injunction  in  a  similar 
case  (b),  and  from  the  result  of  later  litigation  between 
the  same  parties  (c)  it  is  clear  that  the  presump- 
tion against  a  person  who  styles  an  article  of  his  own 
manufacture,  but  not  of  his  invention,  "the  original,"' 
may  be  rebutted.  In  Dence  v.  Mason  (1)  (d)  the  defend- 
ant was  restrained  from  styling  himself  the  original 
maker  of  the  "  essence  of  beef,"  Malins,  V.-C,  holding 
that  even  if  he  had  been  the  first  to  actually  compound 
the  article,  which  was  not  satisfactorily  proved,  he  was- 
not  entitled  to  make  such  statements  as  those  complained 
of,  since  he  was  in  the  employ  of  the  plaintiff's  predecessor 
in  business  at  the  time  when  he  said  he  made  it  for  the 
first  time.  In  FuUwood  v.  FuUmood  (2)  («)  the  defend- 
ants attempted  to  represent  their  business  to  be  the 
original  one,  by  assuming  for  it  the  date  of  establishment 
of  the  business  which  was  really  the  first. 

A  dealer  may  not  represent,  contrary  to  the  fitct,  that 
he  is  agent  for  a  manufacturer  (/) ;  neither  may   & 


{a)  CoeTU  v.  Chamdler,  L.  R.  11 
Eq.  446;  Zazenhy  v.  Whitey  41 
L.  J.  Ch.  354.  So  in  ilT.  Mela- 
okrino  v.  JB.  Melachrino  ^  Co., 
Chitty,  J.,  May  27th.  1888,  where 
^e  defendants  had  placed  on  their 
labels  the  words  "R.  Melachrino 
&  Co.  Original  Egyptian  cigarettes." 
And  see  Magg  v.  Darley^  47  L.  J. 
Ch,  667. 

(J)  Bronme  v.  Freeman^  12  W.  R. 
305. 

(o)  BroTcne  v.  Freeman,  W.  N. 
1873,  p.  178.  This  was,  however, 
before  the  cases  under  the  Judi- 


cature   Act,     1873,     which     see 

{d)  Dig.  634;  41  L.  T.  N.  S. 
573. 

{e)  9  Ch.  D.  176.  And  see  6h'een 
V.  Jiooke^W,  N.  1872,  p.  49;  Wheeler 
V.  JohTuton,  3  L.  R.  Ir.  284; 
Whitney  v.  Sickling^  6  Grant  Up. 
Can.  Ch.  605  ;  Moisop  v.  Ma9ony 
18  ih.  453;  Blackwetl  v.  Wright^ 
73  N.  Caf.  310;  Wood*  v.  Sand*, 
Dig.  467. 

(/)  Horte  T.  MeKeman^  30  Bearr . 
547. 
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iiiana£eictarer  represent,  contrary  to  the  fact,  that  a  dealer 
is  acting  as  agent  for  him  (a). 

In  other  cases  the  attempt  to  deceive  has  been  made  in  Deceptive 
diflferent  forms :  thus,  in  an  early  case  (6),  the  defendant  notices, 
attempted  to  attract  to  himself  the  custom  intended  for 
the  plaintiffs  by  an  ingenious  variation  of  their  labels,  his 
own  labels  being  facsimiles  of  those  of  the  plaintiffs,  with 
only  the  difference  that,  whereas  theirs  contained  the 
sentence  "Manufactured  by  Day  and  Martin,"  his  bore 
the  words  "  Equal  to  Day  and  Martin's,"  the  "  Equal  to  " 
being  in  very  small  type.  So,  in  an  American  case  (c), 
a  dentist  formerly  employed  by  the  Colton  Dental  Associa- 
tion, on  setting  up  in  business  for  himself,  described 
himself  in  his  notice  as  "  formerly  operator  at  the  Golton 
Dental  Eooms,"  "  formerly  operator  at  the  "  being  printed 
very  small.  And  in  another  American  case  (d)  a  former 
partner  in  a  firm  of  dentists  trading  as  "Morgan  and 
Schuyler,"  continued  to  carry  on  business  at  the  old 
premises  as  "B.  F.  Schuyler,  successor  to  Morgan  and 
Schuyler,"  the  words  preceding  the  old  firm  name  being 
in  such  small  letters  as  to  be  almost  invisible.  In  MaUan 
V.  Davis  (e)  a  dentist,  who  had  practised  for  several  years 
in  Praed  St.  with  the  words  "Old-established  Dentist" 
over  the  door,  left  that  address ;  and  the  defendant,  who 
practised  as  a  dentist  at  another  house  in  Praed  St., 
put  up  a  notice  stating  that  the  old-established  dentist 
could  be  consulted  there;  and  it  was  held  that  he  had 
acted  in  a  way  calculated  to  deceive,  but  no  injunction 
was  granted,  there  having  been  a  delay  of  three 
months,  and  the  defendant  giving  an  undertaking  to 
combine  his  own  name  in  a  conspicuous  way  with  the 
description. 

(a)  (hleman  v.  I'lavel,  12  Sawy.  (o)  CoUon  v.  Tkoma$,  2  Brews. 

220.  308,  R.  Cox,  507. 

(J)  Day  V.  Binninff,  C.  P.  Cooper,  (d)  Morgan  v.  Schuyler,  79  N.  Y. 

489 ;  1  Leg.  Obs.  206.    See  Wolfe  490. 

V.  Aleop  (1)  &  (2).  10  Vict.  L.  R.  (f)  3  Times  L.  B.  221. 
<B.)  41, 12  ib,  421. 
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jnrankt  v.  Again,  in  Frcmlce  v.  Weaver  (a),  the  plaintiff  sold  a 

weaver,  medicine  which  he  had  invented,  and  which  he  termed 
"  Franks'  Specific  Solution  of  Copaiba/'  in  bottles  enclosed 
in  wrappers,  on  which  were  printed  directions  for  use,  and 
testimonials.  The  defendant,  an  agent  of  the  plaintiff, 
sold  a  preparation  of  his  own,  labelled  '^  Chemical  Solution 
of  Copaiba."  The  label  went  on  to  state  that  the  plaintiff 
had  invented  the  "  Specific  Solution,"  and  then  gave  the 
testimonials  printed  by  the  plaintiff  as  commendatory 
of  the  plaintiff's  medicine,  and  also  the  same  directions 
for  use  as  those  given  by  the  plaintiff.  In  Sedan  v. 
Sena;t6  (6),  a  person  who  had  sold  a  medicine  to  another, 
set  up  a  new  medicine  under  a  similar  description,  and 
in  his  advertisement  adopted  verses  which  had  been 
attached  to  the  original  medicine.  In  all  these  cases, 
except  Mallan  v.  Davie  (c),  injunctions  were  granted. 
Diieotions  for  With  respect  to  directions  for  the  use  of  the  article,  it 
^^'  seems  that,  as  Malins,  V.-C.,  said  in  Maeaam  v.  Thorlejf^s 

Cattle  Food  Co.  (1)  (d),  if  the  article  produced  by  one 
person  is  the  same  as  that  produced  by  another,  and  the 
former  is  quite  at  liberty  to  produce  the  same  article,  then 
the  directions  used  by  the  latter  are  the  correct  directions 
for  the  use  of  the  former's  article,  and  he  can  only  repeat 
them.  In  fact,  if  he  could  not  give  the  appropriate  direc- 
tions for  using  the  article  which  he  is  entitled  to  make, 
his  liberty  to.  manufacture  would  be  unduly  interfered 
with.  The  decision  in  the  above  case  was,  however, 
reversed  by  the  Court  of  Appeal  (e)  on  the  general 
question  of  representation,  the  imitation  of  the  directions 
being  referred  to  as  an  indication  of  fiiuudulent  intention, 
and  any  trader  who  uses  the  same  directions  as  another 

(a)  10   Beav.    297.     And    see      8rd  8er.  11.  38,  where  the  interdict 
Siegert   y.  Undlater,    7    Ch.    D.      was  refused. 

801 ;  Siegert  v.  Uhlert,  Dig.  432;  (0)  3  Times  L.  R  221. 

Dunbar     v.     Olenn,     42     Wise.  (d)  6  Ch.  D.  574, 681.    And  see 

118.  per  Cotton,  L.  J.,  in  In  re  Leonard 

(b)  2  y.  &  6.  220.     And  see  ^  EUU,  63  L.  J.  Ch.  611. 
WathersiMfon  v.  6fra^,  Ct  Bass.  Cas.  (e)  14  Ch.  D.  748. 


CASES  ANALOGOUS  TO  THOSB  OF  TBADB  MABK.  311 

ought  to  take  great  care  to  prevent  the  possibility  of 
deception* 

To  describe  articles  formerly  patented  by  the  name  of  Name  of 
the  former  patentee  is  not  necessarily  fraudulent,  since  P**®^*^* 
the  name  may  be  used  as  indicative  of  a  principle  of  con- 
struction (a)  ;  but  in  an  American  case  (6)  an  injunction 
was  granted  to  restrain  the  defendant  from  marking  goods 
of  his  own  make  as  being  made  under  the  pkintiflTs 
subsisting  patent,  notwithstanding  an  allegation  by  the 
defendant  that  the  patent  was  invalid. 

The  imitation  of  a  peculiar  manner  of  making  up  Mode  of 
and  packing  goods  may,  in  combination  with  other  ^***^' 
circumstances,  be  held  to  prove  a  fiuudulent  inten- 
tion ;  and  it  seems  that,  even  in  the  absence  of  other 
circumstances  of  fraud,  if  the  imitation  is  very  significant, 
and  the  evidence  very  conclusive,  an  injunction  will  be 
awarded  (o). 

The  manner  in  which  the  Court  interferes  by  way  of  Imitation  of 
injunction  to  prevent  unfair  competition  in  trade  is  well  buses, 
illustrated  by  a  case  which  has  always  attracted  a  good 
deal  of  attention — that  of  the  omnibus  companies  (d).    In 
that  case  the  plaintiffs  were  the  proprietors  of  a  line  of 
omnibuses  painted  in    a    particular  manner,  with  the 
words  "  C!onveyance  Company  "  and  "  London  Conveyance 
Company"  upon  them.    The  defendant  ran  omnibuses 
similarly    painted,  and   dressed  his    servants    in  livery 
imitated  from  that  of  the  plaintiffs'  employes.     On  his 
being  required  to  alter  this,  he  made  some  mere  colourable 

(a)  Wheeler  ^    Wilson  Manu-  Goodwin,  36  Ch.  D.   1 ;  McLean 

faeturi/ng    Co,  v.  Shaketpear,  39  v.  Fleming,  96  13.   S.  Bep.  246; 

L.  J.Ch.36;  Singer  Manufacturing  Frete  v.  Bachcf  (1),  13  Bl.  C.  C. 

Co,  V.  Loog  (3),  S  App.  Cas.   16  ;  234 ;  R.  0.  (2),  14  %b,  432.    See 

and  other  cases  in  Ch.  4.  also  Orr  v.  Diaper^  L.  B.  4  Ch.  D. 

(()  WaeKbvfrn  4'  ^oen  Ma/nu-  92. 
facturing  Co,  y.  Haieh,  9  Bias.  141.  (d)  Knott  v.  Morgan,  2  Keen, 

(e)  See  EdeUten  v.  Vioh,  11  Hare,  213.    See  also  Stone  v.  Caspian,  13 

7S;  Woollam  v.  Rateliff,  1  H.  &  Mo.    L.    B.    360,    B.    Cox,    115; 

M.    269;  AnghhSmisi    Condensed  Marsh  y.  Billings^  7  Cush.  822, 

MUk  Co.  y.  Smiss  Condensed  Milk  B.Coz,  118 ;  Dew  v.  Lamb,  29  N.  Y. 

a>.,  W.  N.  1871,  p.  163;  Lever  y.  Bap.  Ct  587. 
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alterations,  but  really  left  the  matter  as  it  stood  at  fibrst. 
Lord  Langdale,  M.  B.,  on  the  case  coming  before  him  on 
motion  to  dissolve  an  interlocntory  injmiction,  said  that 
he  had  not  the  least  doubt  that  the  defendant  intended 
to  represent  his  omnibuses  to  the  public  as  those  of 
the  plaintiffs.  He  said  ^'  it  was  not  to  be  said  that  the 
plaintiffs  had  any  exclusive  right  to  the  words '  Conveyance 
Company '  or  '  London  Conveyance  Company/  or  any 
other  words ;  but  they  had  a  right  to  call  upon  that  Court 
to  restrain  the  defendant  from  fraudulently  using  precisely 
the  same  words  and  devices  which  they  had  taken  for  the 
purpose  of  distinguishing  their  property,  and  thereby 
depriving  them  of  the  fair  profits  of  their  business  by 
attracting  custom  on  the  false  representation  that  car- 
riages, really  the  defendant's,  belonged  to  and  were  under 
the  management  of  the  plaintiffs."  This  case  was  not  at 
all  a  case  of  trade  mark,  though  reference  has  been  made 
to  it  as  such ;  the  Master  of  the  Bolls  expressly  denied 
any  exclusive  right  in  the  words  painted  on  the  vehicles, 
and  personally  altered  the  terms  of  the  injunction  so 
as  to  avoid  creating  such  a  right.  In  the  language  of 
Wood,  V.-C.  (a),  "  the  defendant  might  have  had  those 
words  painted  on  a  yellow  omnibus  without  objection,  and 
so  of  the  other  resemblances:  the  wrong  lay  in  their 
accumulation,  not  in  any  one  of  them  alone."  The 
value  of  the  case  really  consists  in  the  example  it 
affords  of  the  way  in  which  the  aggregation  of  a  number 
of  circumstances,  individually  comparatively  harmless, 
may  produce  a  result  injurious  to  an  individual  and 
obnoxious  to  the  law;  and  also  of  the  manner  in  which 
the  law  will  interfere  to  protect  the  interests  of  honest 
trade. 
BtchingB.  Where  A  had  surreptitiously  obtained  possession  of  some 

etchings  by  B,  and  had  advertised  them  for  exhibition, 
and  a  catalogue  of  them.  Lord  Cottenham,  C,  held  that 

(a)  WooUam  v.  Bateliff,  1  H.  &  M.  269. 
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there  was  a  title  to  relief  alike  on  the  ground  of  injury  to 
property  and  on  that  of  breach  of  trust  (a). 

As  to  the  cases  which  have  been  decided  in  respect  of  Trade  secrets, 
trade  secrets,  the  general  rule  may  be  stated  as  being  that 
any  person  who  has,  without  the  use  of  unfair  means, 
become  acquainted  with  the  mode  of  compounding  a  secret 
unpatented  preparation,  may  make  and  sell  the  compound, 
provided  he  does  not  lead  the  public  to  suppose  that  his 
preparation  is  the  manufacture  of  the  original  discoverer 
or  of  his  successors  in  business;  and  he  may  even  call  the 
compound  ma^e  by  himself  by  the  same  name  as  that 
given  by  the  original  discoverer  to  his,  so  long  as  he  does 
not  sell  his  own  goods  as  and  for  those  of  another  (6). 
On  the  other  hand,  where  the  knowledge  of  the  secret 
process  has  been  acquired  by  means  of  a  breach  of  trust, 
neither  the  person  who  has  committed  the  breach  of 
trust,  nor  any  one  to  whom  he  has  imparted  his  discovery, 
will  be  allowed  to  make  use  of  the  information  so  surrep- 
titiously acquired  (c). 

Again,  "  there  is  no  doubt  whatever  that  where  a  party  Contract  not 
who  has  a  secret  in  a  trade  employs  persons  under  contract  ^^^e  ^ 
express  or  implied,  or  under  duty  express  or  implied,  those  another's 
persons  cannot  gain  the  knowledge  of  that  secret  and  then 
set  it  up  against  their  employer  "  (d) ;  and,  stating  it  gener- 
ally, where  one  person  has  entered  into  a  contract,  express 


(tf)  Prince  Albert  v.  Strattge,  1 
Mac.  &  G.  25.  Sae  Pollard  v. 
Photographic  Co.,  40  Ch.  D.  345. 

{h)  James  v.  James,  L.  B.  13  Eq. 
42i ;  Liehig's  Extract  ofMea^  Co.  v. 
Sdnbwry,  17  L.  T.  N.  S.  298;  Condi/ 
V.  mtoheU,  37  L.  T.  N.  8.  268, 
766 ;  Carter  v.  Qo(ftze^  2  Keen,  581 ; 
Singleton  v.  Bolton,  3  Doug.  293 ; 
Williams  v.  WlllUinis,  3  Mer.  167  ; 
Canham  v.  Jones,  2  V.  &  B.  218. 
And  see  the  comments  on  that 
case  In  Morison  v.  Moat,  9  Hare, 
241.  Bat  of  course,  when  the 
name  has  become  a  trade  mark, 
no  one  but  the  proprietor  caa  use 


it.  The  question  is  whether  the 
name  is  descriptive  of  the  article 
or  distinctive  of  the  manufactory. 
See  Massam  v.  Tliorley's  Cattle 
Food  Co.  (2),  14  Ch.  D.  748. 

(jo)  Williams  v.  Williams,  3  Mer. 
157 ;  Yoitatt  v.  Winyard,  1  Jac.  & 
W.  394;  Tipping  v.  ClarJte,  2  Hare, 
383;  Morison  v.  Moat,  9  Hare,  241, 
21  L.  J.  Ch.  248 ;  EstoouH  v.  Est- 
court  Hop  Essence  Co.,  L.  R.  10 
Ch.  276 ;  PoHal  v.  Mne,  4  Times 
L.  R.  330. 

(d)  Per  Lord  Cranworth,  L.  J., 
in  Morison  v.  Moat,  21  L.  J.  Ch. 
213. 
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or  implied  (a),  with  another  person,  to  keep  that  other 
person's  secret,  and  not  to  divulge  it,  nor  to  use  it  for  his 
own  advantage,  he  will  be  restrained  by  an  injunction 
from  so  divulging  or  using  the  secret  in  question  (b) ;  and 
so  will  a  person  who  is  acting  in  collusion  with  him  (c)  ; 
and  a  contract  by  which,  on  the  sale  of  a  trade  secret,  the 
vendor  has  bound  himself  not  to  use  that  secret,  is  not 
invalid  as  being  in  restraint  of  trade  (d).  Where  the 
defendant,  who  had  become  acquainted  with  a  trade  secret, 
stood  by  and  allowed  the  plaintiff  to  purchase  it,  without 
disclosing  that  he  was  acquainted  with  it,  it  was  held  that 
he  was  estopped  from  setting  up  his  previous  knowledge 
against  the  plaintiff,  and  an  injunction  was  granted  to 
restrain  him  from  using  it  (e). 

Where  the  defendant  is  availing  himself  of  a  breach 
of  fjEkith  or  of  contract  by  means  of  the  use  of  a  certain 
designation  for  his  goods,  in  such  a  case  the  defendant 
will  be  restrained  from  the  use  of  such  designation, 
although  the  plaintiff  may  have  no  exclusive  right  in  the 
same,  apart  from  such  special  circumstances  (/). 

have  no  means  of  judging  as  to 
its  infringement. 

(o)  Portal  V.  mne,  4  Times  L.  R. 
830 ;  Peabody  v.  Norfolk,  98  Mass. 
452;  Salomcn  v.  Hertz^  40  N.  J. 
Eq.  400. 


{a)  See  Tipping  v.  Clarke,  2  Hare, 
888 ;  Wegton  v.  Hemmoru,  2  Vict. 
L.  B.  Eq.  121. 

ih)  Sedan  y.  Senate,  2  V.  ft  B. 
220 ;  Bfyson  v.  Whitehead,  1  S.  & 
S.  74 ;  Green  y.  Iblgham,  ib,  898 ; 
Tipping  y.  Clarke,  2  Hare,  383; 
Moriion  y.  Moat,  9  Hare,  241,  21 
L.  J.  Ch.  248;  Hogg  y.  Darley,  47 
ih,  667 ;  Portai  v.  Hine,  4  Times 
L.  R.  830 ;  WhUney  y.  Hiokling,  5 
Grant  Up.  Can.  Ch.  606;  Wegton  v. 
HemmoM,  2  Vict.  L.  R.  Eq.  121 ; 
Peahody  y.  Norfolk,  98  Mass.  462 ; 
Salomon  y.  HerU,  40  N.  J.  Eq.  400. 
Bnt  in  the  last  case  it  was  held 
that  the  defendant  ought  not  to 
be  restrained  from  divulging  where 
or  from  whom  the  plaintiff  oought 
his  materials,  or  to  whom  he  sold 
his  goods,  or  the  prices  at  which 
he  bought  and  sold.  In  Newhery 
y.  Jame»,  2  Mer.  446,  Lord  Eldon 
declined  to  issue  an  injunction,  on 
the  groond  that  the  Court  could 


(i)  Bryton  y.  Whitehead,  1  S.  ft 
S.  74;  Hagg  y.  Darley,  47  L.  J. 
Ch.  667  ;  Jarvie  v.  Peek,  10  Paige 
118.  And  see  Leather  Cloth  0>, 
V.  Loreont, L.  R. 9  Eq.  362 ;  AUeopp 
V.  Wheatorcft,  L.  R.  15  Eq.  59; 
Brewer  y.  Lamar,  69  Qa.  656.  In 
Viokery  v.  Welch,  19  Pick,  523, 
the  Sup.  Ct  of  Mass.  held  that  a 
person  who  had  agreed  to  sell  a 
secret  prooess  ought  to  have 
covenanted  to  oonmiunicate  the 
secret  to  the  purchaser  and  to  no 
one  else. 

{e)  Champlin  y.  Stoddart,  87 
N.  Y.  Sup.  Ct  80a 

(/)  Morieon  y.  Moat,  9  Hare, 
241.  And  see  Oreen  v.  Folgham, 
1  8.  ft  S.  898;  Jamee  y.  Jamee, 
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No  one  will  be  allowed  to  use  the  name  of  a  well-known  Cannot  be 
article,  with  the  secret  recipe  of  which  he  is  unacquainted,  ^^  ^  ^^' 
upon  goods  of  his  own  make,  so  as  to  represent  the  spurious  recipe, 
goods  to  be  genuine  (a)  ;  but  it  seems  that  if  a  person  has 
an  equal  right  to  the  use  of  the  name  with  the  person  who 
is  acquainted  with  the  secret  in  accordance  with  which 
the  goods  are  manufactured,   the  latter,  at  all  events, 
cannot  restrain  him  from  the  use  of  the  mark,  whatever 
remedy  may  be  open  to  the  public  (5).     If  the  person  of 
whom  complaint  is  made  is  acquainted  with  the  secret 
process,  and  has  been  accustomed  to  use  it,  the  objection 
to  his  use  of  the  name  does  not  arise  (c),  and  such  a  person 
will  not  be  restrained   from  using  it  at  the   suit  of  a 
person  who  has  no  right  to  use  the  recipe  in  the  district 
in  which  the  defendant  trades  (d). 

After  the  death  of  an  inventor  of  a  secret  process,  his  Secret  passes 
son,  who  had  learnt  the  secret  in  his  employ,  continued  ^rson^ 
to  make  the  article,  but  did  not  take  out  administration  estate. 
to  the  &ther,  and  it  was  held  that  without  becoming  his 
father's  personal  representative,  he  could  acquire  no  right 
to  prevent  the  use  of  the  secret  by  another  (e). 

The  manner  in  which  the  Court  deals  with  a  secret  Oreen  ▼. 
process  is  well  exemplified  by  the  case  of  Oreen  v.  '^^ 
Folgham  (/).  There  the  grandfather  of  the  plaintiffs 
and  defendant  possessed  the  secret  of  a  recipe  for  an 
ointment  called  "  Dr.  Johnson's  Ointment  for  the  Eyes." 
This  secret  he  settled  on  his  daughter  at  her  marriage, 
and  directed  that  at  the  death  of  the  survivor  of  her  and 


L.  R.  13  Eq.  421;  Bttcourt  v. 
JSsteourt  Hop  Etsenoe  Co.t  L.  R.  10 
Ch.  276;  Wettan  v,  Hemmont,  2 
Viot.  L.  R.  Eq.  121.  In  Ctmham 
T.  Joneit  2  v.  dc  B.  218,  and  ehreen 
V.  Bodke^  W.  N.  1872,  p.  49,  L.  J. 
N.  of  C,  1872,  p.  64,  no  fraud  was 
proTed. 

{a)  Cotton  v.  OUlard,  44  L.  J. 
Ch.  90;  AnaeU  v  6h/ubert,  Dig. 
163 

(i)  We$ton  Y,  Keteham  (1),  89 


N.  Y.  Super.  Ct.  54 ;  S.  C.  (2),  51 
How.  Pr.  456. 

(o)  Witthatit  v.  Braun,  44  Md. 
303 ;  and  see  HelmboldY.  HeUnbold 
Manirfacturing  Co,^  63  How.  Pr. 
453. 

(<f)  Mafihattan  Medieins  Co,  ▼. 
Wbodf  108  U.  S.  Rep.  218. 

(e)  Hovenden  v.  Lloyd,  18  W.  R. 
1132.  kn&^QQ Singleton  Y.Bolton, 
3  Doug.  293. 

(/)  1  S.  &  S.  398. 
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production. 


her  husband  it  should  be  sold  for  the  benefit  of  the 
children.  The  daughter  communicated  the  secret  to  her 
eldest  son  and  destroyed  the  recipe.  On  a  bill  being 
filed  against  the  eldest  son  by  the  younger  children. 
Leach,  V.-C,  decreed  an  account  of  the  profits  made  by 
the  defendant  since  his  mother's  death  by  the  sale  of 
the  ointment,  a  reasonable  allowance  being  made  him 
for  his  time  and  trouble  in  preparing  and  vending  the 
same.  And  the  Vice-Chancellor  went  on  to  remark  that 
if  the  secret  could  be  made  a  subject  of  sale,  the  plaintiffs 
would  be  next  entitled  to  ask  from  the  Court  that  a  sale 
should  be  directed  accordingly.  But  inasmuch  as  the 
Court  had  no  possible  means  either  to  communicate  the 
secret  to  a  purchaser  with  certainty,  or  to  protect  him  in 
the  enjoyment  of  it,  a  sale  was,  he  said,  impracticable  (a). 
But,  he  continued,  although  the  Court  could  not  direct  a 
sale,  it  had  the  power  of  taking  a  course  which,  in  point 
of  advantage,  would  be  equivalent  to  the  plaintiffs.  It 
could  inquire  what  would  be  the  value  of  the  secret  to 
sell,  provided  it  could  be  made  the  subject  of  sale ;  and  the 
annual  profits  which  had  actually  been  made  by  the  sale 
of  the  ointment  from  the  death  of  the  mother  would  be 
a  fair  criterion  by  which  that  value  might  be  estimated ; 
and  the  Vice-Chancellor  accordingly  decreed  the  value  to 
be  ascertained  at  law,  as  at  the  date  of  the  decree. 

In  connection  with  this  subject  it  should  be  mentioned 
that  when,  ad  is  frequently  the  case,  the  article  manu- 
factured by  the  secret  process  is  a  quack  medicine,  or  an 
article  intended  to  deceive  the  public,  the  Court  will  not 
struggle  to  protect  the  secret  or  to  punish  those  who 
invade  it  (5). 

The  rights  which  are  possessed  by  the  owner  of  a 
magazine,  newspaper,  or  other  literary  publication,  are  of 
a  very  similar  character  to  those  which  a  person  has  in  the 

{a)  See  Newhery   ▼.    Jame$^  2      Mer.  157 ;    Egte&urt  v.    Ettcaurt 
Mer.  446.  Hojf  Etsenee   Co.,  L   B.  10   Ch. 

(»)     ^'xUiam»    v.     WUlianut,    3      27G. 
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goodwill  of  a  bosiness  carried  on  by  him.  Just  as  a  name 
affixed  to  a  shop  conveys  to  customers  the  idea  of  a  certain 
degree  of  excellence,  with  which  the  articles  sold  by  the 
person  using  that  name  are  associated  in  their  minds ;  so 
the  title  prefixed  to  a  periodical,  or  its  general  appearance, 
conveys  to  those  who  take  it  up  the  impression  that  the 
contents  of  that  publication  will  be  found  to  be  up  to 
the  standard  to  which  former  editions  of  the  simulated 
publication  have  attained.  Like  goods  bearing  a  trade 
mark,  literary  publications  carry  with  them  wherever 
they  go  the  guarantee  for  their  quality,  and  the  repre- 
sentations conveyed  by  their  titles  are  made  to  all  into 
whose  hands  they  may  come,  not  merely  to  the  original 
purchaser.  With  the  doctrine  of  trade  marks  that  of  the 
titles  of  literary  works  has  also  progressed,  so  that  in  this 
also  it  has  been  said  that  "a  publisher  or  author  has 
either  in  the  title  of  his  work,  or  in  the  application  of 
his  name  to  the  work,  or  in  the  particular  marks  which 
designate  it,  a  species  of  property  similar  to  that  which  a 
trader  has  in  his  trade  mark,  and  may,  like  a  trader,  claim 
the  protection  of  a  Court  of  Equity  against  such  a  use  or 
imitation  of  the  name,  mark,  or  designations  as  is  likely, 
in  the. opinion  of  the  Court,  to  be  a  cause  of  damage  to 
him  in  respect  of  that  property  "  (a). 

The  earliest  of  the  cases  with  respect  to  the  titles  o{  Bb^gy.JSRrby. 
publications  was  Eogg  v.  Kirby  (5),  before  Lord  Eldon,  C, 
in  1803.  The  plaintiflF  was  the  proprietor  of  a  monthly 
magazine,  called  "  The  Wonderful  Magazine,"  which  was 
in  fact  edited  by  the  plaintiff,  though  the  defendant's 
name  was  used  as  that  of  the  publisher.  At  the  comple- 
tion of  the  fifth  number,  the  defendant  refused  to  allow 
the  longer  use  of  his  name,  and  the  arrangement  was 

(a)  Per  Miller,  J.,  in  Rohertscn  early  Scotch  cases  of  In  re  Edin 
v.JBerry,  50  Md.  591.    See,  how-  burgh   Corrttpondent   Newspaper, 
ever,  Walter  v.  Emmotty  64  L.  J.  Ct.  Sess.  Cas.,  1st  Ser.  I.  407  n., 
Ch.  1069.  and  Conttable  ^*  Co,  v.  BrengUr, 

(b)  8  Yes.  215.    And  see    the  io.  III.  215. 
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accordingly  discontinued,  and  the  accounts  between  the 
parties  finally  settled.  The  plaintiff  then  put  out  a  notice 
stating  that  he  would  publish  the  sixth  number,  which 
he  did;  but  on  the  following  day  a  new  magazine  was 
published  by  the  defendant,  under  the  same  title  as  the 
old  one,  but  with  the  addition  of  '^  New  Series  Improved, 
printed  for  Elirby  &  Scott,"  and  it  was  announced  that 
it  was  intended  to  issue  this  monthly.  The  plaintiff 
then  instituted  a  suit  to  check  the  piracy,  and  was  able 
to  point  to  several  circumstances,  in  addition  to  the  title, 
which  indicated  an  intention  of  inducing  the  belief  that 
the  work  was  in  fact  a  continuation  of  the  plaintiff's. 
Lord  Eldon,  in  his  judgment,  after  alluding  to  the  cir- 
cumstance that  the  plaintiff's  counsel  had  argued  the  case 
on  the  several  grounds  of  copyright,  fraud,  and  contract, 
said  that  he  should  state  the  question  to  be,  "  not  whether 
the  defendant's  work  was  the  same  as  the  plaintiff^s,  but, 
in  a  question  between  those  parties,  whether  the  defendant 
had  not  represented  it  to  be  the  same," — in  fact,  resting 
the  case  upon  fraud  on  the  part  of  the  defendant.  His 
Lordship  held  that  the  defendant's  intention  did  appear 
to  be  to  represent  his  work  as  a  continuation  of  the 
plaintiff's,  ''  taking  the  credit  which  had  been  acquired 
by  that  to  his  own"  (a),  and  the  injunction  was  accord- 
ingly granted,  but  in  such  terms  as  to  extend  only  to  the 
pretence  of  the  defendant's  work  being  a  continuation  of 
the  plaintiff's  (6). 

In  Spottiswoode  v.  Clarke  (c),  where  the  plaintiff  pub- 
lished "  The  Pictorial  Almanack,"  and  the  defendant  "  Old 


(a)  See  Longman  v.  WiT^eheiter^ 
16  Yes.  269,  in  which  Lord  Eldon 
explained  his  decision  in  the 
present  case. 

(h)  In  Strahan  v.  Xingt  Dig. 
539,  the  proprietors  of  the  "  Con- 
temporarj  Review"  sought  to 
restrain  their  publishers  and  a 
former  assistant  editor  from  issuing 
the  "Nineteenth  Centnrr/*  n^f^- 


ing  among  other  thiags  that  the 
defendants  were  representing  the 
latter  to  be  the  plaintiffs'  Review ; 
the  Yice-Chancellor,  however,  held 
that  the  charges  failed,  and  re- 
fused  to  grant  an  inj  unction.  And 
see  CUnvet  v.  Hogg,  W.  N.  1870» 
p.  268 ;  ib.  1871,  p.  40. 
(r)  2  Ph.  164. 
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Moore's  Pictorial  Almanack/'  there  being  certain  similari* 
ties  between  the  wrappers  of  the  two  works,  Lord  Cotten- 
ham,  denying  that  trade  marks  had  anything  to  do  with 
the  case,  said  that  it  was  difficult  to  believe  that  no  fraud 
was  intended,  but  that  if  such  were  the  case,  the  attempt 
was  very  clumsy.  And  he  felt  so  much  doubt  as  to 
the  legal  right  that,  on  the  balance  of  convenience,  he 
dissolved  the  injunction  which  had  been  granted  by  the 
Vice-Chancellor  of  England,  giving  the  plaintiff  leave  to 
bring  an  action,  and  ordering  the  defendant  to  keep  an 
account. 

In  both  of  the  above  cases  fraud  was  the  ratio  deddencU,  Title  of 
the  actions  of  the  defendants  being  examined  with  a  view  P^^io^cal. 
to  the  discovery  of  their  motives  and  intentions.  But  at 
the  present  date  the  rule  is  that  even  though  one  person 
may  have  adopted  in  ignorance  and  band  fide  a  name 
coincident  or  nearly  coincident  with  that  employed  by 
another  person,  yet  he  is  bound  to  discontinue  the  use 
of  that  name  so  assumed  as  soon  as  he  is  made  acquainted 
with  the  fact  of  its  earlier  employment,  and  the  previous 
employer  of  the  name  is  entitled  to  obtain  an  injunc- 
tion against  him,  unless  by  his  own  laches  or  other 
de&ult  he  has  lost  the  rights  which  he  otherwise  would 
have  had.  The  principle  enunciated  by  Wood,  V.-C,  in 
McATidrew  v.  Baaaett  (a),  would  be  equally  applicable 
to  the  case  of  a  title  of  a  periodical:  that  is  to  say, 
that  although  A  may  have  innocently  used  the  title 
employed  by  B,  yet  if  he  continues  to  trade  upon  B's 
reputation  after  being  made  aware  of  his  error,  he  does 
so  fraudulently. 

The  modem  doctrine  was  thus  stated  by  the  L. JJ.  in  Fraadtdent 
the  "  Sporting  Life "  case  (b) :  « It  appears  to  us  that  noKr^ 
there  is  nothing  analogous  to  copyright  in  the  name  of  a 
newspaper,  but  that  the  proprietor  has  a  right  to  prevent 

(a)  33  L.  J.  Ch:  561.    And  see      Co,  ▼.  Loog  (3),  8  App.  Cas.  15 
WiUiamsY,  Osborne,  18  L.  T.  N.  8.      (pet  Lord  Blaokburn). 
49S;  and  Singer  Manufacturinjf        (()A>%T.J9itf^t0n^L.B.3  Ch.708. 


320 


CASES  ANALOGOUS  TO  THOSE  OF  TRADE  MABK. 


any  other  person  from  adopting  the  same  name  for  anj 
other  similar  publication.'*  And  in  demmt  v.  Madiidc  (a), 
in  which  case  the  plaintiffs  were  the  publishers  of  "•  Bell's 
life,"  and  the  defendants  the  originators  of  a  *' Penny 
BeU's  liife,"  it  was  said  by  Stuart,  V.-C.,  that  "  This  is 
an  application  in  support  of  the  right  to  property.  It 
has  been  argued  on  behalf  of  the  defendants  that,  unless 
a  fraudulent  intention  is  made  out,  the  plaintiffs  are  not 
entitled  to  an  injunction.  That  is  a  view  of  the  law  to 
which  I  cannot  accede.  Lord  Gottenham,  in  the  case  of 
MUlington  v.  Fox  (6),  has  declared  that  where  a  trade 
mark  has  been  innocently  and  even  unconsciously  made 
use  of  to  the  injury  of  another,  the  owner  of  the  trade 
mark  is  entitled  to  the  protection  of  this  Court." — "  The 
defendants'  whole  case  appears  to  rest  on  the  fact  that 
they  intended  to  commit  no  fitiud;  that  they  had  no 
fitiudulent  intention  in  adopting  the  words  '  Bell's  Life,' 
and  thought  that  by  prefixing  the  word  *  Penny '  to  the 
title  they  had  suflSciently  warned  the  public  that  they 
were  not  purchasing  the  plaintiffs'  paper.  But  the 
absence  of  fraudulent  intention  is  no  defence  against  an 
application  to  the  Court  for  an  injunction  by  the  person 
whose  property  has  been  injured,"  and  where  deception  is 
probable,  an  injunction  will  be  granted  (c).    In  TFotter  v. 


(a)  1  Giflf.  98. 

(J)  3  My.  &  Or.  338. 

(0)  Thns,  injunctions  were 
granted  in  the  following  cases : — 
Edmoiids  y.  Benhom,  Dig.  33 
("The  Real  John  Bull"  imitated 
by  "  The  Old  Real  John  Bull ") ; 
In  re  The  Edinburgh  Correspond- 
ent Newtpaper,  Ct.  of  Sess.  Cas. 
l8t  Ser.  I.  (new  ed.)  407  n.  ("  The 
Edinburgh  Correspondent,"  name 
copied) ;  Ckmstable  ^'  Co  v.  Brewster, 
Ct  of  Sess.  Cas.  Ist  Ser.  III.  215 
(new  ed.  162)  ("The  Edinburgh 
Philosophical  Journal"  by  "The 
New  Series  of  the  Edinburgh 
Philosophical  Journal ") ;  Prowett 
y.  Mortimer t  2   Jur.   N.   S.   414 


("The  John  Bull  and  Britannia" 
bv  "  The  True  Britannia") ;  Ingram 
V."  Stiff,  5  Jur.  N.  S.  947  ("  The 
London  Journal "  by  **  The  London 
Daily  Journal ")  ;  Chanoe  y.  Skep- 
pard.  Dig.  317  ("  The  Bedfordshire 
Express  and  General  Adyertiser 
for  the  Counties  of  Cambridge, 
Hertfordshire,  Huntingdonshire, 
and  Middlesex"  by  "The  Bed- 
fordshire Express  and  General 
Adyertiser  for  the  County ") ; 
Corns  V.  QHffiths,  W.  N.  1875, 
p.  93  ("  The  Iron  Trade  Circular — 
Ryland's"  by  "The  Iron  Trade 
Circular — edited  by  Samuel  Grif- 
fiths") ;  Metzler  y.  Wood,  8  Ch.  D. 
606  ("  Hemy's  Royal  Modem  Tutor 
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Emmott  (a),  however,  the  Court  of  Appeal  did  not  take 
the  same  view  as  to  the  jurisdiction  in  such  oases  being 
founded  on  property,  and  Cotton,  L.  J.,  said  that  ^^the 
principle  upon  which  the  Court  has  to  decide  these  cases 
is  this:  It  is  not  a  question  of  property;  it  is  the 
question  whether  what  has  been  done  by  the  defendant 
is  in  reason  calculated  to  induce  people  to  take  his  goods 
3S  those  of  the  plaintiff,  or,  in  other  words,,  to  pass  off 
his  goods,  whatever  they  may  be,  as  the  goods  of  the 
plaintiff/'  And  Bowen,  L.  J.,  said, ''  The  principle  which 
is  involved  seems  to  me  to  be  the  right  of  the  Court,  and 
the  duty  of  the  Court,  to  prevent  damage  being  done  to 
the  business  of  a  person  who  is  lawfully  carrying  on  his 
business,  by  acts,  conduct,  or  representations,  consisting 
either  of  acts  or  language,  which  are  calculated  to  deceive 
the  public,  and  persons  who  otherwise  would  deal  with  the 
plaintiff."  However,  even  in  this  case  it  was  not  suggested 
that  a  fraudulent  intention  was  necessary  to  enable  relief 
to  be  given ;  and  if  that  is  so,  the  question  whether  property 
is  or  is  not  involved  seems  of  little  practical  importance. 

for  the  Pianoforte"  by  "Hemy's  United  States  Police  OaEette"^; 

New    and    Revised    Edition    of  Potter  v.  MoPherton,  28    N.  Y. 

Jou8se*s  Royal  Standard  Pianoforte  Sup.  Ct.  559   (''Payson,  Dunton, 

TuX/ot"^\  HvtoMiigsv.Shea/rd^'^,'^,  and  Scribner's  National    System 

1881,  p.  20  ("The  Violin  School,  of  Penmanship "  by  "Independent 

by  J.  D.  Loder "  by  **  J.  D.  Loder's  National  System  of  Penmanship") ; 

Celebrated  Violin  School,  edited,  Oage  v.   Canada  PubUthing  Co., 

revised,  and  enlarged  by  T.  Wes-  11  Can.  Sup.  Ct.  306  (**  Beatty's 

trop");   Primrose    Press   Agency  Headline  Copy   Book"   imitated 

▼.  JCnowleSt  L.  J.  N.  of  C.  1886,  by  "  Beatty's  New  and  Improved 

p.  43  (•*  Church  and  State "   in  Headline  Copy  Book ") ;  Carey  v. 

each  case) ;  Peed  v.  CMeara,  21  Goss,    11    Ont.  Rep.  619    ('*  The 

li.  R.  Ir.  216  ("The  Grocer  and  Commercial  Traveller   and   Mer- 

Oil  Trade  Review"   imitated  by  cantile   Journal,"   commonly  ab- 

**  The  Qrocer  and  Wine  Merchant  breviated    to    "  The   Commercial 

and  Irish  Brewer  and  Distiller."  Traveller,"  and  "  The  Traveller,"  by 

An   injunction   was   granted   to  "  The  Traveller ").   And  aee  ICeene 

restrain  the  word  "  Grocer,"  into  v.  Harris,  17  Tes.  338 ;   Waiter  v. 

which   the   plaintifEs'    title   was  Head,  25  Sol.  J.  742,  757  (imita- 

commonly abbreviated, from  being  tions    of    "The    Times"),    and 

used  as   the    first  and  principfu  American  Grocer  Publishing  As- 

part   of   the    defendants^    title) ;  sooiation  v.  Grooer  Publishing  Co.^ 

MaUeU  v.  Flanagan,  2  Abb.  Pr.  32  N.  Y.  Sup.  Ct  398  (imitations 

N.  a  459;   R.  Cos,  367    (**The  of  "  The  American  Grocer "). 

National  Police  Gazette  "  by  •*The  (a)  54  L.  J.  Ch.  1069. 
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Even  if  the  theory  that  there  is  property  in  the  name  of 
a  newspaper  is  admitted,  that  right  is  not  invaded  without 
a  probability  of  deception  being  prodneed. 
But  deception     While,  however,  the  fact  that  the  defendant  has  adopted 
bable.  &  ^^^^^  calculated  to  deceive  is  sufficient  to  entitle  the 

plaintiff  to  his  remedy,  without  it  being  necessary  for  him 
to  go /into  the  defendant's  motives,  he  must  prove  the 
probability  of  deception,  and  if  he  cannot  do  this  he  will 
fail,  even  though  there  may  be  circumstances  pointing  to  a 
fraudulent  intention.  Thus,  where  the  proprietors  of  the 
"  Era,"  one  of  the  principal  writers  in  which  paper  used 
the  pseudonym  of  "  Touchstone,"  sought  to  restrain  the 
publication  of"  Touchstone,  or  the  New  Era,"  and  alleged 
certain  further  resemblances  between  the  two  papers,  the 
Court  of  Appeal  rescinded  the  injunction  which  had  been 
granted,  on  the  ground  that  no  deception  could  occur  {a). 
And  where  the  plaintiff  sought  to  restrain  the  defendant 
from  using  the  name  "  Post  Office  Directory,"  and  it  was 


(a)  Ledger  v.  Ray,  Dig.  550.  And 
no  injunctions  were  granted  in 
Bradbury  v.  Beeton,  39  L.  J.  Ch. 
67  ("Punch"  and  "Punch  and 
Judy  ") ;  Dicks  v.  Yatet,  18  Ch.  D. 
76  ("  Splendid  Miserv,  or  East  End 
and  West  End,  by'C.  H.  Hazle- 
wood,"  and  "  Splendid  Misery,  by 
the  author  of  Ladv  Audley's  Secret, 
Vixen,  &c.") ;  Daley,  Smith,  W.  N. 
1882,  p.  146  ("The  Plumber  and 
Decorator  and  Journal  of  Gas  and 
Sanitaiy  Engineering"  and  "The 
Decorator,  Plum  ber,  and  Gasfitter's 
Journal ") ;  Dale  v.  General  Newi- 
paper  Co.^  1  Times  L.  R.  177  (same 
as  above,  and  "  The  Plumbing  and 
Decorating,  Sanitary,  Water,  and 
Gaa  Engineering  Chronicle ") ; 
Comen  v.  Hultan,  46  L.  T.  N.  S.  897 
("The  Newcastle  Daily  Chronicle" 
and  "  The  Sporting  Chronicle  and 
Prophetic  BeU");  Walter  v.  Bin- 
matt,  54  L.  J.  Ch.  1059  ("The 
Mail"  and  "The  Morning  Mail/* 
Here  the  style  and  price  of  the 
two  papers  were  very  diflEerent)  j 
Jaffray  v.  Bmmott,  V.  C.  B., 
July  3rd,  1886  ("The  Birmingham 


Dailv  Mail"  and  "The  Momincr 
Mail ")  ;  Borthmiok  v.  The  Evening 
Pott,  Ld.,  37  Ch.  D.  449  ("The 
Morning  Post "  and  "  The  Evening 
Post ") ;  Brett  v.  Bowletf  L.  J.  X. 
of  C.  18W,  p.  43 ;  affirmed  bv  C.  A. 
April  30th,  1890  ("The  Princess' 
Novelettes  "  and  "The  Princess  ") : 
Srumden  v.  Noah,  Hopk.  347,  fi. 
Cox,  1  ("The  National  Advocate*' 
and  "The  New  York  National 
Advocate ")  ;  BeU  v.  Locke,  8 
Paige,  75,  R.  Cox,  11  ("The 
Democratic  Republican  New  Era  " 
and  "The  New  Era");  Stephens 
v.  De  Conto,  30  N.  Y.  Super.  Ct. 
843,  R.  Cox,  442  ("  La  Cronica  " 
and  "El  Cronista");  Oggood  v. 
Allei^  1  Holmes,  186  ("  Our  Young 
Folks,  an  Illustrated  Magazine  for 
Boys  and  Girls,"  and  "  Our  Young 
Folks' Illustrated  Paper");  Tallcot 
V.  Moore,  13  N.  Y.  Sup.  Ct.  106 
("The  Little  Red  Book"  and 
"The  Red  and  White  Book"); 
Duniway  Publishing  Co.  v.  North- 
West  Printing  Co.,  11  Oreg.  322 
("The  New  North- West"  and 
"  The  North- West  News"). 
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shown  that  the  name  had  been  used  by  others  than  the 
plaintiff,  and  that  the  defendant  had  had  the  assistance 
of  post  office  servants,  it  was  held  that  no  injunction  conld 
be  granted  (a).  So,  where  both  plaintiff  and  defendant 
sold  under  the  name  of  "Castle  Album"  albums  illustrated 
with  pictures  of  castles,  it  was  held  that  the  name  was 
descriptive  of  the  thing,  and  that,  even  if  the  name  were 
capable  of  appropriation  at  all,  no  injunction  would  be 
granted  to  protect  it,  unless  it  were  proved  that  it  was  re- 
cognised as  denoting  exclusively  the  plaintiff's  albums  (6). 
Even  if  the  title  is  not  descriptive,  and  has  been  taken 
without  alteration  by  the  defendant,  no  injunction  will  be 
granted  unless  the  plaintiff's  paper  has  been  long  enough  on 
sale  to  have  acquired  some  reputation  under  the  name  (c). 
And  the  plaintiff  must  come  with  clean  hands  (d). 

Although  the  title  of  a  periodical  publication  as  a  Titles  of 
newspaper,  magazine,  or  almanack,  most  closely  resembles  protected^** 
a  trade  mark,  on  account  of  its  repeated  and  continued  use  generally. 
from  time  to  time  upon  articles  of  a  certain  class,  the 
protection  afforded  by  the  Court  is  extended  to  the  title 
of  any  kind  of  literary  production.     Thus,  the  publishers 
of  "  The  Birthday  Scripture  Text  Book "  succeeded  in 
obtaining  an  injxmction  against  persons  who  had  brought 
out  "  The  Children's  Birthday  Text  Book,"  Lord  Eomilly, 
M.  B.,  .remarking  that  the  defendants  were  mot  entitled 
to  publish  a  work  "  with  such  a  title,  or  in  such  form  as 
to  binding  or  general  appearance,  as  to  be  a  colourable 
imitation  of  that  of  the  plaintiffs  "  (e).     And  so,  where 
the  title  of  a  song  was  imitated  in  such  a  manner  as  to 


(a)  KeUy  v.  ByUs,  13  Ch.  D.  682. 

(Jb)  Schove  V.  Schminoket  33 
Ch.  D.  646. 

((?)  Zieensed  VictudUers^  News- 
paper Co.  V.  Bingham^  38  Ch.  D.  139. 

(di)  TtObot  ▼.  Judges,  3  Times 
L.  B.  398. 

(«)  Mack  V.  Petter^Jj.  R.  14  Eq. 
431.  See  Weldon  v.  DickSy  10 
Ch.D.247.    A\BoEste»Y.WiUiam4, 


22  Bl.  C.  C.  364  ;  Egtes  v.  Belford^ 
CUvrke  ^  Co.,  30  U.  8.  Pat.  Gaz. 
99  ;  Estes  v.  Leslie  (1),  23  BL  C.  C. 
476;  ib,  (2),  29  Fed.  Rep.  91; 
Estes  V.  WoHUngton  (3),  24  BL 
C.  C.  371 ;  in  all  of  which  cases 
the  plaintiffs  were  the  American 
grantees  from  the  original  English 
publishers  of  an  exclusive  right  in 
the  publication. 

t2 
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Incidents  of 


be  caloolated  to  indaoe  the  puWc  to  bay  the  sparioas 
publication  in  mistake  for  the  genuine,  the  continuance 
of  the  fraud  was  restrained  (et). 

The  right  which  exists  in  the  title  of  a  publication  is 
catk)n.  ^  "  *  right  of  property  (5),  a  diattel  interest  (c),  capable  of 
assignment  (d)  or  bequest  {e)y  passing,  in  the  event  of  its 
proprietor's  bankruptcy,  to  his  trustee,  but  incapable  of 
seizure  by  a  sheriff  (/),  and  which,  in  the  event  of  a 
dissolution  of  partnership  between  joint  proprietors,  must 
be  sold  for  the  purpose  of  the  proceeds  of  the  sale  being 
included  in  the  assets  of  the  partnership  (g). 

Although  the  term  copyright  has  been  sometimes 
applied  to  the  right  in  the  title  of  a  publication  (A),  there 
^^  cannot  in  general  be  any  copyright  in  the  title  or  name 
of  a  book^(i),  but  copyright  and  trade  mark  are  things 
"totally  distinct"  (fc),  and  registration  under  the  Copy- 
right Acts  gives  no  further  right  to  protection  than 
exists  independently  of  such  registration  (I)* 


No  copyright 
in  title. 


(a)  ChappeU  v.  Sheard,  2  K.  it 
J.  117 ;  ChappeU  v.  Davidton^  ib, 
128.  But  in  Isaacs  v.  DaJy,  39 
N.  Y.  Super.  Gt.  511,  it  was  held 
that  no  injunction  could  be  granted 
to  refitrain  the  use  of  the  word 
*' Charity"  as  the  name  of  a  play, 
the  word  being  one  of  general 
application,  and  the  use  by  the 
defendant  h<mdfide. 

(ft)  Clement  v.  Maddick,  1  Giff. 
98 ;  XeUy  v.  Mutton,  L.  R.  8  Ch.  708. 
But  this  was  disputed  in  Walter  v. 
Emmmy  64  L.  J.  Ch.  1059. 

(p)  Per  Wood,  L.  J.,  In  Kelly  v. 
Button,  uH  9uprd. 

(d)  Longma/n  v.  Tripp^  2  Bos.  k, 
P.  N.  R.  67  ;  Ex  parte  Foss,  2  De 
G.  k,  J.  230;  Kelly  v.  Huttot^  L.  B. 
8  Ch.  708 ;  Clones  v.  Hogg,  W.  N. 
1870,  p.  268 ;  ib,  1871,  p.  40 ;  Ward 
▼.  Beeton,  L.  R.  19  Eq.  207  j  8non>- 
den  V.  ybah,  Hopk.  847 ;  B.  Coz,  1. 

(d)  Keene  v.  Marrit,  17  Ves.  338. 
In  MeCormich  v.  McCubbin,  Ct. 
Se8§.  Cas.  1  8er.  I.  541  (New 
Ed.  496)  it  was  held  by  the  Court 
of  Session  that  the  executors  of 
the  proprietor  of  a  half-share  in  a 


newspaper  were  entitled  to  proceed 
to  a  sale  of  his  share. 

(/)  Ex  parte  Ibn,  2  De  G.  A:  J. 
280. 

(^)  Bradbury  ▼.  Dieltem,  27  Beav. 
53;  Dayton  v.  WUhes,  17  How. 
Pr.  510 ;  B.  Cox,  224. 

(K)  E,g.  per  Lord  Romilly,M.  R., 
in  Mack  v.  Petttr,  L.  R.  14  £q. 
431,  per  Malins,  V.-C,  in  Weldon  v. 
mcks,  10  Ch.  D.  247,  per  Bacon, 
V.-C,  in  BieU  v.  Tatesy  18  Ch.  D.  76. 

(i)  Per  James,  L.  J.,  in  Bie^  v. 
Ttf^*,  18  Ch.  D.  76.  And8eeJ&% 
V.  HvUim,  L.  B.  3  Ch.  708;  Corre- 
spondent  Newspaper  Co.  v.  Saunders, 
11  Jur.  N.  S.  540;  Primrose  Press 
Agency  v.  Knowles,  L.  J.  N.  of  C. 
1886,  p.  43 ;  Sehove  v.  Sehmineke, 
33  Ch.  D.  546  ;  Licensed  Vustwd- 
ler^  Newspaper  Co.  ▼.  Bingham^,  38 
Ch.  D.  139;  Osgood  v.  XOen,  1 
Holmes  185. 

(A)  Per  Jessel,  M.  R.,  in  Bioks  t. 
Yates,  18  Ch.  D.  76.  In  Qage  v. 
CanadaPumshiMCo^W  Can.  Sup. 
Ct.  306,  it  was  said  that  the  name  of 
a  newspaper  was  not  a  trade  mark. 

(0  Mamveli  y.  J3i0^^,L.  B.  2  Ch 
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Just  as  a  trade  mark  must,  in  order  to  be  entitledMast  be 
to  protection,  be  affixed  to  a  vendible  article  in  the 
market  (a),  so  a  title  of  a  publication  must  be  actually 
used.  The  mere  intention,  previous  to  publication,  of 
using  a  particular  name  as  the  title  of  a  literary  work, 
even  if  followed  by  the  registration  of  the  proposed  title 
as  copyright,  the  advertisement  of  the  forthcoming  work, 
or  the  actual  preparation  of  its  contents,  confers  no  right 
to  protection,  for,  "  in  the  case  of  advertisement,  followed 
by  publication,  the  party  publishing  has  given  something 
to  the  world,  and  there  is  some  consideration  for  the 
world's  giving  him  a  right ;  but  in  the  case  of  mere 
advertisement,  he  has  neither  given,  nor  come  under 
any  obligation  to  give,  anything  to  the  world,  so  that  there 
is  a  total  want  of  consideration  for  the  right  which  he 
claims  "  (6).  So,  in  one  case  (p),  the  defendants  had  regis- 
tered their  newspaper  at  Stationers^  Hall  on  December 
24th,  1885,  but  did  not  publish  the  first  number  till 
January  16th,  1886 ;  while  in  the  meantime  the  plaintifis 
had  registered'  on  January  1st,  1886,  and  begun  to  sell  on 
January  2nd,  1886,  a  newspaper  under  the  same  name,  and 
it  was  held  that  an  injunction  must  be  granted  for  the 
protection  of  the  plaintiffs,  who  had  been  the  first  to  actually* 
use  the  title*  The  user  must,  however,  be  substantial  (cT). 
Where,  on  the  other  hand,  a  book  has  been  once  published 
under  a  particular  title,  it  seems  that  the  right  in  the  title 
remains,  notwithstanding  that  the.  book  has  been  long  out 
of  print,  and  has,  in  fact,  been  treated  as  obsolete  («). 


307.  In  the  American  case  of 
JoUie  V.  Jaques,  1  Bl.  C.  C,  618,  it 
was,  however,  held  that  the  right 
to  the  title  of  a  work,  the  copyright 
of  which  turned  out  to  be  invalid, 
must  fail  with  the  copyright.  See 
Osgood  V.  Allen,  1  Holmes  185; 
Isaacs  V.  Daly,  39  N.  Y.  Super.  Ct. 
611;  SoovUle  v.  Tolatid,  6  West. 
L.  J.  84;  and  Hirsch  y,  Jowu,  3 
Ch.  D.  584. 

(a)  Or  registered,  since  the  Trade 
Marks  Act  of  1875. 


(b)  Per  Turner,  L.  J.,  in  Maa* 
weu  V.  Ifoffff,  L.  R.  9  Ch.  307. 
And  see  Correspondent  Nenspaper 
Co,  V.  Saunders,  11  Jur.  N.  S. 
540. 

(<j)  Prvmroie  Press  Agency  ▼. 
Kndmles,  L.  J.  N.  of  C.  1886, 
p.  43. 

{d)  Lioensed  Victuallers^  Nefms- 
paper  Co.  v.  Bin>gham,Z%  Ch.  D.  139. 

(e)  Weldon  v.  JHcks,  10  Ch,  D. 
247.  Compare  JSstes  v.  Worthing' 
«<w(3),24Bl.  C.C.  371. 


CHAPTER   IX. 


GOODWILL. 

^^^  ?'  So  early  as  the  time  of  Lord  Hardwicke  (a)  it  was  folly 
recognised  that  the  goodwill  of  a  trade  might  be  of  con- 
siderable valae,  and  by  the  beginning  of  the  present 
century  it  was  said  at  the  bar  (6)  to  be  a  matter  of 
common  experience  that  contracts  for  the  sale  of  a  good- 
will were  enforced  by  actions  at  law  at  every  sittings. 
Connection  The  connection  between  goodwill  and  trade  marks  is  very 
good^l  and  i^^^^Dttate.  Thus,  where  in  a  suit  for  specific  performance 
trade  marks,  of  a  contract  for  sale  of  a  business  (c),  one  of  the  subjects 
of  the  contract  was  "  goodwill,  &c.,"  Komilly,  M.  R.,  said 
that  those  words  united  such  things  as  were  necessarily 
connected  with  and  belonged  to  the  goodwill,  many  of 
which  were  easily  pointed  out ;  for  instance,  the  use  of 
trade  marks.  Such  things  would  be  included  in  the  words 
"  et  csetera,"  and  would  be  included  in  the  conveyance. 
The  sale  of  a  business  carries  with  it  the  goodwill  and 
trade  marks  (d),  and  the  sale  of  a  business  and  goodwill 


(a)  Oiblett  v.  Read,  9  Mod.  459. 

(h)  Bunn  v.  Quy,  4  East,  190. 

(eS  Coopers.  Hood,  26  Beav.  293. 

(a)  ShipTvriffht  ▼.  ClemenU,  19 
W.  R.  599;  Singer  ManvfaotuTXTig 
Co,  V.  Loog  (3),  8  App.  Cas.  16-33 
(per  Lord  Blackburn) ;  Merry  v. 
Jaoojfes,  111  N.  Y.  416 ;  Gage  v. 
Canada  Publishing  Co.,  11  Can.  Snp. 
Ct.  306.  And  see  ffall  v.  Barrows, 
4  De  G.  J.  &  8. 160.  In  Young  v. 
Jones  Bros.  ^  Co.,  3  Hughes  274,  the 
American  Court  held  the  contrary. 
In  Chwrion  v.  Douglas,  Johns.  174, 
y.-C.  Wood  went  so  far  aa  to  say 
that  the  question  of  trade  mark 
was  in  fact  the  same  as  the  question 
of  firm  name,  which,  it  was  obvious, 


was  an  important  part  of  the  good- 
will, and  in  Young  v.  Jofnes  Bros, 
^  O).,  uH  suprd,  it  was  said  that 
"  rights  in  the  trade  mark  are 
analogous  to  rights  in  the  goodwill 
of  a  partnership.'*  See,  too,  Eng- 
land V.  Curling,  8  Beav.  129; 
Dickson  V.  MoMaster  ^  Co.,  18  Ir, 
Jur.  202 ;  Congress  ^  Empvre  ^ring 
Co,  V.  High  Rock  Congress  Spring 
Co.,  57  Barb.  626,  R.  Cox,  699; 
DisDon  Crucible  Co.  v.  Ouggenheim, 
2  Brews.  321,  R.  Coz,  569 ;  Sohier 
V.  Johnson,  111  Mass.  238;  WiU- 
haus  V.  Braun,  44  Md.  303;  JBas 
parte  Young,  Dig.  637 ;  FuUifn  v. 
Sellers,  4  Brews.  42;  ffasard  v. 
Caswell,  47  N.  V.  Super.  Ct.  637. 
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carries  with  it  the  right  to  the  trade  name  (a),  and  the 
words  ''  assets  and  effects  of  every  kind  and  nature/'  in  a 
bill  of  sale  of  a  business,  cover  the  trade  marks  used 
in  the  business  (b).  Again,  a  trade  mark  cannot  exist  in 
gross  and  apart  from  the  goodwill  of  the  business  with 
which  it  has  been  connected  (c). 

This  close  connection  was  fully  recognised  in  the  Trade  Connection 
Marks  Begistration  Act,  1875  (d),  by  the  second  section  S^Sation^ 
of  which  it  was  provided  that  a  registered  trade  mark  ^®' ^' 1S7^» 
should  be  assigned  and  transmitted  only  in  connection  Act,  1883. 
with  the  goodwill  of  the   business   concerned  in   such 
particular  goods  or  classes  of  goods,  and  should  be  de- 
terminable with  such  goodwill    By  the  third  section  the 
right  of  the  registered  proprietor  to  the  exclusive  use 
of  the  trade  mark  was  made  subject  to  the  provisions  in 
respect  of  its  connection  with  the  goodwill.     These  pro- 
visions are  now  repeated  in  §§  70  and  76  of  the  Patents 
Act,  1883  (e). 

"  Goodwill,  I  apprehend,"  said  Wood,  V.-C,  in  the  What  consti- 
important  case  of  Churton  v.  Douglaa  (/),  "must  mean  wiu.  ^^" 
every  advantage,  every  positive  advantage,  if  I  may  so 
express  it,  as  contrasted  with  the  negative  advantage  of 
the  late  partner  not  carrying  on  the  business  himself, 
that  has  been  acquired  by  the  old  firm  in  carrying  on  its 
business,  whether  connected  with  the  premises  in  which 
the  business  was  previously  carried  on,  or  with  the  name 
of  the  late  firm,  or  with  any  other  matter  carrying  with  it 

(a)  Per  James,  L.  J.,  in  Letfy  v.  Derringer  v.  Plate,  29  Cal.  292, 

Walker,  10  Ch.  D.  436.   See  Thomp-  R.  Cox,  324 ;  Witthaus  v.  Bravn,  44 

son  V.  Maokintum,  2  Steph.  Dig.  726.  Md.  303 ;  Taylor  v.  BemU,  4  Bias. 

(h)  Morgan  v.  Bagert,  19  Fed.  406 ;  Mdd  v.  Johmon,  100  U.  S. 

Rep.  596.     And  see  Rutna  Cement  Rep.  617 ;  We$ton  v.  Ketcham  (1), 

Co,  V.  Le  Page,  147  Mass.  206 ;  39  N.  Y.  Super.  Ct.  54 ;  S.  C.  (2), 

Hoxie  V.  Chaney,  143  Mass.  692;  51  How.  Pr.  455 ;  Morgan '^.  Rogers, 

Maekinnon  v.    Thompion,  5  Can.  19  Fed.  Rep.  696. 

Leg.  News  396.  (d)  38  &  39  Vict,  o.  91. 

(0)  CoUon  V.  Gilla/rd,  44  L.  J.  (e)  46  &  47  Vict  c.  67. 

Ch.  90 ;  In  re  Welleome,  32  Ch.  D.  (/)  Johns.   174.     And  see  per 

213;  Smith  v.  Fair,  14  Ont.  Rep.  Hagans,   J.,  in   MoOonan  Bros. 

729 ;  Dixon  Crucible  Co,  v.  Quggen-  Pump  ^  Maohine  Co,  v.  Mo6hwan^ 

heim,  2  Brews.  .321,  R.  Cox.  669;  2  Cine.  313. 
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the  benefit  of  the  bnainess." — ^^  Yerj  freqaently  the  good* 
will  of  a  bosiness  or  profession,  without  any  interest  in 
land  connected  with  it,  is  made  the  subject  of  sale,  though 
there  is  nothing  tangible  in  it "  (a).  And  it  carries  with 
it  the  benefit  of  such  matters  as  a  covenant  by  a  servant 
not  to  carry  on  a  similar  business  within  prescribed 
limits  (6). 
Foimeriy  Previously  to  the  case  of  Chwrtan  v.  Douglas  (c),  the 

lOways  local,  l^^fl^g^  of  various  eminent  judges  as  to  what  constituted 
^^  goodwill "  had  rather  tended  to  connect  the  goodwill  with 
the  premises  on  which  the  business  was  carried  on,  than 
with  the  business  carried  on  there,  probably  because  that 
language,  though  in  general  terms,  was  directed  to  the 
circumstances  of  the  case  then  in  course  of  decision  (d). 
Thus,  Lord  Eldon,  C,  in  CruttweU  v.  Lye  («),  describes 
goodwill  as  ^'  nothing  more  than  the  probability  that  the 
old  customers  will  resort  to  the  old  place  '*(/)•  Leach, 
M.  B.,  describes  it  (^)  as  "an  advantage  attaching  to 
the  possession  of  the  house  **  in  which  the  business  had 
been  carried  on  ;  and  Lord  Langdale,  M.  B.  (A),  as  "  the 
chance  or  probability  that  custom  will  be  had  at  a  certain 
place  of  business  in  consequence  of  the  way  in  which  that 
business  has  been  previously  carried  on  "  (d).  In  Kimg  v. 
Midland  Baibway  Co,  (i),  GiflFard,  V.-C.,  gave  effect  to 
this  view  by  holding  that  the  assignees  in  liquidation 
of  a  mortgagor,  whose  business  premises  were  taken  by  a 
railway  company,  were  entitled  to  no  part  of  the  purchase 


(«0  Per  Pollock,  C.  B.,  in  Potter 
V.  The  Commiuionert  of  Inland 
Revenue,  10  Bx.  147. 

(b)  Jaeohy  v.  Whitmare,  49  L.  T. 
N.  S.  335 ;  SJumell  ▼.  mnku^,  60 
L.  T.  N.  8.  3S9. 

(o)  Johns.  174. 

Id)  See  Churton  y.  Douglas,  uhi 
iupra, 

(e)  17  Ves.  336. 

(/)  In  this  case  Sir  A.  Piggott, 
in  the  coarse  of  his  argument,  said 
that  **  goodwill "  was  "  the  advant- 


age belonging  to  a  honse  long* 
aconstomea  to  cany  on  a  particnlar 
trade."  See,  too,  per  Plnmer, 
V.-C.,  in  Sarrisan  ▼.  6hirdner,  2 
Madd.  193. 

(g)  In  Ckistum  t.  Deivet,  5  Boss. 
29. 

(A)  In  England  ▼.  Downs,  6  Beav. 
269. 

(i)  17  W.  B.  113.  8ee  Butter  V. 
Daniel,  30  W.  B.  724, 801 ;  MUekeU 
V.  Read  (2),  26  N.  Y.  Snp.  Ct. 
418. 
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money,  as  having  been  paid  in  respect  of  the  goodwill  of 
the  bosinesff,  as  against  the  mortgagee  of  the  premises, 
whose  debt  exceeded  the  purchase  money ;  bnt  that  the 
goodwill  was  incident  to  the  mortgaged  premises  and 
passed  with  them. 

The  judgment  in  Ckurton  v.  Douglas  has  now  estaWshed  Not  so  now. 
that  the  dictum  of  Lord  Eldon  in  CrvMweU  v.  Lye  (a)  must 
be  read  as  meaning  that  goodwill  is  the  probability  that 
the  old  customers  will  buy  the  old  goods  from  the  old  firm 
or  their  successors  in  business,  whether  the  means  of  identi- 
fication be  the  place  of  business  or  otherwise  (b).  The 
customers  of  a  large  wholesale  house  cannot  be  supposed 
to  pay  much  attention  to  the  exact  site  of  the  establish- 
ment; and  ^Hhere  may  even  be  a  species  of  goodwill 
which  may  be  the  subject  of  bargain  and  sale,  although 
not  dependent  on  the  business  being  carried  on  in  any 
particular  place :  for  instance,  in  the  case  of  what  are  called 
quack  medicines  "  (c). 

While,  however,  there  may  be  a  species  of  goodwill  not  Local  con* 
intimately  connected  with  a  particular  spot,  in  many  trades  j^^,, 
there  can  hardly  be  any  goodwill  apart  from  the  premises 
on  which  business  has  been  carried  on.  Thus,'/'  it  is  quite 
plain  that  the  goodwill  of  a  public-house  passes  with  the 
public-house.  In  such  a  case  the  goodwill  is  the  mere 
habit  of  the  customers  resorting  to  the  house.  It  is  not 
what  is  called  a  personal  goodwill ''  (d).  Such  a  goodwill 
carries  with  it  the  public-house  licences,  since  without 
them  the  business  cannot  be  carried  on  (e).    And  wherever 

(a)  17  Yes.  335.  Cammiuioners  of  Inland  Revenue, 

(h)  And  compare  Ldbauehere  ▼.  10  Ex.  147 ;  Humeri,  Dannenhoffer, 

DawtOHj  L.  R.  13  Eq.  322;  Cooper  82  N.  T.  499;  and  Barker  ▼.  Con- 

y.  Metropolitan  Board  of  Work$,  25  neetiewt  Mutual  lAfe  Inturanee  Co,, 

Ch.  D.  472.  15  Fed.  Rep.  312. 

(0)  Brett,    J.,   in  Llewellyn  y.  {d)  Fer  Jiiase\,^,'R.,  in  Bx parte 

Butierford,  L.  R.  10  C.  P.  466.    The  PfinneU  ;  In  re  KUehin,  16  Ch.  D. 

goodwill  of  a  newspaper  is  another  226.    See  Mitchell  v.  Bead  (2),  26 

example.     See  Boon  y.  Mou,  70  N.  Y.  Sup.  Ct.  418,  and  Maeon  y. 

N.  T.  465,  and  the  obseryations  of  Queen,  23  Scot.  Ix  Rep.  641. 

Lindley,  L.  J.,  in  his  work  on  Fart-  (0)  Butter  y.  Daniel,  30  W.  R. 

nership.    See,  too,  Potter  y.  The  724,  801. 
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of  goodwill. 


Goodwill  in 
learned  pro- 
fessions. 


there  is  a  connection  between  the  goodwill  and  a  particalar 
locality  it  will  be  of  great  consequence ;  and  a  house  of 
b'ttle  value  in  itself,  at  a  rack-rent,  may  have  a  peculiar 
value  attached  to  it  from  the  &ct  of  a  long-established 
business  having  been  carried  on  there  (a), 
iiiother  view  Looked  at  from  another  point  of  view,  the  goodwill  may 
be  said  to  be  the  money  value  of  what  has  just  been 
described  as  the  goodwill  (6). 

While  the  value  of  most  businesses  is  determined  partly 
by  the  personal  qualifications  of  the  proprietor,  partly  by 
those  of  his  subordinates,  partly  (sometimes  principally)  by 
local  situation,  partly,  it  may  be,  by  yet  other  considera- 
tions, there  is  one  class  of  business  in  which  the  personal 
character  and  ability  of  the  head  of  the  establishment 
are  of  paramount  and  almost  exclusive  importance.  That 
class  comprehends  the  medical  and  legal,  or  "learned" 
professions. 

Adverting  to  this  distinction.  Sir  J.  Cross,  in  Ex  parte 
Thomas  (c),  divided  goodwill  into  personal  and  local, 
adding  that  there  might  be  a  goodwill  partly  personal  and 
partly  local  (cZ).  But  the  employment  of  the  word  "  local " 
as  descriptive  of  one  of  the  two  principal  heads  under 
which  goodwill  falls  seems  open  to  objection,  on  the  ground 
that  it  tends  to  produce  the  misconception  exposed  and  re- 
moved by  Vice-Chancellor  Wood,  in  Churton  v.  Douglas  («), 
and  to  unduly  narrow  the  meaning  to  be  assigned  to 
"goodwill,"  which,  as  has  been  seen,  comprehends,  not 
•  merely  the  advantage  of  local  situation,  but  every  positive 
advantage  connected  with  an  established  trade. 


Division  into 
personal  and 
local. 


(a)  Parsons  v.  Haywardy  31  L.  J. 
Oh,  666 ;  Llewellyn  v.  Ruthev' 
ford,  L.  R.  10  C.  P.  456.  See 
Cooper  V.  Metropolitan  Board  cf 
Works,  25  Ch.  D.  472,  per  Cotton, 

L.  J. 

(Jf)  Austen  v.  Boys,  2  De  G.  & 
J.  626;  Llewellyn  v.  Rutherford 
(Brett,  J.),  ubi  suprit. 

(o)  2  Mont.  D.  &  De  G.  294 ;  and 


see  Hx  parte  Punnett,  16  Ch.  D. 
226. 

(rf)  This  division  corresponds  to 
that  of  trade  marks  into  personal 
and  local,  made  hy  Romilly,  M.  B., 
in  UaU  v.  Barrows,  32  L.  J.  Ch. 
548,  which,  however,  was  not  in- 
dorsed by  Lord  Westbury,  C.  See 
4  De  G.  J.  U  8.  150. 

{e)  Johns.  174. 
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The  two  classes  of  goodwill  may  more  satisfaotorily  be  Division  into 
distmguished,  from  the  classes  of  pursuit  to  which  they  p^^^nand 
respectively  relate,  as  the  goodwill  of  a  profession  on  the  o:  trade. 
one  hand,  and  that  of  a  trade  on  the  other.     It  is,  indeed, 
true  that  the  goodwill  of  a  trade,  the  more  usual  kind, 
possesses  so  many  characteristics  which  that  of  a  profession 
has  not,  that  the  latter  has  been  thought  to  be  hardly 
entitled  to  the  name  of  goodwill  at  all  (a),  and  in  Arundell 
V.  Bell  (6),  Jessel,  M.  S.,  went  so   far  as  to  say  that 
"  there  is  nothing  analogous  to  the  goodwill  in  an  ordinary 
trade,  which  you  can  sell,  in  the  case  of  a  partnership  of 
living  solicitors ; "  but,  on  the  other  hand,  there  are  points 
of  resemblance  in  which  both  classes  are  governed  by  the 
same  general  rule,  and  there  is  a  convenience  in  following 
an  established  phraseology. 

In  Bunnv.  Guy  (c),  the  Lord  Chancellor  was  impressed  C.mtract  by 
by  the  diflference  between  the  goodwill  of  a  profession  and  tranSer  good- 
that  of  a  trade,  and  caused  the  opinion  of  the  Court  of  ^^'^^^  enforced. 
King's  Bench  to  be  taken  as  to  whether  a  contract  by  a 
practising  attorney  (among  other  things)  to  relinquish  his 
business  and  recommend  his  clients  to  two  other  attorneys, 
for  valuable   consideration,  and  not  to  practise   within 
certain  limits,  and  to  permit  them  to  use  his  name  for  a 
certain  time,  was  good  at  law,  so  that  the  vendor  could 
recover  in  an  action.     The  answer  was  that  the  contract 
was  good  in  law. 

This  decision  did  not  long  remain   uncriticised.      In  Decision 
Bozon  V.  Farlow  (cZ),  Grant,  M.  E.,  refused  to  grant   ^^      ' 
specific  performance  of  an  agreement  for  the  sale  of  an 
attorney's  business,  the  terms  of  the  agreement  not  being 
suflSciently   specified   to  enable  the  Court  to   give  the 

(a)  See  Atute/i  v.  Boys,  2  Do  G.  (c)  4  East,  190,  in  1803.  See 
&  J.  626,  and  Bain  v.  Munro,  Ct.  the  medical  cases  of  RawUnsan 
Sess.  Cas.  4th  Ser.  V.  416,  per  v.  Clarlte,  14  M.  &  W.  187  ;  Smith 
Lord  Cuiriehill.  v.  Smith,  4  Wend.  468 ;  Butler  v. 

(b)  62  L.  J.  Ch.  537.    And  see  BnrleiOTi,  16  Vt.  176. 
per  Denman,  J.,  in  James  v.  James         (d)  1  Mer.  4C9. 
(2),  60  L.  T,  N.  8.  569. 
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pnrohaser  the  proper  return  for  hia  money,  and  he  took  the 
opportunity  of  quertioning  the  propriety  of  a  tale  of  an 
attorney's  business,  which  depended  so  much  on  the  incum- 
bent's own  character.  And  in  Farr  v.  Pearoe  (a),  Leach, 
Y.-C.,  strongly  supported  the  personal  character  of  a 
profession  as  contrasted  with  a  commercial  business. 

Where,  however,  a  solicitor  had  actually  sold  his  practice 
for  valuable  consideration,  and  undertaken  not  to  practise 
as  a  solicitor  in  Great  Britain  for  twenty  yearsi  Lord 
Langdale,  M.  R,  granted  an  injunction  to  restrain  him 
from  so  practising,  and  frotti  endeavouring  to  induce  any 
persons  who  were  the  clients  of  the  former  and  thai  present 
firm  to  cease  to  employ  that  firm  (6).  But  an  assignment 
of  the  goodwill  of  a  solicitor's  practice  does  not  carry  with 
it  the  right  to  his  clients'  papers  (o). 

Li  a  case  (d)  which  was  '^  not  quite  a  ease  of  dissolution 
of  partnership,  but  something  between  a  dissolution  of 
the  partnership  and  a  purchase  of  an  attorney's  business 
and  firm  name,"  Knight-'Bruce,  Y.-G.,  having  refused 
specific  performance  of  the  alleged  contract,  on  the  ground 
pf  non-acceptance  by  the  plaintiff,  said  that,  *'  notwith- 
standing the  case  of  Bvmn  v.  Ghiy  (e),  firom  which  he  did 
not  mean  to  express  dissent,  decided  as  it  was  by  judges  of 
high  authority,  he  was  not  prepared  to  say  that  it  was  fit 
that  a  Court  of  Equity  should  enforce  an  agreement  between 
two  solicitors  that  one  on  retiring  from  the  business  should 
permit  the  other  to  carry  on  the  business  in  his  name. 
Whether  such  an  agreement  were  or  were  not  within  the 
strict  policy  of  the  law,  it  might  be  doubtful  whether  the 
Court  of  Chancery  ought  to  assist  it." 

But  where,  on  a  dissolution  by  two  solicitors  of  a  b(md 
fide  partnership  between  them,  it  was  agreed  that  one 
should  carry  on  the  business  under  the  old  firm  name, 


(a)  3  Madd.  74. 

ib)Whittakarv.]Ia7PeSBea,v,  383. 
(6)  Per  Benman,  J.,  in  James  y. 
James,  60  L.  T.  N.  S.  669. 


(d)  Tkamburyy. BeviU,lY.kC. 
Ch.  654. 

(e)  4  Bast,  190. 
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paying  the  other  certain  annuities,  it  was  held  by  Wood, 
V.-C,  that  the  agreement  contained  nothing  illegal  or 
contrary  to  public  policy  (a). 

Again,  on  a  dissolution  of  a  professional  partnership,  a  Rights  on 
retiring  partner  is  not  entitled  to  compensation  in  respect  ^**<^1***^*^°' 
of  his  share  in  the  goodwill  (6),  and  a  surviving  partner 
may  continue  the  business  (o). 

In  Spicer  v.  Ja/mee  (d),  a  country  attorney  having  died  Goodwin  of 
intestate,  his  administrator  carried  on  the  business  until  solicitor, 
the  intestate's  son  came  of  age,  when  he  handed  over  the 
business  to  the  son.  The  son  becoming  insolvent,  a  bill 
for  an  account  of  profits,  and  insisting  that  a  sum  was  due 
to  the  intestate's  estate  in  respect  of  the  goodwill,  was  filed 
against  the  administrator  by  a  creditor  of  the  son,  but 
was  dismissed  by  Leach,  M.  R.,  on  the  ground  that  the 
goodwill  of  an  attorney's  business  was  not  a  subject  of 
administration.  So,  in  ArundeU  v.  Bell  (e),  the  Court  of 
Appeal  decided  that  the  estate  of  a  solicitor,  who  had 
retired  from  a  partnership  and  shortly  afterwards  died,  was 
not  entitled  to  any  allowance  in  respect  of  his  interest  in 
the  goodwill  of  the  business ;  and  Jessel,  M.  S.,  said  that 
^^  as  a  general  rule  there  is  nothing  in  the  nature  of  a 
partnership  asset  to  be  sold  which  can  fidrly  be  termed 
goodwill  in  a  ordinary  partnership  between  solicitors." 

Where,  however,  the  widow  of  a  surgeon-dentist,  being  Estate  of  pro- 
one  of  his  executors,  sold  the  good?rill  of  his  business  with  man  in- 
an   introduction  to  patients,  Knight-Bruce,  V.-C.,  l^^ld  *!!?^^"| 
that  either  the  whole,  or,  at  all  events,  some  part  of  goodwill 
the  price  paid,  belonged  to  the  testator's  estate  (/).   But  in 
the  similar  Scotch  case  of  Bain  v.  Mvm/ro  (gr),  it  was  held 
by  the  Lord  Ordinary  and  Court  of  Session  that  the  price 
which  was  paid,  was  in  fiict  the  price  of  the  widow's 

(a)  AvHn  v.  HoU,  2  E.  &  J.  66.  (<0  CoUyer  on  Partnerohip,  2nd 

\h)  Auiten  v.  Boy9, 2  De  G.  A:  J.  ed.,  p.  104. 

626  ;  Fa/rr  y.  Pearoe,  8  Madd.  74.  (e)  62  L.  J.  Ch.  687. 

(jB)  Ih.   AndaeeMUndry.  Heed,  (J)  SnuUe  v.  Cfraves,  8  De  G.  ft 

Dig.  328 ;  ChapjfeU  v.  6frifith,  68  S.  706. 

L.  T.  N.  a  469.  (^)  Gt.  Sess.  Gas.  4th  Ser.  Y.  41& 
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reoommendatioa,  and  that  she  was  entitled  to  letain  it 
for  her  own  benefit. 

The  goodwill  of  a  professional  bosiness  may,  in  short,  be 
sold,  and  a  breach  of  a  contract  to  sell  may  be  a  ground  for 
damages,  but  the  aathorities  are  against  the  enforcement 
of  the  specific  performance  of  snch  a  contract,  thongh  when 
the  sale  is  complete,  the  terms  of  the  sale  will  be  carried 
into  execution.  Snch  a  goodwill,  in  the  case  of  a  partner- 
ship, survives  to  the  surviving  partner,  and  is  not  a  subject 
of  compensation  to  an  outgoing  partner.  Special  stipula- 
tions will,  however,  be  enforced.  Such  a  goodwill  will  not  be 
considered  in  the  administration  of  the  proprietor's  estate 
unless  actually  sold ;  but  if  that  has  been  done,  the  price 
paid  or  some  part  of  it  may  be  attributed  to  the  estate. 

"The  goodwiU  of  a  trade,"  said  Tindal,  C,  J.  (a),  "is 
a  subject  of  value  and  price.  It  may  be  sold  (6),  be- 
queathed (c),  or  become  assets  in  the  hands  of  the  personal 
representatives  of  a  trader"  (d).  A  sale  may  be  con- 
ditional (e),  and  may  be  eflfected  by  a  mortgagee  (/). 
Though  incapable,  by  reason  of  its  incorporeal  nature,  of 
seizure  by  a  sherifi'  (g),  goodwill  is  "  goods  and  chattels 
within  the  Bankruptcy  Acts  (A),  and  may  be  dealt  vrith 
by  the  trustee  in  bankruptcy  just  as  the  bankrupt's  other 
property  "  (i).  It  is  also  "  property  "  within  the  Stamp 
Acts  (k). 


(a)  In  Hitehcoel  v.  Coker,  6  Ad. 
k  E.  438-54. 

(Jb)  See  Da/rbey  v.  WhitahsTy  4 
Dr.  139;  6%tt7t(?»  v.  2>tni^ 2m,  Johns. 
174 ;  Coopers,  Hood, 26  Beav.  293  ; 
Hudfon  V.  Oibome,  39  L.  J.  Ch.  79 ; 
Shipwright  V.  ClemerUi,  19  W.  R. 
699  ;  Howe  v.  Searing,  10  Abb.  Pr. 
264 ;  R.  Cox,  244. 

(o)  See  XeeTie  v.  ffarrit,  17  Ves. 
338  ;  BoherUon  y.  Quiddington,  28 
Beav.  529. 

(^d)  See  Worral  v,  Hand,  Peake 
105;  Dakin  v.  Cope,  2  Russ.  170  ; 
ChtMium  y.  Dewes,  5  Russ.  29  ; 
McCormick  v.  McCuhhin^  Ct.  Seas. 
Cas.  Ist  Ser.  I.  541. 


(e)  Boon  v.  Mon,  70  N.  Y.  465. 

If)  Ex  parte  Punnett ;  In  re 
mtchin,  16  Ch.  D.  226. 

(ff)  Ex  parte  Fott,  2  De  G.  3c  J. 
230 ;  Helmore  v.  SmUh,  35  Ch.  D. 
436. 

(A)  Longman  v.  Tripp,  2  Bos. 
&  P.  N.  R.  67;  J^  parte  Tost,  nH 
iuprii, 

(i)  See  Hudwn  y.  (hbome,  39 
L.  J.  Ch.  79;  Hegewian  <|>  Co,  v. 
Hegeman,  8  Daly,  1 ;  Iowa  Seed  Co. 
V.  i)orr,  70  Iowa  481. 

(k)  Potter  y.  The  Ommisiianen 
of  Inland  Revenue,  10  Bx.  147. 
And  see  Morgan  v.  Perhamui,  36 
Ohio  St.  517. 
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The  valuable  character  of  goodwill  is  not  confined  to  a  Universally 
few  trades,  but  is  recognised  throughout  the  commercial  ^^^^®- 
world.  Thus,  among  the  cases  on  this  subject  which 
have  come  before  the  Courts,  instances  are  to  be  found 
in  which  the  traders  were  public-house  keepers  (a), 
brewers  (6),  bankers  (c),  tailors  (d),  mercers  (c),  dyers  (/), 
milliners  (gr),  upholsterers  (h),  pencil-makers  (i),  tobacco- 
hrokers  (k),  snuff-makers  0,  paper-makers  (m),  provision 
merchants  (n),  cheesemongers  (o),  glass-blowers  (p),  glass- 
etainers  (g),  manufacturing  chemists  (r),  commission 
agents  (s),  iron-masters  (t),  carriers  (u).  The  goodwill 
of  a  newspaper  or  magazine,  consisting  of  the  right  to  use 
the  title  under  which  reputation  has  been  acquired  by  a 
publication,  is  another  instance  of  valuable  goodwill  (x). 

"The  name  of  a  firm,"  says  Wood,  V.-C,  in  CAur^on  Firm  name 
y. Douglas  (y),  "is  a  very  important  part  of  the  good-^Y*^  ^^ 
will  of  the  business  carried  on  by  the  firm.     A  person 
says,  ^  I  have  always  bought  good  articles  at  such  a  house 


(a)  Cotlake  V.  TUl,  1  Russ.  376  ; 
Swan  V.  Jeffery,  10  B.  &  C.  249 ; 
£x forte  Ikomas,  2  Mont.  D.  &  De 
0.  294;  Ikeed  v.  MUU,  L.  B.  1 
C.  P.  39 ;  UeweUyn  v.  Rutherford^ 
L.  B.  10  C.  P.  456 ;  Ex  pwrU 
Puawett ;  In  re  Xitckin,  16  Ch.  D. 
226u 

(h)  Cooper  V.  Watton^  3  Dong. 
413 ;  Wade  y.  JenHns,  2  Giff.  609 ; 
BaU  V.  HaU,  20  Beav.  139. 

(c)  Saiith  v.  JEveretty  27  Beav. 
446. 

id)  Nemling  v.  Dohelly  38  L.  J. 
Ch.  Ill ;  Parsons  v.  Hayward,  31 
L.  J.  Ch.  666. 

(e)  MmrrU  t.  Mou,  26  L.  J.  Cb. 
191 

CO  Bryton  v.  WhUehtad,  1  S.  & 

a  74. 

is)  Shaekle  v.  JBaker,  14  Ves. 
468. 

(h)  CMtsumY.  Detoes,6BjXBa.29. 

(0  Banks  T.  Gibson,  34  Beav.  566. 

(1)  Bavies  v.  Hodgson,  25  Beav. 
177. 

(0  Eawmond  ▼.  Douglas,  5  Ves. 
639. 


(ot)  Potter  V.  The  Commissioners 
of  Inland  Revenue^  10  Ex.  147. 

(n)  Scott  V.  Mackintosh,  1  V.  & 
B.  503. 

(jo)  Hudson  V.  Osborne,  39  L.  J. 
Ch.  79. 

(p)  Featherstofihaughv.Fenivick, 
17  Vee.  298. 

(q)  Scott  V.  Rowland,  20  W.  R. 
508. 

(r)  Twmer  v.  Major,  3  Giff.  442. 

(f)  Macdonald  v.  Rich4Mrd8on,  1 
Giff.  81. 

(0  6b<7?i<?r  V.  Hood,  26  Beav.  293 
jya«  V.  Barrows,  4  De  G.  J.  k  S.  150 

(tt)  Ontttrcell  v.  Xyd,  1 7  Ves.  335 

(27)  (?id2&^  V.  iZtfo^;,  9  Mod.  459 
JS>tf?w»  V.  Harris,  17  Ves.  338 ;  Long 
man  v.  TW/?/?,  2  Bos.  &  P.  N.  R.  67 
JSTaj  ^^rf/»  i^bM,  2  De  G.  &  J.  230 
Marshall  v.  Watson,  25  Beav.  501 
Bradbv/ry  v.  Dickens,  27  Beav.  53 
McCormick  v.  McCubbin,  Ct.  Sess 
Cas.  let  Ser.  I.  541;  Stumden  v 
iVbaA,    Hopk.    347 ;    R.    Cox,    1 
Dayton  v.    Wilkes,  17  How.   Pr 
510 ;  R.  Cox,  224. 

(y)  Johns.  174. 
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of  business ;  I  know  it  by  that  name,  and  I  send  to  the 
house  of  bosiness  identified  by  that  name  for  that  poipose.* 
There  are  cases  every  day  in  this  Court  with  reference  to 
the  use  of  the  name  of  a  particular  firm,  oonnected 
generally,  no  doubt,  with  the  question  of  trade  mark. 
But  the  question  of  trade  mark  is  in  fieu^t  the  same  qnestiiML 
The  firm  stamps  its  name  on  the  articles.  It  stamps  the 
name  of  the  firm  which  is  carrying  on  the  business  on  each 
article,  as  a  proof  that  they  emanate  firom  the  firm ;  and  it 
becomes  the  known  firm  to  which  applications  are  made, 
just  as  much  as  when  a  man  enters  a  shop  in  a  particular 
locality.  And  when  you  are  parting  with  the  goodwill  of 
a  business,  you  mean  to  part  with  all  that  good  dispositiaii 
which  customers  entertain  towards  the  house  of  busmeas 
identified  by  the  particular  name  or  firm,  and  which  may 
induce  them  to  continue  giving  their  custom  to  it.  Yon 
cannot  put  it  anything  short  of  that.  That  the  name  is 
an  important  part  of  the  goodwill  of  a  business  is  obvious, 
when  we  consider  that  there  are  at  this  moment  laige 
banking  firms,  and  brewing  firms,  and  others,  in  this 
metropolis,  which  do  not  contain  a  single  member  of  the 
individual  name  exposed  in  the  firm  "  (a). 

Goodwill  is  a  subject  of  sale  (6),  and  may  fetch  a  con- 
siderable price.  There  was  formerly  a  doubt  whether  a 
contract  for  the  sale  of  a  goodwill  would  be  specifically 
enforced  in  Equity  (c),  but  this  question  was  set  at  rest 


(a)  And  see  Lewis  y.  Langdony  7 
Sim.  421 ;  Banki  v.  6%b$on,  34  Beav. 
566  ;  Bond  v.  Milboum,  20  W.  R. 
197 ;  Scatt^.  Rowland,  20  W.  R.  508 ; 
Condy  v.  JfUeheU,  37  L.  T.  N.  8. 268, 
766 ;  Levy  v.  Walker,  10  Cb.  D.  436 ; 
Beadey  v.  Soarei,  22  Ch.  D.  660; 
Gray  v.  SmUh,  43  Ch.  D.  208;  JRogen 
V.  Taintor,  97  Mass.  291 ;  Sohier  v. 
Johnson,  111  Mass.  238;  Peterson 
y.  Sumjphrey,  4  Abb.  Pr.  394 ;  R. 
Cox,  212 ;  and  Bbwe  v.  Searing,  10 
Abb.  Pr.  264 ;  R.  Cox,  244. 

(b)  See,  among  other  cases,  Bunn  - 
y.    G^,  4  East,  190;    Smale  y. 


Cfraves,  3  De  G.  &  S.  706;  Qfoper 
y.  Mood,  26  Beay.  293 ;  BradHmry 
y.  Dickens,  27  Beay.  53 ;  Chwrtei^ 
y.  Douglas,  Johns.  174 ;  E»  parts 
Punsiett;  In  re  KUehin,  16  Ch. 
D.  226 ;  BueHngkam  y.  Waters,  U 
Cal.  246;  WilHams  y.  Wiison,  4 
Sandf.  Ch.  379;  Barker  y.  6Sm- 
necUewt  Mutual  lAfe  Insunmee  Co, 
15  Fed.  Rep.  312. 

(e)  Boater  y.  ComnoUy,  IJzck 
W.  580.  And  see  Cosliie  v.  IVl, 
1  Ross.  376 ;  Boxon  y.  HwUm,  1 
Mer.  459 ;  Cassidf  y.  Meteeff,  1 
Mo.  App.  593. 
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by  Kindereley,  V.^.,  in  Dwrbey  v.  Whitaker  (a).  "  It 
is  said  there  can  be  no  specifio  perfonnanoe  of  a  oontract 
to  purchase  a  goodwill.  No  doabt  yoti  cannot  have  a 
qpedfic  performance  of  a  oontract  to  porohase  a  goodwill 
alone,  unconnected  with  business  premises,  by  reason 
of  the  uncertainty  of  the  subjed>'matter.  But  when  a 
goodwill  is  entirely  or  mainly  annexed  to  the  premises, 
and  the  contract  is  for  the  sale  of  the  premises  and  good- 
will, there  is  not  the  slightest  ground  for  doubt  that 
snch  a  contract  is  a  fit  matter  for  a  decree  in  a  suit  for 
specific  performance/'  It  seems,  however,  that  there 
may  be  cases  in  which  a  contract  for  sale  of  a  goodwill 
would  be  specifically  enforced,  the  business  and  goodwill 
being  included  together,  though  there  was  no  such  de- 
pendence on  the  business  premises  (b).  Such  Would 
be  the  case  with  the  goodwill  of  a  quack  medicine 
or  a  newspaper,  which  is  practically  independent  of 
locality  (c).  The  connection  between  the  business  and 
the  goodwill  is  such  that  the  sale  of  the  business  (<2), 
or  of  a  share  in  the  business  (e),  as  a  going  concern, 
carries  with  it  the  goodwill,  or  the  corresponding  share 
in  the  goodwill,  even  without  its  being  specifically 
mentioned,  and  so  does  the  sale  of  a  hotel  or  public- 


(a)  i  Dr.  139.  Ag  to  the  relation 
between  the  lease  of  a  trader's 
premises  and  the  goodwill  o^  his 
bosinesf:,  see  Ihntgherty  v.  Van 
Koftrand,  Hoff.  68. 

ih)  Thns,  Romilly,  M.  R.,  says 
in  Bobfrtton  v.  Quiddinfftan,  28 
Beay.  529 :  "  Goodwill  is  never 
a  tangible  thing  unless  it  is  con- 
nected vnth  the  huHnen  itself, 
from  which  it  cannot  be  separated. 
I  never  knew  a  case  in  which  it 
has  been  so  treated."  In  England 
T.  DoTcns,  6  Beav.  269,  and  Morris 
V.  Mm,  2o  L.  J.  Ch.  194,  the 
goodwill  of  a  business  was  held, 
onder  the  drcomstances,  to  pass 
with  the  stock,  and  not  with  the 
premises.    And  see  Woodward  v. 


Lauvr,  21  Cal  448;  R.  Cox, 
300.  In  LleweUyn  v.  Butherford, 
L.  R.  10  0.  P.  456,  the  price 
of  the  goodwill  was  held  to  be- 
long to  the  previous  lessee,  nnder 
the  contract  between  him  and  the 
lessor. 

(e)  See  JSryton  v.  Whitehead,  1 
S.  &  8. 74 ;  Ideivellyn  v.  Rutherfordy 
L.  R.  10  0.  P.  456  (per  Brett,  J.)  ; 
Snotoden  v.  Noah,  Hopk.  347;  R. 
Cox,  1. 

(rf)  Shi^foright  v.  dementi^  19 
W.  R.599.  Andeee Holt  Y.Bulmer, 
W.  N.  1878,  p.  119;  JReyfiolds  v. 
Bfdlook,  47  L.  J.  Ch.  773 ;  Boon  v. 
Mo»,  70  N.  Y.  465. 

(e)  Churton  v.  BovgUu,  Johns. 
174. 
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boose  (a).    And  if  the  goodwill  is  sold^  the  trade  nun6 
goes  with  it  (6). 

As  to  the  rights  of  the  vendor  after  the  sale  of  his 
business  and  goodwill,  ^^  it  has  been  settled  that  there  is 
no  implied  covenant  of  any  kind ''  (c),  and  in  the  absence 

^Z^«.  of  »y  ^^'^  "•^rictive  covenant,  the  vendor  is  at 
liberty  to  set  np  a  business  of  precisely  the  same  descrip- 
tion as  that  of  which  he  has  sold  the  goodwill,  and  that 
next  door  to  the  place  where  his  former  business  was 
carried  on,  and  to  state  his  connection  with  that  former 
business  (d) ;  but  he  is  not  entitled  to  represent  that  be 
is  carrying  ou  the  same  identical  business,  either  by  direct 
representations,  or  by  assuming  the  trade  name  under 
which  the  business  he  has  sold  acquired  its  reputation,  or 
the  trade  marks  by  which  its  goods  have  become  known 
in  the  market  (e)  ;  nor  can  he  after  the  sale  give  a  right 
to  others  to  use  the  trade  marks  (/).  If  the  trade  name 
consisted  simply  of  the  vendor's  own  name,  the  restraint 
upon  his  continuing  to  use  that  name  will  have  to  depend 
upon  the  evidence  of  that  user  being  fraudulent  (jr),  but 
in  the  absence  of  such  evidence,  the  bond  fide  use  by  a 
man  of  his  own  name  will  not  be  prohibited  (h).    Bat 


(a)  Ex  parte  Pvwnett;  In  re 
Kitohin,  16  Ch.  D.  226. 

{h)  Bank*  y.  €HJm%  34  Beav. 
666 ;  Churtcn  y.  DdugUUf  ubi 
suprit]  Levy  v.  Walker ^  10  Ch.  D.  436; 
Gray  v.  Smith,  43  Ch.  D.  208. 

(o)  Hudson  V.  Osborne,  89  L.  J. 
Ch.  79.  And  see  Harrison  y. 
Gardner,  2  Madd.  198;  Churton 
y.  Douglas,  Johns.  174. 

(d^  Clark  V.  Leach,  32  Beay.  14 ; 
Hookkam  y.  Pottage,  L.  R.  8  Ch. 
91 ;  Shipwright  v.  Clements,  19 
W.  R.  699 ;  Castidy  v.  MetoaJf,  1 
Mo.  App.  593. 

(«)  Shackle  v.  Baker,  14  Vcs. 
468;    Oruttwell  y.  Lye,  17   Ves. 
336 ;  Kennedy  y.  Lee,  3  Mer.  441-^2 
Sedon  y.   Senate,  2  V.  &  6.  220 
Harrison  y.  Gardner,  2  Madd.  198 
Churton  y.  Douglas,  Johns.  174 


Hudsony,  Oshoms,39L.J.Ch.79; 
Lahouchere  y.  Dawson,  L.  B.  13  Eq. 
322;  Gmeti  y.  Cooper,  14  Ch.  D. 
696 ;  LeggoU  y.  Barrett,  16  ii.  306; 
Walker  y.  Mattram,  19  t4.  355; 
Dawson  y.  Beeson,  22  ii.  604 ;  Mo*- 
sop  y.  Mason,  18  Grant  Up.  Can. 
Ch.  453 ;  Peltz  y.  Bieheie,  62  Ma 
171  ;  Bergamini  y.  Bastion,  35  La 
Ann.  60 ;  Myers  y.  Kalamatoo 
Buggy  Co.,  54  Mich.  215;  Htmey, 
Chancy,  143  Mass.  692;  Fraser  r. 
Fraeer  Lubricator  Co.,  121 DL 147 ; 
Porter  y.  Mumford  ^  Gorman,  65 
Ga.  11. 

(/)  Sohl  y.  Geisendorf,  1  Wils. 
(Ind).  60. 

{g)C1iurton  y.  Douglas,  JdtoB 
174  ;  HoUoway  y.  HdWmay,  15 
Beay.  209. 

(A)  Burgess  y.  Burgess,  3  De  CU 
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where  the  trade  name  in  question  consisted  of  the  name 
of  the  defendant,  John  Douglas,  with  the  addition  ^'  and 
Co.,"  it  was  held  that  the  use  of  that  was  an  important  in- 
gredient in  the  case,  as  proving  fraudulent  intention  (a). 
And  so  where  the  name  of  the  firm  had  been  "  Benjamin 
Finch  &  Co.,"  and  on  dissolution  B.  Finch  agreed  to  carry 
on  business  only  under  his  own  name,  he  was  restrained 
from  trading  as  "  Benjamin  Finch  &  Co."  (6). 

The  rights  of  the  vendor  of  a  business  and  goodwill  Solicitetion 
with  respect  to  soliciting  his  former  customers  and  dealing  customers, 
with  them  has  been  the  subject  of  much  difference  of 
jadicial  opinion.  In  Labouchere  v.  Dawson  (c)  Lord 
Roimlly,  M.  R,  laid  down  a  stringent  rule,  saying  that 
when  the  vendor  of  a  goodwill  has  established  a  new  firm 
for  the  purpose  of  carrying  on  a  business  similar  to  that 
which  has  been  sold,  "  the  new  firm  is  entitled  to  publish 
any  advertisement  he  pleases  in  the  papers,  stating  that 
he  is  carrying  on  such  business.  He  is  entitled  to  publish 
any  circulars  to  all  the  world  to  say  that  he  is  carrying 
on  such  a  business ;  but  he  is  not  entitled,  either  by  private 
letter,  or  by  a  visit,  or  by  his  traveller  or  agent,  to  go  to 
any  person  who  was  a  customer  of  the  old  firm,  and  solicit 
him  not  to  continue  his  business  with  the  old  firm, 
but  to  transfer  it  to  him,  the  new  firm"  (cf).  And 
Jessel,  M.  R.,  was  of  opinion  that  this  doctrine  should  be 
extended  so  as  to  entitle  the  purchaser  of  the  goodwill  of 
a  business  to  restrain  the  vendor  from  having  any  dealings 


M.  k  G.  896 ;  Bond  v.  Mlbaum,  20 
W.  B.  197;  Turton  v.  Turtan,  42 
Ch.  D.  128. 

(a)  Churtan  v.  Douglas^  ubi  suprit, 
and  see  FuUrcoad  v.  FuUwood  (1), 
W.  N.  1873,  p.  185;  Devlin  v. 
BefHin,  69  N.  Y.  212 ;  Zimmerman 
V,  3rhard,  83  N.  Y.  74  ;  Hegeman 
#  Co,  V.  Hegeman^  8  Daly,  1.  In 
Bend  V.  Milbowm,  20  W.  B.  197 
(very  shortly  report^)  it  seems 
that  the  plamtifE  would  have  been 
entitled  to  an  injunction  at  aU 


events  against  the  use  of  the  words 
"  and  Co."  by  the  defendant,  if 
that  had  been  the  relief  prayed. 

(h)  Bayy,  Finch,2Z  SoL  J.  364. 

lo)  L.  R.  13  Eq.  322.  See  8elhy 
V.  Aruihor  Tube  Co.,  W.  N.  1877, 
p.  191.  Also  Afigier  v.  Webber,  14 
Allen  211  ;  Dwight  v.  Hamilton^ 
113  Mass.  175;  Munteg  y.  Butter' 
field,  133  Mass.  492. 

(<i)  As  to  the  surrender  of  a 
business  by  A  <*for  the  benefit"  of 
B,  see  Clark  v.  LeacJf,  .S2  Beav. 
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with  his  former  cnstomerB,  irrespective  of  whether  he  had 
solicited  their  costom  or  not  (a). 

The  restrictions  thns  imposed  on  the  vendor  have  been 
gradually  removed,  nntil  it  may  now  be  said  that  nothing 
is  left  of  them.  The  first  step  in  this  direction  was  takea 
by  the  Court  of  Appeal  in  LeggoU  v.  Barrett  (b),  in  which 
case  it  was  held  that  the  vendor  conld  not  be  restrained 
firom  dealing  with  his  old  customers,  even  where  he  had 
solicited  a  renewal  of  their  custom. 

The  question  next  arose  with  reference  to  the  case  in 
which  the  goodwill  has  not  been  voluntarily  alienated  by 
the  person  entitled  to  it,  and  the  distinction  between  this 
case  and  the  case  of  a  voluntary  sale  was  clearly  pointed 
out  in  Walker  v.  Mottram  (c),  in  which  Jessel,  M.  B., 
and  the  Court  of  Appeal  held  that  a  trader,  the  goodwill 
of  whose  business  had  been  sold  by  his  trustees  in  liquida- 
tion, could  not  be  prevented  firom  actually  soliciting  his 
former  customers.  ^'An  assignment  of  a  business  and 
its  goodwill,  without  more,  appears  to  us,"  said  Lush 
and  lindley,  L. JJ.,  ^^  to  pass  now  just  as  much  as  and 
no  more  than  in  the  days  of  Lord  Eldon.  As  against 
the  assignor  it  confers  on  the  assignee  the  exclusive  right 
to  carry  on  the  business  assigned,  and,  as  incidental  to 
this,  it  also  confers  on  him  the  exclusive  right  to  represent 
himself  as  carrying  on  that  business,  and  consequently 
the  right,  not  only  to  sue  the  assignor  for  damages  if  he 
has  infiringed  these  rights,  but  also  to  restrain  him  firom 
infringing  them  if  he  manifests  an  intention  to  infiringe 
them.  Moreover,  to  this  extent  a  bankrupt  who  does  not 
concur  in  his  trustee's  assignment  is  in  no  better  position 
than  a  bankrupt  who  does.  Every  bankrupt,  whether  he 
concurs  or  not,  is  bound  by  every  lawfiil  disposition  of  his 
property  by  the  trustee,   and  whatever  rights  such  a 


14 ;  and  also  SiarrUon  v.  Gardner, 
2  Madd.  198  ;  and  Churtan  y. 
JhMffku,  Johns.  174. 


(a)  Oinesi  t.   Cooper  ^  Cb. 
Ch.  D.  596, 
(>)  15  Ch.  D.  306. 
(<?)  19  Ch.  D.  355. 
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dispositioii  confers  on  a  purchaser  most  be  respected  by 
the  bankrapt,  whether  he  joins  in  the  conveyance  or  not. 
Bat,  in  our  opinion,  the  right  of  a  purchaser  of  the  good- 
will of  a  business  from  the  tmstee  in  bankruptcy  does  not 
extend  to  restrain  the  bankrupt  (even  if  he  joins  in  the 
ccEveyance)  firom  b<md  fide  commencing  a  fresh  business, 
and  firom  seeking  assistance  in  it  from  his  old  friends  and 
cnstomers.  It  would,  in  our  opinion  be  contrary  to  the 
policy  of  the  bankruptcy  laws  to  extend  Lahowhere  v. 
Dawson  (a)  to  such  a  case.  It  is  not  necessary  to  over*^ 
rale  that  decision ;  we  leave  it  ^here  it  is,  that  is  to  say,  it 
vill  still  be  applicable  to  voluntary  sales.  But  we  do  not 
think  it  ought  to  be  extended  to  alienations  which  are 
compulsory"  (6).  On  this  principle  it  was  held  by  the 
Conrt  of  Appeal  in  Dawaan  v.  Beeson  (c)  that  an  expelled 
partner  was  entitled  to  solicit  the  customers  of  his  old  firm. 

The  final  step  was  taken  by  Baggallay  and  Cotton,  L.  J  J.,  PMrtan  v. 
in  Pearson  v.  Pearson  ((2),  in  which  it  was  definitely  laid 
down  that  LahoucheTe  v.  Da/voson  (a)  was  wrongly  decided, 
and  that  a  vendor  of  a  business  and  goodwill  cannot,  in  the 
absenceof  an  express  restrictive  covenant,  be  restrained  from 
soliciting  the  old  customers  of  the  business.  This  decision 
appears  to  conclude  the  question,  so  &r  as  the  Supreme 
Conrt  is  concerned  (e) ;  but  after  the  great  fluctuation  of 
judicial  opinion,  the  express  dissent  of  Idndley,  L.  J.,  from 
the  decision,  and  the  forcible  arguments  of  Jessel,  M.R.,  in 
the  opposite  direction,  it  seems  too  much  to  say  that  this 
point  can  be  regarded  as  finally  settled  without  a  judgment 
of  the  House  of  Lords. 

Although  there  is  no  implied  covenant  on  the  sale  of  a  ^^^^  . 
goodwill,  without  more,  that  the  vendor  will  not  set  up 

(«)  L.  B.  13  Eq.  322.  (<0  27  Ch.  D.  146. 

(6)  Bee  Helmbold  t.  JSeUnhold  (e)  See  Vernon  y.  ffaUam,  34 

Mani^aetyHnf  Co,^  63  How.  Pr.  Ch.  D.  748.     And  compaie  Ber^ 

453 ;  Etgeman  <|>  Co.  v.  HegomofHt  gamini  y.  Boitian,  36  La^  Ann. 

8  Daly  1;  Iowa  Seed  Co,  y.  Dorr,  60;  BoMiett  y.  Porovedl,  6  Allen 

70  Iowa,  481.  345 ;  Hoxie  y.  Chaney,  148  Hais. 

(0  22  Ch.  D.  604.  692. 
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a  similar  business  in  the  same  neighbourhood^  yet  where  a 
vendor  had  received  in  payment  for  his  share  of  a  goodwill 
a  sum  calculated  by  arbitrators  upon  the  understanding 
(to  which  he  had  assented)  that  he  would  not  carry  on 
business  in  the  same  street,  it  was  held  to  be  contrary  to 
Equity  that  he  should  carry  on  business  in  that  street, 
and  he  was  accordingly  enjoined  (a). 

In  the  sale  of  a  business  and  goodwill,  it  is  customaiy 
to  insert  an  express  restrictive  covenant,  which  will  be 
binding  on  the  vendor,  restraining  him  from  setting  up 
the  same  trade  within  a  certain  limit  of  time  or  space, 
or  using  his  name  or  allowing  it  to  be  used  for  that 
purpose  (6)  ;  and  this  has  become  so  usual  that  where  (e), 
in  a  contract  for  sale,  one  of  the  items  was  "  goodwill, 
&c.,"  Komilly,  M.  R.,  held  that  in  the  "  &c."  would  be 
included,  amongst  other  things,  a  covenant  by  the  vendor 
not  to  carry  on  a  similar  business  in  Great  Britain,  for  a 
reasonable  time,  to  be  limited  in  the  conveyance,  having 
regard  to  the  nature  of  such  undertakings.  Such  a 
covenant  may  even  have  the  eflFect  of  compelling  teh 
vendor  to  quit  his  trade  altogether  for  the  period  specified, 
as  was  held  by  Lord  Mansfield,  C.  J.,  and  the  Court  of 
filing's  Bench,  in  Cooper  v.  WcUaon  (d)  ;  and  it  has  been 
held  that  a  breach  of  a  covenant  "  not  to  carry  on  or  be 


(a)  Harrison  v.  Gardner^  2  Madd. 
198.  See  Qundy  v.  Metcalf,  1  Mo. 
App.  593. 

(J)  Cooper  V.  Watson^  3  Doug. 
413 ;  JBryson  v.  Whitehead,  1  S.  &  8. 
74 ;  Williams  v.  Williams^  2  Swanst. 
253 ;  Whittaker  v.  Howe,  3  Beav. 
883;  Tvmer  v.  Mans,  2  De  G. 
M.  &  G.  740;  Newlin^  v.  Dobell, 
38  L.  J.  Ch.  Ill ;  Wolmershauseny. 
O'Connor,  36  L.  T.  N,  8. 921 ;  Haw- 
linson  v.  Clarke,  14  M.  &  W.  187 ; 
Bolfe  V.  Rolfe,  15  Sim.  88 ;  Ship- 
Wright  v.  Clements,  19  W.  R.  599 ; 
Lee  V.  EhrhaH,  19  L.  T.  N.  S.  637 ; 
Hogg  V.  Boffley,  47  L.  J.  Ch. 
667;  Vicluify  v.  Welch,  19  Pick. 
523 ;  Smith  y.  Smith,  4  Wend.  468 ; 


Sander  v.  Hoffman,  64  N.  Y.  248; 
Peltz  V.  Eieheh^,  62  Mo.  1 71 ;  Bvtler 
V.  Burleson,  16  Vt.  176 ;  Baumgarten 
V.  Broadaway,  77  N.  Car.  8 ;  Woods 
V.  Sand^,  Dig.  467;  Morgan  v, 
Perhamus,  36  Ohio  St.  517  ;  TO- 
liams  V.  Wilson,  4  Sandf.  Ch.  379; 
€HUis  V.  Hall,  2  Brews.  342; 
R.  Cox,  680 ;  and  similarly  upon 
the  sale  of  a  trade  mark  together 
with  the  right  to  mann^tctore 
according  to  a  secret  recipe: 
niHns  V.  Blaehman,  13  Bl.  C.  C. 
440. 

(c)  Cooper  V.  Tlnod.  26  Beav.  293. 
See  Jaooby  v.  WhUmore,  49  L.  T. 
N.  S.  336. 

iS)  S  Dong.  '413. 
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ooBcemed  or  interested  in  "  a  certain  business,  was  com- 
mitted by  the  vendor  entering  into  the  service  of  a  nephew, 
who  carried  on  the  same  trade,  under  the  same  name, 
within  the  proscribed  limits  (a).  Again,  a  covenant  not 
to  cany  on  a  certain  business  directly  or  indirectly  within 
the  coxmties  of  C,  A.,  and  M.,  was  broken  by  soliciting 
orders  on  three  occasions  within  C,  though  the  offices  of 
the  new  business  were  outside  the  limitd  (6).  A  vendor 
of  a  business,  who  has  covenanted  not  to  carry  on  such  a 
business,  will  not  be  allowed  to  do  so  under  the  pretext  of 
acting  as  a  commission  merchant  (c),  and  the  fact  that 
fonner  customers  have  requested  the  vendor  to  supply 
them  does  not  prevent  his  so  doing  from  being  a  breach  of 
his  covenant  (d).  But  where  the  defendant  was  shown  to 
have  so  acted  in  a  few  instances  only,  and  with  the  plaintifTs 
knowledge  and  consent,  and  in  £Etct  at  his  request,  it  was 
held  that  there  was  no  breach  (e). 
In  an  American  case  (f)  it  was  held  that  a  person  who  had  Damages  in 

•  ji^j  J  respect  of 

retired  from  a  firm  by  sale  of  his  interest,  and  had  agreed  improper 
not  to  trade  in  C.  under  the  old  firm  name,  but  had  never-  soUcitation. 
theless  traded  there  under  the  same  name,  and  had  solicited 
fonner  customers  of  the  firm,  must  pay  damages  calculated, 
not  upon  the  total  amount  of  improper  solicitation  of  such 
customers,  but  upon  the  amount  of  business  which  could 
be  proved  to  have  been  lost  through  such  solicitation. 

"  Where  a  man  sells  the  goodwill  of  a  trade,  and  cove-  Covenant  to 
nants  to  make  it  as  profitable  as  he  .can,  the  actual  profit  ^q®  ** 
made  is  not  that  which  the  vendee  is  bound  to  take ;  but 
he  will  have  an  action  of  covenant,  if  he  can  establish  his 

(a)  Ntwling  v.  DoheU,  38  L.  J.  Burleson,  16  Vt.  176 ;  Sander  v. 

Ch.  IIL     See  Bolfe  v.  Bol/e,  15  Hoffman,  64  N.  Y.  248. 

Sim.  88,   and    compare    Lee   v.  (o)  Riohardson  v.  Peacock,  26 

Xkrhart,    19    L.    T.    N.    S.    637,  N.  J.  Kq.  40. 

where  there  was  held  to  be  no  (d)  Sander  ▼.  Hoffman,  uhi  sup, 

breach.  (0  Hamlinson  v.  Clarke,  14  M. 

(»)  Tmmer  y.  JBvam,  2  De  G.  fc  W.  187. 

M.  *  G.  740.    And  see  Smith  v.  (/)  JBwrokhardt  v.  Burekhardt, 

Sauth,  4  Wend.  468  ;    Butler  v.  86  Ohio  St.  261. 
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title  to  more,  through  the  de&olt  of  the  vendor"  (a). 
Bat  no  such  covenant  will  be  implied  where  it  is  not 
expressed;  thus  the  sale  of  the  goodwill  of  a  school 
involves  no  personal  effort  on  the  part,  of  the  vendor  to 
influence  the  attendance  of  pupils  (6).  Where  a  servant 
has  covenanted  not  to  carry  on  a  business  similar  to  his 
master's  within  certain  limits,  the  benefit  of  the  covenant 
passes  to  a  purchaser  of  the  goodwill  of  the  business  (c). 
Bights  of  The  purchaser  of  a  business  and  goodwill  is  entitled  to 

g^ld^^  all  the  advantages  of  the  reputation  and  connection  of  the 
business  as  previously  conducted,  except  such  benefit  as 
the  vendor,  on  setting  up  a  band  fide  new  business,  as  he 
is  at  liberty  to  do  if  there  is  no  covenant  to  the  contiazy, 
may  derive  from  the  &ct  of  his  being  known  to  have 
belonged  to  the  former  business ;  and  the  purchaser  is 
entitled  to  restrain  the  vendor  by  injunction  from  inter- 
fering with  what  he  has  sold.  With  respect  to  the  right 
of  the  purchaser  to  continue  to  trade  under  the  old  trade 
name,  it  has  been  thought  that,  at  all  events  if  it  consisted 
in  whole  or  in  part  of  the  name  of  the  vendor,  injury  (cQ, 
or  at  least  inconvenience  (e),  might  result  to  the  latter 
from  its  continued  use  by  the  purchaser,  and  in  Scott  v. 
Itowland  (/)  Wickens,  V.-C,  granted  an  injunction  to 
restrain  the  purchaser  of  the  business  of  '^  John  Scott  & 
Go."  from  trading  under  that  name.    So  in  Thynvz  v. 

(a)  Per  Lord  Bldon,  0.,  in  8oatt  Twmer  v.  Mmcr,  8  Giff.  442 ;  Jknee 

▼.  Maehintcsh,  1  V.  &  B.  603.  v.  Moion,  41  L.  T.  N.  8. 57Z;IHek- 

(h)   McCord   y.    WUliami,   96  9on  v.  JtfaMatter  Jfr  06.,  18  Ir.  Jar. 

Pexm.  St.  78.  202-12;  Sme  y.  Searmff,  10  Abb. 

(p)  Jaeoby  v.  WhUmore,  49  L.  T.  Pr.  264,  B.  Cox,  244 ;  Pgtentm  v. 

K.  8.  380 ;  ShoweU  y.  Winkup,  60  Hvmphfrey,  4  Abb.  Pr.  884,  B.  Cox, 

L.  T.  N.  8.  389.  212  ;  MeQaman  Bros.  Pump  €md 

Cd)  Per  WickenB,  Y.*C.,  in  Soatt  MaeUna  Co.  y.  MoOman^  2  Cine. 

T.  Bmlarkd,  20  W.  B.  508,  and  313 ;  .Bmom  y.  DmutA^  12  Abb.  Pr. 

HaU,  y.-O.,  in  Ztfoy  y.  Wdlkery  10  N.  8.  92.    In  TSUUtr  y.  Tudor,  W.  N. 

Ch.    D.    486.     866    ChatterU   y.  1878,p.72,andiVvftaj0py..Bin9fM, 

JtooMon, 67 L. T.N. 8. 177 ;  T^vfMid  1    Ma  App.  241,  there  was  an 

V.  ShoWy  89  L.  T.  ( Joaraal)  84.  express  oontract.   For  decisions  on 

(0)  Per  Wood,  V.-C,  in  Chwrtim  the  Massachnaetts  Gen.  Stat,  a  66, 

T.  ZhugUOy  Johns.  174.  requiring  the  ooBcnrrence  of  an  ex- 

(/)  20  W.   B.    608.    And   see  partner  or  his  personal  lepresenta- 

'-'-  y.  Langdon,  7  8im.  421 ;  tiyes  in  the  continued  use  of  his 
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Shove  (n)y  where  the  business  had  been  carried  on  in  the 
name  of  "  A.  Thynne."  In  Banks  v.  Gibson  (i),  however, 
Bomillj,  M.  B.y  said  that  the  firm  name  was  an  asset  of  the 
business,  and  would  pass  as  a  trade  mark  upon  a  sale  of  the 
business  and  goodwill ;  and  it  seems  that  the  question  of 
the  purchaser's  right  to  use  the  name,  where  it  can  be  done 
without  injury  to  the  vendor,  must  now  be  taken  to  be 
settled  in  the  affirmative  by  the  decision  of  the  Court  of 
Ajqpeal  in  Levy  v.  Walker  (c),  in  which  Jessel,  M.  B.,  and  wZl^, 
James  and  Bramwell,  L.  J  J.,  denied  that  any  liability  could 
be  occasioned  to  the  vendor  by  the  use  of  his  name,  and  held 
that  the  plaintiff  (Mrs.  Levy),  who,  while  Miss  Charbonnel, 
had  traded  in  partnership  with  the  defendant  as  "  Char- 
bomieldb  Walker,'*  was  not  entitled  to  restrain  the  defendant, 
who  had  bought  the  goodwill  of  the  business  as  a  going  con- 
cern, firom  continuing  to  use  the  old  name.  James,  L.  J., 
said :  '^  It  should  never  be  forgotten  in  these  cases  that  the 
sole  right  to  restrain  anybody  from  using  any  name  that  he 
likes  in  the  course  of  any  business  he  chooses  to  carry  on  is  a 
right  in  the  nature  of  a  trade  mark :  that  is  to  say,  a  man 
has  a  right  to  say,  ^  You  must  not  use  a  name,  whether 
fictitious  or  xeal-^you  must  not  use  a  description,  whether 
trae  or  not — ^which  is  intended  to  represent,  or  calculated  to 
represent,  to  the  world  that  your  business  is  my  business,  and 
so,  by  a  firaudulent  misstatement,  deprive  me  of  the  profits 
of  the  business  which  would  otherwise  come  to  me/  That 
is  the  principle,  and  the  sole  principle,  on  which  this  Court 

namebytheooiitiniiiiigorsarvivinff  (h)  34  Beav.  666. 

pftrtners,  see  Bowman  v.  Floyd,  (<?)  10    Ch.  D.  436.     And   see 

85  Mass,  76 ;  Rogers  v.  Taintor,  97  Wehtter  v.    Wehiter,   3   Swanst. 

a.  291 ;  Mono  v.  ffaU,  109  ih.  409 ;  490  n. ;  Clarh  v.  Leaoh,  32  Beav. 

Sallett  T.   Cumrton,  110  ib,  29;  U;BondY.MUlHmm, 20 W.K  197 \ 

SoHer  v.  Johnson,  111  ib,  238.    By  Condy  v.  MUchoU,  37  L.  T.  N.  S. 

the  Kew  York  Btatate  the  purchaser  268, 766 ;  CouUon  ^  Sons  v.  CotUson 

of  a  business  and  goodwill  is  not  4*  Co.,  3  Times  L.  R.  846 ;  Tussaud 

entitled  to  tiade  under  the  old  v.  Tussaud,  38  W.  R.  440;  Phslan 

name,  but  only  to  describe  himself  v.  CoUender,  13  N.  Y.  Sap.  Ct.  244 ; 

as  soccessor  to  the  old  firm.    See  Booth  v.  Jarrett,  52  How.  Pr.  169 ; 

Begeman  4*   Co,  v.   Bsgeman,  8  Woods  y.  Sands,  Dig.  467 ;  Mossop 

IWy.  1.  ▼.  Jifason,  18  Grant  Up.  Can.  Ch. 

(«)  89  L.  T.  (Jonmal)  84.  453. 
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interferes.  The  Conrt  interferes  solely  for  the  purpose  of 
protecting  the  owner  of  a  trade  or  business  firom  a  £raada- 
lent  invasion  of  that  business  by  somebody  else.  It  does 
not  interfere  to  prevent  the  world  oatside  from  being  misled 
into  anything.  If  there  is  any  misleading,  that  may  be  for 
the  Criminal  Coorts  of  the  country  to  take  notice  of,  or  for 
the  Attorney-General  to  interfere  with ;  but  an  individual 
plaintiff  can  only  proceed  on  the  ground  that,  having 
established  a  business  reputation  under  a  particular  name, 
he  has  a  right  to  restrain  any  one  else  from  injuring  his 
business  by  using  that  name.  .  .  .  But  there  is  another  point 
upon  which  I  myself  cannot  entertain  any  doubt :  which  is 
this, — ^that  the  assignment  of  the  goodwill  and  business  of 
Charbonnel  &  Walker  did  convey  the  right  to  use  the  name 
of  Charbonnel  &  Walker,  and  the  exclusive  right  to  use  that 
name,  as  between  the  vendor  and  the  purchaser  of  that  busi- 
ness. Whether  it  would  prevent  another  person  from  after- 
wards using  the  name  of  Charbonnel,  I  do  not  say ;  but  the 
trade  name,  made  up  of  parts  of  two  real  names,  as  the 
Master  of  the  Rolls  says,  the  trade  name  of  Charbomiel  & 
Walker  (whether  it  was  entirely  a  fictitious  name  can  make 
no  difference)  was  the  name  of  the  business,  and  that  busi- 
ness was  sold.  That  was  a  name  with  which  every  article 
sold  might  have  been  impressed,  just  as  in  the  case  of 
MillingUm  v.  Fox  (a),  where  the  name  was  continued  as 
part  of  the  designation  of  the  article  sold.  I  think  it  right 
to  say  that  the  sale  of  the  goodwill  and  business  conveyed 
the  right  to  the  use  of  the  partnership  name  as  a  descrip- 
tion of  the  articles  sold  in  that  trade,  and  that  that  right 
is  an  exclusive  right  as  against  the  person  who  sold  it,  and 
an  exclusive  right  as  against  all  the  world,  so  that  no  other 
person  could  represent  himself  as  carrying  on  the  same 
business."  But  where  a  partner  retiring  without  assigning 
the  goodwill  to  the  continuing  partner,  the  latter  cannot 
continue  to  use  the  name  of  the  retiring  partner  (b). 

(a)  3  My.  k  Cr.  838.  (h)  6hay  v.  Smithy  43  CL  D.  20a 
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The  purchaser  of  the  goodwill  is,  afortioriy  entitled  to  Rights  of 
r^resent  himself  as  continaing  the  old  business:  thus, 
where  the  business  of  John  Douglas  &  Co.  was  sold,  it  was 
held  that  the  purchasers  alone  had  the  right  to  describe 
th^nselves  as  "  late  John  Douglas  &  Co.,"  and  the  vendor 
was  restrained  from  calling  his  new  firm  "  John  Douglas  & 
Co.,"  that  being  an  interference  with  that  right  (a).    But 
a  purchaser  has  no  right  to  use  the  name  of  the  business 
he  has  bought  in  such  a  way  as  to  create  confusion  in  the 
minds  of  the  public  (b)  ;  and  it  is  a  fraud  for  a  person  to 
purchase  the  goodwill  of  a  small  business  in  order  to  gain 
a  right  to  use  a  name  generally  identified  with  a  different 
and  important  business  (c).     In  Warner  v.  Warner  (d) 
it  was  held  that  not  only  had  the  purchaser  of  the  good- 
will of  a  business  in  proprietary  medicines  the  right  to 
continue  to  use  the  old  name,  but  that  the  change  of  the 
name  to  the  purchaser's  own  same,  so  as  to  assimilate  it 
to  the  name  of  an  old  rival  business,  should  be  restrained 
by  injunction.      And  where  a  business  has  been  carried 
on  under  a  name  somewhat  resembling  that  under  which 
a  similar  old-established  business  is  carried  on,  the  pur- 
chaser of  the  newer  business  must  not  change  the  name 
of  his  business  so  as  to  assimilate  it  to  that  of  the  older 
business  (e).     The  mortgagee  of  the  goodwill  of  a  busi- 
ness, including  the  right  to  use  the  name  under  which  the 
business  is  carried  on,  has  no  such  right  in  that  name 
as  to  be  able  to  restrain  the  use  of  it  by  another  person, 
if  he  has  himself  never  traded  under  it  (/). 

Where,  in  a  purchase  of  a  business  and  goodwill,  it  was  Implied  con- 

'  ^  o  5  tract  to  kee^ 

(a)  Churion  v.  Douglas,  Johns.  (h)  Chinn   v.    Tlumas,  5  Vict  ^^  ^^"^ess- 

174.    And  see  LeTvU  v.  Laaigdonj  L.  R.  £q.  188. 

7  Sim.  421 ;  MeOoman  Bros,  Pump  (c)  Perks  v.  Ball  4'  Co.,  W.  N. 

end  Machine  Co,  v.  MeOowan,  2  1881,  p.  111. 

Cine.  313 ;  Phelan  v.  CoUender,  13  (ef)  5  Times  L.  R.  359. 

N.  Y.  Sop.  Ct.  244.    But  see  Home  {e)  Holt  v.  Smit\  4  Times  L.  R. 

V.  Seairing,  10  Abb.  Pr.  264 ;  R.  Cox,  329. 

^44 ;  Beeces  v.  Denicke,  12  Abb.  Pr.  (/)  Beazley  v.  Soa/res,  22  Ch.  D. 

N.  S.  98 ;  Tounff  v.  Jones  Bros.  ^  660. 
tb.,  3  Hughes,  274. 
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agreed  that  the  purchaser  should  pay  the  vendor  at  the 
end  of  each  of  the  first  ten  years  a  certain  proportion  of 
the  profits,  but  there  was  no  special  agreement  by  the 
purchaser  to  keep  up  the  business,  it  was  held  by  Erie, 
G.  J.,  and  the  Court  of  Common  Pleas^  that  the  purchaser 
had  entered  into  an  implied  contract  to  keep  up  the 
business,  at  all  events  for  the  ten  years  over  which  the 
instalments  were  to  extend  (a).  It  seems  that  while 
such  an  implied  contract  would  give  a  right  to  damages 
if  broken^  it  could  not  be  specifically  enforced  in  Equity  (6), 
though  carrying  on  a  similar  business  under  a  different 
style  could  be  restrained  (c). 

In  some  cases  questions  have  been  raised  with  respect 
to  the  ownership  of  the  goodwill  of  a  business  carried  on 
on  mortgaged  premises.  This  has  most  frequently  been 
when  the  mortgaged  premises  have  been  taken  under 
compulsory  powers,  so  that  it  has  been  necessary  to  decide 
to  whom,  or  in  what  proportions,  the  purchase  money  was 
payabla  The  principle  which  governs  such  cases  was 
thus  laid  down  by  Cotton,  L.  J.  (d).  ^^  Goodwill  is  a  word 
of  which  few  people  understand  the  meaning.  It  is 
obvious  that  to  certain  kinds  of  goodwill  a  mortgagee  will 
be  entitled.  The  goodwill  which  attaches  to  a  house 
increases  the  value  of  that  house,  and  therefore  the 
mortgagee  is  entitled  to  that.  By  that  I  mean,  for 
instance,  there  is  a  well-known  public-house,  and  fiom 
its  position  being  well  known,  people  go  to  it ;  or  a  well* 
known  shop,  from  its  being  situated  in  a  good  thorough* 
fare,  people  go  to  it.  The  goodwill  is  attaching  to  the 
house,  and  adds  to  the  value  of  the  house.    But  there  may 


(a)  MeltUyre  v.  Belcher,  14  C.  B. 
N.  B.  664.  Compare  StKrriton  v. 
Ga/rdner,  2  Madd.  198. 

(b)  ZemuY.Zanffd&n,  7  Sim.  421. 
(o)  Ihans  v.  ffughes,  18    Jar. 

691.    And  see  Turner  v.  Major,  8 
Oiff.  442. 
(d)  Cooper  V,  Metropolitan  Board 


€f  WorJU,  53  L.  J.  Ch.  109  (this 
passage  is  given  rather  less  folly 
at  26  Ch.  D.  479),  and  see  Chmm 
y.  Dewee,  6  Rosb.  29;  Sm§  % 
Midland  RaUfcay  Co^  17  W.  B. 
113 ;  PiU  V.  PHe,  3  Ch.  D.  86;  A 
parte  PunneU;  In  re  £itehin,  16 
ih.  226. 
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be  other  goodwills  attaching  to  the  personal  reputation 
which  a  man  has  made  for  himself.  That,  of  course, 
does  not  go  to  the  mortgagee,  but  is  a  thing  personal 
to  the  man  whose  skill  and  whose  name  have  acquired 
tliat  goodwill.  It  does  not  follow  at  all  that  because  it 
is  called  *  goodwill  *  the  mortgagee  will  be  entitled  to  it. 
So  &r  as  it  is  incident  to  the  house,  and  is  connected 
with  the  house,  and  increases  the  value  of  the  house,  it 
goes  as  part  of  the  value  of  the  house  to  the  mortgagee." 

In  a  case  of  partnership,  the  goodwill  of  a  business.  Goodwill  is 
newspaper,  &c.,  including  the  firm  name,  is  partnership  ^^^"^^^^'^ 
assets,  and,  on  a  sale  of  the  partnership  business,  must  be 
sold  with  it,  for  the  benefit  of  the  partners  or  their  credi- 
tors (a),  and  a  receiver  may  be  appointed  until  the  sale  (6). 

On  a  dissolution  of  partnership  the  business  and  good-  Disposal  on 
will  may  be  disposed  of  in  three  different  ways :  by  sale,  ^^^^  ^^^^^' 
for  the  benefit  of  the  partners  or  their  creditors ;  by  the 
whole  concern,  including  the  trade  name,  being  taken  by 
one  partner  at  a  valuation ;  or  by  a  simple  division  of  the 
tangible  assets  of  the  partnership,  in  which  case  each  is 
at  liberty  to  use  the  trade  name  just  as  the  partnership 
did  previously  (o),  or  at  all  events  to  state  his  connection 
with  the  old  firm  (cQ.  But  where  a  partnership  was 
entered  into  for  a  certain  term,  an  injunction  was  granted 
to  restrain  one  of  the  partners  from  carrying  on  business 
with  others  under  the  old  partnership  name,  the  partner- 
ship term  not  having  expired  (e). 

(a)  Bradbury  v.  Dickens,  27 
Beav.  53;  Banks  v.  Gibson,  34 
Beay.  666;  Rail  v.  Ba/rrows,  4 
De  G.  J.  &  8.  150 ;  MoCormiok  v. 
MeCuhbin,  1  Ct  Sess.  Cas.  Ist 
aer.  I.  541 ;  Boj/tan  v.  Wilkes,  17 
How.  Pr.  610  ;  R.  Cox,  224. 

(b)  Marten  v.  Van  Schaick,  4 
Paige,  479 ;  WiUiafns  v.  Wilson, 
4  Saadf.  Ch.  379. 

(e)  Banks  v.  Gibson,  34  Bear. 
566;  Condy  v.  Mitchell,  37  L.  T. 
K  8.  268,  766  ;  Levy  v.  Walker,  10 
Ch.  D.  436 ;  Fenton  v.  Levy,  29  Sol. 


J.  735 ;  Chappell  r.  Griffith,  68 
L.  T.  N.  S.  459 ;  Weston  v.  Xetoham 
(1),  39  N.  Y.  Super.  Ct.  64;  S.  C. 
(2)  61  How.  Pr.  466 ;  Myers  v.  Kala- 
mazoo Buggy  Co,,  64  Micb.  215; 
Smith  V.  Imus,  32  Alb.  L.  J.  455. 

{d")  Clark  V.  Leach,  32  Beav.  14 ; 
Hookluim  V.  Pottage,  L.  R.  8  Ch. 
91 ;  Dicknoit  V.  McMaster  ^  Co,,  18 
It.  Jur.  202 ;  Peterson  v.  Humphrey, 
4  Abb.  Pr.  o94  ;  R.  Cox,  212.  See 
Matthcwn  V.  Hodgson,  2  Times 
L.  R.  899. 

{e)  £n^^andy.Curl''ng,SBeiiv.  120. 
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Compensation  On  a  dissolation  of  a  partnership  governed  by  articles^ 
the  retiring  partner  will  not  be  entitled  to  compensation 
for  his  share  in  the  goodwill,  except  in  accordance  with 
the  articles  (a).  Thus,  in  a  case  where  provision  was  not 
made  for  sach  compensation,  it  was  held  that  the  premises 
on  which  the  business  had  been  carried  on  for  many  years, 
and  which  the  continuing  partner  was  entitled  on  dissolu* 
tion  to  take  at  a  valuation,  were  to  be  valued  without 
regard  to  the  fact  of  previous  occupation,  as,  if  that  were 
taken  into  account,  it  would  have  the  effect  of  making  the 
partner  in  question  pay  for  the  goodwill  (6). 

But  for  a  retiring  partner  to  be  entitled  to  compensa* 
tion  for  his  share  in  the  goodwill,  it  is  not  necessary 
for  the  word  "  goodwill "  to  be  mentioned  in  the  article 
governing  the  distribution  of  the  partnership  property. 
In  Hall  V.  Hall  (c),  indeed,  it  was  held  that  a  provisioQ 
in  the   articles    for  the    valuation,    on    the   determina- 
tion of  the  partnership,  of  the  "property,   credits  and 
effects,"  and  "the  stock  in  trade  and  effects,"  did  not 
include  the  goodwill;   and  so  in  Dickson  v.  McMaster 
&  Go,  (d),  with   respect  to  the  term  "stock  in  trade, 
goods,  chattels  and  effects."     But  those  cases  must  be 
taken  to  be  overruled  by  the  cases  in  which  the  terms 
"  stock  belonging  to  the  partnership  "  (e)y "  property  and 
effects"  (/),  and  "effects  and  things"  (gr),  have  been  held 
to  include  goodwill. 

Where,  however,  the  partnership  articles  of  a  firm  of 
commission  merchants  provided  that  a  retiring  partner 


Steuart  v. 
Gladstone. 


(a)  Hall  V.  Ball,  20  Beav. 
139;  Kennedy  v.  Zee,  3  Mer. 
441-52 ;  Farr  v.  Pearce,  3  Madd. 
74;  Ste^uLTt  v.  Gladstone,  10  Ch.  D. 
626. 

Of)  Burfield  v.  Bouch,  31  Beav. 
241.  But  see  Dougherty  v.  Fan 
Nottrand,  Hoff.  68. 

((7)  20  Beav.  139. 

(rf)  18  It.  Jur.  202. 

(d)  HiUl  V.  Barrows,  4  De  G.  J. 
k  B.  150. 


(/)  Beynolds  v.  BnUoeJi,  47  L.  J. 
Cb.  773. 

(jy)  Barrow  v.  Barrow,  27  L.  T. 
N.  S.  431 ;  BoU  v.  Bulmer,  W.  N. 
1878,  p.  119 ;  and  see  SkipwrigU 
V.  ClemenU,  19  W.  R.  599.  Where 
the  interest  of  a  deceased  partner  is 
purchased  by  the  surviving  partner 
at  a  valuation,  under  the  Ohio 
statute,  the  value  of  the  goodwill 
must  be  included.  Bammelskerg 
V.  mteheU,  29  Ohio  St.  22. 
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should  receive  the  share  in  the  partnership  property  to 
which  he  was  entitled  upon  the  basis  of  annual  accounts 
takeB^  ander  another  article,  of  the  partnership  '^  estate 
and  effects,"  provision  being  made  thereby  for  a  fair 
valuation  and  appraisement  of  all  the  particulars  in- 
cluded in  such  accounts,  which  might  be  in  their  nature 
susceptible  of  valuation,  but  no  mention  being  made  of 
the  goodwill  of  the  business,  it  was  held  by  the  Court  of 
Appeal  that,  the  share  of  partners  in  the  goodwill  of  a 
commission  business  not  being  ordinarily  estimated  in 
calculating  their  annual  shares  of  profits,  and  that  not 
having  been  the  practice  in  the  case  before  them,  the 
goodwill  could  not  be  taken  into  account  and  valued  as 
being  included  in  the  partnership  "  estate  and  eflfects  "  (a). 

On  the  other  hand,  where  the  articles  of  partnership  GoodwiU 
provided  that  the  goodwill  should  belong  to  the  partners  '^^iS^I^ 
in  the  proportion  of  their  shares  in  the  business,  but 
should  not  be  taken  into  account  in  the  accounts  of  the 
partnership,  and  that  on  the  determination  of  the  partner- 
ship a  general  account  and  valuation  of  the  property  and 
effects  of  the  partnership  should  be  taken,  the  partnership 
being  dissolved  by  the  death  of  one  of  the  partners,  it  was 
held  by  Stuart,  V.-C,  that  the  goodwill  must  be  included 
in  the  valuation  of  the  partnership  property  (6). 

In  Featherstonhatigh  v.  Fenvdck  (c),  it  was  decided  that  One  partner 
on  a  dissolution  of  a  partnership,  not  provided  for  by  monopolise 
articles,  one  partner  could  not  secure  to  himself  the  whole  goodwill, 
b^efit  of  the  goodwill  by  claiming  to  take  the  share  of  articles, 
the  other  at  a  valuation,  or  requiring  him  to  remove  his 
proportion  firom  the  premises,  or  clandestinely  obtaining 
a  renewal  to  himself  of  the  lease  of  the  premises  occupied 
by  the  partnership ;  but  where  the  goodwill  goes  with  the 
premises,  it  has  been  held  in  America  that  the  partners 

(a)SteuaH   v.    Gladstone,    10  tfAtfZZv.i?«aJ(l),61N.  Y.  128.    As 

Ch.  I).,  626.  to  a  trade  mark,  see   Weston  v. 

{h)  Wade  V.  Jenkins,  2  Gift  609.  Keteham  (1),  39  N.  Y.  Super.  Ct. 

(«)  17  Yes.  298 ;  and  so  in  Mit-  H, 
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who  quit  the  premtBes  have  no  claim  in  respect  of  good- 
will against  a  partner  who  remains  on  the  premises  (a) ; 
and  where,  under  a  power  contained  in  the  aitideSy  a 
majority  of  the  partners  in  a  firm  expelled  another  partner, 
it  was  decided  that  in  the  yaloation  of  the  amount  to  whidi 
he  was  entitled,  the  value  of  the  goodwill  could  not  be 
taken  into  account  (b). 

If,  after  a  dissolution  of  partnership  by  the  death  of 
a  partner,  '^  the  surviving  partners  think  proper  to  make 
that  which  is  in  Equity  the  joint  property  of  the  deceased 
and  them  the  foundation  and  plant  of  increased  profit,  if 
they  do  not  think  proper  to  settle  with  the  executors  and 
put  an  end  to  the  concern,  they  must  be  understood  to 
proceed  upon  the  principle  which  regulated  the  property 
before  the  death  of  their  partner "  (c) ;  that  is  to  say, 
capital  belonging  to  the  estate  of  the  deceased  partner 
haying  been  risked,  such  a  proportion  of  the  total  profits 
as  are  attributable  to  that  capital  will  belong  to  that 

estate. 

But  in  the  computation  of  what  profits  are  attributable 
to  that  capital  a  variety  of  circumstances  have  to  be  taken 
into  consideration :  thus,  ''  the  nature  of  the  trade,  the 
manner  of  carrying  it  on,  the  capital  employed,  the  state 
of  the  account  between  the  partnership  and  the  deceased 
partner  at  the  time  of  his  death,  the  conduct  of  parties 
after  his  death,  all  of  which  may  materially  affect  the 
rights  of  the  parties  '*  (d). 

In  the  same  manner,  on  the  death  of  a  partner,  the 


(a)  Jlfu$$elmaH  and  Clark8on*9 
Appeal^  62  Penn.  St.  81. 

(b)  Steuart  v.  Oladaone,  10 
Ch.  D.  626. 

(o)  Per  Lord  Bldon,  C,  in  Craw- 
ikay  y.  CoUim,  15  Yes.  227.  And 
see  Featheritonkaugh  v.  Fenwick^ 
17  Yes.  298 ;  Heatheote  t.  MtUme, 
1  Jao.  k  W.  122;  Bronm  y.  De 
Taitet,  Jac.  284  ;  Cook  y.  Colling- 
ridge,   Jao.    607;    Macdcnald   y. 


Bicha/rdion,  1  Giff.  81 ;  and  Pantmi 
y.  Hayward,  31  li.  J.  Ch.  666. 

(d)  PerWigram,Y.-C.,m  WWeti 
y.  Blanford,  1  Hare,  253.  And  see 
Simpson  v.  Chapman^  4  De  6.  M.  A: 
G,  164,  where  these  remarks  were 
highly  approved  by  Tamer,  L.  J., 
and  it  was  held  that,  under  the 
circnmstances  of  the  case,  DotHng 
was  dne  to  the  estate  of  the  de- 
ceased partner. 
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goodwill  ought,  if  there  is  no  provision  regulating  its 
destination  in  such  an  event,  to  be  sold  for  the  benefit  of 
the  partnership,  and  if  that  is  not  done,  the  continuing 
partners  will  have  to  account  to  the  estate  of  the  deceased 
partner  for  his  share  in  the  goodwiU. 

There    is,  indeed,   a  distinct    decision   (a)   by  Lord  Goodwill  does 
Loughborough,  C,  that  upon  a  dissolution  of  a  partner- 
ship without  articles  the  goodwill  survives  to  the  surviving 
partner.     This  position  was,  however,  doubted  by  Lord 
Eldon,  C,  in  Crawahay  v.  CMvns  (6)  ;  and  it  is  now 
thoroughly  established  that  the  goodwill  is  partnership 
assets.     ''The  goodwill  of  a  trade,  although  inseparable 
from  the  business,  is  an  appreciable  part  of  the  assets 
of  a  concern,  both  in  fact  and  in  the  estimation  of  a 
Comt  of  Equity.     Accordingly,  in  reported  cases,  Lord 
Eldon  held  that  a  share  of  it  properly  and  as  of  right 
belonged  to  the  estate  of  the  deceased  partner.     It  does 
not  survive  to  the  remaining  partners,  unless  by  express 
agreement ;  but  it  may  by  agreement,  as  it  may  be  agreed 
that  any  particular  portion  of  the  partnership  assets  shall 
80  survive.    Groodwill  manifestly  forms  a  portion  of  the 
subject-matter  which  produces  profits,  which  constitutes 
partnership  property,  and  which  is  to  be  divided  between 
the  surviving  partners  and  the  estate  of  the  deceased 
partner,  according  to  the  terms  of  the  contract,  and  when 
that  is  silent,  according  to  their  shares  in  the  concern"  (o). 
The  share  of  the  deceased  partner  in  the  concern  is 
not,  however,  the  sole  guide  to  the  interest  of  his  estate 
in  the  goodwill.     The  various  circumstances  alluded  to 
by  Wigram,  V.-C,  in  WiUdt  v.  Blanford  (d)  must  be 


(a)  ffamnumd'v.DinifflaSf  6  Yes. 
539.  And  Bee  Lewis  v.  La/n^dorit  7 
Sim.  421 ;  RoherUon  v.  Q^adding- 
tony  28  Beav.  629 ;  Towng  v.  Jofies 
Brothers  ^'  Co.,  3  Hughes,  274. 

(J)  15  Ves.  227. 

(<?)  Per  Romllly,  M.  R.,  in 
WedderHm  v.  Wedderhtm,  22 
Beay.  84.    And  see  Macdonald  v. 


Richardson,  1  Glff.  81 ;  Bradbury 
V.  Bichens,  27  Beav.  58;  Smith 
V.  IhfereU,  27  Beav.  446 ;  ffall  v. 
Barrows,  4  De  G.  J.  &  S.  150;  Mo- 
Cormioky,  MoCublnn,Ct.  Sess.  Cas. 
1st  ser.  I.  541 ;  Boagherty  v.  Van 
Nostrand,  Hoff.  68  ;  Bayton  v. 
Wilhes,  17  How.  Pr.  510;  R.  Cox,  224. 
{d)  1  Hare,  263. 
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considered.  Thus,  where  at  the  time  of  the  death  of  one 
of  two  partners  the  partnership  was  insolvent,  and  the 
deceased  partner  indebted  to  the  partnership,  and  the  sur- 
viving partner  subsequently  carried  on  the  business  with 
such  energy  and  success  that  he  was  able  at  a  later  period 
to  sell  the  goodwill  for  £1700,  it  was  held  bj  Jessel, 
M.  R.,  that  the  surviving  partner  was  only  liable  to  account 
to  the  estate  of  his  deceased  partner  for  the  value  of  a 
moiety  of  the  goodwill  at  the  time  of  the  latter's 
death  (a). 

With  respect  to  the  trade  name,  Shadwell,  V.-C.,  in 
Leivis  V.  Langdon  (6),  expressed  an  opinion  that  it 
survived,  but  the  decision  in  that  case  only  amounted  to 
this :  that  one  of  three  executors  of  a  deceased  partner 
in  the  firm  of  ''  Brookman  &  Langdon  "  had  no  right  to 
set  up  in  business  as  '^  Brookman  &  Langdon,"  and  that 
the  surviving  partner,  who  was  carrying  on  business  as 
^'  James  Lewis  &  Co.,  successors  to  Brookman  &  Langdon," 
had  sufficient  interest  in  the  name  of  the  old  firm  to 
restrain  an  unauthorised  use  of  it  (c)  ;  and  it  seems  that 
one  member  of  a  firm  cannot,  on  the  death  of  his  partner, 
monopolise  all  the  benefit  to  be  derived  from  the  use 
of  the  firm  name  (d),  although,  if  he  purchases  the 
interest  of  his  deceased  partner  from  the  latter's  execu- 
tors, he  will  be  entitled  to  the  exclusive  use  of  the  old 
firm  name  (e). 

When,  on  a  dissolution  of  partnership,  the  goodwill  of 
the  business  becomes  the  property  of  some  of  the  former 
partners,  with  it  they  acquire  the  right  of  representing 


(a)  Brou^^hton  v.  JBroughton,  44 
L.  J.  Ch.  626.  And  compare 
Simpson  v.  Chapvtan^  4  De  G.  M.  k 
G.  154. 

{h)  7  Sim.  421.  See  MUner  v. 
Beed,  Dig.  328. 

(o)  In  this  respect,  Hine  v.  Lart^ 
10  Jur.  106,  and  Dent  v.  Turpin,  2 
J.  &  H.  139,  seem  to  be  in  point,  as 
in  those  cases  the  plidntin  had  a 


certain  right,  bat  not  an  exclnsiTe 
right,  in  the  trade  marks.  See 
Scott  V.  Soott,  16  L.  T.  N.  S. 
143. 

(d)  A  decided  opinion  fo  this 
effect  is  expressed  in  Lindlej  on 
Partnership.  And  see  Fetm  y. 
Bollet,  7  Abb.  Pr.  202. 

(e)  Phelan  v.  Collender,  13  N.  Y 
Snp.  Ct  244. 
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their  remodelled  business  as  being  the  continoation  of  th^ 
old  one ;  and  they  are  at  liberty  to  express  this  by  styling 
themselves  "B.  &  C,  late  A.  and  B./'  or  "B.  &  C, 
soocessors  to  A.  &  B./'  or  by  using  any  similar  words  (a). 
If  they  continue  to  use  the  style  of  the  old  business, 
"A.&B.,"  as  before,  then,  as  regards  the  partner  by  whose 
retirement  or  death  the  dissolution  has  been  brought 
about,  it  does  not  appear  that  he  or  his  estate  will  be 
exposed  to  loss  or  inconvenience,  or  that  he  or  his  repre- 
sentatives have  any  ground  for  complaint  (6)  ;  and,  as 
regards  the  public,  it  seems  that  the  use  of  the  old  name 
does  not,  as  a  rule,  constitute  any  false  representation,  the 
only  statement  being  that  the  new  firm  is  carrying  on 
the  business  of  the  old  one  (o).  Such  continued  user, 
however,  will  not  be  permitted  when  it  can  be  only  for  an 
improper  and  firaudulent  purpose,  and  in  order  to  deceive 
the  public  {d)  ;  nor  where  the  partnership  has  been  only 
contrived  with  a  view  to  giving  the  purchaser  of  a  pro- 
fessional business  the  means  of  appropriating  to  himself 
the  personal  reputation  of  the  vendor  (a). 

When  a  partner  has  retired  from  a  business,  his  share  Riglitaon 
and  interest  therein  being  taken  over  by  the  continuing  retirement  o/ 
partners,  or  when,  on  the  death  of  a  partner,  the  partner-  ^7  death  and 
ship  business  has  been  sold,  the  retiring  or  surviving  wilL 
partner,  as  the  case  may  be,  has  full  liberty  to  set  up  a 
precisely  similar  business  to  that  which  the  partnership 
carried  on,  but  he  must  not  represent  it  to  be  the  same 

(a)  Ckwrton  v.  DougUu,  Johns.  {e)  Banks  y.   Oibson,  84  Beav. 

174 ;  Leans  v.  Zangdan,  7  Sim.  421 ;  566  ;  AuHn  v.  Molt,  2  K.  &  J.  66. 

Hoohkam  v.  Pottage,  L.  B.  8  Ch.  And    see    Leather    Cloth    Co,    v. 

91 ;  Peterson  V.  Humphrey,  4  Abb.  American  Leather  Cloth  Co.,  1  H. 

Pr.  394 ;  R.  Cox,  212 ;  MeGoman  k,  M.  271 ;  4  De  G.  J.  &  S.  137;  11 

Brotheri  Pump  J^  Machine  Co.  v.  H.  L.  C.  623 ;  Phelan  v.  CoUender, 

McGoman,  2  Cine.  313 ;  Phelan  v.  13  N.  T.  Sap.  Ot.  244 ;  Prohasoo 

CoUender,  13  N.  Y.  Sap.  Ct.  244 ;  v.  Bouyon,  1  Mo.  App.  241 ;  OahesY. 

Tmmg  y.  Jones  Brothers  ^  Co,,  3  Tonsmierre,  4  Woods,  647. 

Hoghes,  274     Bat  see  Reeves  v.  {d)  Defioe  v.  Mason,  Dig.  634; 

Dtniehe,  12  Abb.  Pr.  N.  8.  92.  41  L.  T.  N.  S.  673. 

(*)    See   Levy   v.    Walker,    10  (e)  Thornbv/ryY.Bev%a,lY,kO, 

Cb.  D.  436,  and  cases  at  pi  845-6,  Cb.  654.     And  see  Oakes  v.  Ttms- 

euprd.  mierre,  4  Woods,  547. 
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btuiness  (a).  To  nse  the  language  of  Fry,  J.,  in  Mogford 
V.  Cov/rtenay  (b)  ^'  the  rights  of  a  late  partner  who  has  no 
interest  in  the  goodwill  of  the  old  business,  to  carry  on 
trade  are  somewhat  refined.  They  amount  shortly  to  this— 
that  he  may  carry  on  a  similar  trade  or  similar  business ; 
he  cannot  carry  on  the  identical  business.  He  is  at  liberty 
to  do  everything  which  flows  from  the  right  to  cany  on  a 
similar  business ;  he  is  prohibited  or  liable  to  be  restrained 
from  doing  anything  which  conduces  to  his  carrying  on  the 
identical  business ;  but  what  acts  come  within  either  of 
those  classes  is  a  question  of  very  considerable  nicety.'" 
To  this  extent  the  rights  of  an  expelled  partner  are  the 
same  as  if  he  had  retired  voluntarily  (c).  In  the  valuatioii, 
therefore,  of  the  share  of  a  retiring  or  dead  partner,  which 
is  to  be  taken  over  by  the  surviving  partner,  this  fiic 
should  be  taken  into  consideration,  as  it  may  materially 
affect  and  even  destroy  the  value  of  the  share  (d) ;  and 
when  the  business  is  to  be  sold,  that  &ct  should  be  stated 
in  the  particulars  of  sale,  in  order  that  the  purchaser  may 
be  able  to  buy  with  a  full  knowledge  of  the  facts  («).  In 
Smith  V.  Everett  (/),  the  survivor  of  two  partners  in  a 
banking  business  sold  the  business,  and  it  was  held  that 
the  estate  of  the  deceased  partner  was  entitled  to  a  share 
of  so  much  of  the  purchase  money  as  was  attributable  to 
the  goodwill.  Eomilly,  M.  B.,  directed  that  this  value 
should  be  ascertained,  regard  being  had  to  the  facts  that : 
Ist,  the  partnership  premises  belonged  to  the  survivor; 


(a)  Kennedy  v.  Lee^  3  Mer.  441- 
52 ;  Ha/rrUon  v.  Gardner^  2  Madd. 
198;  Chwrton  v.  DattgUu,  Johns. 
174 ;  Hall  v.  Barrows,  4  De  G.  J. 
&  8.  150 ;  Clark  v.  Leach,  32  Beav. 
14;  Bond  v.  Milboum,  20  W.  R. 
197 ;  Hookham  v.  Pottage,  L.  R.  8 
Ch.  91 ;  Selby  v.  Anchor  Tube  Co,, 
W.N.  1877, p.  191;  Wolmerahatuen 
V.  O'Connor,  3G  L.  T.  N.  S.  921; 
Leggott  v.  Barrett,  15  Ch.  D.  306  ; 
Bammehherg  v.  Mitchell,  29  Ohio 
St.  22;  Cottrellw  Babcock  Jointing 


Pren  Manttfaeturing  Co*,  35  Alb. 
L.  J.  129. 

(ft)  45  L.  T,  N.  S.  303. 

(c)2>aw«w»v.^«?i«i,22Ch.D.504. 

(rf)JI/^ttwiAv.JB»ii,28Beav.453; 
Davie9  v.  Hodgwn,  25  Bear.  177  ; 
BammeUberg  v.  JiitcheU,M  ntpra, 

(jB)  Cook  V.  CniHngridge,  Jaa  607 ; 
Hall  V.  Bammt^  4  De  G.  J.  *  S. 
150.  And  see  the  fonn  settled  by 
the  L.  J  J.  in  Joknton  v.  EeUdey,  2 
De  O.  J.  &  S.  446. 

(/)  27  Beav.  446. 
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Sadly,  the  sarviv^or  had  the  right  to  carry  on  the  bosiness 
of  a  banker  on  the  same  premises  after  the  sale  of  the 
goodwill;  3rdly,  the  sole  right  of  issuing  bank  notes 
survived  to  him. 

Unless  he  has  specially  contracted  not  to  do  so  (a),  a  Retiring  or 
retiring  or  surviving  partner  may  advertise  generally  the  Sartnermay 
&cts  that  he  was  connected  with  the  former  business,  and  ^^^  fomier 

oozuiectioii. 

that  he  is  estabUshing  a  new  business,  and  is  not  debarred 

from  soliciting  the  customers  of  his  former  firm  (6),  and 

he  may  style  himself  "  formerly  "  or  "  late  "  of  the  firm, 

and,  if  he  occupies  the  premises  formerly  occupied  by  the 

firm,  may  state  that  they  were  so  occupied ;  but  he  may 

not  describe  himself  as  "  successor  to  "  the  old  firm. 

A  retiring  partner  may  advertise  the  discontinuance  of  And  the 
• .       _..  ...       .  •j»'i»         ji^ii.         _x        !_•      tennination 

his  participation  in  a  periodical  issued  by  the  partnership,  of  that  con- 

but  he  is  not  at  liberty  to  advertise  its  discontinuance  J^^otion. 
generally,  any  more  than  he  might  represent  the  partner- 
ship to  have  ceased  to  carry  on  business,  upon  his  own 
retirement  (o).  And  where  an  ex-partner  knowingly 
allowed  his  former  firm  to  continue  to  use  his  name,  it 
vas  held  that  he  was  estopped  from  denying  his  partner- 
ship as  against  a  person  who  had  acted  in  the  belief  that 
he  was  still  a  partner  (d). 
While,  however,  a  retiring  partner  is  not  at  liberty  to  Neoeasaiy  an- 

.  _  J        noancements 

depredate  the  property,  his  share  in  which  has  passed  to  may  be  made, 
others  («),  a  partner  who  has  bought  the  share  of  his 
partner  may,  even  before  the  purchase  is  in  all  respects 

(a)  Wolmershausenv,  O'Connor,      Morgcm   y.   Sekuyler,   79    N.    Y. 
36  L.  T.  N.  8.  921.  490. 

(b)  Pearson  Y,  Pea/rton,  27  Ch.  D.  (o)  Bradbury  v.  Dickom,  27 
143 ;  Vernon  y.  ffallam^  34  Ch.  D.  Beav.  53.  In  JSngland  v.  Curling, 
74&  See  Bradburif  y.  i>ichen8,  27  8  Beav.  129,  an  Injanction  was 
B^av.  53 ;  C^ark  v.  Leach,  32  Beav.  granted  to  restrain  a  partner  from 
14 ;  Labouehere  v.  Dawson,  L.  B.  publishing  notices  of  the  dissolu- 
13Eq.322;  Oraveieyy,  Winchester,  tion  of  the  partnership  dnring  the 
tSeton,  4th  ed.,  257;  Burrows  v.  term  for  which  it  was  to  subsist. 
Jfoster,!  ^,  ISL.  15G;  Selbyy.  Anchor  {d)  Richards  y.  Hunt,  65  Ga. 
TmU  Co.,  W.  N.  1877,  p.  191 ;  342.  So  in  Backus  v.  Taylor,  84 
^gm  Y.  Barrett,  16  Ch.  D.  306 ;  Ind.  503. 

WaiJter  y.  Mottram,  19  ih.  355 ;  (r)  Bradbury   y.   Dickens,   ubi 

Dawson   r.    Beeson,    12  ib,  504;       seupra. 
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completed,  publish  statements  which  are  necessary  to 
induce  others  to  join  him,  and  to  enable  him  to  cany  on 
the  business,  though,  in  the  opinion  of  the  selling  partner, 
that  may  have  a  prejudicial  effect  on  what  is  still  in  a 
sense  the  partnership  property  (a). 
BoBiness  Where  two  partners,   having    been  in  the  habit  of 

separate^^  ^^  carrying  on  the  partnership  business,  each  in  a  separate 
distrlctfl.  district,  agreed  to  dissolve  partnership,  the  premises,  stock, 
and  goodwill  to  be  sold,  or  until  sale  to  vest  in  a  receiver, 
Stuart,  V.-C,  restrained  one  partner  firom  carrying  on  the 
business  on  his  own  account  in  one  district,  and  directed 
him  to  account  for  the  profits  (6). 
Bight  of  Again,  where    it  was    provided    by  the    partnership 

e^^^n  pro-  |^,^j^ji^  thai,  on  the  death  of  one  of  the  partners,  his 
personal  representative  should  have  the  right  to  elect, 
within  three  months,  to  take  the  deceased  partner  s  share 
in  the  business,  Wood,  V.-C,  restrained  the  surviving 
partner  from  carrying  on  the  business  under  any  other 
firm  or  style  than  that  used  in  the  lifetime  of  the  deceased 
partner,  for  three  months,  or  until  election  by  his  repre- 
sentative (c).  But  it  seems  that  though  the  Coort  caa 
restrain  the  surviving  partner  from  carrying  on  the  busings 
in  any  other  name,  it  has  no  means  of  compelling  him  to 
carry  it  on  in  the  original  name  (d). 
Valaation  of  The  value  of  a  goodwill,  or  share  of  a  goodwill,  is 
^°  usually  estimated  at  so  many  years'  purchase  upon  the 

amount  of  the  profits  (e)  ;  thus,  in  MdJLersh  v.  Keen  (/),  it 
was  fixed  at  one  year's  purchase  of  the  net  annual  profits, 
calculated  on  an  average  of  three  years  (gr). 

(fl)  Marshally,  TTat^cwi, 25 Beav.  (e)  Jl«#f<fnv^oy«,2DeGAJ.626. 

601.  (/)  28  Beav.  453. 

(J)  Turner  v.  Major,  3  Gift.  442.  (^)  As  to  other  circnmstances  to 

(c)  JEvans  v,  Mvghes,  18  Jur.  be  considered,  see /Sati/A  v.  .^wvtt, 
691.  27  Beav.  446  ;  JoJintm  v.  HeUele^, 

(d)  LenU  v.  Langdon,  7  Sim.  421.  34  Beav.  63  j  2  De  G.  J.  &  S.  446. 
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THE  PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 
1883-8,  AND  THE  RULES  AND  INSTRUCTIONS 

THEREUNDER. 


Thb  Patents,  Designs,  and  Trade  Masks  Act,  1883  (a), 

46  &  47  Vict.,  c.  57. 

An  Act  to  amend  and  consolidate  the  Law  relating  to  Patents  for 
Inventions,  Registration  of  Designs,  amd  of  Trade  Marks. 

[25^  Anygust,  1883.] 

Bb  it  enacted  by  the  Queen's  most  excellent  Majesty,  by  and 
vith  the  advice  and  consent  of  the  Lords  spiritual  and  tem- 
poral, and  Commons,  in  this  present  Parliament  assembled, 
and  by  the  authority  of  the  same,  as  follows : 


Marks  Act,  1883.' 


PART  L  Part  I. 

PbeliminaeT.  Prelimiiiary. 

Lted  as  the  Patents,  Designs,  and  Trade  Short  title. 


2.  This  Act  is  divided  into  parts,  as  follows  : —  Division  of 

Part  I. — Peeuminaet.  p^^rts 

Part  IL — Patents. 
Part  III. — Designs. 
Part  IV. — Trade  Maeks. 
Part  V. — General. 

3,  This  Act,  except  where  it  is  otherwise  expressed,  shall  Commence- 
commeDce  from  and  immediately  after  the  thirty-first  day  of  ™^*  ®^  '^^* 
December,  one  thousand  eight  hundred  and  eighty-three  (6). 

(a)  The  parts  of  this  Act  which  have  been  expunged  by  the  later  Acta 
sie  printed  in  italics,  and  the  provisions  which  have  been  introduced  are 
printed  in  brackets. 

(6)  The  Act  of  1886,  except  where  otherwise  provided,  commenced  on  the 
Ist  Janoaiy,  1889  (§  28). 
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PART  II.    (Seos.  4-46). 
Patents. 


PART  III.     (Secs.  47-61). 
Designs  (a). 


(a)  For  §  51,  requiring  articleB  bearing  a  rogirtered  design  to  be  zaaiked 
■0  as  to  denote  the  fact  of  rogistration,  see  Appendix  p.  596. 


PART  IV. 

Trade  Marks. 

EegistraUon  of  Trade  Marki. 


Application  62. — Q.)  The  comptroller  (a)  may,  on  application  bj  or  on 

for  registra      behalf  ot  any  person  (6)  claiming  to  be  the  proprietor  (c)  of  a 
^^  trade  mark  {d),  register  the  trade  mark  («). 

(2.)  The  application  (/)  must  be  made  in  the  form  set  forth 
in  the  first  schedule  to  tikis  Act,  or  in  such  other  form  (jg)  as 
may  be  from  time  to  time  prescribed  (h),  and  must  be  left  at, 
or  sent  by  post  to  the  PcUetU  Office  in  the  prescribed  manner  [such 
place  and  in  such  manner  as  may  be  prescribed]  (t). 

(3.)  The  application  must  be  accompanied  by  tiie  prescribed 
number  of  representations  (Jc)  of  the  trade  mark,  and  must 
state  the  particular  goods  or  classes  of  goods  {t)  in  connection 
with  which  the  applicant  desires  the  trade  mark  to  be 
registered. 

(4.)  The  comptroller  may,  if  he  thinks  fit  (w),  refuse  to 
register  a  trade  mark  (n) ;  but  any  such  refusal  shall  be  sub- 
ject to  appeal  to  the  Board  of  Trade  (o),  who  shall,  if  required, 
hear  the  applicant  and  the  comptroller,  and  may  ma^e  an 
order  determining  whether,  and  subject  to  what  conditions  {jp), 
if  any,  registration  is  to  be  permitted. 

(5.)  The  Board  of  Trade  may,  however,  if  it  appears  expe- 
dient, refer  the  appeal  to  the  Oourt ;  and  in  that  event  the 
Court  shall  have  jurisdiction  to  hear  and  determine  the  appeslt 
and  may  make  such  order  as  aforesaid  {q), 

[(6.)  Where  an  applicant  for  the  registration  of  a  trade  mark 
otherwise  than  under  an  International  Convention  is  out  of 
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the  United  Kingdom  at  the  time  of  making  the  application, 
lie  shall  give  the  comptroller  an  address  for  service  in  the 
United  Kingdom,  and  if  he  fails  to  do  so  the  application  shall 
not  he  proceeded  with  until  the  address  has  heen  given.] 

Ilie  amendments  in  thia  section  were  made  by  §  8  of  Uie  Act  of  1888. 

(a)  The  Comptroller  General  of  Patents,  Designs,  and  Trade  Marks  :— 
§117. 

(6)  "Person"  includes  a  body  corporate,  §  117,  Rule  41.  There  is  no 
limitation  to  British  subjects,  and  the  practice  hitherto  has  been  to  grant 
registration  to  aliens.  S€«,  however.  In  re  JlivUre  ^  Co.^  26  Ch.  D.  48. 
Bj  §  103  a  certain  priority  is  given  to  foreign  applicants  who  have  applied 
for  registration  in  their  own  countries. 

(t)  By  '*  claiming  to  be  the  proprietor "  nothing  more  is  meant  than 
"  cbiming  to  be  the  first  to  adopt,"  whether  there  has  been  any  user  or  not. 
The  doubt  expnsssed  in  In  re  Andertan,  54  L.  J.  Ch.  1084,  Edwards  y. 
IktmiM,  30  Ch.  D.  454,  and  In  re  Lyndon,  82  Ch.  B.  109,  is  now  removed  : 
In  re  Hudson,  .32  Ch.  D.  811.  Since  by  §  77  a  trade  mark  cannot  be  pro- 
tected until  either  it  has  been  registered  or  registration  has  been  refused,  it 
kaidly  seems  that  there  can  be  any  effective  proprietorship  until  registration 
basbeen  granted,  or,  in  the  case  of  an  old  mark — i.e.,  a  mark  used  before 
AnguBt  13th,  1875— refused. 
((Q  Asto  what  is  a  trade  mark,  see  §  64,  infrd,  and  Ch.  2. 
{€)  As  to  the  mode  of  registration,  see  Rules  32-35.  By  Rule  33,  if  an 
appliont  dies  before  registration,  the  trade  mark  may  be  registered  for 
the  sacoessor  to  the  goodwill  of  his  business. 

(/)  For  the  mode  of  making  application,  see  Rules  7-16.  By  §  81  (3) 
ipi^cations  for  registration  of  Hallamshire  cutlery  marks  must  be  made 
to  the  Cutlers'  Company. 

(g)  Form  F  in  the  second  Schedule  to  the  Rules  is  substituted  for  Form  F 
in  the  Schedule  to  the  Act     See  Rules  4,  5. 
(A)  «  Prescribed,"  ue,,  by  the  Rules.    See  §  117. 
(0  See  Rule  16. 

{k)  Four  in  classes  23-35;  three  in  other  classes.  See  Rule  13  and 
FormG. 

(0  The  application  may  be  for  auy  goods  in  a  class:  see  Foim  F.  But 
it  should  be  only  for  the  particular  goods  for  which  the  applicant  has  used 
or  is  about  to  use  the  mark :  Edwards  v.  Dennis,  80  Ch.  B.  454.  For  the 
daasification  of  floods,  s«e  Rule  6  and  the  Third  Schedule  to  the  Rules. 

(ai)  The  comptroller's  discretion  to  allow  the  registration  of  a  trade  mark 
18  limited  by  §§  tt9,  72,  73  (see  per  Cotton,  L.  J.,  in  In  re  Australian  Wine 
Importers,  Id,,  41  Ch.  D.  278,  and  per  Pearson,  J.,  m  In  re  Price's  Patent 
Candle  Co^  27  Ch.  D.  681).  And,  further,  "the  question  whether  the 
comptroller  shall,  in  the  exercise  of  the  discretion  which  the  Act  gives  to 
him,  register  a  trade  mark,  is  a  very  different  question  from  any  of  the 
questions  upon  a  trade  mark  that  can  be  raised.  He  is  quite  within  his 
duty,  and  he  is  quite  entitled,  if  be  thinks  that — either  because  there  are 
woids  in  it,  the  exclusive  use  of  which  would  be  calculated  to  deceive,  or 
otherwise — there  is  a  sufficient  reason,  to  say,  *  No ;  I  do  not  think  it  is 
proper  to  register  this  trade  mark  "  (per  Kay,  J.,  in  7n  re  Dunn,  41  Ch.  D. 
43»,  and  Bee  7n  re  Marks  <fc  Tellefsen,  79  L.  T.  (Journal)  247  ;  In  re  Speer, 
55  L.  T.  N.8.  880).  It  is,  however,  to  be  observed  that  in  Orr-Ewing  v. 
lUffistrar  of  Trade  Marks,  4  App.  Cas.  497,  Lord  Blackburn,  referring  to 
§  5  of  the  Act  of  1875,  by  which  it  was  provided  that  the  Court  **may  " 
<linct  registration  of  a  trade  mark  t^  which  a  claimant  is  entitled,  said,  "  I 
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cannot  oonstrue  tbifl  section  as  meaning  anything  else  than  that,  where  the 
Court  of  Chancery  is  satisfied  that  the  applicant  is  a  person  who  is  for  the 
time  belDg  entitled  to  the  exclusive  use  of  a  trade  mark  in  accordance  with 
law,  and  that  the  trade  mark  is  one  within  the  definition  in  the  Act^  the 
Court  is,  ex  dAUo  juUUia,  to  rectify  the  rogister,  just  as  it  would,  before 
the  Act  of  1876,  have  been  bound  ex  debUo  jutUtice,  on  nmilar  proof,  to 
prevent  any  one  infringing  the  trade  mark  shown  to  be  his  property.**  And 
his  lordship  went  un  to  tay  that,  though  the  burden  of  proof  lay  upon  the 
pefeon  malung  the  application,  yet  if  he  did  produce  such  proof  as  would, 
ID  the  opinion  of  the  Court,  entitle  him  to  an  injunction,  he  did  not  think 
that  the  Court  had  any  discretion  to  consider  whether  the  r^gistiation  would 
be  inconvenient.  If  the  comptroller  has  an  absolute  discretion  to  reject 
any  mark  he  thinks  fit,  the  result  may  be,  in  the  case  of  an  old  maik,  to 
destroy  a  very  valuable  property  without  redress.  In  any  event  the  comp- 
troller is  forbidden  to  refuse  registration  without  giving  the  applicant  an 
opportunity  of  being  heard  :  §  &4. 

(n)  Before  refusing  to  register  a  mark,  the  comptroller  is  to  give  the 
applicant  ten  days*  notice  of  a  time  when  he  may  be  heard  personally  or  bj 
his  agent.     §  94  and  Rules  17-19. 

(o)  See  Bules  20-26  and  Form  H. 

(p)  As  to  limited  registration,  see  note  (e)  to  §  72  ti^/fti. 

iq)  The  Courtis  the  High  Court  of  Justice  in  England :  §  117.  The  Court 
has  no  jurisdiction  to  deal  with  an  application  which  the  comptroller  has 
refused,  except  upon  an  appeal  to  the  Board  of  Trade  and  a  reference  of  the 
matter  by  the  Board  to  the  Court :  In  re  Normal  Co.,  LcL,  35  Ch.  D.  S31. 
But  the  Board  should  refer  the  matter  to  the  Court :  /%.  On  the  matter 
coming  before  the  Court  all  objections  can  be  taken,  whether  originally 
raised  by  the  comptroller  or  not :  In  re  Sanitat  Co.^  Ld.j  68  L.  T.  N.  £>.  16'J. 
When  the  comptroller  refuses  an  application,  and  the  matter  is  taken  to  the 
Court,  the  usual  rule  is  to  make  tiie  applicant  pay  the  comptroller's  costs, 
whether  successful  or  unsuccessful :  In  re  Van  Duzer,  84  Ch.  D.  628.  See 
Rule  44  as  to  entering  orders  of  the  Court  on  the  register. 

¥°^^  ^i^^  ^3-  Where  registration  of  a  trade  mark  has  not  been  or 
^^P^^|^°^  shall  not  be  completed  within  twelve  months  from  the  date  of 
tion.  the  application,   hj  reason  of   default  on  the  part  of  the 

applicant,  the  applioation  shall  he  deemed  to  he  cthandoned  (a) 
[the  comptroller  shall  give  notice  of  the  non-completion  to 
the  agent  employed  on  behalf  of  the  applicant,  and  if  at  the 
expiration  of  fourteen  days  from  that  notice  the  registration 
is  not  completed,  shall  give  the  like  notice  to  the  applicant, 
and  if  at  the  expiration  of  the  latter  fourteen  days,  or  such 
further  time  as  the  comptroller  may  in  special  cases  permit, 
the  registration  is  not  completed,  the  application  shall  be 
deemed  to  be  abandoned]. 

(a)  This  provision  was  first  made  by  the  edition  of  March  1883,  of  the 
Rules  under  the  old  Acts.  The  amendments  in  this  section  were  mad£  by 
§  9  of  t^e  Act  of  1888.  By  the  combined  operation  of  this  section  and 
§  113  all  applications  not  completed  within  twelve  months  by  the  appli* 
cant's  default  lapse,  whether  they  were  pending  at  the  date  of  this  Act  or 
have  been  made  subsequently :  In  re  uayvoard  ^  Co.,  54  L.  J,  Ch.  1003. 
And  this  is  so,  though  the  default  was  occasioned  bv  the  neglect  of  the 
applicant's  agent)  and  not  of  the  applicant  himself  :  Jacnon^  Co.  v.  Napptft 
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35  Ch.  p.  162.  But  a  trade  marie  regiiitered  in  1886,  in  purBuanoe  of  an 
application  made  in  1879,  was  allowed  to  remain  on  the  register,  mibject  to 
certain  discJaimera,  and  to  the  entry  of  a  note  on  the  register  wiftting  the 
five  yean  for  the  purposes  of  §  76  run  from  1886  and  not  from  1879  : 
In  re  ffayward  4*  Oo-t  64  L.  J.  Ch.  1008.  An  application  which  has 
been  abandoned  may  afterwards  be  renewed,  at  all  events  where  the  appli- 
cants are  Dot  personally  in  default :  Jaekaon  Jfr  Co.  v.  Napper,  36  Ch.  D.  162 ; 
In  ft  Bancroft  ^  Co.,  6  P.  R.  209.  In  /n  rt  United  Vineyard^  Proprietora 
Co.,  Stirling,  J.,  Nor.  8th,  1889,  an  application  m«de  in  1876  had'lapeed 
in  consequence  of  the  applicants  having  faUed  to  comply  with  a  request 
from  the  registrar  for  the  payment  of*  the  final  fee,  the  letter  containing 
Rich  request  having  miscarried.  The  applicants  supposed  that  the  nuurk  had 
been  registered,  and  took  no  further  step.  In  1882  a  somewhat  similar 
new  inark  was  registered  for  the  same  goods  by  another  firm.  In  1 889 
the  mistake  was  discovered  by  the  original  applicants,  and  they  at  once  made 
a  fresh  application.  The  matter  was  referred  to  the  Court,  and  it  was 
held  that^  the  mark  having  been  used  long  before  187*'(,  the  registration 
aboold  proceed,  notwithstanding  that  the  fimi  registered  in  1882  refused  to 
oonient*  while  not  appearing  to  actively  oppose. 

64.— {!.)  For  the  purposes  of  this  Act,  a  trade  mark  must  Conditions  of 
wnsist  of  or  contain  at  least  one  of  the  following  essential  par-  registration 
Hcidars  (a)  ;  ^*  *™*^®  ™"*^ 

(a.)  A  name  of  an  individual  or  firm  printed ^  impressed,  or 
vxjven  in  some  particular  and  distinctive  manner  (b) ; 
or 
(b.)  A  written  signature  or  copy  of  a  written  signature  of  the 
individual  or  firm  applying  for  registration  thereof  as 
a  trade  mark  (c)  /  or 
(c.)  A  distinctive  (rf)  device,  mark,  brand,  heading  (c),  lal)el  (/), 
ticket,  or  fancy  word  or  words  not  in  common  use  (g), 

(2.)  There  may  be  added  to  any  one  or  more  of  these  par- 
ticulars any  letters,  words  or  figures,  or  combination  of  letters, 
vjords  or  figures,  or  of  any  of  them, 

(3.)  Provided  that  any  special  and  distinctive  word  or  words, 
^tter,  figure,  or  combination  of  letters  or  figures  or  of  letters  and 
figures  used  <u  a  trade  mark  before  the  thirteenth  day  of  August, 
^^"^  thousand  eight  hundred  and  seventyfive,  may  be  registered 
«  a  trade  mark  under  this  part  of  this  Act, 

[64. — (1.)  For  the  purposes  of  this  Act,  a  trade  mark  must 
consist  of  or  contain  at  least  one  of  the  following  essentiRl 
particnlars: 
(a.)  A  name  of  an  individual  or  firm  printed,  impressed,  or 

woven  in  some  particular  and  distinctive  manner ;  or 
(h.)  A  written  signature  or  copy  of  a  written  signature  of  the 

individual  or  firm  applying  for  registration  thereof 

as  a  trade  mark ;  or 
(c.)  A  distinctive  device,   mark,  brand,  heading,   label,  or 

ticket ;  or 
(d.)  An  invented  word  or  invented  words  (A) ;  or 
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(e.)  A  word  or  words  having  no  reference  to  the  character 
or  quality  of  the  goods,  and  not  being  a  geographical 
name  (»). 
(2.)  There  may  be  added  to  any  one  or  more  of  the  essential 
particulars  mentioned  in  this  section  any  letters,  words,  or 
figures,  or  combination  of  letters,  words,  or  figures,  or  of  any  of 
them  (k)  \  but  the  applicant  for  re^stration  of  any  such  additional 
matter  must  state  in  his  application  the  essential  particulars  of 
the  trade  mark,  and  must  disclaim  in  his  application  any  right 
to  the  exclusive  use  of  the  added  matter,  and  a  copy  of  the 
statement  and  disclaimer  shall  be  entered  on  the  register. 
(3.)  Provided  as  follows : 
(i.)  A  person  need  not  under  this  section  disclaim  his  own 
name  or  the  foreign  equivalent  thereof,  or  his  place  of 
business ;  but  no  entry  of  any  such  name  shall  affect 
the  right  of  any  owner  of  the  same  name  to  use  that 
name  or  the  foreign  equivalent  thereof ; 
(ii.)  Any  special  and  distinctive  word  or  words,  letter,  figure, 
or  combination  of  letters  or  figures,  or  of  letters  and 
figures,  used  as  a  trade  mark  before  the  thirteenth 
day  of   August,  one   thousand  eight  hundred  and 
seventy-five,  may  be  registered  as  a  trade  mark  under 
this  part  of  this  Act  (/).] 
The  ameDdmenta  in  this  section  were  made  by  §  10  of  the  Act  of  1888. 

(a)  This  section  is  enlarged  from  §  10  of  the  Act  of  1875.  The  eaaetttiil 
particular  is  that  which  causes  a  mark  which,  without  it,  would  not  be  a 
registrable  trade  mark,  to  be  a  registrable  trade  mark ;  it  is  that  by  virtue 
of  which  registration  is  granted  to  a  mark  ;  and  when  the  Tahdity  of  an 
alleged  trade  mark  is  being  considered  by  the  Courts  **  the  first  duty  oast 
upon  the  Court  is  to  ascertain  whether  some  one  or  more  than  one  of  the 
essential  particulars  of  a  trade  mark,  as  defined  by  the  Act,  is  found  to 
ezisti  so  that  the  mai'k  may  be  described  with  one  or  more  than  one  essential 
particular  or  particulars  which  distinguish  it : "  Per  Earl  Cairns,  C,  in  Oft- 
Ewing  t.  ReffUtrar  of  Trade  Markit  4  App.  Cas.  479.  This  being  so,  it  ia 
provided  by  §  92  that,  though  non-essential  particulars  of  registered  tiads 
marks  may  be  altered  with  the  leave  of  the  Court,  essential  particulars  may 
not  be.  Where,  therefore,  two  trade  marks  had  been  registered,  one  of  whidi 
contained  the  name  of  the  firm  in  ordinary  type,  and  the  other  oontained 
it  printed  in  the  form  of  a  signature,  Jessel,  M.  R.|  allowed  a  firm  who  had 
acquired  the  trade  mark  by  assignment  to  substitute  their  own  name  for 
the  name  printed  in  ordinary  type,  but  refused  to  allow  any  alteration  of 
the  signature  in  the  second  mark  :  In  re  Dewhuntj  M.  R.,  June  11th,  1880. 
See  also  In  re  Murphy  &  Co.,  W.  N.  1890,  p.  84.  A  trade  mark  which  doei 
not  contain  any  essential  particular,  and  is  therefore  not  registrable^  does 
not  become  a  good  trade  mark  by  remaining  five  years  on  the  register :  is 
re  Palmer  (1),  21  Ch.  D.  47  ;  (8)  24  Ch.  D.  60i ;  In  re  Ralph,  26  Ch.  D. 
194  ;  In  re  Leonard  d:  EUu,  26  Ch.  D.  288  ;  In  re  Lloyd  A  &m9,  27  Ch.  D. 
646  ;  In  re  Wragg,  29  Ch.  D.  651 ;  Edwards  v.  DennU,  80  Ch.  D.  454 ;  Wooi 
V.  Lambert,  32  Ch.  D.  247  ;  In  re  Spencer,  54  L.  T.  N.  S.  669.  So  in 
Victoria  :  Lewis  v.  Klapproih,  1 1  Vict.  L.  R.  (K)  91 4 :  Wdfe  ▼.  AUap  (2),  U 
Vict.  L.  R.  (E.)  421 ;    Wdfey.  Lang  dk  Co,  18  Vict.  L.  R.  /62.    The ddbii- 
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tioo  Beciion  in  Um  Canada  statute  k  wider,  lo  that  cases  on  this  aeetioii 
nuiBt  be  applied  with  caution  in  Canada :  Smith  ▼.  Pair,  14  Ont.  Rep.  729. 

(&)  See  ante,  p.  26.  The  name  of  an  individual  in  ordinary  type  is  not 
made  distinctiTe  by  haying  the  descriptive  name  of  the  goods  added :  In  re 
QinadU,  5S  L.  J.  Ch.  782;  In  re  Hannay,  7  P.  R.  46. 

(c)  See  ante,  p.  36  ;  and  In  re  Dewkurtt^  M.  R.,  June  11th,  1880.  Regis- 
tnUon  of  a  signature,  together  with  a  descriptive  word,  gives  no  exclusive 
right  in  the  deacriptive  word  :  Walt  v.  0' If  anion  ^  4  P.  R.  1. 

{d)  See  ante,  p.  37.  The  word  "  distinctive  "  applies  to  all  the  varieties  of 
marks  mentiooed  in  this  subsection.  Per  Cotton,  L.  J.,  in  Waterman  v. 
Ayret,  39  Ch.  D.  29  ;  and  per  Chitty,  J.,  in  Buriand  ^  Co.  v.  Broxburn 
Oil  Co,,  Ld.  (2),  42  Ch.  D.  274.  The  distinctiveness  which  is  required 
csimot  conairt  solely  in  colour :  In  re  Ifanson,  87  Ch.  D.  112. 

(e)  A  word  used  alone  is  not  a  heading :  per  Earl  of  Selbome,  C,  in  In 
n  Leonard  ^  mu,  26  Ch.  D.  288-95. 

(/)  The  label  itself  must  be  distinctive,  so  that  a  label  with  the  name  of 
the  proprietors  in  ordinary  type  and  words  descriptive  of  the  goods  ia  not  a 
diatmctive  label:  In  re  Price  e  Patent  Candle  Co.,  27  Ch.  D.  681 ;  nor  can 
worda  which  are  descriptive  or  common  to  the  trade  be  such  a  label : 
Grtat  Tower  iS^.  Tea  Co.  v.  Smith,  6  P.  R.  165.  A  label  was  held  to  be 
diatinctive  in  In  re  Bryant  ^'  May,  Ld.,  4  Times  L.  R.  675  ;  and  see 
Bryant  Jjr  May  v.  Heyde,  7  N.  S.  W.  Rep.  (E.)  72.  The  registration  of  a 
dii^cdve  label  does  not  give  an  exclusive  right  to  descriptive  words 
appomng  on  it:  In  re  Hudaon,  82  Ch.  D.  311  ;  In  re  Atkins  Filter  S' 
Enyineering  Co^  Ld.,  3  P.  R.  164  ;  Symington  Jy  Co.  v.  Footman,  Pretty, 
i  Co.,  66  L.  T.  N.  S.  696 ;  WaU  v.  O'Hanlon,  4  P.  R.  1  ;  nor  to  words 
common  to  the  trade  registered  in  connection  with  it:  British  Tea  4' 
Trading  Association,  Ld.  v.  Cooke,  V.  C.  B.,  June  8th,  1886.  And  where 
applicants  applied  for  registration  of  a  label  containing  descriptive  words, 
and  contended  that  their  registration  would  give  them  a  right  to  the 
deacriptive  words,  the  opinion  of  the  Court  of  Appeal  negativing  the  claim 
was  atated  in  the  order  of  the  Court  allowing  the  registration  to  proceed  : 
In  reBvdson,  32  Ch.  D.  311. 

(g)  See  ante,  p.  44.  Fancy  words  were  not  registrable  under  the  old 
Act :  Ez parte  Stephens,  3  Ch.  D.  659  ;  and  see  Rose  v.  Evans,  48  L.  J.  Ch. 
618.  A  fancy  word  cannot  be  made  out  of  that  which  is  not  one  by  pre- 
fixing the  word  "  the  "  :  In  re  Staplty  ^-  SmUh,  29  Ch.  D.  877.  An  old 
mark  is  not  considered  to  be  in  common  use  unless  it  has  been  used  by  more 
tiian  three  firms,  but  the  leave  of  the  Court  is  necessary  for  the  second  or 
third  registration  of  the  same,  or  substantially  the  same,  old  mark.  See 
note  (0)  to  §  72  and  §  74. 

{k)  See  ante,  p.  47. 

(t)  See  ante,  p.  48. 

(ft)  "  Figures "  mean  numerals.  See  Ex  parte  Stephens,  8  Ch.  D.  659. 
When  it  is  wished  to  register  the  same  essential  (or  "  material,"  by  which 
the  aame  thing  appears  to  be  meant)  particular,  with  a  number  of  vaiying 
additions,  the  proper  course  is  to  register  the  marks  as  a  series,  under  §  66, 
9<v.  See  also  note  (^;)  to  §  72  infrdi.  Inasmuch  as  the  parts  of  a  combina- 
tion mark  which  are  not  within  the  definition  of  "  essential  particulars  "  are 
not  entitled  to  registration  or  protection  when  standing  alone,  it  seems 
that  there  cannot  well  be  infringement  of  a  combination  mark  imless  the 
nsential  particular  is  taken.  See  In  re  Hudson,  32  Ch.  D.  811  ;  In  re 
AU^HS  Filter  ^  Engineering  Co.,  Ld.,  3  P.  R.  164  ;  Buriand  S'  Co.  v. 
Broxburn  OU  Co.,  Ld.  (2),  42  Ch.  D.  274 ;  WaU  v.  O'Hanlon,  4  P.  R. 
1.  In  J»  re  Hortburgh,  53  L.  J.  Ch.  237,  where  a  registered  trade  miirk 
consisted  of  a  distinctive  device  and  a  descriptive  word,  it  was  held  that 
aabatantiaUy  the  same  descriptive  word  might  be  registered  by  another 
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finn  with  a  different  device,  from  which  it  f oIIowb  that  the  use  of  tlie 
Beoond  trade  mark  would  be  no  infringement  of  the  first. 

There  will  not  be  registered  as  new  marks  or  prominent  parts  of  new 
marks — (See  Instructions,  par.  80,  infrd) : — 

The  Roysl  Arms,  or  arms  so  nearly  resembling  them  as  to  be  <^1ftnla.»^ 
to  deoeiTe. 

Representations  of  the  Queen,  or  of  any  member  of  the  Royal  Family. 

Representations  of  the  Roysl  Croym, 

The  National  Arms  or  Flags  of  Qreat  Britain.  (See  Ex  parte  Darid$  ^  Co^ 
16  U.  S.  Pat.  Qas.  94,  as  to  the  American  practice.) 

Price  or  exhibition  Medals  were  also  formerly  excluded,  but  are  now 
admitted.   (As  to  these,  see  BaUy  v.  HUl,  1  H.  &  M.  264  ;  Taylorx,  GUUa, 
69  N.  T.  881  ;  In  re  Buth  S^  Co.,  10  U.  S.  P&t  Gaz.  164 ;  In  re  Brook, 
26  W.  R  791  ;  In  re  PaHna  (2),  27  W.  R.  456.) 
Old  marks.  (Z)  See  anUy  48.    The  wording  of  this  subsection  is  wider  than  that  of 

the  oorreepondixig  provision  in  §  10  of  the  Act  of  1875.   £.g.t  a  single  letter 
may  now  be  registered  as  an  old  mark,  though  it  was  formerly  excluded 
from  registration  :  In  re  Mitchell  (1),  7  Ch.  D.  86.     An  old  mark  must  be 
registered  as  a  whole,  and  in  the  exact  form  in  which  it  has  been  actually 
used.    Thus,  in  In  re  Royal  Baking  PowUr  Co.,  W.  N.,  1880,  p.  49,  the 
applicants  were  not  allowed  to  register  the  word  ''  Royal,"  or  Uie  words 
"  Royal  Baking  Powder,"  apart  from  the  rest  of  the  label  with  which  thej 
had  been  used.     So  in  /n  re  Simpton,  Daviei  A  Sontj  M.  R.,  January  12th, 
1881,  the  rogistration  of  a  trade  mark  consisting  of  a  cross  would  have  been 
held  to  be  wrongful,  by  reason  of  the  points  of  the  cross  registered  being 
differently  shaped  from  the  points  of  the  cross  used,  had  it  not  been  proved 
that  there  had  been  user  in  both  forms.    So  in  Ruudl  A  SonM,  Limited  v. 
Smithf  M.R.,  June  18th,  1880,  it  was  held  that  registration  was  wrongful 
because  the  user  had  been  of  a  rough  outline  of  a  crown,  and  the  regifitia- 
tion  was  of  an  elaborate  crown,  with  all  the  shading  filled  in.    And  see  cases 
at  p.  49.     On  the  other  hand,  in  Orr-Ewing  v.  Registrar  of  IVade  Markt^ 
4  App.  Cas.  479,  the  House  of  Lords  directed  registration  of  the  essential 
particular,  omitting  the  immaterial  additions.   Now,  by  §§  64,  74,  the  entire 
mark  would  be  registered,  with  a  disclaimer  of  the  additions.    Where  blanks 
are  left  in  the  marlu  as  registered,  there  is  nothing  to  prevent  the  proprietor 
from  filling  them  up  in  actual  use  :  Nevoman  v.  Pinto,  57  L.  T.  N.  S.  81 
(per  Kekewich,   J.)  ;   Melachrino  v.   Mdaekrino  Egyptian  Cigarette  Ce^y 
4  P.  R.  215  ;  M.  Mdaekrino  ^  Co,  v.  H  MdachHno  ^  Co,,  Chitty,  J.,  May 
27th  1888. 

The  words  "  Registered,"  "  Registered  Design,"  «  Copyright,"  "  Entered 
at  Stationers'  Hall,"  ''  To  Counterfeit  this  is  Forgery,"  will  not  be  registered 
under  the  Acts.  See  Instructions,  par.  29,  tn/nt  Nor  will  pictorial  repre- 
sentations of  goods  to  which  the  marks  are  to  be  applie<^  or  names  of 
persons  in  the  possessive  case  in  combination  with  the  names  of  goods. 
See  p.  462,  infrd.  As  to  ornamental  or  coloured  groundwork,  see  Instruc- 
tions, par.  28. 

Connection  of       65.  A  trade  mark  must  be  registered  for  particular  goods  or 
trade  mark       classes  of  goods  (a). 


with  goods. 


(a)  This  comes  from  §  2  of  the  Trade  Marks  R<>gistration  Act,  1S75. 
The  appropriation  of  a  trade  mark  to  particular  goods  or  classes  of  goods 
was  not  new.  See  HaU  v.  Barrows,  4  De  G.  J.  &  S.  150  ;  Aimtoortk  v. 
Walmdey,  L.  R.  1  Eq.  518 ;  SomervUle  v.  Schembri,  12  App.  Cas.  458. 
See  Rule  6  and  Schedule  8  to  the  Rules  with  respect  to  the  chusificatioQ  of 
goods  for  the  purposes  of  the  Act,  also  per  Peareon,  J.,  in  In  re  Lyndon,  82 
Ch.  D.  109,  and  per  North,  J.,  in  Hart  v.  Colley,  44  Ch.  D.  193.    The  Third 
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Schedule  dmdes  the  Torious  desciiptiona  of  gooda  into  fifty  dasseg.  By  the' 
Rolei  under  the  Act  of  1875  it  was  provided  that  where  a  trade  mark  was 
regirtered,  a  aiimlar  trade  mark  ahould  not  be  registered  in  the  name 
of  anoiher  proprietor  for  any  goods  in  the  same  class  without  the  leave 
of  the  Court ;  but  this  requirement  of  the  leave  of  the  Court  is  now 
liimted  to  cases  in  which  the  second  application  is  in  respect  of  the 
same  goods  or  description  of  goods  (see  §  72).  Under  the  old  Act, 
registration  for  part  of  a  class  was  granted  to  old  marks :  in  £x  parte 
Bamma,  W.  N.  1877,  p.  119  ;  L.  J.  N.  of  C.  1877,  p.  HO ;  In  re  Ly*aght, 
Dig.  628  ;  In  re  Rdfxme,  Dig.  643  ;  In  re  Athlon  ^  Sons,  V.-C.  H.,  February 
26th,  1881 ;  and  to  new  marks  in  In  re  Jelley  Son,  ^*  Janets  51  L.  J. 
CL  ^9;  In  re  Braby  4"  Co,,  21  Ch.  D.  228 ;  and  In  re  Clark  4'  Co.,  27 
SoL  J.  898  (though  in  this  case  the  mark  was  common  for  other  goods  in 
the  dass)  ;  and  refused  to  a  new  mark  in  In  re  Hargreavet,  11  Ch.  D.  669. 
And  see  /»  re  2>f  Otaduy,  W.  N.  188%  p.  177  ;  In  re  Metcalf,  81  Ch.  D. 
454^  R^gistiudon  ought  to  be  applied  for  only  in  respect  of  goods  for 
vhieh  the  mark  is  used  or  intended  to  be  used :  Edwards  v.  DennU,  30 
Ch.D.  454.  In  cases  of  Sheffi^d  marks  within  §  81  (2)  the  Cutlers'  Co. 
ve  to  register  old  marks  for  all  the  metal  goods  in  §  81,  though  they  may 
have  been  used  for  some  only  of  such  goods  :  per  North,  J.,  in  In  re  Lambert, 
tl  L  T.  N.  S.  138.  If  a  mark  is  used  for  other  goods  than  those  in 
napect  of  which  it  is  registered,  even  though  in  the  same  class,  such  user 
may  be  restrained  if  a  similar  mark  has  been  used  and  registered  by  another 
finn  in  respect  of  those  other  goods  :  Upper  Attain  Tea  Co.  v.  Herbert  <J' 
Co^  C.  A  July  3rd,  1889.  In  America,  registration  of  the  same  mark  in 
the  nme  class  may  be  granted  to  different  persons  if  the  goods  are  different : 
%.v.  Wd»h,  16  U.  S.  Pat.  Oaz.  910.  It  has  been  held  under  the  United 
States  Statute  of  1870  (now  replaced  by  that  of  1881)  that  registration  in 
reelect  of  too  wide  a  class  of  goods  is  bad  altogether:  Smith  v.  Heynoldt  (2), 
10  BL  C.  C.  100 ;  S.  C.  (8),  13  i6.  468. 

66.  When  a  person  claiming  to  be  the  proprietor  of  several  Registration 
trade  marks  which,  while  resembling  each  other  in  the  material  ^f  a  series  of 
particulars  thereof,  yet  differ  in  respect  of  (a)  the  statement  of  °^^^®' 
the  goods  for  which  they  are  respectively  used  or  proposed  to 
be  tffied,  or  (b)  statements  of  numbers,  or  (c)  statements  of 
price,  or  (d)  statements  of  quality,  or  (e)  statements  of  names 
of  places,  seeks  to  register  such  trade  marks,  they  may  be 
registered  as  a  series  in  one  registration.     A  series  of  trade 
marks  shall  be  assignable  and  transmissible  only  as  a  whole, 
but  for  all  other  purposes  each  of  the  trade  marks  composing 
a  series  shall  be  deemed  and  treated  as  registered  separately  (a). 

(a)  This  section  is  entirely  new,  but  a  mode  of  registration  bearing  a 
fSKmblance  to  that  for  which  provision  is  here  made  was  suggested  by  the 
Court  of  Appeal  as  the  right  one  in  In  re  Barrcwt,  5  Ch.  D.  853,  and  was 
oocasbnally  adopted.  See  note  {e)  to  §  72,  vnfrd^  and  cases  there  cited. 
I&  Bome  cases,  however,  this  form  of  registration  was  not  considered  satis- 
^ictory  by  the  applicant^  usually  because,  the  different  combinations  not 
being  individually  registered,  the  registered  proprietor  was  unable  to  ^et 
sack  a  certificate  of  registration  as  would  enable  him  to  obtain  registration 
in  foragn  countries.  In  In  re  Fox  ^  Co.,  Y.-C.  H.,  May  7th,  1881,  Hall, 
Y.-C.,  afiowcd  a  person  who  had  registered  a  device  together  with  a  word 
(which,  under  the  Act  of  1875,  could  not  be  an  essential  particular  in  a 
new  trade  mark)  to  obtain  a  separate  registration  of  the  same  device  with 
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a  di£ferant  woid,  to  that  the  Mune  one  eaBential  perticiUar  wu  Bepumtelf 
legistered  twice  OYer^  with  additions  ^idiich,  for  the  pnrpoees  of  the  Act^ 
were  immaterial.  After  this  dedsion,  separate  registration  was  geaenJly 
granted  by  the  registrar  to  marks  which  would  more  properly  have  been 
registered  in  a  series,  or,  as  it  was  more  generally  called,  by  repreieDta- 
tion.  The  concluding  words  of  this  section  render  separate  registration 
unnecessary,  but  there  is  nothing  to  prevent  it. 

The  only  rules  specially  relating  to  applications  for  registntion  of  a 
series  of  trade  marks  are  Rule  14  (by  which  a  representation  of  each  trade 
mark  included  in  the  series  is  to  be  placed  on  the  application  form  and  oo 
each  of  the  half-sheets  containing  the  addiUonal  representations  required 
by  Rule  13),  and  Rule  30,  relating  to  the  mode  of  advertisement. 

Trademarks        ^7.  A  trade  mark  may  be  registered  in  any  colour  [or  colours], 

may  be  regis-  and  such  registration  shall  (subject  to  the  provisions  of  this 

tered  in  any  Act)  confer  on  the  registered  owner  the  exclusive  right  to  use 

colour.  ^j^g  same  in  that  or  any  other  colour  [or  colours]  (a). 

The  amendments  in  this  section  were  made  by  §  11  of  the  Act  of  1888. 

(a)  In  the  old  Acts  and  Rules  no  mention  was  made  of  oolour,  on  aooouDt 
of  the  difficulty  of  properly  advertising  marks  applied  for  in  colour.  Sea 
per  Jessel,  M.  R.,  in  In  re  Rofnnton,  29  W.  R.  31.  A  trade  mark  registered 
in  black  and  white  consisted  of  the  device  registered,  whatever  nug^t  be 
the  colour  in  which  it  was  used,  and  it  was  therefore  regarded  as  entitled 
to  protection  in  whatever  colour  it  might  be  used,  and  against  rival  marks 
in  whatever  colour :  Nuthall  v.  Vining^  C.  A.,  Jan.  21st^  1880.  There  it 
was  said  that^  in  cases  of  alleged  infringement,  Uie  true  test  of  comparison 
was  to  compare  the  designs  of  the  two  trade  marks  in  the  same  sise  and 
free  from  colour,  and  that  similarities  in  respect  of  colour  would  only  be 
re^Euded  in  order  either  to  prove  fraud,  or  to  turn  the  scale  when  tbe 
question  of  infringement,  leaving  colour  out  of  sight,  was  very  difficult  to 
decide.  In  Hanmm  v.  BritUh  Tea  and  Trading  A$toeiationf  LimUtd,  V.  C  6.. 
April  9th,  1884,  C.  A.,  June  19th,  1884,  a  kbel  had  been  used,  which,  u 
registered  under  the  Act  of  1875,  was  divided  into  three  parallel  stripes  of 
equal  width,  of  which  the  outer  ones  were  shaded  and  the  middle  one  wis 
1^  white,  and  which  had  the  words  '* '  Red,  white,  and  blue '  label "  priDted 
across  it,  and  the  name  of  the  plaintifib  at  the  foot,  and  which,  in  actual  use, 
was  coloured  with  the  French  tricolour  ;  and  though  it  was  registered  with- 
out colour,  an  injunction  was  granted  to  restrain  the  use  of  a  kbel  aimiltfly 
coloured  and  containing  the  same  words.  But  where  a  fresh  application 
was  made  to  register  the  same  label  for  other  goods  under  this  Act,  regis- 
tration was  refused  by  the  comptroller,  and  his  refusal  was  upheld  by  the 
Court,  on  the  ground  that  the  distinctiveness  required  in  a  mark  tendered 
for  registration  could  not  consist  solely  in  colour  :  In  re  BantoHi  S7 
Ch.  D.  112.  When  the  question  was  whether  a  trade  mark  sent  in  for  regis- 
tration was  too  similar  to  one  already  registered  for  registration  to  be 
permitted,  and  the  trade  mark  already  on  the  register  was  in  practice  used 
in  colour,  the  question  was  taken  into  consideration  whether  the  subsequent 
trade  mark,  if  similarly  coloured,  would  be  likely  to  cause  deception :  h  re 
Worthinffton,  14  Ch.  D.  8.  In  In  re  Jeffrey  j*  Co.,  Stirling,  J^  May  18th,  18SS, 
the  appUcants  for  registration  were  allowed  to  bind  Uiemselves  by  a  note 
on  the  register  not  to  use  the  trade  mark  in  black  colour,  nor  in  so  dark  a 
hue  as  to  resemble  black ;  and  in  /n  re  JbAnjon,  PhUpoU  ^  Co.,  Korth,  J.. 
Feb.  2lBt,  1888,  the  register  was  rectified  by  consent  by  aading  a  note  that 
the  registered  proprietor  was  only  to  use  his  mark  in  blue  and  whitee 
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In  Canada  the  same  effect  as  that  provided  by  this  section  is  given  to 
Rgistntion  in  colour :  Smith  v.  i^atr,  14  Ont.  Rep.  729  ;  and  in  the  United 
States  also  a  irsAe  mark  cannot  consist  in  colour  alone  :  Ex  parte  Landretkf 
31  U.  S.  Pat.  Gaz.  1441  ;  FleUchmann  ▼.  Starkey,  25  Fed.  Rep.  127. 

In  some  exceptional  cases,  under  the  Act  of  1875,  trade  marks  were  found 
to  be  incapable  of  advertisement  or  registration  in  black  and  white,  the'  only 
peculiarity  being  the  combination  of  colours,  e.g.t  where  coloured  threads 
vere  twisted  in  the  wick  of  a  candle,  or  combined  in  the  selvage  of  a  piece 
of  BtufH  In  such  cases  the  marks  were  registered  by  deposit,  actual 
specimens  of  the  marked  article  being  sent  in  to  the  registrar  and  deposited 
%  him  at  the  Patent  Museum.  For  instance,  there  were  so  deposited 
specimens  of  certain  marks  for  worsted  stufis  in  Class  34,  numbered  6844  to 
5350,  and  consisting  of  selvages  containing  distinctive  coloured  threads. 
See  *•  Trade  Marks  Journal,"  VoL  II.,  No.  61,  p.88.  The  use  of  colour  being 
veiy  frequently  of  importance  in  the  cotton  trade,  it  was  decided  that  aU 
marks  for  goods  in  the  cotton  classes  (23-6)  should  be  registered  by  deposit. 
When  a  trade  mark  was  thus  registered  by  deposit,  the  actual  thing 
deposited,  colour  included,  constituted  the  trade  mark,  so  that  in  questions 
of  infringement  the  point  was  whether  the  device,  plus  colour,  was  imitated 
in  the  offending  mark  with  sufficient  exactness  to  deceive.  And  the  same 
rule  was  applied  in  registration  cases,  colour  being  taken  into  consideration 
in  estimating  the  degree  of  resemblance.  Thus,  in  In  re  Bobinson,  29  W.  R. 
31,  a  device  of  a  silver  rupee  being  already  registered,  another  applicant 
eooght  to  obtain  registration  of  a  device  of  a  gold  mohur,  and  ^s  was 
gnoted,  on  the  ground  that  all  that  was  registered  was  a  silver  coin,  not- 
withstanding that  if  the  second  mark  were  to  be  coloured  silver,  deception 
would  be  probable.  In  such  cases  it  was  held  that  the  proper  manner  of 
ngudmg  the  colour  was  a  question  for  the  trade,  and  that  if,  in  the  opinion 
id  the  trade,  deception  might  arise,  the  Court  would  act  on  that  opinion  : 
MUckeil  V.  Bemn/,  15  Ch.  D.  181.  See  also  In  re  Christianten,  8  P.  R.  64, 
as  to  the  opinion  of  the  trade.  Besides  the  cases  above  referred  to,  see  In 
rt  Orr-Ewing,  8  Ch.  D.  798,  4  App.  Cas.  479  ;  In  re  Brook,  26  W.  R.  791  ; 
«d /nrr  J<me9  Bros.  ^  Co.  V.-C.  H.,  July  10th,  1880. 

The  present  section  appears  to  have  the  effect  of  giving  trade  marks 
registered  by  deposit  at  the  Patent  Office  Library,  or  registered  in  purauance 
of  an  application  accompanied  by  coloured  representations,  the  same 
advantages  as  registration  in  black  and  white,  so  that  for  the  future  the 
colour  of  a  trade  mark  registered  in  colour  will  not,  except  in  very  ex- 
ceptional cases,  such  as  that  of  the  coloured  selvage,  be  a  part  of  the  mark, 
bat  after  one  trade  mark  is  so  registered,  another  will  not  be  entitled  to  be 
naed  or  registered,  if  it  would  be  likely  to  be  mistaken  for  the  firat^  on  the 
suppontion  that  the  first  mark  was  used  in  any  different  colour  from  that 
in  which  it  was  registered. 

See  Roles  13  and  27  as  to  the  deposit  of  specimens  of  trade  marks. 

68.  Every  application  for  registration  of  a  trade  mark  under  Advertise- 
this  part  of  this  Act  shall  as  soon  as  may  be  after  its  receipt  °^®^*  °^. 
1)6  advertised  by  the  comptroller  (a),  [unless  the  comptroller  *PP"«^^o°- 
lofose  to  entertain  the  application]  (b). 

The  amendments  in  this  section  were  made  by  §  12  of  the  Act  of  1888. 

(a)  "The  object  of  the  advertisement  is  to  give  to  persons  who  might  be 
ciaunants  of  the  trade  mark  proposed  to  be  registered  the  opportunity  of 
owning  forward  and  objecting  :  '^  per  Hall,  V.-C,  In  re  Mdkie,  24  W.  R. 
1067.    Consequently,  as  was  there  neld,  when  a  refusal  of  the  comptroller 
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to  register  a  trade  mark  is  oTerruled,  the  only  order  itokt  can  be  made  is  as 
order  for  him  to  proceed  with  the  applioation,  so  that  the  usual  oourse  of 
adTertisement^  &€.|  mar  be  followed.  This  course  was  adopted  by  Hall, 
y.-C,  in  Orr-Ewing  v.  kegittrar  of  Trade  Marks,  4  App.  Cas.  479,  and  Eub- 
sequent  oases.  It  is  not^  however,  incumbent  on  persons  to  see  the 
advertisement,  ao  that  if  a  common  mark  has  been  registered,  in  consequenoe 
of  the  firms  interested  in  opposing  it  having  failed  to  see  the  advertiBement 
of  the  application,  they  are  able  to  obtain  the  removal  of  the  mark  from 
the  register,  with  costs,  on  application  within  a  reasonable  time  after  the 
registration  was  brought  to  their  knowledge  :  In  re  Hyde  <f  Co^  7  Ch.  D. 
724.  See  /n  re  Palmer  (8),  24  Ch.  D.  604  ;  In  re  Kvhn  4'  Co^  53  L.  J.  Ch. 
288 ;  Edvardt  v.  Dennit,  30  Ch.  D.  454 ;  In  re  Uoyd  4"  Sdnt,  27  Ch.  D. 
646 ;  In  re  Wragg,  29  Ch.  D.  551 ;  Wood  v.  Laimbert,  32  Ch.  D.  247 ;  Inrt 
Spencer^  64  L.  T.  N.  S.  659. 

As  to  the  mode  of  advertisement,  see  Rules  27-80. 

(6)  This  exception  was  no  doubt  inserted  in  oonsequence  of  the  caae 
of  Ex  parte  SaaOehner,  Q.  B.  D.,  July  7th,  1887,  in  which  the  comptroller 
refused  to  advertise  applications  by  Siaxlehner  for  the  registration  of  certain 
trade  marks,  on  the  ground  that  similar  marks  were  already  registered  in 
the  name  of  the  Apollinaris  Co.,  so  that  resistration  could  not  be  granted 
and  advertisement  was  useless  ;  but  on  apphcation  by  Saxlehner  the  Q.  B. 
Div.  granted  a  rule  to  show  cause  why  a  mandamus  to  advertise  should  not 
issue.  The  matter  does  not  appear  to  have  been  further  contested,  and  the 
marks  were  advertised  in  the  "  Trade  Marks  Journal "  for  July  27th,  1887.. 

Opposition  to  69. — (1.)  Any  person  (a)  may  within  two  months  [one  month 
registration,  q^  such  further  time,  not  exceeding  three  montns,  as  the 
comptroller  may  allow]  of  the  Jirst  advertisement  of  the 
application,  give  notice  in  duplicate  at  the  Patent  Office  of 
opposition  {b)  to  registration  of  the  trade  mark,  and  the 
comptroller  shall  send  one  copy  of  such  notice  to  the  applicant 

(2.)  Within  two  months  [one  month]  after  receipt  of  such 
notice  or  such  further  time  as  the  comptroller  may  allow,  the 
applicant  may  send  to  the  comptroller  a  counter-statement  (e) 
in  duplicate  of  the  grounds  on  which  he  relies  for  his  applies 
tion,  and  if  he  does  not  do  so,  shall  be  deemed  to  have  abandoned 
his  application. 

(S?)  If  the  applicant  sends  sit>ch  counter-statement,  the  oomp- 
troUer  shall  furnish  a  copy  thereof  to  the  person  who  gave  notice 
of  opposition,  a/nd  shall  require  him  to  give  security  in  such 
manner  and  to  such  amount  as  the  comptroller  may  requir$  for 
such  costs  as  may  he  awarded  in  respect  of  such  opposition  ;  and 
if  such  security  is  not  given  within  fourteen  days  after  such 
requirement  was  made  or  such  further  time  as  the  comptroller 
may  aUow,  the  opposition  shall  be  deemed  to  be  withdraum, 

(^.)  If  the  person  who  gave  notice  of  opposition  duly  gv^ 
such  security  as  aforesaid,  the  comptroller  shall  inform  the 
applicant  thereof  in  writing,  and  thereupon  the  case  shcM  he 
deemed  to  stand  for  the  determination  of  die  Court  (d). 

[(3.)  If  the  applicant  sends  such  counter-statement,  the 
comptroller  shall  furnish  a  copy  thereof  to  the  person  who 
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gave  notice  of  opposition,  and  shall,  after  hearing  (0)  the 
applicant  and  the  opponent,  if  so  required,  decide  whether 
the  trade  mark  is  to  be  registered,  but  his  decision  shall  be 
subject  to  appeal  to  the  Board  of  Tnuie,  who  shall,  if  required, 
hear  (e)  the  applicant  and  the  opponent  and  the  comptroller, 
and  may  make  an  order  determining  whether,  and  subject  to 
what  conditions  (if  any),  registration  is  to  be  permitted. 

(4.)  The  Board  of  Trade  may,  however,  if  it  appears 
expedient,  refer  the  appeal  to  the  Court,  and  in  that  event 
the  Court  shall  have  jurisdiction  to  hear  and  determine  the 
appeal,  and  may  make  such  order  as  aforesaid  (/). 

(5.)  If  the  applicant  abandons  his  application  after  notice  of 
opposition  in  pursuance  of  this  section,  he  shall  be  liable  to  pay 
to  the  opponent  such  costs  in  respect  of  the  opposition  as  the 
comptroller  may  determine  to  be  reasonable. 

(6.)  Where  the  opponent  is  out  of  the  United  Elingdom  he 
shall  give  the  comptroller  an  address  for  service  in  the  United 
Kingdom.] 

(a)  This  eeetion  comes  from  the  old  niles.  The  amendments  were  made 
bj  §  13  of  the  Act  of  1888. 

lliere  is  no  limitation  of  the  right  of  opposing  to  persons  who  can  them- 
selres  daim  registration  :  In  re  Miviere  ^  Co.,  26  Ch.  D.  48 ;  nor  is  there 
aay  limitation  of  the  right  of  opposing  on  the  ground  of  siniilarity  to  pro- 
pnirtoTs  of  trade  marks  registered  for  the  same  goods,  or  even  for  goods  in 
the  same  dass,  as  the  goods  for  which  the  applicant  is  seeking  to  register. 
But  an  opposition  on  this  ground  would,  of  course,  not  succeed  unless  the 
two  marks  would  come  into  collision  in  some  way  when  being  used.  Thus, 
in  /a  re  Simpmm,  Davies  ^'  Sons,  M.  R.,  Jan.  12th,  1881,  the  application  was 
for  registration  in  class  22  for  railway  waggons,  and  the  successful  opposition 
WM  hj  a  firm  registered  in  dass  i  for  coal,  whose  trade  mark  was  used  by 
pladng  it  on  the  waggons  in  which  the  coneJ  was  conveyed  and  sold.  And 
m.  1%  re  Augtralian  Wine  ImporterSf  LcL,  41  Ch.  D.  278,  a  mark  applied 
for  in  respect  of  wines  was  not  allowed  to  be  registered  on  account  of  its 
nmilarity  to  a  mark  already  registered  for  spirits.  But  in  In  re  Dunn,  41 
CL  D.  439,  the  opposition  failed  because  a  mark  used  for  baking-powder 
oould  not  be  mistaken  for  a  mark  used  for  powder  for  an  effervescing  drink. 
The  opposition  may  be  by  a  person  with  whom  the  applicant  has  covenanted 
not  to  use  the  mark.  See  the  Victorian  case  of  Ex  parte  6hrut  Jji  Bovfring, 
11  Vict  L.  R  680. 

If  what  is  desired  is,  not  to  have  the  registration  altogether  refused,  but 
to  have  it  limited  by  the  addition  of  a  note  stating,  e,g.,  that  the  mark  is 
only  to  he  used  in  trade  with  a  particular  country,  and  the  applicant 
is  willing  to  consent  to  such  limitation,  it  is  not  necessary  to  go  through 
the  process  of  entering  a  notice  of  opposition,  but  an  order  directing  that  the 
loark,  if  registered,  is  to  be  registered  with  the  addition  of  a  note  to  the 
desired  effect,  may  be  obtained  by  the  applicant  on  an  ex  yarte  application  : 
InreKeqtBrotkert,  26  Ch.  D.  187. 

(6)  See  pp.  470,  492  for  notice  of  opposition.  The  ]practice  in  opposition 
cases  is  prescribed  by  Rule  81.  The  notice  of  opposition  may  be  amended 
nnder  rule  54,  even  after  the  counter-statement  has  been  put  in :  jR.  v. 
Qn^ptroUer,  Q.  B.  D.,  May  3rd,  1890. 

(c)  pp.  482,  496,  infrd, 
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{d)  This  being  the  time  at  which  the  case  stood  for  the  determination  of 
the  Court,  it  was  held  that  the  costs  of  the  preTious  proceedings  in  the 
office  could  not  be  given  to  a  successful  opponent :  In  re  Brandrttkf 
9  Ch.  D.  618  ;  In  re  Australian  Wine  ImporUrty  Ld.,  41  Ch.  D.  278. 
Where  a  daim  had  been  wrong^lly  set  up  to  use  a  certain  trade  mark,  the 
claimants  were  ordered  to  pay  the  costs  of  cross  adjourned  sunmionseB,  as 
well  as  of  an  action  which  had  been  brought  to  ^iforce  the  right,  even 
though  they  had  not  actually  used  the  mark  in  question :  I>avi$  v.  TyloTf 
M.  K,  April  24th,  1879.  In  In  re  HudMm,  82  Ch.  D.  311,  no  costs  of  an 
opposisd  application  were  given  to  successfid  applicants,  on  the  ground  that 
they  had  caused  the  litigation  by  the  manner  in  which  they  had  pat 
forward  their  case.  By  the  rules  under  the  Act  of  1888  the  proceedings 
subsequent  to  the  case  standing  for  the  determination  of  the  Court  were  to 
take  the  form  of  an  application  by  the  applicant  to  the  Court  by  sunmioiu 
for  leave  to  register.  Now  the  proceedings  are  assimilated  to  those  in  the 
case  of  an  unopposed  application  for  registration,  and  the  rights  of  the 
parties  are  decided  by  the  comptroller,  with  an  appeal  to  the  Board  of 
Trade,  who  may  refer  the  case  to  the  Court.  Under  the  old  Acts  and 
Rules  the  opponent  was  required  to  take  out  a  summons  for  directions, 
which  almost  always  resulted  in  the  applicant  being  directed  to  apply  for 
leave  to  register.  See  In  re  Simpson^  Ikttfit*  J^*  S<ms,  15  Ch.  D.  525  ;  also 
In  re  Johnston,  43  L.  T.  N.  S.  672.  See  rule  46  as  to  notifying  the  order 
of  the  Court  to  the  comptroller. 

[e)  It  seems  that  if,  tor  any  reason,  an  opponent  is  not  heard,  his  course 
is  to  apply  for  a  mandamus :  see  per  Bowen,  L.  J.,  in  In  re  Lambert,  61 
L.  T.  N.  S.  188. 

(/)  See  Rules  20-26,  and  compare  §  62.  On  an  opposed  application 
coming  before  the  Court,  the  Court  has  full  jurisdiction  to  decide  as  to  the 
validity  of  the  mark,  notwithstanding  that  the  comptroller  has  originally, 
under  §  62,  passed  it  for  registration  :  In  re  Arbenz,  35  Ch.  D.  248.  And 
where  an  application  is  opposed  by  a  competent  person,  all  questions  as  to 
the  validity  of  the  mark  cure  open  to  the  consideration  of  the  Court 
It  remains  to  be  decided  what  costs  the  Court  now  has  power  to  award ; 
but  it  would  appear  that  the  Court  can  give  the  costs  of  the  u>peal,  but  not 
of  the  proceedmgs  before  the  comptroller.    See  note  (d)  supra. 

Assignment  70.  A  trade  mark,  when  registered,  shall  be  assigned  and 

and  trans-        transmitted  (a)  only  in  connection  with  the  goodwill  (b)  of  the 
mission  01  *  •! 

trade  mark,      business  concerned  in  the  particular  goods  or  classes  of  goods 

for  which  it  has  been  registered  (c),  and  shall  be  detenninahle 
with  that  goodwill  (d). 

(a)  This  section  comes  from  §  2  of  the  Act  of  1875.  As  to  assignmeDt 
and  transmission,  see  Rules  36-40  and  61,  and  Form  K  in  the  Second 
Schedule  to  the  Rules.    See,  too,  Ch.  8,  suprd. 

Assignments  and  transmissions  are  to  be  entered  in  the  register:  see 
§§  78,  87,  tn/rd.  By  §  4  of  the  Act  of  1875,  it  was  enacted  that  eveiy 
proprietor  registered  in  respect  of  a  trade  mark  subsequently  to  the  fint 
regiistered  proprietor  should,  as  respected  his  title  to  that  trade  mark,  stand 
in  the  same  position  as  if  his  title  were  a  continuation  of  the  title  of  the 
first  registered  proprietor.  This  enactment  is  not  now  repeated,  the  nme 
result  being  effected  by  generalising  the  language  of  §  76.  Compare  the 
American  case  of  Walton  v.  Crowley,  3  Bl.  C.  C.  440  ;  R.  Cox,  166. 

(6)  As  to  the  coxmection  between  trade  marks  and  the  goodwill  of  the 
business,  see  Cooper  v.  Mood,  26  Beav.  298 ;  Churton  v.  Ikmglas,  Johns. 
174  ;  Shipwright  v.  ClemenU,  19  W.  R.  599,  and  Cotton  v.  CHUardy  44  L  J. 
Ch.  90 ;  and  the  American  cases  of  Sohier  v.  John$on,  111  Mass.  288 ; 
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WiUhaus  v.  Braun,  44  Md.  808  ;  Taylor  y,  ^Bemis,  4  Bias.  406  ;  Weston  y. 
Kadutm  (1),  89  N.  T.  Super.  Ct  54,  and  S.  C.  (2),  61  How.  Pr.  455  ; 
Moiyan  v.  Rogen,  19  Fed.  Rep.  596 ;  McVeagh  ▼.  VaUneia  Cigar  Factory ^ 
82  U.  S.  Pat.  OaE.  1124 ;  Oaket  ▼.  Tontmierre,  4  Woods  547  ;  Smith 
▼.  Finr,  14  Ont.  Rep.  729.  Where  a  trade  mark  has  been  placed  on  the 
re^sier,  but  no  business  exists  in  which  it  is  used,  the  mark  cannot  be 
assigned,  since  there  is  no  goodwill  to  be  assigned  with  it.  Ex  parte 
Lawrence  Bros.,  44  L.  T.  N.  S.  98.  See  In  re  Farina  (4),  44  L.  T.  N.  S.  99. 
In  /»  rv  Wellcome,  32  Ch.  D.  218,  the  English  agents  of  an  American  firm 
had  registered  in  their  own  names  two  trade  marks  used  by  the  latter, 
and  snbeequently  assigned  them  to  them ;  and  it  was  held  by  Chitty,  J., 
that  the  anignment,  being  an  assignment  to  the  persons  entitled  to  the 
goodwill  of  the  business  for  the  purposes  of  whidi  the  trade  marks  had 
been  registered,  it  was  an  assignment  of  the  trade  marks  in  connection 
vith  the  goodwill,  within  this  section,  notwithstanding  that  the  persons 
originally  registered  had  no  interest  in  the  goodwUL  As  to  goodwill,  see 
dL  9,  ante. 

(e)  "  An  assignee  has  no  exclusive  right  to  a  trade  mark  unless  the 
aaaigttment  is  of  a  business  co-extensive  with  the  trade  mark  as  registered  " 
{per  Fiy.  L.  J.,  in  Edwarde  v.  Dennis,  30  Ch.  D.  454).  And  an  assignment 
of  a  trade  mark  with  a  goodwill  consequently  gives  the  assignee  no  right 
in  the  trade  mark  in  connection  with  any  goods  other  than  those  to  wluch 
tbe  goodwill  extends  :  P>, 

(cO  It  wotdd  appear  that,  since  a  trade  mark  is  to  determine  when  the 
goodwill  of  the  business  in  connection  with  which  it  has  been  used  deter- 
mines, the  registration  should  also  be  determined  upon  that  event  happening. 
So  long  as  the  registration  continues,  there  ub,  under  §  75,  public  use  of  the 
xoark,  which  might  be  thought  to  imply  the  existence  of  a  goodwill.  It  will, 
bowever,  be  noticed  that  sub-section  1  of  §  99  only  gives  power  to  expunge 
an  tntsj  made  without  sufficient  cause,  so  that  it  would  appear  that  an 
entry  made  at  a  time  when  a  goodwill  was  in  existence  is  not  within  the 
wording  of  the  sub-section.  However  this  may  be,  registration  of  a  trade 
mark  is,  by  §  76,  only  evidence  of  the  proprietor's  right,  subject  to  the  pro- 
fitions  of  the  Act,  Rule  34  of  the  old  Trade  Mark  Rules  (re-numbered  33  in 
the  edition  of  March  1883)  gave  power  to  the  Court,  on  the  application  of 
any  person  aggrieved,  to  remove  any  trade  mark  from  the  register  on  the 
gnmnd,  after  the  expiration  of  five  years  from  the  date  of  the  registry 
thereof,  that  the  registered  proprietor  was  not  engaged  in  any  business 
concemed  in  the  goods  within  the  same  class  as  the  goods  with  respect  to 
which  the  trade  mark  was  registered ;  and  under  this  rule  a  trade  mark  was 
removed  from  the  register  in  In  re  Ralph,  25  Ch.  D.  194. 

A  patentee  is  carrying  on  business,  and  has,  therefore,  an  existing  good- 
will, as  long  as  he  receives  royalties  from  licensees,  though  he  does  not 
hiuttelf  manufacture  :  In  re  Ralph,  vhi  suprd.  This  rule  is  not  re-enacted, 
bat  there  is  no  reason  to  suppose  that  this  omission  is  due  to  an  intention 
to  allow  a  trade  mark  to  be  protected  after  the  goodwill  has  determined, 
and  after,  by  this  section,  the  mark  has  itself  determined. 

71.  Where  each  of  several  persons  claims  to  be  registered  as  Conflicting 
proprietor  of  the  same  trade  mark,  the  comptroller  may  refuse  c^ai°is  to 
to  register  any  of  them  until  their  rights  have  been  determined  ^J^tration. 
according  to  la\v,  and  the  comptroller  may  himself  submit  or 
require  Uie  claimants  to  submit  their  rights  to  the  Court  (a). 

(a)  This  section  comes  from  §  5  of  the  Act  of  1875.  Rules  42-45 
dizBct  that  the  mode  of  submission  to  the  Court  shall  be  by  special  case. 
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This  was  alio  provided  by  the  Rules  under  the  old  Actfl,  and  AUtopp  t. 
WcUker,  Dig.  545,  was  heard  on  special  caae,  and  in  £x  parte  GroMkaWy 
W.  N.  1877,  p.  24,  Hall,  V.-C,  refused  to  order  otherwise.  It  was,  how- 
ever, found  to  be  so  difficult  in  practice  to  settle  the  statement  of  facU 
that  in  all  cases  of  rival  claim  the  practice  was  adopted  of  applying  to  the 
Court  by  way  of  motion  or  summons,  asking  at  the  same  time  for  the  leave 
of  the  Court  to  have  the  matter  decided  in  that  way,  and  it  is  believed  that 
after  the  first  year  or  two  from  the  passing  of  the  Act  of  1875  there  is  no 
instance  of  a  special  case  to  be  found.  AlUopp  v.  Walker  was  a  case  in 
which  the  registration  of  a  trade  mark  was  objected  to  on  the  ground  of  its 
similarity  to  another  trade  mark,  but  the  cases  which  this  section  and  the 
rules  under  it  appear  to  be  really  intended  to  govern  are  cases  in  which 
not  similar,  nor  even  identical,  trade  marks  are  claimed,  but  in  which  tki 
$afM  trade  mark  is  claimed,  e.g.,  where  a  partnership  has  been  dissolved  and 
a  question  has  arisen  between  the  former  co-partners  as  to  the  way  in  whidi 
the  trade  marks  of  the  partnership  have  been  transmitted. 

Restrictions  72.— (1.)  Except  where  the  Court  has  decided  (a)  that  two  or 
on  registra-  more  persons  are  entitled  to  be  registered  as  proprietors  of  the 
same  trade  mark,  the  comptroller  shall  not  register  (6)  in  respect 
of  the  same  goods  or  description  of  goods  (c)  a  trade  mark 
identical  with  one  already  on  the  register  with  respect  to  sach 
goods  or  description  of  goods. 

(2.)  [Except  as  aforesaid]  {cT)  the  comptroller  shall  not  regis- 
ter (6)  with  respect  to  the  same  goods  or  description  of  goods  (c)  a 
trade  mark  so  nearly  resembling  [having  such  resemblance  to] 
a  trade  mark  already  on  the  register  with  respect  to  such  goods 
or  description  of  goods  as  to  be  calculated  to  deceive  (e). 

The  amendments  in  this  section  were  made  by  §  14  of  the  Act  of  1888. 

(a)  This  section  comes  from  §  6  of  the  Act  of  1875,  by  which  the  "  special 
leave  "  of  the  Court  was  required  for  such  subsequent  r^;iatration.  Qf  tha 
leave  of  the  Court,  Jessel,  M.K.,  said  in  /n  re  Jdley,  Son  ^  Jonu^  51  L  J. 
Ch.  689,  that  it  "  is  not  a  capricious  leave.  It  merely  means  that  the 
second  man  must  show  his  title."  The  same  principle  will  still  govern 
the  decisions  of  the  Court,  which  will  be  obtained  on  motion  or  adjourned 
summons.  It  is  for  the  Court  to  judge  as  to  the  similarity,  so  that 
registration  may  be  granted  notwithstanding  the  adverse  decision  of  the 
Manchester  Committee  of  Experts  (see  notes  to  cotton  rules,  tn/rd),  or 
refused,  notwithstanding  the  favourable  decision  of  a  foreign  Court  (/a  ft 
Farina  (2),  27  W.  R.  456).  **The  Court"  being  the  High  Court  of 
Justice,  an  order  of  the  House  of  Lords  should  be  made  an  order  of  tbe 
High  Court  of  Justice.    See  /n  rt  Orr-Ernng  (2),  28  W.  R.  il2. 

(b)  The  comptroller's  disorotion  to  allow  registration  is  limited  by  tliis 
section  :  Jn  re  Price's  Patent  OamdU  Co.,  27  Ch.  D.  681  ;  /n  re  Audrdii^ 
Wine  Importers,  Ld.,  41  Ch.  D.  278. 

(c)  The  prohibition  of  §  6  of  the  old  Act  was  of  registration  *'in  respect 
of  the  same  goods  or  classes  of  goods."  The  alteration  in  the  langua^ 
confines  the  prohibition  to  cases  in  which  the  goods  axe  substantially  the 
same,  so  that  it  no  longer  applies  to  cases  of  different  goods  which  hi^p^Q 
to  be  grouped  together  in  the  same  class.  Even  under  the  old  Act  regis- 
tration was  sometimes  granted  to  similar  marks  for  different  goods  included 
in  the  same  class,  when  no  clashing  could  take  place.  See  note  (a)  to  §  65, 
and  note  (a)  to  §  69. 

(d)  Before  the  introduction  of  these  words  by  tbe  Act  of  1888  the  pro- 
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hibition  wae  abaolute  ;  but  it  was  held  that  the  Court  had  a  certain  diacretion 
where  the  case  was  not  precisely  covered  by  this  section  :  In  re  Auttralian 
Wvu  Impmrtert,  Ld.,  41  Ch.  D.  278. 

[e)  The  meaning  of  the  words  **  calculated  to  deceive  "  was  considered  in  **  Calculated 
/»  re  London,  92  Ch.  D.  109,  in  which  Fry,  L.  J.,  said  that  *'the  words  to  deceive.*' 
'  calculated  to  deceive '  impart  at  first  sight  a  design  to  deceive ;  but  1  think 
it  plain,  from  the  rest  of  the  section  and  the  decisions  of  the  Courts,  that  a 
mark  is  within  the  section  '  calculated  to  deceive  *  when  that  mark,  fairly 
nied,  is  so  like  a  mark  on  the  register,  also  fairly  used,  as  that  the  one  is 
likely  to  be  mistaken  for  the  other."  And  Bowen,  L.  J.,  said  "a  trade 
mark  is  odculated,  by  its  resemblance  to  another  already  on  the  register,  to 
deceive,  if  in  the  course  of  its  legitimate  use  in  the  trade  it  is  likely  to  do 
ao."  In  In  reFarina  (1),  26  W.  R.  261,  Hall,  V.-C,  appears  to  have  thought 
that  a  mark  ought  only  to  be  ref  astd  registration  as  being  '  calculated  to 
deceive '  if  it  bore  such  a  resemblance  to  the  earlier  mark  that  an  injunction 
would  be  granted  to  restrain  the  use  of  it ;  but  in  In  re  Marks  4*  TdlefHn, 
79  Ik  T.  (Journal)  247,  Pearson,  J.,  considered  that  the  question  in  such 
cases  was,  not  whether  an  injunction  would  necessarily  be  granted  to 
restrain  the  use  of  the  mark  applied  for,  but  whether  it  so  nearly  resembled 
the  earlier  mark  as  to  be  likely  in  the  future  to  give  rise  to  litigation  ;  and 
in  /n  re  Speer,  56  L.  T.  N.  3.  880,  Kay,  J.,  took  the  same  view,  and  went 
on  to  explain  that  the  comptroller  would  be  right  in  refusing  to  register  a 
mark  which  was  so  composed  as  to  be  likely  to  cause  the  goods  to  which 
it  was  applied  to  be  known  by  the  same  name  in  the  market  as  the  goods 
to  which  the  older  mark  was  applied.  And  see  also  per  Kay,  J.,  in  In  re 
Dunn,  41  Ch.  D.  489,  and  per  Stirling,  J.,  in  /»  re  Baschiera  ^  Co.-t  88 
Sol  J.  469.  If  the  essential  and  permanent  particulars  of  the  two  marks 
are  too  similar,  it  is  immaterial  that  there  are  differences  in  the  non-essential 
and  changeable  elements  :  In  re  Murphy  A  Co.,  W.  N.,  1890,  p.  84.  It  has 
been  held  in  Victoria  that  when  A  and  B  have  for  years  used  marks  bearing 
a  certain  resemblance  to  one  another,  A  cannot  afterwards  register  a  mark 
still  more  similar  to  B's  mark :  In  re  R&wUy  ^  Pyne,  9  Vict.  L.  R.  (L.)  307. 

The  restriction  imposed  on  the  registration  of  similar  trade  marks  does  Registration 
not  extend  to  similar  marks  of  the  same  owner,  but  when  one  person  applies  as  a  series, 
for  the  registration  of  an  essential  particular,  or  combination  of  essential 
particulars,  together  with  varying  additions,  the  proper  course  is  to  register 
the  marks  as  a  series  under  §  66,  ante.  The  old  Acts  contained  no  provision 
corresponding  to  those  of  §  66,  but  the  same  course  was  considered  to  be 
the  right  one,  viz.,  either  to  register  the  essential  particular,  omitting  the 
additions,  but  stating  that  there  were  to  be  such,  or  else  to  register  the 
essential  particular  with  one  form  of  addition,  but  stating  that  that  might 
be  varied.  See  /»  re  Barrom,  6  Ch.  D.  353  ;  In  re  Brook,  26  W.  R.  791  ; 
In  re  William  Dixon  ^  Co.,  M.  R,,  April  4th,  1879  ;  Davie  v.  Tylor,  M.  R, 
April  24th,  1879  :  In  re  Clippms  OH  Co.,  M.  R.,  March  11th,  1881  ;  In  re 
SUedman,  L.  J.  N.  of  C.  1883,  p.  88 ;  though  occasionally  separate  regis- 
tration was  granted  to  marks  which  differed  only  in  non-essential  respeicts, 
as  in  /n  r^  Fox  4'  Co.,  V.  C.  H.,  May  7th,  1881.  See  the  observations  of 
Jessel,  M.  R.,  in  In  re  Kuhn  ^  Co.,  53  L.  J.  Ch.  238,  as  to  registration 
with  a  note  of  disclaimer.    Also  infrH. 

When  the  second  of  two  trade  marks  which  it  is  thought  may  conflict  is  Old  marks 
claimed  by  a  different  person  from  the  registered  proprietor  of  the  first  one,  favoured 
it  makes  a  considerable  difference  whether  the  second  mark  is  an  old  one  or 
a  new  one ;  for  it  is  the  duty  of  a  manufacturer,  when  adopting  a  new 
mark,  to  take  especial  care  to  select  a  distinctive  one,  and  the  Court  will 
be  far  more  strict  in  deciding  whether  this  has  been  done,  than  it  will  be 
in  deciding  as  to  similarities  between  old  marks.  So  that  old  marks  bear- 
ing a  certain  similarity  to  each  other  may  sometimes  be  allowed  to  be 
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registered,  though  if  the  maik  last  applied  for  were  a  new  one,  regiaintion 
would  be  refused  to  it :  In  re  JelUyt  Son  <$-  /onei,  51  L.  J.  Ch.  639  ;  In  re 
Soting,  54  L.  J.  Ch.  975  ;  In  re  Lambert,  61  L.  T.  K.  S.  1S8  ;  and  see  per 
Lord  Blackburn  in  Orr-EwingY,  Rtgitirar  of  Trade  Marls,  4  App.  Cas.  499. 
The  "  Three         When  the  Act  of  1875  came  into  operation  it  was  soon  discovered  that 
Mark  Rule/'     trade  marks  which  were  for  practical  purposes  indistinguishable  had  in 
Tarious  instances  been  used  by  two  or  more  firms,  generally  in  different 
parts  of  the  country,  for  the  same  or  substantially  the  same  goods,  and  the 
injustice  of  giving  an  exclusive  right  to  the  first  of  these  firms  was  felt  to 
be  so  great  that  what  is  known  as  Uie  '*  Three  Mark  Rule  "  was  promulgated 
by  the  Commissioners  of  Patents.    The  first  public  announcement  of  the 
new  rule  was  made  by  Jeasel,  M.  R.,  in  7n  re  Walkden  Aerated  Waters 
Co.,  54  L.  J.  Ch.  394 ;  when  he  stated  that  the  Lord  Chancellor  was. 
of  opinion  that  the  number  of  times  that  a  device  or  emblem  might  be 
registered  as  a  trade  mark  for  articles  of  the  same  class  cught»  for  the 
sake  of  distinctiveness,  in  no  case  to  exceed  three.     That  was  a  case 
in  which  the  application  was  for  the  registration  of  a  mark  similar  in 
its  main  features  to  two  others  already  on  the  register.    The  mark  was 
a  new  one,  and  the  application  was  omy  allowed  upon  condition  of  the 
consent  of  both  the  previously  registered  proprietors  being  produced.    On 
account  of  the  mark  in  that  case  having  b^  a  new  one,  an  idea  arose 
that  the  rule  was  only  applicable  to  new  marks,  but  in  /»  re  Hyde  ^  Ok, 
64  L.  J.  Ch.  395  ;  Uie  Master  of  the  Rolls  took  another  opportunify 
of  referring  to  the  rule,  and  stated  that  the  Lord  Chancellor  had  pa^ 
Bonally  come  to  the  decudon  that  not  more  than  three  registrations  of 
the  same,  or  practically  the  same,  mark  should  be  allowed,  and  that  this 
was  also  his  own  decision ;  and,  in  fact,  that  of  the  Commissionen  of 
Patents,  having  been  communicated  to  the  Attorney  and  Solidtor  GeneraL 
This  decision  was  intended  to  cover  old  marks,  and  not  merely  new  oses. 
A  mark  used  in  substance  by  more  than  three  firms  could  not  be  registered, 
but  must  be  treated  as  open.    The  rule  therefore  is  that  where  a  mark  has 
been  used  by  more  than  three  firms  it  is  common  to  the  trade  andincap&Ue 
of  registration  ;  that  where  a  mark  has  been  used  by  two  firms  or  three 
firms  before  the  13th  of  August,  1875  (the  date  of  the  passing  of  the  Act 
of  1875),  it  is  the  old  mark  of  each  firm,  and  each  firm  is  entitled  to  r^> 
tration,  almost  as  of  right,  on  proof  of  the  facts ;  but  that  where  a  nurk 
has  been  registered  by  one  firm  or  two  firms,  another  firm  will  not  be 
allowed  to  register  substantially  the  iNime  mark  for  the  same  goods  as  a  Dew 
mark,  except  by  the  consent  of  the  previously  registered  proprieton.    See 
In  re  Leonardt,  Dig.  610  ;  In  re  MitelieU  (2),  Dig.  611 ;  In  re  JdUg, 
Son  4'  Jones,  51  L.  J.  Ch.  639  ;  In  re  Brook,  26  W.  R.  791 ;  In  re  PowU, 
Dig.  689 ;  £x  parte  Sales,  PoUard  «J'  Co.,  Dig.  620 ;  In  re  Kukn  ^  Co,, 
53  L.  J.  Ch.  238  ;  Benbow  v.  Low  (4),  44  L.  T.  N.  a  875 ;  Afouson  ^  Co,  v. 
Bodtm,  26  Ch.  D.  398  ;  and  In  re   Vergaras,  V.-C.  H.  June  3rd,  1881,  in 
which  last  case  the  same  mark  was  allowed  to  be  roistered  by  three  separate 
firms  as  a  new  mark,  all  consenting.    In  In  re  WaUcden  ^  Cb.,  54  L  J. 
Ch.  394,  the  mark  was  allowed  to  be  registered  as  a  new  mark  with  the 
consent  of  two  other  firms  who  had  registered  similar  marks  as  their  old 
marks.    An  old  mark  mav  be  registered  imder  the  Three  Marks  Role, 
notwithstanding  that  another  similar  mark  has  been  on  the  register  for 
upwards  of  five  years  :  Jackson  ^  Co.  v.  Napper,  35  Ch.  D.  162 ;  /n  « 
Bancroft  ^  Co.,  5  P.  R.  209.    And  to  entitle  a  mark  to  such  registration  it 
is  not  necessary  to  show  user  on  the  identical  goods  for  which  it  is  sought 
to  register ;  it  is  sufficient  to  show  actual  user  before  August,  1875,  on  sub- 
stantially identical  gocAB—e.g.  hatchets  and   axes,  gimlets  and  auegrs^ 
coopers'  drawing-knives  and  carpenters*  drawing-knives  :  Jackson  f  Co.'v, 
Napper,  35  Ch.  D.  162.    In  /n  re  United   Vineyards  Proprieton  Co., 


PATENTS,  Ac,   ACTS,  1883-8.  377 

Stnlmg,  J.,  KoT.  8th,  1889,  the  Company  applied  in  1376  for  the  rogis- 
tntioQ  of  a  device  of  a  salamander  with  the  words  "The  Salamander" 
as  their  old  mark  for  brandy,  used  upwards  of  twenty  years  before  1876  ; 
bat  the  iqpplication  lapsed  in  consequence  of  the  applicants  having  never 
reoetved  a  letter  from  the  registrar  requesting  the  final  fee  to  be  forwarded. 
The  applicants  supposed  the  mark  to  have  been  registered.      In   1882 
another  firm  obtained  the  registration  of  a  different  device  of  a  salamander 
u  their  new  mark  for  fermented  liquors  and  spirits.      In  1889  the  original 
ipplicants  became  aware  of  the  non-registration,  and  at  once  made  a  fresh 
Question  for  registration  of  their  original  mark  as  their  old  mark  for 
bnndy,  used  since  1850.     The  firm  registered  in  1882  refused  to  consent  to 
the  application,  but  did  not  appear  to  oppose  it ;  and  it  was  held  that  the 
registration  should  proceed,  the  mark  being  an  old  one.    Where  a  new 
mark  had  been  registered  and  much  used,  and  another  similar  mark  which 
had  not  been  much  used,  was  proved  to  be  an  old  mark  and  was  allowed  to 
be  registered,  the  new  mark  was  not  removed  from  the  register,  but  was 
allowed  to  remain  there  side  by  side  with  the  old  one  :  Afouton  ^  Co.  v. 
Boekmt  26  Ch.  D.  398.     But  where  the  word  '*  Emollio"  had  been  used 
for  several  years  prior  to  1870,  but  had  been  abandoned  from  that  year  till 
1881,  when  the  user  was  recommenced  in  a  different  form,  and  there  had 
been  considerable  use  of  the  word  **  Emolline"  by  another  firm  since  1876. 
"  Emollio  "  was  not  allowed  to  be  roistered :  In  re  Orottmithj  60  L.  T. 
N.  S.  612.    In  In  re  S<me  4*  Fleming  Manufacturing  Co.,  80  Ch.  D.  505 
the  applicants  had  used  the  mark  in  England  and  America  since  1872,  and 
had  registered  it  in  America  in  1881.     On  their  applying  for  registration  in 
1885  registration  was  refused  by  the  comptroller  on  account  of  a  somewhat 
similar  mark  having  been  registered  by  another  firm  in  1877|  but  that  firm 
not  appearing  to  oppose,  though  served  with  notice  of  the  application,  and 
the  mark  bcong  an  old  one,  registration  was  granted.    So  in  In  re  JBan^ 
croft  4"  Co.f  5  P.  R.  209.    To  bring  a  mark  within  the  rule  and  entitle  it  to 
registration,  notwithstanding  a  previous  similar  registration  for  the  same 
goods,  foreign  user  is  insufficient,  and  there  must  have  been  user  within 
the  United  Kingdom  :  In  re  MUnck,  50  L.  T.  N.  S.  12  ;  with  which  com- 
pare Ja  re  Riviere  ^'  Co.,  26  Ch.  D.  48 ;  Leonard  ^'  EUie  v.   WeUe  4'  Co., 
26  Ch.  D.  288  (per  Fry,  L.  J.)  ;  and  Berliner  Brauerei  GeeelUchafi  Tivoli  v. 
Knight,  Stockt  4'  Co.,  W.  N.  1883,  p.  70.    And  the  mere  passage  of  marked 
goods  through  England,  without  any  sale  or  exposure  for  sale,  is  not  user  of 
the  mark  in  England  :  JtLckton  4'  Co.  v.  Napper,  35  Ch.  D.  1 62,  and  see 
A'fvgiaii  V.  Pinto,  57  L.  T.  N.  S.  31  (per  Kekewich,  J.).    The  user  within 
the  United  Kingdom  mtist  have  been  substantial,  and  not  merely  nominal  and 
unknown  to  the  other  proprietor :  In  re  Ilodaon  <|f*  Co.,  26  SoL  J.  43.  A  mark 
will  be  held  to  have  been  in  common  use,  and  to  be  consequently  incapable  of 
registration  ia  any  name,  if  the  substantial  part  of  it  was  so,  though  the  minor 
parts  were  sometimes  varied,  e.g»  vain  re  Wragg,  29  Ch.  D.  551,  the  device  of 
a  syphon,  hand  and  glass  was  held  to  be  common  to  the  mineral  waters  trade, 
though  in  the  six  cases  relied  on  the  three  elements  appeared  together  in 
three  only,  the  syphon  and  hand  in  one,  and  the  syphon  and  glass  in  two. 
From  the  same  case  it  appears  that  the  cases  of  user,  which  maJce  the  mark 
common,  need  not  all  have  been  on  the  goods,  as  in  three  out  of  the  six  cases 
the  user  was  only  on  invoices  and  circulars,  and  not  on  the  bottles. 

In  some  cases  the  similarity  between  marks  has  been  got  over  by  regis-  Registration 
tering  for  different  goods,  though  in  the  same  class  (see  note  (a)  to  §  65,  with  a  note. 
Qfde)  ;  or  restricting  the  manner  of  user  in  respect  of  colour  :  In  re  Johnwn, 
PkUpott  4  Co.,  North,  J.,  Feb.  2l8t,  1888  ;  In  re  Jeffrey  ^'  Co.,  Stirling,  J., 
Kaj  18th,  1888,  or  otherwise ;  (/n  re  Whitdey,  43  L.  T.  N.  S.  627  ;  In  re 
Sgheg,  43  L.  T.  N.  S.  626 ;  In  re  Fanna  (3),  Dig.  654),  (see  In  re  Dt 
Otaday,  W.  X.  1885,  p.  177) ;  or  the  locality  within  which  the  mark  is  to 
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be  ttsed  (In  re  RdbonCy  Dig.  64S ;  In  re  Keep  Brothere,  26  Ch.  D.  187  ;  /• 
re  MUekdl  Jf"  Co.,  28  Ch.  D.  666 ;  In  re  Joknton,  PhilpoU  ^  Cb^  North,  J., 
Feb.  2lBt,  1888.  But  where  regifltration  Ib  granted  with  a  limitatiun,  the 
nature  and  extent  of  the  limitation  should  appear  on  the  face  of  the  register, 
80  as  to  be  ascertainable  by  persons  searching  the  register :  In  re  MU^eR 
4"  Go.,  28  Ch.  D.  666.  See  /»  rt  JDte  Otorfiry,  W.  N.  1885,  p.  177.  And  in 
the  same  spirit,  the  improper  grant  of  an  exclusiTe  right  in  common 
elements  has  been  avoided  by  the  use  of  disclaimerB  {In  re  Leonardi,  Dig. 
610  ;  In  re  Mitchell  (2)  Dig.  611  ;  In  re  HtMmck,  M.  R.,  June  20th,  1879 ; 
Ex  parU  Salet,  Pollard  Jt  Co.,  Dig.  C20  ;  In  re  Kuhn  ^  Co.,  58  L.  J.  Ch.  288  ; 
In  re  Hoyle  ^  Sane,  lA.  (2),  Chitty,  J.,  Not.  30th,  188i) ;  In  re  Davia, 
Chitty.  J.,  March  9th,  1885 ;  and  see  §  7i  :  and  permission  to  use  a  mark  has 
been  reserved  to  certain  persons,  on  rogistration  against  all  othera  being 
granted  {Ex  parte  Hemming  ^  Son,  M.  R.  April  27th,  1881). 
Marks  com-  In  considering  whether  there  is  in  fact  such  similarity  between  two  marks 

pared  as  used,  as  to  exclude  the  second  from  registration,  it  is  very  important  to  compare 
them  in  the  actual  mode  of  user — e.g..  as  branded  on  metal  goods  (In  re 
JelUy,  Son  Jf"  Jonee,  61  L.  J.  Ch.  689 ;  In  re  Roting,  54  L.  J.  Ch.  975 ;  NutkaU 
V.  Vining,  C.  A.  Jan.  2lBt,  1880  ;  and  compare  Davie  v.  Reid,  17  Grant  Up 
Can.  Ch.  69).    And  if  there  are  blanks  in  the  new  mark,  as  tendered  for 
registration  or  registered,  regard  will  be  had  to  the  manner  in  which  these 
are  filled  up  in  practice :  In  re  Chriitianten^  3  P.  R.  54,  and  the  manner  of 
arrangement  of  parts  common  to  the  trade  will  also  be  taken  into  considera- 
tion :  ih.  and  eee  Inre  Farrow,  6  Times  L.  R.  319.    And  it  has  been  held 
that)  if  one  trade  mark  has  been  registered  without  colour,  but  is  in  practice 
used  in  a  particular  colour,  and  another  trade  mark  is  offered  for  registntioii 
which  is  distinguishable  without  colour,  but  might  by  the  addition  of  colour 
be   made  to  resemble  the  first  mark,  registration  will  be  refused  (In  re 
Worthington,  14  Ch.  D.  8).    And  see  7n  re  Biegel,  57  L.  T.  N.  &  247. 
Althou^  a  trade  mark  must  now  be  distinctive,  irrespective  of  colour; 
{In  re  Hanaon^  37  Ch.  D.  112),  it  may  now  be  registered  in  colour  (§  67),  an 
advantage  which  was  previously  reserved  for  cotton  marks  and  other  marks 
of  a  special  character  requiring  registration  by  deposit.    In  such  a  case  it 
was  formerly  held  that  the  colour  was  part  of  the  mark,  so  that  a  gold  coin 
might  be  registered  for  goods  for  which  a  silver  coin  was  already  registovd, 
though  if  both  were  in  gold,  or  both  in  silver,  there  would  be  a  similarity 
(In  re  Bobineon,  29  W.  R.  31),  but  having  regard  to  the  provisions  of  §  67, 
it  hardly  seems  that  this  decision  could  now  be  repeated.     In  In  re  Lyndon, 
32  Ch.  D.  109,  it  was  held  by  the  Court  of  Appeal  that  a  mark  tendered  for 
registration  must  be  compared  with  a  mark  already  registered,  not  as  actually 
used,  but  as  registered,  and  on  the  footing  that  the  applicant  s  mark  will  be 
fairly  used ;  and  "  it  is  established  now  that  when  two  marks  are  being  com- 
pared together  for  the  purpose  of  seeing  to  what  extent  one  resembles  the 
other  with  reference  to  the  question  of  registering  or  not,  the  Court  must 
presume  a  fair  user  of  the  mark ;  and  at  the  same  time  it  is  establiahed  that 
the  Court  must  look,  in  deciding  such  a  question  as  this,  to  the  mode  in  which 
the  mark  would  be  stamped  or  affixed,  the  character  of  the  goods  upon  which 
it  is  affixed,  and  generally  to  all  the  dreumstances  of  the  case  with  respect  to 
the  placing  on  of  the  mark  and  the  user  of  it.    But^  though  the  dreumstances 
are  to  be  looked  at,  it  is  a  cardinal  proposition  that  the  Court  must  presume 
a  fair  user"  :  Per  Chitty,  J.,  in  In  re  Haines,  Batchdor  ^"  Co.,  6  P.  R.  669. 
In  the  same  way  Cotton,  L.  J.,  said  in  /n  re  Lambert,  6  P.  R.  351 :  "In  con- 
sidering whether  the  mark  is  calculated  to  deceive,  we  must  cousider  what 
would  be  the  ordinary  use,  i^ithout  fraud,  of  the  mark,  and  not  go  into  the 
question  of  what  might  be  done  by  a  fraudulent  user.    If  that  were  done—  if 
there  were  a  fraudulent  user — then  the  Court  would  interfere,  not  because 
the  man  had  not  got  the  trade  mnrk,  but  because  he  was  us'ng  that  trade  mark 
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fiaiidulently,  so  u  to  pass  off  his  goods  for  those  of  another.  That  matter  of 
inad  is  not  to  be  considered  in  dealing  with  the  question  whether  the  mark  is 
80  Iflce  another  as  to  be  calculated  to  deceive.  In  dealing  with  that  question  you 
most  aasume  that  it  is  fair  and  right. "  And  see  In  re  Farrow  6  Tunes  L.  R.  31 9. 
Ithas  been  held  in  Victoria  {Ex  parte  Kennedy,  9  Vict.  L.  R.  (L.)  835),  and  the 
BaiDe  would  appear  to  hold  good  in  this  counti7,  that  the  marks  ought  to  be 
eompored  taken  apart,  and  not  as  seen  side  by  side,  and  that  the  question  is 
whether  it  is  or  is  not  probable  that  an  incautious  pcsrson  would  be  deceived. 

In  the  case  of  cotton  marks  which  were  brought  before  the  Manchester  Cotton  marks. 
Committee  of  Experts^  due  weight  should  be  given  to  their  opinion  as  to 
the  dbtinctiveneBs  of  the  marks  (Orr-Eteing  v.  Jiegittrar  of  Trade  Markt, 
4  App.  Gas.  479),  but  they  seem  to  have  given  somewhat  too  wide  an  inter- 
preti^n  to  the  expression  ''substantial  similarity,'*  in  their  instructions. 
See  In  re  Brookf  26  W.  R.  791.  The  cotton  rules  being  now  repealed,  a 
B.  list  mark  may  be  registered  without  an  application  to  the  Court,  if 
tlie  comptroller  oonsiderB  that  a  mistake  has  been  made. 

For  instances  of  cases  in  which  registration  has  been  refused  on  the  ground  Cases  of 
cf  similarity,  reference  may  be  made  to  Allsopp  v.  Walker ,  Dig.  545,  in  which  refusaL 
the  first  mark  was  a  man's  hand  held  upwaids,  and  the  second  was  a  female 
hand  pointed  horizontally  ;  In  re  Jelley,  Son,  ^  Janet  51  L.  J.  Ch.  639,  in 
vhich  the  first  mark  was  a  pointer  at  a  point,  with  the  word  ''Staunch," 
and  the  second  was  a  pointer  feeding  out  of  a  porridge  pot ;  In  re  Boting^ 
54  Lb  J.  Ch.  975,  in  which  the  first  mark  was  a  plain  horn  with  a  looped 
oord,and  the  second  was  a  sprig  of  two  roses  with  a  twisted  horn ;  Barrowt  ▼. 
Pdnll  Coal  and  Iron  Co.,  Dig.  530,  in  which  the  marks  were  a  crown  with 
*'B.  B.  H.*'  in  Roman  letters,  and  a  crown  with  "  B.  B.  S."  in  italics ;  In 
n  WoitkingUm  Jj'  Co.,  14  Ch.  D.  8,  a  plain  triangle,  and  a  triangle  contain- 
ing a  churdi  witJi  an  inscription  ;  In  re  Barker  ^  Son,  53  L.  T.  N .  S.  23, 
where  each  label  consisted  of  a  sporting  scene ;  In  re  Marks  ^  Telirften,  79 
Li  T.  (Journal)  247,  in  which  the  general  arrangement  of  the  two  marks 
was  veiy  similar;  In  re  Speer,  53  L.  T.  N.  8.  8 SO,  a  dog,  tower  and  harp, 
in  each  case ;  In  re  SanUat  Co.,  Ld.,  58  L.  T.  K.  S.  166,  where  the  applica- 
tion was  for  the  word  "  Sanitas,"  which  was  included  in  two  previous 
marks;  In  re  OrostmUh,  60  L.  T.  N.  3.  612,  where  "  EmoUio  "  was  thought 
too  similar  to  "  Emolline  ;**  Inre  AuttraUan  Wine Importerty  Ld,,  41  Ch.  D. 
278,  where  each  mark  contained  prominently  a  device  of  a  golden  fleece ; 
/n  re  Boichiera  ^  Co.^  33  Sol.  J.  469,  a  lion  and  a  winged  lion  ;  In  re 
Mvrpky  ^  Co.,  w.  N.  1890,  p.  84,  a  lion  rampant  with  a  crown  and  a  lion 
rampant  with  a  sheaf  ;  In  re  OoodaU,  42  Ch.  D.  566,  a  similar  arrangement 
of  common  words ;  and  aeelnre  Farina  (2),  27  W.  R.  456  ;  In  re  ffargreaves, 
11  Ch.  D.  669  ;  In  re  Meyerstdn  4'  Co.,  43  Ch.  D.  604,  and  other  cases ;  also 
£xparte  Kennedy,  9  Vict.  L.  R.  (L.)  335,  in  Victoria. 

For  instances  of  cases  in  which  registration  has  not  been  refused  on  the  Cases  of 
groand  of  similaiity  see  In  re  Farina  (1),  '^6  W.  R.  261,  where  a  label  had  non-refusal. 
l>«en  registered  with  a  small  seal  in  one  corner,  and  application  was  made 
for  the  registration  of  the  same  seal  alone  ;  In  re  LyncUm,  32  Ch.  D.  109,  a 
man's  head  surmounting  the  word  "way,"  and  a  helmeted  female  head 
sunnoimting  the  word  "Athena;"  In  re  Bainet,  Batchelor  ^  Co,,b  P.  R. 
969,  a  shaded  device  of  a  pointer  at  a  point,  facing  to  the  left,  and  sur- 
mounting the  word  "  Staunch,"  and  an  outline  device  of  a  pig,  facing  to 
the  left,  and  surmounting  the  initials  "  H.  B.  &  Co. ;  "  In  re  Burgoyne,  61 
L.  T.  N.  S.  39,  "  Emu  "and  "  Oomoo  ;"  in  /n  re  Dunn,  41  Ch.  D.  439,  the 
opposition  vras  disaUowed  on  the  ground  that  the  goods  were  different.  See 
also  Grr-Etping  v.  Begistrar  of  Irade  Marks,  4  App.  Cas.  479,  and  the  other 
cotton  cases  mentioned  in  the  notes  to  the  cotton  rules.  Except  in  the  cases 
of  cotton  marks  the  opposition  has  usually  been  successful,  and  registration 
has  either  been  refused  altogether  or  only  granted  subject  to  limitations. 
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American  Under  the  similar  section  in  the  United  States  Act»  registration  "w 

cases.  refused  where  the  first  mark  was  the  figure  of  a  star  and  the  second  wu 

the  word"  star  "*  {In  re  The  American  Lubricating  Oil  Co.  ^  9  U.  S.  PatGaz. 
687) ;  where  the  first  mark  was  the  name  Hazall,  and  the  principal  part  of 
the  second  consisted  of  the  same  name  and  a  Maltese  cross  {In  re  Cogguif 
Kidder  ^  Co,,  11  U.  S.  Pat.  Oaz.  1109) ;  where  the  marks  were  the  word 
*'  Swan"  and  the  words  **  Black  Swan  "  {Ex parte  Caire,  16  U.  S.  Pat  Gac 
248)  ;  so  where  a  trade  mark  was  tendered  which  consisted  of  three  parts, 
each  of  which  was  already  registered,  one  by  the  applicant  and  the  others  by 
other  firms  (In  re  Butk  4*  Co.,  10  U.  S.  Pat.  (}as.  164),  and  where  the  new 
mark  consisted  of  '*  A.  S.  Califomia  Family  *  Soap,"  and  *' California"  and 
'<  *  "  were  already  on  the  register  {Ex  parte  Smith  (1 ),  16  U.  S.  Fiat.  Gas.  679) ; 
and  see  Ex  parte  Weitert  Broe,,  16  U.  S.  Pat.  Oaz.  680.  In  /»  fv  ComwaU 
(1),  12  U.  S.  Pat.  Oaz.  188,  registration  was  granted  to  a  star  and  creBceot, 
a  star  being  on  the  register ;  and  boo  In  re  Imbt,  10  U.  S.  Pat.  Oaz.  463. 

The  comptroller  is  entitled  to  his  costs  of  opposing  an  application  on  the 
ground  of  similarity  to  a  registered  mark ;  at  all  events,  unless  the  mazb 
are  veiy  clearly  distinct  1^  In  re  Patent  Plumbago  Crucible  Co^  M.  R. 
Aug.  Ist,  1879. 

See  Rule  46  as  to  notifying  the  order  of  the  Court  to  the  comptroller. 

Where  the  Registrar  had  refused  to  register  on  the  ground  of  similsritj 
to  a  registered  mark,  and  the  marks  did  not  appear  to  be  similar,  but  the 
owner  of  the  registered  mark  had  not  been  served  with  the  notice  of  motion 
of  the  person  applying  for  the  registration  of  the  second  mark,  Chitty,  J^ 
directed  the  registered  owner  to  be  served,  and  on  that  bdng  done,  and  no 
objection  being  made,  ordered  the  registration  to  proceed  :  In  re  MUne  A'  Co., 
Chitty,  J.,  July  6th,  1883.  And  where  the  comptroller  objects  to  register 
a  mark  on  the  ground  of  similarity  to  a  registered  mark,  the  usual  practice 
now  is  to  require  notice  of  the  application  to  be  given  to  the  proprietor  of 
the  registered  mark  :  In  re  Sone  ^  Fleming  Manufacturing  Co.,  30  Ch.  D. 
605 ;  In  re  Baneroft  ^  Co.,  6  P.  R.  209 ;  In  re  Boichiera  ^  Co.,  83  SoL  J.  469. 

Farther  73.  It  shall  not  be  lawful  to  register  as  part  of  or  in  oom- 

restriction  on  bination  with  a  trade  mark  any  words  the  exclusive  use  of 
registration,     -^^hich  would,  by  reason  of  their  being  calculated  to  deceiTe  or 

otherwise,  be  deemed  disentitled  to  protection  in  a  Court  of 

Justice  (a),  or  any  scandalous  design. 

(a)  This  section  is  taken  from  §  6  of  the  Act  of  1876,  and  was  amended 
by  §  16  of  the  Act  of  1888.  The  wording  of  the  original  enactment  was 
'* would  not  be  deemed  entitled,"  and  tjbe  present  wording,  "would  be 
deemed  disentitled,"  seems  less  open  to  misinterpretation.  That  the 
original  enactment  only  referred  to  deceptiveness  inherent  in  the  mark 
itself,  and  not  to  liabili^  to  be  mistaken  for  another  mark,  was  held  by 
Jessel,  M.  R.,  in  In  re  aortburgh,  53  L.  J.  Ch.  237.  Kay,  J.,  however  (/» 
re  Oro$mith,  60  L.  T.  N.  S.  612 ;  In  re  Dunn,  41  Ch.  D.  489),  and  Stirling.  J. 
{In  re  Swijt  Specific  Co.,  6  P.  R.  852)  appear  to  have  thought  that  vords 
were  within  this  section  which  bore  a  resemblance  to  words  included  in  aa 
earlier  mark.  And  Cotton,  L.  J.,  took  this  view  in  In  re  Ihmn,  41  C3l  D. 
439.  But  in  that  case  lindley,  L.  J.,  expressly  concurred  in  the  new 
taken  by  Jessel,  M.  R.,  and  Fry,  L.  J.,  did  not  dissent  from  it.  And  in 
In  re  Australian  Wine  Importert,  Ld.,  41  Ch.  D.  278,  the  obserratioiis  of 
Cotton,  L.  J.,  incline  rather  in  the  same  direction.  In  so  great  a  dirision 
of  judicial  opinion  it  cannot  yet  be  said  with  certainty  which  view  of  tbe 
section  is  correct.  It  is,  however,  submitted  that  §§  72  and  78  simply 
have  reference  to  the  course  which  the  comptroller  is  to  take  of  his  own 
motion  with  respect  to  marks  tendered  for  registration,  and  that  §  72 
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requxres  him  not  to  register  marks  calculated  to  deceive  by  similarity  to 
other  marks,  and  that  §  78  requires  him  not  to  register  marks  calculated 
to  deceive  by  reason  of  some  inherent  defect.  Section  69,  which  is  the 
wmxm  by  which  provision  is  made  for  opposilion,  not  by  the  comptroller, 
but  by  any  private  objector,  contains  no  limitation  of  the  grounds  upon 
vfaich  objection  may  be  raised,  and  it  is  conceived  that  the  Act  imposes 
00  Rsbriction  upcm  such  objections,  but  leaves  it  open  to  the  objector  to 
Kt  up  any  legal  or  equitable  ground  for  rejecting  the  application.  If  tins 
■  oorrect  then  the  cases  which  fall  within  this  section  are  cases  in  which 
a  trade  mark  contains  a  false  statement  of  origin  :  In  re  Jfortburgh,  53 
L  J.  Ch.  237  ;  or  in  which  the  trade  mark  untruly  states  that  the  pro- 
prietors are  the  "sole  makers : "  In  re  Hayward  Js  Sons,  54  L.  J.  Ch.  1003  ; 
or  m  vhich  the  mark  is  habitually  used  as  part  of  a  deceptive  whole : 
Wood  V.  Lambert,  82  Ch.  D.  247. 

Where  it  is  sought  to  register  as  a  trade  mark  a  word  or  words  which  Words  which 
iR  or  may  be  appropriate  to  the  article  to  which  the  trade  mark  is  to  be  are  descriptive 
applied,  the  applicant  is  in  the  dilemma  that  the  alleged  trade  mark  is  or  deceptive, 
either  descriptive  or  deceptive  ;  if  the  word  or  words  are  properly  applicable 
to  the  article  and  may  be  truly  used  with  respect  to  it,  they  are  descriptive 
and  are  not  within  §  64 ;  if  they  may  be  read  as  stating  something  with 
ftaptd  to  the  article  which  is  untrue,  they  are  deceptive  within  the  present 
sBctiaa  ;  so  that  qtt&cungue  vid  the  application  must  faiL  Thus  ia  In  re 
Savnion  j*  Co.,  Dig.  625,  where  the  mark  was  ''Anglo-Portugo  Oysters," 
either  the  oysters  were  of  Anglo-Portuguese  origin,  in  which  case  any  one 
had  ft  right  to  say  that  they  were  so,  or  they  were  not  of  such  origin,  in 
which  case  no  one  had  a  right  to  say  so  ;  and  this  was  adopted  by  Lopes, 
L  J.,  'm  In  re  Van  Duzer,  34  Ch.  D.  628.  There  are  numerous i  similar 
cases  under  the  U.  S.  Acts.  Thus,  In  re  American  Sardine  Co.,  3  U.  S. 
Pkt  Gaz.  495  ("American  Sardines  ")  ;  In  re  DoU  Bros.,  12  t6.  939  ("  £^ 
Ma4an>ni");  Z'*  re  Warburg  4'  Co.,  18  ib.  44  C*Cachemire  Milano"); 
Be  parte  Marscking,  15  t6.  294  (''French"  paints);  Ex  'parte  Xnapp, 
16  f6.  318  (*^  London "  Animal  Foods) ;  Ginter  v.  Kinney  Tobacco  Co., 
12  Fed.  Bep.  782  ("  Straight-cut  "  Cigarettes).  Compare  In  re  Green, 
8  U.  S.  Pat.  Gkus.  729  (*'  Qerman  Sirup  *'),  where  registration  was  allowed. 

In  the  American  case  of  Ex  parte  Cigar  Makers*  Assoeiation,  16  ib.  958, 
it  was  held  that  a  mark  could  not  be  registered  which  was  intended  to  be 
used  by  any  member  of  an  association  on  goods  of  any  quality,  nor  one 
which  was  intended  to  bo  used  for  the  furtherance  of  a  scheme  in  restraint 
of  trade.  And  in  Schneider  v.  Williams,  44  N.  J.  £q.  391,  the  Court  refused 
to  protect  such  a  mark  at  the  instance  of  a  member  of  such  an  association. 
(But  see  Strasser  v.  Moondis,  108  N.  Y.  611 ;  PeopU  v.  Fisher,  57  N.  Y. 
Sup.  Ci  552 ;  Allen  v.  Macarthy,  37  Minn.  347  ;  Bloete  v.  Simm,  19  Abb. 
y.  C,  88.)  And  in  Ex  parte  Block  4'  Co.,  40  U.  S.  Pat.  Oaz.  443, 
registration  was  refused  in  America  to  a  mark  which  contained  the  words 
**  Knights  of  Labour,"  the  applicants  having  no  connection  with  the  society 
of  that  nune. 

As  to  whftt  will  be  deemed  to  disentitle  to  protection  in  a  court  of 
justice,  see  further  Ch.  7,  ante, 

74.— (1.)  Nothing  in  this  Act  shall  be  construed  to  prevent  Saving  for 
the  comptroller  entering  on  the  register,  in  the  prescribed  ?J|!^e^oi. 
manner,  and  subject  to  the  prescribed  conditions,  as  an  addition  entry  on 
to  any  trade  mark  (a).  register  of 

(a.)  In  the  case  of  an  application  for  registration  of  a  trade  common 

mark  used  before  the  thirteenth  day  of  August  one  ^??  **  ^ 
thousand  eight  hundred  and  seventy-five —  ^^^^  marks. 
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Any  distinctive  (h)  device,  mark,  brand,  heading, 
label,  ticket,  letter,  word,  or  figure,  or  combina- 
tion of  letters,  words,  or  figures,  though  the  same 
is  common  to  the  trade  (c)  in  the  goods  with 
respect  to  which  the  application  is  made  ; 
(b.)  In  the  case  of  an  application  for  registration  of  a  trade 
mark  not  used  before  the  thirteenth  day  of  August 
one  thousand  eight  hundred  and  seventy-five — 
Any  distinctive  (6)  word  or  combination  of  words, 
though  the  same  is  common  to  the  trade  (c)  in 
the  goods  with  respect  to  which  the  application 
is  made; 
(2.)  The  applieant/or  entry  of  any  eueh  common  particular 
or  partictUare  must,  hotcever,  diedaim  (d)  in  his  applicaUon 
any  right  to  the  exclusive  use  of  the  same,  and  a  copy  of  ike 
disclaimer  ehaU  he  entered  on  the  register. 

[  (2.^  The  applicant  for  registration  of  any  such  addition 
must,  nowever,  state  in  his  application  the  essential  particulars 
of  the  trade  mark,  and  must  disclaim  in  his  application  anj 
right  to  the  exclusive  use  of  the  added  matter,  and  a  copy  of 
the  statement  and  disclaimer  shall  be  entered  on  the  register. 
Provided  that  a  person  need  not,  under  this  section,  disdaim 
his  own  name  or  the  foreign  equivalent  thereof,  or  his  place  of 
business ;  but  no  entry  of  any  such  name  shall  affect  the  right 
of  any  owner  of  the  same  name  to  use  that  name  or  the  foreign 
equivalent  thereof.] 

(3.)  Any  device,  mark,  brand,  heading,  label,  ticket,  letter, 
word,  figure,  or  combination  of  letters,  words  or  figures,  which 
was,  or  were,  before  the  thirteenth  day  of  August  one  thousand 
eight  hundred  and  seventy-five,  publicly  used  by  more  than 
three  persons  on  the  same  or  a  similar  description  of  goods 
shall,  for  the  purposes  of  this  section,  be  deemed  common  to 
the  trade  in  such  goods  (e). 

The  amendments  in  thiB  section  were  made  by  §  16  of  the  Act  of  1S88. 

(a)  This  section  was  new  in  1 883,  and  is  not  yeiy  clearly  expressed,  \nX  «|»t 
is  intended  appears  to  be  that  when  a  trade  mark  sent  in  for  registration 
contains,  together  with  an  essential  particular,  a  feature  whidi  is  in  oommon 
use  in  the  trade,  that  commoD  feature  must  be  disclaimed,  so  that  the  reA 
of  the  trade  may  not  be  deprived  of  their  right  to  use  it.  The  additions  to 
which  this  section  relates  are  apparently  not  quite  the  same  as  the  additioni 
to  an  essential  particular  referred  to  in  §  64  (2),  but  such  ss  would  be 
capable  of  distinguishing  the  goods,  were  it  not  that  in  point  of  fact  they 
have  been  used  by  several  different  firms.  Thus,  if  a  device  of  an  sniinl 
were  registered  in  combination  with  the  words  "  First  quality,**  for  iron,  the 
case  would  be  within  §  64  ;  but  if  the  same  device  were  to  be  registered  in 
combination  with  a  crown,  the  case  would  be  within  the  present  sectioo, 
"  the  crown  hemg  prima  facie  distinctive,  but  in  point  of  fact  common  to  the 
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trade.  Lcmg  user  does  not  entitle  memben  of  a  trade  to  register  a  par- 
tiedar  derioe  as  part  of  their  trade  marks  when  the  user  waa  fnudulent  in* 
ite  inception  and  is  still  calculated  to  deceive  :  In  re  HetUon,  27  Ch.  D.  570. 
{h]  The  word  "distinctiTe"  is  applicable  to  all  the  matters  here  mentioned : 
per  Chitty,  J.,  in  Buriand  ^  Co.,  y.  Browbum  OU  Co.,  Ld.  (2),  42  Ch.  D.  274, 
aod  9ee,per  Cotton,  L.  J.,  in  W€Uerman  v.  Ayrta,  39  Ch.  D.  29.  There  is  at 
€nt  sight  a  contradiction  in  terms  here,  as  a  mark  common  to  the  trade 
onnot,  of  course,  be  distinctive  ;  but  what  is  intended  appears  to  be  that 
ujmark  which  is  prima  faete  distinctive,  but  which  is  really  common  to 
il»  trade,  must  be  disclaimed  when  registered  as  part  of  a  oombination. 
Tins  ^iihiet  "  distinctive  *'  would  thus  be  here  applied  to  every  mark  which 
ii  not  inherently  incapable  of  appropriation  by  an  individual.  This  view 
VBi  approved  by  Chitty,  J.,  in  Buriand  i*  Co.  v.  Broxburn  Oil  Co,^  Ld,  (2). 
42  Ql  D.  274.  From  the  dicta  in  the  Court  of  Appeal  in  7n  fie  Hudton^ 
S2  CL  D.  811,  and  In  re  Atkina  FUUr  i-  Engineering  Co,,  Ld.,  8  P.  R.  164 
ii  would  i^pear  that  their  attention  had  not  been  directed  to  this  word. 

{c)  The  words  "  common  to  the  trade  "  have  been  construed  to  mean  Common 
**  open  to  the  trade  :  "  ffumpkriet  v.  TayUyr  Drug  Co.  (2),  59  L.  T.  N.  S.  820,  marks, 
and  Buriand  4'  Co.  ▼.  Broxlmm  OU  Co.,  Ld.  (2),  42  Ch.  D.  274  ;    and  this 
te&ag  to  be  what  is  meant.     In  Tkompton  v.  Montgomery^  41  Ch.  D.  35. 
lindley,  L.  J.,  said  that  '*  nothing  can  be  common  to  the  trade  which  is 
Qied  only  by  one  person  in  the  trade  ;  **  but  in  §  64,  where  it  was  intended 
ioezchide  from  registration  fancy  words  "in  common  use,"  that  expression 
vas  employed,  and  the  difference  of  language  seems  to  show  that  the  phrase 
here  means  that  which  is  of  common  right,  whether  in  oommon  use  or  not. 
When  it  is  alleged  adversely  to  an  applicant  for  registration  that  the  whole 
or  a  part  of  his  trade  mark  is  oommon  to  the  trade,  the  onus  is  upon  the 
person  alleging  that  this  is  so  to  prove  it,  not  upon  l^e  applicant  for  regis- 
tration to  prove  the  contrary :   In  re  Leonard  4'  BUie,  26   Ch.  D.  288. 
And  the  oitries  in  the  registry  office  books  of  applications  for  registration 
do  not  prove  that  a  mark  is  in  common  use,  as  they  only  prove  that  the 
appUcationa  entered  have  been  made,  not  that  they  have  all  been  properly 
made,  or  upon  true  allegations,  or  that  the  marks  applied  for  have  in  fact 
heen  used  :  Orr-Emng  ^  Co.  ▼.  Johmton  ^  Co.,  18  Ch.  D.  434.     A  mark 
is  not  made  oommon  to  a  particular  trade  by  the  fact  that  persons  engaged 
in  different  trades  have  used  it  on  goods  of  a  dififerent  character :  SomervtUe 
V.  Sdiembri,  12  App.  Cas.  453  ;  nor  by  the  fact  that  goods  marked  with  it 
iiave  passed  through  England  from  one  foreign  country  to  another,  without 
any  offering  for  sale  in  England  :  Nevnnan  v.  Pinto^  67  L.  T.  N.  S.  31  (per 
Ki^wich,  J.).    And  see  Jaekson  ^  Co.  ▼.  Napper,  35  Ch.  D.  162.    In  a 
number  of  cases  since  the  Registration  Acts  marks  have  been  found  to  be 
oommon  to  different  trades  ;  thus,  a  number  of  words  and  devices  to  the 
iron  trade  :  In  re  Barrows,  5  Ch.  D.  353  ;  In  re  Davies,  Chitty,  J.,  March 
9th,  1885 ;  the  words  "  Bank  of  England,"  to  the  sealing-wax  trade  ;  In  re 
Byde  4"  Co.,  7  Ch.  D.  724  ;  the  word  "Selected,"  and  other  words  and 
devices,  to  the  steel-pen  trade  :  In  re  Leonardt,  Dig.  610 ;  In  re  Mitchell 
(2),  Dig.  611  ;  In  re  Kukn  4'  Co.,  63  L.  J.  Ch.  238  ;  the  lettere  "  S.  P."  to 
the  snuff  trade  :  Bx  parte  Sales,  Pollard  4'  Co.,  Dig.  620;  the  Eton  anns 
to  the  bat  trade :  Lueke  v.  Webster,  M.  R.,  April  4th,  1879 ;  the  words 
"Braided  Fixed  Stars,"  to  the  match  trade  :  In  re  Palmer  (3),  24  Ch.  D. 
504 ;  the  words  "La  Minerva,  Habana>"  "  La  Pureza,"  and  "  Gold  Leaf," 
to  the  dgar  and  tobacco  trade  :   In  re  Uoyd  ^  Sons,  27  Ch.  D.  646  ; 
Newman  v.  Pinto,  57  L.  T.  N.  S.  31 ;  Partlo  v.  Todd,  12  Ont.  Rep.  171  ; 
a  device  of  a  syphon,  hand  and  glass  to  the  mineral- water  trade :  In  re  Wragg, 
29  Ch.  D.  561  ;  the  words  "  Extra,"  "  Extra  G."  "  Coker,"  to  the  canvas 
trade  :  In  re  Hayward  4'  Sons,  54  L.  J.  Ch.  1003 ;  the  words  "Mandarin 
Tea  "  to  the  tea  trade  :  British  Tea  ^  Trading  Association,  Ld.  v.  Co<^ 
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V.  C.  B.,  June  8th,  1886 ;  the  worda  "Old  Innishowm  "  to  the  whisky  trade: 
Wait  V.  O'ffanlm,  4  P.  R.  1  ;  the  words  '*  Parchment'*  and  ''Bank"  to 
the  paper  trade  :  In  rt  GoodaUL,  42  Ch.  D.  566  ;  various  ^nimidft^  deTioes, 
and  colours  to  the  cotton  trade :  Orr-Ewing  ^  Co.  v.  Jokntton  <^  Cb^  7 
App.  Cas.  219 ;  Wallace  ^  Co.  r.  King  A'  Co.,  Bombay  High  Ct,  April  80th, 
1879 ;  Jn  re  ffoyU  ^  Sent,  Ld.  (2),  Chitty,  J.,  Not.  SOUi,  1883;  and  see 
OrT'Ewing  ^f*  Co.  y.  Registrar  of  Trade  Marks,  4  App.  Cas.  479  ;  and  In  re 
Brook,  26  W.  R.  791. 
Disclaimers  {d)  The  practice  of  entering  disclaimers  in  the  register  appears  to  lave 

under  the  Act  originated  with  the  cases  of  Jn  re  Leonardt,  Dig.  610,  and  Jn  re  MiuMl  (2), 
of  1875.  Dig.   611.     In  those  cases  the  consent  of  the  owner  of  the  nuok  was 

required,  but  in  In  re  Kuhn  <J*  Co,  58  L.  J.  Ch.  288,  an  order  for  a 
disclaimer  was  made  notwithstanding  that  the  owner  did  not  formally 
consent,  and  in  other  cases  the  registration  was  subjected  to  limitatioiis 
entered  on  the  register.  See  cases  cited  in  note  (e)  to  {  72  nipni.  The 
practice  has  been  carried  so  far  that  minre  Hoyle  4*  &>iu,  Ld.  (2),  Chitty,  J. 
Nov.  80th,  1888,  a  trade  mark,  consisting  of  a  pheasant  sitting  on  a  gate, 
was  registered  with  a  disclaimer  of  the  bird,  leaving  only  the  gate.  See 
the  order  of  the  House  of  Lords  in  Orr-Ewing  v.  Regittrar  of  Tradt 
Markt,  4  App.  Cas.  479,  and  see  also  the  statement  by  Jessel,  M.  B.,  in  /a 
re  Kuhn  4'  Co.,  53  L.  J.  Ch.  288. 

In  In  re  Hudton,  32  Ch.  D.  811,  the  Court  of  Appeal  appears  to  have 
thought  that  a  disclaimer  could  not  be  compulsorily  enforced  under  the 
Act  of  1875  ;  but  there  does  not  seem  to  have  been  much  argument  on  the 
point,  and  the  case  was  decided  on  the  ground  that  the  words  of  ndiicfa  it 
was  sought  to  compel  a  disclaimer  were  descriptive,  and  could  not  in  any 
event  be  claimed  as  a  result  of  the  registration  of  the  labeL  The  words 
not  being  prima  facie  distinctive,  the  question  as  to  disclaimer  could  not 
really  arise.  The  same  was  the  case  in  In  re  Aikin»  ItUer  ^  Engineering 
Co.,  Id.,  S  F,  R.  164.  In  In  re  Hayward  4'  Som,  54  L.  J.  Ch.  1008, 
Kay,  J.,  held  that  the  Court  had  power  under  the  Act  of  1875  to  order  a 
compulsory  disclaimer,  and  he  accordingly  ordered  a  disclaimer  to  be 
entered  of  the  words  *'  Extra  G,"  which  were  common  to  the  trade. 
Disclaimers  The  provision  in  the  present  Acts  being  that  the  common  particuhr 

under  the  Acts  must  be  disclaimed  in  the  application,  the  question  has  been  raised  whether 
of  1888-8.  such  a  disclaimer  can  be  made  at  a  later  date,  and  North,  J.,  in  /ii  9V 

GoodaU,  42  Ch.  D.  566,  decided  that  this  could  not  be  done,  and  that  an 
application  from  which  a  necessary  disclaimer  had  been  omitted  was  simply 
null  and  void.  In  In  re  Sw^ft  l^peeific  Co.,  6  P.  R.  852,  Stirling,  J.,  refraiiied 
from  deciding  whether  an  application  defective  in  this  respect  was  innlui, 
but  directed  a  disclaimer  to  be  entered  on  the  register.  Subsequent  die* 
claimers  have  also  been  directed  under  these  Acta  by  Kay,  J. :  In  re 
Hayward  S'  Co.,  54  L.  J.  Ch.  1008  ("  Extra,"  "  Coker**)  ;  by  Kekewicb,  J. : 
Humphries  v.  Taylor  Drug  Co.  (2),  59  L.  T.  N.  S.  820  («  Herbalin") ;  and 
by  Chitty,  J. :  Burland  4'  Co,  v.  Broxburn  OH  Co.,  Ld,  (2),  42  Ch.  D.  274 
("  Washerine").  So  that  the  greater  weight  of  authority  appears  to  be  in 
favour  of  thus  correcting  an  originally  defective  or  wrongful  applicatioo  or 
registration.  It  has  also  been  held  by  Kekewich,  J.,  that  the  fact  that  a 
common  word  has  been  registered  as  part  of  a  trade  mark,  withoat  a 
disclaimer,  does  not  necessarily  disentitle  the  owner  of  the  mark  to  hit 
costs  in  an  action  against  a  person  who  has  adopted  the  same  trade  mark : 
Newman  v.  Pinto,  57  L.  T.  N.  S.  81 .  Where  a  distinctive  device  has  beea 
registered,  together  with  words  which  are  in  &ct  common  to  the  txade,  bat 
without  any  disclaimer,  no  right  is  acquired  in  the  common  word,  even  after 
the  lapse  of  five  years  from  registration  :  British  Tea  ^  TVading  Association, 
Ld.  v.  Cooke,  V.  C.  B.,  June  8th,  1886  ("Mandarin  Tea  '*). 
(e)  The  intention  of  this  sub-section  is  to  introduce  here  the  "Three 
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Mark  Bole,*  as  to  which  see  note  (e)  to  §  72,  iuprL  That  rule  is  that 
Rgiatratioii  of  the  same  or  substantially  the  same  mark  may  be  granted  to 
not  more  than  three  persons,  who  can  prove  real  user  before  August  18th, 
1875,  bat  that  proof  of  user  by  more  than  three  penons  before  that  date 
debais  all  persons  from  registering.  For  there  to  have  been  "public 
user"  by  more  than  three  persons,  it  would  seem  that  the  user  by  each 
niTist  have  been  substantial  (In  re  Hodton  ^  Co.^  26  Sol.  J.  43),  and  such 
13  came  or  ought  to  have  come  to  the  knowledge  of  each  of  the  others. 
Bat  the  marJu  used  need  not  have  been  absolutely  identical,  nor  in  all 
cues  on  the  actual  goods  :  In  re  Wragg,  29  Ch.  D.  551.  It  will  be 
noticed  that  this  subsection  only  relates  to  old  marks.  In  the  case  of  new 
marks  a  second  registration  of  the  same  device  would  not  be  granted  under 
§  72,  except  by  the  consent  of  the  previously  registered  proprietor,  and  a 
diddaimer  might  even  then  be  required  as  a  condition  of  his  consent. 
User  is  not  proved  by  the  books  of  applications  for  registration,  as  the 
allegations  therein  contained  are  not  proved :  Orr-Ewing  ^  Co.  v.  Johntton 
i  Co.,  18  Ch.  D.  484. 


Effect  of  Registration, 

75.  Registration  of  a   trade  mark  shall  be  deemed  to  be  Registration 
egnivalent  to  public  ttse  of  the  trade  mark  (a),  equivalent  to 

[Application  for  registration  of  a  trade  mark  shall  be  P^^^°  ^^*®- 
deemed  to  be  equivalent  to  public  use  of  the  trade  mark,  and 
the  date  of  the  application  shall  for  the  purposes  of  this  Act 
1)6  deemed  to  be,  and  as  from  the  first  day  of  January  one 
thousand  eight  hundred  and  seventy-six  to  have  been,  the  date 
of  the  r^istration  (6).] 

(a)  The  original  §  75,  for  which  the  present  section  was  substituted  by 
f  17  of  the  Act  of  1888,  came  from  §  2  of  the  Act  of  1875,  but  the 
provisioa  in  that  Act  was  made  subject  to  the  existence  of  a  connection 
withgoodwilL  Now  there  is  to  be  deemed  to  be  public  use  of  a  trade 
mark  as  long  as  it  is  registered,  whether  there  is  or  is  not  any  goodwill, 
whidi  points  to  the  propriety  of  the  removal  of  a  trade  mark  from  the 
register  as  soon  as  the  goodwill  has  determined.  It  is,  however,  doubtful 
whether  there  is  power  under  §  90  to  obtain  this.  And  see  the  last  words 
of  {  78,  and  note  {d)  to  §  70.  But  registration  does  not  entitle  to  an 
injunction  in  respect  of  goods  for  which  the  mark  has  not  been  used, 
though  it  has  been  registered  for  them,  at  all  events  unless  the  mark  has 
been  exactly  copied :  Edtoards  v.  Dennis^  80  Ch.  D.  454.  In  the  United 
States  also  registration  is  equivalent  to  public  use.  See  In  re  Dutcher 
Temple  Co,,  IT.  S.  Pat  Comm.  Decis.,  1871,  248.  Apart  from  the  legisla- 
tion on  the  subject,  public  use  of  a  trnde  mark  gives  a  property  in  it.  See 
per  Lord  Blackburn,  in  Orr-Ewing  v.  Registrar  of  Trade  MarkSy  4  App. 
Caa.  490.  It  has  been  decided  that  to  constitute  public  use  it  is  not  suffi- 
cient for  the  marked  goods  to  be  advertised ;  they  must  be  actually  in  the 
maiketb  But  so  long  as  that  is  the  case,  length  of  user  is  not  necessary. 
See  MeAndrew  t.  BasseU,  4  De  G.  J.  &  S.  880 ;  MazweU  v.  Hogg,  L.  R. 
2  Ch.  807 ;  Wheder  v.  Johnston,  8  L.  R.  Ir.  284 ;  In  re  Simpton,  Daviea  ^ 
Sons,  M.  B.  Jan.  12th,  1881. 

(6)  The  last  part  of  this  clause,  as  now  altered,  comes  from  rule  82  of 
the  Bnles  of  1883,  and  originally  from  the  old  Rules.    The  principle  that 
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regutration  dated  from  the  receipt  of  the  appUcation  prevailed  throuitjiciiit. 
Kow  a  alight  alteration  is  made  by  aubetitutrng  the  date  of  the  apphcation 
for  the  date  of  the  receipt  of  it^ 

BiC^t  of  first       76.  The  registration  of  a  person  as  proprietor  of  a  trade 
pronrietorto    mark  shall  be  prim&-facie  evidence  (a)  of   his  right  to  the 

expiration  of  five  years  from  the  date  of  the  registration,  be 
conclusive  evidence  (a)  of  his  right  to  the  exdasive  ase  of  the 
trade  mark,  subject  to  the  provisions  of  this  Act  (c). 

Bffoct  of  (<>)  '^'^  aectioii  oomee  from  §  8  of  the  Act  of  1876.    Until  the  end  of 

regiBtration.      ^^^  years  from  registration  the  only  effect  uf  it  ia,  as  was  said  in  the  Court 
of  Appeal  in  Nuthall  y.    Vining,  C.  A.  Jan.  21  st,  1880,  to  qualify  the 
registered  proprietor  for  suing  infringers, — in  other  words,  regittratioii  is 
"  simply  a  condition  precedent  to  suing."  per  Chitty,  J.,  in  Mouton  f  Co,  y. 
Boehm,  26  Ch.  D.  898 ;  and  it  seems  that  when  an  action  is  brought  to 
restrain  an  alleged  infringement  of  a  trade  mark  which  has  been  regutered 
for  less  than  five  years,  we  defendant  may  rebut  the  prinut-faek  eTidenoe 
of  the  plaintifb'  right  afforded  by  his  registration,  without  moving  to 
rectify  the  rf'gister  by  expunging  the  mark.    See  In  re  Palmer  (1),  21  Cfa. 
D.  47  ;  Lever  y.  Ooodwin^  86  Ch.  D.  1  ;   Weaver  y.  Saniiary  Engineering  4" 
VentUaHon  Co.,  L.  J.  N.  of  C,  1887,  p.  Ui ;  Weaver  v.  Stiff  Jf  Som,  iL 
After  the  expiration  of  five  years  from  regicitration,  the  title  of  the  registered 
proprietor  is,  for  the  purposes  of  an  action  for  infringement^  an  absolute 
right,  and  cannot  be  disputed  except  upon  an  appliciSion  under  §  90  to 
rectify  the  register  :  Edmurde  v.  Dennit,  80  Ch.  D.  454  ;  ApcUimarit  Co., 
Ld,  Y.  fferrfdcU,  4  P.  R.  478.     Compare  Evam  r.  Smith,  3  Times  L  R. 
890,  and  Bodega  Co.,  Ld.  y.  Cvens,  28  L.  R.  (Ir.)  871,  where  this  principle 
does  not  appear  to  have  had  full  effect  given  to  it    This  applies  also  to 
cases  of   colourable  imitation,  as  well  as  to  cases  of   direct  oopjing: 
Rodgen  ^  Som,  Ld.  v.  EaUgen,  6  Times  L.  R.  678.    The  luee  of  five 
years  from  registration  is,  however,  no  bar  to  proceedings  brought  for  the 
purpose  of  rectifying  the  register.    The  view  originally  entertained  as  to 
the  effect  of  this  section,  and  the  coxresponduig  section  of  the  Act  of  1875 
upon  applications  to  rectify,  appears  to  have  been  that  during  the  first  five 
years  from  registration  the  mark  remained  liable  to  removal  from  the 
register,  e.g.^  on  application  by  the  true  proprietor  of  it,  when  it  had  been 
wrongfully  registered  in  the  name  of  another  persan,'as  in  Ex  parte  Lawrenct 
Bro9.,  44  L.  T.  N.  S.  98  ;  In  reAut6ralian  Wine  Co.,Ld.,  61  L.  T.  N.  S.  427 ; 
but  that  after  the  expiration  of  five  years  from  registration  the  title  of  the 
rogistered  proprietor  was  secure  against  individual  rival  claimants,  but  aa 
^  tiie  Act  only  says  that  after  five  years  the  person  who  has  registered  a 
trade  mark  shall  be  entitled  to  the  trade  mark,  but  does  not  say  that  the 
mark  as  registered  shall  be  deemed  to  be  a  trade  mark  ** — (see  per  Jessel, 
M.  R.,  in  in  re  Palmer  (1),  21  Ch.  D.  47  ;  and  compare  the  Victorian  cases 
of  LewU  V.  KUmproih,  11  V.  L.  R.  (E.)  214 ;  W6l(fe  v.  AUop  (2),  12  V.  L  B. 
(E.)  421  ;  Wolfe  ▼.  Lang  ^  Co.,  18  V.  L.  R.  762>— the  trade  mark  remainfid 
liable  to  removal  for  inherent  defects  in  it — e.g.,  that  it  contained  no  one  of 
^e  essential  particulars  specified  by  §  64.    Thus  in  /n  re  Palmtr  (1),21 
Ch.  D.  47,  and  (8)  24  t6.,  504,  the  words  "  Braided  fixed  stars,"  registered 
for  matches,  were  expunged,  on  the  ground  that  at  the  date  of  tiie 
registration  and  ever  since  they  had  been  merely  descriptive  of  matches 
prepared  in  a  particular  way.     So  where  the  word  "  Yalvoline  "  had  been 
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regittered,  thoa^  it  had  been  used  as  a  deeeriptiYe  tenn  :  In  re  Leonard 
J^£Z2ti^26Ch.D.  288.  And  see /n  re  iZo^,  25  Cfa.  D.  194  ;  InreUoudJf' 
Smi, 27 Ch.D.  646  ;/nr«  Wragg,  29  Ch,l>, b5l ;  Woody.  Lambert, S2dik,D. 
247 ;  In  re  Spencer,  54  L.  T.  N.  S.  659.  Since  the  case  of  Edtoarde  v.  Dennit, 
30  Ch.  D.  454,  howerer,  it  has  been  generally  recognised  that  §  90  ($5  of 
the  Act  of  1875)  overrides  the  promions  oi  this  section  (§  8  of  the  Act 
of  1875),  and  that  even  after  the  lapse  of  five  years  the  registration  of  a 
mark  wldch  is  for  any  reason  wrongful  may  be  rectified.  In  that  case 
Ct^ioD,  L.  J.,  said  that  *'  the  third  section  (of  the  Act  of  1875)  is  intended 
to  afford  assistance  to  a  person  who  is  bringing  an  action  against  another 
penon  for  passing  off  his  goods  as  the  goods  of  the  person  Tmo  brings  the 
aetion.  In  such  a  case,  if  the  plaintiff  shows  that  he  has  been  on  the 
Rgister  for  five  years,  that  dispenses  with  the  necessity  of  his  adducing 
evvknoe  of  exclusive  use  of  his  trade  mark.  But  the  third  section  is  no 
W  to  an  application  under  the  fifth  section  for  rectification  of  th^  register^ 
and  ia  the  case  of  such  an  application  the  Court  is  bound  to  consider 
vhether  the  trade  mark  is  properly  on  the  register  ;  for,  although  it  may 
bave  been  on  for  five  years,  if  it  ought  not  to  have  been  on  at  tdl,  then  it 
can  be  taken  ofll"  And  in  this  the  other  Lords  Justices  concurred.  Where 
worda common  to  the  trade — e.g.  **  Mandarin  Tea" — have  been  registered  In 
oombuiation  with  a  distinctive  device,  or  in  connection  with  a  distinctive 
Isbd,  for  upwards  of  five  years,  no  exclusive  right  is  thereby  acquired  in 
Swords :  British  Tea  and  Trading  AseoeiaUonf  Ld.  v.  Co<>ke,  V.  C.  B. 
Jane  8th,  1886.  In  LavvpUmgh  v.  Beedder,  C.  A.,  Nov.  12th,  1880,  it  was 
hdd  that  the  registered  words  **  Pyretic  Saline  ^  were  purely  descriptive. 
See  JKeiaAontt  v.  Spalding,  49  L.  J.  Ch.  57,  and  Wheder  v.  Johnatan,  8 
L  E  Ir.  284.  In  In  re  Hayward  ^  Co.,  54  L.  J.  Ch.  1008,  a  note  was 
entered  on  the  register  that  in  the  case  of  a  mark  registered  in  1885  the 
five  years  were  to  run  from  that  date,  and  not  from  the  date  of  the  appli- 
cation, which  was  in  1879. 

In  the  United  States,  registration  only  affords  pnm/2-/aae  evidence  of 

ovnenhip  (Act  of  1881,  {  7),  and  amounts  to  nothing  more  than  a  mere 

Reord  of  a  claim :   Tale  Cigar  Maufacturing  Co.  v.  laU,  80  U.  S.  Pat. 

Gas.  1183  ;  and  it  has  been  there  held  that  registration  of  descriptive 

words   confers  no   right   in   them :     Van  Beil   v.   Prescott,  82  N.  Y. 

630 ;  and  that  the  use  of  a  registered  mark  may  be  restrained :  Of  en 

Oote  Manttfaeturvng  Co,  v.  Ludeman,  28  Bl.  C.  C.  46  ;   Schumacher  ^' 

^Hfta^er  v.  Sckwei^  (2),  86  U.  S.  Pat.  Qaz.  457.    In  Canada  it  has  been 

i^epeatedly  held  ^lat  registration  can  be  invalidated  by  proof  that  the 

Rgistered  proprietor  was  not  the  first  to  use  the  mark  :  McCaU  v.  Theal, 

28  Grant  Up.  Can.  Ch.  48 ;  ParOo  v.  Todd,  12  Ont.  Rep.  171  ;  Watetm  v. 

WetUake,  12  Ont  Rep.  449.    But  it  has  also  been  held  that  for  this  to  be 

BO,  the  user  by  others  must  have  been  before  the  registered  proprietor  used 

the  msrk,  not  merely  before  he  registered  it :  Smiik  v.  Fair,  14  Ont. 

Sep.  729.     Under  the  Canadian  Statute  it  has  been  held  that  registration 

gives  no  right  of  action  for  anything  done  before  registration  :  Mone  v. 

Martin,  Quebec  Super.  Ct.,  Feb.  28th,  1882  ;  but  neither  the  Quebec  Court 

of  Queen's  Bench  (8  Dorion  853)  nor  the  Canada  Supreme  Court  (Casselfl 

Big.  509)  decided  tiie  point.     In  New  South  Wales  the  right  to  renstration 

depends,  not  on  priority  of  application,  but  on  priority  of  user  :  Harris  v. 

Ogg,  5  N.  S.  W.  Rep.  (E.)  114  ;  and  although  registration  has  been  held  to 

be  from   the  outsist  conclusive  proof   of   the  right  of   the  registered 

proprietor :  Walker  v.  CargiU,  5  N.  S.  W.  Rep.  (E.)  243,  the  use  of  a 

registered  mark  has  been  restrained  by  injunction :  Harris  v.  Ogg,  5  N.  S.  W. 

Bcp.  (E.)  114  ;  Bryant  ^  May  v.  Heyde,  7  N.  S.  W.  Rep.  (E.)  72. 

(5)  The  right  to  the  exclusive  use  of  a  trade  mark,  first  asserted  in  Qovit 
T.  AU^ploglu,  5  Leg.  Obs.  495,  and  MiUington  v.  Fox,  8  My.  &  Cr.  888,  and 
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after  much  diacuaaion  affinned  by  the  chanoery  judges  (aee  Ch.  6,  anuy 
ia  now  given  by  statute  upon  registration. 

(c)  See  §  70  as  to  the  oonnection  with  goodwill. 

Restrictiona  77,  A  person  shall  not  be  entitled  to  institute  any  ppo- 
SfriM*^*  t  ^®^^8  *®  prevent  or  to  recover  damages  for  the  infringement 
and  on  de-  '  of  a  trade  mark  unless,  in  the  case  of  a  trade  mark  capable 
fence  to  of  being  registered  under  this  Act,  it  has  been  registoed  in 

action  in  cer-  pursuance  of  this  Act,  or  of  an  enactment  repealed  by  this 
tain  cases.  ^^^  ^^^  ^^  ^y^Q  case  of  any  other  trade  mark  in  use  before  ihB 
thirteenth  of  August  one  thousand  eight  hundred  and  seventy- 
five,  registration  thereof  under  this  part  of  this  Act,  or  of  an 
enactment  repealed  by  this  Act,  has  been  refused  (a).  The 
comptroller  may,  on  request,  and  on  payment  of  the  pre- 
scribed fee,  grant  a  certificate  that  such  registration  has  been 
refused  (6). 

Keoeasity  for  (a)  This  part  of  this  section  oomra  from  §  1  of  the  Act  of  1876.  By  §  1 
applying  for  of  the  Act  of  1875,  failure  to  obtain  regiatratiou  was  fatal  to  the  ownerc^  a 
registration,  trade  mark,  whether  old  or  new.  The  effect  of  the  alteration  intzxxlnoed  by 
the  Act  of  1876  was  clearly  explained  by  Lord  Blackburn  in  the  House  of 
Lords  in  Orr-Evnng  v.  Jiepstrar  of  Trade  Marks,  4  App.  Cas.  498,  in  whkh 
he  aaid  :  "  This  alters  the  Act  of  1875  in  two  respects ;  it  renders  registra- 
tion a  condition  precedent  to  a  proceeding  to  recover  damages,  as  well  as  to 
a  proceeding  to  prevent  infringement,  and  it  provides  that  if  the  proprietor 
of  a  trade  mark  in  use  before  the  passing  of  the  principal  Act  has  been 
refused  registration,  he  may,  notwithstanding  such  refusal,  institute  pro- 
ceedings, either  for  prevention  of,  or  damages  for,  the  infringement  of  sacli 
trade  mark,  and  need  not  wait  till  he  has  got  the  register  rectified."  And 
again  he  said  :  "  It  seems  to  me  that  the  effect  of  the  Act  of  1876  is,  that  if 
one  who  says  he  is  the  proprietor  of  a  trade  mark  wishes  to  institute  pro- 
ceedings against  some  one  who,  as  he  says,  is  infringing  it,  he  must  first  txy 
to  have  his  trade  mark  registered.  If  the  registration  is  refused  for  any 
reason,  he  may  apply  (under  §  5  of  the  Act  of  1875)  to  have  the  register 
rectified,  and  then  the  Court  will  have  to  determine  as  the  principal 
question  whether  the  reason  of  the  refusal  was  sufficient.  But  he  may  aJso 
seek  for  more  speedy  redress.  He  may  obtain  a  certificate  of  the  refusal, 
and  then  institute  proceedings  to  prevent  the  infringement,  and  then  the 
Court  will  have  to  determine  whether  he  was  the  proprietor  of  the  trads 
mark.'*  See,  also,  Malins,  Y.-C,  In  In  re  Barrotot,  5  Ch.  D.  S5S-59, 
and  TwenUche  Stoom  BUekery  Qoor  v.  EUingerA  Co.,  26  W.  R  70.  llifi 
present  section  differs  frt>m  §  1  of  the  Act  of  1876,  in  that  by  that  sedticm 
the  alternative  of  registering  or  procuring  a  certificate  of  refusal  was  given 
to  an  owner  of  any  old  mark,  whether  the  old  mark  was  or  was  not  capabla 
of  being  registered,  so  that  an  owner  of  such  a  mark  might  safely  be  content 
with  a  certificate  of  refusal,  however  obviously  wrong  the  refusal  might  bCb 
In  the  present  section  it  will  be  seen  that  this  alternative  is  no  longer  given 
to  owners  of  old  marks  capable  of  being  registered.  Sudi  marks  must  now 
be  registered  or  left  unprotected.  New  marks  which  are  incapable  of  being 
registered  under  §  64  need  not  apparently  be  either  registered  or  refused 
registration.  If  the  owner  of  a  tnule  mark  for  which  registration  orrefussl 
to  register  is  required  is  unable,  when  suing  an  infringer,  to  produce  a 
certificate  of  registration  or  of  refusal  to  register,  his  remedy  is  barred : 
QoodfdUAp  V.  Prinoe,  85  Ch.  D.  9  ;  even  though  he  has  made  application 
for  registration,  and  has  only  fuled  to  obtain  it  because  of  delay  in  the 
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offioe :  ffoBopuU}  y,  Kaufmanny  28  Sol.  J.  819.  In  Jay  y.  LadUr,  40  Ch.  D. 
M9,  a  trade  mark  which  had  been  registered  for  some  only  of  the  goode  in 
i  diuB  was  protected  in  respect  of  other  goods  in  the  same  class  for  which 
it  bad  not  been  registered ;  but  it  seems  very  questionable  whether  full  effect 
VIS  given  to  the  provisions  of  §  65  and  oi  the  Act  generally.  In  Hart  ^  CoUey^ 
44  (^  D.  198,  North,  J.,  deoded  the  contrary,  and  this  decision  appears 
more  in  aooordance  with  the  spirit  of  the  Act.  It  has  been  held  that  where 
a  mark  has  been  properly  registered  under  the  Act,  persons  to  whom  it  has 
been  assigned  with  the  goodwill  are  not  precluded  under  this  section  from 
ning  on  it  before  transfer  of  the  registration  into  their  names:  IhUe  v. 
iTauAaw,  31  Ch.  D.  323 ;  and  the  same  has  been  decided  in  Canada  : 
Catty  y.  Gou,  11  Ont.  Rep.  619. 

It  appears  that  there  is  nothing  in  this  section  to  preclude,  in  the 
abienoe  of  registration,  the  granting  of  an  injunction  where  the  get- 
ap  of  goods  has  been  imitat^ :  Lever  v.  Goodwin,  36  Ch.  D.  1  (with 
vbich  compare  the  Canadian  case  of  Smith  v.  Fair,  14  Ont.  Rep. 
729) ;  nor  where  special  words  have  been  imitated,  apart  from  trade  mark : 
Sofutat  Co^  LcL  ▼.  Condy,  4  P.  R.  530  ;  nor  where  a  distinctiye  name  or 
mark  has  been  imitated,  under  which  the  plaintiGrs  goods  have  become 
koown  in  the  maiket :  In  rtSanitca  Co.,  LL^  68  L.  T.  N.  S.  166  ;  Rodgers 
i  Sont,  Ld.  V.  RoUgen,  5  Times  L.  R.  678  ;  nor  where  the  registered  trade 
milk  is  usnally  placed  with  other  matters  on  a  label  or  wrapper :  Ortat 
Tower  SL  Tea  Co.  v.  Langford  ^  Co^  5  P.  R.  66 ;  Ascovgh  v.  Johnaon  ^  Co^ 
3  Times  L.  R.  735 ;  nor  where  spaces  left  blank  in  the  trade  mark  as  regis- 
tered are  in  practice  filled  in  :  Neurman  v.  Pinto,  57  L.  T.  N.  S.  31  (per 
Kdewich,  J.) ;  Mdaehrino  ds  Co.  r.  Mdachrino  Egyptian  Cigarette  Co.,  4.  P.  R. 
215; if.  Mdaekrino4-  Co,  v.  B.  Mdachrino 4' Co,, Chatty,  J., May  27th,  1888. 

Under  the  Canadian  statute  it  has  been  held  that  registration  only  quaUfies 
for  suing  in  respect  of  acts  done  after  registration,  and  not  in  respect  of 
euiier  acts  :  Morae  v.  Martin,  Quebec  Super.  Ct.,  Feb.  28th,  1882.  But 
the  point  was  not  decided  either  by  the  Quebec  Court  of  Q.  B.  (3  Dorion  353) 
or  by  the  Supreme  Court  of  Canada  (Cassel's  Dig.  509  ;  and  in  Smi^  v. 
^t>,  14  Ont.  Rep.  729,  it  was  held  that  the  account  granted  in  cases  of 
infringement  should  not  be  limited  to  the  period  of  registration,  at  all 
erente  where  fraud  was  proved.  In  the  last-mentioned  case  it  was  also  held 
that  a  plaintiff  who  has  failed  in  an  action  for  infringement  by  reason  of 
non-registration  is  not  debarred  by  that  fact  from  bnnging  a  fresh  action 
after  he  has  effected  registration.  In  California  an  exclusive  right  to  the 
use  of  a  name  or  trade  mark  cannot  now  be  acquired  without  registration 
as  provided  by  the  State  Code  :   WhiUier  v.  Dietz,  66  Cal.  78. 

By  §  1  of  the  Act  of  1875,  as  amended  by  §  1  of  the  Act  of  1876,  the  dis- 
ability for  suing  without  registration  was  to  begin  from  July  Ist,  1877. 
The  time  thus  allowed  for  registration  was  extended,  in  the  case  of  marks 
oaed  in retpect  of  any  goods  in  classes  23  to  85  (**  textiles")  by  §  1  of  the 
Act  of  1877,  and  Orders  in  Council  of  Dec.  12th,  1877,  and  June  29th,  1878, 
to  Dec  31st,  1878,  and  in  the  case  of  marks  used  in  respect  of  cotton  piece 
goods,  by  further  Orders  in  Council  of  Nov.  27th,  1878,  and  May  17th,  1879, 
to  July  3l8t,  1879.  Since  the  date  last  mentioned  a  certificate  of  registration 
or  of  refusal  to  register  has  been  a  tine  qua  non  in  all  cases  within  the  Acts. 

(6)  See  §  96,  rule  60,  and  forms  L.  and  Tl.  See,  also,  per  Chitty,  J.,  in 
In  re  Normal  Co.,  Ld,,  35  Ch.  D.  231. 

[77  A.  In  an  action  for  infringement  of  a  registered  trade  Certificate  as 
mark  (a)  the  Court  or  a  judge  may  certify  that  the  right  to  to  exclusive 
the  exclusive  use  of  the  trade  mark  came  in  question ;  and  if  ^J^  ^^^ 
the  Court  or  a  judge  so  certifies,  then  in  any  subsequent  action 
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for  infringement  the  plaintiff  in  that  action,  on  obtaining  a 
final  order  or  judgment  in  his  favour,  shall  have  his  full  costs, 
charges,  and  expenses  as  between  solicitor  and  client,  unless 
the  Ooiut  or  judge  trying  the  subsequent  action  certifies  tiiat 
he  ought  not  to  have  the  same.] 

Thii  new  Mction  wm  introduced  by  §  18  of  the  Act  of  1888. 

{a)  Thii  new  provinon  for  the  benefit  of  trade  mark  ownen  does  not 
seem  likely  to  be  of  much  use  to  them,  inasmuch  as  it  only  provideB  far 
a  oertaflcate  being  given  where  the  right  to  a  trade  mark  has  come  in 
question  in  an  action  for  infringement ;  whereas  the  right  to  a  trade  maik 
is  almost  iuTariablj  contested  on  a  motion  to  rectify,  and  the  result  of  the 
action  follows  the  result  of  the  motion.  Kay,  J.,  has  held  that  this  provisbn 
does  not  apply  to  such  a  case:  B,  EdgingUm^  Ld.  v.  John  MdgmgUm  ^  Of., 
6  P.  R.  618,  and  this  appears  to  be  so. 


Register  of 
trade  markr. 


Register  of  Trade  Marks. 

78.  There  shall  be  kept  at  the  Patent  Office  a  book  called 
the  Begister  of  Trade  Marks  (a),  wherein  shall  be  entered  the 
names  and  addresses  of  proprietors  of  registered  trade  marks, 
notifications  of  assignments  and  of  transmissions  of  trade 
marks,  and  such  other  matters  as  may  be  from  time  to  time 
prescribed. 

(<i)  The  register  of  trade  marks  was  preyiouslj  kept  under  the  anthoritj 
of  §  1  of  the  Act  of  1876.    As  to  entries  in  the  register,  see  §§  87,  91,  and 
',  and  Rules  32-34,  and  46-48,  iisfriu 


Removal  of 
trade^mark 
after  fourteen 
years  unless 
fee  paid. 


79. — (1.)  At  &  time  not  being  less  than  two  months  nor 
more  than  three  months  before  the  expiration  of  fouiteen 
years  (a)  from  the  date  of  the  registration  of  a  trade  mark, 
the  comptroller  shall  send  notice  to  the  registered  proprietor 
that  the  trade  mark  will  be  removed  from  the  register  unlesB 
the  proprietor  pays  to  the  comptroller  before  the  ezpiratian  of 
such  fourteen  years  (naming  the  date  at  which  the  same  will 
expire)  the  prescribed  fee  (6) ;  and  if  such  fee  be  not  previously 
paid,  he  shsJl  at  the  expiration  of  one  month  from  the  date  of 
the  giving  of  the  first  notice  send  a  second  notice  to  the  aune 
effect. 

(2.)  If  such  fee  be  not  paid  before  the  expiration  of  sach 
fourteen  years  the  comptroller  may  after  the  end  of  three 
months  from  the  expiration  of  such  fourteen  years  remove  the 
mark  from  the  register  (c),  and  so  from  time  to  time  at  the 
expiration  of  every  perioa  of  fourteen  years. 

(3.)  If  before  the  expiration  of  the  said  three  months  the 
registered  proprietor  pays  the  said  fee  together  with  the  addi- 
tional preecribed  fee  ((2),  the  comptroller  may  without  removiiig 
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sQch  kade  mark  from  the  register  accept  the  said  fee  as  if 
it  had  been  paid  before  the  expiration  of  the  said  fourteen 
years. 

(4.)  Where  after  the  said  three  months  a  trade  mark  has 
been  removed  from  the  register  for  non-payment  of  the  pre- 
scribed fee,  the  comptroller  may,  if  satisfied  that  it  is  just  so 
to  do,  restore  such  trade  mark  to  the  register  on  payment  of 
the  prescribed  additional  fee  {e). 

(5.)  Where  a  trade  mark  has  been  removed  from  the  register 
for  non-payment  of  the  fee  or  otherwise,  such  trade  mark  shall 
nerertheless,  for  the  purpose  of  any  application  (/)  for  regis- 
tration during  the  Jive  yearn  [one  yeeu:]  next  after  the  date  of 
sQch  removal,  be  deemed  to  be  a  trade  mark  which  is  already 
registered,  [unless  it  is  shown  to  the  satisfaction  of  the  comp- 
troller that  the  non-payment  of  the  fee  arises  from  the  death 
or  bankruptcy  of  the  registered  proprietor,  or  from  his  having 
ceased  to  carry  on  business,  and  that  no  person  claiming  under 
that  proprietor  or  xmder  his  bankruptcy  is  using  the  trade 
mark]. 

(a)  This  aectioD  oomm  from  the  old  Ruloa.  The  amendments  were  made 
by  §  19  of  the  Act  of  1888. 

(6)  /.e.  £1.    See  First  Schedule.    Also  Form  X. 

(c)  The  removal  and  its  cause  are  to  be  recorded,  under  Rule  47. 

(ii)  Ijt.  10#.     See  Fust  Schedule.    Also  Form  T. 

(<)  /.&  £1.    See  First  Schedule.    Also  Form  Z. 

(/)  The  effect  of  this  is  that  (under  §  72)  the  comptroller  cannot,  for  one 
year  after  a  mark  has  been  removed  from  the  register,  place  another  similar 
TsaA.  on  the  register  for  similar  goods,  except  under  the  circumstances 
•tated  in  the  woids  added  to  the  subsection. 

Feee. 

80.  There  shall  be  paid  in  reepect  of  applications  and  regis-  Fees  for  regis- 
tration and  other  matters  under  this  part  of  this  Act,  such  fees  tration,  &o. 
as  may  be  from  time  to  time,  with  the  sanction  of  the  Treasury, 
prescribed  by  the  Board  of  Trade  (a) ;  and  such  fees  shall  be 

levied  and  paid  to  the  account  of  Her  Majesty's  Exchequer  in 
such  manner  as  the  Treasury  may  from  time  to  time  direct. 

(a)  Under  §  7  of  the  Act  of  1875,  these  fees  were  fixed  by  the  Lord 
ChanoeUor,  vnth  the  assent  of  the  Treasiuy.  For  the  list  of  fees  now  fixed 
by  the  Boa^  of  Trade,  see  the  First  Schedule  to  the  Rules.    Also  Rule  8. 

Sheffield  Marks. 

81.  With  respect  to  the  master,  wardens,  searchers,  assist-  Registration 
ants,  and  commonalty  of  the  Ck)mpany  of  Cutlers  in  Hallam-  by  Cutlers' 
shire,  in  the  county  of  York  (in  this  Act  called  the  Cutlers'  ^^^l  ^ 
Company),  and  the  marks  or  devices  (in  this  Act  called  Sheffield  ^^^^ 
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marks)  assigned  or  registered  hj  the  master,  wardens,  seareheni, 
and  assistants  of  that  Company  (a),  the  following  provisioDB 
shall  have  effect : 

(1.)   The  Cutlers'  Company  shall  establish  and  keep  at 
Sheffield  a  new  register  of  trade  marks  (in  this  Act 
called  the  Sheffield  register)  : 
{S.)  The  CtUlera'  Company  shall  erUer  (b)  in  the  Sh^fidd  re- 
gister ^  in  respect  ofciUlery,  edge  tools,  or  raw  sted  and 
the  goods  mentioned  in  the  next  sub-section,  all  the 
trade  marks  entered  before  the  commencement  of  this 
Act  in  respect  of  cutlery,  edge  tools,  or  raw  steel  and 
such  goods  in  the  register  established  under  the  Trade 
Marks  Eegistraiion  Act,  1875,    belonging   to  persons 
carrying  on  business  in  HaUamshire,    or   wiMn  six 
miles  thereof,   amd  shaU  also   enter   in  such  register, 
in  respect  of  the   same  goods,   all  the  trade  marh 
which  shaU  have  been  assigned  by  the   Cutlers*  Comr 
pany  and   custuaUy  used  before  the  commencement  of 
this  Act,   but  which  have  not   been   entered  in  the 
register  established  under  the  Trade  Marks  Registrar 
tion  Act,  1875  (c). 
[(2.)  The  Cutlers' Company  shaU  enter  in  the  Sheffield  register, 
in  respect  of  metal  goods  as  defined  in  this  section, 
all  the  trade  marks  entered  before  the  first  day  of 
January  one   thousand  eight  hundred  and  eighty- 
nine,  in  respect  of  metal  goods,  either  in  the  re^ster 
established  under  the  Trade  Marks  Begistration  Act, 
1875,  or  in  the  register  of  trade  marks  under  this  Act, 
belonging  to  persons  carrying  on  business  in  HaUam- 
shire or  withm  six  miles  thereof.     The  Cutlers'  Com- 
pany shall  also,  on  request  made  in  the  prescribed 
manner,  enter  in  the  Sheffield  register,  in  respect  of 
metal  goods,  all  the  trade  marks  which  shall  have 
been  assigned  by  the  Cutlers'  Company  and  actually 
used  before  the  first  day  of  January  one  thousand 
eight  hundred  and  eighty-four,  but  which  have  not 
been  entered  in  either  of  the  said  registers  (d).] 
(3.)  An  application  for  registration  of  a  trade  mark  used 
on  cutlery,  edge   tools,  or   on  raw  steel,  or  on  good^ 
made  of  sted,  or  of  sted  and  iron  combined,  whether 
with  or    without   a   cutting  edge,    [on  metal  goods] 
shall,  if  made  after  the  commencement  of  this  Act 
by  a  person  carrying  on  business  in  HaUamshire,  or 
within  six  miles  thereof,  be  made  to  the  Cutlers' 
Company  (e). 
'4.)  Every  application  so  made  (/)  to  the  Cutlers'  Company 
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shall  be  notified  to  the  comptroller  in  the  prescribed 
manner  (g),  and  unless  the  comptroller  within  the 
prescribed  time  {h)  gives  notice  to  the  Cutlers'  Ck>m- 
panj  that  he  objects  to  the  acceptance  of  the  appli- 
cation, it  shall  be  proceeded  with  hj  the  Cutlers' 
Company  in  the  prescribed  manner  (t)  : 

(5.)  If  the  comptroller  gives  notice  of  objection  as  aforesaid , 
the  application  shall  not  be  proceeded  with  hj  the 
Cutlers'  Company,  but  any  person  aggrieved  may 
appeal  to  the  Court : 

(6.)  Upon  the  registration  of  a  trade  mark  in  the  Sheffield 
register  the  Cutlers'  Company  shall  give  notice  thereof 
to  the  comptroller,  who  shall  thereupon  enter  the 
mark  in  the  register  of  trade  marks ;  and  such  regis- 
tration shall  bear  date  as  of  the  day  of  application  to 
the  Cutlers'  Company,  and  have  the  same  effect  as  if 
the  application  had  been  made  to  the  comptroller  on 
that  day : 

(7.)  The  pravUwns  of  this  Act,  and  of  any  general  rules 
made  under  this  Act,  with  respect  to  application  for 
registration  in  the  register  of  trade  marks,  the  effect 
of  sewcib,  registration,  and  the  assignment  cmd  trans- 
mission of  rights  in  a  registered  trade  m>ark,  shall 
apply  in  the  case  of  applications  and  registration 
in  the  Sheffield  register  (k) ;  and  notice  of  every  entry 
made  in  the  Sheffield  register  must  he  given  to  the 
comptroller  by  the  CuUers^  Company,  save  and  except 
that  the  provisions  of  this  subsection  shall  not 
prejudice  or  affect  any  life  estate  and  interest  of  a 
widow  of  the  holder  of  any  Sheffield  mark  whidi 
may  be  in  force  in  respect  of  such  mark  at 
the  time  when  it  shaU  be  placed  upon  the  Sheffield 
register  (I)  : 

[(7.)  The  provisions  of  this  Act,  and  of  any  general  rules 
made  under  this  Act,  with  respect  to  the  registration 
of  trade  marks,  and  all  matters  relating  thereto, 
shall,  subject  to  the  provisions  of  this  section,  apply 
to  the  registration  of  trade  marks  on  metal  goods 
by  the  Cutlers'  Company,  and  to  all  matters  relating 
thereto;  and  this  Act  and  any  such  general  rules 
shall,  so  far  as  applicable,  be  construed  accordingly, 
with  the  substitution  of  the  Cutlers'  Company,  the 
office  of  the  Cutlers'  Company,  and  the  Sheffield 
Register,  for  the  comptroller,  the  Patent  Office,  and 
the  Register  of  Trade  Marks  respectively ;  and  notice 
of  every  entry,  cancellation,  or  correction  made  in 
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the  Sheffield  Begister  shall  be  given  to  the  oomp- 
iroller  hj  the  Catleni'  Company :  provided  that  this 
section  shall  not  affect  any  life  estate  and  intersBt  of 
a  widow  of  the  holder  of  any  Sheffield  mark  which 
may  be  in  force  in  respect  of  soch  mark  at  the  time 
when  it  shall  be  placed  upon  the  Sheffield  Register.] 

(8.)  Where  the  comptroller  receives  from  any  person  not 
carrying  on  business  in  Hallamshire  or  within  six 
miles  thereof  an  application  for  registration  of  a 
trade  mark  used  on  cutlayy  edge  iooUj  or  on  raw 
Hed<,  or  on  goods  made  of  ^eel,  or  of  eted  and  vron 
eombinedf  whether  with  or  withatU  cutting  edge,  fon 
metal  goods]  he  shall  in  the  prescribed  manner  (m) 
notify  the  application  and  proceedings  thereon  to  the 
Cutlers'  Company  (n) : 

(9.)  At  the  expiration  <^  five  years  from  the  oommenoemeDt 
of  this  Act  the  Cutlers'  Company  shall  doee  the 
Cutlers'  register  of  corporate  trade  marks,  and  there- 
upon all  marks  entered  therein  shall,  unless  entered 
in  the  Sheffield  register,  be  deemed  to  have  been 
abandoned : 

(10.)  A  person  may  (notwithstanding  anything  in  any  Act 
relating  to  the  Cutlers'  Company)  be  registered  in  the 
Sheffield  register  as  proprietor  of  two  or  more  trade 
marks: 

(11.)  A  body  of  persons,  corporate  or  not  corporate,  may 
(notwithstanding  anything  in  any  act  relating  to  tiie 
Cutlers'  Company)  be  registered  in  the  Sheffield 
register  as  proprietor  of  a  trade  mark  or  trade 
marks  (o) : 

(12.)  Any  person  aggrieved  by  a  decision  of  the  Cutlers' 
Company  in  respect  of  anything  done  or  omitted 
under  this  Act  may,  in  the  prescribed  maimer, 
appeal  (p)  to  the  comptroller,  who  shall  have  power 
to  confirm,  reverse,  or  modify  the  decision,  bat  the 
decision  of  the  comptroller  shall  be  subject  to  a 
further  appeal  to  the  Court : 

(13.)  So  much  of  the  Cutlers'  Company's  Acts  as  applies  to 
the  summary  punishment  of  persons  counterfeiting 
Sheffield  corporate  marks,  that  is  to  say,  the  fifth 
section  of  the  Cutlers'  Company's  Act  of  1814,  and 
the  provisions  in  relation  to  the  recovery  and  appfi- 
cation  of  the  penalty  imposed  by  such  last-mentioned 
section  contained  in  the  Cutlers'  Company's  Act  of 
1791,  shall  apply  to  any  mark  entered  in  the  Sheffield 
register  (q). 
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[(14.)  For  the  purposes  of  this  section,  the  expreasiQii  '<  metal 
goods  "  means  all  metals  whether  wrought,  unwronght, 
or  partly  wrought,  and  all  goods  composed  wholly 
or  partly  of  any  metal. 

(15.)  For  the  purpose  of  legal  proceedings  in  relation  to 
trade  marks  entered  in  the  Sheffield  Register  a 
certificate  under  the  hand  of  the  master  of  the 
Cutlers'  Ck>mpany  shall  have  the  same  effect  as  the 
certificate  of  the  comptroller.] 

The  amendmentfl  in  this  sectiQii  were  made  by  §  20  of  the  Act  of  1888. 

(a)  Ab  to  the  Cutlers'  Company,  the  old  Sheffield  corporate  marks,  and 
the  system  which  prevailed  with  respect  to  Sheffield  marks  under  the 
Trade  Marks  Registration  Act,  1875,  see  Appendix  G.,  infrd.  The  specified 
goods  DOW  form  a  much  wider  dass  than  formerly.  The  present  section 
proTides  for  the  dosing  of  the  old  Cutlers'  register  and  the  immediate 
eetablifihment  of  a  new  one,  which  will  be  an  exact  duplicate  of  the  general 
ngUter,  so  far  as  it  relates  to  marks  used  for  the  specified  goods  wi^in  the 
specified  limits. 

{b)  Under  this  subsection  the  Cutlers'  Co.  are  performing  a  mere  ministerial 
act  in  registering  marks  which  come  within  this  subsection,  whether  the 
marks  are  registered  on  the  Company*s  own  motion  or  on  the  application 
of  a  party  cfaiming  to  be  the  proprietor  of  the  marks,  and  there  is  no 
Appeal  from  their  action  under  subsection  (12),  nor  any  loetu  ttcmdi  for  an 
opposition  to  an  application  to  them  to  register  a  mark  under  this  sub* 
netioD,  and  the^  are  directed  to  register  marks  within  the  subsection  for  all 
tile  goods  mentioned  in  the  subsection,  though  they  may  have  been  used 
for  aome  only  of  those  goods.  And  they  are  authorised  to  register,  under 
this  subsection,  marks  which  have  been  assigned  by  the  proprietor  on  the 
SbcflSeld  register  to  another,  but  which  have  not  been  surrendered  by  him 
to  the  Company  and  reassigned  by  them  to  the  assignee  :  In  rt  Lambert, 
5P.R.542;6&.844. 

(f)  By  §  9  (6)  of  the  Act  of  1875,  Sheffield  corporate  marks  were  allowed 
to  be  registered  in  the  trade  marks  register  in  the  same  manner  and  upon 
the  aame  terms  and  conditions  in  and  upon  which  they  might  have  been 
registered  if  they  were  not  corporate  marks.  Under  this  provision  it  was 
held  that  where  a  corporate  mark  had  been  assigned  by  its  proprietor,  but 
had  not  been  surrendered  to  the  Company  and  reassigned  by  them  to  the 
ssB^ee,  he  must  perfect  his  title  with  the  Company  before  he  could  obtain 
registration  under  the  Act :  In  re  Rabone,  Dig.  643.  There  was,  how- 
ever, no  requirement  for  corporate  marks  to  be  registered. 

(ct)  See  form  of  application  at  end  of  second  Sdiedule  to  Rules. 

(e)  This  subsection  relates  to  new  marks  not  within  subsection  (2),  and 
it  appears  that  applications  to  register  such  marks  may  be  opposed  by 
other  persons  in  we  trade :  In  re  Lanibtrtj  6  P.  R.  542  (per  North,  J.), 
sad  that  if  the  Cutlers'  Company  refuse  to  hear  such  opposition  the 
opponents  proper  remedy  is  by  mandamus :  id.,  6  P.  R.  844  (per  Bowen, 
L.  J.).  Applications  under  this  subsection  are  to  be  made  in  duplicate, 
aooompanied  by  the  prescribed  fees  and  representations  :  Rule  56. 

(/)  This  and  the  two  next  subMoctions  relate  to  new  marks  :  In  re 
Lambert,  5  P.  R  542. 

(g)  By  sending  to  the  comptroller  one  copy  of  the  application  and  two 
representationa  of  the  mark  for  each  class,  within  seyen  days  after  receipt 
of  the  application  :  Rule  57. 
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{h)  One  month  from  the  receipt  by  the  comptroller  of  the  notice  from  the 
Company :  Rule  68  (1). 

(»)  The  Crompony  is  to  require  the  applicent  to  send  the  oomptroDer  & 
wood  block  or  electrotype,  and  the  comptroller  la  to  advertaae  the  applica- 
tion as  in  other  caeee  :  Rule  58  (2). 

(k)  It  appears  that  thia  first  part  of  this  subsection  relates  to  new  muks 
only :  In  re  Lambert,  5  P.  R.  542. 

(0  This  latter  part  of  this  subsection  relates  to  all  Sheffield  marks,  new 
or  old  :  In  re  Lambert,  5  P.  R.  542.  See  Rule  59,  by  which  the  proceedings 
at  Sheffield  are  assimilated  to  those  in  London. 

(fit)  By  sending  a  copy  of  the  official  paper,  with  a  note  /li«t»ngiiiflliing  the 
application  :  Rule  58  (3). 

(f»)  In  In  re  Rosing,  54  L.  J.  Ch.  975,  the  Company  opposed  the  r^- 
tration  of  a  trade  mark  on  the  ground  of  similarity  to  a  corporate  muk, 
but^  the  objection  faUing  in  the  Court  of  first  instance,  were  ordered  to  par 
the  costs  of  the  motion.  On  appeal,  however,  the  objection  taken  by  the 
Company  was  supported. 

(o)  Compare  Rule  41. 

(p)  This  subsection  applies  to  all  cases  in  which  the  Cutlers'  Company  luTe 
arrived  at  a  decision,  but  not  to  cases  in  which  the  Company  have  perfonned 
a  mere  ministerial  act — e.g.  by  registering  an  old  mark  under  subsection  (2) ; 
in  which  case  there  is  no  appeal :  In  re  Lamhert,  5  P.  R.  542.  For  Form 
of  Notice  of  Appeal,  see  Form  W. 

is)  These  provisions  are,  shortly,  that  a  counterfeiter  may  be  fined  not 
exceeding  £20  by  a  justice  or  justices  of  the  peace,  subject  to  an  appeal  to 
Quarter  Sessions.    See  Appendix  G.,  it\/r^ 


PART  V. 

General. 

P<U€7U  Office  and  Proceedings  therecU. 

Patent  Office.  ®2. — (1.)  The  Ti'easury  may  provide  for  the  purposes  of  this 
Act  an  office  with  all  requisite  buildings  and  convenieDces. 
which  shall  be  called,  and  is  in  this  Act  referred  to  as,  the 
Patent  Office : 

(2.)  Until  a  new  Patent  Office  is  provided,  the  offices  of  the 
Commissioners  of  Patents  of  inventions  and  for  the  registration 
of  designs  and  trade  marks  existing  at  the  commencement  of 
this  Act  (a)  shall  be  the  Patent  Office  within  the  meaning 
of  this  Act. 

(3.)  The  Patent  Office  shall  be  under  the  immediate  control 
of  an  officer  called  the  comptroller  general  of  patents,  designs, 
and  trade  marks  (b),  who  shall  act  under  the  superintendence 
and  direction  of  the  Board  of  Trade. 
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(4.)  Any  act  or  tihing  directed  to  be  done  by  or  to  the  comp- 
troller may,  in  his  absence,  be  done  by  or  to  any  officer  for  the 
time  being  in  that  behalf  authorised  by  the  Board  of  Trade. 

[a]  This  is  in  Southampton  Buildings,  Chanoery  Lane,  W-C. 
(6)  Under  the  Trade  Marks  Bagisti^tioz^  -^cts  the  registrar  was  at  the 
hsftd  of  the  Registry  Office. 

83. — (1.)  The  Board  of  Trade  (a)  may  at  any  time  after  the  Officers  and 
passing  of  this  Act,  and  from  time  to  time,  subject  to  the  derks. 
approval  of  the  Treasury,  appoint  the  comptroller  general  of 
patents,  designs,  and  trade  marks,  and  so  many  examiners  and 
other  officers  and  clerks,  with  such  designations  and  duties  as 
the  Board  of  Trade  think  fit,  and  may  from  time  to  time  remove 
any  of  those  officers  and  clerks. 

(2.)  The  salaries  of  those  officers  and  clerks  shall  be  ap- 
pointed by  the  Board  of  Trade,  with  the  concurrence  of  the 
Treasury,  and  the  same  and  the  other  expenses  of  the  execution 
of  this  Act  shall  be  paid  out  of  money  provided  by  Parliament. 

(a)  The  authority  given  by  this  section  to  the  Board  of  Trade  was 
formerly  possessed  by  the  Lord  Chancellor,  under  §  7  of  the  Act  of  1876. 

84.  There  shall  be  a  seal  for  the  Patent  Office,  and  impressions  Seal  of  Patent 
thereof  shall  be  judicially  noticed  and  admitted  in  evidence.       Office. 

85.  There  shall  not  be  entered  in  any  register  kept  under  Trust  not  to 
this  Act,  or  be  receivable  by  the  comptroller,  any  notice  of  any  te  entered  in 
trust  expressed,  implied  or  constructive  (a).  registers. 

(a)  This  section,  so  far  as  it  relates  to  trade  marks,  comes  from  the  old 
Rules.  Under  this  section  an  order  to  rectify  the  register  by  adding  to  the 
registration  of  a  trade  mark  a  note  stating  tnat  the  user  was  restricted  by 
an  agreement  of  which  the  date  only  was  given,  was  varied  so  that  the 
tenns  of  the  agreement  should  appear  on  the  face  of  the  register :  In  re 
MUekdl  Jt  Co-t  28  Ch.  D.  666  ;  and  in  another  case  a  similar  agreement 
was  allowed  to  be  stated  in  the  register  so  far  as  it  restricted  the  goods  on 
which  a  registered  trade  mark  was  to  be  used,  but  not  so  far  as  it  regulated 
the  manner  of  user  or  the  way  in  which  orders  were  to  be  executed  :  In  re 
Dt  Otaduy,  W.  N.  1886,  p.  177. 

86.  The  comptroller  may  refuse  to  grant  a  patent  for  an  Refusal  to 

invention,  or  to  register  a  design  or  trade  n:iark,  of  which  the  grant  patent 

use  would,  in  his  opinion,  be  contrary  to  law  or  morality  (a).    **^>  "^  certain 

cases. 

(a)  This  is  a  new  section,  and,  so  far  as  it  relates  to  trade  marks,  does 

not  seem  to  carry  much  farther  the  provisions  of  §  6  of  the  Act  of  1875, 

now  re-enaoted  in  §  73,  tu^prd^  prohibiting  the  registration  of  a  scandalous 

design  as  a  trade  mark. 

87.  Where  a  person  becomes  entitled  by  assignment^  trans-  Entry  of 
mission,  or  other  operation  of  law  to  a  patent,  or  to  the  copy-  assignments 
right  in  a  registered  design,  or  to  a  registered  trade  mark,  the  J^^^***"^ 
comptroller  shall  on  request,  and  on  proof  of   title  to  his  ^g^g^j^ra. 
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satisfaction,  cause  the  name  of  such  person  to  be  entered  as 
proprietor  of  the  patent,  copyright  in  the  design,  or  trsde 
marky  in  the  register  of  patents,  designs,  or  trade  marks,  as 
the  case  may  be  (a).  The  person  for  the  time  being  entered 
in  the  register  oi  patents,  designs,  or  trade  marks,  as  pro- 
prietor of  a  patent,  copyright  in  a  design,  or  trade  mark,  as 
the  case  may  be,  shall,  subject  to  [the  provisions  of  this  Act 
and  to]  any  rights  appearing  from  such  register  to  be  vested 
in  any  other  person,  have  power  absolutely  to  assign  (6),  grant 
licences  (c)  as  to,  or  otherwise  deal  with,  the  same,  and  to 
give  effectual  receipts  for  any  consideration  for  such  assign- 
ment, licence,  or  dealing.  Provided  that  any  equities  in  respect 
of  such  patent,  design,  or  trade  mark  may  be  enforced  in  like 
manner  as  in  respect  of  any  other  personal  property. 

The  amendment  in  this  section  was  made  by  §  21  of  the  Act  of  18S8. 

(a)  Am  to  the  mode  of  obtaining  registration  aa  a  subeequent  proprietor, 
see  Rules  86-40  and  Form  K.  Thoogh  §  4  of  the  Act  of  1875  is  not  re- 
enacted,  it  seems  that  a  subeequent  proprietor  will  stilli  as  regards  his  title 
to  the  trade  marki  be  in  the  same  position  as  if  his  title  werea  oontinuatioB 
of  the  title  of  the  first  registered  proprietor.  In  In  re  Bryant  ^  May^  Ld,^ 
4  Times  Lb  R.  676,  a  question  was  raised  as  to  a  title  by  asMgnmeni,  sod  it 
was  held  that  an  agreement  to  assign  the  goodwfll  and  trule  marks  ^n» 
sufficient. 

{h)  A  trade  mark  can  be  assigned  only  in  connection  with  the  goodwill 
of  the  business.     See  §  70,  fuprd.    Aiao  In  re  WdUo&Ut  }i2  Ch.  D.  2\Z, 

{e)  The  power  of  granting  licences  must  not  be  exercised  bo  aa  to  deoeiTe 
the  public,  e.g.  so  aa  to  aumorise  the  use  of  the  mark  on  inferior  goods. 
See  ch.  7.  The  power  of  granting  licences  at  all  seems,  in  the  case  of  tnde 
marks,  rather  to  conflict  with  §  70 ;  the  intention  of  which  appears  to  bs 
that  only  the  person  entitled  to  the  goodwill  shall  have  the  right  of  miqg 
the  trade  mark. 

Inspection  of       88.  Every  register  kept  under  this  Act  shall  at  all  convenient 

and  extracts     times  be  open  to  the  inspection  of  the  public,  subject  to  [the 

from  registers,  provisions  of    this  Act  and  to]  such  regulations  as  may  be 

prescribed  (a) ;  and  certified  copies,  sealed  with  the  seal  of  the 

Patent  Office,  of  any  entry  in  any  such  register  shall  be  given  to 

any  person  requiring  the  same  on  payment  of  the  prescxibed 

fee  (6). 

The  amendment  in  this  section  was  made  by  §  22  of  the  Act  of  1888. 

(a)  This  section  is  taken  from  the  old  Rules.  See  Bnle  52  for  the  pment 
regulations.     The  fee  for  inspection  is  1<.  for  every  quarter  of  an  hour. 
^6)  See  First  Schedule. 

Sealed  copies  89.  Printed  or  written  copies  or  extracts,  purporting  to  be 
to  be  received  certified  by  the  comptroUer  and  sealed  with  the  seal  of  the 
in  evidence.      Patent  Office,  of  or  from  patents,  specifications^  disclaimers  and 
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other  documents  in  the  Patent  Office,  and  of  or  from  registers 
and  other  books  kept  there,  shall  be  admitted  in  evidence  in 
all  courts  in  Her  Majesty's  dominions,  and  in  all  proceedings, 
without  further  proof  or  production  of  the  originals. 

90. — (1.)  The  Ck>urt  may  on  the  application  of  any  person  Rectification 
aggriered  (a)  by  the  omission  -without  sufficient  cause  of  the  jf  regiaten  by 
name  of  any  person  [or  of  any  other  particulars]  (h)  from  any  ^^"^ 
register  kept  under  this  Act,  or  by  any  entry  made  without 
soficient  cause  in  any  such  register,  make  such  order  for 
making  (c),  expunging  ((£),  or  varying  (e)  the  entry,  as  the 
Ooort  thinks  fit ;  or  the  Court  may  refuse  the  application ; 
and  in  either  case  may  make  such  order  with  respect  to  the 
costs  of  the  proceedings  as  the  Court  thinks  fit  (/). 

(2.)  The  Court  may  in  any  proceeding  under  this  section 
decide  any  question  that  it  may  be  necessary  or  expedient  to 
decide  for  the  rectification  of  a  register,  and  may  direct  an  issue 
to  be  tried  for  the  decision  of  any  question  of  fact,  and  may 
aw2u^  damages  to  the  party  aggrieved. 

(3.)  Any  order  of  the  Court  rectifying  a  register  shall  direct 
that  due  notice  of  the  rectification  be  given  to  the  comp- 

Tbk  section  comeo  from  §  6  of  the  Act  of  1875,  but  is  in  rather  different 
tenii.    The  amendment  was  made  by  §  2S  of  the  Act  of  1888. 

(a)  The  first  question  on  an  application  to  rectify  the  register  under  this  "  Person 

n^aon  is  whether  the  applicant  is  or  is  not  a  "  person  aggrieyed."    This  aggrieved." 

qoestioQ  usually  has  to  be  considered  with  reference  to  cases  in  which  it  is 

tlkgedthat  a  mark  which  is  on  the  register  ought  not  to  be  there ;  and  it  has 

bea  said  that  in  such  cases  **  any  person  interested  in  the  same  trade  as  the 

Rgiitered  proprietor  "  is  a  person  aggiiered  {JRote  v.  Evcmzt  48  L.  J. 

C3l  618) ;  and  that  "the  course  of  decision  before  the  Act  of  1888  was 

piand  was  that  any  person  interested  in  the  same  trade  might,  without 

ihowing  any  special  damage,  be  treated  as  a  '  person  aggrieved '  by  any 

improper  or  inaccurate  registration "  {In  re  Haytoard  &  Scnt^  64  L.  J . 

Ch.  1003).    That  there  must  be  some  legal  damage  was  laid  down  by  Lord 

Selbome,  C,  in  In  re  Riviere,  26  Ch.  D.  48,  where  he  pointed  out  that 

what  was  necessary  to  constitute  a  *'  person  aggrieved  "  was  that  the  thing 

complained  of  should  be  one  of  the  grievances  mentioned  in  the  section, 

ftod  that  it  should  tend  to  his  injury,  to  inflict  upon  him  some  damage, 

in  a  Isgal  sense.      Similarly,  on  the  further  hearing  of  the  same  case 

[^  L.T.N.S.  239),  it  was  said  by  Fiy,  L.  J.,  that  *< '  any  person  a^^grieved' 

means  'every  person  who  will  in  reasonable  probability  siiiSer  any  mjury  or 

l(M->nsing  those  words  in  a  l^al  and  not  in  a  sentimental  sense — from  the 

other  persons  claiming  to  use  it ;  "  and  per  Lindley,  L.  J.  (S.  C),  that  the 

person  must  be  aggrieved  **  in  this  sense  of  sustaining  legal  danuige,  either 

mmiediate  or  prospective.**    The  commonest  case  is  where  the  proprietor  of 

a  registered  trade  mark  brings  an  action  for  infringement  of  it,  and  the 

delendant  implies  to  have  it  removed  from  the  register,  on  the  ground  that 

it  never  ought  to  have  been  placed  there.    In  such  cases  it  has  been 

repeatedly  held  that  the  person  sued  is  entitied  to  apply  as  a  "  person  ag- 

gneved  : "  In  reJRalph^^b  Ch.  D.  194  ;  Inre Leonard^ Mis,  26  Ch.  D.  288  ; 

Uogd  Jk  Son8  V.  Bottomleyt  27  Ch.  D.  646  ;  In  re  Wragg,  29  (%.  D.  551  ; 
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Rectification 
by  registra- 
tion. 


Rectification 
b}'  removal. 


Edwardi  y.  Iknnii,  80  Ch.  D.  454 ;  Wood  v.  Lambert,  32  Ch.  D.247  ;  /« 
re  Spencer,  54  L.  T.  N.  S.  659  ;  In  re  Lever,  Chitty,  J.,  Dec.  8rd,  1886 ; 
In  re  Towgood,  56  L.T.N.  S.394  ; /ntis  Jtiufie,  4  P.  R.  212;  In  re  Pernf, 
Davis  di  Son,  58  L.  T.  N.  S.  695.    In  in  re  OianadU,  58  L.  J.  CIl  782, 
this  was  held  to  be  ao,  though  no  relief  was  claimed  in  the  action  as  for 
infringement  of  trade  mark,  seeing  that  the  registxation  was  set  out  in  detail 
in  the  statement  of  daim,  thus  showing  that  it  was  intended  to  make  some 
use  of  it.     And  in  Tliompeon  v.  Montgomery,  41  Ch.  D.  85,  words  registend 
as  a  trade  mark  were  removed  from  the  register  on  the  application  of  a 
person  who  was  restrained  by  the  same  judgment  from  using  them,  and 
Lindley ,  L.  J. ,  said  that  "  it  is  the  duty  of  the  Court,  where  its  attention  is 
called  to  an  improper  entry  upon  the  register  to  rectify  upon  an  appUcatian 
being  made."    Somewhat  similarly  it  was  held  in  In  re  Aindie,  4  P.  B.  212^ 
that  the  fact  that  the  applicants  for  rectification  had  contracted  with  the 
proprietors  of  the  registered  words  **  Ben  Ledi,"  to  seU  no  whiskey  but  theirs 
under  that  name,  did  not  prevent  them  from  applying  as  persons  aggrieved. 
In  In  re  Vignier,  61  L.  T.  N.  S.  495,  the  applicants  were  aggrieved,  they 
having  registered  and  used  the  word  '*  Monopole"  for  champagne,  and  the 
respondents  having  registered  the  similar  word  **  Monobrut^"  But  where  the 
alleged  grievance  consists  in  registering  a  mark  which  is  not  too  similar  to 
an  earlier  mark,  there  is  no  grievance  :  In  re  Lambert,  61  L.  T.  N.  S.  188. 
In  In  re  BaU  d:  Co.,  6  P.  R.  498,  the  applicants  had  used  the  word 
'*  Brymbo"  on  iron  and  steel,  and  the  respondents  had  registered  the  words 
*'  The  Brymbo  Special "  for  the  whole  of  class  5,  having  used  it  only  for 
tin-plates ;  and  although  the  respondents  offered  to  limit  their  registantioii 
to  tin-plates,  it  was  held  that  the  applicants,  being  aggrieved  by  the  ngar 
tration  as  it  stood,  and  the  mark  being  bad  in  itself,  it  must  come  off 
altogether.    There  is  no  ground  for  tT^inting  that  only  a  person  who  is 
himself  entitled  to  registration  can  be  a  person  aggrieved :  In  re  Rmen, 
26  Ch.  D.  48,  and  it  is  not  impossible  for  a  person  who  only  canies 
on  a  foreign  trade  to  be  aggrieved  by  a  wrongful  registration.    Ih.    If  a 
registered  proprietor  becomes  insolvent  while  proceedings  to  rectaiy  his 
registration  are  pending,  his  representative  in  bankruptcy  may  be  added  ai 
a  respondent  to  the  application  for  rectification  :  In  re  Howe,  48  L  T.  K.  S. 
388. 

(6)  These  words,  now  inserted,  remove  the  possibility  of  any  questioD 
whether  the  Court  is  enabled  under  this  section  to  direct  any  other  entry 
than  that  of  a  name  to  be  made.  It  has  been  decided  that  the  Court  has 
power  to  direct  the  correction  of  any  entry  which  has  been  improperly 
made  in  the  register,  whether  of  a  name  or  of  a  mark :  In  rt  ArbeHt, 
85  Ch.  D.  248. 

(c)  It  seems  that  the  Court  has  no  jurisdiction  to  rectify  the  register 
under  this  section,  imless  some  entry  has  been  made  in  it ;  and  it  cannot 
rectify  the  register  by  directing  a  mark  to  be  registered  after  it  has  been 
refused  regiatration  by  the  comptroller,  except  upon  an  appeal  from  the 
comptroller  to  the  Board  of  Trade,  referred  by  tiie  Board  to  the  Court, 
under  §  62  :  /n  re  Normal  Co.,  Ld.,  85  Ch.  D.  281.  An  application  to 
register,  which  is  opposed  by  another  trader,  is  not  an  applicatioD  to  rectify 
under  this  section,  but  is  governed  by  §  69 :  In  re  Atutralian  WiM 
Importers,  Ld,  41  Ch.  D.  278.  The  jurisdiction  to  rectify  by  makii^  an 
entry  is,  therefore,  confined  to  small  matters  of  detail 

(d)  On  an  application  to  remove  a  mark  from  the  r^^ister,  the  question 
whether  it  was  entitled  to  registration  must  be  decided  as  at  the  d^  when 
registration  was  effected :  Wood  v.  Lambert,  82  Ch.  D.  247.  The  burden  of  proof 
is  upon  the  applicant  for  removal,  but  he  may  prove  his  case  by  the  state- 
ments in  or  omissions  from  the  evidence  tendered  on  behalf  of  the  registered 
proprietor: /nfeX«>tia}id<l&J5Z2if,  26  Ch.D.  288.  Consequentlyifthemaikis 
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one  which  was  mherenily  capable  of  being  used  aa  a  trade  mark,  and  the 
application  for  removal  is  based  on  an  allegation  that  it  waa  not  used  aa  a 
tnde  mark,  bat  as  a  descriptiye  term,  the  Durden  of  proving  that  it  was  not 
oaed  as  a  trade  mark  is  on  the  applicant.  See  per  Cotton,  L.  J.,  ib.  And 
where  a  word  waa  registered  in  1878  as  an  old  mark,  and  an  application  was 
made  in  1889  to  remove  it  from  the  register  on  the  ground  that  it  had  not 
been  used  as  a  trade  mark  before  1875,  and  the  original  proprietor  and  his 
funily  were  dead,  and  his  sucoeasors  in  business  failed  to  prove  user  of  the 
word  per  se  as  a  trade  mark  on  the  goods  before  1875,  though  they  proved 
Tiaer  in  various  other  ways  before  that  date,  Kay,  J.,  while  refusing  to 
recdve  in  evidence  the  statutoxy  declaration  made  by  the  original  proprietor 
on  applying  for  registration,  held  that  the  applicants  for  removal  after 
so  great  a  lapse  of  time  had  not  dischaiged  the  burden  which  rested  on 
them,  and  that  the  mark  could  not  be  directed  to  be  removed  from  the 
register :  B.  Edgington,  IaL  v.  /.  Edgington  de  Co.,  G  P.  R.  518. 

Where  it  is  sought  to  remove  a  trade  mark  from  the  register  on  thn 
groand  of  its  too  great  similarity  to  an  earlier  mark,  it  is  necessary,  when 
comparing  the  two  marks,  to  take  into  consideration  (1)  the  maimer  in 
which  bluiks  left  in  the  earlier  mark  as  registered  are  fiUed  in  in  practice  ; 
(2)  the  manner  in  which  the  parts  common  to  the  trade  are  arranged ; 
^3)  the  opinion  of  the  trade  as  to  the  probability  of  deception  :  In  re 
Chrittiansen,  3  P.  R.  54,  in  which  Lopes,  L.  J.,  said,  as  to  the  second  point, 
*'In  dealing  with  matters  which  are  common  to  the  trade,  I  think  we  must 
look  at  the  combination  of  those  different  matters  common  to  the  trade, 
their  collocation  and  arrangement,  and  if  we  find  things  that  are  common  to 
the  trade  all  inserted  in  a  similar  position,  in  a  similar  form,  and  in  similar 
arrangements,  so  as  to  make  the  whole  so  similar  as  to  be  calculated  to 
decei^T,  I  think  that  is  enough."  As  to  the  third  point,  see  MUcTidl  v. 
Bemryj  15  Ch.  D.  181.  It  is,  however,  necessary,  when  making  such  a  com- 
parison, to  deal  with  the  two  marks  on  the  footing  that  both  will  be  fairly 
used :  In  re  Lambert^  61  L.  T.  N.  S.  138,  per  Cotton,  L.  J. ;  and  see  notes 
to  §72. 

The  cases  in  which  marks  have  been  removed  from  the  register  are 
numerDus,  and  the  grounds  of  removal  may  be  classified  as  follows  : — 
(L)  Name  not  printed  in  a  distinctive  manner  (§  64  (1)  (a)) ;  In  re 
Gianadist  58   L.  J.  Ch.   782  (''Gianadis  Cigarettes");   In  re 
Hannay,  7  P.  R.  46  ("Hannay*s  Electroid  Anti-fouling  Com- 
position"). 
(ii)  Device  not  distinctive,being  in  common  use  in  the  trade  (§  64  (1)  (c)) : 

In  re  Wragg,  29  Ch.  D.  551  (Syphon,  hand  and  glass), 
(iii.)  Words  not  distinctive  or  fancy  words,  being  in  common  use  in  the 
trade  (§  64  (1)  (c),  §  64  (8));  In  re  Hyde  3c  Co,,  7  Ch.  D.  724 
("  Bank  of  England  '*  Sealing-wax) ;  In  re  JUoyd  4"  Soni,  27  Ch. 
D.  646  ("La  Minerva  Habana"  cigars);  Oreat  Tower  St  Tea 
Co.  V.  Smttk,  6  P.  R.  165  ("  Tower  Tea  "). 
(iv.)  Words  not  distinctive  or  fancy  words,  being  descriptive  (§  64  (1)  (c), 
§  64  (3)):  In  re  Palmer  (3),  24  Ch.  D.  504  ("Braided  Fixed 
Stars  "  cigar-lights) ;  In  re  Harden  Star,  <£c.,  Co.,  Ld.,  55  L.  J.  Ch. 
696  ("Hand  Grenade  Fire  Extinguisher");  In  re  Stock,  52 
L.  T.  N.  S.  128  ("  Strathmore  "  whiskey)  ;  In  re  Lever,  Chitty,  J., 
Dec.  3rd,  1886,  following  Lever  v.  Goodwin,  86  Ch.  D.  1  ("The 
Self  Washer  "  soap)  ;  In  re  Vaughan- Jones,  North,  J.,  June  2l8t, 
1884  ("  Glenlivet "  whiskey)  ;  In  re  Towgood  Bros,,  56  L.  T.  N.  S. 
394  ("  The  JubUee  "  note-paper)  ;  In  reAindie,  4  P.  R.  212  ("  Ben- 
Ledi "  whiskey) ;  In  re  Laing,  L.  J.  N.  of  C.  1887,  p.  102 
("  Glengowrie  Blend  of  fine  old  Highland  Whiskey  ")  ;  In  re  Arhem, 
85  Ch.  D.  248  ("Gem"  air-guns);  In  re  Waterman,  39  Ch.  D.  2P, 
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("Reyerei**  game);  In  re  Peny  Davii  ^  don,  58  L.  T.  K.  S. 
696  ("  Pain-KiUer  *'  medicine) ;  In  rt  Davit  J^  (h.,5dh.  T.  K.  & 
854  C'  Bokol "  beer)  ;   Humpkriu  v.  Tafior  Drug  Co.  (2),  59 
L.  T.  N.  S.  820  ("  HerUUn "  medicine)  ;  OreiU  Tower  SL  Tm 
Co.  v.  SmUh,  6  P.  R.    165  (''  Tower  Tea ")  ;  Buriand  4"  Co. 
Y.  Broxburn  OU  Co.,  Ld.  (2),   42  Ch.   D.  274  (<- Washerine  ** 
soap)  ;  In  rt  Viffnier,  61 L.  T.  K.  S.  495  ("  Monobnit "  cfaampagne); 
In  re  BaU  4*  Cb^  6  P.  R.  493  ("The  Brymbo  Special^  metal 
goods) ;   In  re  ffannay,  7  P.  R.  46  ("  £lectzoid  *'  Anti-fodiqg 
Composition). 
(▼.}  Words  registered  as  old  mark,  but  not  used  as  a  trade  mark  per  k  oo 
the  go(^  before  1875  (§  64  (3))  :  In  re  Palmer  (3),  24  Ch.  D.  504 
{**  Braided  Fixed  Stars  '^  cigar-Ughts)  ;  In  re  Spencer,  54  L.  T.N.  S. 
659  ("Diamond  Cast  Steel");  In  re  Hayward  ^  Sone^  54 L.  J. 
Ch.  1008  (''Hayward's  Coker  Canvas**);  In  re  Perry  Dana  4 
Son,  58  L.  T.  N.  S.  695  (*'  Pain-Killer  Medicine")  ;  In  re  Em, 
41  Ch.  D.  489  ("  Fruit  Salt "  medicine)  ;  Thompmm  ▼.  Mont- 
gomery, 41  Ch.  D.  85  ("Stone  Ale"), 
(vi)  Words  registered  as  old  mark,  but  used  descriptiyely  and  not  as  t 
trade  mark  (§  64  (3))  ;  In  re  Leonard  ^  EOu,  26  Ch.  D.  288 
(**  Valvoline"  oil) ;  In  re  HarrUon,  McGre^  ^f-  O).,  42  Ch.  D. 
691  ("Albion"  tools), 
(vii)  A  mark  registered  for  goods  for  which  it  was  not  used  or  intended 
to  be  used  :  Edwarde  y.  Dennw,  30  Ch,  D.  454  (*' Neptune " 
brand  metal  goods), 
(viii)  Registered  proprietor  oanring  on  no  business  (Rules  of  1876,  now 
repealed) :  In  re  Ralph,  25  Ch.  D.  194  ("Homewasher"  nuushine). 
(ix.)    Marks  registered,  though  too  similar  to  earlier  marks  (§§  69, 72) : 
In  re  Barker  J^  Son,  53  L.  T.  N.  S.  28  (a  sporting  scene  in  each 
case)  ;  In  re  ChrisUamaen,  8  P.  R.  54  (match-box  labels)  ;  In  rt 
ffayward  ^  Sone,  54  L.  J.  Ch.  1003  ("  Hajwaid*s  Coker  C^vas  ") ; 
In  re  Metoalf,  31  Ch.  D.  454  ("  Milkmaid  "  brand  and  "  Dairy- 
maid "  brand  condensed  milk);  In  re  Biegd,  57  L.  T.  N.  S.  247 
(three-triangle  deyioes  for  beer) ;  7fi  re  Vignier,  61  L.  T.  N.  S.  495 
("  Monopole  "  and  "  Monobrut "  champagne)  ;  In  re  BaU  4  Oo.^ 
6  P.  R.  498  C<  Biymbo  "  and  "  The  Brymbo  Special "  metal  goods). 
(x.)  Marks  inherently  deoeptiye  (§  73)  :  /n  w  HaiymardJt  Sont,  54  L.  J. 
Ch.  1003  ("  Sole  Makers  Extra  Coker  "  canvas)  ;  Wood  y.  Lambeii, 
32  Ck.  D.  247  ("  Eton  "  cigarettes,  made  in  London,  but  used  with 
addresses  in  Stl  Petersburg  and  Constantinople). 
(xL)  Mark  registered  by  seryant  of  owner  :  Bx  parte  Latcrenee  BroAen, 

44  L.  T.  N.  S.  98  (mark  for  printers*  rollers). 
In  some  of  the  above  cases  the  marks  were  not  absolutely  expunged,  bat 
some  lesser  step  was  taken.  Where  a  trade  mark  has  been  wron^Tv  regis- 
tered, it  may  be  expunged  forthwith,  without  waiting  for  the  truJ  of  an 
action  to  meet  which  the  application  is  made :  In  re  Oianadie,  58  L  J. 
Ch.  782.  Five  years*  registration  is  no  bar  to  the  removal  of  the  mark  : 
Edwards  v.  Dennis,  30  Ch.  D.  454.    And  see  cases  in  note  to  §  76. 

Applications  for  rectification  were  refused  on  various  grounds  in  tiie 
following  cases :  In  re  Iiiviere,6Z  L.  T.  N.  S.  237 ;  Mouson^^  Oo.  v.  Boekm, 
26  C!h.  D.  398  ;  In  re  ChorUon  J^  Dugdale,  53  L.T.N.  S.  387  ;  InrtJamet, 
33  Ch.  D.  392  ;  In  re  To^dot,  3P.  R.  276  ;  Inre  Lambert,  61  L.  T.  N.  S.138; 
In  re  B,  Edgington,  Ld.,  6  P.  R.  513. 

In  In  re  Palmer  (2),  22  Ch.  D.  88,  when  the  Court  of  Appeal  had 
decided  that  the  fact  of  five  years'  registration  was  not  a  legal  bar  to  an 
application  to  expunge  a  mark,  they  refused  to  stay  the  hearing  of  the  case 
with  the  evidence  till  after  the  determination  by  the  House  of  Lards  of  an 
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appeal  from  their  dedrion  on  the  point  of  law.  It  aeema  that  an  appeal 
from  a  decision  upon  an  application  for  the  remoyal  of  a  trade  mark  from 
the  register  will  not  be  treated  as  an  interloontory  appeal,  but  that  the  case 
must  be  heard  by  three  judges  :  In  re  Riviere  J^  60,^  26  Gh.  D.  48,  In  re 
Lamard  ^  ^Zu,  lb.  288. 

For  Australian  cases  of  removal  from  the  register,  see  /n  re  RowUy  Jf 
Pfne,  9  y.  L.  R.  (L.)  307,  in  which  R.  A;  P.  had  used  a  device  of  a  hone 
and  groom  for  twenty  years,  and  D.  and  his  predecessor  in  business  had 
Qfied  a  device  of  a  horse  iione  for  twelve  years,  and  then  R.  At  P.  adopted  and 
registered  a  device  of  a  horse  alone,  and  it  was  removed  from  the  Victorian 
Tegisteron  D.'s  application  ;  and  Barrit  v.  Ogg,  5  N.  S.  W.  Rep.  (E.)  114,  in 
which  a  mark  which  had  been  registered  by  a  person  who  had  not  used 
it  was  removed  from  the  New  South  Wales  register  on  the  application  of 
a  person  who  had  long  done  so. 

(0  The  roister  has  been  rectified  by  varying  an  entry  in  the  following  Rectification 
'fajB :—  by  varying. 

(I)  By  restricting  the  goods  for  which  the  mark  is  registered  :  Edwardi 

V.  Deimit,  SO  Ch.  D.  454  ;  In  re  Metcaff,  31  Ch.  D.  454. 
(u.)  By  striking  some  part   of   the    mark  out  of   it :   In  re  Stock, 
52  L.  T.  N.  S.  123  (word  *'  Strathmore  "  struck  out  of  a  whiskey 
mark);  In  re  Vaughan-Jonei,  North,  J.,  June  21st,  1884  (word 
**  Glailivet "  struck  out  of  a  whiskey  mark) ;    In  re   Biegel, 
57  L.  T.  N.  &L  247  (three-triangle  device  struck  out  of  a  beer 
mark) ;  and  see  Burland  4"  Co-  v.  Broxburn  Oil  Co.,  Ld.  (2),  42  Gh. 
D.  274. 
(iiL)  By  causing  a  partial  disclaimer  to  be  entered  on  the  register,  as  in 
In  re  Leonardt,  Dig.  610 ;  In  re  MitehdZ  (2),  Dig.  611 ;  In  re 
Eubbuek,  M.  R.,  June  20th,  1879  ;  In  re  Kuhn  <^  Co.,  53  L.  J.  Ch. 
238  ;  /n  re  Johnson,  PhilpoU  4*  Co.,  North,  J.,  Feb.  2lBt,  1888  ; 
Bumphriee  i*  Co.  v.  Taylor  Drug  Co.  (2),  59  L.  T.  N.   S.  820 ; 
Bwiand  Jf'  Co.  v.  Broxburn  OH  Co.,  Id.  (2),  42  Ch.  D.  274,  and 
other  caaee.    See  notes  to  §§  72  and  74. 
0v.)  By  directing  an  alteration  in  itie  name  of  the  registered  proprietor. 
It  is,  however,  very  questionable  whether  this  can  be  done,  and 
when  registration  has  been  efiected  in  accordance  with  the  appli- 
cation, but  the  application  was  wrong  in  some  respect,  it  seems 
that  the  Court  wm  amend  the  register  by  expunging  the  entrr, 
but  not  by  vaxying  it  so  as  to  make  the  registration  stand  m 
another  name.    Thus  Hall,  V.  C,  said,  in  In  re  Ward,  Sturt  ^ 
Sharp,  50  L.  J.  Ch.  347,  ''  I  cannot  rectify  the  register  where 
no  error  has  been  committed.    The  term  '  rectification '  is  only 
applicable  to  cases  in  which  there  has  been  some  mistake  or  error 
in  the  r^^tration.    In  other  cases  the  applicant  must  follow  the 
course  hud  down  for  cases  of  sssignment  or  transmission."    So  in 
ExparU  Lawrence  Broi.,  44  L.  T.  N.  S.  98,  the  Master  of  the  Rolls 
expunged  the  entry,  and  left  the  rightful  owners  of  the  mark  to 
make  a  fresh    application  in  their   own  names.     80  in  In  re 
Farina  (4),  44  L.  T.  N.  S.  99,  he  directed  administration  to  be 
taken  out  to  the  estate  of  the  deceased  registered  proprietor,  and 
the  administrator,  when  apjpointed,    to  assign  to  the  rightful 
proprietor.    In  In  re  Rust  <f  Co.,  44  L.  T.  N.  S.  98,  however,  the 
same  learned  judge  allowed  a  mark  to  be  transferred  from  the 
name  of  an  individual  member  of  a  firm,  stated  to  be  trading 
under  the  name  of  the  firm,  into  the  names  of  all  the  partners 
trading  under  the  name  of  the  firm.    It  appears  to  have  been 
thought  by  Jeosel,  VL  'R.,  in  Ex  parte  Lawrence  Bros.,  44  L.  T. 
N.  S.  98,  that  it  might  not  be  impossible  for  the  Court  to 
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iaraiuf er  a  registration  from  one  name  into  anotlier,  if  tlie  ngia- 
tered  proprietor  has  registered  another's  trade  mark  in  his  own 
name  when  he  was  actually  employed  by  the  true  owner  to  register 
it  for  him,  and  was  so  the  agent  and  trustee  for  the  other.    In 
that  case  there  was  no  agencyi  and  no  such  order  was  made ;  but 
in  In  re  Auttrtdian  Wine  Co,,  Ld.,  61  L.  T.  N.  S.  427,  where  the 
sole  oonsignee  in  En^and  of  the  wine  from  certain  Austnlisn. 
vineyards  had  r^^istered  the  name  of  the  vineyards  as  his  own 
trade  mark,  but  intending  it  to  be  for  the  benefit  of  the  owner  of 
the  vineyards,  an  order  transferring  the  mark  into  the  name  of  the 
owner  of  the  vineyards  was  made.    In  /n  re  JUviere,  53  L.  T.  K.  S. 
287,  however,  the  Court  of  Appeal  seem  to  have  be!en  decidedly  of 
opinion  that  such  an  order  could  not  be  made,  and  Cotton,  L.  J., 
said  :  **  In  my  opinion,  whatever  might  be  the  result  of  the  id- 
eation to  strike  toe  name  of  the  French  firm  off  the  register,  the 
other  application  ought  not  to  be  granted.     Without  saying  that 
it  is  impossible  to  grant  such  an  application  as  this  in  any  esse 
where  one  person  is  improperly  on  the  register,  and  another  penoo 
who  is  entitled  to  the  trade  mark  wishes  to  be  put  on,  yet^  as  a 
rule  (and  I  do  not  know  a  case  where  there  would  be  an  exoeptioii), 
when  any  one  applies  in  the  first  instance  to  be  publicly  registered 
as  the  proprietor  of  a  trade  mark,  the  requirements  of  the  Act  and 
Rules  as  to  issuing  advertisements  and  otherwise  ought  to  be  com- 
plied with.     For  there  may  be  cases — and  I  can  imagine  them — 
where,  although  the  person  applying  to  strike  a  name  off  the 
register  may  be  entitled  to  say,  as  against  the  person  on  the 
register,  that  he  is  improperly  registered  as  owner  of  the  trade 
mark,  yet  there  may  be  persons,  not  present  at  the  litigation,  who 
have  a  rights  as  against  the  applicant,  to  rectify  Uie  redster,  aod 
to  say  that  such  applicant  is  not  himself  entitled  to  be  uiere  so  as 
to  prevent  such  third  person  from  using  the  mark.    I  have  thought 
it  right  to  express  my  opinion  on  that  part  of  the  case  at  once." 
And  Liindley,  L.  J.,  added :  *'  If  the  applicants  had  succeeded  in 
making  out  a  case  to  remove  the  name  of  Riviere  &  Co.,  I  do  not 
think  they  would  have  been  entitled  to  have  themselves  registered 
in  respect  of  this  mark.     I  think  Mr.  Stirling's  observation  is 
oonclusive— that  they  could  not  have  registered  anew  in  leqpect 
of  the  old  mark  without  advertising  and  taking  the  other  steps 
required  by  the  Act  and  Rules.    I  say  that  on  behalf  of  the 
public."    The  same  view  was  taken  independently  by  Ray,  J.,  in 
£x  parte  Kingtford  4'  Son,  61  L.  T.  N.  S.  426.    The  most  expedient 
course  to  adopt  in  such  cases,  where  the  parties  are  friendly,  is 
indicated  by  the  case  of  In  re  Wdleome,  82  Ch.  D.  218,  where  an 
agent  had  registered  his  foreign  principalis  mark  in  hia  own  name, 
but  for  the  benefit  of  the  principal,  and  subsequently  assigned  the 
trade  mark  to  the  principal,  and  it  was  heJd  that  the  assignment 
was  an  assignment  in  connection  with  the  goodwill,  withm  §  70, 
and  ought  to  be  registered.    A  very  special  order  was  made  in 
InreAvril,  Stirling  J.,  April  20th,  1888,  in  which  persons  to  whom 
the  registered  proprietor  of  a  trade  mark  had  assigned  her  bosinees 
and  goodwill,  with  the  right  to  use  the  trade  mar^  all  for  a  limited 
period  of  six-and-a-quarter  years,  at  the  end  of  which  period  those 
rights  were  to  revert  to  her,  procured  themaelves  to  be  registered 
as  the  proprietors  of  the  trade  mark  in  suoceesion  to  their  assignor ; 
but,  on  her  making  complaint,  they  applied  to  the  Court  to  restore 
the  register  to  its  previous  condition,  and  it  was  acoordingiy 
ordered  that  the  regUter  should  be  rectified  by  removing  their 
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names  as  subsequent  proprietors  of  the  mark  and  re-entering  the 

name  of  the  original  proprietor.    In  In  re  Patent  PUtinAago  OrucibU 

Co.  (2),  Stirling,  J.,  March  2lBt,  1 890,  two  trade  marks  were  registered 

in  1879  as  the  property  of  the  Patent  Plumbago  Crucible  Co.,  an 

unregistered  company.    In  1882  the  Company  assumed  the  name 

of  "The  Morgan  Crucible  Co.,'*  and  in  1890  the  marks  were 

allowed  to  be  transferred  into  the  name  of  '*  The  Morgan  Crucible 

Co.,  formerly  trading  as  the  Patent  Plumbago  Crucible  Co,    In 

America  a  partner  who  registered  in  his  own  name  a  trade  mark 

of  the  firm  was  ordered  to  assign  to  his  partner  an  equal  interest 

in  it :  Taylor  v.  BothiUf  5  Sawy.  584. 

(/)  It  has  been  held  that  opposed  applications  for  the  registration  of  trade 

rnvks  are  not  within  this  secdon,  and  that  the  Court  has  no  jurisdiction  to 

give  a  saocoBsful  opponent  his  costs  of  the  proceedings  in  the  Registry 

Office :  In  re  Augtralian  Wine  Importers^  Ld.,  41  Ch.  D.  278  ;  following 

In  re  Brandreth,  9  Ch.  D.  618.    As  to  the  costs  of  applications  to  remove 

marks,  see  Chap.  7,  tub  fine.    Where  the  comptroller  is  served  with  notioe 

of  ihe  application,  as  he  now  must  be  (Rule  49),  and  appears,  his  costs  are 

ordered  to  be  paid  by  the  unsuccessful  party. 

iff)  See  Rule  46  and  Form  K  in  the  2nd  Schedule.  The  order  is  to  be 
carried  into  effect  by  the  comptroller  (Rule  46),  and  to  be  made  public  if  he 
thinks  fit  (Rule  50). 

91.  The  comptroller  may  (a),  on  request  in  writing  acoom-  Power  for 
panied  by  the  prescribed  fee  (6), —  comptroller  to 

(a.)  Correct  any  clerical  error  (c)  in  or  in  connection  with  an  correct  clerical 
application  for  a  patent,  or  for  registration  of  a  design  *'™"* 
or  trade  mark ;  or 
(b.)  Correct  any  clerical  error  (c)  in  the  name,  style  or  address 
of  the  registered  proprietor  of  a  patent,  design,  or 
trade  mark, 
(c)  Cancel  the  entry  or  part  of  the  entry  of  a  trade  mark  on 
the  register  \d)  :  Provided  that  the  applicant  accom- 
panies his  request  by  a  statutory  declaration  made  by 
himself,  stating  his  name,  address,  and  calHng,  and 
that  he  is  the  person  whose  name  appears  on  the 
register  as  the  proprietor  of  the  said  trade  mark  {e). 
[(d.)  Permit  an  appUcant  for  registration  of  a  design  or  trade 
mark  to  amend  his  application  by  omitting  any  par- 
ticular goods  or  classes  of  goods  in  connection  with 
which  he  has  desired  the  design  or  trade  mark  to  be 
registered.] 
The  amendment  in  this  section  was  made  by  §  24  of  the  Act  of  1888. 
(a)  In  addition  to  the  powers  given  by  this  section,  the  comptroller  has 
^thority,  under  Rule  48,  to  alter  in  the  register  the  address  of  the  pro- 
prietor ot  a  trade  mark  (see  Form  M),  and,  under  Rule  5 1,  to  allow  amend- 
ments of  documents. 

(()  By  the  First  Schedule  the  fee  for  altering  address,  or  allowing  cor^ 
rection  of  a  clerical  error,  or  cancelling  the  whole  or  part  of  an  entry,  or 
permitting  amendment,  is  5«. 
(e)  For  form  of  request,  see  Form  Q. 

{d)  This  comes  from  the  old  Rules.  For  form  of  application  for  cancel* 
lation,  see  Form  0.     In  In  re  Lysajht,  Dig.  623,  a  registration  for  all  the 
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goods  in  OlaiB  5  was,  on  application  by  the  proprietor,  oorrected  hj  limits- 
tion  to  galvanised  sheet  iron  only.  In  Ex  parte  tSalUf  PoUard  J^  Co^  Dig- 
620,  the  registered  proprietors  of  a  trade  mark  for  snuff,  oonsiating  of  the 
letters  "S.  P.,"  the  initials  of  their  firm,  disooTered  that  that  mark  had 
been  for  many  years  in  common  use  in  the  snuff  trade,  though  used 
originally  by  themselves,  and  prociuied  the  canoeUation  of  the  r^gisfcratiDn. 
{e)  See  Rule  61,  and  for  Form  of  Declaration  see  Form  P. 

92. — (1.)  The  registered  proprietor  of  any  registered  trade 
mark  may  apply  to  the  Ck)urt  for  leave  to  add  to  or  alter  (a) 
such  mark  in  any  particular,  not  being  an  eeaential  pisrticolar  {h} 
-within  the  meaning  of  this  Act,-  and  the  Court  may  refuse  or 
grant  leave  on  such  terms  as  it  may  think  fit. 

(2.)  Notice  of  any  intended  application  to  the  Court  under 
this  section  shall  be  given  to  the  comptroller  by  the  appli- 
cant (c) ;  and  the  comptroller  shall'  be  entitled  to  be  heard 
on  the  application. 

(3.)  If  the  Court  grants  leave,  the  comptroller  shall,  on  proof 
thereof  (d)  and  on  payment  of  the  prescribed  fee  (e),  cause  tie 
register  to  be  altered  in  conformity  with  the  order  of  leave. 

(a)  This  section  is  taken  from  the  old  Rules. 

(6)  For  what  is  an  **  essential  particular/*  see  §  64.  tuprd.  In  Exparie 
Walker  ^  Co.,  Dig.  624,  a  trade  mark  consisting  of  the  letter  "  W.,"  a  crovn, 
and  the  word  "  Netherton  '*  was  allowed  to  be  altered  by  subetitutmg 
**  Dudley  "  for  "  Netherton."  In  Bw  parU  Lazenby,  V.-C.  M.,  Feb.  26tli, 
1880,  a  trade  mark  was  allowed  to  be  altered  by  varying  the  address  and 
changing  the  type  in  which  it  was  printed.  In  In  re  Dewhttnt,  M.  R.. 
June  11th,  1880,  a  trade  <mark  which  had  been  assigned  was  not  allowed 
to  be  altered  by  substituting  the  name  of  the  assignee  for  that  of  the 
assignor,  that  being  printed  in  the  form  of  a  signature,  s  *  as  to  constitate 
an  essential  panicular ;  but  in  a  similar  trade  mark,  which  had  tie 
name  of  the  assignor  printed  in  ordinary  type,  the  substitution  was  allowed 
to  be  made.  See  also  In  re  Murphy  ds  Co.,  W.  N.  1890,  p.  84.  In  /n  ft 
Boord,  M.  R.,  March  25th,  1881,  persons  who  were  r^stered  as  proprietors 
of  a  trade  mark  which  contained  a  former  name  of  their  firm  in  ordinary 
type,  were  allowed  to  remove  the  name  from  the  mark,  leaving  the  space  a 
blank,  with  permission,  when  using  the  mark,  to  insert  in  that  qiace  the 
name  of  the  firm  for  the  time  being.  In  In  re  Modler  9^  Sdireiher,  Kay,  J*« 
March  7th,  1888,  the  letters  *'M.&S."  were  allowed  to  be  substituted  for  the 
letters  "  D.  G.  F.  H."  In  In  re  Ooxwich  Iron  ^  Sted  Co.,  Id.,  Chitty,  J., 
Nov.  24th,  1887,  the  word  "Bloxwich  "  was  allowed  to  be  substituted  for 
the  words  '*  Birchills  Hall.'*  In  In  re  Britiah  Tea  and  Trading  AMeoeialum, 
Ld.,  North,  J.,  Oct.  26th,  1886,  the  registered  trade  mark  consisted  of  three 
sides  of  a  wrapper  for  packets  of  tea,  of  which  thoee  on  the  rig^t  and  left 
consisted  of  arrangements  of  Chinese  words,  and  that  in  the  centre  of  the 
head  of  a  mandarin,  with  the  words  '*  The  British  Tea  Association ''  above 
it^  and  below  it  the  words  "  Imperial  Mandarin  Tea,  imported  direct  from 
the  Imperial  district  in  China,"  and  leave  was  given  to  alter  it  by  subsd- 
tuting  for  the  words  "  imported  direct  from  the  Imperial  district  in  Chins  " 
(which  had  never  been  used  by  the  applicants  themselvee,  and  not  by  tbeir 
predecessors  in  business  since  1877)  the  words,  *'  This  label  is  protected  by 
registration  as  a  trade  mark."  In  In  re  Ermen  ^  Roby,  56  L.  J.  GIl  177,  leare 
was  given  to  alter  a  registered  trade  mark  on  which  were  words  in  RussUn, 
by  changing  a  capital  £  from  the  English  into  the  Russian  character  and 
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iDKrtmg  the  word  "of/*  In  In  n  Reiit  Brothen,  6  P.  R  291,  the  regi»- 
tend  naik  oonaisted  of  a  combination  zoark  for  ootton  piece  goods,  which 
eomprind  ▼uioua  worde  and  devioeB,  including  their,  name  and  addreai^ 
"BeiB  Brothers,  Manchester,"  and  the  .  words  "  Orass  Bleach— Best 
Qulity."  "  Grass  Bleach "  wss  the  name  of  a  description  of  bleacbinff 
which  had  gone  out  of  use,  and  leave  was  given  to  alter  the  word  "  Qrass 
to  "  Bsisi,"  notwithstanding  that  another  oomlnnation  mark,  registered  for 
imilsr  goods,  bore  the  name  "  Beiss  &  Co.,  Batavia,"  the  remainder  of  the 
btter'smark  being'  quite  diwdmilarfrom  the  applicant's  mark.  In  //*  re 
Oumnoi,  Son  4*  &•,  Ld;  5  P.  R.  816,  the  firm  of  Arthur  Guinness^  Son  k 
0(k  had  registered  an  oval  label  bearing,  with  other  words  and  a  device  of 
an  Iriah  harp,  the  printed  signature,/'  Arth.  Guinness,  Son  ft  Co.,"  and  the 
goodwill  and  tnide  marks  of  the  firm  having  been  subsequently  assigned  to 
aUmited  company  called ''Arthur  Guinness,  Son  ft  Co.,  Ld./' leave  was 
pvea  to  alter  the  regiatered  trade  mark  by  adding  the  word  "  Limited  "  in 
oidiiiaiy  type  bene  .th  the  signature.  In  In  re  Ind^  Coope  4*  OO't  ^-i 
Stirling,  J.,  June  22nd,  188V and  In  re  AlUopp  ^  Sons,  ZcE.,  Chitty,  J., 
July  8th,  1888,  the  word  '*  Limited  "  was  similarly  allowed  to  be  added  on 
the  trade  marks  after  the  name  of  the  firm ;  and  in  /n  re  Bryant  J^  May,  Ld.t 
4  Times  L.  R.  675,  Stirling,  J.,  said  that  such  leave  would  be  given  as  a 
matter  of  coune.  In  In  re  Jonet  4"  Co,,  Chitty,  J. ,  July  20th,  1888,  on  the 
other  hand,  the  word  "  Limited  "  was  allowed  to  be  expunged.  The  addi- 
tjou  of  non-essential  matters  does  not  deprive  a  mark  of  the  benefit  of  the 
period  of  user  before  the  addition  :  In  re  Bryant  Jf"  May,  Ld.,  4  Times 
L  B.  675. 

(e)  Notice  must  be  given  to  the  comptroller  fourteen  days  before  the 
application.    See  Rule  51. 

(d)  As  to  mode  of  notifying  the  order  to  the  comptroller,  see  Rule  46 
and  Form  N. 

(e)  /.e.,  1  Oe.    See  First  Schedule.    Representations  of  the  mark  as  altered 
are  also  to  be  supplied.    See  Rule  51. 

93.  If  any  person  makes  or  causes  to  be  made  a  false  entry  Falsificataon 
in  any  register  kept  under  this  Act,  or  a  writing  falsely  of  entries  in 
porporting  to  be  a  copy  of  an  entry  in  any  such  register,  or  "8'»*«"'« 
produces  or  tenders,  or  causes  to  be  produced  or  tendered,  in 
evidence  any  such  writing,  knowing  the  entry  or  writing  to  be 

false,  he  shall  be  guilty  of  a  misdemeanour. 

94.  Where  any  discretionary  power  is  by  this  Act  given  to  Exerciae  of 
the  comptroller,  he  shall  not  exercise  that  power  adversely  to  discretionary 
the  applicant  for  a  patent,  or  for  amendment  of  a  specification,  ^^^^^^o^^ 
or  for  registration  of  a  trade  mark  or  design,  without  (if  so 

required  within  the  prescribed  time  by  the  applicant^  giving 
the  applicant  an  opportunity  of  being  heard  personally  or  by 
his  agent  (a). 

(s)  See  Rules  17-19  as  to  the  exerdse  by  the  comptroller  of  his  discre- 
tiooary  powers. 

95.  The  comptroller  may,  in  any  case  of  doubt  or  difficulty  power  of 
arising  in  the  administration  of  any  of  the  provisions  of  this  comptroller  to 
Act,  apply  to  either  of  the  law  officers  (a)  for  directions  in  the  ^j^^*^^ 
matter. 

(a)  The  Attorney-General  or  Solicitor-Oeneral  for  England.    See  §  117. 
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Certificate  of        96.  A  certificate  purporting  to  be  ander  the  hand  of  the 

comptroller  to  comptroller  as  to  any  entry,  matter,  or  thing  which  he  is 

be  evidence,     authorised  by  this  Act,  or  any  general  rules  made  thereunder, 

to  make  or  do,  shall  be  primi-facie  evidence  of  the  entry  haTing 

been  made,  and  of  the  contents  thereof,  and  of  the  matter  or 

thing  having  been  done  or  left  undone  (a). 

(a)  This  section  la  Bomewhat  modified  from  §  8  of  the  Act  of  1875,  by 
which  the  certificate  of  the  registrar  was  made  evidence.  Now  the  certifi- 
oate  ii  to  be  prirndfckcU  evidence  only. 

By  §  77,  iuprdf  the  comptroller  is  authorised  to  grant  a  certificate  of 
refujul  to  register  an  old  mark  (see  Forms  L  and  T),  and  by  Bole  60  he 
may  give  a  certificate,  when  required  so  to  do,  for  the  purpose  of  any  legal 
proceeding  or  other  special  purpose,  and  on  so  doing  thall  specify  on  tiie  face 
of  it  the  purpose  for  which  it  is  granted.     (See  Forms  R,  S,  and  T  1.) 

See  Instructions  m/rd,  paragraphs  85-87,  in  which  it  is  stated  that  the 
comptroller's  certificate  in  relation  to  a  trade  mark  is  of  four  kinds,  viz  :— 
(i.)  For  use  in  legal  proceedings. 

(IL)  For  use  in  applying  for  registration  in  foreign  countries. 

(uL)  Of  any  application  made  and  of  proceedings  thereon. 

(iv.)  A  certificate  of  refusal  of  a  mark  in  use  before  the  18th  August, 
1875,  and  not  registrable. 

Applications  97. — (1.)  Any  application,  notice  or  other  document  author- 
and  notices  by  jged  or  required  to  be  left,  made,  or  given  at  the  Patent  Office 
P*^*  or  to  the  comptroller,  or  to  any  other  person  under  this  Act, 

may  be  sent  by  a  prepaid  letter  through  the  post ;  and  if  so 
sent  shall  be  deemed  to  have  been  left,  made,  or  given  respect- 
ively at  the  time  when  the  letter  containing  the  same  would 
be  delivered  in  the  ordinary  course  of  post. 

(2.)  In  proving  such  service  or  sending,  it  shall  be  sufficient 
to  prove  that  the  letter  was  properly  addressed  and  put  into 
the  post  (a). 

(a)  See  Rule  19. 

Provision  as  98.  Whenever  the  last  day  fixed  by  this  Act,  or  by  any  rule 
to  days  for  for  the  time  being  in  force,  for  leaving  any  document  or  paying 
J^^^^°~-  any  fee  at  the  Patent  Office,  shall  fall  on  Christmas  Day,  Good 
office.  Friday,  or  on  a  Saturday  or  Sunday,  or  any  day  observed  as  a 

holiday  at  the  Bank  of  England,  or  any  day  observed  as  a 
day  of  public  fast  or  thanksgiving,  herein  referred  to  as 
excluded  days,  it  shall  be  lawful  to  leave  such  document  or  to 
pay  such  fee  on  the  day  next  following  such  excluded  day,  or 
days  if  two  or  more  of  them  occur  consecutively. 
Declaration  99.  If  any  person  is,  by  reason  of  infancy,  lunacy,  or  other 

by  infant,        inability,  incapable  of  making  any  declaration  or  doing  any- 
lunatic,  &c.     thing  required  or  permitted  by  this  Act  or  by  any  rules  made 
under  the  authority  of  this  Act,  then  the  guardian  or  com- 
mittee (if  any)  of  such  incapable  person,  or  if  there  be  noDB, 
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any  person  appointed  by  any  court  or  judge  possessing  juris- 
diction in  respect  of  the  property  of  incapable  persons,  upon 
the  petition  of  any  person  on  behalf  of  such  incapable  person, 
or  of  any  other  person  interested  in  the  making  such  declaration 
or  doing  such  thing,  may  make  such  declaration  or  a  declaration 
as  nearly  corresponding  thereto  as  circumstances  permit,  and 
do  such  thing  in  the  name  and  on  behalf  of  such  incapable 
person,  and  all  acts  done  by  such  substitute  shall  for  the 
purposes  of  this  Act  be  as  etTectual  as  if  done  by  the  person 
for  whom  he  is  substituted  (a). 

(a)  This  section,  ao  far  as  it  relates  to  trade  marks,  comes  from  the  old 
Rules. 

100.  Copies  of  all  specifications,  drawings,  and  amendments  Transmission 
left  at  the  Patent  Office  after  the  commencement  of  this  Act,  of  certified 
printed  for  and  sealed  with  the  seal  of  the  Patent  Office,  shall  If^^^^^ 
be  transmitted  to  the  Edinburgh  Museum  of  Science  and  Art,  tioi^&c. 
and  to  the  Enrolments  Office  of   the  Chancery  Division  in 
Ireland,  and  to  the  Bolls  Office  in  the  Isle  of  Man,  within 
twenty^ne  days  after  the  same  shall  respectively  have  been 
accepted  or  allowed  at  the  Patent  Office ;  and  certified  copies 
€f  or  extracts  from  any  such  documents  shall  be  given  to  any 
person  requiring  the  same  on  payment  of  the  prescribed  fee ; 
and  any  such  copy  or  extract  shall  be  admitted  in  evidence  in 
all  courts  in  Scotland  and  Ireland  and  in  the  Isle  of  Man 
without  further  proof  or  production  of  the  originals. 

101. — (1.)  The  Board  of  Trade  may  from  time  to  time  make  power  for 
SQch  general  rules  (a)  and  do  such  tlungs  as  they  think  expe-  Board  of 
dient,  subject  to  the  provisions  of  this  Act —  '^'™^i^pS^* 

(a.)  For  regulating  the  practice  of  registration  under  this^^jJ^^j^jg^J^ 

Act :  goods  and 

(b.)  For  classifying  goods  for  the  purposes  of  designs  and  regulating 
trade  marks  (6)  :  business  of 

(c.)  For  making  or  requiring  duplicates  of  specifications,  -P**®*^*  Office, 
amendments,  drawings,  and  other  documents : 

(d.)  For  securing  and  regulating  the  publishing  and  selling 
of  copies,  at  such  prices  and  in  such  manner  as  the 
Board  of  Trade  think  fit,  of  specifications,  drawings, 
amendments,  and  other  documents : 

{e.)  For  securing  and  regulating  the  making,  printing,  pub- 
lishing, and  selling  of  indexes  to,  and  abridgments 
of,  specifications  and  other  documents  in  the  Patent 
Office;  and  providing  for  the  inspection  of  indexes 
and  abridgments  and  other  documents  : 

(f.)  For  regulating  (with  the  approval  of  the  Treasury)  the 
presentation  of  copies  c^  Patent  Office  publications 
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to  patentees  and  to  pnblic  authorities,  bodies,  and 
institutions  at  home  and  abroad : 

(g.)  Glenerally  for  regulating  the  business  of  the  Patent 
Office,  and  all  things  by  this  Act  placed  under  the 
direction  or  control  of  the  comptroller  or  of  the  Board 
of  Trade. 

(2.)  Any  of  the  forms  in  the  first  Schedule  to  this  Act  may 
be  altered  or  amended  by  rules  made  by  the  Board  as  afore- 
said (e), 

(3.)  General  rules  may  be  made  under  this  section  at  any 
time  after  the  passing  of  this  Act,  but  not  so  as  to  take  effisct 
before  the  commencement  of  this  Act,  and  shall  (subject  as 
hereinafter  mentioned)  be  of  the  same  effect  as  if  they  were 
contained  in  this  Act,  and  shall  be  judicially  noticed. 

(4.)  Any  rules  made  in  pursuance  of  tins  section  shall  belaid 
before  both  Houses  of  Parliament,  if  Parliament  be  in  session 
at  the  time  of  making  thereof,  or,  if  not,  then  as  soon  as  practic- 
able after  the  beginning  of  the  then  next  session  of  Parliament, 
and  they  shall  also  be  advertised  twice  in  the  official  journal  to 
be  issued  by  the  comptroller. 

(5.)  If  either  House  of  Parliament,  within  the  next  forty 
days  after  any  rules  have  been  so  laid  before  such  House, 
resolve  that  such  rules  or  any  of  them  ought  to  be  annulled, 
the  same  shall  after  the  date  of  such  resolution  be  of  no  effect, 
without  prejudice  to  the  validity  of  anything  done  in  tbe 
meantime  under  such  rules  or  rule  or  to  the  making  of  any 
new  rules  or  rule. 

(a)  The  power  of  xnakLog  rales  waa  formerlj,  bv  §  7  of  the  Act  of  1875, 
vested  in  the  Lord  ChanoeUor.  For  the  rulea  which  have  been  made  by 
the  Board  of  Trade,  see  ir^rd, 

(h)  See  daasification  in  Third  Schedule  to  Rules. 

(e)  See  Forma  in  Second  Schedule  to  Rules.  A  new  Form  F  is  thereby 
substituted  for  Form  F  appended  to  the  Act. 

102.  The  comptroller  shall,  before  the  first  day  of  Jane  in 
every  year,  cause  a  report  respecting  the  execution  by  or  under 
him  of  this  Act  to  be  laid  before  both  Houses  of  Parliament, 
and  therein  shall  include  for  the  year  to  which  each  report 
relates  all  general  rules  made  in  that  year  under  or  for  tJie 
purposes  of  this  Act,  and  an  account  of  all  fees,  salaries  and 
allowances,  and  other  money  received  and  paid  under  this  Act 

ri02  A. — (1.)  All  things  required  or  authorised  under  this  Act 
to  DO  done  by,  to,  or  before  the  Board  of  Trade,  may  be  dcme 
by,  to,  or  before  the  President  or  a  secretary  or  an  assistant 
secretary  of  the  Board. 

(2.)  AH  documents  purporting  to  be  orders  made  by  the 
Board  of  Trade  and  to  be  sealed  with  the  seal  of  the  Boaxd,  or 
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to  be  gigned  by  a  secretary  or  assistant  secretary  of  the  Board, 
or  by  any  person  authorised  in  that  behalf  by  the  President  of 
the  Board,  shaU  be  receiyed  in  evidence,  and  shall  be  deemed 
to  be  such  orders  without  further  proof,  unless  the  contrary  is 
diown. 

(3.)  A  certificate,  signed  by  the  President  of  the  Board  of 
Trade,  that  any  order  made  or  act  done  is  the  order  or  act  of 
the  Board,  shall  be  conclusive  evidence  of  the  fact  so  certified.] 

This  section  was  introduoed  by  §  26  of  the  Act  of  1888. 

International  and  Colonial  Arrangements. 

103. —  (1.)  If  Her  Majesty  is  pleased  to  make  any  arrange-  international 
ment  with  the  government  or  governments  of  any  foreign  state  arrangements 
or  states  for  mutual  protection  of  inventions,  designs,  and  trade  for  protection 
marks,  or  any  of  them,  then  any  person  who  has  applied  for  de^Tond*' 
protection  for  any  invention,  design,  or  trade  mark  in  any  such  trade  marks, 
state,  shall  be  entitled  to  a  patent  for  his  invention  or  to 
registration  of  his  design  or  trade  mark  (as  the  case  may  be) 
under  this  Ajct^  in  priority  to  other  applicants  (a) ;  and  such 
patent  or  registration  shall  have  the  same  date  as  the  daU  of 
ikt  protection  obtained  [date  of  the  application]  in  such  foreign 
state. 

Provided  that  his  application  is  made,  in  the  case  of  a  patent 
vithin  seven  months,  and  in  the  case  of  a  design  or  trade  mark 
within  four  months  (6),  from  his  applying  for  protection  in  the 
foreign  state  with  which  the  arrangement  is  in  force. 

Provided  that  nothing  in  this  section  contained  shall  entitle 
the  patentee  or  proprietor  of  the  design  or  trade  mark  to 
reooTer  damages  for  infringements  happening  prior  to  the  date 
of  the  actual  acceptance  of  his  complete  specification,  or  the 
actual  registration  of  his  design  or  trade  mark  in  this  countiy, 
as  the  case  may  be. 

(2.)  The  publication  in  the  United  Kingdom  or  the  Isle  of 
Man  during  the  respective  periods  aforesaid  of  any  description 
of  the  invention,  or  the  use  therein  during  such  periods  of  the 
invention,  or  the  exhibition  or  use  therein  during  such  periods 
of  the  design,  or  the  publication  therein  during  such  periods  of 
a  description  or  representation  of  the  design,  or  the  use  therein 
during  such  periods  of  the  trade  mark,  shall  not  invalidate  the 
patent  which  may  be  granted  for  the  invention,  or  the  registra- 
tion of  the  design  or  trade  mark : 

(3.)  The  application  for  the  grant  of  a  patent,  or  the  regis- 
tration of  a  design,  or  the  registration  of  a  trade  mark  under 
this  section,  must  be  made  in  the  same  manner  as  an  ordinary 
application  under  this  Act :  Provided  that,  in  the  case  of  trade 
marks,  any  trade  mark  the  registration  of  which  has  been  duly 
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applied  for  in  the  country  of  origin  may  be  registered  under 
this  Act  (c) : 

(4.)  The  provisions  of  this  section  shall  apply  only  in  the 
case  of  those  foreign  states  with  respect  to  which  Her  Majesty 
shall  from  time  to  time  by  Order  in  Council  declare  them  to  be 
applicable,  and  so  long  only  in  the  case  of  each  state  as  the 
Order  in  Council  shall  continue  in  force  with  respect  to  that 
state  {d). 

(a)  This  section  Ib  new.  The  amendment  in  it  was  made  bj  §  6  of  the 
Act  of  1886.  In  the  case  of  trade  marks  used  by  aliens,  the  existence  of 
a  convention  between  the  state  to  which  the  alien  belongs  and  the  Britiafa 
(lovemment  is  not  a  neoessaxy  condition  precedent  to  his  registration  here. 
The  Act  does  not  say  that  to  obtain  priority  the  application  for  registndoa 
in  a  foreign  state  with  which  there  is  a  convention  musit  have  heen  made 
by  a  subject  of  that  state.  That  is  apparently  the  intention  of  the  sectioo; 
but  there  is  nothing  to  say  that  the  same  priority  is  to  be  refused  to  a 
subject  of  a  different  state,  with  which  there  may  possibly  be  no  conventioo, 
or  even  to  a  Britiflh  subject,  who  has  applied  in  a  country  with  which  there  is 
a  convention.  On  the  other  hand,  m  the  proviso  in  subs.  (3)  the  tenn 
** country  of  origin"  is  employed.  Again,  in  subs.  (3)  the  words  in 
"  has  been  duly  applied  for,*'  whereas  in  subs.  (1)  there  is  nothing  about 
"duly,*'  and  for  all  that  appears  the  application  may  be  one  whi£  ooold 
not  possibly  succeed  in  the  foreign  country.  The  object  of  this  seetioii 
is  to  enable  effect  to  be  given  to  the  International  Convention  of  1883. 
See  Appendix  C.  The  exceptional  rights  of  foreigners  in  respect  of 
the  registration  of  trade  marks  in  the  United  Kingdom  depend  ezola* 
sively  upon  the  terms  of  this  Act,  and  the  Court  cannot  have  reference 
to  the  terms  of  the  International  Convention,  1883  :  Jn  re  OaItfomia»  Fig 
Syrup  Co,,  40  Ch.  D.  620.  Similarly,  in  the  United  States,  the  Cooiti 
cannot  give  effect  to  the  convention  wiUiout  legislation.  See  opinion  of  the 
Attomey-Oeneral  of  the  United  States  in  47  U.  S.  Pat.  Oaz.  397. 

(6)  The  application  within  four  months  is  imperative,  and  if  appUcatioDis 
made  after  that  time  all  special  rights  under  this  section  are  gone.  And 
this  is  BO  though  the  foreign  registration  was  effected  before  this  sectioii 
was  made  apphcable  to  the  particular  foreign  country  :  In  re  CalifvnM 
Fig  Syrup  Co,,  40  Ch.  D.  620.  If  a  subject  or  citizen  of  a  foreign  state 
which  is  a  party  to  the  convention  has  registered  in  England  a  mark  whieh 
is  of  doubtful  validity  according  to  Engliah  law,  and  is  desirous  of  obtaining 
for  it  the  benefits  of  this  section  (particularly  subs.  (3)  ),  it  seems  thit  hii 
proper  course  is  to  obtain  its  removal  from  the  English  register,  and  then 
to  make  an  application  for  protection  in  his  own  country.  Upon  this  being 
done,  he  will  be  in  a  position  to  apply  again  (within  the  four  months)  for 
registration  in  England  under  this  section:  see,  per  Kay,  J.,  in  /n  re  VigMff, 
61  L.  T.  N.  S.  496. 

{c)  This  subsection  appears  to  qualify  for  registration  in  England  ucj 
trade  mark  duly  applied  for  in  a  country  which  has  acceded  to  the  oonven- 
tion,  if  the  prescribed  conditions  are  complied  with,  even  though  it  is  not 
within  §  64  :  In  re  Califomian  Fig  Syrup  Co.,  40  Ch.  D.  620.  The  proTin 
iu  this  subsection  gives  no  independent  right  of  registration,  but  most  be 
r  ad  with  subs.  (1),  which  requires  application  witlun  four  months :  lb, 

{d)  For  list  of  Orders  in  Council,  see  Appendix  C. 

Proviuon  for        104. — (1.)  Where  it  is  made  to  appear  to  Her  Majesty  that 
Colonies  and    ^jj^  legislature  of  any  British  possession  (a)  has  made  satisfactoiy 
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proriaion  for  the  protection  of  inventionR,  designs^  and  trade 
marks,  patented  or  registered  in  this  country,  it  shall  be 
lawful  for  Her  Majesty  from  time  to  time,  by  Order  in  Council, 
to  apply  the  provisions  of  the  last  preceding  section,  with  such 
variations  or  additions,  if  any,  as  to  Her  Majesty  in  Council 
may  seem  fit,  to  such  British  possession  (6). 

(2.)  An  Order  in  Council  under  tliis  Act  shall,  from  a  date 
to  be  mentioned  for  the  purpose  in  the  Order,  take  e£fect  as  if 
its  provisions  had  been  contained  in  this  Act ;  but  it  shall  be 
hwhl  for  Her  Majesty  in  Council  to  revoke  any  Order  in 
Cooncil  made  under  this  Act. 

(a)  See  the  defiiiition  of  *'  British  posaession  "  in  §  117,  in/rd. 
[h)  For  list  of  Orders  in  Council,  see  Appendix  C. 

Offeiices. 

105. — (1.)  Any  person  who  represents  that  any  article  sold  Penalty  on 
by  him  is  a  patented  article,  when  no  patent  has  been  granted  falsely 
for  the  same  (a),  or  describes  any  design  or  trade  mark  (b)  "^rt'^^l^  to^ 
applied  to  any  article  sold  by  him  as  registered  which  is  not  patented, 
so,  shall  be  liable  for  every  offence  on  summary  conviction  (c)  to 
a  fine  not  exceeding  five  pounds. 

(2.)  A  person  shall  be  deemed,  for  the  purposes  of  this  enact- 
ment, to  represent  that  an  ai-ticle  is  patented  or  a  design  or  a 
trade  mark  is  registered,  if  he  sells  the  article  with  the  word 
"patent,"  "patented,"  "registered,"  or  any  word  or  words 
expressing  or  implying  that  a  patent  or  registration  has  been 
obtained  for  the  article  stamped,  engraved,  or  impressed  on,  or 
otherwise  applied  to,  the  article  (d), 

(a)  This  section,  so  far  as  it  relates  to  an  untrue  representation  as  to  the 
existence  of  a  patent,  is  in  substance  a  re-enactment  of  §  7  of  5  &  6  Will.  lY. 
c.  83.  In  that  case,  however,  the  penalty  of  £50  was  imposed,  recoverable 
in  in  action,  and  a  fraudulent  intention  was  of  the  essence  of  the  offence. 
See  Myers  v.  Baker,  3  H.  &  N.  802.  This  section  appears  to  follow  that  in 
not  imposing  a  penalty  where  there  has  been  a  patent,  though  it  may  have 
expired.  Under  the  U.  S.  Revised  Statutes  a  penaltv  is  imposed  for  a 
miarepreaentation  as  to  the  existence  of  a  patent,  but  tnere  is  no  offence  if 
there  has  been  a  patent  and  the  date  of  the  patent  is  given.  See  WiUony. 
Shger  Manufacturing  Co,,  16  U.  S.  Pat.  Gaz.  1091.  But  it  is  an  offence  to 
represent  that  an  article  is  patented,  after  application  has  been  made  for 
a  patent  and  provisional  protection  has  been  obtained,  but  before  the  actual 
grant :  J2.  v.  Wallit,  3  P.  R.  1  ;  J?,  v.  Orampton,  3  P.  R.  867. 

See  §  3  (1)  (e)  of  the  Merchandise  Marks  Act,  1887. 

{h)  Hitherto  no  penalty  has  been  recoverable  for  untruly  representing 
that  a  trade  mark  is  registered.  An  offence  is  committed  if  a  trade  mark 
Vi  represented  to  be  registered  before  it  actually  is  so,  even  though  applica- 
tion for  registration  has  been  made  and  advertised  :  Ji,  v.  MorrUi  Qreat 
Marlborough  Street  Police  Court,  Dec.  16th,  1886. 

(e)  As  to  "  summary  conviction  "  in  Ireland,  see  §  117. 

id)  See  Ch«  7,  ante. 
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Penalty  on  106.  Any  person  who,  without  the  authority  of  Her  Majesty, 

unauthorxBed    or  any  of  the  Royal  Family,  or  of  any  Qovemment  DefNirt- 

MBumption  of  ment,  aaeumes  or  uses  in  connection  with  any  trade,  husinfisa, 

Royal  Arma.     g|jjj[jjg^  qj.  profession,  the    Royal  Arms,  or   arms  so  nearly 

reeemUing  the  same  as  to  be  odculated  to  deceive,  in  such  a 

manner  as  to  be  calculated  to  lead  other  persons  to  believe  that 

he  is  carrying  on  his  trade,  business,  calling,  or  profession  by  or 

under  sudi  authority  as  aforesaid  (a),  shall  be  liable  on  summaiy 

conviction  (b)  to  a  fine  not  exceeding  twenty  pounds  (c). 

(a)  This  section  is  new.  For  an  offenoe  against  it  to  be  oommxtted  it  is  not 
sufficient  to  prove  that  a  person  is  using  the  Royal  Anna  without  authority, 
or  that  what  he  is  doing  ia  calculated  to  lead  to  the  belief  that  the  user  of 
the  arms  ia  authorised  ;  but  it  must  be  proved  that  that  uaer  is  calculated 
to  lead  to  the  belief  that  the  trader  is  carrying  on  hii  Inainett  by  Royal  or 
Ooyemmental  authority. 

(&)  Ab  to  ^  summary  oonyiction  "  in  Ireland,  see  §  117. 

(c)  The  following  notice  has  been  published  in  the  London  Gazette : — 

"Frtoat,  Fkb.  22NI1,  lfiS4. 
"BoABD  OF  Orebn  Cloth,  BacKDroHiJC  Palace,  Fkb.  19til 

**  NoUoe  is  hereby  given  that  by  section  106  of  the  Patents,  Designs,  and 
Trade  Marks  Act,  1883  (46  k  47  Victoria^  cap.  57),  a  penalty  of  £20  is 
incurred  by  any  persons  who,  without  proper  authority,  assume  the  Rojil 
Arms  with  a  view  to  lead  other  persons  to  believe  that  they  are  employed 
under  any  department  of  Her  Majesty's  Household. 

"Stdmet,  Lord  Steward." 

It  will  be  observed  that  the  above  notice  treats  fraudulent  intsntaon  as 
of  the  eseenoe  of  the  offence  ;  but  this  does  not  appear  to  be  in  aocordanoe 
with  the  provisions  of  the  section. 

See  §  20  of  Merchandise  Marks  Act,  1887,  as  to  false  ropreaentations  with 
reference  to  holding  a  Royal  warrant. 


Saving  for 
coiuts  in 
Scotland. 


Summary 
proceedings 
in  Scotland. 

Proceedings 
for  revocation 
of  patent  in 
Scotland. 


Scotland,  Ireland,  4sc, 

107.  In  any  action  for  infringement  of  a  patent  in  Scotland 
the  provisions  of  this  Act,  with  respect  to  calling  in  the  aid  of 
an  assessor,  shall  apply,  and  the  action  shall  be  tried  without 
a  jury,  unless  the  Court  shall  otherwise  direct,  but  otherwise 
nothing  shall  affect  the  jurisdiction  and  forms  of  process  of  the 
courts  in  Scotland  in  such  an  action  or  in  any  action  or  pro- 
ceeding respecting  a  patent  hitherto  competent  to  those  ooiirts. 

For  the  purposes  of  this  section  ''  Court  of  Appeal "  shall 
mean  any  court  to  which  such  action  is  appealed. 

108.  In  Scotland  any  offence  under  this  Act  declared  to  be 
punishable  on  summary  conviction  may  be  proeecuted  in  the 
Sheriff  Court. 

109. — (1.)  Proceedings  in  Scotland  for  revocation  of  a  patent 
shall  be  in  the  form  of  an  action  of  reduction  at  the  instance 
of  the  Lord  Advocate,  or  at  the  instance  of  a  party  ha?ing 
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interest  with  his  ooncurranoey  which  ooncarrence  may  he  given 
on  just  cause  shown  only. 

(2.)  Serrioe  of  all  writs  and  summonses  in  that  action  shall 
be  made  according  to  the  forms  and  practice  existing  at  the 
commencement  of  this  Act. 

110. — ^AU  parties  shall,  notwithstanding  anything  in  this  Reaervation  of 
Act,  have  in  Ireland  their  remedies  under  or  in  respect  of  a  "^Jyediee  in 
patent  as  if  the  same  had  heen  granted  to  extend  to  Ireland  ^^^ 
only. 

111. — (1.)  The  provisions  of  this  Act  conferring  a  special  General  saving 
JTirisdiction  on  the  Court  as  defined  by  this  Act,  shall  not,  ^P""  ju™dic- 
ezoept  so  far  as  the  jurisdiction  extends,  affect  the  jurisdiction  **^°      oonrta. 
of  any  Court  in  Scotland  or  Ireland  in  any  proceedings  relating 
to  patents  or  to  designs  or  to  trade  marks ;  and  with  reference 
to  any  such  proceedings  in  Scotland,  the  term  "  the  Court  " 
shall  mean  any  Lord  Ordinary  of  the  Court  of  Session,  and 
the  term  ''  Court  of  Appeal "  shall  mean  either  Division  of  the 
said  Court;  and  with  reference  to  any  such  proceedings  in 
Ireland,  the  terms  "  the  Court "  and  "  the  Court  of  Appeal " 
respectively  mean  the  High  Court  of  Justice  in  Ireland  and 
Her  Majesty's  Court  of  Appeal  in  Ireland. 

(2.)  If  any  rectification  of  a  register  under  this  Act  is  required 
in  pursuance  of  any  proceeding  in  a  Court  in  Scotland  or  Ireland, 
a  copy  of  the  order,  decree,  or  other  authority  for  the  rectifica- 
tion, shall  he  served  on  the  comptroller,  and  he  shall  rectify  the 
register  accordingly. 
112.  This  Act  shall  extend  to  the  Isle  of  Man,  and—  Isle  of  Man. 

(1.)  Nothing  in  this  Act  shaU  affect  the  jurisdiction  of  the 
Courts  in  the  Isle  of  Man,  in  proceedings  for  infringe- 
ment or  in  any  action  or  proceeding  respecting  a  patent, 
design,  or  trade  mark  competent  to  those  Courts ; 
(2.)  The  punishment  for  a  misdemeanour  under  this  Act  in 
the  Isle  of  Man  shall  he  imprisonment  for  any  term 
not  exceeding  two  years,  with  or  without  hard  labour, 
and  with  or  without  a  fine  not  exceeding  one  hundred 
pounds,  at  the  discretion  of  the  Court ; 
(3.)  Any  offence  under  this  Act  committed  in  the  Isle  of  Man 
which  would  in  England  be  punishable  on  summary 
conviction  may  be  prosecuted,  and  any  fine  in  respect 
thereof  recovered   at  the  instance   of  any   person 
aggrieved,  in  the  manner  in  which  offences  punishable 
on  summary  conviction  may  for  the  time  being  be 
prosecuted. 
[112  a. — The  Court  of  Chancery  of  the  County  Palatine  of  Jurifldiction 
Lwcaster  shall,  with  respect  to  any  action  or  other  proceeding  ^  Ljpcaahire 
in  relation  to  trade  marks,  the  registration  whereof  is  &Ppli^>Qo,„^  ^ 
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Repeal  and 
saving  for 
past  operation 
of  repealed 
enactmenta, 


Former 
registers  to 
be  deemed 
continued. 


for  in  the  Manchester  Office,  have  the  like  jurisdiction  under 
this  Act  as  Her  Majesty's  High  Court  of  Justice  in  England, 
and  the  expression  ''  the  Court ''  in  this  Act  shall  be  construed 
and  have  effect  accordingly. 

Provided  that  every  decision  of  the  Court  of  Chancery  of  the 
County  Palatine  of  Lancaster,  in  pursuance  of  this  section,  shall 
be  subject  to  the  like  appeal  as  decisions  of  that  Court  in  other 
cases.] 

This  section  was  introduced  bj  §  26  of  the  Act  of  1888. 

Repeal;  TrannttancU  Pravisiana ;  Savings. 

113.  The  enactments  described  in  the  Third  Schedule  to  this 
Act  are  hereby  repealed.  But  this  repeal  of  enactments  shall 
not — 

(a.)  Affect  the  past  operation  of  any  of  those  enactments,  or 
any  patent  or  copyright  or  right  to  use  a  trade  mark 
granted  or  acquired,  or  application  pending  (a),  or 
appointment  made,  or  compensation  granted,  or  order 
or  direction  made  or  given,  or  right,  privilege,  obliga- 
tion, or  liability  acquired,  accrued,  or  incurred,  or 
anything  duly  done  or  suffered  under  or  by  any  of 
those  enactments  before  or  at  the  commencement  of 
this  Act ;  or 

(b.)  Interfere  with  the  institution  or  prosecution  of  any  action 
or  proceeding,  civil  or  criminal,  in  respect  thereof,  and 
any  such  proceeding  may  be  carried  on  as  if  this  Act 
had  not  been  passed ;  or 

(c.)  Take  away  or  abridge  any  protection  or  benefit  in  relation 
to  any  such  action  or  proceeding. 

(a)  AppUcatioTis  under  the  Act  of  1875  had  to  be  decided  under  that 
Act  :  /n  re  ffudsm,  32  Ch.  D.  811.  But  §  03  applied  to  appliatioos 
pending  at  the  date  of  the  passing  of  this  Act,  and  not  completed  within 
twelve  months  by  the  applicants'  default :  In  re  Hayvard  <}•  Cb.,  54  L  J. 
Ch.  1003. 

114. — (1.)  The  registers  of  patents  and  of  proprietors  kept 
under  any  enactment  repealed  by  this  Act  shaU  respectiToljbe 
deemed  parts  of  the  same  book  as  the  register  of  patents  kept 
under  this  Act. 

(2.)  The  registers  of  designs  and  of  trade  marks  (a)  kept 
under  any  enactment  repealed  by  this  Act  shall  respectively  be 
deemed  parts  of  the  same  book  as  the  register  of  designs  and  the 
register  of  trade  marks  kept  under  this  Act. 

(a)  The  register  of  trade  marks  was  proviously  to  this  Act  kept  noder 
the  authority  of  the  Trade  Marks  Registration  Act»  1876  (88  &  89  Vict 
c  91,  by  §  1  of  which  it  was  established),  and  the  amending  AcU(S8&^0 
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Tiet  e.  83,  and  40  ft  41  Yiet  &  87).  Those  Acts  pkoe^  the  ngistar  o^^er 
the  RipeirintendeDoe  of  the  then  Cammiarionen  of  Pkttente,  bow  aboliahed.' 
See  /a  fv  MeUde,  24  W.  B.  1067 ;  In  re  Barrowit  6  Ch.  D.  868-61 ;  In  re 
'  '  11  Ch.  D.  250  ;  14  A.  686. 


115.  All  general  rules  made  b^  the  Lord  Chanoellor  or  by.Sayhig  for 
any  other  authority  under  any  enactment  repealed  by  this  Act,  existing  rules, 
and  in  force  at  the  commencement  of  this  Act,  may  at  any  time 

after  the  passing  of  this  Act  be  repealed,  altered,  or  amended 
by  the  BcMird  of  Trade,  as  if  they  had  been  made  by  the  Board 
mider  this  Act,  but  so  that  no  such  repeal,  alteration,  or  amend- 
ment shall  take  effect  before  the  commencement  of  this  Act ; 
and,  subject  as  aforesaid,  such  general  rules  shall,  so  far  as 
they  are  oonsiHtent  with  and  are  not  superseded  by  this  Act, 
continue  in  force  as  if  they  had  been  made  by  the  Board  of 
Trade  under  this  Act  (a). 

(a)  Role  63  repeals  all  the  old  Rules. 

116.  Nothing  in  this  Act  shall  take  away,  abridge,  or  pre-  Saving  for 
judicially  affect  the  prerogative  of  the  Crown  in  relation  to  the  prerogative, 
granting  of  any  letters  patent  or  to  the  withholding  of  a  grant 

thereof. 


General  Definitiona. 

117.  In  and  for  the  purposes  of  this  Act,  unless  the  context  General 
otherwise  requires,—  definitions. 

"  Person  "  includes  a  body  corporate : 

^  The  Court "  means  (subject  to  the  provisions  for  Scotland, 
Irdand,  and  the  Isle  of  Man)  Her  Majesty's  High  Court  of 
Justice  in  England  (a): 

"^Law  Officer"  means  Her  Majesty's  Attomey-Qeneral  or 
Solidtor-Greneral  for  England: 

^  The  Treasury  "  means  the  Commissioners  of  Her  Majesty's 
Treasury: 

^  Comptroller  "  means  the  ComptroUer-Qeneral  of  Patents, 
Designs,  and  Trade  Marks : 

"  Prescribed "  means  prescribed  by  any  of  the  Schedules  to 
this  Act,  c^  by  general  rules  under  or  within  the  i&eaning  of 
thisAct: 

"British  possession"  means  any  territory  or  place  situate 
within  Her  Majesty's  dominions,  and  not  being  or  forming  part 
of  the  United  Kingdom,  or  of  the  Channel  Islands,  or  of  the 
Isle  of  Man ;  and  aU  territories  and  places  imder  one  legislature, 
as  hereinafter  defined,  are  deemed  to  be  one  BritLsh  possession 
for  the  purposes  of  this  Act : 

BB 
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''LegiBJature''  indades  any  person  or  persons  who  exercise 
kgialative  authority  in  the  Britash  possession ;  and  ^^lere  there 
are  local  legislatures  as  well  as  a  central  legislature,  mflans  the 
central  legislatare  only. 

In  the  application  of  this  Act  to  Ireland  **  sominaiy  ctm- 
▼iction  "  means  a  conviction  under  the  Summary  Juiisdictun 
ActSy  that  is  to  say,  with  reference  to  the  Duhlin  Mekopolitan 
Police  District  the  Acts  regulatiiig  the  dutdes  of  justices  d 
the  peace  and  of  the  police  for  such  district,  and  elsewhere 
in  Ireland  the  Petty  Sessions  (Ireland)  Act,  1851,  and  any 
Act  amending  it. 

(a)  See  §  112  a,  ivpri. 


SCHEDULES. 

The  Fibst  Schedule. 

Forms  of  Application^  Ac,  (a). 


(a)  The  only  Form  rotatisg  to  trade  marks  la  Form  F.,  for  which  ao 
amended  Form  F.  la  aubetituted  by  the  Trade  Marka  Rulea,  ^.v.  tii/ri 


The  Second  Schedule. 
Ttu  on  InttrvmenU  for  obtaining  Patents  and  BenaioaL 


The  Third  Schedule. 
EnactmeTUs  ReptaUd. 


he  IVade  Marks  BegistratSon 
Act,  1875. 

he  Trade  Marks  Registration 
Amendment  Act,  1876. 
he  Trade  Marks  Registration 
Extensiom  Act,  1877« 
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THE   PATENTS,    DESIGNS,    AND    TEIADE    MARKS 

(AMENDMENT)    ACT,    1885. 

48  &  49  Vict,  a  63. 

An  Act  to  ametid  the  PcUentSf  Designs,  and  Trade  Marks  Act, 
1883. 

[Uth  August,  1885.] 

1.  This  Act  shall  be  construed  as  one  with  the  Patents,  Construction 
Designs,  and  Trade  Marks  Act,  1883  (in  this  Act  referred  and  short 
to  as  the  Principal  Act).  *i^«- 

This  Act  may  be  cited  as  the  Patents,  Designs,  and  Trade 
Marks  (Amendment)  Act,  1885,  and  this  Act  and  the  principal 
Act  may  be  cited  together  as  the  Patents,  I>esigns,  and  Trade 
Marks  Acts,  1883  and  1885. 

2-5.  [These  sections  relate  exclusively  to  Patents]. 

6.  In  subs.  1  of  §   103  of  the  principal  Act,  the  words  Amendment 
"  date  of  the  application  '*  shall  be  substituted  for  the  words  of  §  108  of 
"  date  of  the  protection  obtained."  *^  *  *7  ^<^- 


THE   PATENTS   ACT,    1886. 

49  &  50  Vict.  c.  37. 

An  Act  to  remove  certain  doubts  respecting  the  eonsiruction  of 
the  Patents,  Designs,  and  Trade  Marks  Act,  1883,  so  fwr  aa 
respects  the  draunngs  by  which  specifications  are  required  to 
he  aaompanied,  and  as  respects  exhibitions, 

[25th  June,  1886.] 
Whereas  (preamble). 

Be  it  therefore  enacted  ♦  ♦  *  *  as  follows : 

1.  This  Act  may  be  cited  as  the  Patents  Act,  1886,  and  Short  title 
shall  be  construed  as  one  with  the  Patents,  Designs,  and  Trade  &nd  oonstruc- 
Marks  Acts,  1883  and  1885,  and,  together  with  those  Acts,  ^^^^* 
may  be  dted  as  the  Patents,  Designs,  and  Trade  Marks  Acts, 
1883  to  1886. 

[This  Act  relates  exclusively  to  Patents  and  Designs.] 
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THE    PATENTS,    DESIGNS,    AND    TRADE    MAEKS 

ACT,    1888. 

,  61  A  52  Vict.  c.  60. 


46  &  47  \^ict. 
c.  57. 


Amendments 
of  40  k  47 
Vict,  a  57, 
§  62,  as  to 

application 
for  regiB^- ' 
tion. 


§  63,  as  to 

limit  of  time 
for  pro- 
ceeding with 
application. 


§  64,  as  to 
fancy  words. 


An  Ac^  to  amefnd  the  PtUeAte,  Designs^  and  Trade  Marks 
^Actf  '1883. . 

-    .     •  '  *       .  [2ith  Deeember,  1888.] 

'VfBXKBAB  it  is  expedient  t6  ^mend  the  Patents,  Deogiu, 
and  .Trade  Markg  Act,  1883,  hereinafter  referred  to  as  the 
principal  Apt : 

Be  it  therefore  enad^  by  t)\e  Queen's  most  EzoeUent 
Majesty,  by  and  with  the  advice  and  consent  of  the  Lords 
Spintaal  and  Temporal,  and  Commons,  in  this  present 
Parliament  assembled,  and  by  the  authority  of  the  same^ 
as  foUowB :  •       . 

1.  [This  section  establishes  a  register  of  patent  ageiits.] 

2-6.  [These  sections  relate  to  Patents], 

6,  7.  {These  sections  relate  to  Designs}. 

8.— (1.)  In  subs.  2  of  §  62  of  the  principal  Act  for  the 
Words  "  the  patent  ofSce  in  the  prescribed  manner  "  shall  he 
substituted  the  words  "  such  place  and  in  such  manner  as  may 
be  prescribed." 

(2.)  To  the  same  section  of  the  principal  Act  the  following 
subsection  shall  be  added  : 

''  (6.)  Where  an  applicant  for  the  registration  of  a  trade 
mark  otherwise  than  under  an  international  conven- 
tion is  out  of  the  United  Kingdom  at  the  time  of 
making  the  application  he  shall  give  the  comptroller 
an  address  for  service  in  the  United  Ejngdom,  and 
if  he  fails  to  do  so  the  application  shall  not  be  pr(>- 
ceeded  with  until  the  address  has  been  given." 

9.  In  §  63  of  the  principal  Act  for  the  words  ^'the 
application  shall  be  deemed  to  be  abandoned  "  shall  be  sah- 
stituted  the  words  "  the  comptroller  shall  give  notice  of  ih» 
non-completion  to  the  agent  employed  on  behalf  of  the  appli- 
cant; and,  if  at  the  expiration  of  fourteen  days  from  that 
notice  the  registration  is  not  completed,  shall  give  the  like 
notice  to  the  applicant,  and,  if  at  the  expiration  of  the  latter 
fourteen  days,  or  such  further  time  as  the  comptroUer  may  in 
special  ca^es  permit,  the  registration  is  not  completed,  the 
application  shall  be  deemed  to  be  abandoned." 

10.— (1.)  For  §  64  of  the  principal  Act  the  following  section 
shall  be  substituted,  namely : 


f: 
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<<  64. — (L)  For  the  purposes  of  this  Act,  a  trade  mark  xnMst  * 

consist  of  or  contain  at  least  one  of  the  following 
essential  particulars : 

(a.)  A  name  of  an  individual  or  firm  printed,  *impreeBedy  or 
woven  in  some  particular  and  distipctivBimanner ;  or* 

(b.)  A  written  signature  or  oopj  of  a  written  signature  of 
theindividuiJ  or  firm  applying  for  registration  thereof 
as  a  trade  mark ;  or  •  .  •  -       ' 

(c.)  A  distinctive  device,  onark,  bcand,  heading,  label,  br 
ticket;  or  •  '     .    '         ' 

id.)  An  invented  word  or  invented  words  ;>  or  *\    - 

e.)  A  word  or  words  having  no  reference  to  the  chariuster 
or  ijualitj  of  the  goods,  and  not  being  a  geographical 
name.  * 

**  (2.)  There  may  be  added  to  any  one  or  more  of  the  essential 
particulars  mentioned  in  this  section  any  letters, 
words,  or  figures,  or  combination  of  letters,  words, 
or.  figures*,  or  of  any  of  them;  'but  the  applicant 
for  registration*  of  any  such  additional  matter  must 
state^  in  his.  application  the  essential  particulars  of 
(he  trade  .mark,  and  must  disclaim  in  his  applica- 
tion any  right  to  the  exclusive  use  of  the  added 
matter,  and  a  copy  of  the  statement  and  disdaimBr 
shall  be  entered  on  the  register. 
**  (3.)  Provided  as  follows : 
(i.)  A  person  need  not  under  this  section  disclaim  his 
own  name  or  the  foreign  equivalent  thereof,  or  his 
place  of  business,  but  no  entry  of  any  such  naihe 
shall  affect  the  right  of  any  owner  of  the  same  name 
to  use  that  name  or  the  foreign  equivalent  thereof : 
(ii.)  Any  special  and  distinctive  word  or  words,  letter, 
figure,  or  combination  of  letters  or  figures,  or  of 
letters  and  figures  used  as  a  trade  mark  before 
the  thirteenth  day  of  August  one  thousand  eight 
hundred  and  seventy-five,  may  be  registered  as  a 
trade  mark  under  tlus  part  of  this  Act." 

11.  In  §  67  of  the  principal  Act  the  words  ^*  or  colours "  §  67,  as  to 
shall  be  added  after  the  word  **  colour "  in  each  place  coloors  of 
where  that  word  occurs.  trade  markfl. 

12.  In  §  68  of  the  principal  Act  after  the  word  "  oomp-  §  68,  aa  to 
troller "  shall  be  added  the  words  **  unless  the  comptroller  advertue- 
nfnse  to  entertain  the  application."  "^tioxw^ 

13.— (1.)  In  subs.  1  of  §  69  of  the  principal  Act  for  the  ?  ^  ^' 
worda  **  two  months  "  shall  be  substituted  the  words  ''  one  oppoaition  to 
month  or  such  further  time,  not  exceeding  three  months,  as  regiatration. 
the  comptroller  may  allow." 
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§  72,  as  to 
restrictions 
on  registra- 
tion. 


§  78,  as  to 

restriction 
on  regis- 
tration. 

§  74,  as  to 
additions  to 
trademarks. 


(2.)  In  the  same  sabsectian  the  word    '^ first"  shall  be 
omitted. 

(3.)  In  subs.   2  of  the  same  section  for  the  words  '^two 
months  "  shall  be  substituted  the  words  '^  one  month." 

(4.)  For  subs.  3  and  4  of  the  same  section  the  following  sab- 
sections  shall  be  substituted,  namely : 

^'(3.)  If  the  applicant  sends  such  counter-statement  ihe 
comptroller  shall  furnish  a  copy  thereof  to  the 
person  who  gave  notice  of  opposition,  and  shall, 
after  hearing  the  applicant  and  the  opponent,  if 
so  required,  decide  whether  the  trade  mark  is  to 
be  registered;  but  his  decision  shall  be  subject  to 
appeal  to  the  Board  of  Trade,  who  shall,  if  required, 
hear  the  applicant  and  the  opponent  and  the  comp- 
troller, and  may  make  an  order  determining  whether, 
and  subject  to  what  conditions  (if  any),  registration 
is  to  be  permitted* 

*'  (4.)  The  Board  of  Trade  may,  however,  if  it  appears  ex- 
pedient, refer  the  appeal  to  the  Court,  and  in  that 
event  the  Court  shall  have  jurisdiction  to  hear  and 
determine  the  appeal,  and  may  make  such  order  as 
aforesaid. 

**  (5.)  If  the  applicant  abandons  his  application  after  notice 
of  opposition  in  pursuance  of  this  section,  he  shall  be 
liable  to  pay  to  the  opponent  such  costs  in  reject  of 
the  opposition  as  the  comptroller  may  determiae  to 
be  reasonable. 

*'  (6.)  Where  the  opponent  is  out  of  the  United  Kingdom 
he  shall  give  the  comptroUer  an  address  for  serrioe 
in  the  United  Kingdom." 

14.  In  subs.  2  of  §  72  of  the  principal  Act  the  following 
words  shall  be  added  at  the  beginning  of  the  subsection, 
namely,  ^'except  as  aforesaid,"  and  for  the  words  "so  nearly 
resembling"  shall  be  substituted  the  words  ''having  such 
resemblance  to." 

15.  In  §  73  of  the  principal  Act  the  word  "  exclusive  "  shall 
be  omitted. 

16.  For  subs.  2  of  §  74  of  the  principal  Act  the  following 
subsection  shall  be  substituted,  namely : 

**  (2.)  The  applicant  for  registration  of  any  such  addition 
must,  however,  state  in  his  application  the  essential 
particulars  of  the  trade  mark,  and  must  disclaim  in 
his  application  any  right  to  the  exclusive  use  of  the 
added  matter,  and  a  copy  of  the  statement  and  dis- 
claimer shall  be  entered  on  the  register. 

''  Provided  that  a  person  need  not  under  this  section 
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disclaim  his  own  name  or  the  foreign  equivalent 
thereof,  or  his  place  of  husinees,  but  no  entry  of 
any  such  name  shall  affect  the  right  of  any  owner 
of  the  same  name  to  use  that  name  or  the  foreign 
equivalent  thereof." 

17.  For  §  75  of  the  principal  Act  the  following  section  §  75,  as  to 
fihall  be  substituted,  namely :  «ff«5^  ^^ . 

"AppHcation  for  registration  of  a  trade  mark  shaU  be ''^S'*^"'^'^"'- 
deemed  to  be  equivalent  to  public  use  of  the 
trade  mark,  and  the  date  of  the  application  shall 
for  the  purposes  of  this  Act  be  deemed  to  be,  and 
as  from  the  first  day  of  January  one  thousand 
eight  hundred  and  seventy-six  to  have  been  the 
date  of  the  registration." 

18,  After  §  77  of  the  principal  Act  the  following  section  Certificate 
shall  be  added  and  numbered  77a,  namely  :  *f  ^  e^tdu- 

.  "  In  an  action  for  infringement  of  a  registered  trade  mark  ^^^^^  "* 

the  Ck>urt  or  a  judge  may  certify  that  the  nght  thereon. 

to  the  exclusive  use  of  the  trade  mark  came  in 

question,  and  if  the  Court  or  a  judge  so  certifies, 

then  in  any  subsequent  action  for  infringement,  the 

plaintiff  in  that  action,  on  obtaining  a  final  order 

or  judgment  in  his  favour,  shall  have  his  full  costs, 

charges,  and  expenses  as  between  solicitor  and  clienti 

unless  ihe  Ck>urt  or  judge  trying  the  subsequent  action 

certifies  that  he  ought  not  to  have  the  same." 

19.— (1.)  In  subs.  5  of  §  79  of  the  principal  Act  for  the  §  79,  aa  to 

^rds  «*five   years"  shall    be  substituted  the   words  « one "™^^«^ °J. 
„  "^  trademark 

y^^'  from  the 

a  To  the  same  subsection  the  following  words  shall  be  register. 
;  namely,  **  unless  it  ia  shown  to  the  satisfaction  of  the 
comptroller  that  the  non-payment  of  the  fee  arises  from  the 
death  or  bankruptcy  of  the  registered  proprietor,  or  from  his 
fasTing  ceased  to  carry  on  business,  and  that  no  person  claim- 
ing mider  that  proprietor  or  under  his  bankruptcy  is  using  the 
trademark" 

20.— (1.)  For  subs.   2  of   §  81  of  the  principal  Act  the  §  81,  as  to 
following  subsection  shall  be  substituted  :  Sheffield 

"(2.)  The  Cutlers'  Company  shaU  enter  in  the  Sheffield  °^^- 
E/^ister,  in  respect  of  metal  goods  as  defined  in 
this  section,  all  the  trade  marks  entered  before  the 
first  day  of  January  one  thousand  eight  hundred 
and  eighty-nine  in  respect  of  metal  goods  either  in 
the  register  established  under  the  Trade  Marks 
Begistration  Act,  1875,  or  in  the  register  of  trade  38  &  89  Vict, 
marks  under  this  Act,  belonging  to  persons  carrying  ^91. 
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on  buflineflB  in  Hallamshire   or   within  six  uak& 

thereof.    The  OutlerB'  Ck>mpan7  shall  also,  on  request 

made  in  the  prescribed  manner,  enter  in  the  Sheffield 

Register,  in  respect  of  metal  goods,  all  the  trade 

marks  which  sluil  have  been  assigned  by  the  GntlerB' 

Cfompany  and  actnaUj  used  before  the  first  dsy  of 

Januaiy  one  thousand  eight  hundred  and  ei^ty- 

four,  but  which  have  not  been  entered  in  either  of 

the  said  other  registers." 

(3.)  In  subs.  3  and  8  of  the  same  section  for  the  words 

''on  cutlery,  edge  tools,  or  on  raw  steel,  or  on  goods  made 

of  steel,  or  of  steel  and  iron  combined,  whether  with  or 

without  a  cutting  edge,"  shall  be  substituted  the  irords  "  cm 

metal  goo^" 

(3.)  For  subs.  7  of  the  same  section  the  following  subseetioii 
shall  be  substituted : 
''  (7.)  The  provisions  of  this  Act  and  of  any  general  rules 
made  under  this  Act  with  respect  to  the  registration 
of  trade  marks,  and  ail  matters  relating  thereto,  shall, 
subject  to  the  provisions  of  this  section,  apply  to 
the  registration  of  trade  marks  on  metal  goods  by 
the  Cutlers'  Company,  and  to  all  matters  relating 
thereto ;  and  this  Act  and  any  such  seneral  rules 
shall,  so  far  as  applicable,  be  construed  aooordingiy 
with  the  substitution  of  the  Cutlers'  Company,  the 
office  of  the  Cutlers'  Company,  and  the  Sheffield 
Register,  for  the  Comptroller,  the  Patent  Office,  and 
the  Register  of  Trade  Marks,  respectively ;  and  notice 
of  every  entry,  cancellation,  or  correction  made  in 
the  Sheffield  Register  shall  be  given  to  the  comp- 
troller by  the  Cutlers'  Company  :  Provided  that  this 
section  i^all  not  affect  any  lif^  estate  and  interest 
of  a  widow  of  the  holder  of  any  Sheffield  mark  which 
may  be  in  force  in  respect  of  such  mark  at  the  time 
when  it  shaU  be  plflioea  upon  the  Sheffield  Register." 
^4.^  To  the  same  section  tha  following  subsections  shall  he 
adaeo,  namely : 

"  (14.)  For  the  purposes  of  this  section  the  expression '  metal 
goods'  means  all  metals,  whether  wrought,  unwrooght, 
or  partly  wrought|  and  all  goods  composed  whoUj 
or  partly  of  any  metaL 
(1 5.)  For  the  purpose  of  legal  proceedings  in  reLation  to  trade 
marks  entered  in  the  Sheffield  Register  a  certificate 
under  the  hand  of  the  Master  of  the  Cutlers'  Oi»n- 
pany  shall  have  the  same  effect  as  the  certificate 
of  the  comptroller." 
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21.  In  §  87  of  the  principal  Act,  after  the  words  **  sabject  $  87,  as  to 

K  shall  be  added  the  words  ''the  proTisions  of  this  Act«^<>^   ^ 
md  to."  «iignmento, 

53.  In  §  88  of  the  principal  Act,  after  the  words  **  subject  a  gg  |^  to 
V  diall  be  added  the  words  "  the  provisions  of  this  Act  biBpeotion. 
and  to." 

S3^  In  §  90  of  the  pfindpal  Act,  after  the  words  <«  of  the  §  ^:.^^ 
name  of  any  person/'  shall  be  added  the  words  "  or  of  any  "^^S^"* 
oflw  particulars."  ^ 

54.  To  §  91  of  the  principal  Act  the  following  subsection  $91,  as  to 
shall  be  added,  namely :  correction  of 

"(d,)  Permit  an  applicant  for  registration  of  a  design  or  "^^' 
trade  mark  to  amend  his  application  by  omitting 
any  particular  goods  or  classes  of  goods  in  connection 
with  which  he  has  desired  the  design  or  trade  mark 
to  be  registered.'' 

35.  After  §  102  of  the  principal  Act  the  following  section  PtoceedingB  ; 
shall  be  added  and  numbered  1  02a,  namely :  tJ^T^ 

**  (1.)  All  things  required  or  authorised  under  this  Act  to  be 
done  by,  to,  or  before  the  Board  of  Trade,  may  be 
done  by,  to,  or  before  the  President  or  a  secretary  or 
an  assistknt  secretary  of  the  Board. 

(3.)  All  documents  purporting  to  be  orders  made  by  the 
Board  of  Trade  and  to  be  sealed  with  the  seal  of 
the  Board,  or  to  be  signed  by  a  secretary  or  assistant 
secretary  of  the  Boaxd,  or  by  any  person  authorised 
in  that  behalf  by  the  President  of  the  Board,  shall 
be  received  in  evidence,  and  shall  be  deemed  to  be 
such  orders  without  further  proof,  unless  the  contrary 
is  shown. 

(3.)  A  certificate,  signed  by  the  President  of  the  Board  of 
Trade,  that'any  order  made  or  act  done  is  the  order 
or  act  of  the  Board,  shall  be  conclusive  evidence  of 
the  fact  so  certified." 

26.  After  §  112  of  the  principal  Act  the  following  section  Jurisdiction 
shall  be  added  and  numbered  1  I^a,  namely :  ^  Lanca- 

•*  The  Court  of  Chancery  of  the  County  Palatine  of  Lancaster  ^^^^ 
shall,  with  respect  to.a]).y  action  or  other  proceeding  Oourt. 
in  relation  to  trade  marks  the  cegistration  whereof 
is  applied  for  in  the  Manchester  Office,  have  the  like 
jurisdiction  under  this  Act  as  Her  Majesty's  High 
Court  of  Justice  in  England,  und  the  expression 
*  the  court '  in  this  Act  shall  be  construed  and  have 
effect  accordingly. 

"Provided   that   every  decision  of  the  Court  of 
Chancery  of  the  County  Palatine  of   Lancaster  in 
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AFPEKDIX  A. 


Construction 
of  principal 
Act. 


parsaanoe  of  this  section  sIiaII  be  sabject  to  the  like 
appeal  as  decisions  of  that  conit  in  other  cases." 
27.  The  principal  Act  shall,  as  from  the  commencement  of 
this  Act,  take  effect  Eubject  to  the  additions,  omissbns,  and 
substitutions  required  by  this  Act,  but  nothing  in  this  Act 
shall  affect  the  validity  of  any  act  done,  right  acquired,  or 
liability  incurred  before  the  commencement  of  this  Act  (a). 

(a)  In  In  re  Burgoyne,  61  L.  T.  N.  S.  39,  Cbitty,  J.,  Baid  that  when  an 
application  was  made  before  the  commencement  of  this  Act  a  right  had 
bbem  acquired  to  have  the  mark  registered  under  the  Act  of  18S3,  sabjeet 
to  opposition  and  the  like.  But  in  In  re  Boichiera,  33  SoL  J.  469,  the  buds 
learned  judge  said  that  the  point  must  still  be  considwed  open. 


Commence- 
ment of  Act 


Short  title. 


28.  This  Act  shall,  except  so  far  as  is  by  this  Act  otherwise 
specially  provided,  commence  and  come  into  operatfon  on  the 
first  day  of  January  one  thousand  eight  hundred  and  eighty- 
nine. 

29.  This  Act  may  be  cited  as  the  Patents,  Designs,  and 
Trade  Marks  Act,  1888,  and  this  Act  and  the  Patents,  Deogns, 
and  Trade  Marks  Acts,  1883  to  1886,  may  be  cited  collect- 
ively as  the  FatentSi  Designs,  and  Trade  Marks  Acts,  1883 
to  1888. 
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TRADE  MARKS  RULES,  1890.» 


By  virtae  of  the  provisions  of  the  Patents,  Designs,  and 
Trade  Marks  Acts,  1883  to  1888,  the  Board  of  Trade  do 
hereby  make  the  following  Rules : — 


Fbeumikast* 

1.  These  Rules  may  be  cited  as  the  Trade  Marks  RuleSi  1890, 
and  shall  come  into  operation  from  and  immediately  after  the 
31st  day  of  December,  1889. 

iNTEAPBierATION, 

2.  In  the  construction  of  these  Rules  any  words  herein  used  inteipxeUtioEu 
defined  by  the  said  Acts  (a)  shall  have  the  meanings  thereby 

aangned  to  them  respectively. 

(a)  See  §  117, 

Fees. 

3.  The  fees  to  be  paid  in  pursuance  of  the  said  Acts,  so  far  Fees, 
as  they  relate  to  trade  marks,  shall  be  the  fees  speci£ed  in  the 

first  schedule  hereto  (a). 

(a)  See  §  80.    The  fees  are  to  be  paid  by  stampe.  See  InstraotionB^  par.  2, 

Forms. 

4.  The   Form    F  in  the   first  schedule    to   the  Patents,  FormB 
Designs,   and  Trade  Marks  Act,   1883,  shall  be  altered  or 
amended  by  the  substitution  therefor  of  the  Form  F  in  the 
seoond  scheidule  to  these  Rules  (a). 

(a)  For  this  Schedule  see  Appendix  B  v^rX    See  InstractioiiBi  par.  S, 
i»fin,  for  list  of  stamped  forms. 


*  XTnder  the  Trade  Marks  Regis- 
tration Acts  three  successive  sets  of 
Saks  were  made,  one  in  1875,  one 
in  1876  (which  was  considerably 
altered  from  time  to  time),  and  the 
last  in  March  1883.  All  these  were 
repealed  by  the  Rules  of  Dec.  1888, 
made  under  the  Act  of  that  year,  to 


which  later  additions  were  made 
from  time  to  time,  especially  in 
1889.  AH  these  are  now  repealed 
(see  Rule  63,  infrd).  The  repealed 
Rules  as  to  cotton  marks  are  printed 
in  Appendix  D,  in  order  to  enable 
the  position  of  such  marks  to  be 
understood. 
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APPENDIX  A* 


danification 
of  goods. 


5.  (1)  An  application  for  registration  of  a  trade  mark  shall 
be  maae  in  the  Form  F  in  the  aeoond  Bchednle  to  theBe 
Roles ;  (2)  the  remaining  forms  in  soch  schednle  may  be  used 
in  all  cases  to  which  they  are  applicable. 

CuUBSinCATION  OF  GoODS. 

6.  For  the  purposes  of  trade  marks  registration  and  of  these 
Rules  goods  are  classified  in  the  manner  appearing  in  the 
third  schedule  hereto. 

If  any  doubt  arises  as  to  what  class  any  particular  descrip- 
tion of  goods  belongs  to,  the  doubt  shall  be  determined  by  the 
comptroller  (a). 

(a)  See  §  66.  A  guide  to  thb  daMificatioii  can  be  obUmed  on  applicfttiiOD 
at  the  offioe.    Bee  ImtruettoDB,  par.  19,  it^frdu 


Application  fob  Rbgistbation. 

Application  by      7.  An  application  (a)  for  registration  of  a  trade  mark,  if 
firm.  made  by  any  firm  or  partnership,  may  be  signed  (5)  by  some 

one  or  more  members  of  such  firm  or  partnership,  as  the  esse 

may  be* 

If  the  application  be  made  by  a  body  corporate  it  may  be 

signed  (o)  by  the  secretary  or  other  principal  officer  of  soch 

body  corporate. 

(a)  See  §  6S.  For  mode  of  making  appUcatioii,  aee  alio  Inafcnietioofli  pan 
8-19,  infrd,  A  separate  form  is  required  for  each  daaa — par.  10.  As  to  d»* 
dalmer  of  oommon  or  open  marks,  see  §  74,  and  Instractiona,  par.  18. 

(6)  A  member  signing  an  application  shoold  add  after  his  signature,  "A 
member  of  the  firm."    See  Ixistructions,  par.  11. 

(fi)  The  officer  signing  should  add  after  his  signatore  and  dee^gnatiflii, 
"  For  the  Company.      See  Instructions,  par.  11. 


Address  of 
application. 


8.  Where  a  trade  mark  for  registration  of  which  application 
is  made  is  in  classes  23,  24  or  25  of  the  third  schedule  to 
these  Bules,  the  applicant  shall  address  and  send  his  applicatioii 
to  the  Manchester  Trade  Marks  Branch,  48,  Boyal  Exchange, 
Manchester  (a).  Other  applications  (except  appUcaticms  which 
under  §  81  of  the  said  Acts  should  be  made  to  the  CnUers' 
Company  (5),  shall  be  addressed  and  sent  to  the  Patent  OffioSi 
Trade  Marks  Branch,  25,  Southampton  Buildings,  Chanoeiy 
Lane,  London,  W.C. 

(o)  See  Instmctions,  par.  84. 

{b)  Bee  Roles  66-69,  and  Instractiona,  par.  38. 


Agency. 


9.  An  application  for  registration  and  all  other  oommmu- 
cations  between  the  applicant  and  the  oomptroUer  may  be 


TRADB  MABKS  BULKS,   1890.  428 

made  hy  or  tfaitmgh  an  agent  duly  authoriaed  to  the  siCtia- 
faetion  of  the  oomptrQller  (a). 

(a)  An  agent  qgning  ahould  add  after  hla  mgnatore  the  w«rd  "  AgeaV* 
Sea  Insbruetiona,  par.  12. 

10.  On  receipt  of  the  application  the  comptroller   ahall  Acknowledg- 

fanush  the  applicant  with  an  acknowledgment  thereof.  '  ^^^  of  ^ppli- 

f  cation. 

j  11.  Where  application  is  made  to  register  a  trade  mark  Contents  ol 

which  was  used  (a)  hj  the  applicant  or  his  predecessors  in  form  of  appli- 

bnsiness  before  the  13th  of  August,  1875  (5),  the  application  <^^oi>- 

shall  contain  a  statement  (c)  of  the  time  during  which  and  of 

the  person  by  whom  it  has  been  so  used  in  respect  of  the 

goods  mentioned  in  the  application. 

(a)  /.e.,  m  respect  of  the  same  goods  for  which  the  applicaden  is  beine 
made:  Reg^etFation  must  be  applied  for  as  for  a  new  mark  when  the  m^lc 
has  been  uMd  on  different  goods.  See  In  re  JeUeif,  Son  ^  Jonett  51  L.  J.  Ch. 
830 ;  Edwardi  r.  Dennitj  SO  Oh.  D.  454. 

(6)  This  is  the  date  of  the  passing  of  the  Act  of  1875,  and  at  this  point 
the  line  is  dzawn  between  old  and  new  marks,  yarious  indulgences  oeing 
allowed  to  tiie  former  and  not  to  the  latter.     See  notes  to  §§  64  and  72. 

(c)  Prior  to  1888  a  statutory  declaration  was  required,  sinoethen  a  mere 
rtatonent  baa  been  sufficient. 

12.  Subject  to  any  other  directions  that  may  be  given  by  Sise,  Sec,  of 
the  comptroller,  all  applications,  notices,  counter-statements,  documents. 
repreeentations  of  marks,  papers  having  representations  affixed, 

or  other  documents  required  hj  the  said  Acts  or  bj  these  Rules 
to  be  left  with  or  sent  to  the  comptroller  or  to  the  Cutlers- 
Company  (a),  shall  be  upon  foolscap  paper  of  a  size  of  13  inches 
by  8  inches,  and  shall  have  on  the  left-hand  part  thereof  >  a 
margin  of  not  less  than  one  inch  and  a  half. 

(a)  See  §  81 ;  also  Rules  56*59,  and  InstructionB,  par.  88. 

13.  Subject  to  any  other  directions  that  may  be  given  by  the  Repreeenta- 
comptroUer,  three  representations  (a)  of  each  trade  mark^  tions  of  trade 
except  in  the  case  of  marks  applied  for  in  classes  23  to  35  °^^k 
inclusive  (6),  must  be  supplied  upon  paper  of  the  size  aforesaid, 

and  must  be  of  a  durable  nature.  Chie  of  such  repretonta- 
tions  must  be  made  upon  or  afEixed  Uy  the  form  of  appHcatien, 
the  others  upon  separate  half -sheets.  In  the  case  of  trade 
marks  exceeding  the  limits  of  the  foolscap  paper  of  the  size 
aforesaid,  such  marks  may  be  pasted  and  folded  upon  the 
sheets  of  foolscap  (c). 

In  the  case  of  marks  applied  for  in  classes  23  to  35  inclusive, 
the  applicant  shall  supply  four  representations  (cC)  of  each 
mark  for  each  dass. 
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Where  a  drawing  or  other  representatioii  or  fipedmen  can- 
nol  be  given  in  manner  aforesaid;  a  specimen  or  copy  of  the 
trade  mark  may  be  sent  either  of  full  size  or  on  a  reduced 
scale,  and  in  such  form  as  the  comptroller  may  think  moei 
convenient. 

The  comptroller  may,  if  dissatisfied  with  the  representation 
of  a  trade  mark,  require  a  fresh  representation,  either  before 
he  proceeds  with  the  application  or  before  he  registers  the 
trade  mark. 

The  comptroller  may  also,  in  exceptional  cases,  deposit  in 
the  Patent  Office  a  specimen  or  copy  of  any  trade  mark  which 
cannot  conveniently  be  shown  by  a  representation,  and  may 
refer  thereto  in  the  register  in  such  manner  as  he  may  think 
fit  (e). 

(a)  See  §  62  (8),  and  InstraetioDB,  pan.  15, 16. 

{bS  These  are  ike  textile  clflBaea. 

(c)  See  InBtraetiona,  par.  16. 

(a)  One  of  them  will  be  exhibited  at  the  Manchester  Ofifioe. 

(e)  Ab  to  deposit,  see  note  to  §  67.  All  cotton  marks  are  deponted,  but 
other  maiks  have  been  deposited  in  exceptional  cases  only.  See  In  n 
JMnmon,  29  W.  R.,  SI ;  Mitehdl  y.  ffenry,  15  Ch.  D.  181 ;  In  n  Jwa 
£ro$,  4"  Co^  y.-C.  H.,  July  lOUi,  1880. 


Bepreeenta-         14,  When  an  application  relates  to  a  series  of  trade  marb 
series  of  \rade  ^^®™^  from  one  another  in  respect  of  the  particulars  men- 
marks,  tioned  in  §  66  of  the  said  Acts,  a  representation  of  each  trade 
mark  of  the  series  shall  be  made  or  affixed  upon  the  foim  of 
application  and  also  upon  each  of  the  separate  half -sheets  d 
paper  aforesaid  (a). 

(a)  See  Instructions,  par.  17. 

Translation  15.  Wherever  a  mark  consists  of  or  includes  words  printed 

of  foreign        in  other  than  Boman  character,  there  shall  be  given  at  the 
^'^^*™^"*       foot  or  on  the  back  of  each  representation  a  translation  of 
such  words,  signed  by  the  applicant  or  his  agent  (a). 

(a)  See  InBtroiJtions,  par.  14,  and  In  re  Sotherhanit   11  Qh.  D.  250  ;  U 
ih.  585. 

Mode  of  16.  Any  application,  statement,  notice,  or  other  docomeot 

"®"ding  authorised  or  required  to  be  left,  made,  or  given  at  the  Patent 

notices,  &c.     Office,  or  to  the  comptroller,  or  to  any  other  person  under  these 

Kules,  may  be  sent  by  a  prepaid  letter  through  the  post,  and 

if  so  sent  shall  be  deemed  to  have  been  left,  made,  or  given 

respectively  at  the  time  when  the  letter  containing  the  same 

would  be  delivered  in  the  ordinary  course  of  post  (a). 

In  proving  such  service  or  sending,  it  shall  be  sufficient  to 
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proTe  that  the  letter  was  properly  addressed  and  put  into  the 
post  •  '        •  • 

(a)  See  §  97»  and  InBtructions,  para.  1,  8,  and  88.  CommunicatioiM 
idatiog  to  differant  applicatioDS  ahauld  be  made  in  separate  letten.  See 
InstnictionB,  par.  8. 

EXEBdSE  OF  DiSCBEnONABT  FOWEBS. 

17.  Before  ezerdsiDg  any  discretionary  power  (a)  given  to  Hearing  by 
the  oomptroUer  hy  the  said  Acts  adversely  to  the  applicant  for  comptroller, 
registration  of  a  trade  mark,   the  comptroller  shall  (if  so 

leqoired  by  the  applicant  within  one  month  from  the  date  of 
the  comptroller's  objection)  give  the  applicant  an  opportunity 
of  being  heard  personally  or  by  his  agent  by  sending  the 
applicant  ten  days'  notice  of  a  time  when  he  may  be  so  heard, 
(a)  See  §  94. 

18.  Within  five  days  from  the  date  when  such  notice  would  Notioe  of  wish 
be  delivered  in  the  ordinary  course  of  post,  the  applicant  shall  ^  ^  beard 
notify  to  the  comptroller  whether  or  not  he  intends  to  be  ^JJ^  «^P- 
heard  upon  the  matter. 

19.  The  decision  of  the  comptroller  in  the  exercise  of  any  Notification  of 
BQcb  discretionary  power  as  aforesaid  shall  be  notified  to  the  deciaioa 
applicant. 

Appeal  to  the  Board  of  Trade. 

20.  When  any  person  intends  to  appeal  to  the  Board  of  Notice  of 
Trade  (a)  from  a  decision  of  the  oomptroUer  in  any  case  in  ^PP^* 
which  an  appeal  is  given  by  the  said  Acts,  he  shall,  within  one 

month  from  the  date  of  the  decision  appealed  against,  leave 
at  the  Patent  Office^  Trade  Marks  Branch,  a  notice  of  such  his 
intention, 
(a)  See  §§  62  and  69* 

21.  Such  notice  shall  be  accompanied  by  a  statement   in  Orounda  of 
writing  of  the  grounds  of  appeal,  and  of  the  appellant's  case  ^^  ^  ^ 
in  support  thereof  (a). 

(a  See  Forma  H  (p.  469,  ii^)  and  4  (p.  499,  infid). 

22.  A  copy  of  the  notice  of  intention  to  appeal,  accompanied  TranBimBaioD 
hy  a  statement  of  the  case,  shall  also  be  forthwith  sent  to  the  o^  notice. 
Secretary  of  the  Board  of  Trade,  No.  7,  Whitehall  Gardens, 

London  -,  and  where  there  has  been  an  opposition  before  the 
comptroller  to  the  opponent  or  applicant  as  the  case  may  be. 

23.  The  Board  of  Trade  may  thereupon  give  such  directions  Directiona  by 
(if  any)  as  they  may  think  fit  with  respect  to  evidence,  or  Board. 
otherwise,  for  the  purpose  of  the  hearing  of  the  appeal  by  the 

Board  of  Trade,  or  for  the  purpose  of  their  referring  the 
appeal  to  the  Court  to  hear  and  determine  the  same. 
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Hearing  of      '   24.  Where  the  Board  of  Trade  intend  to  hear  the  appeal, 

ftppeal*  seven  days'  notice,  or  such  shorter  notice  as  the  Board  of  Trsda 

may  in  any  particabir  case  direct,  of  the  time  and  place 

appointed  for  the  hearing,  shall  be  given  to  the  comptroller 

and  to  the  appellant,  and  where  there  has  been  an  oppoaitioD 

before  the  comptroller  to  the  opponent  or  applicant  as  the  case 

maybe. 

No  appeal  25.  No  appeal  shall  be  entertained  of  which  notice  has  not 

unleas  notioe    been  given  within  one  month  from  the  date  of  the  decisiaa 

duly  givea.      appeiUed  against,  or  such  further  time  as  the  oomptroUar  may 

allow,  except  by  special  leave  of  the  Board  of  Trade. 
^"^"^  ^"        ^^*  Subject  to  the  directions  and  leave  of  the  Board  of 
^PP^'  Trade,  the  evidence  to  be  used  on  an  appeal  to  the  Board  of 

Trade  in  the  matter  of  an  opposition  shall  be  the  same  as  that 
used  at  the  hearing  before  tlie  comptroller. 


ADvxRTisBMEirr  OF  Application. 

Adyertiae-  ^7.  Every  application  shall  be  advertised  (a)  by  the  oomp- 

ment  of  appli-  troUer  in  the  official  paper,  during  such  times,  and  in  soch 
cation.  manner  as  the  comptroller  may  direct,  unless  he  refuse  to 

entertain  the  application. 

If  no  representation  of  the  trade  mark  be  inserted  in  the 
official  paper  in  connection  with  the  advertisement  of  an  appli- 
cation, the  comptroller  shall  refer  in  such  advertisement  to 
the  place  or  places  where  a  specimen  or  representation  of  the 
trade  mark  is  deposited  for  exhibition  (6). 

(a)  Am  to  adyertiaement,  aee  §  68,  and  IxurtractionB,  para.  20-27.  "I^s 
object  of  the  adyertiaement  ia  to  giye  to  persona  who  might  be  daimasti 
of  the  trade  mark  proposed  to  be  regiatered  the  opportunitj  of  ooomig 
forward  and  objecting/'  aaid  HaU,  V.-C,  inlnrt  MeiHe,  24  W.  &  1067, 
aiMl  adyertiaement  ia  therefore  indiapenaable,  ib.  It  ia  not^  hoivevar, 
incumbent  on  persona  to  aee  the  adyertiaement,  and  if  a  oommoiL  maii 
haa  been  registered,  after  adyertiaement,  and  without  opposition,  it  may  be 
remoyed  from  the  register  on  application  hj  peraona  aggneyed :  In  rtajfii 
^  Ch.,  7  Ch.  D.  724  ;  and  marka  improperly  regiatered  may  be  lemovad 
from  the  regiater  eyen  after  they  haye  been  there  for  fiye  yean :  h  ft 
Palmer  (Z),2iCh,D.  604  ;  In  re  Leonard  ^  Mis,  26  Ch.  D.  283,  and  otbei 
oaaea.     See  Notes  to  §  90. 

(6)  See  Rule  18,  wprA. 

Definition  of        28.  The  official  paper  (a)  for  the  purposes  of  these  Baks 
official  paper,    gjjjjj  ^  g^^^^  paper  published  under  the  direction  of  the  Board 

of  Trade,  or  such  other  paper  as  such  Board  may  from  time  to 

time  direct. 

(a)  The  official  papNBr  ia  **  The  Trade  Marks  Journal "  publiahed  at  short 

interyala.  It  contama  illustrationa  of  all  the  trade  marka  for  which  ^plioatioD 

ia  made,  or  a  reference  to  the  places  where  they  may  be  aean,  as  well  •■  the 
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naiDe,  addresB,  and  calling  of  each  applicant*  the  description  of  the  goods* 
and  the  length  of  user  as  an  old  mark,  if  any,  thus  affording  all  persona 
interested  in  the  use  of  trade  marks  autiientic  information  as  to  the  natture 
of  the  nnrks  applied  for  in  their  respective  trades.  The  journal  may  be 
obtained  from  the  Patent  Office,  Sale  Branch,  88,  Curdtor  Street,  Chancery 
Lane.  Copies  of  the  jomnal  are  open  to  inspection  at  the  Patent  Office 
Libnry,  Southampton  Buildings,  Chancery  Lane.  Upwards  of  600  numbers 
of  the  journal  have  now  been  published.  As  to  prices,  see  Instructions^ 
par.  5. 

29.  For  the  purposes  of  such  advertisements  the  applicant  Means  of  ad- 
may  he  required  to  furnish  a  wood-block  or  electrotype  (or  more  vw^afflng  teade 
thiui  one,  if  necessary)  of  the  trade  mark,  of  such  dimensions  jj^ife^  ^o 

as  may  from  time  to  time  be  directed  by  the  comptroller,  or  ofi£aal  paper, 
with  such  other  information  or  means  of  advertising  the  trade 
mark  as  xnaj  be  required  by  the  comptroller;  and  the  comp- 
troller, if  dissatisfied  with  the  block  or  electrotype  furnished 
by  the  applicant  or  his  agent,  may  require  a  fresh  block  or 
electrotype  before  proceeding  with  the  advertisement  (a), 
(a)  See  Instructions,  pars.  20-27. 

30.  When  an  application  relates  to  a  series  of  trade  marks  Advertise- 
differing  from   one    another   in  respect  of    the    particulars  ment  of  series, 
mentioned  in  §  66  of  the  said  Acts,  the  applicant  may  be 

required  to  furnish  a  wood-block  or  electrotype  (or  more  than 
one,  if  necessary)  of  any  or  of  each  of  the  trade  marks  con- 
stitnting  the  series  (a) ;  and  the  comptroller  may,  if  he  thinks 
fit,  insert  with  the  advertisement  of  the  application  a  statement 
d  the  manner  in  respect  of  which  the  several  trade  marks 
differ  from  one  another, 
(a)  See  Instructions,  par.  22. 

Opposition  to  Begistration. 

31.  (1.)  A  notice  of  opposition  (a)  to  the  registration  of  a  Notice  of 
trade  mark  shall  state  the  ground  or  grounds  on  which  the  opposition* 
opponent  intends  to  oppose  the  registration,  and  be  signed  bj 

him  or  by  his  solicitor,  and  shall  also  contain  an  address  for 
servioe  in  the  United  Eangdom,  and  shall  be  in  the  Form  J  in 
the  second  schedule  to  these  Kules,  with  such  variations  as 
circumfltancee  may  require. 

(a)  As  to  oppositions,  see  §  69  and  Instructions,  par.  82.  The  notice 
of  opposition  may  be  amended  under  rule  54,  even  after  the  counter  state- 
ment has  been  put  in :  R.  y.  Comptroller,  Q.  B.  D.,  May  3rd,  1890.  Under 
the  old  Acts  and  Rules  the  practice  was  to  require  the  opponent  to  take 
proceedings  for  the  purpose  of  bringing  the  matter  before  the  Court. 
The  opponent  thereupon  took  out  a  summons  for  directions  as  to  the 
course  to  be  followed,  upon  which  it  was  usual  for  the  applicant  to  be 
directed  to  apply  for  registration  by  way  of  motion  or  simmions.  In  In  rt 
Saiamtm,  Di^.  569,  Jeasel,  M.  K,  said  that  the  beet  mode  of  trying  the  case 
was  bjr  special  case,  when  it  was  a  simple  question  of  law ;  by  simmxons, 
when  It  was  a  question  as  to  directions  for  carrying  out  the  Act ;  by  motion, 
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whan  it  was  a  qawtion  m  to  diipated  iMto.  hxin  re  iStiifMM,  Damet 
S  8om$,  16  Ch.  D.  535,  he  nii  he  ueuelly  dinctod  a  sammooB,  bat  had  in 
one  or  two  oaaea  directed  a  motion.  In  Bx  pairte  Kimg  ofSaoBPmff,  Dig.  598, 
Hall,  V.-G.,  directed  a  motion.  Latterlj  a  summooa  was  almoet  inTaiiaUj 
directed.  See  alao  /n  rt  Johukm,  4S  L.  T.  N.  8.  672,  as  to  the  couzaeof 
procedure  where  there  was  an  action  pending.  Under  the  old  Bnln,  and 
while  the  fiivt  step  had  to  be  taken  by  the  opponent^who  had  to  gire  notice 
thereof  to  the  of&oe,  two  oaaea  occurred  in  wMch  trade  mazka  were  TCgiater^ 
though  the  registration  waa  oppoaed,  in  oonaequenoe  of  no  notaoe  haviiig 
been  giTen  to  ue  office  bj  the  opponents  of  their  having  brought  the  matter 
belore  the  Courts  In  one  of  theae  cases,  In  re  The  PaiaU  Nut  and  Bdt 
iSSsfieioCb.,  Chitty,  J.,MarchMh,  1888,  witha  Tiewto  remedying  the  dq>, 
a  consent  order  was  taken  to  readnd  the  registration,  without  prejudice  to 
the  appUcant'a  summons  for  lesTe  to  register,  the  object  being  to  rertore 
matters  to  their  ita^M  am  ante  the  regirtration.  The  opposition  was  sob- 
sequently  withdrawn,  but  the  registrar  now  objected  to  register,  on  the 
ground  that  the  application  had  been  finally  diroosed  ol,  and  that  a  new 
application  waa  necieseary.  It  was,  howerer,  held  that  the  proper  coone 
waa  to  dischaige  the  former  order  for  the  remoTal  of  the  noark  from  tke 
register,  and  to  direct  the  registrar  to  restore  the  register  to  its  conditioa 

Srerious  to  such  remoYsL  In  the  other  ease,  In  re  Abenaen,  Peanon,  J^ 
an.  25th,  1888,  the  opponent  moved  to  cancel  the  registratioii,  with  a  yiew 
to  the  proeecution  of  tbe  opposition  as  if  there  had  been  no  regisfatation ; 
but  it  waa  held  that  the  proper  course  was  for  the  opponent  to  move  to 
rectify  the  register  in  the  ordinaiy  way.  See  also  In  re  Paton,  Dig.  601. 
Under  the  Act  of  1888  a  summons  for  leave  to  register  was  taken  out  bjr 
the  applicant,  but  the  case  will  now  only  go  to  the  Court  on  a  relsrenoa 
from  the  Bowd  of  Trade. 

Opposition  on  (2.)  Where  the  ground,  or  one  of  the  grounds,  of  oppoatioa 
^  IB^'™*  is  that  the  applicant  is  applying  for  the  registration  d  a  trade 
^w^on^  mark  identic^  with  one  aJrMdy  on  the  register  with  respect  to 
reciter.  the  same  goods  or  description  of  goods,  or  having  such  resem- 

blanoe  to  a  trade  mark  already  on  the  register  with  respect  to 
such  goods  or  description  of  goods  as  to  be  calculated  to  deceive, 
the  notice  shall  state  the  date  of  registration,  and  the  nomber 
on  the  register  of  such  trade  m^rk  alreadj  on  the  register. 
Opponent's  (S. )  Within  two  months  after  the  expiration  of  one  mouUi  or 

endenoe.  such  further  time  not  exceeding  three  months  as  the  comptroller 
may  allow  (a)  from  the  date  of  the  advertisement  of  the  appli- 
cation, the  opponent  shall  leave  at  the  Patent  Office,  iSvde 
Marks  Branch,  such  evidence  by  way  of  statutory  dedaratiaa 
as  he  may  desire  to  adduce  in  support  of  his  opposition,  and 
deliver  to  the  applicant  copies  thereof. 

(a)  l,0.f  within  two  months  after  the  tune  allowed,  under  §  69  (1)  of  the 
Act  of  1883,  as  amended  by  §  13  (1)  of  the  Act  of  1888,  for  put(ang  in  the 
notice  of  opposition. 

Applicant's  (4.)  *  Within  one  mouth  from  the  delivery  of  the  opponeiit's 

eTidencOi         copies  of  his  statutory  declarations  the  applicant  shall  leave  at 

*  The  counterstatement  required  by  the  Acts  must  also  be  deli?ered  bj 
the  applicant  within  one  month  from  the  date  of  the  receipt  of  theopponeat's 
notice  of  opposition. 
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the  Extent  Office,  Trade  Marks  Branch,  his  evidence  by  way 

dttMatary  dedaratian  in  answer,  and  deliver  to  the  opponent 

oopJM  thereof,  and  within  seven  days  from  such  delivery  the 

opponent  shall  leave  at  the  Patent  Office,  Trade  Marks  Branch,  Evidenoe  in 

lu8  evidence  by  way  of  statutory  declaration  in  reply,  and  deliver  reply. 

to  the  applicwt  copies  thereof.     Such  last-mentioned  evidence 

akall  be  confined  to  matters  strictly  in  reply. 

(5.)  No  further  evidence  shall  be  left  on  either  side  except  Closutg  of 
hj  leave  of  the  comptroller  upon  the  written  consent  of  the  e^enoe* 
puties  duly  notified  to  him,  or  by  special  leave  of  the  comp- 
troller given  on  an  application  made  to  him. 

(6.)  Either  party  making  such  application  shall  give  notice  Applications 
tiaereof  to  the  opposite  party,  who  shall  be  entitled  to  oppose  {^^^^fj?h 
the  application.  ^S!'^' 

(7.)  On  the  completion  of  the  evidence  the  comptroller  shall,  Appointment 
upon  application  by  either  party,  upon  Form  E  in  the  second  of  time  for 
fidiednle  to  these  Kules,  and  upon  payment  of  the  prescribed  hearing, 
fee,  appoint  a  time  for  the  hearing  of  the  case,  and  shall  give 
the  parties  at  least  seven  days'  notice  of  such  appointment. 

(8.)  On  the  hearing  of  the  case  no  opposition  shall  be  allowed  Diaallowance 
in  req)ect  of  any  ground  not  stated  in  tne  notice  of  opposition ;  ?'  ^^^^° 
and  where  the  ground  or  one  of  the  grounds  of  opposition  is  ^ 
that  registration  is  being  applied  for  in  respect  of  a  trade  mark 
ulenticaJ  with  one  already  on  the  register  with  respect  to  the 
ttme  goods  or  description  of  goods,  or  having  such  resemblance 
to  a  t»de  mark  already  on  the  register  with  respect  to  such 
goods  or  description  of  goods  as  to  be  calculated  to  deceive,  the 
opposition  shall  not  be  allowed  upon  such  ground,  unless  the 
<iate  of  registration  and  the  number  on  the  register  of  the  said 
trade  mark  already  on  the  register  have  been  duly  specified  in 
the  notice  of  opposition. 

(9.)  The  decision  of  the  comptroller  in  the  case  shall  be  Decision  to  be 

notified  to  the  parties.  »o^?«d  to 

^  parties. 

Begisteb  of  TaADB  Mabks. 

32.  As  soon  as  may  be  after  the  expiration  of  one  month  Time  of 
from  the  date  of  the  advertisement  of  the  application,  the  ^gi>tration  of 
oompfcroUer  shall,  subject  to  opposition  to  the  application  and  *'*^®  marks, 
the  determination  thereof,  if  he  is  satisfied  that  the  applicant 
is  entitled  to  registration,  and  on  payment  of  the  prescribed 
fcefa),  enter  the  name,  address,  and  description  of  the  applicant 
in  uie  Begister  of  Trade  Marks  as  the  registered  proprietor  of 
the  trade  mark  in  respect  of  the  particular  goods  or  classes 
of  goods  described  in  his  application. 

(•)  Bee  Fonn  I  and  Schedule  1. 
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Where  appli- 
OADt  diee 
before  regifl- 
tration,  the 
trade  mark 
maybe  regiB* 
teredfor 
auooeBBor  to 
goodwill  of 
biudneBs. 

Entries  to  be 
made  in 
register. 


Notice  of 
registration. 

Bequest  by 
subsequent 
proprietor. 


Signature  of 
request. 


Contents  of 
request 


33.  In  case  of  the  death  of  anj  applicant  for  a  trade  maik 
after  the  date  of  his  application,  and  before  the  trade  mark 
applied  for  has  been  entered  on  the  register,  the  comptroller, 
after  the  expiration  of  the  prescribed  period  of  advertise- 
ment, maj,  on  being  satisfied  of  the  applicant's  death,  muter 
on  the  register,  in  place  of  the  name  of  such  deceased  applicant^ 
the  name,  address,  and  description  of  the  person  owning  the 
goodwill  of  the  business,  if  such  owner^p  be  proved  to 
the  satisfaction  of  the  comptroller. 

34.  Upon  registering  anj  trade  mark  the  oomptroller  shall 
enter  in  the  register  the  date  on  which  the  application  for 
registration  was  received  by  the  oomptroller,  and  such  olher 
particulars  (a)  as  he  maj  think  necessary. 

(a)  As  to  entering  **  other  particulars,"  Bee  In  re  Ktitp  Brtm.,  S6  Ol  D. 
187,  and  /»  r«  De  Otadtcy,  L.  J.  N.  of  0. 1886,  p.  165. 

35.  The  oomptroller  shall  send  notice  to  the  applicant  of  the 
reg^istration  of  his  trade  mark,  together  with  a  reference  to 
the  advertisement  of  such  trade  mark  in  the  official  paper. 

36.  Where  a  person  becomes  entitled  to  a  registered  trade 
mark  by  assignment,  transmission,  or  other  operation  of  law, 
a  request  for  the  entry  of  his  name  in  the  register  as  proprietor 
of  the  trade  mark  shall  be  addressed  to  the  oomptroller,  and 
left  at  the  Patent  Office,  Trade  Marks  Branch  (a). 

(a)  See  Form  E  and  Instructions,  par.  88. 

37.  Such  request  shall  in  the  case  of  an  individual  be  made 
and  signed  by  the  person  requiring  to  be  registered  as  proprietor, 
and  in  the  case  of  a  firm  or  partnership  by  some  one  or  more 
members  of  such  firm  or  partnership,  or  in  either  case  by  bis 
or  their  agent  respectively  duly  authorised  to  the  satisfaictioo 
of  the  comptroller,  and  in  the  case  of  a  body  oorporate  bj 
their  agent,  authorised  in  like  manner  (a). 

(a)  See  Rules  7,  9,  iuprd, 

38.  Every  such  request  shall  state  the  name,  address,  and 
description  of  the  person  claiming  to  be  entitled  to  the  trade 
mark  (hereinafter  called  the  claimant),  and  the  particolars  of 
the  assignment,  transmission,  or  other  operation  of  law,  by 
virtue  of  which  he  requires  to  be  entered  in  the  register  as 
proprietor,  so  as  to  show  the  manner  in  which,  and  the  persoo 
or  persons  to  whom,  the  trade  mark  has  been  assigned  or  trans- 
mitted, and  so  as  to  show  further  that  it  has  be^  so  asngned 
or  transmitted,  in  connection  with  the  goodwill  of  the  biisinefiB 
concerned  in  the  particular  goods  or  classes  of  goods  for  whifib 
the  trade  mark  has  been  registered  (a). 

(a)  See  §  70  and  cases  in  note  (e)  to  {  00. 
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39.  Every  snch  request  shall  be  aocompanied  by  a  statutory  Declaration  to 
dedatation  (a)  to  be  thereunder  written,  verifying  the  several  accompany 
statements  therein,  and  declaring  that  the  particulars  above  ^^^^^t. 
described  comprise  every  material  fact  and  document  affecting 

the  proprietorship  of  the  trade  mark  as  claimed  by  such 
request. 

(a)  See  Form  E. 

40.  The  claimant  shaU  furnish  to  the  comptroller  such  other  Further  proof 
proof  of  title  and  of  the  existence  and  ownership  of  such  good-  ®*  .^®  "  "^ 
Trill  as  aforesaid  as  he  may  require  for  his  satisfaction.  quired. 

41.  A  body  corporate  may  be  registered  as  proprietor  by  its  Body  corpo- 
oorporate  name.  ™*«- 

42.  The  term '' applicant"  in  Bules  17, 18  and  19  shall  include  Definition  of 
each  of  several  persons  claiming  to  be  registered  as  proprietor  applicant. 

of  the  same  trade  mark  (a). 

(a)  See  §  71. 

43.  Whether  all  such  persons  so  claiming  require  to  be  Comptroller 
heard  before  the  comptroller  or  not,  he  may,  before  ezerdsing  may  reqmre 
the  discretion  vested  in  him  by  §  71  of  the  said  Acts,  require  ^*®™?^ 
such  persons,  or  any  or  either  of  them,  to  submit  a  statement  cidmante. 
in  writing  within  a  time  to  be  notified  by  him,  or  to  attend 

before  bun  and  make  oral  explanations  with  respect  to  such 
matters  as  the  comptroller  may  require. 

44.  Where  each  of  several  persons  claims  to  be  registered  as  SubmiBsion  to 
proprietor  of  the  same  trade  mark,  and  the  comptroller  refuses  Court  of  con- 
to  register  any  of  them  until  their  rights  have  been  determined  ^^^S  claims. 
according  to  law,  the  manner  in  which  the  rights  of  such 
claimantB  may  be  submitted  to  the  Court  by  the  comptroller, 

or  if  the  comptroller  so  require,  by  the  claimants,  shaU,  unless 
the  Court  otherwise  order,  be  by  a  special  case  (a) ;  and  such 
special  case  shall  be  filed  and  proceeded  with  in  like  manner 
as  any  other  special  case  submitted  to  the  Court,  or  in  such 
other  manner  as  the  Court  may  direct. 

(a)  See  note  to  §  71. 

45.  Where  the  special  case  is  to  be  submitted  by  the  parties  Settlement  of 
it  may  be  agreed  to  by  them,  or  if  they  differ,  may  be  settled  sp^aal  case, 
hj  the  comptroller  on  payment  of  the  prescribed  fees  (a). 

(a)  See  Form  T. 

46.  Where  an  order  has  been  made  by  the  Court  in  either  Order  of 
of  the  following  cases,  viz. :  Court. 

(a.)  allowing  an  appeal  under  §  62  of  the  said  Acts ; 

(b.)  disallowing  an  opposition  to  registration  under  §  69 ;  or, 
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(a)  under  the  taovinoDB  of  §g  72,  90,  or  92  of  the  aaid  Acfa^ 
the  penoQ  in  whose  f  avoor  sach  order  has  been  made,  or  aneh 
one  of  them,  if  more  than  one,  as  the  comptroller  may  direct^ 
shall  forthwith  leave  at  the  Patent  Office,  Trade  Marks  Branch, 
an  office  copy  of  such  order  (a).  The  register  shall  therenpon 
be  rectified  or  altered,  or  the  purport  of  such  order  shall  other- 
wise be  duly  entered  in  the  register,  as  the  case  may  be. 

(a)  See  Form  N. 

Removal  of  ^7.  Where  a  trade  mark  has  been  removed  from  the  register 

mark  from       for  non-payment  of  the  prescribed  fee  or  otherwise,  under  ihe 
r^ter.  provisions  of  §  79  of  the  said  Acts,  the  oomptroller  shall 

cause  to  be  entered  in  the  register  a  record  of  such  removal 

and  the  cause  thereof. 
Alteration  of        48.  If  the  registered  proprietor  of  a  trade  mark  send  to  ti^ 
address  in        comptroUer,  together  with  the  prescribed  fee,  notice  of  an 
r^^r.  alteration  in  his  address,  the  comptroller  shall  alter  the  legister 

accordingly  (a). 
(<i)  See  Form  !£• 

Notice  to  49.  Four  dear  days'  notice  of  every  application  to  the  Coart 

comptroller  of  under  §  90  of  the  said  Acts,  for  rectification  of  the  register, 
a^^tions  to  ghaii  be  given  to  the  comptroller  (a). 

register.  (sO  This  ia  a  new  rule.    Hitherto  no  such  notice  baa  been  neoeaBiy. 

Publication  of      50.  Whenever  an  order  is  made  by  the  Court  for  making, 
rectification  or  expunging,  or  varying  an  entry  from  or  in  the  register,  the 
JJSstor^         oomptroller  shaU,  if  he  thinks  that  such  rectification  or  varia- 
tion  should  be  made  public,  and  at  the  expense  of  the  person 
applying  for  the  same,  publish,  by  advertisement  or  otherwise, 
and   in  such  manner  as  he  thinks  just,  the  circumistanoes 
attending  the  rectification  or  variation  in  the  register. 
Notice  to  51.  Whenever  the  registered  proprietor  of  any  trade  maik 

comptroller  of  intends  to  apply  for  the  leave  of  the  Court  to  add  to  or  to 
fOT  iJtoratio^  alter  such  trade  mark,  under  §  92  of  the  said  Acts,  the  notioe 
of  trade  mark  ^  ^  given  to  the  oomptroller 'shall  be  given  fourteen  dajs  at 
under  §  92  of  least  before  such  application.  If  leave  be  granted  on  sach 
Acta.  application  the  applicant  shall  forthwith  supply  to  the  oomp- 

troller such  a  number  of  representations  of  the  trade  mark  as 
altered  as  he  may  deem  sufficient. 

Inspegtiok  of  Ksgistbb. 

Hours  of  62*  The  Register  of  Trade  Marks  shall  be  open  to  the  in- 

inspection.       spection  of  the  public  (a),  on  payment  of  the  prescribed  fe^ 

on  every  weekday,  between  the  hours  of  ten  and  four,  except 

on  the  days  and  at  the  times  following : 
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(a.)  Christmas  Day,  Good  Fridaj,  the  daj  observed  as  Her 
Majesty's  birthday,  days  observed  as  days  of  public 
fast  or  thanksgiving,  and  days  observed  as  holidays 
at  the  Bank  of  England ;  or 

(b.)  Days  which  may  from  time  to  time  be  notified  by  a 
placard  posted  in  a  oonspioaous  place  at  the  Patent 
Office; 

(c.)  Times  when  the  register  is  required  for  any  purpose  of 
official  use. 

(a)  Bee  §88. 

Power  to  Dispekse  with  Evideitcb. 

53.  Where  under  these  Rules  any  person  is  required  to  do  DinMoiiiig 
any  act  or  thing,  or  to  sign  any  document,  or  to  make  any  with  eridenoe. 
declaration  on  behalf  of  himself  or  of  any  body  corporate,  or 

any  document  or  evidence  is  required  to  be  produced  to  or  left 
with  the  comptroller,  or  at  the  Patent  Office,  and  it  is  shown 
to  the  satisfaction  of  the  comptroller  that  from  any  reasonable 
cause  such  person  is  unable  to  do  such  act  or  thing,  or  to  sign 
such  docomenty  or  make  such  declaration,  or  that  such  docu- 
ment or  evidence  cannot  be  produced  or  left  as  aforesaid,  it  shall 
W  lawful  for  the  comptroller,  with  the  sanction  of  the  Board 
of  Trade,  and  upon  the  production  of  such  other  evidence,  and 
Bubject  to  such  terms  as  they  may  think  fit,  to  dispense  with 
any  sach  act  or  thing,  document,  declaration,  or  evidence. 

AMEKDliENTS. 

54.  Any  document  or  drawing  or  other  representation  of  a  Amendmentof 
^^rade  mark  for  the  amending  of  which  no  special  provision  is  dooumenta. 
pads  by  the  said  Acts  may  be  amended,  and  any  irregularity 

^  procedure  which  in  the  opinion  of  the  comptroller  may  be 
obviated  without  detriment  to  the  interests  of  any  person  may 
be  corrected,  if  the  comptroller  think  fit,  and  on  such  terms 
»»  be  may  direct  (a). 

(a)  Under  tiue  role  leave  may  be  given  to  amend  a  notioe  of  oppontion, 
eren  after  ihe  oounter  statement  has  been  put  in  :  J2.  v.  Comptroller^ 
H-  B.  D.  May  Srd,  1890.  As  to  the  comptroller's  power  to  correct  clerical 
^'i^  see  §  91.     See  also  Form  Q. 

Enlabgemsnt  of  Time. 

55.  The  time  prescribed  by  these  Rules  for  doing  any  ;act,  Cfamptrollar 
or  taking  any  proceeding  thereunder,  may  be  enlar^  byj  the  S^***^**** 
<^mptrolIer  (a),  if  he  think  fit,  and  upon  such  notioe  to  other 

ptirtiee  and  proceedings  thereon,  and  upon  such  terms  as  he 
^y  direct. 

(a)  See,  however,  the  limitations  'imposed  by  §  69  (1),  $uprd. 
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Sheffield  ap- 
plicatioxu  in 
duplicate. 


Notioe  to 
comptroller. 


Time  within 
which  comp- 
troller may 
object  to  appli- 
cation made  at 
Sheffield. 

AdYertiaement 
of  application 
made  at 
Sheffield. 


Manner  of 
notifyiDg  to 
Cutlers'  Com- 
pany applica- 
tion received 
by  Comp- 
troller. 

Similarity  of 
proceedings  at 
London  and  at 
Sheffield. 


Cutlers'  CoiiPAinr. 

66.  All  applications  to  the  Catlers'  Company  (a)  for  regis- 
tration of  a  trade  mark,  under  §  81  of  the  said  Acts,  shall 
be  in  duplicate,  accompanied  by  the  prescribed  fees  and 
representations. 

(a)  See  §  SI,  and  Instnictioiis,  par.  83,  also  Form  W« 

57.  The  Cutlers'  Company  shall,  within  seven  days  of  the 
receipt  by  them  of  an  application  to  register  a  trade  mark, 
send  the  comptroller  one  copy  of  such  application,  by  way  of 
notice  thereof,  together  with  two  representations  of  the  mark 
for  each  class  for  which  the  applicant  seeks  registration. 

58. — (I,)  The  time  within  which  the  comptroller  shall  give 
notice  to  tne  Cutlers'  Company  of  any  objection  he  may  have 
to  the  acceptance  of  an  application  for  registration  made  to  the 
said  company  shall  be  one  month  from  the  date  of  the  receipt 
by  the  comptroller  of  the  notice  from  the  said  company  of 
the  making  of  the  application. 

(2.)  If  no  such  objection  is  made  by  the  comptroller,  the 
Cutlers'  Company  shall  require  the  applicant  to  send  the  comp- 
troller a  wood-block  or  electrotype  as  the  comptroller  may 
direct,  and  the  comptroller  shall,  if  satisfied  with  such  wood- 
block or  electrotype,  advertise  the  application  in  the  same 
manner  as  an  application  made  to  him  at  the  Patent  Office. 

(3.)  The  manner  in  which  the  Comptroller  shall  notify  to 
the  Cutlers'  Company  an  application  and  proceedings  thereon 
made  as  mentioned  in  subs.  8  of  §  81  of  the  said  Acte  shall 
be  by  sending  to  the  Cutlers'  Company  a  copy  of  the  official 
paper  containing  the  application  of  which  notice  is  required 
to  be  given,  with  a  note  distinguishing  such  application. 

59.  The  provisions  of  these  Bules  as  to  forms,  representa- 
tions, the  proceedings  in  opposition  to  registration,  registration, 
and  all  subsequent  proceedings,  shall,  as  far  as  the  circumstances 
aUow,  apply  to  all  applications  to  register  made  to  the  Cutlers' 
Company,  and  to  all  proceedings  consequent  thereon. 


Certificate  by 
comptroller. 


Certificates. 

60.  The  comptroller,  when  required  to  give  a  certificate  as 
to  an  entry,  matter,  or  thing  which  he  is  authorised  by  the 
said  Acts  or  any  of  these  Rules  to  make  or  do,  may,  on  receipt 
of  a  request  in  writing,  and  on  payment  of  the  prescribed  fee, 
give  such  certificate,  but  every  ceitificate  of  registration  shall 
have  specified  on  the  face  thereof,  whether  the  same  is  to  be 
used  in  legal  proceedings,  or  for  the  purpose  of  obtaining 
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regiBferaiion  in  a  foreign  oountiy,  or  for  parposes  other  than 
use  in  I^  proceedings  or  obtainmg  registration  in  a  foreign 
C0imti7(a). 

(a)  See  §  96^  and  IzutractioiiB,  pan.  85-87. 

Declasatiohs. 

61.  The  statutory  declarations  (a)  required  by  the  said  Acts  Manner  in 
and  these  Bnles,  or  used  in  any  proceedings  thereunder,  shall  which,  and 

be  made  and  subscribed  as  f  oUows  :  wh'^^h^^ 

(a.)  In  the  United  Kingdom,  before  any  justice  of  the  peace,  tion  ia  to  be 
or  any  commissioner  or  other  officer  authorised  by  law  taken. 
in  any  part  of  the  United  Kingdom  to  administer  an 
oath  for  the  purpose  of  any  legal  proceeding ; 
(b.)  In  any  other  part  of  Her  Majesty's  dominions,  before 
any  court,  judge,  justice  of  the  peace,  or  any  officer 
authorised  by  law  to  administer  an  oath  there  for  the 
purpose  of  a  legal  proceeding ;  and 
(c)  If  made  out  of  Her  Majesty's  dominions,  before  a  British 
minister,  or  person  exercising  the  functions  of  a 
British  minister  or  a  consul,   vice-consul,  or  other 
person  exercising  the  functions  of  a  British  consul, 
or  a  notary  pubUo,  or  before  a  judge  or  magistrate. 

(a)  Ab  to  dedaraiions  by  infanta  and  other  persons  under  disabQitv,  see 

62.  Any  document  purporting  to  have  affixed,  impressed,  or  Notice  of  seal  j 
sabscribed  thereto  or  thereon  the  seal  or  signature  of  any  ?f  officer  tak- 
petson  hereby  authorised  to  take  such  declaration  in  testimony  ?^^^^*^?|^ 
of  Bach  declaration  having  been  made  and  subscribed  before     ^ 

him,  may  be  admitted  by  the  comptroller  without  proof  of 
the  genuineness  of  any  such  seal  or  signature,  or  of  the 
official  character  of  such  person  or  his  au&ority  to  take  such 
declaration. 

Bepxal. 

63.  AU  general  rules  as  to  the  registration  of  trade  marks  Previous  rules 
heretofore  made  by  the  Board  of  Trade  under  the  Patents,  repealed. 
Designs,  and  Trade  Marks  Acts,  1883  to  1888,  and  in  force  on 

the  31st  day  of  December,  1889,  shall  be,  and  they  are  hereby 
repealed,  as  from  that  date,  without  prejudice,  nevertheless,  to 
anything  done  under  such  Bules,  or  to  any  application  pending 
at  the  said  date. 

M.  E.  Hioks-Beagh, 
President  of  the  Board  of  Trade. 
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SCHEDULES. 


FIRST  SCHEDULK 

FEES. 

£  i.  d. 

1.  On  application  to  regifiter  a  trade  mark  for  one 

or  more  articles  included  in  one  claes    .         .060 

2.  For  registration  of  a  trade  mark  for  one  or  more 

articles  included  in  one  class         .        .         .10    0 

3.  For  registering  a  series  of  trade  marks,  for  every 

additional  representation  after  the  first  in 

each  class 0    6    0 

4.  On  appeal  from  comptroller  to  Board  of  Trade— 

By  appellant 10    0 

5.  On  notice  of  opposition   for  each  application 

opposed. — By  opponent  •        .        .10    0 

6.  On  hearing  by  comptroller. — By  applicant  and 

by  opponent  respectively      .        .         .        .10^0 

7.  On  application  to   register  a  subsequent  pro- 

prietor in  cases  of  assignment  or  transmission, 

the  first  mark 10    0 

8.  For  every  additional  mark  assigned  or  trans- 

mitted at  the  same  time       .        .        .         .020 

9.  For  continuance    of    mark    at   expiration  of 

fourteen  years 10    0 

10.  Additional  fee  where  fee  is  paid  within  three 

months  after  expiration  of  fourteen  years     .     0  10    0 

11.  Additional  fee  for  restoration  of  trade  mark 

where  removed  for  non-payment  of  fee .        .     10    0 

12.  For  altering  address  on  the  register,  for  every 

mark 060 

13.  For  eveiy  entry  in  the  register  of  a  rectification 

thereof  or  an  alteration  therein,  not  otherwise 
charged 0  10   0 

14.  For  cancelling  the  entry  or  part  of  the  entry  of 

a  trade  mark  upon  the  register,  on  the  appli- 
cation of  the  owner  of  such  trade  mark         .060 

15.  On  request  to  comptroller  to  correct  a  clerical 

error,  or  permit  amendment  of  application 

under  §  91 0    6    0 


'• 
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£  s,  d. 

16.  For  certificate  of  refusal  to  register  a  trade  mark 

under  §  77  .  .        .        .10    0 

17.  Tor  certificate  of  refusid  at  the  same  time  for 

more  than  one  trade  mark,  for  each  additional 

trade  mark  after  the  first  .     0  10    0 

18.  For  certificate  of  registration  to  he  used  in  legal 

proceedings.        .  .        .10    0 

19.  For  certificate  of  registration  to  he  used  for  the 

purpose  of  obtaining  registration  in  foreign 
countries 0     5    0 

20.  For  certificate  of  comptroller  under  §  96,  other 

than  certificate  of  registration  to  be  used 
in  legal  proceedings,  or  for  the  purpose  of 
obtaining  registration  in  a  foreign  countiy  .050 

21.  For  copy  of  notification  of  registration       .         *     0    2     0 

22.  Settling  a  special  case  by  comptroller        .        .200 

23.  For  inspecting  register,  for  eveiy  quarter  of  an 

hour 0     10 

24.  For  making  a  search  amongst  the  classified  re- 

presentatioDS    of    trade    marks,    for    every 

quarter  of  an  hour 0     10 

25.  For  office  copy  of  documents,  for  every  100  words    0    0    4 

(but  never  less  than  one  shilling). 

26.  For  certifying  office  copies,  MS.  or  printed        .010 

27.  In  cases  where  the  wood-block  or  electrotype  of 

the  trade  mark  exceeds  two  inches  in  breadth 
or  depth,  or  in  breadth  and  depth — For  every 
inch  or  part  of  an  inch  over  two  inches  in 

breadth 0     2     0 

For  every  inch  or  part  of  an  inch  over  two  inches 

in  depth 0    2     0 

28.  Manchester  Trade  Marks  Office  .   Same  as  above 

29.  Sheffield  Marks Same  as  above 

30.  On  appeal  from  Cutlers'  Company,  Sheffield,  to 

comptroller  10    0 

M.  £.  HiCKS-BsAcd, 

President  of  the  Board  of  Trade. 
Approved, 

Frank  Mowatt, 

Assistant  Secretary 
for  the  Lords  Commissioners  of 

Her  Majesty's  Treasury. 
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SEOOND  SCHEDULE. 

FOBMGii 
{See  Appendix  B^  tf|/rd.) 


THIRD  SCHEDULK 
General  Note. 


Any  wares  made  of  mixed  materials  (for  example,  of  both 
cotton  and  silk)  shall  be  included  in  such  one  of  the  classes 
appropriated  to  those  materials  as  the  comptroller  may  desiia 


CLASSIFICATION  OF  GOODS.* 


ClOBBl. 

Chemical  substances  used  in 
manufactures,  photography, 
or  philosophical  reseuxhi 
and  anti-corrosives. 


Closed. 

Chemical  substances  used  for 
agricultural,  horticultural, 
veterinary,  and  sanitary 
purposes. 


jniustfraJtione. 

Note. — Goods  arementioned 
in  thiscolumn  byway  of  illus- 
tration, and  not  as  an  ex- 
haustive list  of  the  contents 
of  a  class. 


Such 
Adds,  including  vegetable 

acida 
Alkalies. 
Artists'  colours. 
Pigments. 
Mineral  dyea 


Such 
Artificial  manura 
Cattle  medicines. 
Deodorisers. 
Yermin  destroyers. 


*  For  further  information  as  to  the  claasification  of  goods,  see  Guide  to 
the  Glaisificationj  obtainable  at  the  Patent  Ofiloe  on  application. 


CLASSIFICATION  OF  GOODS. 
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Class  3. 

Chemical  sabstanoes  prepared 
for  use  in  mediciiie  and 
pharmacy. 


Class  i. 

Baw  or  parUy  prepared  vege- 
table, animali  and  mineral 
sahstanoes  used  in  mannf  ac- 
turesy  not  included  in  other 

ClftflHOB. 


Class  6. 

Unwronght  and  partly 
wrought  metals  tused  in 
manufacture. 


Such 

Cod  liver  oil. 
Medicated  articles^ 
Patent  medidnes. 
Plasters. 
Bhubarb. 


Such 
Besins. 

Oils  used  in  manufactures 
and  not  included  in  other 

Dyesy  other  than  mineral 
Tanning  substances. 
Fibrous  substances  {e.g.,  cot- 
ton, hemp,  flaz,  jute). 
Wool. 
Silk. 
Bristles. 
Hair. 
Feathers. 
Cork 
Seeds. 
Coal. 
Coke. 
Bone. 
Sponge. 


Such 

Iron  and  steel,  pig  or  cast. 
Iron  rough. 

bar  and  rail,  including 

rails  for  railways, 
bolt  and  rod. 
sheet,  and  boiler  and 

armour  plates, 
hoop. 
Lead,  pig. 
„    rolled. 
„    sheet. 
Wire. 
Copper. 
Zinc. 
Qold,  in  ingots. 


9i 


9f 


♦> 
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APPSHDIZ  A. 


Cla9$6. 


inery  of  all  kinds,  and 
parts  of  machinery,  except 
agricultural  and  horticiiL- 
tmral  machineB  included  in 
ClaaBT. 


Clou  7. 

Agricnltural  and  horticoltnral 
machinery,  and  parts  of  sach 
machinery. 


ClasaS. 

Philosophical  instruments, 
scientific  instruments,  and 
apparatus  for  useful  pur- 
poeea  Instruments  and 
apparatus  for  teaching. 

Cla88  9. 
Musical  instruments. 

CJa$9lO. 
Hordogical  instruments. 

Class  Ih 

Instruments,  apparatus,  and 
contriyances,  not  medicated, 
for  surgical  or  curative  pur- 

Cs,  or  in  relation  to  the 
th  of  men  or  animals. 


Such 
Steam  engines. 
Boilera 

Pneumatic  machines. 
Hydraufic  machines. 
LocomotiTes. 
Sewing  machines. 
Weighing  machines. 
Machine  tools. 
Mining  machinery. 
Eire  engines. 


Such 
Ploughs. 

Drillmg  machines. 
Reaping  machines. 
Thrashing  machines. 
Chums. 
Cyder  presses. 
Chaff  cutters. 


Such 

Mathematical  instrumenta 
Gauges. 
Logs. 
Spectacles. 
Educational  appliances. 


Such 
Bandages. 
Friction  gloTCS. 
Lancets. 
Fleams. 


CLA88IFI0ATI0K  07  GOODS. 
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Class  12. 
CMerj  and  edge  tools. 


Class  13. 

Metal  goods  not  induded  in 
other  classes. 


Class  U. 

Goods  of  precious  metals  (in- 
dnding  aluminium,  nickel, 
Britannia  metal,  &c)  and 
jewellerj,  and  imitations  of 
each  goods  and  jewellery. 


Class  15. 


Glass. 


Class  16. 


Bach  as — 
Knives. 
Forks. 
Scissors. 
Shears. 
Files. 
Saws. 


Such  as- 


Anvils. 

Keys. 

Basins  (metal). 

Needles. 

Hoes. 

Shovels. 

Corkscrews. 


Such  as — 
Plate. 
Clock  cases  and  pencil  cases 

of  such  metals. 
Sheffield  and  other  plated 

goods. 
Qilt  and  ormolu  work. 


Such 

Window  and  plate  glass. 
Painted  glass. 
Glass  mosaic. 
Glass  beads. 


Porcelain  and  earthenware.         Such  as- 


China. 

Stoneware. 

Terra  cotta. 

Statuary  porcelain. 

Tiles. 

Bricks. 
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Claas  17. 

ManufactureB    from   mineral 

Such  as— 

and  other    substances    for 

Cement. 

building  or  decoration. 

P1a«ter. 

Imitation  marble. 

Asphalt. 

ClaB8  IS. 

Engineering,architectural,and 

Such  as — 

building  contrivances. 

Diving  apparatus. 

VV  arming  apparatus. 

Ventilating  apparatoa 

Filtering  apparatus. 

Lighting  contrivances. 

Drainage  contrivances. 

Electric  and  pneumaticbelk 

Cla8al9. 

Arms,  ammunition,  and  stores 

Such  as — 

not  included  in  Class  20. 

Cannon« 

Small  arm& 

Fowling  pieces. 

Swords. 

f    Shot  and  other  projectil6& 

Camp  equipage. 

Equipments. 

Class  20. 

Explosive  substances. 

Such  as — 

Gunpowder. 

Gun-cotton. 

D3mamite. 

Fog-signals. 

Percussion  caps. 

Fireworks. 

Cartridges. 

Clan  21. 

Naval  architectural  contriv- 

Such as— 

ances  and  naval  equipments 

Boats. 

not  included  in  Glasses  19 

Anchors. 

and  20. 

Chain  cables. 

Bigging. 

CLASSmOATIOK  OF  GOODS. 
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Cku8  22. 


CaniageB. 


Class  23. 
(a)  Cotton  yam,  and  sewing 

»i;ton     not     on     snools   or 


)  (Jotton  yam,  and  sew 
cotton    not    on    spools 

rAftla 


(i) 


reels. 
Sewing 


reels. 


or 


Sach 
Bailway  carriages. 
Waggons. 
Bailway  trucks. 
Bicycles. 
Bath  chairs. 


Clou  2^. 

Cotton  piece  goods  of  aU  kinds.      Such  as — 

Cotton  shirtings. 
Long  cloth. 

Clois  26. 


Cotton  goods  not  included  in 
dasses  23,  24,  or  38. 


Class  26. 

linen  and    hemp  yarn  and 
thread. 


Class  27. 
linen  and  hemp  piece  goods. 


Class  28. 

Linen  and  hemp  goods  not 
included  in  Glasses  26,  27, 
and  50. 


Such  as — 
Cotton  lace. 
Cotton  braids. 
Cotton  tapes. 


OG 
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CICLSB  29. 

Jute  yams  and  tissues,  and 
other  articles  made  of  jute 
not  included  in  Class  50* 

CIomZO. 
Silky  spun,  thrown,  or  sewing. 

Cla9B  3L 
Silk  piece  gooda 

Other  silk  goods  not  included 
in  Classes  30  and  31. 

Class  ZZ. 

Yams  of  wool,  worsted,  or  hair. 

Class  34. 

Cloths  and  stufis  of  wool, 
worsted,  or  hair. 

Class  35. 

Woollen  and  worsted  and  hair 
goods  not  included  in  Classes 
33  and  34. 

Class  Z^, 

Carpets,  floor-doth,  and  oil- 
cloth. 

Class  37. 

Leather,  skins  unwrought  and 
wrought,  and  articles  made 
of  leather  not  included  in 
other  classes. 


Such  as — 
Drugget. 

Mats  and  matting. 
Rugs. 

Such  as — 
Saddlery. 
Harness. 
Whips. 

Portmanteaus 
Furs. 
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Clasi&S. 
Articles  of  dothing. 


Class  Z9. 

Biper  (except  paper-hangings^, 
stationery,  and  bookbind- 
ing. 


Such  as — 

Hats  of  all  kinds. 

Gaps  and  bonnets. 

Hosiery. 

Gloves. 

Boots  and  shoes. 

Other  ready-made  clothing. 

Sueh  as — 
Envelopes. 
Sealing  wax. 
Pens  (except  gold  pens). 
Ink. 

Playing  cards. 
Blotting  cases. 
Copying  presses. 


Class  40. 

Goods  manuf acturedf rom  india 
rubber  and  gutta  percha  not 
included  in  other  classes. 

Class  4:1. 


Formture  and  upholstery. 

Such  as — 

Paper-hangings. 

•  . 

Papier  m&ch^. 

Mirrors. 

Class  42. 

Mattresses. 

Substances  used  as  food,  or  as 

Such  as — 

ingredients  in  food. 

Cereals. 

Pulses. 

Olive  oil. 

Hops. 

Malt. 

• 

•  Dried  f ruitet 

Tea. 

Sago. 

Salt. 

• 

Sugar. 

Preserved  meats. 

QQ  2 
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Ckui  42  (oontinned). 


CbmiS. 


Clam  a. 

Mineral  and  aerated  waters, 
natural  and  artificial^  in- 
cluding ginger-beer. 

Claaib. 

Tobacco,  whether  manufac- 
tured or  unmanufactured. 

Clam  46. 

Seeds  for  agricultural  and  hor- 
ticultural purposes. 


Gonfectioneiy. 
Oil 


Beer  darifiers. 


Fermented  liquors  and  spirits.     Such 


Pyder. 
Wine. 
Whiflksy. 
liqueurs. 


Clasii7. 

Candles,  common  soap,  deter- 
gents ;  illuminating,  heating, 
or  lulricating  oils;  matches ; 
and  starch,  blue,  and  other 
preparations  for  laundry 
purposes. 


Such 
Washing  powders. 
Benzine  collas. 


Clam  is. 

Perfumery  (including  toilet 
articles,  preparations  for  the 
teeth  andha3r,and  perfumed 
soap). 
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Snch 

Billiard  tables. 
Boiler  skates. 
EiBhing  nets  and 
Toys. 


Claaid. 

Gaines  of  all  kinds  and  sport- 
ing articles  not  included  in 
ot£er  classes. 


ClasibO. 


Miscellaneous,  including —  Such 

(l.)Goodsmanufectured£rom         Coopers'  wares. 

ivory,  bone,  or  wood,  not 

included  in  other  classes. 
(2.)  Goods  manufactured  from 
straw  or  grass,  not  included 

in  other  classes. 
(3.)  Goodsmanufacturedfrom 

animal  and  vegetable  sub- 

jstances,  not  included  in 

other  classes. 
\4tJS  Tobacco  pipes. 
[5.)  Umbrelks,      walking- 
sticks,  brushes  and  combs. 
(6.)  Furniture  cream,  pJate 

powder. 
(7.)  Tarpaulins,  tents,  rick- 

cloths,  rope,  twine. 
(8.)  Buttons  of  all   kinds, 

other    than  of   precious 

metalorimitations  thereof. 

(9.)  Packing  and  hose  of  all 

kinds. 
(10.^  Goods  not  included  in 

tne  foregoing  classes. 


(1 


(Signed)  M.  E.  Hicks-Beaoh, 

President  of  the  Board  of  Trade. 
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INSTRUCTIONS  TO  PERSONS  WHO  WISH  TO 
REGISTER  TRADE  MARKS. 


Pbeldonaat. 


1.  All  oommanications  relating  to  Trade  Marks,  not  being 
marks  in  Classes  23,  24,  or  25,  or  Sheffield  marks,  should  be 
addressed  to  the  Comptroller,  Patent  Office,  Trade  Marks 
Branch  (a).    All  applications  should  be  in  the  English  language. 

They  may  be  made  by  post,  or  left  at  the  Patent  Office,  Trade 
Marks  Branch,  25,  Southampton  Buildings,  Chancery  Lane, 
London,  W.C.     {See  also  paragraphs  8  and  33.) 

(a)  Ab  to  the  Manchester  Office,  eee  par.  34,  iirfrA, 

2.  The  fees  in  relation  to  Trade  Marks  Registration  cannot 
be  received  at  the  Patent  Office.  They  shoidd  be  paid  in  ex- 
change for  the  stamped/ortM  required,  which  may  be  obtained 
at  the  following  places : — 

(a.)  The  Inland  Revenue  Office,  Royal  Courts  of  Justice, 
London  (Room  No.  6). 

(6.)  The  following  Post  Offices  in  London  : — 

The  General  Post  Office,  E.C. 

District  Post  Office,  Lombard  Street,  E.C. 

„  226,  Conmierdal  Road,  E, 

„  9,  Blackman  Street,  Borough,  S.E. 

„  Charing  Cross,  W.C. 

„  28,  Eversholt  Street,  Camden  Town,  N.W. 

Post  Office,  12,  Parliament  Street,  S.W.,  or 
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(e.)  The  Ghiof  Poet  Office  of  the  midermentioned  cities  and 
toiBnis:— 


A-ccnngton. 

Crewe. 

AltrinchanL 

Croydon. 
Darlaston. 

Ashton  -  under  • 

Lyne. 

Derby. 

Barnfiley. 

Dewsbury. 

Barrow-in-FumesB.  Doncaster. 

Bath. 

Dorchester. 

Bedfoid. 

Driffield. 

Beverley. 

Droitwich. 

Birkenhead. 

Dudley. 

Durhaim. 

Blackburn. 

Exeter. 

Bolton. 

Gateshead. 

Bradford. 

Goole. 

Brighton, 

Greenwich. 

Bristol. 

Guildford. 

Bromagroye. 

HalifaT. 

Burnley. 

Hartlepool. 

BurslenL 

Hudderafield. 

Burton-on-Trent. 

Hull. 

Bury. 
Oambridge. 

Ipswich. 
Eeighley. 

Cardiff. 

Kendal. 

Carlisle. 

Kidderminster. 

Knaresbro*. 

Chester. 

Knutsford. 

CliUieroe. 

Lancaster. 

Congleton. 

Leamington. 

Coventiy. 

Leeds. 

Ih  Scotland. 

Aberdeen. 

Invemees. 

Dumbarton. 

Lanark. 

Dundee. 

Leith. 

Edinburgh. 

Paisley. 

Glasgow. 

Perth. 

Oreenock. 

Renfrew. 

In  Enqulnd  and  Wales. 


Ldoester. 

lichfteld. 

Lincoln. 

Liverpool. 

Macclesfield. 

Manchester. 

Middlesbrough. 

Nantwich. 

Newcastle. 

Newport  (Mon.). 

Northallerton. 

Northampton. 

Nottingham. 

Nuneaton. 

Oldbury. 

Oldham. 

Patrington. 

Plymouth. 

Pontefract. 

Portsmouth. 

Prescot. 

Preston. 

Reading. 

Redditch. 

Richmond  (Yorks). 

Ripon. 

Rochdale. 

Rotherham. 

Rugby. 


Salford. 

St  Helen's. 

Scarborough. 

Sedgley. 

Sheffield. 

Southampton, 

Stafford. 

Stalybridge. 

Stockport. 

Stoke-on-Trent. 

Stourbridge. 

Stourport. 

Sunderland« 

Swansea. 

Tamworth. 

Truro. 

TunstaU. 

Wakefield. 

Walsall. 

Warrington. 

Wednesbury. 

West  Bromwich. 

Whitby. 

Widnes. 

Wigan. 

Wolverhampton. 

Wolverton. 

Woolwich, 

York. 


In  Ibsland. 


Belfast. 

Cork. 

Dublin. 

Dundalk. 

Galway. 


limerick. 
Londondeny. 
Waterford. 
Wexford. 


NoTS. — Arrcmgements  have  also  been  made  by  which  any  of 
the  forma  required  may  be  ordered  at  any  Money  Order  Office  in 
the  United  Kingdom  not  indvdtd  vn  the  above  List, 

3.  The  following  is  a  list  of  the  stamped  forms  tmder  tho 
Patents,  Designs,  and  Trade  Marks  Acts,  1883-8,  which 
relate  to  Trade  Marks,  and  which  maj  be  obtained  at  the 
places  mentioned  above : — 
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TRADE  MAKES. 


Letter. 


Title  of  Fonn. 


E 
P 
G 
H 
I 
J 
K 

L 
K 

N 

O 

Q 

R 

S 

T 

T» 

V 

w 

X 
Y 
Z 


Applieation  for  Hearing  bj  Comptroller       •        .        • 
Application  for  Begietntion  of  •Tnide  ICaik  •        •        - 

Additional  Representation  Form 

Appeal  to  Bom  of  Trade  from  deddon  of  Comptroller 

Registration  Fee-        - 

Notioe  of  Opposition  to  Application  for  Registntiaii     • 
Request  to  enter  Name  of  Subeequent  Proprietor,  with 

Declaration  in  support  thereof      •        .        .        - 
Request  for  Certificate  of  Refusal  to  Register  aTradeMaxk 
Notice  of  Application  for  Alteration  ci  Address    • 
Notioe  of  Order  of  Court  for  Alteration  or  Rectifioation 

of  Register -        -        . 

Application  to  Cancel  Entiy  of  Mark  on  Register  - 
Request  for  Coxrection  of  Clerical  Error  or  for  Amend- 
ment of  Application  under  §  91    - 
Bequest  for  Certificate  of  Registration  for  use  Abroad 
Request  for  Certificate  of  Registration  for  use  in  Legal 

Proceedings 

Application  for  Settlement  of  a  Special  Case 
Request  for  Qeneral  Certificate  of  Comptroller     - 
Request  for  Copy  of  Official  Notification       -        .        . 
Appeal  from  Cutlers*  Company  at  Sheffield  to  Comptroller 
Fee  for  Continuance  of  Trade  Mark  at  expiration  of 

fourteen  years      -        - 

Additional  Fee  where  fee  is  paid  within  three  months 

after  expiration  of  fourteen  years  -        .        -        . 
Additional  Fee  for  Restoration  of  Trade  Mark  where 

removed  for  non-payment  of  fee   - 


A  «.  d, 

L  0    0 

0  5    0 
No 

1  0 
1  0 
1  0 


1 
2 
0 
0 
1 


0 
0 
5 
2 
0 


0 
0 
0 


10  0 

10  0 

0     6  0 

0  10  0 

0    5  0 

0    5  0 

0    5  0 


0 
0 
0 
0 
0 


10  0 
0  10  0 
10    0 


Of  the  above  forms,  those  bearing  the  letten  F,  0, 1,  X,  T,  and  Z,  are 
kept  in  stock  at  the  various  offices  named  in  paragraph  2.  An/  of  the 
others  when  required  must  be  bespoken. 


Balb  of  Official  Pubucatioks. 

4.  The  Patents,  Designs,  and  Trade  Marks  Acts,  1883*8, 
and  the  Trade  Marks  Rules,  1890,  should  be  carefully  studied. 
Copies  of  the  Acts  and  of  the  Rules  can  be  purchased  at  the 
Sale  Branch  of  the  Patent  Office,  38,  Cursitor  Street,  Chanoeiy 
Lane,  London,  E.C.  The  price  of  the  Acts  and  Rules  together 
is  2«.  6d.f  postage,  2d, ;  of  the  Acts  alone,  2#.,  postage,  lid.; 
and  of  the  Rules  alone,  6<i.,  postage  Id.  Sums  exceeding  Is. 
should  be  remitted  bj  Postal  Order  or  Post  OfSoe  Order. 

5.  Copies  of  the  '^T^ade  Marks  Journal  *'  may  also  be  obtained 
from  the  Sale  Branch  of  the  Patent  Office,  38,  Cursitor  Street, 
Chancery  Lane,  London,  E.C. 
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The  price  of  the  **  Trade  Marks  Journal "  is : — 

Nos.  1  to  509  (Years  1876  to  1887)         -  Is.  per  fwmder. 
Kos.  510  to  561  (Year  1888)  -        -        -  1«.  6d.       ,, 
No.  562  and  following  Nos.  from  1  January,  1889,  6d  „ 


Defdotion  of  a  Tbade  Mark. 

6.  The  definition  of  a  trade  mark  is  given  in  the  64th  section 
of  the  Acts,  as  follows : — 

**  (!•)  For  the  purposes  of  this  Act,  a  trade  mark  must 
consist  of  or  contain  at  least  one  of  the  following 
essential  particulars : 

(a.)  A  name  of  an  individual  or  firm  printed,  impressed,  or 
woven  in  some  particular  and  distinctive  manner ;  or 

(&.)  A  written  signature  or  copy  of  a  written  signature  of 
the  individual  or  firm  applying  for  registration  thereof 
as  a  trade  mark ;  or 

(c)  A  distinctive  device,  mark,  brand,  heading,  label,  or 
ticket;  or 

(^d.)  An  invented  word  or  invented  words ;  or 

(e.)  A  word  or  words  having  no  reference  to  the  character 
or  quality  of  the  goods,  and  not  being  a  geographical 
name. 
(2.)  There  may  be  added  to  any  one  or  more  of  the  essential 
particulars  mentioned  in  this  section  any  letters, 
words,  or  figures,  or  combination  of  letters,  words,  or 
figures,  or  di  any  of  them,  but  the  applicant  for  regis- 
tration of  any  such  additional  matter  must  state  in 
his  application  the  essential  particulars  of  the  trade 
mark,  and  must  disclaim  in  his  application  any  right 
to  the  exclusive  use  of  the  added  matter,  and  a  copy 
of  the  statement  and  disclaimer  shall  be  entered  on 
the  register. 
(3.)  Provided  as  follows : — 

(i)  A  person  need  not  under  this  section  disclaim  his 
own  name  or  the  foreign  equivalent  thereof,  or  his 
place  of  business,  but  no  entry  of  any  such  name  shall 
a£fect  the  right  of  any  owner  of  the  same  name  to  use 
that  name  or  the  foreign  equivalent  thereof ; 

(iL)  Any  special  and  distinctive  word  or  words,  letter, 
figure,  or  combination  of  letters  or  figures  or  of  letters 
and  figures  used  as  a  trade  mark  before  the  thirteenth 
day  of  August  one  thousand  eight  hundred  and 
seventy-five  may  be  registered  as  a  trade  mark 
under  this  part  of  this  Act.** 
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7.  A  person  wishing  to  adopt  a  trade  mark  should,  before 
engraving  a  block  and  circulating  impressions  of  the  mark 
among  his  customers,  make  a  search  or  a  formal  application  at 
the  l^de  Marks  Branch  of  the  Patent  Office  with  the  view  of 
ascertaining  whether  his  proposed  mark  is  already  registered, 
or  whether,  from  its  being  cietlculated  to  deceive  by  a  resem- 
blance to  other  marks  already  on  record,  it  would  be  refused 
registration  under  the  72nd  section  of  the  Acts. 

The  fee  for  making  a  search  amongst  the  classified  repre- 
sentations of  trade  marks  is  Is.  for  each  quarter  of  an  hour. 
The  fee  for  a  formal  application  is  5«.  (See  paragraphs  9  and  3 
of  these  Instructions  as  to  the  mode  of  maUng  a  formal 
application.) 

The  comptroller  does  not  undertake  to  make  searches 
amongst  the  trade  marks  recorded  at  his  office,  esDcepI  in 
connexion  unth/ormcU  appliccUions/or  regiHrcUion, 


Applications  fob  Kegistbation. 

8.  Applications  sent  by  post  should  be  addressed— 

The  Comptroller, 

The  Patent  Office,  Trade  Marks  Branch, 
25,  Southampton  Buildings, 
London,  W.C. 

In  the  case  of  marks  claimed  in  Classes  23,  24,  or  25,  appli- 
cations should  be  addressed — 

The  Comptroller, 

Manchester  Trade  Marks  Branch, 
48,  Boyal  Exchange, 
Manchester. 

Agents  and  other  persons  who  may  be  interested  in  more 
than  one  application  are  particularly  requested  to  make  com- 
munications relating  to  different  applications  in  e^xirtUe  letters. 

9.  An  application  for  the  registration  of  a  trade  mark 
consists  of : — 

(a.)  An  application  form  (Form  F)  bearing  an  impressed 
stainp  of  58,  (see  paragraph  3). 

(The  applicant  should,  before  fiHiTig  up  the  form,  care- 
fully read  the  marginal  notes.) 
(5.)  Certain  additional  representations  of  the  trade  mark, 
mounted  on  forms  (Form  G)  {see  paragraphs  3  and  15). 

10.  A  s^MrcUe  application  Form  is  required  for  each  class  in 
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cases  where  the  same  trade  mark  is  claimed  in  more  than  one 
class  of  gooda 

11.  If  the  mark  be  the  property  of  a  firm,  the  Form  F 
should  be  signed  by  a  member  of  the  firm,  who  should  add, 
after  his  signature,  "  A  member  of  the  firm ; "  if  of  a  com- 
pany, by  the  secretaiy  or  other  principal  of&cer,  who  should 
add,  after  his  signatm^  and  designation,  '^  For  the  Company." 

12.  Applications  may  be  made  by  agents  in  the  names  of  and 
on  behalf  of  the  owners  of  trade  marks.  The  agent  must  be 
duly  authorised  by  the  owner  or  owners;  the  necessary  authority 
should  be  signed  by  the  owner  or  owners. 

Applications  made  by  agents  should  have,  after  the  name  of 
the  agent,  the  description  "  Agent." 

13.  When  an  applicant  for  the  registration  of  a  trade 
mark,  otherwise  than  under  an  international  convention,  is 
out  of  the  CTnited  Kingdom  at  the  time  of  making  the  appli- 
cation, he  must  give  the  comptroller  an  address  for  service  in 
the  United  Kingdom. 

14.  When  the  mark  consists  of  or  includes  words  printed  in 
other  than  Boman  characters,  there  should  be  given  upon  the 
forms  a  translation  of  such  words,  signed  by  the  applicant  or 
his  agent. 

In  the  case  of  marks  claimed  in  Classes  23,  24,  or  25,  the 
applicant  should  state  by  what  name  the  particular  mark 
chumed  would  be  referred  to  in  the  invoices  of  his  house. 

AdditumoU  Bepresentations  of  Mark. 

15.  Each  of  the  additional  representations  should  be  placed 
in  the  centre  of  a  separate  Form  G. 

In  the  case  of  a  trade  mark  which  is  not  claimed  in  Classes 
23  to  35,  two  additional  representations  are  required  for  each 
class  claimed. 

In  the  case  of  a  trade  mark  claimed  in  any  one  or  more  of 
the  Classes  28  to  25,  /our  additional  representations  should 
be  sent  for  each  of  such  classes.  In  the  case  of  a  trade  mark 
claimed  in  any  one  or  more  of  the  Classes  26  to  35,  three  addi- 
tional representations  should  be  sent  for  each  of  such  classes. 

The  representations  of  the  mark  on  the  Forms  G  must  agree 
in  evert/  respect  with  each  other,  and  with  that  on  the  Form  F. 

16.  Hepresentations  of  a  mark  of  a  large  size  maybe  folded. 
In  that  case  they  must,  however,  be  backed  with  linen  and 
firmly  afi^ed  to  the  forms.  Hepresentations  must  in  no  case 
be  executed  in  pencil.  They  should  be  not  only  of  a  durable 
nature,  but  of  such  a  kind  as  will  admit  of  their  being  pre- 
served and  bound  together  in  volumes  as  records  of  the  property 
of  the  owners. 
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17.  By  §  66  of  the  Acts,  the  oomptroller  is  empowered 
to  register  under  one  registration  a  series  of  trade  marks 
which,  whilst  they  resemble  each  other  in  the  material 
particulars,  differ  from  each  other  in  respect  of  the  statements 
of  the  goods  for  which  they  are  used,  of  the  statements  of 
numbers,  of  the  statements  of  price,  of  the  statements  of 
quality,  or  of  the  statements  of  names  of  places.  When  an 
application  is  made  for  such  a  series,  a  repreeentation  of  each  of 
the  marks  included  in  the  series  muist  be  affixed  to  the  Form  F, 
and  also  to  each  of  the  Forms  G. 


Common  ob  Open  Mabks. 

18.  In  the  case  of  a  trade  mark  used  before  the  13th 
Auffust,  1875,  common  or  open  marks  of  any  kind  may  be 
registered  in  connection  with  it ;  but  in  the  case  of  a  trade 
mark  not  so  used,  conmion  or  open  marks  consisting  of  a  toord 
or  eambifuUian  of  wards  only  can  be  registered  as  a  part  oi  the 
mark. 

In  each  case,  the  applicant  for  entry  of  such  common  par- 
ticular or  particulars  must  diHclaim  the  right  to  the  exclusive 
use  of  the  same  in  a  note  at  the  foot  of  the  application  form, 
such  note  to  be  signed  by  the  applicant  or  his  agent. 

See  §  74  of  the  Acts,  subs.  3,  for  definition  of  common 
marks. 


Olassifioation  of  Goods. 

19.  A  guide  to  the  classification  of  goods  under  the  Trade 
Marks  Bules  can  be  obtained  on  application  at  the  FkUant 
Office,  Trade  Marks  Branch,  and  should  be  asked  for  if  the 
applicant  feels  any  difficulty  in  determining  to  which  of  the 
classes  set  out  in  the  third  schedule  to  the  Bules  the  goods  for 
which  he  uses  his  mark  belong. 


Adtbbtisement  in  thb  <<Tbadb  Mabks  Joubkal." 

20.  A  trade  mark  cannot  in  any  case  be  entered  upon  the 
Itegister  until  one  month  after  its  advertisement  in  the  official 
paper. 
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21.  A  wood-block  or  electrotype  most  be  furnished  for  each 
mark  in  each  dass  claimed,  except  in  the  case  of  Glass  23  (a) 
^Cotton  Yam  and  Sewing  Cbtton,  not  on  spools  or  reels),  and 
Claases  24  and  25,  for  which  no  blocks  or  electrotypes  are 
required. 

A  wood-block  or  electrotype  will  be  required  for  an  appli- 
cation in  Class  23  whenever  it  is  in  respect  of,  or  covers, 
sewing  cotton  on  spools  or  reels. 

No  block  or  electrotype  should  be  forwarded  until  a  formal 
demand  for  it  is  sent  by  the  comptroller. 

22.  In  the  case  of  a  series  of  trade  marks  differing  only  in 
respect  of  the  particulars  mentioned  in  §  66  of  Uie  Acts, 
a  wood-block  or  electrotype  must  be  furnished  for  each  mark 
in  the  series,  for  each  class  claimed. 

23.  The  wood-blocks  or  electrotypes  furnished  must  corre- 
spond exacUy  with  the  representations,  must  afford  perftcily 
difHnei  impressions  of  the  marks,  and  must  be  upon  a  scale 
safficiently  large  to  reproduce  the  marks  faithfully.  Worn 
or  mutilated  Uocks  or  electrotypes  cannot  be  accepted. 

24.  The  largest  space  available  for  the  insertion  of  any 
nngle  block  or  electrotype  is  five  and  a  half  inches  broad 
by  seven  and  a  half  inches  deep. 

When  a  block  or  electrotype  eocceeds  tvoo  inches  in  depth  or 
breadth,  a  charge  for  additional  space  is  made,  at  the  rate 
of  two  shillings  for  every  inch  or  part  of  an  inch  in  depth 
or  breadth  beyond  the  two  inches. 

25.  The  number  given  by  the  comptroller  should  noi  be 
cut  on  the  face  of  the  block  or  electrotype,  but  should  be 
VMrked  upon  the  side  in  such  a  manner  as  to  secure  its 
identification. 

26.  All  blocks  or  electrotypes  should  be  sent  to  the  Patent 
Office,  Trade  Mai'ks  Branch,  together  with  the  paper  marked 
**Form  2,'*  and  with  the  representation  of  the  mark  sent 
for  the  gtddance  of  the  applicant  in  preparing  the  block  or 
electrotype, 

27.  The  blocks  or  electrotypes  supplied  for  the  advertisement 
of  trade  marks  cannot  in  any  case  be  returned  to  applicants. 


Ebstrictions  on  Eeoistration. 

28.  Ornamental  or  coloured  groundwork,  such  as  tartans 
or  checks,  cannot  be  claimed  as  part  of  a  mark  unless  such 
gioundwork  be  included  within  the  mark  by  some  border  or 
lines. 

29.  The  words  "  Registered,"  "  Registered  Design,"  «  Copy- 


462  APPENDIX  A. 

right/'  ^  Entered  at  Stationera'  HaH,"  ''  To  oonnterfeit  this  is 
Forgeiy/'  will  not  be  registered  under  the  Acts,  and  should  not, 
therefore,  appear  upon  the  representations  of  trade  marks 
forming  part  of  an  application  (a). 

(a)  The  following  official  notice  appealed  in  "Trade  Karia  Journal'* 
Ka  670  (Februaiy  27th,  1889),  p.  220,  and  ia  at'll  in  force  :— 

OmciAL  Konoi— Tbadi  Maskb. 

After  the  Slat  Karch,  1889,  marks  of  the  nature  indicated  below  win  not 
be  accepted  for  regirtration  as  tnuie  maziuB  onder  the  Fateoti^  DeaSgna, 
and  Trade  Marka  Acta,  1888-8  : 

(1.)  Pictorial  representations  of  goods  to  which  the  marks  are  to  be 

applied. 
(2.)  2)'ames  of  persons  in  the  posseariye  case  in  oombLoation  witii  the 
names  of  goods. 

30.  The  following  will  not  be  registered  as  trade  marks,  or 
as  prominent  parts  of  trade  marks,  unless  the  marks  have  been 
used  before  18th  August,  1875  : — 

The  Bojal  Arms,  or  arms  so  nearly  resembling  them  as  to 

be  calculated  to  deceive. 
Representations  of  Her  Majesty  the  Queen,  or  of   any 

member  of  the  Boyal  Family. 
Itepresentations  of  the  Boyal  Crown. 
The  National  Arms  or  Hags  of  Great  Britain. 

31.  When  there  appears  on  the  face  of  a  trade  mark  ah 
indication  of  the  goods  to  which  the  mark  is  applied,  the  claim 
for  its  registration  must  be  in  respect  of  thou  goods  Ofdy, 


Oppositions. 


32.  Notice  of  opposition  to  the  registration  of  a  trade  mark 
(Form  J)  must  be  filed  within  one  month  (or  such  further 
time,  not  exceeding  three  months,  as  the  comptroller  may 
allow)  from  the  date  of  advertisement  of  the  mark  in  the 
"  Trade  Marks  Journal." 

The  applicant's  counter-statement  must  be  filed  within  one 
month  from  the  date  of  receipt  of  the  opponent's  notice  of 
opposition. 

The  opponent's  evidence,  in  support  of  the  opposition,  must 
be  filed  within  two  months  after  the  expiration  of  such  month 
or  extended  time. 

_  • 

The  applicant's  evidence  must  be  filed  within  one  month 
from  the  delivery  of  the  opponent's  evidence. 

The  opponent's  evidence  in  reply  must  be  filed  within  seven 
days  from  the  delivery  of  the  applicant's  evidence. 

On  the  completion  of  the  evidence,  either  party  may  apply 
(upon  Form  S)  for  the  case  to  be  heard  by  the  comptroller. 
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Form  of  Counteb-statement. 

The  following  is  a  form  of  counter-statement : — 
[For  tins  form  see  Appendix  B.,  p.  482,  in/r^.l 


Cutlers'  Compakt. 


33.  By  §  81  of  the  Acts,  application  for  the  registration 
of  trade  marks  used  on  metal  goods  shall,  if  made  by  a  person 
carrying  on  business  in  Hallamshire,  or  within  six  miles 
thereof,  be  made  to  the  Cutlers'  Company.  (See  Bules  56 
to  59.) 

Applications  made  to  the  Cutlers'  Company  in  pursuance  of 
§  81  of  the  Acts  should  be  made  on  Form  F,  the  address 
in  the  left-hand  comer  to  be,  "To  the  Cutlers'  Company, 
Sheffield,"  instead  of  ''To  the  Comptroller,"  and  should  be 
left  at,  or  sent  by  post  to,  the  Cutlers'  Hall,  Sheffield. 

Each  application  should  be  accompanied  by  an  unstamped 
copy  on  foolscap  paper.     {See  Rule  56.) 

Applications  sent  by  post  should  be  addressed — 

The  Law  Clerk  to  the  Cutlers'  Company, 
The  Cutlers'  Hall, 

Sheffield. 


Manchester  Office. 

34.  For  the  convenience  of  merchants  and  manufacturers 
engaged  in  the  cotton  trade,  and  for  the  purpose  of  facilitating 
the  recording  of  trade  marks  used  in  respect  of  cotton 
goods,  an  office  is  open  at  48,  Boyal  Exchange,  Manchester,' 
where  searches  can  be  made,  on  payment  of  Is,  for  each 
qaarter  of  an  hour,  for  marks  in  classes  of  textiles  from 
Class  23  to  Class  35. 


Certificates. 


35.  The   comptroller's    certificate   in  relation    to   a  trade 
mark  is  of  four  kinds,  viz. : — 

(i.)  For  use  in  legal  proceedings. 

(ii.)  For  use  in  applying    for    registration  in    foreign 
countries. 
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(iii)  Of  any  applicatum  made  and  of  prooeedings  thereon, 
(iv.)  A  certificate  of  refuaal  of  a  mai^  m  uae  before  ISth 
Angnety  1875,  and  not  registrable. 

36.  A  person  deorons  of  obtaining  any  of  the  above  certifi- 
cates shoold  forward  Form  S,  Fonn  R,  Form  T  ^,  or  Form  I< 
(«M  paragraph  3),  as  the  case  may  be,  to  the  comptroUer, 
giving  the  comptroller's  offidal  nnmbOT  of  the  mark,  and 
stating  whether  the  certificate  is  required  for  use  in  legal 
proceedings,  or  for  use  in  applying  for  the  registration  of  the 
mark  in  a  foreign  coontiy,  or  for  what  other  purpose. 

37.  In  eveiy  case  where  a  certificate  is  required  in  respect 
of  a  cotton  mark,  or  in  respect  of  any  trade  mark  of  which 
the  representations  or  specimens  forming  part  of  the  applica- 
tion for  registration  are  coloured ^  or  in  respect  of  an  appliotion 
made,  or  in  respect  of  an  application  refused,  two  unmounted 
copies  of  the  mark  must  be  supplied,  agreeing  m  every  reeped 
with  the  representations  forming  part  of  the  application  for 
registration.  Special  attention  i^ould  be  paid  to  this  require- 
ment, as  the  certificate  cannot  in  any  such  case  be  prepared 
until  these  unmounted  copies  are  received  by  the  comptroller. 


Rbqistratiok  of  Subsequent  Pbopbibtobs  of  RiGisnEBXD 

Tbadb  Mauls. 

38.  The  request  and  declaration  to  be  made  by  a  subsequent 
proprietor  on  application  for  the  registration  in  his  name  of  a 
registered  trade  mark  must  be  made  on  Form  K  {me  para- 
graph 3). 

H.  RsADEB  Lack, 
Comptroller. 
January  1890. 


N.B. — ^The  Bules  and  Instructions  under  the  Trade  Marks 
Begistration  Acts,  1875-7,  were  frequently  added  to  and 
altered,  and  it  will  be  advisable  for  intending  applicants  under 
the  Patents  Acts,  1883-8,  to  take  care  to  proceed  in  accord- 
anoe  with  the  Rules  and  Instructions  for  the  time  being  in 
force. 
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PAET    I. 

FOBMS  PSESCBIBED  BT  THE  SECOND  SCHEDULE  TO 

THE  BULE8. 


HIl 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS^ 

1883—1888. 

K 


FoBX  or  Appucatiok  fob  HsABiNa  bt  thb  Goxftbolleb. 


In  CoMi  of  OppoMon^  Jke. 


Snt, 


(a)  H«re  imerl  T 

foUaddxw.  ^* 


of(«) 


hereby  apply  to  be  heard  in  reference  to 


and  requeat  that  I  may  receive  due  notice  of  the  day  fixed  for 
the  hearing. 


Sir, 
Your  obedient  Servant, 


To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 

25,  Souihampton  Buildings,  London 


F0BM8  AKD  PBBCEDENTS. 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883—1888. 

F. 
Appucation  fob  Rboistbation  of  Trade  Mark. 


One  Tflpreten- 
tetloD  to  be  fixed 
within     this 

Siure,  and  two 
ben  to  be  sent 
on  eeparate  balf- 
■heetBoffouleoap. 


Repreeenta- 
tknu  of  ft  Uxser 
iiae  maj  be 
folded,  but  must 
be  mounted  upon 
linen  and  ftillzed 
hereto. 


(a)On]T  goods     You  are  hereby  requested  to  register  tiie  aooompaniDg  trade 

contained  in  one.  t_«m  •  j.*/\ 

and   the   ume  mark  in  Class  I  in  respect  of  (a)  y 

daM  ahoold   be' 

set  out  heze.    A 

separate     appli'-  •      ,«  •  /«v 

«ation    form    is  in  tne  name  of  [0)  J 

required  for  each 

who  claims  to  be  the  proprietor  thereof  (c). 

The    essential    particulars  of    the    trade    mark    are    the 
following  (cQ 


(6)  Here  insert 
legiblj  the  fuU 
name,  addieas 
and  description 
ol  yie  indlndual 
finn  or  oompanr. 
Add  trading  style 
<if  any). 


(e)  Alter  to 
"claim  to  be  the 
proprietors 
thereof*  in  the 
«8se  of  a  firm  or 
company. 


((0  See  subs. 
(2)  and  (8)  of  SM 
of  the  Acts. 


(e)  To  be  signed 
by  'Uie  applicant 
or  by  an  agent 
duly  authoriiMd. 


and        disclaim  any  right  to  the  exclusive  use  of  the  added 
matter. 

(Signed)  {e) 

Dated  the  day  of  18 

To  the  Comptroller^ 

Pcttent  Office^  Trade  Marks  Branch, 

25y  Southampton  JBuildingSy  London. 

[Or  where  the  application  is  for  a  mark  in  classes  23,  24  or  25], 

To  the  Comptroller^ 

Momcheeter  Trade  Marks  Branchy 

48,  Royal  Exchange,  Ma/nchester, 

Note, — If  the  trade  mark  has  been  in  use  in  respect  of  the  goods 
since  before  August  13th,  1875,  state  length  of  such  user. 

Hh2 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTB 

1883—1888. 


Q. 


AdDXTIOKAL  RjEPBBflENTATIOH  OF  TrASB  MaBK  TO  AOOOtfPAHT 

Apflioation  fob  Rsgistbatiov. 


Ono  nprMMi* 
tetion  Of  the 
trade  mark  to 
be  eAxed  within 
thieeqiiare. 

It  maet  eotre- 
•pood  cmedi^  in 
all  nepeota,  with 
the  rranaeDtao 
tion  affixed  to 
the  appUoation 
fonn. 


Any  zepnaen* 
tationof  alaxvar 
•ias  than  fooia- 
oap  may  be 
folded,  bat  nraat 
then  be  mounted 
npon  linen  and 
affixed  hereto. 


Two  of  these  Additiokal  Rbpbsseittatioks  of  the  trade 
mark  must  accompany  mmA  form  of  application. 

In  the  case  of  a  trade  mark  claimed  in  one  of  the  Cbuses 
23  to  35,  Thbbb  of  these  Additiokal  Repbeskntations  of  the 
mark  must  accompany  the  form  of  application. 


FORMS  AKD  PBECSDENTS* 
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TBADB 
HABKS. 


PATENTS,   DESIGNS,   AND   TRADE    MARKS   ACTS, 

1883—1888. 

H. 

FoBM  OF  Appeal  fbom  thb  Oomptbollkb  to  the  Board 

OF  Trade. 


i(«) 

of  (a) 
^)  ^'^^'^  hereby  give  notice  of  my  mtention  to  appeal  to  tie  Beard  of 
•ddn^appei.  Trade  ^m  (6) 

^^  of  the  Comptroller  of  the  day  of  18    , 

r»)Hera  LoMTt  whereby  he  (e) 

"thAtpKrtofthtt 
dadnon-M  tha 

ON  IDI|f   bo. 

(e)  Hon  inMrt     Acoompanying  this  notice  is  a  statement  of  my  caae  for  the 
thededrioaeom.  dodsion  of  the  Board  of  Trade. 

plained  of. 


(Signed) 
Dated  day  of 

To  the  Comptroller, 

Patent  Office,  Trade  Marke  Branchy 

25,  Southampton  BwUdinge,  Lofndon^ 

and  to 
\Name  of  Respondent  to  AppeaL] 


18 


TRADE 
HARKS. 


PATENTS,  DESIGNS,  AND    TRADE    MARKS   ACTS, 

1883—1888. 

I. 

Feb  for  Registration !of  a  Trade  Mark. 

Sir, 

In  reply  to  your  request  I  hereby  transmit  the  prescribed 
fee  for  the  registration  of  the  Trade  Mark  No. 
in  Glass 

I  am, 
Sir, 
Your  obedient  Servant, 

To  the  CoTnptroUeTj 

Patent  Office,  Trade  Marks  Brwndh, 
25,  Southampton  Btnldinge, 
London. 


1 
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TEADK 
MARKS. 


PATENTS,  DESIGNS,   AND   TRADE   MAIIEJ9   ACTS, 

1883—1888. 

J. 

Nonoi  OF  OpposmoK  to  Appugatiok  fob  Rboist&ation. 
[To  be  acoampanied  by  on  unaUrnnptd  dufUoaiU^ 

In  the  matter  of  an  appfieation. 

No.  by 

of 


(n)  Hera  iUi«       ^»  (^) 

fSu  J^i.*^  hereby  give  notice  of  my  intention  to  oppose  the  registration 
of  the  trade  mark  advertised  under  the  above  number  for 
Glass  in  the  *'  Trade  Marks  Journal "  of  the 

day  of  18    ,  No.  ,  page 

The  grounds  of  opposition  are  as  follows  (*) : — 


(Signed) 
Dated  the  day  of  18 

Address  for  service : — 

To  the  Comptroller^ 

Patent  Office^  Trade  Marks  Branchy 

25,  Southampton  Buildings^ 

London, 

(*)  See  p.  492,  in^rd,  for  formB  of  groundB  of  oppositioEu 


TRADB 
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PATENTS,  DBSIONS,   AND   TRADB    MARKS    ACTS. 

1883—1888. 

X 

Rbquebt  to  xrtbb  Naxb  of  BuBSBqumrr  Fbopbietob  of  Trade 
Mark  upon  the  Register,  with  Declaration  in  support 

THEREOF. 


r«)  Or  We.  I,  (a) 

Here  Insert  '  v   / 

name,   faU    ed- 

dxm»,    and    de- 


al 3Cj  or  oar.  hereby  request  that  70a  will  enter  (5)  name  (c)  in  the 

(e)  Or  namee.  register  of  trade  marks  as  proprietor        of  the  trade  mark 
No.  in  Class 

(4 1  am,  or  We     W  entitled  to  the  said  trade  mark  and  to  the  goodwill 

of  the  business  concerned  in  the  goods  with  respect  to  which 
the  said  trade  mark  is  registered. 

(«)  Here  state  U) 
whether  trade  ^  ' 
mark  trans* 
mitted  bj  death, 
marriage^  bank- 
nipt^,  or  other 
operation  of  law, 
and  if  onUtled  by 
aasignmeat  state 
tiie     particalars 

thereof  as  «.ju     And  I  do  Solemnly  and  sincerelj  declare  that  the  abovo  sovcral 

the^  ^'^dtjoi  statements  are  true,  and  the  particulars  above  set  out  comprise 

18    '  every  material  fact  and  document  affecting  the  proprietorship 

made      between     .  ./'         'jaj  ^  v  I'j 

So-and-eo  of  the  of  the  said  trade  mark  as  above  claimed, 

one  part." 

C/)  This  para-  (/)  And  I  make  this  solemn  declaration  conscientiously  be- 
^^*i^^  lieving  the  same  to  be  true,  and  by  virtue  of  the  provisions  of 
dedaraticm     is  the  Statutory  Declarations  Act,  1835. 

made  out  of  the  " 

United  Kingdom.  r   \ 

(^)Tobe8igned  \9) 

here  by  the  pei^ 
■on  making  the  t\     1        j     < 

declaration.        l/eclared  at 

this  day  of  18 

Before  me, 

(h)    Signatore  W 

and  title  of  the 
aathority  before 

:^^liSt'^<'  ^  Comptroller, 

PcUerU  Office^  Trade  Marks  Branohf 
25,  fSouthampton  BuUdmgSf 
London. 
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PATENTS,    DESIGNS,   AND   TRADE   MARES  ACTS, 

1883—1888. 


TEADB 
UABK&. 


RbQUXST  fob  CSBTinGATB  OF  RSFUBAL  TO  RbQISTFEB  ▲  TbADS 

Mask  m  usb  bbiobb  13th  August,  1875. 

In  the  matter  of  an  application 
for  registration  of  an  old  trade 
mark,  Na 
in  ClaflB 
Sib, 

I, 

of 

the  applicant  in  the  above  matter,  hereby  request  yon  to  famish 
me  with  your  certificate  of  refusal  to  register  Uie  said  trade 
mark. 

(a)   Signtttan  (o) 

of.ppik«t.  Dated  this  dayrf  18 

To  the  ComptrotteTf 

PaimU  Office,  Trade  Marke  BranA^ 
25,  Southampton  Buildings^ 
Lcmdon. 


TRADE 
MARKS. 


(a)    Signature 
of  proprietor. 


PATENTS,   DESIGNS,   AND   TRADE   MARKS  ACTS, 

1883—1888. 

M. 

NOTIGB    OF    ApPUCATIOK    FOB    AlTBB4TI0N    OF     Al>T>RKR»   OH 

Rbgistbb  of  Tbadb  Mabxs. 

In  the  matter  of  the  trade  mark, 
No.  ,  registered 

in  Class 
Sib, 

Notice  is  hereby  given  that  I 
of 
the  registered  proprietor  of  the  trade  mark  numbered  as  above, 
desire  that  my  address  on  the  Register  of  Trade  Marks  be 
altered  to 

Dated  this  day  of  18    . 

(«) 

To  the  Comptrotter, 

Patent  Office,  Trade  Marke  Branch, 
25,  Southampton  BuUdinge, 
London. 


FORMS  AND  PREOEDBNTS. 
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TBADB 
ICABKa 


(a)Ti>beiigiied 
bf  the  penon 
fartffTBrtad  or  hit 


PATENTS,   DESIGNS,  AND    TRADE    MARKS    ACTS, 

1883—1888. 

N. 

NonoE  OF  Obdbb  of  Ooubt  fob  Alteration  or  RscnFicA- 
TioN  OF  Register  of  Trade  Marks. 

In  the  matter  of  the  trade  mark 
No.  ,  registered 

in  Class  in  the  name  of 

SlBy 

Notice  is  hereby  giren  that  by  an  order  of  the  Court 
made  on  the  day  of  18      ,  it  was  directed 

that  the  entry  on  the  Re^ster  of  Trade  Marks  in  respect  of  the 
trade  mark  numbered   as  above  should  be  rectified  in  the 
manner  therein  specified. 
An  office  copy  of  the  order  of  the  court  is  enclosed  herewith. 

Dated  this  day  of  18 

To  the  CompkvUm-y        W 

PaierU  Qffiee,  Trade  Marks  Branchy 
25,  SaiUhampkm  BuUdvnge^ 
London, 


TRADE 
KAREB. 


PATENTS,  DESIGNS,  AND   TRADE    MARKS   ACTS, 

1883—1888. 

O. 

Fork  of  Appucation  by  Proprietor  of  Registered  Trade 
Mark  to  Cancel  Entrt  on  Register. 

Trade  mark  No.  Class  advertised  in  "  Trade 

Marks  Journal,''  No.  page 

Name  of  registered  proprietor  or  firm 

Place  of  business 

I,  the  undersigned 
of 


[or  I,  the  undersigned, 
a  member  of  the  firm  of 


of 


^^\  on  behalf  of  my  said 

apply  that  the  entry  upon  the  Register  of  the  Trade  Marks  in 
Class         of  the  trade  mark  No.  may  be  cancelled. 

The  day  of  18     . 

(Signed) 
This  is  the  statement  marked       Q  *'  referred  to  in  the 
declaration  of 
made  before  me  the  of  18    . 
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PATENTEf,   DESIGNS,  ASD  TRADE   HARES   ACTS, 

1883—1888. 

P. 

Form   of   Declabatioh  nr   Scppobt   of   Appligatioh  for 
Cancrllatioh  of  Tradb  Mark  bt  Owber. 

I,  of 

;  [«• 

If  a  moDiber  of  the  fiim  of 

of 

] 
do  hereby  solemnly  and  sinoerely  declare,  to  the  best  of  my 

knowledge  and  belief,  as  follows  :— 

(1)  The  application  signed  by  me,  and  dated  the 

day  of  18        and  marked  with  the  letter ''  0/' 

and  shown  to  me  at  the  time  of  making  this  declaration,  is  trae. 

(2)  I  am  the  person  whose  name  appears  on  the  Register  of 
Trade  Marks  as  the  proprietor  of  the  trade  mark  referred  to 
in  the  said  appUcation  marked  with  the  letter  *'  Q" 

[or  My  said  firm  is  the  firm  whose  name  appears  on  the  Register 
of  Trade  Marks  as  the  proprietor  of  the  trade  mark  leferred 
to  in  the  said  application  marked  with  the  letter  "  O-"] 

And  I  make  this  solemn  declaration  conscientioasly  believing 
the  same  to  be  true,  and  by  virtue  of  the  provisions  of  the 
Statutory  Declarations  Act,  1835. 

(Signed) 

Declared  at 

this  day  of 

18      . 

Before  me, 

If  the  declaration  be  made  before  a  commissioner  to  ad- 
minister oaths  it  will  require  to  be  stamped  with  a  2«.  6<f. 
impressed  Inland  Revenue  stamp. 


FOBMS  AND  PBBGEDENT& 
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PATEiraS,   DESIGNS,  AKD    TRADE    MARKS   ACTS, 

1883—1888. 


FoBM   OP   Rbqubst   fob   Ck>BBBGrnoN   OF   OuEBicAL  Ebbob 

OB     FOB      FXBMISSION     TO     AlOBND      APPUGATION      UNDEB 
§91. 


Sib, 


I  hereby  request  that 


To  the  ComptrcUer^ 

Patent  Office,  Trade  Marks  Branch, 
25,  SouUuvmpUm  Buildings, 
L(mdon. 


tbadb 

HABKa 


PATENTS,   DESIGNS,   AND    TRADE    MARKS  ACTS, 

1883—1888. 

R. 

Request  fob  Cebtificate  of  Registbation  of  Tbade  Mabk 
FOB  Use  in  obtaining  Registbation  Abboad. 

In  the  matter  of  the  trade  mark 
No.  ,  registered  in 

Class  in  the  name  of 


Sib, 
of 


I, 


(a)  Hena  state 
name  of  country 
in  which  reg»- 
tntion  is  to  be 
•oaght. 


the  registered  proprietor  of  the  above  trade  mark,  hereby  request 
jou  to  furnish  me  with  your  certificate  of  registration  for  use 
in  obtaining  registration  of  the  same  in  (a) 


(6) 


(^Signaiwe. 


Dated  this 


day  of 


18    . 


To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 
25,  SotitJiampton  Buildings, 
London. 
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TRADE 
MABK8. 


(a)BiciiAtiut* 


TEADB 
MABK8. 


PATENTS,  DESIGNS,  AND    TRADE    MARKS    ACTS, 

1883^1888. 

S. 

RiQum  FOB  Obbtifzoatb  of  Rbgistbatiok  of  Tbadb  Habk 
TO  BB  TJsbd  nr  Legal  Pboobbdinos. 

In  the  matter  of  the  trade  maik 
No.  ,  regirtared  in 

daaB  in  the  name  of 

SZB, 

I, 
of 

the  registered  proprietor  of  the  above  trade  mark,  hereby 
reauest  you  to  furnish  me  with  your  certificate  of  registration 
to  loused  in  legal  proceedings 

Dated  this  day  of 

To  the  Comptroller, 

PcUent  Office,  Trade  Marks  Branch, 
25,  Southampton  BuUdrngs, 
lAmdon. 


18 


PATENTS,  DESIGNS,  AND    TRADE    MARKS   ACTS, 

1883—1888. 

T. 

Application  fob  Sbttlembmt  op  a  Special  Casb  on 
Appucation  to  Rbgisteb  a  Tbadb  Mabk. 

In  the  matter  of   the  applicatioii 
of  and 

of  the  application  of 
Sib, 

Notice  is  hereby  given  that  I,  » 

of 

and  I,  , 

of 

are  unable  to  agree  upon  the  facts  on  which  the  opinion  of  the 
Court  is  to  be  taken,  and  that  we  request  you  to  fix  a  day  on 
which  we  may  attend  before  you  and  obtain  your  finding  on  tbe 
matters  of  fact  to  be  submitted  to  the  Court  as  settled. 
Dated  this  day  of  18     . 


(a)  To  b«  dcnad 

by  both  putiM.  To  the  Comptroller, 


Patent  Office,  Trade  Marks  Branch, 
25,  SotUhampton  Buildings, 
London. 
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TRADE 
HABK8. 


PATENTS,  DESIGNS,  AND   TRADE    MARKS   ACTS, 

1883—1888. 

P. 

Request  fob  GsmsRAL  Certificate  of  Comptroller  (other 
THAN  Certificate  for  Use  ik  Legal  Proceedings  or 
FOR  Use  in  Obtaining  Registration  Abroad). 

In  the  matter  of  the  trade  mark  No. 

in  Class 
Sir,. 

I, 
of 

oirt  \]i?uKrtimt  hereby  request  you  to  furnish  me  with  your  certificate  that  (a) 

laa  wmSli  the 
conptroUer  to 
nowited  to  eer- 


(i)  Signatan.  (^) 

Dated  this  day  of 

To  the  ComptroCUr, 

Patent  Office,  Trade  Marks  Braneh, 
25,  Southampton  Buildings^ 
London, 


18    . 


TRADE 
MARKS. 


PATENTS,  DESIGNS,  AND    TRADE    MARKS    ACTS, 

1883—1888. 

U. 

General  Certificate  op  Comptroller  (other  than  Certifi- 
cate FOR  Use  in  Legal  Proceedings  or  for  Use  in 
Obtaining  Registration  Abroad).* 

Patent  Office,  Trade  Marks  Branch, 
London, 

18     . 

I, 

Comptroller-General  of  Patents,  Designs,  and  Trade  Marks, 

hereby  certify 


*  In  practice  this  fonn  is  uBoally  employed  M  abown  at  p.  490,  ii\fra, 
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TRA.DS 
MABKS. 


(a)  Blgnaturo. 


PATENTS,    DESIGNS,  AND   TRADE    MARKS    ACTS, 

1883—1888. 

V. 

Request  fob  Copy  of  Official  Notificatzon  of  Rbgibtba- 

noK  OF  Trade  Mabk. 

In  the  matter  of  the  trade  mark 
No.  ,  registered 

in  Glass  • 

Sib, 


9 
9 


of 

the  registered  proprietor  of  the  trade  mark  ahove  named  hereby 
request  that  you  will  furnish  me  with  a  copy  of  the  official 
notification  of  the  registration  of  the  same. 

Dated  this  day  of  ,  18      • 

To  the  Comptroller^ 

Patent  Office,  Trade  Marks  Branch, 
25,  SoiUhampton  Buildings, 
London, 


TBADE 
1£ABKS. 


PATENTS,   DESIGNS,   AND   TRADE    MARKS   ACTS, 

1883—1888. 

W. 

Form  of  Appeal  from  Cutlers'  Company  at  Sheffield  to 

Comptroller. 


[To  be  aooompanied  by  an  unstamped  dupUcatcl 


Sir, 


(a)  The  atate- 
ment  of  the  oaae 
to  be  written 
upon  foolfloap 
paper  (on  one 
■iae  only),  with 
a  maTigin  of  two 
iiichee  on  the 
left  -  hand  side 
thereof. 

(6)  Signature. 


I  hereby  give  notice  of  appeal  against  the  decision  of  the 
Cutlers'  Company  of  Sheffield  in  regard  to  my  application  for 
registration  of  a  trade  mark  No.  ,  in  Class  , 

for  , 

and  I  beg  to  submit  my  case  (a)  for  your  decision  accordingly. 

(ft) 

Dated  this  day  of  ,  18      • 

To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 
25,  Southa/mpton  Buildings, 
London. 


FOKMS  AND   PRECEDENTS. 
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TBADB 
KABKS. 


PATENTS,   DESIGNS,    AND   TRADE    MARKS   ACTS 

1883—1888, 

X. 

OoNTmuAKcx  OF  Makk  at  Expiration  of  14  Yeabs  from 

THE  Date  of  Registration. 

Sir, 

In  pursuance  of  the  notice  received  from  you,  I  hereby 
transmit  the  prescribed  fee  of  £1  for  continuance  on  the  Trade 
Marks  Register  of  the  trade  mark  No. 
Class 


in 


(a)    Signature 
of  propriDtor. 


Dated  the 


(«) 


day  of 


18 


To  the  Comp^roBeTf 

Patent  Office^  Trade  Marks  Branchy 
25,  SaiUhampton  BuiUdingSy 
Lcmdon, 


PATENTS,    DESIGNS,   AND    TRADE    MARKS    ACTS, 

1883—1888. 


TRADE 
ICARKB. 


Y. 

Additional  Fee  of  10/-  to  Accompany  "  Continuance  Fee  " 
(Fork  X),  Within  3  Months  after  Expiration  of 
14  Years. 

Sir, 

In  pursuance  of  the  notices  issued  by  you,  and  of  the 
provisions  of  §  79  (3^,  of  the  above  Acts,  I  hereby 
transmit  the  additional  lee  of  10/-  (along  with  Form  X)  for 
the  continuance  on  the  Trade  Marks  Register  of  the  trade 
mark  No.  ,  in  Class 


(a)    SignatoTd 
prupiictor. 


Dated  the 
(a) 


day  of 


To  the  Comptroller^ 

Patent  Office^  Trade  Marks  Branch, 
25,  Southampton  Buildings, 
London, 
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TRAPS 
ICABK. 


PATENTS,   DESIGNS,   AND   TRADE    MASKS   ACTS, 

1883—1888. 


Z. 


Restobation  of  Tradb  Mask  whebb  bekotid  fob 

NON-PATMBNT  OF  FbB. 


{To  aaoompofny  Form  X.) 


Sib, 


In  pursuance  of  the  notices  issued  by  you,  and  of  the 
provisions  of  §  79  (4V  of  the  above  Acts,  I  hereby 
transmit  the  additional  lee  of  ^1  (along  with  Fonn  X)  for 
restoration  to  the  Trade  Marks  Register  of  the  trade  mark 


No. 


in  Class 


(a)   Bignatim 
of  proprietor. 


Dated  the 


day  of 


18 


To  the  Comptroller, 

Patent  Offioe,  Trade  Ma/rhe  Branchy 
25,  tSoiUhampton  Buildinge, 
ZondoTL 


FOBMS  AND  PRECEDBNTS. 
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GOBPORATE 

TRADE 

MARK, 


PATENTS,    DESIGNS,   AND    TRADE    MARKS   ACTS, 

1883—1888. 

Application   fob  Regibtbatiok  of  Old  Cobporate  Trade 

Mark. 


YovL  are  hereby  requested  to  register  the  acoompanjing  old 
Corporate  Trade  Mark  in  Class  ,  in  respect  of 


in  the  name  of 


who  claims  to  be  the  proprietor  thereof. 


Dated  the 


(Signed) 
day  of 


18 


To  the  Cutlers*  Company, 

Cutlers*  Hall,  Sheffield, 


II 
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FORM  SUGGESTED  BT  THE  COMFTROLLEB. 
[See  Imtruetionej  par.  82.] 


a. 
Form  of  Counteb-Statemsnt. 


PATENTS,   DESIGNS,   AND   TRADE   MARKS    ACTS, 

18^3—1888. 

Trade  Marks. 

In  the  matter  of  an  application 
No.  ,  and  of  the  oppo- 

sition thereto  No. 
In  reply  to  the  notice  of  opposition  in  this  matter  by 
of  ,  I  give  notice  by  way  of  counter-statement 

that  I  rely  for  my  application  on  the  following  grounds  (a)  : — 


(To  be  dated  and  signed  by  the  appKcant  or  his  solicitor.) 

To  the  Comptroller^ 

Patent  Office^  Trade  Marks  Bram/ch^ 
25,  Sowtha/mpUm  BuildingSy 
London. 

(a)   See  page  496,  wfrd,  for  forms  of  grouncU  cf  ooiinter-Btatement 
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FORMS  IN  USE  IN  THE  PATENT  OFFICE,  TRADE  MARKS 

BRANCH  (SELECTED). 


h. 
FOBM  OF  BeCSIPT  OF  AN  APPUOATION. 

Patent  Office :  Trade  Marks  Branch, 

London. 
Received  this  day  of  ,  18    ,  an  appli- 

cation for  the  registration  of  trade  mark 

in  the  name  of 

Comptroller. 


e. 

Form  of  Authorisation  of  Agent. 

PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883—1888. 

Form  of  Authorisation. 
Sir, 

I  heg  to  inform  you  that  I  have  appointed  (a)  (a)  Here  insert 

of  to  act  as  my  agent  for  the  registration  of  (6)    ^1  ^fl^J)^ 

(6)  If  the  au- 

I  am,  thority  is  to  be 

Q*  limited    to  one 

Oir,  application,  in- 

Yoiir  obedient  servant,  fS^.  *' ^',  ,^ 

'  Trade  Mark    or 

y  V  as  the  case  may 

(01  be  "sent  here- 

'  with." 

(c)  To  be 

To  the  Comptroller,  ^^^}Z  ^^ 

The  pLu  Office,  ^^'^'' 

25,  Southampton  BuUdinga. 
London,  W.C. 


II  2 
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» 


g 


f4 


o 


00 


If  mark  used  prior  to 

13th  August,  1875, 

how  long  used. 

Date  of 

application 

reoeiyed. 

Name,  address,  and 
calling  of  applicant. 

s 

o 

a 
o 

a* 

B 

3 
JZ5 

■ 

•S«' 

te^ 


s 


o 

3 

i 


S4 

H 


O 

5a 


4a" 


64 


Ja5 


5<3 

U2 

OS 

d 
.3 


FOBKS  AND  PBB0EDENT8. 


.485 


e. 


Form  of  Notification  of  Registration. 

PATENT  OFFICE,  TRADE  MARKS  BRANOH. 

London,  ,  18    • 

Notification  of  Eegistration, 

Sib, 

I  beg  to  inform  you,  pursuant  to  Rule  35  of  the  Trade 

Marks    Rules,    that    the    trade    mark    No.  , 

advertised  in  the  "  Trade  Marks  Journal,''  No.  ,  has 
been  registered  in  your  name  for  the  following  goods  in 
Class             ,  viz. : — 

The  registration  dates  from  the            day  of  , 

lo 

I  am, 
Your  obedient  servant, 
H.  Reader  Lack. 
Comptroller-General.. 


REPRESENTATION  OF  TRADE   MARK  AS  ADVERTISED. 
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/. 

Form  or  Notification  of  Registration  of  Subsxquient 

Pbopristob. 

PATENT  OFFICE :   TRADE  MARKS  BRANCH, 

London  18     . 

SlB> 

I  have  to  infonn  you  that,  in  pursuaiioe  of  your  application 
receiTod  at  this  office  on  the  ,18    ,  yoor 

ha  been  entered  on  the  register  as  proprietor  of  the  trade 

mark 

I  am, 

Your  obedient  servant, 
H.  Reader  Lack. 
Comptroller. 


9- 
FiBfft  Notice  under  §  79. 


PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACfTS, 

1883—1888. 


Noiic$  h^ort  rmnowd  of  Trade  Mark  Jrom  Ae 

under  §  79. 

Sir, 

I,  Henrt  Reader  Lack,  ComptroUer-Qeneral  of  Patents, 
Designs,  and  Trade  Marks,  hereby  give  yon  notice  that,  in 
conformity  with  the  provisions  of  §  79  of  the  above  Acts 
(printed  at  back  hereoQ,  your  trade  mark  No.  , 

registered  in  Class  ,  will  be  removed  from  the  Trade 

Marks  Register  unless  the  prescribed  fee  of  £1  (payable  by 
Form  X)  be  received  at  this  office  before  the  day  of 

18    • 

A  stamped  Form  X,  for  payment  of  the  fee,  may  be 
obtained  as  directed  at  the  back  of  this  Notice. 

Dated  this  day  of  18    . 


To 


Patent  Office,  Trade  Marks  Branch, 
25,  SotUhampton  BtMldinge, 
London,  W.C. 


FOBMS  AKD  PBSOEDSKTS.  487 


A. 

Sboond  Notice  ukdbb  §  79. 

PATENTS,  DESIGNS,   AND    TRADE   MARKS    ACTS, 

1883—1888. 

Second  NonoB. 

Notios  he/ore  removal  of  Trade  Mark  from  the  Reffieter, 

under  §  79. 

Sib, 

I,  Henby  Readeb  Lack,  Comptroller-General  of  Patents 
Designs,  and  Trade  Marks,  hereby  give  jovl  notice  that,  in 
conformity  with  the  provisions  of  §  79  of  the  above  Acts 
(printed  at  back  hereof),  your  trade  mark  No.  , 

registered  in  Class  ,  will  be  removed  from  the  Trade 

Marks  Register  unless  the  prescribed  fee  of  £1  (payable  by 
Form  X)  be  received  at  this  office  before  the  day 

of  18      . 

If  the  above  fee  be  not  paid  before  the  date  above  named, 
the  trade  mark  will,  after  the  end  of  three  months  from  such 
date,  be  removed  from  the  Trade  Marks  Register,  unless  an 
addUional  fee  of  10«.  (payable  by  Form  Y)  be  remitted. 

Stamped  forms  for  payment  of  renewal  fees  may  be  obtained 
as  directed  at  the  back  of  this  notice. 

Dated  this  day  of  ,  18    . 

To 
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%, 

FOBM  OF  CSBTIFIGATB  OF  REGISTRATION  OF  ORIGINAL  PROPRIETOR 

FOR  Use  in  Legal  Proceedingr,  or  in  Applying  for 
Registration  in  Foreign  Countries. 

PATENTS,  DESIGNS,   AND    TRADE    MARKS   ACTS, 

1883—1888. 

CerUficaU  of  Eegistratian. 

In  the  matter  of  legal  proceeding 
^  [or,  in  the  matter  of  an  application 

^'  to  register  the  trade  mark  No. 

of  ^.  ^.,  in  I^nce,] 
I,  Henrt  Reader  Lack,  Comptroller-General  of  Patents, 
Designs,  and  Trade  Marks,  hereby  certify  that  A,B.of 

,  is  entered  on  the  Register  of  Trade  Marks  as  proprietor 
of  the  trade  mark  No.  in  Class  in  respect 

of  ,  for  the  registration  of  which  mark  applica- 

tion was  made  on  the  day  of  18      . 

The  user  claimed  for  the  said  trade  mark  is  [(me  year  before 
i.^S^T^.  *^  13«A  day  o/AuguH,  1876]  (a). 

uniew  this  waa      A  representation  of  the  said  trade  mark  is  shown  hereunder 
5S^,  m"*^  {or.  is  annexed  hereto]. 

representation  of  trade  mark. 


Witness  my  hand  and  seal  this 
18      . 


Patent  Office^  Trade  Marks  Branchy 
25,  Southa/mpton  BuUdings, 
London, 


day  of 
ComptroUer-General. 


FORMS  AND   PRECEDENTS. 
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FoBx    OF    Certificate    of    Eeoistration    of    Subseqttent 
Proprietor    for   Use   in   Legal  Proceedings,  or   in 

APPLYING   FOR  KeGISTRATION  IN  FoREIGN   COUNTRIES. 

PATENTS,   DESIGNS,   AND    TRADE    MARKS    ACTS, 

1883—1888. 

Certificate  of  Regittraiicm, 

In  the  matter  of  legal  proceedings 
•^  [or,  in  the  matter  of  an  application 

to  register  the  trade  mark  No. 
of  A,  B,  d;  Co.,  in  France], 
I,  Henry  Reader  Xack,  Comptroller-General  of  Patents, 
Dadgns,  and  Trade  Marks,  hereby  certify  that  under  date 
the  day  of  18       ,  A.  B,  d;  Co.  of 

,  are  entered  on  the  Register  of  Trade  Marks  as  proprietors 
of  the  trade  mark  No.  in  Class  in  respect 

of  ,  in  succession  to  ^.  ^.  of  ,  in 

whose  name  the  said  trade  mark  was  registered  in  the  same 
class,  and  in  respect  of  the  same  goods  under  date  the 
day  of  18 

The  user  claimed  for  the  said  trade  mark  is  [one  year  before 
^  I3th  day  of  August,  1875]  (a).  .  (a)Nomration 

A  representation  of  the  said  trade  mark  is  shown  hereunder  unieu  ^hu^as 
{or,  is  annexed  hereto].  p"*^*"  *^  ^^^^^^^ 

REPRESENTATION  OF  TRADE  MARK. 


Witness  my  hand  and  seal  this 
18       . 


day  of 


Patent  Office,  Trade  Marks  Brandt, 
25,  Southampton  Buildings, 
London, 


Comptroller-General. 
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Form  of  General  Certificate. 

PATENTS,   DESIGNS,   AND    TRADE    MARKS    ACTS, 

1883—1888. 


Ommnd  CertifioaU. 


No. 


In  the  matter  of 


I,  Henrt  Reader  Lack,  OomptroUer-General  of  Fatents, 
Designs,  and  Trade  Marks,  hereby  oertifj  that 


rspresemtation  of  trade  mark. 


Witness  my  hand  and  seal  this 
18      . 


dajof 


PcUmt  Office^  Trade  Marks  Branchy 
26,  SotUhamptan  Buildings, 
London, 


ComptroUer-GeQenL 


TOBMS  AND   FBBGEDENT8. 


491 


m. 
Form  of  Certificate  of  Befusal  to  Begister. 

PATENTS,  DESIGNS,   AND    TRADE    MARKS    ACTS, 

1883—1888. 

CeHifioaU  tmder  §  77. 

No. 

I,  HsNRT  Reader  Lack,  Comptroller-General  of  Patents^ 
Deedgns,  and  Trade  Marks,  hereby  certify  that  on  the 
day  of  18      ,  of 


applied  to  register  the  mark,  of  which  a  representation  is 
below,  in  daas  in  respect  of 


stating  that  the  same  had  been  in  use  as  a  trade  mark  before 
the  13th  day  of  August,  1875;  and  I  also  certify  that  it  is 
a  mark  incapable  of  being  registered  under  "The  Patents, 
Designs,  and  Trade  Marks  Acts,  1883—1888." 

representation  of  trade  mark. 


Witness  my  hand  and  seal  this  day  of 
18      . 


Patent  Ojffioe,  Trade  Marks  Branchy 
25,  Southampton  BuildingSy 
London, 


Comptroller-General. 


7 
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PART  II. 

POHMS  FOR  USE  IN  REGISTRATION  PROCEEDmoa 

1.  Qbounds  of  Opposition  (a). 

(i.)  The  alleged  trade  mark  to  which  the  above-xnentioiied 
application  relates  is  not  a  registrable  trade  mark 
within  §  64  of  the  Patents,  Designs,  and  Trade  Marks 
Acts,  1883-8. 

(ii.)  The  alleged  [as  in  (L)  to — ^relates]  does  not  consist  of  or 
contain  any  essential  particular  as  defined  by  §  64  of 
the  Patents,  Designs,  and  Trade  Marks  Acts,  1883-8, 
or  any  special  and  distinctive  word,  or  words,  letter, 
figure,  or  combination  of  letters  or  figures,  or  of 
letters  and  figures  used  as  a  trade  mark  before  the 
13th  August,  1875. 

(iii.)  It  is  not  the  fact,  as  alleged  by  the  applicant  in  his 
application,  that  he  has  used  the  trade  mark  No. 
for  years.     The  said   trade  mark  has  in 

fact  been  used  exclusively  for  years  past 

by  the  opponent,  who  is  now  applying  to  register  the 
same.  If  there  has  been  any  user  by  the  applicant, 
the  same  has  been  clandestine  and  unknown  to  the 
opponent. 

(iv.)  It  is  not  the  fact  as  alleged  [as  in  (iii.)  to— yeais]. 
The  applicant  has  never  used  the  said  alleged  trade 
mark  otherwise  than  as  a  mere  descriptive  term, 
and  he  is  not  now  entitled  to  register  it  as  his  old 
trade  mark. 

(y.)  The  goods  in  respect  of  which  the  above-mentioDed 
applicant  is  seeking  to  register  the  alleged  trade 
mark  No.  are  not  goods  comprised  in  (Sass 

of  the  classes  under  the  Patents,  Designs,  and  Trade 
Marks  Acts,  1883-8. 

(vi.)  The  alleged  [as  in  (i.)  to — relates]  is  a  mere  word  in 
ordinary  use  in  the  English  language  descriptive  of 
quality,  and  the  applicant  is  not  entitled  to  acquire 
an  exclusive  right  therein  by  registration. 

(a)  See  Form  J,  p.  470,  rupritf  for  to  be  varied  and  combined  as  may  be 
the  formal  parts  of  the  notice  of  op-  necessary,  orthey  maTSuggestoihers 
position.    These  forms  are  intended       more  suitable  to  particular  csaes. 
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(vii.)  The  alleged  [as  in  (i.)  to — relates]  is  not  distinctive  of 
the  above-named  applicant's  goods,  but  is  merely 
descriptive  of  the  character  and  quality  of  the  goods 
to  which  it  is  applied, 
(viii.)  The  alleged  fas  in  (L)  to— relates]  is  not  a  mark  dis- 
tinctive of  the  above-named  applicant's  goods,  but 
has  for  many  years  past  been  in  common  use  in 
the  trade,  and  is  generally  understood  by 

the  trade  and  the  public  to  denote  a  particular 
quality  [or  pattern]  of  goods  [and  was  for  that 
reason  placed  by  the  Manchester  Committee  of  Experts 
in  their  second  class  or  B.  list],  and  no  person  is 
entitled  to  acquire  an  exclusive  right  therein  by 
registration. 

(ix.)  The  alleged  [as  in  (i.)  to — ^relates]  consists  of  a  name 
which  has  throughout  the  continuance  of  an  expired 
patent  been  applied  by  the  applicant  as  patentee,  and 
by  the  trade  and  the  public,  to  articles  manufactured 
in  accordance  with  the  said  patent.  Upon  the  ex- 
piration of  the  said  patent  the  trade  became  entitled 
to  manufacture  in  accordance  with  the  said  patent, 
and  to  describe  articles  so  manufactured  by  the 
name  which  was  generally  understood  to  be  descrip- 
tive of  them,  and  the  applicant  is  not  now  entitled 
to  exclude  the  trade  from  the  use  of  the  said  name. 

(x.)  The  alleged  [as  in  (i.)  to — relates]  is  identical  with  the 
opponent's  trade  mark  No.  registered  with 

respect  to  the  same  goods  or  description  of  goods  as 
those  for  which  the  applicant  is  now  applying  to 
register  the  same.  If  the  applicant  is  allowed  to 
register  or  use  the  said  alleged  trade  mark,  the 
trade  and  the  public  will  be  deceived  and  the 
opponent  injured. 

(xi.)  The  alleged  [as  in  (i.)  to — relates]  has  such  a  re- 
semblance to  the  opponent's  [as  in.(x.)  to — register 
the  same]  as  to  be  calculated  to  deceive.  An  action 
is  now  pending  in  the  Chancery  Division  of  the 
High  Court  of  Justice  in  which  the  opponent  is 
seeking  to  restrain  the  appHcant  from  using  the 
said  alleged  trade  mark. 

(xiL)  The  alleged  [as  in  (i.)  to — relatos]  has  such  a  resemblance 
to  the  opponent's  Sheffield  mark  No.  ,  registered  in 
the  Sheffield  register  with  respect  to  the  same  goods 
or  description  of  goods  as  thoso  for  which  the  appli- 
cant is  now  appl3ring  to  register  the  said  alleged 
trade  mark,  as  to  be  calculated  to  deceive. 
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(ziii.)  The  trade  mark  [as  in  (i.)  to— reiatee]  is  the  trade 
mark  of  the  opponent,  and  has  been  used  by  him  in 
his  business  for  years  last  past,  and  an  applica- 

tion hj  the  opponent  for  the  registration  of  the  same 
is  now  pending.  The  applicant  is  a  discharged 
servant  of  the  opponent,  in  fraud  of  whose  rights 
the  present  application  is  made. 

(ziv.)  Tbe  trade  mark  [as  in  (i.)  to — relates]  was 

months  since  adopted  by  the  opponent  and  used 
upon  his  [describe  the  goods],  and  the  applicant  was 
employed  by  the  opponent  to  obtain,  the  registration 
of  the  same  on  his  behalf,  and  he  is  not  now  entitled 
to  obtain  the  registration  of  the  same  in  his  own 
name, 
(xv.)  The  trade  mark  [as  in  (i.)  to — ^relates]  has  for  many 
years  past  been  the  exclusive  property  in  [France]  of 
the  opponent,  and  it  has  for  the  same  period  been 
exclusively  used  in  the  United  Kingdom  upon  goods 
of  the  opponent  imported  into  this  country.  [The 
opponent  has  not  hitherto  registered  the  said  trade 
inark  in  the  United  Kingdom  from  ignorance  of  the 
requirements  of  British  law,  but  he  is  now  about  to 
apply  for  the  registration  of  the  sama] 

(xvi.)  The  alleged  [as  in  (i.)  to — relates]  contains  several 
material  misstatements  with  respect  to  the  nature 
and  composition  of  the  article  to  which  it  is  applied 
by  the  applicant,  and  the  said  alleged  trade  mark  is 
therefore  calculated  to  deceive,  and  ought  not  to  be 
registered. 

(xvii.)  Hie  alleged  [as  in  (i.)  to — ^relates]  contains  a  statement 
contrary  to  the  fact,  that  the  goods  to  which  it  is 
applied  by  the  applicant  are  patented,  and  the 
said  alleged  trade  mark  ought  not  therefore  to  be 
registered. 

(xviii.)  By  articles  of  partnership,  dated  ,  under 

which  the  opponent  and  the  applicant  carried  on  busi- 
ness until  recently  in  partnership,  it  was  agreed  that 
on  the  dissolution  of  the  partnership  the  goodwill  of 
the  partnership  business  and  the  trade  marks  used 
therein  (of  which  the  trade  mark  [as  in  (L)  to—re- 
lates] was  one)  should  belong  solely  to  the  opponeDt. 
The  said  partnership  is  now  dissolved,  and  the  appli- 
cant is  not  entitled  to  use  or  register  the  said  trade 
mark. 

(zix.)  By  articles  [as  in  (xviii)  to — dissolution  of  thepartne^ 
ship]  neither  of  the  partners  should  in  any  businesB 


t; 
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carried  on  by  him  ase  the  name  or  trade  marks  used 
hj  the  said  partnership.  The  trade  mark  [as  in  (i.) 
to — ^relates]  is  one  of  the  trade  marks  which  were 
used  hy  the  said  partnership,  and  since  the  dissolution 
of  the  said  partnership  the  applicant  is  not  entitled 
to  use  or  register  the  said  trade  mark. 

(zz.)  The  word  which  forms  part  of  the  alleged 

[as  in  (i.)  to^relates]  is  a  word  in  common  use  in 
the  trade,  and  the  applicant  is  therefore  not  entitled 
to  acquire  any  exclusive  right  in  the  said  word  by 
registration,  or  to  obtain  registration  of  the  said 
alleged  trade  mark,  except  and  unless  he  first  dis- 
claims any  right  to  the  exclusive  use  of  the  said  word. 

(zzL)  The  device  of  a  ['^lion"!  is  in  common  use  in  the 

trade,  ana  the  applicant  is  therefore 
not  entitled  to  obtain  registration  of  the  words 
" Lion  Brand"  ]  as  part  of  his  alleged  trade  mark 
To.  ,  except  and  unless  he  first  diBclaimB  any 

right  to  the  exclusive  use  of  the  said  words. 

(zziL)  Goods  of  my  manufacture  [or,  merchandise]  of  the 
same  description  as  the  goods  for  which  the  applicant 
i&now  applying  to  register  his  alleged  trade  mark, 
are  constantly  ordered  and  sold  as  [  "  lion  "  ]  goods, 
and  if  the  applicant  m  allowed  to  obtain  registration 
of  the  device  of  a  [lion]  as  [or  as  part  of]  his  trade 
mark,  it  will  cause  nis  goods  to  be  passed  off  as  and 
for  my  goods. 

(zziu.)  The  alleged  [as  in  (i.)  to — ^relates]  has  such  a  resemblance 
to  the  opponent's  registered  trade  mark  Ko.  as  to 
be  calculated  to  deceive.  The  class  of  goods  for  the 
whole  of  which  the  above-mentioned  applicant  is  now 
applpng  to  register  the  said  trade  mark  includes  the 
goods  in  respect  of  which  the  opponent's  said  trade 
mark  is  registered,  and  the  applicant  is  therefore  not 
entitled  to  obtain  registration  of  the  said  alleged  trade 
mark  except  and  unless  the  goods  in  respect  of  which 
registration  is  granted  to  him  are  so  liiiiited  and  defined 
as  not  to  include  the  goods  or  description  of  goods  for 
which  the  opponent's  said  trade  mark  is  registered  as 
aforesaid. 
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2.  Grounds  op  Counteb-statemeht  (a). 

(i.)  The  trade  mark  to  which  the  above-mentioned  applica- 
tion relates  has  been  exclusively  used  for  years 
last  past  by  the  applicant,  and  is  a  good,  valid,  and 
registrable  trade  mark. 

(ii.)  The  trade  mark  [as  in  (i.)  to — relates]  consists  of  [or 
contains]  an  essential  particular  as  defined  by  §  64  of 
the  Patents,  Designs,  and  Trade  Marks  Acts,  1883-8, 
viz.,  [a  distinctive  device,  mark,  or  label],  and  is 
thereiore  registrable  as  a  new  trade  mark. 

(iii.)  The  trade  mark  [as  in  (i.)  to — relates]  consists  of  a 
special  and  distinctive  word  used  by  the  applicant  as 
a  trade  mark  before  the  13th  day  of  August,  1875, 
and  is  therefore  a  good  and  valid  trade  mark  and  is 
registrable  as  an  old  mark. 

(iv.)  I  have  publicly  used  the  trade  mark  [as  in  (i.)  to — 
relates]  in  the  United  Kingdom  for  years,  as 

alleged  in  my  above-mentioned  application.  Such  user 
has  not  been  clandestine,  but  has  been  generally  known 
to  the  trade  in  ;  and  if  it  has  not  been  known 

to  the  opponent,  that  must  have  been  either  because 
he  was  not  engaged  in  such  trade,  or  else  because  he 
conducted  his  business  negligently. 

(v.)  The  goods  in  rei^pect  of  which  I  am  applying  to  register 
my  above-mentioned  trade  mark  No.  are  goods 

comprised  in  Glass  of  the  classes  under  the 

Patents,  Designs,  and  Trade  Marks  Acts,  1883-8, 
[as  appears  from  the  Guide  to  the  Classification 
issued  at  the  Patent  Office]. 

(vi.)  My  above-mentioned  trade  mark  is  not  a  mere  word  in 
ordinary  use  in  the  English  language  descriptive  of 
quality,  but  is  a  special  and  distinctive  word  by 
which  my  goods  are  generally  recognised  by  the  trade 
and  the  public,  and  I  am  entitled  to  register  the 
same. 

(vii.)  My  above-mentioned  trade  mark  is  not  merely  descriptive 
of  the  character  and  quality  of  the  goods  to  which  it  is 
applied,  but  it  was  first  adopted  and  has  since  been 
exclusively  used  by  myself  for  the  purpose  of  distin- 
guishing goods  of  my  manufacture  [or  merchandise], 
and  it  is  generally  recognised  as  being  distinctive  of 
such  goods, 
(viii.)  It  is  not  the  fact  that  my  above-mentioned  trade  mark 
has  for  many  years  past,  or  at  all,  been  in  common  use 

(o)  See  Form  a,  p.  482,  suprd,  for  the  formal  parts  of  the  counter- 
statement. 
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in  the  trade.     In  instances  I  have  obtained 

injunctions  to  restrain  infringements  thereof,  and  if 
there  has  been  any  user  by  persons  not  so  restrained 
it  has  been  without  my  knowledge,  or  I  should  have 
taken  proceedings  against  them, 
(ix.)  It  is  not  the  fact  that  my  above-mentioned  trade  mark 
is  generally  understood  by  the  trade  or  the  public  to 
denote  a  particular  quality  of  goods ;  on  the  contrary, 
it  IB  generally  understood  to  denote  goods  of  my  manu- 
facture [or  merchandise],  and  the  trade  and  the  public 
would  be  deceived  and  I  should  be  injured  if  any 
other  manufacturer  were  to  use  it. 
(x.)  My  above-mentioned  trade  mark  was  placed  by  the 
Manchester  Committee  of  Experts  in  their  2nd  class, 
or  B.  list,  in  consequence  of  a  misapprehension  as  to 
the  principles  by  which  their  action  was  to  be  governed, 
and  the  said  mark  was  wrongfully  so  placed,  and 
ought  to  be  admitted  to  registration, 
(xi.)  It  is  not  the  fact  that  I,  or  the  trade,  or  the  public,  have 
used  or  understood  my  above-mentioned  trade  mark  as 
describing  articles  made  in  accordance  with  my  expired 
patent.  On  the  contrary,  I  adopted  it  before  the 
grant  to  me  of  the  said  patent,  and  it  has  always 
been  used  and  understood  as  distinguishing  goods  of 
my  make,  and  not  goods  of  any  particular  pattern. 

(xiL)  My  above-mentioned  trade  mark  is  not  identical  with 
the  opponent's  registered  mark  [or  Sheffield  mark], 
nor  has  it  such  resemblance  to  the  same  as  to  be 
calculated  to  deceive. 

(xiiL)  The  goods  with  respect  to  which  the  opponent's  trade 
mark  [or  Sheffield  mark]  is  registered  are  not  the 
same  goods  nor  goods  of  the  same  description  as  the 
goods  with  respect  to  which  I  am  applying  for  regis- 
tration of  my  above-mentioned  trade  mark. 

(xiv.)  The  opponent's  trade  mark  No.  is  not  a  good  or 

valid  trade  mark,  but  was  registered  by  mistake  and 
wrongfully,  and  I  am  now  applying  for  the  rectifica- 
tion of  the  register  by  the  removal  therefrom  of  the 
said  mark. 

(xv.)  Whether  the  trade  mark  which  I  am  now  applying  to 
register  is  or  is  not  the  property  of  the  opponent  in 
a  foreign  country,  as  to  which  I  have  no  knowledge, 
the  said  trade  mark  has  not  up  to  the  present  time 
been  known  in  the  United  I^ngdom  in  connection 
with  [describe  the  goods] ,  but  the  same  is  a  new  mark 
adopted  for  the  first  time  by  myself  months  since. 

K  K 
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(xvi.)  The  statements  contained  in  my  above-mentioned 
trade  mark  are  true,  and  my  said  trade  mark  is  not 
calculated  to  deceive.  If  any  of  sack  statements 
are  exaggerated,  such  exaggerations  are  trifling  and 
immaterial  and  not  calculated  to  deceive. 

(zvii.)  The  mention  of  a  patent  contained  in  my  above- 
mentioned  trade  mark  is  not  sack  as  to  lead  to  the 
belief  that  the  patent  there  mentioned  is  an  ezistang 
patent,  and  my  said  trade  mark  is  not  calculated  to 
deceive. 

(zviii.)  The  articles  of  partnership  mentioned  in  the  notioe  of 
opposition  provided  that  the  goodwill  and  trade  marks 
of  the  partnership  business  should  belong  to  the  oppo- 
nent only  in  the  event  of  the  partnership  bemg 
dissolved  by  effluxion  of  time.  The  said  partnership 
was  dissolved  at  an  earlier  date  by  common  consent, 
and  the  provisions  of  the  said  articles  were  varied 
in  such  manner  that  the  goodwill  and  trade  marks 
devolved  upon  the  opponent  and  myself  equally. 

(xiz.)  The  trade  mark  to  which  my  above-mentioned  application 
relates  was  used  by  me  in  my  business  concurrently 
with  the  opponent  before  the  13th  day  of  August, 
1875,  and  is  an  old  trade  mark^  and  was  not  used 
by  any  other  person  in  the  same  trade,  and  I  am 
therefore  entitled  to  registration  notwithstanding  the 
opponent's  registration, 
(zx.)  The  opponent  uses  his  trade  mark  No.  only  by 

stamping  it  on  his  goods.  I  only  use  mine  by  placing 
it  on  the  wrappers  in  which  the  goods  are  placed; 
and  the  concurrent  use  of  the  two  trade  marks  in 
such  different  ways  is  not  calculated  to  deceive.  I 
have  used  my  trade  mark  for  years,  and  am  willing 
to  undertake  to.  use  it  in  the  future  only  as  I  have 
hitherto  used  it. 

(xxi.)  The  opponent  uses  his  trade  mark  No.  only  on 

goods  exported  by  him  to  [the  Colonies  and  the 
United  States].  I  only  use  mine  in  [the  United 
Elingdom] ;  and  the  concurrent  user  of  the  two  trade 
marks  in  such  different  parts  of  the  world  cazmnot 
deoeiva     I  am  willing  [as  in  (xx.)]. 

(zxii.)  The  word  ,  which  forms  part  of  my  above- 

mentioned  trade  mark  No.  ,  and  also  of  the 

opponent's  registered  mark  No.  ,  is  a  mere  word 

of  description,  and  is  not  an  essential  particular  of 
the  opponent's  said  registered  mark,  nor  has  he  any 
exclusive  rights  therein  by  reason  of  his  registratiaD. 
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3.  Form  op  Statutory  Drolaration  in  Support  op 
Application  or  Opposition. 

PateatBy  Designs,  and  Trade  Marks  Acts,  1883-8. 

Trade  Marks. 

In  the  matter  of  an  application 
by  ,  for  the  registra- 

tion of  a  trade  mark  No.  , 
and 

In  the  matter  of  the  opposition 
thereto,  Na     ,  by 

I  of  ,  a  member  of  the  firm 

of  ,  the  above-named  applicants  [or  opponents], 

do  hereby  solemnly  and  sincerely  declare  as  follows : — 

1. 

2. 

3. 

And  I  make  this  solemn  declaration  oonsdentionsly  be- 
lieving the  same  to  be  trae,  and  by  virtue  of  the  provisions 
of  the  Statutory  Declarations  Act,  1835. 

Signed 
Declared  at 
this  day  of 

before  me,  (a). 


4.  Form  op  Case  on  Appeal  to  the  Board  op  Trade. 

[Heading  as  in  Form  3,  but  omitting  the  reference  to  the 
opposition,  if  the  appeal  is  from  the  comptroller's  spontaneous 
refusal.] 

Case  on  Appeal  to  the  Board  of  Trade  (6). 

1.  [Set  out  the  material  facts  of  the  case  in  numbered 

2.  paragraphs. 
3. 

4. 

The  appellants  submit  that,  under  the  circumstances  herein- 
before stated,  the  decision  of  the  comptroller  should  be 
reversed,  and  the  appellants'  trade  mark  No.  above 

{a)  See  Rule  61.  {h)  To  accompany  Fonn  H. 

EE2 
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mentioned  should  be  admitted  to  registration  [or  as  the  case 
may  be]  on  the  following  grounds : — 

1.  Because,  &c. 

2.  Because,  &c. 

[The  matters  with  which  this  appeal  is  concerned  are  of 
great  importance  to  the  appellants,  and  the  appellants  are 
desirous  that  the  same  may  be  referred  to  the  decision  of  the 
Court,  under  §  62  [or  69]  of  the  above-mentioned  Acts.] 

Signed 


5.  Special  Case. 


In  the  High  Court  of  Justice,  18      .     B.    New    . 

Chancery  Division. 
Mr.  Justice 

Between  [A.B.],  Plaintiff; 

and 
[C.DX  Defendant 
Special  case  stated  for  the  opinion  of  the  nigh  Court  of 
Justice,  pursuant  to  the  Patents,  Designs,  and  ^Krade  Marks 
Acts,  1883-8,  and  the  Rules  made  thereunder. 

1.  [The  facts  necessary  to  enable  the  Court  to  determine 

2.  the  rights  of  the  parties  must  be  stated  concisely  in 

3.  numbered  paragraphs.] 
4. 

The  questions  submitted  for  the  opinion  of  the  Court  are : 

1.  Whether  the  plaintiff  ^.^.,  or  the  defendant 

CD,,  or  either  of  them,  is  entitled  to  have 
his  name  entered  in  the  register  of  trade 
marks  kept  under  the  authority  of  the 
above-mentioned  Acts  as  the  proprietor  of 
the  said  trade  mark,  or  whether  both  of 
them  are  so  entitled. 

2.  By  whom  the  costs  of  this  special  case  should 

be  paid. 

E,  F.,  SoKcitor  for  Plaintiff. 
G.  H.y  Solicitor  for  Defendant. 
Nott, — This  special  case  is  filed  by  E,  F.  of  ,  Solicitor 

for  the  above-named  Plaintiff. 
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6.    SUMHONS   FOR  LeAYE  TO   REGISTER. 

In  the  High  Court  of  Justice, 
Chanoeiy  Division. 
Mr.  Justice 

In  the  matter  of  an  application  hjA.B.  for 
the  registration  of  a  trade  mark  No.  , 

and 
In  the  matter  of  the  opposition  thereto, 
No.  of  (7.  D., 

and 
In  the  matter  of  the  Patents,  Designs,  and 
Trade  Marks  Acts,  1883-8. 

Let  all  parties  concerned  attend  at  the  chambers  of  Mr. 
Justice  ,  at  the  Eoyal  Courts  of  Justice,  on 

,  the  day  of  ,  18        at 

o'clock  in  the  noon,  upon  the  application  of  the  above- 

named  A.  B.,  that  the  Comptroller-General  of  Patents,  Designs, 
and  Trade  Marks  may  be  directed  to  proceed  with  the  above- 
mentioned  application  of  the  said  A.  B,  [notwithstanding  the 
above-mentioned  opposition  thereto  of  C.  2).]  or  [notwithstand- 
ing the  registration  of  C.  D.^a  trade  mark  No.  ],  or 
[notwithstanding  the  registration  of  C.  D'a  trade  mark  No. 
in  the  Sheffield  register  J. 

Dated  the  day  of  18    . 

(Seal) 

This  summons  was  taken  out  hj  E,F  ,ol  ,  Solicitor 

for  the  above-named  A.  B, 

To  the  Comptroller-General  of  Patents,  Designs, 
and  Trade  Marks,  or  where  there  ia  an 
opposition^  To  the  above-named  C.  D, 

ThefoHovoing  note  to  be  added  to  the  original  aummanaj  and 
tohen  the  time  ia  altered  by  indoraement  the  indoraement  to  be 
re/erred  to  aa  below. 

^Vbte.— If  you  do  not  attend  either  personally  or  by  your 
solicitor  at  the  time  and  place  above  mentioned  [or^  at 
the  place  above  mentioned  at  the  time  mentioned  in  the 
indorsement  hereon]  such  order  will  be  made  and  pro- 
ceedings taken  as  the  judge  may  think  jast  and  expedient. 
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7.  Nonoi  OP  MonoN  for  Leave  to  Regibtes. 

[Heading  as  in  No.  6.] 

Take  notice  that  the  Court  will  be  moved  before  the  Hon. 
Mr.  Jufitioe  on  the        day  of  18    , 

or  80  soon  thereafter  as  counsel  can  be  heard,  by  Mr.  , 

of  counsel  on  behalf  of  the  above-named  A,  B,,  that  you  [or 
that  the  ComptroUer-Qeneral  of  Patents,  Designs,  and  Trade 
Marks]  may  be  directed  to  proceed  [as  in  No.  6]. 

•  Dated  the  day  of  ,  18     . 

(Signed)    E.  F.  of  ,  SoHcitor 

for  the  above-named  A,  B, 

m 

To  the  Ck)mptroller-Qeneral  of  Patents,  Designs, 
and  Trade  Marks,  ar^  if  there  is  an  opposition^ 
To  Mr.  C.  D. 


8.  NonoE  OP  Motion  fob  Leave  to  Add  to,        Altes,  a 

Registered  Tbade  Mark. 

In  the  High  Court  of  Justice, 
Chancery  Division. 
Mr.  Justice 

In  the  matter  of  the  registered  trade  mark 
No.  of  A,  B, 

and 
In  the  matter  of  the  Patents,  Designs,  and 
Trade  Marks  Acts  1883-8. 
Take  notice  [as  in  No.  7  to— that]  leave  may  be  given  to 
add  to  the  above-mentioned  trade  noiark  in  the  register  of 
trade  marks  [the  words  '*  ,"  or^  as  the  case  may 

be],  or^  that  leave  may  be  given  to  alter  the  registration  of  the 
above-mentioned  trade  mark  in  the  following  respects,  that  is 
to  say  by  [diminishing  the  size  of  the  words  and 

altering  the  address  from  to  ,  or,  as 

the  case  may  be]. 

[Dated  and  signed  as  in  No.  7.] 

To  the  Comptroller-General  of  Patents, 
Designs,  and  Trade  Marks. 


9.  Notice  op  Motion  pob  the  Bsgtificationopthe  Ebqisteb. 

[Heading  as  in  No.  8.] 

Take  notice  [as  in  No.  7  to— behalf  of]  G.  D.  of  » 

that  the  register  of  trade  marks  kept  under  the  authority  of 
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the  above-mentioned  Acts  may  be  rectified  [by  removing  there- 
from the  above-mentioned  trade  mark  No.  ],  or  [by 
adding  to  the  registration  of  the  above-mentioned  trade  mark 
No.  a  note  disclaiming  any  exclusive  right  in  the 
above-named  A,  B,\k^  the  use  of  the  word  1,  or 
[by  adding,  &c.,  dbc.,  a  note  stating  that  the  above-named  A,  B, 
IS  only  entitled  to  use  the  same  in  respect  of  goods  intended 
for  export  to  ],  or  [by  adding,  dbc.,  &Cj  entitled 
to  use  the  same  by  placing  it  upon  the  wrappers  in  which  the 
goods  are  sold,  and  not  by  placing  it  upon  the  goods  them- 
selves], or  [by  limiting  the  registration  of  the  above-mentioned 
trade  mark  No.  to  (describe  the  goods),  and  not 
allowing  it  to  remain  in  respect  of  all  the  goods  in  class  ], 
or  that  such  further  or  other  order  may  be  made  for  the 
rectification  of  the  said  register  as  to  the  Court  shall  seem 
just 

[Dated  and  signed  as  in  No.  7.] 

To  Mr.  A.  B,  and  the  Oomptroller-Qeneral  of 
Patents,  Designs,  and  Trade  Marks. 
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PART  III. 

FORMS  FOR  USE  IN  ACTIONS  FOR 
INFRINGEMENT  (a). 

1.  Writ  of  Summons,  with  Iiombsememt. 

In  the  High  Court  of  Justioe.,  18    .    B,    No.    . 

Chancery  Divifiion. 
Mr.  Justioe 

Between  A,  B.,  Plaintiff, 

and 
C,  D,y  Defendant. 

Victoria,  by  the  Grace  of  God,  &c. 

To  C.  2>.,  of  ,  in  the  county  of 

We  command  you  that  within  eight  days  after  the  service 
of  this  writ  on  you,  inclusive  of  the  day  of  such  service,  you 
do  cause  an  appearance  to  be  entered  for  you  in  an  action  at 
the  sidt  oi  A.  B,  ]  and  take  notice  that  in  default  of  your  so 
doing  the  plaintiff  may  proceed  therein,  and  judgment  may  be 
given  in  your  absence. 

Witness,  Hardinge  Stanley  Baron   Halsbury,  Lord  High 
Chancellor  of  Great  Britain,  the        day  of  ,  in  the 

year  of  our  Lord  one  thousand  eight  hundred  and 

Memorandu/m  to  he  subscribed  on  the  writ 

N.B. — ^This  writ  is  to  be  served  within  twelve  calendar 
months  from  the  date  thereof,  or,  if  renewed,  within  six 
calendar  months  from  the  date  of  the  last  renewal, 
including  the  day  of  such  date,  and  not  afterwards. 

The  defendant  [or  defendants]  may  appear  hereto  by  entering 
an  appearance  \or  appearancesT  either  personally  or  by 
solicitor  at  the  Central  Office,  Koyal  Courts  of  Justioe, 
London. 

(a)  See  Schedules  to  Rulee  of  Supreme  Court 
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Indorsement  to  he  made  on  the  writ  before  iaatie  thereof. 

The  plaintiff's  claim  is  for  an  injunction  to  restrain  the 
defendant  from  [see  forms  of  Injunction  in  Part  IV.  of 
this  Appendix],  and  for  an  account  or  damages ; 
or  The  plaintiff's  claim  is  for  damages  for  wrongf uUj  using 
^or  imitating]  the  plaintiff^s  trade  mark,  and  for  an 
m junction  to  restrain,  &c. 
This  writ   was  issued  by  the  said  plaintiff,  who  resides 

at  ; 

or,  This  writ  was  issued  by  E.  F.  of  ,  whose 

address  for  service  is  ,  solicitor  for  Uie  said 

plaintiff,  who  resides  at  ; 

CTy  This  writ  was  issued  by  G.  II.  of  ,  whose 

address  for  service  is  ,  agent  for  E.  F,  of 

,  solicitor  for  the  said  plaintiff,  who  resides 
at  [mention  the  dty,  town,  or  parish^  and 

also  the  [name  of  the  street  and  number  of  the  house  of  the 
plaintiff^s  residence,  if  any."] 

IndorsemerU  to  be  made  on  the  writ  after  service  thereof. 

This  writ  was  served  by  me  at  on  the  defendant 

on  the  day  of  , 

18     . 

Indorsed  the  day  of  18     . 

(Signed) 

(Address) 


2.  Notice  op  Motion  fob  Injunction. 

[Heading  as  in  Ko.  1.] 

Take  notice  that  the  Court  will  be  moved  before  the  Hon. 
Mr.  Justice  on  the  day  of 

18     ,  or  so  soon  thereafter  as  counsel  can  be 
heard,  by  [Mr.  of]  counsel  for  the  above-named 

plaintiff,  that  an  injunction  may  be  granted  to  restrain  the 
defendant,  ko.,  until  judgment  in  this  action  or  further  order, 
from  [see  Fart  17.  of  this  Appendix]  [and  take  also  notice  that 
special  leave  to  serve  you  with  this  [short]  notice  for  the  day 
aforesaid  [with  the  writ  of  summons]  has  been  obtained  from 
the  said  Mr.  Justice  ]. 

Dated  the  day  of  18     . 

(Signed)  ^.  J^.  of 
Solicitor  for  the  above-named  Plaintiff. 
To  the  Defendant  C.  D. 
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3.  Statement  of  Claim. 


[Heading  as  in  No.  1,  inserting  above  the  title  of  the  action-- 
'*  Writ  issued  the  day  of  ,  18     ." 

Statement  of  Claim  (a). 

1.  The  defendant  has  infringed  the  plaintiff's  trade  mark. 

2.  The  trade  mark  is  [describe  it], 

{If  the  plaintiff  is  not  the  original  proprietor        the  trade 
mark,  show  shortly  how  his  title  is  derived,) 

3.  The  following  are  the  acts  complained  of,  viz. : — 

{Set  them  ouU) 

The  plaintiff  claims  an  injunction  to  restrain  the  defend- 
ant, his  servants  and  agents,   from  infringing  the 
f)laintiff*s  said  trade  mark,  and  in  particular  from 
see  forms  of  Ir^unction  in  Part  IV.  of  this  Appendix]. 
The  plaintiff  also  claims  an  account  or  damages. 

(Signed) 

(Delivered) 

(a)  The  above  is  the  form  appended  to  the  Rules  of  Courts  1883,  but  it 
IB  thought  that  fuller  particulan  will  usually  be  required.  Forms  3  (L), 
3  (IL),  and  8  (iii)  are  therefore  suggested. 


3  (i.).  [Heading  as  above.] 
Statement  of  Claim. 


1.  The  plaintiff  is  the  registered  proprietor  of  a  trade  mark 
[consisting  of  1  (a),  which  was  advertised  in  the 
"  Trade  Marks  Journal "  of  the  day  of  , 
18  ,  and  is  registered  for  in  Class  [the  date  of 
such  registration  being  the            day  of                »  18     ]  (6). 

2.  The  defendant  has  infringed  the  plaintiff^s  said  trade  mark 
in  manner  following ;  that  is  to  say  [he  has  ]. 

[3.  The  plaintiff  has  applied  to  the  defendant  to  desist  from 
his  wrongful  acts  aforesaid,  hut  he  has  refused  {or  neglected) 
so  to  do]  (c). 

4.  The  defendant  has  made  considerahle  profits  by  selling 
goods  not  being  the  plaintiff's  goods  under  the  trade  mark  of 
which  the  plaintiff  complains  [or  in  manner  aforesaid]. 

5.  The  plaintiff  has  sustained  considerable  damage  from  the 
defendant's  wrongful  acts  aforesaid. 

The  plaintiff  claims — 

1.  An  injunction  [as  above]. 
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2.  ^n  account  of  profits  or  damages  and  delivery  up  to 

him  of  all  goods  in  the  possession  or  power  of  the 
defendant  having  thereon  the  trade  mark  of  which 
complaint  is  herehy  made  in  order  that  such  trade 
mark  may  be  obliterated  therefrom,  and  also  delivery 
up  to  him  for  the  purpose  of  destruction  of  all 
copies  in  the  possession  or  power  of  the  defendant 
of  the  said  trade  mark  and  of  all  blocks,  dies,  or 
other  apparatus  in  the  like  possession  or  power 
adapted  for  the  production  of  the  said  trade  mark. 

3.  CoBta. 

(a)  The  trade  mark  need  not  be  deeciibed  unless  the  nature  of  the 
infringement  renders  it  necessary. 

(6)  The  date  of  registration  may  be  omitted,  if  not  more  than  five  years 
before  writ  issued. 

(c)  Though  previous  application  is  not  necessary,  if  it  has  been  made,  it 
ihoukL  be  mentioned. 


3  (ii.).  [Heading  as  above.] 
Statement  of  Claim. 


1.  [As  in  3  (i.),  omitting  the  description  of  the  plaintifiTs 
trade  mark]. 

2.  The  said  trade  mark  consists  of  [or  contains]  the  device 
of  a  [lion],  and  the  plaintiff's  goods  bearing  such  trade  mark 
are  extensively  known  in  the  [Indian]  markets  as  [  *'  lion  *^  ] 
goodsi  and  are  frequently  ordered  and  invoiced  under  that 
name. 

3.  No  other  goods  of  the  same  kind  are  or  ever  have  been 
known  in  the  [Indian]  markets  as  ["  lion  "]  goods. 

4.  The  defendant  is  using  on  goods  intended  for  export  to  the 
[Indian]  markets  a  trade  mark  [or  label,  or  wrapper]  on  which 
ne  places  the  device  of  a  [lion],  and  such  user  is  calculated  to 
deceive  by  inducing  purchasers  to  buy  the  defendant's  goods  in 
the  belief  that  they  are  buying  those  of  the  plaintiff. 

5.  [As  in  3  (L),  par.  4]. 

6.  [As  in  3  (i.),  par.  5]. 

The  plaintiff  claims  [as  in  3  (I).     For  form  of  injunc- 
tion, see  that  in  Orr-Etving  i  Co. 
ohnston  <k  Co.,  Part  IV.,  No. 
4,  infri]. 
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3.  (iii.)«  [Heading  as  above.] 

Statement  of  Claim  (a). 

1  •  The  plaintiff  has  for  years  last  past  and  upwards  ofitered 
for  sale  and  sold  [a  preparation  for  the  himian  hair]  of  his 
manufacture  under  the  title  of  [Robinson's  Hair  Stimulant], 
and  previously  to  the  defendant  commencing  his  wrongful  acts 
hereinafter  stated  no  other  person  except  the  plaintiff  offered 
for  sale  or  sold  under  that  title  any  similar  preparation. 

2.  The  plaintiff  offers  for  sale  and  sells  and  always  has  offered 
for  sale  and  sold  [his  said  preparation]  in  bottles  of  a  peculiar 
and  distinctive  shape  packed  in  cases  wnich  are  also  of  a  peculiar 
and  distinctive  shape ;  and  previously  to  the  defendant  com- 
mencing his  wrongful  acts  hereinafter  stated  no  other  person 
except  the  plaintiff  used  for  the  purposes  of  trade  in  any 
[preparation  for  the  human  hair]  bottles  or  cases  similar  in 
shape  to  the  plaintiff's  bottles  and  cases. 

3.  The  plaintiff  has  recently  ascertained  as  the  fact  is  that 
the  defendant  for  the  purpose  of  passing  off  his  goods  as  and  for 
the  plaintiffs  goods  is  offering  for  sale  and  selling  [a  prepara- 
tionj  not  of  the  plaintiff*s  manufacture  under  the  title  of 
[Bobinson's  Hair  Stimulant],  and  in  bottles  similar  in  shape  to 
the  plaintiffs  bottles  and  packed  in  cases  similar  in  shape  to  the 
plaintiffs  cases,  whereby  divers  persons  have  been  induced  to 
purchase  the  defendant's  [preparation]  as  and  for  the  goods  of 
the  plaintiff  [or  and  such  acts  are  calculated  to  induce,  &cJ], 

4.  The  defendant  has  made  considerable  profits  by  selling 
his  goods  as  and  for  the  goods  of  the  plaintiff. 

5.  [As  in  3  (i.),  par.  5.] 

The  plaintiff  claims — 

1.  An  injunction  to  restrain  the  defendant,  his  servants 

and  agents,  from  passing  or  attempting  to  pass  off 
the  defendant's  goods  as  or  for  the  plaintifi^s  goods, 
and  in  particular  from  offering  for  sale  or  selling 
any  [preparation  for  the  human  hair]  not  of  the 
plaintiff's  manufacture  by  means  of  the  use  of  the 
title  [Eobinson's  Hair  Stimulant],  and  by  means 
of  the  use  of  bottles  similar  in  shape  to  the  plain- 
tiff's bottles,  and  by  means  of  the  use  of  cases 
similar  in  shape  to  the  plaintiffs  cases,  or  by  any 
of  such  means  [or  as  may  be]. 

2.  An  account  of  profits  or  damages. 

3.  Costs. 

(a)   This  is  intended  for  a  ca^e    in    which  no  trade  mtA  has  baen 
registered. 
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4.  Defence. 

[Heading  as  in  No.  1.] 

Defence  (a). 

The  defendant  says  that : — 

1.  The  trade  mark  is  not  the  plaintiff's. 

2.  The  alleged  trade  mark  is  not  a  trade  mark. 

3.  The  defendant  did  not  infringe. 

(Signed) 

(Delivered) 

(a)  The  above  Ib  the  form  appended  to  the  Rules  oi  Courts  1883,  but  a 
fuller  form  varying  with  the  nature  of  the  defence  will  generally  be 
required. 


5.   Reply. 
[Heading  as  in  No.  1.] 

Reply. 

The  plaintiff  as  to  the  defence  says  that : — 

1. 

2. 

(Signed) 

(Delivered) 


6.  Summons    to    Stay    Proceedings    by    Consent,    the 
Defendant  submitting  to  an  Injunction. 

[Heading  as  in  No.  1.] 

Let  all  parties  concerned  attend  at  the  chambers  of  Mr. 
Justice  at  the  Royal  Courts  of  Justice  on 

the  day  of  ,  18     ,  at         o'clock 

in  the  noon,  on  the  hearing  of  an  application  on  the  part 

of  the  above-named  defendant  that  the  defendant  submitting  to 
a  perpetual  injunction  restraining  [see  forms  of  Injunction  in 
Fart  IV.  of  this  Appendix,  in/rd]  and  submitting  to  pay  the 
plaintiff  £  in  respect  of  [damages  and]  bis  taxed  costs 

of  this  action,  all  further  proceedings  in  this  action  may  be 
stayed,  or  that  such  further  or  other  order  may  be  made  as  to 
the  judge  shall  seem  just. 

Dated  the  day  of  ,  18     . 

This  summons  was  taken  out  by  G.  H,  of  ,  Solicitor 

for  the  above-named  Defendant. 

To  the  above-named  PlaintifT. 
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PART  IV, 

PRECEDENTS  OP  INJUNCTIONS,  Ac. 

1.  Croft  v.  Day,  7  Beav.  84 — 90. 

Label  on  Blacking  Bottles — Trade  Cards-^Injttnction. 

Injunction  to  restrain  the  defendant,  his  servants,  &c.,  "  from  aeUmg, 
or  exposing  for  sale,  or  procuring  to  be  sold,  any  composition  or  black- 
ing described  as,  or  purporting  to  be,  blacking  manufactured  by  Day 
and  Martin,  in  bottles  having  affixed  thereto  such  labels  as  in  the 
complainant's  bill  mentioned,  or  any  other  labels  so  contrived 
or  expressed  as,  by  colourable  imitation  or  otherwise,  to  represent 
the  composition  or  blacking  sold  by  the  defendant  to  be  the  same 
as  the  composition  or  blacking  manufactured  and  sold  by  John  Weston 
(the  manager),  for  the  benefit  of  the  estate  of  Charles  Day,  the 
testator ;  and  from  using  trade  cards  so  contrived  or  expressed  as  to 
represent  that  any  composition  or  blacking  sold  or  proposed  to  be 
sold  by  the  defendant  is  the  same  as  the  composition  or  blackin|^ 
manufactured  or  sold  by  John  Weston  "  (a). 


2.  Seixo  v.  Pkoyezbnde,  L.  R.  1  Ch.  192 — 194. 

Brand  on  Casks  of  Wine — Injunction, 

Injunction  to  restrain  the  defendants,  &c.,  *'  from  affixing  or  causing 
to  be  affixed  to  any  casks  of  wine  shipped  to  their  orders  the  brand  or 
marks  of  a  crown  and  the  word  Seixo,  or  any  other  combination  of 
marks  or  words  so  contrived  as,  by  colourable  imitation  or  otherwise,  to 
represent  the  marks  or  brands  of  the  plaintiff,  and  from  employing  any 
marks  or  words  which  shall  be  so  contrived  as  to  represent,  or  induce 
the  belief,  that  such  wines  are  Crown  Seixo,  or  the  produce  of  the 
Quinta  do  Seixo,  or  otherwise  using  the  word  Seixo  without  clearly  dis- 
tinguishing the  same  from  the  wine  produced  by  the  Quinta  do  Seixo  "  (5). 


3.  Stepheks  v.  Peel,  16  L.  T.  N.  S.  145, 

Lahds  on  Bottles  of  Ink — Injunction, 

Injunction  restraining  the  defendant,  &c.,  "  from  selling,  or  exposing, 
or  advertising  for  sale,  or  procuring  to  be  sold,  any  ink  or  writing  fluid 

(a)  Lord  Langdale,  M.  R.  (h)  Wood,  V.-C. 
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in  lx>ttles  bearing  thereon  such  labels  as  after  mentioned,  and  from  using 
any  labels^  or  stamps,  or  advertisements  so  contrived  or  expressed  as  by 
oolourable  imitation  or  otherwise  to  represent  or  lead  to  the  belief  that 
the  ink  sold  by  the  defendant  is  the  ink  or  writing  fluid  manufactured 
by  the  plaintiffs,  and  sold  by  them  under  the  name  of  '  Stephens'  Blue 
Black  WritiBgHvdd  •"(«). 


4.  Obb-Ewino  &  Co.  V.  Johnston  &  Co.,  7  App.  Gas.  219r~23d. 

"TiDO  Elephant "  Tarn — If^unetian* 

Injunction  restraining  the  defendants,  &c.,  "  from  aflizing  or  causing 
to  be  affixed  to  any  Turkey  red  yam  not  dyed  by  the  plaintififs  the  ticket 
marked  *  B,'  and  fi'om  using  two  elephants  on  any  ticket  used  on  Turkey 
red  yam,  without  clearly  distinguishing  such  ticket  from  the  plaintiffs' 
ticket  mentioned  in  the  pleadings,  being  the  exhibit  marked  '  A  '  referred 
to  in  the  depositions,  or  so  as  to  represent  or  induce  the  belief  that  any 
of  the  said  yam  was  dyed  by  the  plaintiffs  "  (b). 


5.  Bead  Bsothebs  v.  Kichardbon  &  Co.,  45  L.  T.  N.  S.  54 — 60. 

**  Dog's  Head  "  Beer  for  Exportation — Undertaking — Ir^tmction  to  the 

Hearing — Costa. 

*'  The  plaintiffs  by  their  counsel  undertaking  to  abide  by  any  order 
this  Court  may  make  as  to  damages  in  case  this  Court  shall  hereafter  be 
of  opinion  that  the  defendants  have  sustained  any  by  reason  of  this 
order  which  the  plaintiffs  ought  to  pay,  this  Court  doth  order  that  the 
defendants,  <fea,  be  restrained  from  using  the  figure  of  a  dog's  head  upon 
any  labels,  tickets,  or  wrappers,  affixed  or  applied  to  bottles  of  beer  or 
stout  sold  for  exportation  or  exported  by  the  defendants  to  any  of  the 
Australian  Colonies  or  New  Zealand,  and  from  selling  for  exportation 
or  exporting  to  any  of  the  said  colonies  any  bottles  of  beer  or  stout 
having  affixed  or  applied  thereto  any  such  label,  ticket,  or  wrapper, 
until  judgment  in  this  action  or  further  order ;  and  it  is  ordered  that 
the  plaintiffs'  costs  of  this  motion  be  their  costs  in  the  action  "  (c). 


6.  Bboadhubst  v.  Bablow,  L.  J.  N.  of  C,  1872,  p.  183. 

Stamps  on  Shirtings— Injunction. 

Injunction  restraining  the  defendants,  &c.,  "  from  stamping,  impress- 
ing, or  affixing,  or  causing  to  be  stamped,  impressed,  or  affixed  on  or  to 

(a)  Wood,  V.-C.  (6)  House  of  Lords.  (0)  Court  of  Appeal. 
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any  Spanifih  shirtings  or  pieces  of  white  calico  manofactared  or  sold  hy 
them,  any  mark  consisting  of  words  in  the  Turkish,  Armenian,  and 
Greek  languages,  meaning  'exactly  12  yards,'  and  placed  between  a 
figure  or  crest  and  the  words  *  Spamsh  Shirtings '  enclosed  in  a  scroll  in 
the  same  manner  as  those  are  respectively  placed  in  the  plaintiff^s  trade 
mark,  or  in  any  manner  only  colourably  differing  theiefrom  "  (a). 


7.  WoTHBBSPOOK  V.  CuRRiE,  L.  R.  5  H.  L.  508 — 523. 

"  Glenfidd  JStarch'^^Injunction. 

Injunction  restraining  the  respondent,  &c.,  ''from  using  the  word 
'  Glenfield '  in  or  upon  any  labels  affixed  to  packets  of  starch  manu- 
factured by  or  for  him,  and  from  in  any  other  way  representing  the 
starch  manufactured  by  or  for  him  to  be  '  Glenfield  Starch,'  and  from 
selling  or  causing  the  same  to  be  sold  as  '  Glenfield  Starch,'  and  from 
doing  any  act  or  thing  to  induce  the  belief  that  starch  manufactured 
by  or  for  him,  the  respondent,  is  '  Glenfield  Starch,'  or  starch  manu- 
factured by  the  appellant "  (b). 


8.  FoBD  V.  FosTEB,  L.  R.  7  Ch.  611—634. 

"  Eureka  "  Shirta — Injunction, 

Injunction  restraining  the  defendants,  <^.,  "  from  applying  th  mark 
or  title  '  Eureka '  to  any  shirts  manufactured  by  them,  or  to  any  shirts 
sold  by  them,  imless  manufactured  by  the  plaintiffs,  and  from  selling 
any  shirts  already  marked  with  the  mark  and  title  '  Eureka,'  unless  such 
mark  or  title  has  been  appHed  with  the  sanction  of  the  plaintiffs ;  and 
from  issuing  any  boxes  or  packages  on  which  the  mark  or  title  of 
*  Eureka '  shall  be  appUed  to  shirts  not  of  the  plaintiff's  manufacture ; 
and  from  affixing  or  using  any  label,  or  card,  or  other  mark  containin 
the  word  *  Eureka '  to  or  upon  any  shirts  not  of  the  plaintiffs'  manu- 
facture "  (c). 


9.  Apollinabis  Co.  v.  Norrish,  33  L.  T.  N.  S.  242. 

"  ApoUinaris  Wetter  " — Injunction. 

Injunction  restraining  the  defendants,  &c,,  ''  from  selling,  <&c.,  any 
mineral  or  other  waters,  not  being  the  genuine  Apollinaris  Water,  under 
the  name  of  'Apollinaris  Water,'  or  *  London  Apollinaris  Water,'  or 

(a)  Wickens,  V.-C*  (6)  House  of  Lords.  (c)  James,  L.  J. 
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under  any  other  name  of  wliich  the  word  '  Apollinaris '  bo  forms  part 
as  to  be  calculated  to  deceive  the  public  "  (a). 


10.  Cabuncho  V,  Stephenson,  25  Sol.  J.  929. 


(( 


La  IfUimidad  ^  Ciga/ra — Ir^unction^ 


Injunction  restraining  the  defendant,  &c., ''  from  selling  or  causing 
or  allowing  to  be  sold,  and  from  in  any  manner  representing,  or  causing 
or  procuring  to  be  represented,  any  cigars  manufactured,  sold,  or  dealt 
in  by  the  defendant  as  '  La  Intimidad' cigars,  or  as  cigars  manufactured, 
imported,  or  sold  by  the  plaintiffs  or  either  of  them;  and  also  from 
affixing,  or  procuring  or  causing  or  allowing  to  be  a£Bxed,  to  any  boxes 
of  cigars  manufactured,  or  bought,  or  procured,  or  sold,  or  attempted  to 
be  sold  by  the  defendant^  or  otherwise  using,  or  employing,  or  permitting 
to  be  used  or  employed,  any  labels,  wrappers,  brands,  or  marks  used  by 
the  plaintiff  or  either  of  them,  or  so  contrived  or  prepared  as  to  represent 
or  lead  to  the  belief  that  the  cigars  manufactured  or  sold  by  the  defendant 
are  cigars  manufactured  or  sold  by  the  plaintiffs  or  either  of  them, 
and  from  using  the  words  '  La  Intimidad '  on  any  cigars,  or  boxes  or 
wrappers  containing  cigars,  so  as  to  induce  the  belief  that  such  cigars 
are  manufactured  or  imported  by  the  plaintifib  or  either  of  them,  pending 
the  trial  of  this  action  "  (b). 


11.  Edelbten  v.  Edelsten,  1  De  G.  J.  &  S.  185 — 189. 

^^  Anchor  Brand  Wire  " — Prayer  o/BiU — Injunction — Account — 

Delivery  up. 

Prayer  of  Bill :  ''that  an  account  may  be  taken  of  the  gains  and  profits 
made  and  obtained  by  the  defendants  by  the  sale  of  wire  having  tallies  or 
labels  attached  thereto  with  the  plaintifTs  trademark,  or  a  trade  mark  in 
imitation  of,  or  only  colourably  differing  from  that  of  the  plaintiff,  stamped 
or  impressed  thereon ;  and  that  the  defendants  may  be  ordered  to  pay  to 
the  plaintiff  the  amount  of  such  gains  and  profits.  That  the  defendants 
may  be  restrained  by  injunction  from  attaching  to  wire,  not  the  manu- 
facture of  the  plaintiff,  any  tally  or  label  with  the  plaintiff's  trade  mark, 


(a)  Bacon,  V.-C.  And  see  also  forms 
of  injtmctioxis  in  ApoUiimris  Co.  v.  Ed' 
warda^  Seton,  4th  ed.  287  ;  MiUington  y. 
Pox,  8  My.  &  Cr.  838  ;  and  Pemberton, 
4th  ed.  490  ;  EdeUUn  ▼.  Vieh,  11  Hare, 
78  ;  GUUns  Co.  v.  Walker,  7  W.  R.  222, 
and  Seton,  4th  ed.  285  ;  Harria<m  v. 
laylor,  11  Jur.  N.  S.  408,  and  Pember- 


ton, 4th  ed.  490  ;  BraJuun  v.  Btutard,  I 
H.  A^  M.  447  ;  Mc Andrew  v.  Basaettf  4 
De  G.  J.  &  S.  380,  and  Pemberton,  3rd 
ed.  289  ;  MicHe  y.  Emery,  Seton,  4th 
ed.  284  ;  Siegert  v.  Findlaier,  7  Ch.  D. 
801—814  ;  McLean  v.  Fleming,  96  U.  S. 
Rep.  245  ;  18  U.  S.  Pat  Gaz.  918,  914. 
(b)  Caye,  J. 
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or  any  mark  in  imitadon  thereof,  or  only  ooloarably  differing  there£rom, 
stamped  or  impressed  thereon,  and  from  otherwise  using  the  plaintiff's 
trade  mark,  or  any  mark  in  imitation  thereof,  so  as  to  denote  or  represent 
that  the  said  wire  is  the^  Anchor  Brand  Wire,'  or  is  the  mannfactore 
of  the  pUintiff ;  and  from  selling,  or  offering  for  sale,  or  proconng  to  be 
sold,  any  wire  not  being  of  the  plaintiff's  manufacture,  having  a  tally  or 
label  attached  thereto  with  the  plaintiff's  trade  mai*k,  or  a  mark  in  imita- 
tion thereof,  or  only  oolourably  differing  therefrom,  stamped  or  impressed 
thereon,  or  otherwise  in  any  manner  having  the  said  trade  mark,  or 
a  mark  in  imitation  thereof,  or  only  oolourably  differing  therefrom, 
attached  thereto.  That  the  defendants  may  deliver  up  to  be  cancelled  all 
tallies,  labels,  and  papers  in  their  possession,  or  in  the  possession  of  their 
servants  or  agents,  having  the  said  trade  mark  so  in  colourable  imitation 
of  the  plaint^'s  as  hereinbefore  mentioned ;  and  also  all  tallies,  labelfi^ 
and  papers  in  their  possession,  or  in  the  possession  of  their  servants  or 
agents,  having  the  plaintiff's  trade  mark,  or  any  mark  in  imitation 
thereof,  or  only  oolourably  differing  therefrom,  stamped  or  impressed 
thereon,  and  also  all  dies  for  stamping  or  impressing  the  same;  and  that 
the  defendants  may  pay  all  the  ooets  of  the  suit "  (a). 


12.  GuiNKBBS  V.  XJllmsb,  10  L.  T.  (Old  Series),  127. 

Er^graving  Blocka/or  FrinUng  Forged  Lahds — Injunction, 

Injunction  restraining  the  defendant,  &c., ''  from  cutting,  engraving, 
casting,  or  making,  and  from  dausing  to  be  cut,  engraved,  cast,  or  made, 
and  also  from  using  or  permitting  to  be  used,  and  from  selling  or  other- 
wise disposing  of  or  parting  with  any  blocks  or  plates  adapted  for 
printing  labels  or  sheets  of  labels  in  imitation  of  the  label  furnished  by 
Sparkes  Moline  to  and  used  by  the  agents  appointed  by  him  for  sale  of 
the  plaintiffs'  stout,  as  in  the  plaintiffs'  bill  mentioned,  or  any  of  them, 
or  differing  only  oolourably  therefrom.  And  also  from  selling  or  other- 
wise disposing  of,  and  from  delivering  over  or  parting  with  any  of  such 
blocks  or  plates  as  are  now  in  their  possession,  custody,  or  power,  to  any 
person  other  than  the  plaintiffs  or  such  person  as  they  sh^  appoint  to 
receive  the  same  "  (6). 


(a)  Wood,  V.-C,  made  a  deoree  in  the 
terms  of  the  prayer  of  the  bill.  See  1 
De  a.  J.  k  S.  196;  Lord  Weatbury,  C, 
affirmed  the  decree.  Ab  to  the  account, 
see  also  FotUr  t.  Mtgevcmd,  Pemberton, 
4th  ed.  492  ;  and  the  full  decree  in  Ihrd 
y.  J^ftUr,  Seton,  4th  ed.  286.  As  to 
order  restraining  exportation  of  goods 
with  forged  trade  marks,  see  ffendenon 


v.  JorUj  Seton,  4th  ed.  286.  As  to  ordflr 
reetraining  the  bringing  into  the  mai^et 
of  imported  goods  with  forged  trade 
marks,  see  Upnuann  y.  BIkanf  L.  B. 
12  Eq.  140  ;  7  Ch.  IZO ;  Jiivero  y.  Norm, 
Seton,  4th  ed.  286  ;  Dd  VaSe  y.  Jfofcr, 
t*.;  JlioetY,  Pickering,  6  Ch.  D.  770-l;8 
i5.872. 
(()  Shadwell,  Y.-C.  of  Eng. 
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13.  Fabika  V.  SiLVBiUiOOK,  1  K.  &  J.  609. 

Printing  Forged  Labeh — Injunction. 

• 

Injanction  restraimng  the  defendant,  dto.,  ''  from  printing  or  selling, 
or  exposing  for  sale,  or  procuring  to  be  printed  or  sold,  any  labels  similar 
to  those  in  use  by  tiie  plaintiff,  as  in  the  bill  in  this  cause  mentioned,  or 
containing  copies  of  the  signature,  or  address,  or  flourish,  seal,  or  stamp, 
or  other  marks  invented  and  used  by  the  plaintiff  as  therein  mentioned, 
or  any  signature,  address,  flourish,  seal,  stamp,  or  other  mark  merely 
colourably  differing  therefrom,  or  any  other  papers  or  labels  so  printed  or 
contrived  as,  by*  colourable  imitation  or  otherwise,  to  represent  or  lead 
to  the  belief  that  Eau  de  Cologne  prepared  by  other  parties  was  Eau  de 
Cologne  prepared  by  the  plaintiff"  (a). 


14.  Leveb  17.  OooDwiH,  4  p.  E.  503. 

Order — Action  Diamined  as  to  Trade  Mark — Ir^tmetion  as  to  get-up 

of  Goods — Account — Costs. 

Order  '*  that  this  action  so  far  as  the  same  claims  protection  in  respect 
of  the  Trade  Mark  No.  ,  stand  dismissed  out  of  court.  Order  that 
the  defendants  Goodwin  Bros.,  their  agents  and  servants,  be  restrained 
from  selling,  offering  for  sale,  or  disposing  of  any  soap  not  being  manu- 
factured for  or  by  the  plaintiffs  in  the  wrapper  or  of  the  form  of  any 
one  of  the  three  exhibits  admitted  in  this  action  to  have  been  issued  by 
the  defendants,  and  marked  A,  B,  and  0,  or  in  any  wrapper  or  in  any 
form  calculated  or  intended  to  pass  off,  or  to  enable  others  to  pass  off, 
such  soap  as  or  for  the  goods  of  the  plaintiff.  Order  that  the  following 
aocoimt  be  taken :  that  is  to  say,  an  account  of  the  profits  made  by  the 
defendants  in  selling  or  disposing  of  soap  made  by  or  for  the  defendants 
in  any  wrapper  su(£  as  that  contained  in  the  exhibits  marked  A,  B, 
and  0,  and  in  the  form  of  those  exhibits.  Order  that  the  defendants 
Croodwin  Bros,  do,  within  fourteen  days  after  the  date  of  the  chief 
clerk's  certificate  to  be  made  pursuant  to  this  order,  pay  to  the  plaintifls 
Lever  &  Co.  the  amount  which  upon  taking  such  account  shall  be 
certified  to  be  payable  by  the  defendants  to  the  plaintiffs.  Order  that 
it  be  referred  to  the  taxing  master  to  tax  the  costs  of  the  plaintiffs  of 
this  action  up  to  and  including  the  trial,  except  so  far  as  the  same  have 
been  incurred  by  their  daim  for  protection  in  respect  of  the  trade  mark 
aforesaid.  Order  that  it  be  referred  to  the  taxing  master  to  tcbx  the 
costs  of  the  defendants  of  this  action  so  far  as  the  same  have  been 
incurred  by  the  plaintiffs  setting  up  the  said  claim  for  protection  in 
respect  of  the  said  trade  mark,  and  the  costs  of  the  plaintiff  when  so 

(a)  Wood,  V.-C. 
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taxed  are  to  be  set  off  against  the  said  costs  of  the  defendants  when 
taxed,  and  the  taxing  master  is  to  certify  to  whom,  after  soch  set-oflr, 
the  baknoe  is  due.  Order  that  the  party  from  whom  such  balance  shall 
be  certified  to  be  due  do  pay  the  amount  thereof  to  the  other  party.  And 
the  question  of  the  costs  of  this  action  incurred  subsequent  to  the  trial 
are  reserved,  and  either  of  the  parties  are  to  be  at  Hbertj  to  apply  as 
they  may  be  advised  '*  (a). 


15.  OLEicBin!  V.  Maddtck,  1  Gifil  98—101. 

NoffM  of  NevDtpaper — Ir^uncHan, 

Injunction  restraining  the  defendants,  &c.,  ''from  printing,  publishing, 
or  continuing  to  print  or  pubHsh,  any  newspaper  or  other  periodical  paper 
with  or  under  the  name  or  style  of  '  The  Penny  Bell's  Life  and  Sporting 
News,'  or  with  or  under  any  name  or  style  of  which  the  name,  style,  or 
words  of  *  Bell's  Life '  shall  form  a  part,  or  in  any  way  occur  [therein] ; 
and  from  using  the  said  name,  style,  or  title  of  '  BelFs  Life '  by  way  of 
name,  style,  or  title  to  any  newspaper  or  periodical  without  the  licence 
or  consent  of  the  plaintiff"  (b). 


16.  iNGBiJf  V.  Stiff,  5  Jur.  N.  S.  947. 

Na/iM  of  Newspapet — Ir^uring  PlainUff^a  Paper — If^uncUon. 

Injunction  restraining  the  defendant,  &c., "  from  pzinting,  publishing^ 
or  selling  any  newspaper  or  other  periodical  under  the  name  of  '  The 
Daily  London  Journal,'  or  under  any  other  name  or  style  of  which  the 
words '  London  Journal '  form  part,  and  from  doing  or  committing  any 
act  or  default  which  may  tend  to  lessen  or  diminish  the  sale  or  circulation 
of  the  plaintiff's  periodical,  called  '  The  London  Journal ' "  (c). 


17.  Walter  v.  Head,  25  Sol.  J.  757. 

N'ame  of  Newspaper — Injtmctton. 

Injunction  restraining  the  defendant,  &c., "  from  planting  or  pubUshing 
any  newspaper  or  other  publication  in  the  form  of  a  newspaper  with  or 
under  the  name  or  title  of  *  The  Times,'  and  from  doing  any  other  act 

(a)  Ghitty,  J.,  affirmed  by  C.  A.  Orifiths,  Pemberton,  4th  ed.  489 ;  Mad 

lb)  Stuart  V.-C.     And  see  Edmonds      v.  Petter,  41  L.  J.  Ch.  782. 
V.  Benhowt  Seton,  3rd  cd.  905  ;   Corns  v.  (c)  Wood,  V.-C. 
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in  invasion  or  infringexnent  of  the  plaintiff's  right  or  interest  in  the 
name  or  title  of  *  The  Times  * "  (a). 


18.  PaowETT  V.  Mortimer,  2  Jiir.  N.  S.  414, 

Home  of  Newspaper — SolicUmg  Cvstomere — Injunction, 

Injunction  restraining  the  defendant,  &c.,  ^*  from  printing,  or  publish- 
ing, or  exposing  for  sale,  or  prociuing  to  be  printed  or  sold,  the  newspaper 
publication  called  'The  True  Britannia,'  or  any  other  newspaper  or  publi- 
cation, as  a  continuation  of  the  plaintiff's  newspaper  *  The  Britannia,'  in 
the  bill  mentioned,  and  from  soliciting  custom  in  the  name  of  the 
plaintiff's  trade  and  business  as  for  '  The  Britannia '  newspaper  "  (5). 


19.  Hogg  v.  Kirby,  8  Yes.  215—226. 

Publication  of  a  Magaaine  as  a  Continuation  of  Plaintiff  *8  Magazine — 

Injunction. 

Injunction  restraining  the  defendant,  &c,, "  from  publishing  or  expos- 
ing for  sale  any  copy  or  copies  of  the  defendant's  said  work,  and  from 
printing,  publishing,  or  exposing  for  sale,  any  other  work  or  publication 
as  or  babig  a  continuation  of  the  plaintiff's  work,  or  of  the  defendant's 
work  which  has  been  so  published  as  such  continuation  as  aforesaid;  and 
from  printing  all  or  any  part  or  parts  of  the  plaintiff^s  said  work ; "  and 
Ordered  "  that  the  injunction  shall  be  continued  as  to  any  letters,  dxx, 
admitted  by  the  Answer  to  have  been  received  from  correspondents  by 
the  defendant,  while  publishing  for  the  plaintiff"  (c). 


20.  AiNswoRTH  V.  Bentley,  14  W.  B.  630. 

Publication  of  Magazine  ^n  Breach  of  Contract — Order — Inju/nction. 

Ordered,  "  That  the  defendant,  <fec.,  be  restrained  from  carrying  on, 
^.,  the  said  '  Temple  Bar  Magazine,'  but  the  order  to  be  without  pre- 
judice to  the  publication  of  the  said  magazine  until  the  hearing  of  the 
cause,  so  as  the  name  of  Bentley  do  not  appear  either  in  the  title-page, 
or  in  any  other  part  of  the  said  publication,  or  in  any  advertisement  of 
the  said  publication,  and  this  order  to  be  without  prejudice  to  the  right 
(if  any)  of  the  plaintiff  to  damages  or  profits  in  respect  of  any  publication 
of  the  work"  (5). 

(a)  Court  of  AppeaL      (6)  Stuart,  V.-C.      (c)  Lord  Eldon,  C.      (d)  Wood,  V.-C. 
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21.  Fbincb  Albert  v.  Steakgs,  2  De  O.  &  Sm.  652 — 717. 

Ekhvnga  Impropeidy  Obtained  and  PubUshed — CoUaloffUM  Improperly 
Published — Decree — Delivery  up — Ir^tmcHan, 

Decree,  by  which — "  Declared  that  the  phumtiff  is  entitled  to  have 
delivered  to  him  the  impi^eesions  (by  the  AuBwer  of  defendant  J. 
admitted  to  be  in  hia  possession)  of  such  of  the  several  etchings  In  the 
pleadings  mentioned  as  in  the  catalogue  and  in  the  pleadings  are 
stated  to  have  been  etched  by  the  plaintiff;  that  is  to  say  (description 
by  reference  to  Nos.  in  the  catalogue) ;  Ordered,  that  J.  shall,  within 
four  days  after  the  service  of  the  decree,  deliver  up  the  impressions 
above  specified  on  oath,  and  leave  them  with  the  Clerk  of  Becords 
and  Writs  at  the  Record  Office.  Ordered,  that  the  defendant  S.  shall, 
within  four  days  after  the  service  of  the  decree,  deliver  to  the  Clerk  of 
Becords  and  Writs,  at  the  said  Office,  the  twenty-five  copies  of  the 
catalogue,  being  the  same  as  are  mentioned  in  the  decree  in  the  other 
suit  of  even  date.  Similar  directions  as  to  six  copies  of  the  catalogue 
admitted  by  J.  to  be  in  his  possession.  Ordered,  that  the  Clerk  of 
Becords  and  Writs  shall  destroy  those  copies  of  the  catalogue,  giving 
notice  to  the  solicitors  of  the  several  parties  of  the  time  and  place 
at  which  he  intends  to  do  so.  Injunction  restraining  the  defendants, 
&c.,  from  making  or  permitting  to  be  made  any  engraving  or  copy 
of  such  etchings,  or  any  of  them,  and  from  publishing  the  same ;  and 
from  parting  with  or  disposing  of  them  or  any  of  them,  except  in 
obedience  to  the  decree ;  and  from  selling  or  in  any  manner  publishing 
the  catalogue,  or  any  work  being  or  purporting  to  be  a  catalogue  of 
the  etchings  made  by  the  plaintiff.  Provision  made  for  costs.  Liberty 
to  apply  reserved''  (a). 


22.  Chappell  v.  Sheabd,  2  K  &  J.  117—122. 

Name  <md  Title-p<ige  of  Sang — Ir^uncUon. 

Injunction  restraining  the  defendants,  &c.,  "from  printing, 
publishing,  selling,  expodng  for  sale,  or  otherwise  disposing  of  the  song 
<  Minnie  Dale,'  or  any  copy  or  copies  thereof,  or  any  other  publicatian 
containing  a  colourable  imitation  of  the  name,  title,  or  title-page  of 
the  plaintiff's  said  song  "  (5). 

« 

(a)  Enight'Bruoe,  V.-C.  &  J.    217-19),   for  injunction    against 

(6)  Wood,  y.-C.    And  see  Emperor  of  printing  spurious  Hungarian  notes,  and 

Aii§tria  v.   Day   (V.-C.  Stuart,  2  Oiif.  order  for  deliyeiy  up  of  plates  used  in 

Q28:91  ;  Court  of  Appeal,  8  Be  Q.  F.  such  printing. 
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23.  MoRisoN  V.  Moat,  9  Hare,  241 — 267. 

I^cune  of  Patent  Medioine — Secret  Eeoipe — If^tmction, 

Injunction  restraining  the  defendaDt,  &c.,  *'  from  selling,  or  causing 
or  procoring  to  be  sold,  under  the  tiUe  or  designation  of  'Moiison's 
Universal  Medicine,'  or  'Morison's  Vegetable  Universal  Medicine,' 
any  medidne  made  or  manufactured  by  the  defendant,  or  by  or  under 
his  order  or  direction ; "  and  restraining  the  defendant,  ic.f  ''  from 
making  or  compounding  any  medicines  according  to  the  secret  in,  &c., 
and  from  in  any  manner  using  the  secret  of  compounding  the  said 
medicines,  or  any  part  thereof  "  (a). 


24.  EerrooujiT  v.  Estcouet  Hop  Essbnob  Co.,  31  L.  T.  N.  S.  567. 

Hop  Essence — Secret  Recipe — Trade  Name — Representation  of  Successiyn 
in  Business — Mamtfacturing  Contrary  to  Agreement — Ir^imction, 

Injunction  restraining  the  defendants  C.  Estcourt  and  the  Estcourt 
Hop  Essence  Co.,  &c.,  **  from  manufacturing,  or  selling,  or  advertishig 
for  sale,  an  article  called  '  Hop  Essence,'  or  any  other  substance 
identical  with  or  only  colourably  diffenng  from  the  '  Hop  Supplement  * 
manufactured  and  sold  by  the  plainti^,  and  from  using  or  disclosing  to 
any  persons  the  secret  of  compounding  the  said  '  Hop  Supplement ' ; 
and  also  restraining  the  defendant  company  from  trading  under  the 
name  of  '  The  Estcourt  Hop  Essence  Co.,  limited,'  and  from  using  any 
designation,  either  of  the  vendors  or  of  the  substance  offered  for  sale, 
calculated  to  lead  purchasers  into  the  belief  that  such  substance  is  the 
*Hop  Supplement'  manufactured  by  the  plaintiffs,  or  equivalent  or 
substantially  equivalent  thereto,  or  that  they,  such  defendants,  or  any 
of  them,  are  the  successors  in  business  of  the  plaintiffs'  firm,  or  the 
original  firm  who  manufactured  and  sold  the  said  article;  and  also 
restraining  the  defendant  C.  Estcourt  from  carrying  on  or  being 
connected  with  the  business  of  manufacturing  or  selling  any  substance 
intended  to  be  used  as  a  substitute  for  hops  in  brewing  "  (b). 


25.  Franks  v.  Wbavbr,  8  L.  T.  (Old  Series),  510. 

Fraudidenily  using  Anotker^s  Testimonials — Ir^unction, 

Injunction  restraining  the  defendant,  &c.,  "  from  making,  vending, 
or  offering  for  sale,  or  in  any  manner  disposing  of  any  preparation, 
mixture,    compound,   or  nostrum,    having    around,   or   upon,   or    in 

(a)  Turner,  V.-C.    And  see  Ansell  t.  afterwards  rescinded,  but  on  grounds  in- 

Chatbert,  Seton,  4th  ed.  23C;  Wuton  v.  dependent  of  the  form  of  it.    L.  R.  lOCh. 

Bemmonsj  2  Vict.  L.  R.  £q.  121.  27(5. 

(6)  Halms,  Y.-C.    The  injunction  was 
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connection  with  the  same,  or  the  bottles  or  other  vessels  oontalning 
the  same,  any  cover,  wrapper^  envelope,  label,  bill,  circular,  notice 
advertisement^  or  other  formula,  in  the  terms  or  to  the  purport  or  effect 
of  the  cover,  wrapper,  envelope,  label,  bill,  circular,  notice,  advertise- 
ment, or  other  formula,  in  the  plaintiff's  bill  stated  to  have  been 
used  by  the  said  defendant,  or  any  other  cover,  &c.^  containing  any 
testimonial  in  favour  of  the  plaintiff's  medicine  or  medical  preparation 
in  the  said  bill  described  as  'Franks'  Specific  Solution  of  Copaiba,' 
or  in  which  any  statement  or  representation  is  made  or  contained 
indicating,  or  implying,  or  tending  to  induce  the  public  or  purchasers 
to  suppose  that  such  preparation,  mixture,  compound,  or  nostrum  is 
the  same  as  'Franks'  Specific  Solution  of  Copaiba,'  or  referred  to  in 
connection  with  any  preparation,  mixture,  compound,  or  nostrum, 
made,  vended,  or  disposed  of  by  the  said  defendant,  or  in  which  any 
use  is  made  of  the  character  and  reputation  of  the  plaintiff,  or  his 
said  specific  solution  of  copaiba,  and  from  publishing  or  circulating, 
or  causing  to  be  published  or  circulated,  or  in  any  manner  using  sodi 
cover,  &c,,  as  aforesaid  "  (a). 


26.  Knoit  v.  Moboan,  2  Keen,  213—219. 

Imitating  a  Rival  Line  of  Omnthtues — Ir^unction. 

Injunction  restraining  the  defendant,  &c.,  "  from  running,  or  in 
any  manner  using,  or  causing  to  be  used,  for  the  conveyance  of 
passengers,  his  omnibus  in  the  bill  mentioned,  or  any  other  omnibus, 
having  painted,  stamped,  printed,  or  written  thereon  the  words  or 
names  'London  Conveyance'  or  'Original  Conveyance  Company,' 
or  any  other  names,  words,  or  devices  painted,  stamped,  printed,  or 
written  thereon,  in  such  manner  as  to  form  or  to  be  a  colourable 
imitation  of  the  names,  words,  and  devices  painted,  stamped,  printed, 
or  written  on  the  omnibuses  of  the  plaintiff"  (b). 


27.  Glenny  V,  Smith,  2  Dr.  &  Sm.  476. 

Trade  Name — Injunction. 

Injunction  restraining  the  defendant,  &c.,  "  from  continuing  to  use, 
or  from  exhibiting  or  using  the  words  '  Thresher  and  Glenny,*  or  the 
name  of  the  plaintiffs'  said  firm  in  any  form  in  or  about  his  said  shop 
in  such  a  way  as  to  deceive  the  public,  or  to  lead  to  the  belief  that  lus 
shop  is  a  shop  of  the  plaintiffs,  or  that  the  business  carried  on  there 

(a)  Lord  Langdale,  M.  R.  use  of  the  words  "  London  Conveyanoe 

(6)  Lord  Langdftle,  M.  R.    The  M.  R.      Company  " 
altez^  the  form  so  as  not  to  restrain  all 
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is  carried  on  by  the  plointiff^s,  or  is  in  any  way  connected  wiUi  the 
business  of  the  plaintiffs  "  (a). 


28.  M.  Melachrino  k  Go.  v.  R.  Melachbino  k  Co.,  May  27th|  1888. 

Name  of  Firm — "  Original*^ — Ir^tmction. 

Injunction  restraining  the  defendants,  &c.,  ''from  carrying  on  business 
as  dealers  in  cigarettes  under  the  name  of  '  K.  Meladbrino  &  Co/  or 
under  any  other  name  containing  the  name  '  Melachrino '  so  arranged 
or  contrived  as  to  represent  or  lead  to  the  belief  that  the  business 
60  carried  on  is  the  business  carried  on  by  the  plaintifiGs,  or  is  in 
any  way  connected  with  the  business  of  the  plaintiffs,  and  from 
using  the  name  '  Melachrino '  in  any  other  manner  calculated  to 
represent  or  lead  to  such  belief;  and  from  selling  or  offering  or 
exposing  for  sale,  or  procuring  to  be  sold,  any  cigarettes  not  of  the 
manufacture  or  merdiandise  of  the  plaintiffs,  with  statements  that 
such  cigarettes  are  'Original  Melachrino  Cigarettes,'  and  from  in 
any  other  manner  selling  or  passing  off  their  cigarettes  as  or  for 
'  Original  Melachrino  Cigarettes,'  or  cigarettes  of  the  manufacture  or 
merchandise  of  the  plaintifib ''  (b). 


29.  Hendeiks  t?.  Montagu,  17  Ch.  D.  638-3-947, 

Name  of  Company — Registration — User — Advertiaement^  dse.^^ 

Injunction* 

Injunction  restraining  the  defendants  "from  applying  to  the 
Registrar  of  Joint  Stock  Companies  in  England  for  registration  under 
the  Companies  Acts  of  any  company  to  be  incorporated  under  the 
name  of  '  The  TJniyerse  Life  Assurance  Association,'  or  any  other  name 
likely  to  mislead  or  deceive  the  public  into  the  belief  that  the  company, 
being  incorporated  as  aforesaid,  is  the  same  as  'The  Universal  life 
Assurance  Society ' ;  from  issuing  or  publishing  advertisements,  circulars, 
or  prospectuses  representing  that  a  company  is  to  be  incorporated 
pursuant  to  the  Companies  Act,  1862,  under  the  name  of  'The 
Universe  life  Assurance  Association,  Limited,'  or  any  such  other  name 
as  aforesaid ;  and  from  carrying  on  or  commencing  any  business  under 
the  name  of  'The  Universe  Life  Assurance  Association,  limited,'  or 
any  such  other  name  as  aforesaid  "  (c). 

(a)  Eindenley,  V.-C.  And  see  Budton  ib.  238 ;  Cave  v.  Afyer»,ib.2BB ;  FuUwood 

V.  Otbome,  89  L.  J.  Ch.  79  ;  Hoohkam  v.  v.  FuUwood,  38  L.  T.  N.  S.  881. 

Pottage,  L.  R.  8  Ch.  92  ;  Jamei  v.  James,  (6)  Chitty,  J. 

Seton,  4th  ed.  287  ;  Montague  v.  Moore,  (0)  Court  of  Appeal 
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80.  Leb  V.  Halbt,  L.  R.  5  Gk  155. 

Ifame  of  Company — Injunction  agoMiMi  Uwr  wilhin  a  eeriain  LooaUiy. 

Injunction  restraining  the  defendant,  &c,  "  from  oontinmng  to  oae, 
and  from  exhibiting  or  using  the  words  '  The  F^  Mall  Guinea  Coal 
Oompanj/  in  Pall  Mall,  or  anj  other  name  or  style  so  framed  as  to  be 
a  colourable  imitation  of  the  name  or  style  in  which  the  plaintifis' 
branch  business  mentioned  in  the  bUl  is  carried  on,  or  so  as  to  deoeiTB 
the  public,  or  to  lead  to  the  belief  that  the  business  carried  on  by  the 
defendant  is  the  same  as  the  business  carried  on  by  the  plamtifis 
under  the  name  or  style  of  '  The  Guinea  Coal  Company,'  or  is  in  any 
way  connected  therewith  "  (a). 


31.  Wheblee  v.  Johnston,  3  L.  R.  Ir.  284. 

Name  of  Mineral  Springe — Ir^uneiion, 

Injunction  restraining  the  defendant,  kc^  ''from  using  the  words 
'  Cromac  Springs  *  in  connection  with  his  trade  or  business  as  a  mana- 
facturer  or  seller  of  mineral  waters,  so  as  to  represent  that  his  said 
waters  are  so  manufactured  or  sold  by  the  plaintiffs  at  their  works  in 
the  bill  mentioned,  called  *  The  Cromac  Springs,'  and  from  using  the 
words  '  Cromac  Springs '  as  the  name  of  the  defendant's  place  of  basi- 
ness  so  as  to  represent  as  aforesaid  "  (6). 


32.  Beaham  v.  Bbaohih,  7  Ch.  D.  848—^57. 

Name  of  CcHUeriee — Injunction  until  certain  evente. 

Injunction  restraining  the  defendants,  ''  unless  and  until  they  shall 
acquire  a  colliery  or  coal  mine  within  the  parish  of  Badstock,  from 
trading  under  or  using  the  name  or  style  of  '  The  Badstock  GoUieiy 
Proprietors,'  or  any  other  name  or  style  signifying  that  the  defendants, 
or  either  of  them,  are  proprietors  of  any  colliery  or  collieries  at  Bad- 
stock";  and  restraining  the  defendants,  ''unless  and  until  they  shall 
become  authorised  to  sell  or  supply  any  coals  raised  or  gotten  from  any 
colliery  or  coal  mine  within  the  parish  of  Badstock,  from  using  any 
style  or  name  signifying  or  implying  that  the  defendants  are  selling  or 
supplying,  or  are  authorised  to  sell  or  supply,  any  coal  raised  or  gotten 
from  any  colliery  or  coal  mine  within  the  parish  of  Badstock  "  (c). 

(a)  MaliQB,  y.-C.  (6)  ChattertoDj  V.-G.  of  I.  (c)  Fry,  J. 


r 


F0BM8  AND  FBBOSDEKTS.  523 

33.  Scorr  v.  Scorr,  16  L.  T.  N.  S.  143. 

Fdhe  Representaiion  of  CorUinucUion  of  Buainets — Ir^unction. 

Injunction  restraining  the  defendante,  dto.,  ''from  allowing  or  per- 
mitting the  brass  plate  afiized  by  the  defendants  to  the  door  of  the 
premises  in  Begent  Street  to  remain  affixed,  with  any  inscription  thereon 
representing  or  holding  out  to  the  customers  of  the  late  partnership 
of  '  R.  &  W.  Scott/  or  to  any  other  persons  whatsoever,  that  they  are 
carrying  on  business  in  continuation  of,  or  in  succession  to,  the  business 
carried  on  by  the  late  firm  of  '  K  &  W.  Scott '"  (a). 


34.  BuRBOws  V.  FosTEE,  1  N.  R.  156. 

False  JHepresentcUion  of  ContiniuUton  of  Btuinesa — Soliciting  former 

Customers — Injunction, 

Injunction  restraining  the  defendant,  <fec., ''  from  issuing  or  sending, 
and  irom  causing  or  procuring  to  be  issued  or  sent,  to  any  person  or 
persons  any  further  copies  or  copy  of  the  circular  or  letter  beauring  date 
the  ,   in  the  plaintiffs'  bill  mentioned,  or  any  other 

circular  or  letter  signifying  or  importing  that  the  business  carried  on 
by  him  the  said  defendant  is,  and  from  in  any  manner  representing 
such  business  to  be  a  continuation  of  the  business  formerly  carried  on 
by  the  firms  of  Foster,  Lacy  h  Co.,  and  Bashall,  Lacy  &  Co.,  in  the 
plaintiffs'  bill  mentioned,  or  by  either  of  such  firmsi  and  from  in  any 
manner  soliciting  or  inviting  any  person  or  persons  who,  at  the  date  of 
the  indenture  of  the  ,  in  the  plaintiffs'  bill  mentioned, 

was  or  were  a  customer  or  correspondent,  customers  or  correspondents, 
of  the  firms  of  Foster,  Lacy  <&  Co.,  and  Bashall,  Lacy  k  Co.,  or  of  either 
of  such  firms,  and  from  causing  or  procuring  any  such  person  or  persons 
to  be  solicited  or  invited  to  become  or  be  a  customer  or  correspondent 
or  customers  or  correspondents  of,  or  to  employ  him  the  said  defendant 
in  the  business  carried  on  by  him,  or  to  cease  from  employing  or  not 
to  employ  the  said  plaintiffs  in  the  business  formerly  carried  on  by  the 
said  firms  of  Foster,  Lacy  &  Co.,  and  Bashall,  Lacy  k  Co.,  or  either  of 
them  "  (6). 

35.  Massam  V,  Thoeley's  Cattle  Food  Co.,  14  Ch.  D.  748—762. 

False  Eepresentation  of  Continuation  of  Business — Trade  Name — Labels 

— Advertisements — Circulars — InjtmcHon. 

Injunction  restraining  the  defendants,  <fec.,  ''from  selling,  shipping, 
or  exporting,  or  causing  or  procuring  or  allowing  to  be  sold,  shipped,  or 

(a)  Wood,  V.-C.      And  see  Hojfman      ib.  257  ;  England  v.  Owiing,  8  Beav.  129 
T.  Ihtncan,  Seton,  4ih  ed.  266  ;   WUt  ▼.  (fi)  Turner,  L.  J. 

Corcoran,  t6. 257 ;  OrovdegY.  Winehuier, 
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exported,  and  from  in  any  manner  representing,  or  causing  or  procuring 
to  be  represented,  any  goods  manufactured  by  the  defendant  company 
as  the  manufacture  or  goods  of  the  late  Joseph  Thorley,  or  of  the  plain- 
tifb,  his  trustees  and  successors  in  businesB;  and  also  from  in  any 
manner  representing,  or  causing  or  procuring  to  be  represented,  or  doing 
anything  which  shall  lead  to  the  belief  that  the  defendant  company 
have  been  or  are  carrying  on  the  business  of  the  late  Joseph  Thorley ; 
and  also  from  affixing,  or  permitting  or  causing  to  be  affixed  to  any 
goods  or  articles  manufactured,  or  bought,  or  procured,  or  sold,  or 
shipped,  or  exported  by  the  defendant  company,  or  otherwise  using 
or  employing,  or  permitting  to  be  used  or  employed,  any  labels, 
wrappers,  or  marks  used  by  the  late  Joseph  Thorley  and  the  plaintifik, 
his  trustees  and  successors  in  business,  or  so  contrived  and  prepared  as 
to  represent  or  lead  to  the  belief  that  the  goods  or  articles  manufactured, 
or  sold,  or  shipped,  or  exported  by  the  defendant  company,  are  the 
goods  or  manufacture  of  the  late  Joseph  Thorley  or  of  the  plaintiffk ; 
and  also  from  employing,  using,  or  circulating,  or  causing  to  be  em- 
ployed, used,  or  circtdated,  any  circulars,  pamphlets,  notices,  or  adver- 
tisements of  the  late  Joseph  Thorley  or  of  the  plaintifi^,  or  which  shall 
in  any  manner  represent  or  lead  to  the  belief  that  the  defendant  com- 
pany have  been  or  are  carrying  on  the  business  of  the  late  Joseph 
Thorley,  or  that  they  are  his  successors  in  business  "  (a). 


36.  Labouchbrb  v,  Dawson,  L,  R.  13  Eq.  322 — 327. 

Soliciting  former  Customers^  after  Sale  of  Business — Injunction, 

Injunction  restraining  the  defendant,  &c.,  "from  applying  to  any 
person  who  was  a  customer  of  the  firm  of  B.  Dawson  &  Co.  prior  to 
the  ,  privately  by  letter,  personally,  or  by  a  traveller, 

asking  such  customer  to  continue  to  deal  with  the  defendant,  or  not  to 
deal  with  the  plaintiffs,  the  Kirkstall  Brewery  Co.,  Limited  "  (5). 


37.  Wheeler  k  Wilson  Manufaotubino  Co.  v.  Shakespeab,  39  L.  J, 

Ch.  36—38—41. 

False  Representation  of  Agency — Ir^uncUon, 

Injunction  restraining  the  defendant,  &c.,  "  from,  in  manner  afore- 
said, or  in  any  other  manner,  calling,  or  describing,  or  representing,  his 
said  shop  or  place  of  business.  No.  32,  Union  Street,  Birmingham,  or 

(a)  JamPB,  L.  J.  Anchor  Tube  Co.,  W.  K  1877,  p.  191. 

(6)  Lord  Romilly,  M.  R.    After  Pear-  Aa  to  opening  letters  containing  orden 

8on  V.  Pearson,  27  Ch.  D.  146,  this  form  intended  for  another  firm,  see  Seheile  t. 

is  only  applicable  where  there  is  a  breach  BrakeXL,  11  W.  R.  796 ;  and  Seton,  itlied. 

of  an  actual  stipulation.    See  also  Xejysrott  253;  Witt  v.  Careoran,  Seton,  4th  ed. 

T.  BarreU,  16  Ch.  D.  306  ;  and  SeUby  v.  267  ;  England  t.  Owiing,  8  Bear.  129. 
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any  other  shop,  warehouse,  or  place,  not  belonging  to  the  plaintiffs,  as 
*  The  Original  Wheeler  &  Wilson  Sewing  Machine  Depdt,'  or  *  Wheeler 
&  Wilson  Sewing  Machine  Dep6t,  established  in  1860/  or  as  a  place  of 
business  of  the  plaintiffs,  or  of  '  Wheeler  &  Wilson,'  manufacturers  of 
sewing  machines ;  and  from  in  manner  aforesaid,  or  in  any  other  manner, 
calling,  or  describing,  or  representing,  himself  or  his  said  firm  of 
T.  Shakespear  &  Co.,  as  the  agent  or  agents  for  the  American  '  Wheeler 
&  Wilson '  sewing  machines,  in  the  same  manner  in  which  he  has  been 
since  1860,  or  as  the  agent  of  the '  Wheeler  &  Wilson '  sewing  machines ; 
and  from  in  any  other  manner  representing  himself  as  the  agent  of 
the  plaintiffs,  and  from  permitting  the  names  '  Wheeler  &  Wilson '  to 
remain  over  the  door  of  his  shop  or  business  premises,  at  32,  Union 
Street,  Birmingham,  or  on  the  brass  plate  under  the  window,  or  on  the 
brass  plate  on  the  door  jamb,  or  on  any  other  part  of  his  said  shop  or 
place  of  business,  or  on  any  placard  in  his  said  shop,  or  on  the  door,  or  in 
the  window  thereof ;  and  from  causing  the  names  *  Wheeler  &  Wilson ' 
to  be  inserted  in  any  railway  time-table,  or  directory,  or  other  book  or 
publication^  under  the  head  of,  or  described  as  sewing  machine  manu- 
facturers, as  residing  or  carrying  on  business  at  Ko.  32,  Union  Street, 
Birmingham,  or  as  in  any  other  manner  connected  with  that  or  any 
other  shop  or  place  of  business  of  the  said  defendant,  and  from  doing 
any  other  act,  matter,  or  thing  representing,  or  whereby  the  trade  or 
the  public  may  be  led  to  believe  that  the  defendant  has  any  connection 
whatever  in  business  with  the  plaintiff  "  (a). 


38.  Jahes  V,  James,  41  L.  J.  Ch.  358. 

Fraudulent  Disuse  of  Christian  Na/me — Claim  to  he  the  "  Only  Genuine  *' 

— Injunction, 

Injunction  restraining  the  defendant,  &c.,  "  from  using  the  name  of 
*  Bobert  James '  singly,  instead  of  *  Bobert  Joseph  James,'  or  '  B.  J. 
James ' ;  also  from  stating  or  inserting  in  his  advertisement  or  circular 
any  words  or  expressions  asserting  or  suggesting  that  the  ointment 
manufactured  and  sold  by  the  plaintiff  is  spurious  and  not  genuine  "  (6). 


39.  Liebig's  Exteact  of  Meat  Co.  v.  Andebson,  55  L.  T.  N.  S.  209. 

Claim  to  he  iJie  07dy  Genuine — Injunction. 

Injunction  restraining  the  defendant,  &c.,  "  from  using  the  wrappers 
or  making  the  advertisements  complained  of  containing  the  words  '  This 
is  the  only  genuine '  with  reference  to  the  liebig's  Extract  of  Meat  sold 
or  offered  for  sale  by  the  defendant,  and  from  using  any  other  wrapper 
or  making  any  other  advertisement  with  reference  to  such  extract  sold  or 

(a)  James,  V.-C.  (6)  Lord  Romillr,  M.R. 
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offered  for  sale  by  the  defendant,  representing  that  such  extract  as  the 
defendant's  brand  of  such  extract  is  the  only  genuine"  (a). 


40.  Thorlvt's  Cattle  Food  Ck>.  v.  Massam,  14  Gh.  D.  763 — 781. 

Trctde  lAhd — EepreseTUaUon  that  the  PlainHjffV  Goods  are  Spurious — 

Injv/netion. 


Injunction  restraining  the  defendants,  &c.,  "  from  advertising,  or 
presenting,  or  suggesting  in  their  advertisements  or  circulars  that  they 
are  alone  possessed  of  the  secret  for  compounding  the  condiment  kno'wn 
as  '  Thorley's  Food  for  Cattle/  and  from  representing,  or  suggesting,  or 
doing  anything  calculated  to  represent  or  suggest,  that  the  cattle  food 
manufactured  and  sold  by  the  plaintifiEs  is  spurious  or  not  genuine  "  (6). 


41.  Thomas  v.  Williams,  14  Ch.  D.  864—875. 

Trade  Libel — Repreeentation  that  the  Plaintiff's  Goods  are  Sfuriou9 — 

Injunction. 

Injunction  restraining  the  defendants,  dec.,  "  from  issuing  or  per- 
mitting the  issue  of  the  circular  dated  the  ,  and  from 
in  any  manner  representing  or  suggesting  that  the  goods  now  made  or 
sold  by  the  plaintiffare  imitations  of  the  goods  made  or  sold  by  J.  Thomas 
k  Sons,  or  Edmund  Holyoake  "  (c). 


42.  RouTH  V.  Webster,  10  Beav.  661—563. 

Unauthorised  and  Injurious  Use  of  a  Person's  Name — Injunction. 

Injunction  restraining  the  defendants,  dba,  "from  printing,  publishing, 
or  circulating,  any  prospectus  or  other  document  of,  or  relating  to,  acer^ 
tain  company  called  '  The  Economic  Conveyance  Company,'  mentioned 
and  referred  to  in  the  plaintiff's  bill  in  this  cause,  with  the  plaintiff's 
name  thereto,  and  from  in  any  manner  using  the  name  of  the  plaintiff 
so  as  to  identify  him  as  a  party  interested  in,  or  associated  with,  the 
said  company  **  (<£). 

(a)  Chitty,  J.  (c)  Fry,  J. 

(fi)  Malins,  V.-C,  affirmed  by  C.  A.  (d)  Lord  Langdale,  M.  R. 


APPENDIX  0. 

INTERNATIONAL  ARRANGEMENTS 
{See  Patents,  <^c.,  Acts,  1883-8,  §  103,  eiipr^.) 


I. 

Interitational  Ck)KyENnoN  fob  the  Fbotection  of  Industbial 

Fbopsbtt. 

Signed  aA  Paris,  March  20th,  1883. 
[RaUfieations  exchanged  at  Parie,  June  6£^  1884.] 


(Official  Translation,) 


His  Majesty  the  King  of  the  Belgians,  His  Majesty  the 
Emperor  of  Brazil,  His  Majesty  the  King  of  Spain,  the 
President  of  the  French  Republic,  the  President  of  the  Repub- 
lic of  Guatemala,  His  Majesty  the  King  of  Italy,  His  Majesty 
the  TTing  of  the  Netherlands,  His  Majesty  the  King  of 
Portugal  and  the  Algarves,  the  President  of  the  RepubUc  of 
Salvador,  His  Majesty  the  King  of  Servia,  and  the  Federal 
Council  of  the  Swiss  Confederation, 

Being  equally  animated  with  the  desire  to  secure  by  mutual 
agreement,  complete  and  effectual  protection  for  the  industry 
and  commerce  of  their  respective  subjects  and  citizens,  and  to 
provide  a  guarantee  for  the  rights  of  inventors,  and  for  the 
loyalty  of  commercial  transactions,  have  resolved  to  conclude 
a  convention  to  that  effect,  and  have  named  as  their  pleni- 
potentiaries, that  is  to  say : — 

{Here  follow  the  appointments  of  the  plenipotentiaries,) 

Who,  having  communicated  to  each  other  their  respective 
full  powers,  found  in  good  and  due  form,  have  agreed  upon  the 
following  Articles: — 
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Abticle  I. 

The  GovemmentB  of  Belgium,  Brazil,  Spain,  Franoe,  Guate- 
mala, Italy,  Holland,  Portugal,  Salvador,  Servia,  and  Switzer- 
land constitute  themiBelyes  into  a  union  for  the  protection  of 
industrial  property. 

Abtiolb  n* 

The  subjects  or  citizens  of  each  of  the  contracting  states 
shall,  in  all  the  other  states  of  the  imion,  as  regards  patent^ 
industrial  designs  or  models,  trade  marks  and  trade  names, 
enjoy  the  advantages  that  their  respective  laws  now  grant,  or 
shall  hereafter  grant,  to  their  own  subjects  or  citizens. 

Consequently  they  shall  have  the  same  protection  as  the 
latter,  and  the  same  legal  remedy  against  any  infringement  of 
their  rights,  provided  they  observe  the  formalities  and  condi- 
tions imposed  on  subjects  or  citizens  by  the  internal  legislation 
of  each  state. 

Abticle  III. 

Subjects  or  citizens  of  states  not  forming  part  of  the  union, 
who  are  domiciled  or  have  industrial  or  commercial  establish- 
ments in  the  territory  of  any  of  the  states  of  the  union,  shall 
be  assimilated  to  the  subjects  or  citizens  of  the  contracting 
states. 

Article  IY. 

Any  person  who  has  duly  applied  for  a  patent,  industrial 
design  or  model,  or  trade  mark  in  one  of  the  contracting  states, 
shall  enjoy,  as  regards  registration  in  the  other  states,  and 
reserving  the  rights  of  third  parties,  a  right  of  priority  during 
the  periods  hereinafter  stated. 

Consequently,  subsequent  registration  in  any  of  the  other 
states  of  the  union  before  expiry  of  these  periods  shall  not  be 
invalidated  through  any  acts  accomplished  in  the  interval  : 
either,  for  instance,  by  another  registration,  by  publication  of 
the  invention,  or  by  the  working  of  it  by  a  third  party,  by  the 
sale  of  copies  of  the  design  or  model,  or  by  use  of  the  trade 
mark. 

The  above-mentioned  terms  of  priority  shall  be  six  months 
for  patents,  and  three  months  for  industrial  designs  and  models 
and  trade  marks.  A  month  longer  is  allowed  for  countries 
beyond  sea. 

Abticle  Y« 
(Eelates  only  to  Patents.) 
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ARTICLE  VI. 

Every  trade  mark  duly  registered  in  the  country  of  origin 
shall  be  admitted  for  registration,  and  protected  in  the  form 
originally  registered  in  lUl  the  other  ooontries  of  the  union  (a). 

That  ooxmtry  shall  be  deemed  the  country  of  origin  where 
the  applicant  has  his  chief  seat  of  business. 

If  this  chief  seat  of  business  is  not  situated  in  one  of  the 
countries  of  the  union,  the  country  to  which  the  applicant 
belongs  shall  be  deemed  the  country  of  origin. 

Hegistration  may  be  refused  if  the  object  for  which  it  is 
solicited  is  considered  contrary  to  morality  or  public  order. 

Abticle  VII. 

The  nature  of  the  goods  on  which  the  trade  mark  is  to  be 
used  can,  in  no  case,  be  an  obstacle  to  the  registration  of  the 
trade  mark. 

Abticle  VIII. 

A  trade  name  shall  be  protected  in  all  the  countries  of  the 
union,  without  necessity  of  registration,  whether  it  form  part 
or  not  of  a  trade  mark. 

Abtiolb  IX. 

All  goods  illegally  bearing  a  trade  mark  or  trade  name  may 
be  seized  on  importation  into  those  states  of  the  union  where 
this  mark  or  name  has  a  right  to  legal  protection. 

The  seizure  shall  be  effected  at  the  request  of  either  the 
proper  public  department  or  of  the  interested  party,  pursuant 
to  the  internal  legislation  of  each  country. 

Abticle  X. 

The  provisions  of  the  preceding  Article  shall  apply  to  all 
goods  falsely  bearing  the  name  of  any  locality  as  indication  of 
the  place  of  origin,  when  such  indication  is  associated  with  a 
trade  name  of  a  fictitious  character  or  assumed  with  a  fraudu- 
lent intention. 

Any  manufacturer  of,  or  trader  in,  such  goods,  established  in 
the  locality  falsely  designated  as  the  place  of  origin,  shall  be 
deemed  an  interested  -partj, 

(a)  No  effect  can  be  giveni  to  this  or  any  other  article  of  the  convention 
by  the  Courts  of  the  United  Elingdoni,  except  so  far  as  it  Ib  embodied  in 
{  103  of  the  Patents  Act,  1883  :  In  re  Ccdtfomian  Fig  Syrup  Co.,  40 
CL  D.  620.  And  similBrly  in  the  United  States  legislation  is  necessary 
to  enable  effect  to  be  given  to  it.  See  opinion  of  the  Attomey-Qenezal  of 
the  United  States,  47  U.  S.  Pat  Gas.  897. 

MM 
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Abtiolb  XI. 


Tlie  high  contracting  parties  agree  to  grant  temporary  pro- 
tection to  patentable  inventions,  to  industrial  designs  or  models, 
and  trade  marks,  for  articles  exhibited  at  official  or  ofBciallj 
recognised  international  exhibitions. 

Abticle  XII. 

Each  of  the  high  contracting  parties  agrees  to  establish  a 
special  (Jovemment  Department  for  industrial  property,  and  a 
central  office  for  communication  to  the  public  of  patents,  indus- 
trial designs  or  models,  and  trade  marks. 

Abticle  XIII. 

An  international  office  shall  be  organised  under  the  name 
of  ''  Bureau  International  de  rUnion  pour  la  Protection  de  la 
Propri^t^  Industrielle  "  (International  Office  of  the  Union  for 
the  Ftt>tection  of  Industrial  Property). 

This  office,  the  expense  of  which  shall  be  defrayed  by  the 
Qoyemments  of  all  the  contracting  states,  shall  be  placed  under 
the  high  authority  of  the  Central  Administration  of  the  Swiss 
Confederation,  and  shall  work  under  its  supervision.  Its  func- 
tions shall  be  determined  by  agreement  between  the  states  of 
the  union. 

Abticlb  XIV. 

The  present  convention  shall  be  submitted  to  periodica] 
revisions,  with  a  view  to  introducing  improvements  calculated 
to  perfect  the  system  of  the  union. 

To  this  end  conferences  shall  be  successively  held  in  one  of 
the  contracting  states  by  delegates  of  the  said  states.  The 
next  meeting  dballtake  place  in  1885  at  Rome. 

Abticlb  XV. 

It  is  agreed  that  the  high  contracting  parties  reepectiyely 
reserve  to  themselves  the  right  to  make  separately,  as  between 
themselves,  special  arrangements  for  the  protection  of  industrial 
property,  in  so  far  as  such  arrangements  do  not  contravene  the 
provisions  of  the  present  convention. 

Abticlb  XVI. 

States  which  have  not  taken  part  in  the  present  convention 
shall  be  permitted  to  adhere  to  it  at  their  request. 

Such  adhesion  shall  be  notified  officially  through  the  diplo- 
matic channel  to  the  Government  of  the  Swiss  Craifederation, 
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and  by  the  latter  to  all  the  others.  It  shall  implj  complete 
aooession  to  all  the  clauses  and  admission  to  all  the  advantages 
stipulated  by  the  present  convention. 

abtiolb  xvn. 

The  execution  of  the  reciprocal  engagements  contained  in  the 
present  convention  is  subordinated,  in  .so  far  as  necessary ,  to 
the  observance  of  the  formalities  and  rules  established  by  the 
constitutional  laws  of  those  of  the  high  contracting  parties  who 
are  bound  to  procure  the  application  of  the  same,  which  they 
engage  to  do  with  as  little  delay  as  possible. 

artiolb  xvni. 

The  present  convention  shall  come  into  operation  one  month 
after  the  exchange  of  ratifications,  and  shall  remain  in  force 
for  an  unlimited  time,  till  the  expiry  of  one  year  from  the 
date  of  its  denunciation.  This  denunciation  shall  be  addressed 
to  the  Government  commissioned  to  receive  adhesions.  It 
shall  only  affect  the  denouncing  state,  the  convention  remain- 
ing in  operation  as  regards  the  other  contracting  parties. 

Abtiole  XIX. 

The  present  convention  shall  be  ratified,  and  the  ratifications 
exchanged'  in  Paris,  within  one  year  at  the  latest. 

In  witness  whereof  the  respective  plenipotentiaries  have 
signed  the  same,  and  have  affix^  thereto  their  seals. 

Dated  at  Paris  the  20th  March,  1883. 

{Signed  by  the  Plenipotentiaries,) 


II. 

Final  Pbotocx)l. 

{Official  Trcmslation.) 

On  proceeding  to  the  signature  of  the  convention  concluded 
this  day  between  the  Governments  of  Belgium,  Brazil,  Spain, 
France,  Guatemala,  Italy,  the  Netherlands,  Portugal,  Salva- 
dor, Servia,  and  Switzerland,  for  the  protection  of  industrial 
property,  the  undersigned  plenipotentiaries  have  agreed  as 
follows : 

1.  The  words  "industrial  property"  are  to  be  understood 
in  their  broadest  sense;  they  are  not  to  apply  simply  to 
industrial  products  properly  so  called,  but  also  to  agricultural 
products  (wines,  com,  fruits,  cattle,  &c.),  and  to  mineral 
products  employed  in  commerce  (mineral  waters,  dsc.). 

2.  (Belates  only  to  Patents.) 

MM  2 
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3.  The  last  paragraph  of  Arfcide  II.  does  not  affect  the 
legislatioii  of  each  of  the  contracting  states  as  regards  the 
procedure  to  be  followed  before  the  tribunals,  and  the  com- 
petence of  those  tribunals. 

4.  Paragraph  1  of  Article  YI.  is  to  be  understood  as 
meaning  that  no  trade  mark  shall  be  excluded  from  protection 
in  any  state  of  the  union,  from  the  fact  alone  that  it  does 
not  satisfy,  in  regard  to  the  signs  composing  it,  the  conditions 
of  the  legislation  of  that  state;  provided  that  on  this  point 
it  comply  with  the  legislation  of  the  countiy  of  origin,  and 
that  it  had  been  properly  registered  in  said  country  of  origin. 
With  this  exception,  which  relates  only  to  the  form  of  the 
mark,  and  under  reserve  of  the  provisions  of  the  other  articles 
of  the  convention,  the  internal  legislation  of  each  state  remains 
in  force. 

To  avoid  misconstruction,  it  is  agreed  that  the  use  of  public 
armorial  bearinge  and  decorations  may  be  considered  as  being 
contrary  to  public  order  in  the  sense  of  the  last  paragraph  of 
Article  VI. 

5.  The  organisation  of  the  special  department  for  industrial 
property  mentioned  in  Article  XII.  shall  comprise,  so  far  as 
possible,  the  publication  in  each  state  of  a  periodical  official 
paper. 

6.  (After  providing  for  the  common  expenses  of  the  inter- 
national office,  continues : — ) 

The  Swiss  Government  will  superintend  the  expenses  of  the 
international  office,  advance  the  necessary  funds,  and  render 
an  annual  account,  which  will  be  communicated  to  all  the 
other  administrations. 

The  international  office  will  centralise  information  of  every 
kind  relating  to  the  protection  of  industrial  property,  and  will 
bring  it  together  in  the  form  of  a  general  statistical  statement 
which  will  be  distributed  to  all  the  administrations.  It  will 
interest  itself  in  all  matters  of  common  utility  to  the  union, 
and  will  edit,  with  the  help  of  the  documents  supplied  to  it 
by  the  various  administrations,  a  periodical  paper  in  the 
French  language  dealing  with  questions  regarding  the  object 
of  the  union. 

The  numbers  of  this  paper,  as  well  as  all  the  documents 
published  by  the  international  office,  will  be  circulated  among 
the  administrations  of  the  states  of  the  union  in  the  propo]> 
tion  of  the  number  of  contributing  units  as  mentioned  above. 
Such  further  copies  as  may  be  desired  either  by  the  said 
administrations,  or  by  societies  or  private  persons,  will  be  paid 
for  separately. 

The  international  office  shall  at  all  times  hold  itself  at  the 
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aerrioe  of  members  of  the  union,  in  order  to  supply  them  with 
any  special  information  they  may  need  on  questions  relating 
to  the  international  system  of  industrial  property. 

The  administration  of  the  country  in  which  the  next  con- 
ference is  to  be  held  will  make  preparation  for  the  transactions 
of  that  conference,  with  the  assistance  of  the  international  office. 

The  director  of  the  international  office  will  be  present  at  the 
meetings  of  the  conferences,  and  will  take  part  in  the  discus- 
sions, but  without  the  privilege  of  voting. 

He  will  furnish  an  annual  report  upon  his  administration  of 
the  office,  which  shall  be  communicated  to  all  the  members  cf 
the  union. 

The  official  language  of  the  international  office  will  be 
French. 

7.  The  present  final  protocol,  which  shall  be  ratified  together 
with  the  convention  concluded  this  day,  shall  be  considered  as 
forming  an  integral  part  of,  and  shall  have  the  same  force, 
validity,  and  duration  as  the  said  convention. 

In  witness  whereof  the  undersigned  plenipotentiaries  have 
drawn  up  the  present  protocol. 

{Signed  by  ike  Plenipotentiaries.) 


in. 

Accession  of  Heb  MAJBerrr's  Goyebnmsnt  to  thb 

CONVBNnON. 

The  undersigned,  ambassador  extraordinary  and  plenipoten- 
tiary of  Her  Majesty  the  Queen  of  the  United  Kingdom  of 
Great  Britain  and  Ireland  to  the  French  Bepublic,  declares 
that  her  Britannic  Majesty,  having  had  the  International 
Convention  for  the  Protection  of  Industrial  Property,  con- 
cluded at  Paris  on  the  20th  March,  1883,  and  the  protocol 
relating  thereto,  signed  on  the  same  date,  laid  before  her, 
and  availing  herself  of  the  right  reserved  by  Article  XVI. 
of  that  convention  to  States  not  parties  to  the  original  con- 
vention, accedes,  on  behalf  of  the  United  Kingdom  of  Great 
Britain  and  Ireland,  to  the  said  international  convention  for 
the  protection  of  industrial  property,  and  to  the  said  protocol, 
which  are  to  be  considered  as  inserted  word  for  word  in  the 
present  declaration,  and  formally  engages,  as  far  as  regards 
the  President  of  the  French  Republic  and  the  other  high 
contracting  parties,  to  co-operate  on  her  part  in  the  execution 
of  the  stipulations  contained  in  the  convention  and  protocol 
aforesaid. 

The  undersigned  makes  this  declaration  on  the  part  of  Her 
Britannic  Majesty,  with  the  express  understanding  that  power 
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is  reserved  to  Her  Britannic  Majesty  to  aooede  to  the  Conven- 
tion on  behalf  of  the  Isle  of  Man  and  the  Channel  Islandfl) 
and  any  of  Her  Majesty's  poasessionB,  on  dae  notice  to  that 
effect  being  given  through  Her  Majesty's  Government. 

In  witness  whereof  the  undersigned,  duly  authorised,  has 
signed  the  present  declaration  of  aoceasion,  and  has  affixed 
thereto  the  seal  of  his  arms. 

Done  at  Paris,  on  the  17th  day  of  March,  1884. 

(L.S.)        (Signed)  Ltom. 


IV. 

DXCLABATION  OF  AOCOSPTANCE  OF  AOCBSSION. 

{Official  TrandoUion,) 

Her  Majesty  the  Queen  of  the  United  Kingdom  of  Great 
Britain  and  Ireland,  having  acceded  to  the  International 
ConveDtion  relative  to  the  protection  of  industrial  property, 
concluded  at  Fans,  March  20th,  1883,  together  with  a  protoool 
dated  the  same  day,  by  the  declaration  of  accession  delivered 
by  Her  Ambassador  Extraordinary  and  Flenipotentiaiy  to 
the  Government  of  the  French  Bepublic;  the  text  of  whidi 
declaration  is  word  for  word  as  follows : — 

{Here  it  iruerted  the  text  of  No.  III.  in  EngUth,) 

The  President  of  the  French  Bepublic  has  authorised  the 
undersigned,  President  of  the  Council,  Minister  for  Foreign 
Affairs,  to  formally  accept  the  said  accession,  together  with 
the  reserves  which  are  contained  in  it  concerning  the  Isle  of 
Man,  the  Channel  Islands,  and  all  other  possessions  of  Her 
Britannic  Majesty,  engaging  as  well  in  his  own  name  as  in 
that  of  the  other  high  contracting  parties  to  assist  in  the 
accomplishment  of  the  obligations  stipulated  in  the  convention 
and  the  protocol  thereto  annexed,  which  may  concern  the 
United  Kingdom  of  Great  Britain  and  Ireland. 

In  witness  whereof  the  undersigned,  duly  authorised,  has 
drawn  up  the  present  Declaration  of  Acceptance  and  has 
affixed  thereto  his  seal. 

Done  at  Paris,  the  2nd  April,  1884. 

(L.S.)        (Signed)  Jules  Febbt. 


V. 

Obdeb  IK  Council. 

{The  Patents  Act,  1883.) 
At  the  Court  at  Windsor,  the  26th  of  June,  1884.    Present, 
the  Queen's  Most  Excellent  Majesty  in  Council. 
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Wheraaa  by  the  proTisianB  of  the  Patents,  Designs,  and 
Trade  Marks  Act,  1883,  it  is,  amongst  other  things,  pro- 
idded: — 

That  if  Her  Majesty  is  pleased  to  make  any  arrangement 
with  the  Cbvemment  or  Qoyemments  of  any  foreign  State  or 
States  for  mutual  protection  of  inventions,  designs,  and  trade 
marks,  or  any  of  them,  then  any  person  who  has  applied  for 
protection  for  any  invention,  design,  or  trade  mark  in  any 
such  State  shall,  subject  to  the  conditions  further  provided 
and  set  forth  in  the  said  Act,  be  entitled  to  a  patent  for  his 
invention,  or  to  registration  of  his  design  or  trade  mark  (as 
the  case  may  be)  under  the  said  Act  in  priority  to  other 
applicants,  and  such  patent  or  registration  shall  have  the 
same  date  as  the  date  of  the  protection  obtained  in  such 
foreign  State: 

And  whereas  it  has  pleased  Her  Majesty  to  make  an 
arrangement  of  the  nature  contemplated  by  the  said  Act  by 
and  in  virtue  of  a  declaration  signed  and  sealed  by  Her 
Majesty's  Ambassador  at  Paris  on  the  17th  of  March,  1884, 
duly  conveying  the  accession  of  Great  Britain  to  the  Inter- 
national Convention  and  Protocol  for  the  Protection  of 
Industrial  Property,  signed  by  representatives  of  certain 
powers  on  the  20th  of  March,  1883,  and  duly  ratified  on  the 
6th  of  June,  1884,  power  being  reserved  to  Her  Majesty  to 
hereafter  accede  to  the  provisions  of  the  said  convention  and 
protocol  on  behalf  of  the  Isle  of  Man,  the  Channel  Islands, 
and  any  of  Her  Majesty's  possessions,  which  declaration  of 
accession  was  duly  accepted  by  the  French  Government  on 
behalf  of  the  signatory  powers  by  and  in  virtue  of  a  declaration 
dated  the  2nd  of  April,  1884  : 

Now,  therefore.  Her  Majesty,  by  and  with  the  advice  and 
consent  of  her  Privy  Council,  and  by  virtue  of  the  authority 
committed  to  her  by  the  said  Act,  doth  declare,  and  it  is 
hereby  declared,  that  the  provisions  of  the  said  Act  herein- 
before specified  shall  apply  to  the  following  ooxmtries,  viz.  :^ 
Belgium,  Brazil,  France,  Guatemala,  Italy,  Netherlands, 
Portugal,  Salvador,  Servia,  Spain,  Switzerland,  Ecuador,*  and 
Tunis* 

And  it  is  hereby  further  ordered  and  declared  that  this 
order  shall  take  effect  from  the  7th  of  July,  1884. 

C.  L.  PSBL. 

*  These  States  had  acceded  to  the  Convention  and  ProtocoL 
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VL 
Subsequent  Obdebs  in  Council. 
Orders  in  Council  making  §  103  applicable, 

SAT!  OV  OBOKE.  ^^^^^  ^ 


Santo  Domiiigo        •  Jan.  27th,  1885. .  Jan.  27tli,  1885  .  1885,  p.  418. 

Sweden  &  Norway   .  July  9th,  1885.   .  July  let,  1885  .  1885,  p.  S173. 

Paraguay  &  Uruguay  Sept.  24ih,  1886 .  Sept.  24th,  1886  .  1886,  p.  4725. 
United     States     of 

America   .        .  July  12th,  1887  .  July  12th,  1887  .  1887,  p.  S827. 
Netherlands       Eaat 

Indiee  .  Not.  17th,  1888  .  March  17th.  1889  .  1888,  p.  641S. 

.  May  28th,  1889  .  Sept.  28th,  1889  .  1889,  p.  2954. 


Orders  in  Cou/ncU  making  §  103  cease  to  be  applicable. 

Ecuador  .  .  April  16th,  1886  .  Dec.  26th,  1886     .  1886,  p.  1894. 

Salvador.  .  Sept.  24th,  1886  .  Aug.  17th,  1887     .  1886,  p.  4726. 

Santo  Domingo       .  May  28th,  1889  .  May  28th,  1889      .  1889,  p.  8035. 


Orders  in  Council  making  §  104  applicable. 

Queenahnd     .        .  Sept.  17th,  1885 .  Sept.  17th,  1885     .  1885,  p^  4429. 
New  Zealand  .        .  Feb.  8th,  1890    .  June  8th,  1890       .  1890,  p.  727. 
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THE  TRADE  MARKS  REGISTRATION  ACfTS,  1875-7. 
WITH  THE  ORDERS  IN  COCJNCIL  THEREUNDER, 
AND  THE  COTTON  MARKS  RULES. 

AU  Repealed, 

The  Trade  Masks  Registration  Act,  1875. 

38  k  39  Vict.  c.  91  (a). 

An  Act  to  establish  a  Register  of  Trade  Marks. 

[Uth  Atigust,  1875.] 

Be  it  enacted  by  the  QiLeen^s  most  excellent  Majesty,  by  and 
unth  the  advice  arid  consent  of  the  Lords  spiritual  a/nd  temporal, 
and  Commons,  in  this  present  Parliament  assembled,  and  by  the 
authority  of  the  same,  as  follows  : 

1.  A  register  of  trade  marks  as  defined  by  this  Act,  and  q/*  Registration 
the  proprietors  thereof,  shaU  be  established  under  the  superin-  ^^  *™^® 
tendence  of  the  Comnnissioners  of  Patents,  a/nd  from  and  after  °^^^^ 

the  first  day  of  July  one  thouscmd  eight  hundred  a/nd  seventy-six 
a  person  shall  not  be  entitled  to  institute  a/ny  proceeding  to 
prevent  the  infringement  of  any  trade  mark  as  defined  by  this 
Act  until  and  unless  such  trade  mark  is  registered  in  pursuance 
<f  this  Act. 

2.  A  trade  mark  must  be  registered  as  belonging  to  particular  Character- 
goods,  or  classes  of  goods  ;  and  when  registered  shall  be  assigned  ^^^^^^ 
and  transmitted  only  in  connection  with  the  goodwill  of  tJie  J^^  mark. 
hisiness  concerned  in  such  particular  goods  or  classes  of  goods, 

a/nd  shall  be  determinable  with  such  goodwill;  but  subject  as 
aforesaid,  registration  of  a  trade  mark  shall  be  deemed  to  be 
equivalent  to  public  use  of  such  mark, 

3.  The  registration  of  a  person  as  first  proprietor  of  a  trade  Title  of  first 
mark  shall  be  primdfacie  evidence  of  his  right  to  the  exclusive  proprietor  of 
use  of  such  trade  mark,  and  shall,  after  the  expiration  of  five 

(a)  It  is  frequently  necessary  to  refer  to  these  Acts,  though  repealed,  and 
they  are  consequently  printed  here,  for  facility  of  reference. 
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Title  of 
proprietor 
cUuningby 
transmitted 
proprietor- 
ship. 

Rectification 
of  register. 


Restrictions 
on  registry  of 
trade  marks. 


years  /ram  the  dcUe  of  9u6h  regitircUian,  be  oondudve  emdenoe 
of  hie  right  to  the  exdvsive  use  ofeiteh  trade  marky  subject  to  the 
provisions  of  this  Act  as  to  its  eonnecHon  with  the  goodtoiU  of  a 
business. 

4.  Every  proprietor  registered  in  respect  to  a  trade  mark  sub- 
sequently to  the  first  registered  proprietor  shaU,  as  respects  his 
tUle  to  that  trade  mark,  stand  in  the  same  position  as  if  his  tide 
were  a  continuation  of  the  title  of  the  first  registered  proprietor. 

5.  If  the  name  of  any  person  who  is  not  for  the  time  being 
entitled  to  the  exdusive  use  of  a  trade  mark  in  accordance  wiJtk 
this  Acty  or  otherwise  in  accordance  with  law,  is  entered  on  the 
register  of  trade  marks  as  a  proprietor  of  such  trade  marky  or  if 
the  registrar  refuses  to  enter  on  the  register  cu  proprietor  of  a 
trade  mark  the  name  of  any  person  who  is  for  the  time  being 
entitled  to  the  exduaive  use  of  stush  trade  mark  in  accordance 
vnth  this  Act,  or  otherwise  in  accordance  with  law,  or  if  cmy 
mark  is  registered  as  a  trade  mark  which  is  not  authorised  to  be 
so  registered  under  this  Act,  any  person  aggrieved  may  apply  tfi 
the  preserved  manner  for  an  order  of  the  Court  that  the  register 
may  be  rectified  ;  and  the  Court  may  either  refuse  such  ajiplioar 
tion,  or  it  m^ay,  if  satisfied  of  the  justice  of  the  oase^  make 
an  order  for  the  rectification  of  the  register,  and  may  award 
damages  to  the  party  aggrieved. 

Where  each  of  seveml  persons  claims  to  be  registered  as 
proprietor  of  the  same  trade  mark,  the  registrar  may  refuse  to 
comply  with  the  claims  of  any  of  such  persons  until  their  rights 
have  been  determined  by  the  Court,  and  the  registrar  may  himsdf 
submit  or  require  the  claimants  to  submit  in  the  prescribed 
manner  their  rights  to  the  Court, 

The  Court  may,  in  any  proceeding  under  this  section,  decide 
any  question  as  to  whetfier  a  mark  is  or  is  not  such  a  trade  mark 
as  is  authorised  to  be  registered  under  this  Act,  also  any  question 
relating  to  the  right  of  any  person  who  is  party  to  stush  proceedr 
ing  to  have  his  name  entered  on  the  register  of  trade  marks,  or 
to  have  the  name  of  some  other  person  removed  from  such  register, 
also  any  other  question  that  it  may  be  necessary  or  eocpedient  to 
decide  for  the  rectification  of  the  register. 

The  Court  may  direct  an  issue  to  be  tried  for  the  decision  of 
any  question  of  facA  which  may  require  to  be  decided  for  the 
purposes  of  this  section. 

Whenever  any  order  has  been  made  rectifyirhg  the  register  the 
Court  shall  by  its  order  direct  that  due  notice  of  such  rectification 
be  given  to  the  registrar. 

6.  The  registrar  shcdl  not,  without  the  ^Decial  leave  of  the 
Court,  to  be  given  in  the  prescribed  manner,  register  in  respect  of 
the  same  goods  or  classes  of  goods  a  trade  mark  identical  with 
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one  which  is  alrectdy  regiHered  with  respect  to  such  goods  or 
elaases  of  goods,  and  the  registrar  shM  not  register  with  respect 
to  the  same  goods  or  dosses  of  goods  a  trade  mark  sd  nearly 
resembling  a  trade  mark  aJbready  on  the  register  with  respect  to 
such  goods  or  classes  of  goods  as  to  he  calcukUed  to  deceive. 

It  shall  not  be  lawful  to  register  as  part  of  or  in  combination 
with  a  trade  mark  am,y  words  the  exclusive  use  of  which  would 
not,  by  reason  of  their  being  calculated  to  deceive  or  otherwise, 
he  deemed  entitled  to  protection  in  a  court  of  equity  ;  or  any 
scandalous  designs, 

7.  Stdjeet  as  aforesaid,  a  register  office  shall  be  established  EstabliBhmeiit 
from  and  after  such  time  (not  being  later  than  ^e  first  day  q/'o^reprtryand 

January  one  thousand  eight  hundred  and  seventy-six),  in  such  ^^^"^  rulee. 

manner,  and  with  such  officers,  and  at  su>ch  salaries,  to  be  paid 

out  of  moneys  provided  by  Parliament,  as  the  Lord  Chancellor 

may,  with  the  consent  of  the  Treasury,  direct ;  and  the  Lord 

Chancellor  may,  from  time  to  time,  with  the  assent  of  the 

Treasury  as  to  fees,  make,  and  when  made,  alter,  anrnd,  or  vary, 

such  general  rules  as  to  the  registry  of  trade  marks,  and  as  to 

notices  to  he  given  by  advertisement  before  the  registration  of 

trade  marks,  and  as  to  the  classification  of  goods  for  the  purposes 

of  this  Act,  and  as  to  the  registration  of  first  and  subsequent 

proprietors  of  trade  marks,  and  as  to  the  fees  to  be  charged  for 

registration,  and  also  for  the  continuance  of  a  trade  mark  on  the 

register  or  otherwise,  and  as  to  the  removal  from  the  register  of 

any  trade  mark,  as  to  notices,  and  as  to  the  persons  entitled  to 

inspect  the  register,  and  as  to  any  proceedings  to  be  taken  to 

obtain  the  judgment  or  leave  of  the  Cou/rt  in  any  matter  in  which 

the  judgment  or  leave  of  the  Court  is  required  to  be  obtained 

under  dns  Act,  and  generally  for  the  purpose  of  carrying  into 

effect  this  Act,  as  he  may  deem  expedient. 

Any  rules  made  in  pwrsuance  of  this  section  shall  he  laid 

before  both  Houses  of  Parliament  if  Parliament  be  then  sitting, 

or  if  not  then  sitting,  then  within  ten  days  from  the  then  neost 

assembling  of  Parliament,  and  shall  be  of  the  same  validity  as 

if  they  had  been  enacted  by  Parliament ;  provided  that  if  either 

House  of  Parliamsnt  resolve,  within  one  month  after  such  rules 

have  been  laid  before  such  House,  that  any  of  such  rules  ought 

not  to  continus  in  force,  any  rule  in  respect  of  which  such 

resolution  has  been  passed  shall,  after  the  date  of  such  resolur 

tion,  cease  to  be  of  any  force,  withoul  prejudice,  nsverthdess, 

to  the  making  of  any  other  rule  in  its  place,  or  to  anything 

done  in  pwrsuance  of  any  ewh  rules  b^ore  the  date  of  such 

resolution. 

_     _,  .  -  ^    ,  .  Certificate  of 

8.  Tm  certificate  of  the  registrar  as  to  any  entry,  matter,  or  registrar  to 

thing  which  he  is  authorised  by  this  Act,  or  any  general  rules  be  evidence. 
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made  therminderj  to  make  or  do^  ehaU  be  evidence  of  euA  enhy 
having  been' made,  and  of  the  contents  thereof,  and  of  euck 
mattere  and  things  having  been  done  or  left  undcne. 

Proriiion  m  9.  With  respect  to  the  master,  wardens,  searchers,  assistants, 
to  Cutlen  and  commonaUy  of  the  Company  of  Cutlers  in  HaUamMrt,  in 
^rObld  ^  C'owUy  of  York  {in  this  Act  called  "  the  Cutlers  Company  "), 
wrponte  ^""^  ^^  marks  or  devices  (in  this  Act  called  "  Sheffield  corporate 
markB.  marks '*)  assigned  or  to  be  assigned  by  the  master,  wardens, 

searchers,  cmd  assistants  of  that  company,  be  it  enacted  as 

follows: 

(1.)  Within  the  prescribed  time  and  in  the  prescribed  manner 
the  Cutlers  Compamy  shaU  at  their  own  eoepense  ddiver 
to  the  registrar  under  this  Act  copies  of  aU  Sheffield 
corporate  marks  in  force  at  the  time  of  such  delivery : 

(2.)  When  any  person,  after  the  passing  of  this  Act,  applies  to 
the  said  master,  wardens,  searchers,  and  assistants  to 
assign  to  him  any  mark  or  device,  notice  of  such 
application,  with  a  copy  of  such  mark  or  device,  shaH, 
within  the  prescribed  time  and  in  the  prescribed  manner, 
be  deliver^  to  the  registrar  under  this  Act;  and  such 
mark  or  device  shall  not  be  assigned  until  after  tlie 
eocpiration  of  the  prescribed  period  from  the  giving  of 
such  notice.  In  like  manner,  when  any  person  applies 
for  the  registration  under  this  Act  of  a  trade  mark  as 
belonging  to  any  goods  or  doss  of  goods  specified  in 
%  2  of  the  Cutlers  Company^s  Act  of  1860,  notice  of 
such  application,  with  a  copy  of  such  trade  mark, 
shall,  within  the  prescribed  time  and  in  the  prescribed 
manner,  be  delivered  to  the  Cutlers  Company;  and 
such  trade  mark  shall  not  be  registered  until  after  the 
eocpiration  of  the  prescribed  period  from  the  giving  of 
the  last-mentioned  notice  : 

(3.)  Upon  the  assigning  of  any  such  mark  or  device,  or  the 
registration  of  any  stich  trade  mark  as  aforesaid, 
notice  of  the  assignment  or  registration  shall,  within 
the  prescribed  time  and  in  the  prescribed  manner,  he 
given  to  the  registrar  under  this  Act,  or  to  the  Cutlers 
Company,  as  M«  case  may  be  : 
(4.)  The  registrar  under  this  Act,  without  the  special  leave  of 
the  Court,  to  be  given  only  in  cases  where  the  applicant 
proves  his  right,  shaU  not  in  respect  of  any  goods  or 
classes  of  goods  with  respect  to  which  a  Sheffield 
corporate  mark  shall  have  been  assigned  and  actually 
used,  and  of  which  mark  a  copy  or  description  or 
notice  of  the  assigning  thereof  shall  have  been  delivered 
or  given  to  the  registrar  as  ({foresaid,  register  a  trade 
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tnark  ideTitical  with  atich  Sheffield  corporate  marky  or 
80  fieovrly  resembling  the  same  cu  to  be  ccUculcUed  to 
deceive: 

(5.)  2^  matter,  wardejiSf  eearchere,  cmd  assistants  of  the 
CiUlers  Company  shaU  not  assign  to  any  person  a 
mark  or  device  identical  vnth  any  trade  mark  registered 
under  this  Act,  and  notice  of  the  registration  whereof 
shall  ha/ve  been  given  to  the  CuUers  Compamy  as 
aforesaidy  or  so  ne€vrly  resembling  the  same  as  to  be 
calculated  to  deceive: 

(6.)  Any  person  to  whom  a  Sheffield  corporate  mark  legally 
belongs  shaU  be  entitled  to  have  the  same  mark  regis- 
tered also  as  a  trade  mark  under  this  Act,  in  respect  of 
any  particular  goods  or  classes  of  goods,  in  the  same 
manner  cmd  upon  the  sams  terms  and  conditions  in 
and  upon  which  he  might  have  registered  the  sams 
if  it  were  not  a  Sheffield  corporate  mark : 

(7.)  Nothing  in  this  Act  shall  preJTidice  or  affect  the  rights 
and  privileges  of  the  CuUers  Company,  nor,  scbve  as  is 
otherwise  in  this  Act  expressly  provided,  shall  any  of 
the  provisions  of  this  Act  apply  to  or  in  the  case  of 
any  Sheffield  corporate  mark, 

10.  For  the  purposes  of  this  Act :  Definitions. 

A  trade  mark  consists  of  one  or  more  of  the  foUotoing 

essential  particulars  ;  UuU  is  to  say  : 
A  name  of  an  individual  or  firm  printed,  impressed,  or 

woven  in  some  particular  arid  distinctive  manner  ;  or 
A  written  signature  or  copy  of  a  written  signature  of  an 

individtuil  or  firm  ;  or 
A  distinctive  device,  mark,  heading,  lahd,  or  ticket; 
and  there  may  be  added  to  any  one  or  Tnore  of  the  said  particulars 
any  letters,  words,  or  figures,  or  cofnbination  of  letters,  words,  or 
figures;  also 

Any  special  and  distinctive  word  or  words  or  comMnation  of 
figures  or  letters  used  as  a  trade  mark  before  the  passing  of  this 
Act  may  be  registered  as  such  under  this  Act. 

^^ Prescribed**  means  prescribed  by  general  rules  made  in 
pursuance  of  this  Act ;  and 

"  Court**  means  any  of  Her  Majesty* s  superior  courts  of  law 
or  equity  at  Westminster,  or  any  court  to  whidi  the 
jurisdiction  of  such  courts  may  be  tramsferred,  or  any  one 
or  more  of  such  courts  which  may  be  declared  to  be  the 
court  for  the  purposes  of  this  Act  by  siich  general  rules  as 
aforesaid;  but  the  provisions  of  this  Act  conferring  a 
special  jurisdiction  on  the  court  as  above  defined  shaU  not, 
excepting  so  far  as  such  jurisdiction  extends,  affect  the 
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juritdieUan  of  any  court  in  Sootland  or  Ireland  in  cauMf, 
actiom,  tuitSy  or  proceedingt  reUuing  to  trade  marki  ;  and 
if  the  register  requires  to  be  rectified  in  eonsequenoe  of 
any  prooeedinge  in  any  fewch  court  in  SootUmd  or  Ireland^ 
due  notice  of  euch  requirements  shaU  he  given  to  the 
registrar,  and  he  shall  rectify  the  register  aoisordingly. 

Short  title  of       11.  This  Act  may  be  eUed/or  all  purposes  as  the  TradeMarhs 
hx^  Begistration  Act,  1875. 


The  Trade  Marks  Reoistration  Amendment  Act,  1876. 

39  &  40  Vict.  c.  33. 

An  Act  for  the  Amendment  of  the  Trade  Marks  Registration 
Act,  1875.  [24th  July,  1876.] 

Whereas  by  the  Trade  Marks  Registration  Act,  1875,  in  this 
Act  r^erred  to  as  the  principal  Act,  it  is  provided  that  from  and 
cfter  the  fvrst  day  of  July  one  thotuand  eight  hundred  and 
seventy-six,  a  person  shall  not  be  entitled  to  prevent  the  infringe- 
ment of  awy  trade  mark  as  defined  by  the  principal  Act  untU 
and  unless  such  trade  mark  is  registered  in  pursuance  of  that 
Act: 

And  whereas  by  reason  of  the  number  of  trade  marks,  and 
especially  by  reason  of  tlie  difficulties  aUending  the  registration 
oj  trade  marks  in  relation  to  textile  fabrics,  it  has  been  found 
impossible  to  complete  the  registration  of  existing  trade  marks 
within  the  time  specified  by  the  said  section ;  and  it  is  ther^ore 
expedient  to  prolong  the  time  for  the  completion  of  such  registrar 
tion  as  aforesaid,  and  otherwise  to  a/mend  the  principal  Act  : 

Be  it  therefore  enacted  by  the  Queen's  most  exce&ent  Majesty, 
by  and  with  the  advice  and  consent  of  the  Lords  spiritual  and 
temporal,  and  Commons,  in  this  present  Parliament  {wsembled, 
and  by  tJie  authority  of  the  same,  as  follows  : 

Amendment  1.  There  shall  be  repealed  so  mfuch  of  ^  \  of  the  principal 
^\^  ^.  ^\^^^  Act  as  provides  that  from  and  cfter  the  first  day  of  July  one 
piiQoip  0  ^iKfugfj^nci  eight  hundred  and  seventy-six,  a  person  thM  not  be 
entitled  to  institute  any  proceeding  to  prevent  the  infringement 
of  any  trade  mark  as  defined  by  that  Act  until  and  unless  suA 
trade  mark  is  registered  in  pursuance  of  that  Act;  and  in  place 
thereof  be  it  enacted  that — 

From  and  after  the  first  day  of  Jtdy  one  thousand  eight 
hundred  amd  seventy-seven,  a  person  shall  not  be  entitled  to 
institute  any  proceeding  to  prevent  or  to  recover  damages  for  the 
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infringemeni  of  amy  trade  mark  aa  d^fmed  hy  the  principal  Act, 
tmlil  cmd  wrdess  mch  trcuLe  mark  ia  registered  in  pttreuanee  of 
that  Act,  or  until  and  unleeSf  with  respect  to  any  devioCj  mark, 
na/mey  combination  of  words,  or  other  matter  or  thing  in  use  as 
a  trade  mark  before  the  passing  of  the  principal  Act,  registration 
thereof  as  a  trade  mark  under  the  prineipcU  Act  shaU  haoe  been 
refused  as  hereinafter  is  mentioned, 

2.  When  cm  appUoation  by  any  person  to  register  as  a  trade  Saying  of 
mark  a  device,  nuxrk,  name,  word,  combination  of  words,  or  markB  and 
other  metier  or  thing  proposed  for  registration  as  a  trade  mark,  devils  not 
which  has  been  in  use  as  a  trade  mark  before  the  passing  of  the  ^^g  ^^. 
redied  Act,  has  been  refused,  it  shaU  be  the  dtUy  of  the  registrar,  tered  under 
en  request,  cmd  on  paymsnt  of  the  prescribed  fee,  to  give  to  the  hat, 
appliccmt  a  certificate  of  such  refusal,  and  a  certificate  so  granted 

AaU  be  conclusive  evidence  of  such  refused. 

3.  This  Act  may  be  cited  for  all  purposes  as  the  Trade  Marks  Short  title. 
RegistrcUion  Amendment  Act,  1876. 


Thb  Teladb  Masks  Rbqistration  Extbnsion  Acrr,  1877. 

40  k  41  Vict.  o.  37. 

An  Act  for  extending  the  Tims  for  the  Registration  of  Trade 
Marks,  in  so  far  as  relates  to  Trade  Marks  used  in  Textile 
Industries.  [Qth  August,  1877.] 

Whereas  by  %  1  of  the  Trade  Marks  Registration  Amsnd-  80  &  iO  Vict. 
ment  Act,  1876,  it  is  provided  that  from  and  after  the  first  ^  ^^' 
day  of  July  one  thousamd  eight  hundred  and  seventy-seven, 
a  person  shaU  not  be  enHtled  to  institute  any  proceeding  to 
prevent  or  to  recover  damages  for  the  infringenient  of  any  trade 
mark  as  defmed  by  the  Trade  Marks  Registration  Act,  1875  88  k  89  Vict. 
(referred  to  in  mch  Amendment  Act  and  in  this  Act  as  the  ^'  ^^' 
principal  Act),  until  and  unless  su>ch  trade  mark  is  registered 
in  purstumce  of  the  principal  Act,  or  until  and  unless,  loith 
respect  to  any  device,  mark,  name,  combination  of  words,  or 
other  matter  or  thing  in  use  as  a  trade  mark  before  the  passing 
of  the  principal  Act,  registration  thereof  as  a  trade  mark  under 
the  principal  Act  shall  ha/ve  been  refused,  as  is  in  the  said  Act 
therecfter  TnenHoned  : 

Arid  whereas  by  reason  of  the  difficulties  attending  the  regis- 
tration of  trade  marks  used  in  the  textile  industries  it  has  been 
found  impossible  to  complete  the  registration  of  such  trade  marks 
within  the  tims  specified  by  the  said  section,  and  it  is  therefore 
expedient  to  prolong  such  tims  as  aforesaid : 

Be  it  therefore  enacted  by  the  Queen's  most  excellent  Majesty, 
by  and  with  the  advice  and  consent  of  the  Lords  spiritual  and 
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industries." 

Short  title  of 
Act. 


temporal,  and  Commona,  in  this  present  Parliament  tusemUed^ 
and  by  the  authority  of  the  same,  as  follows : 

1.  In  so /or  as  relates  to  the  regtstraUon  of  trade  marks  used 
in  the  textile  industries,  btU  not  further  or  otherwisej  §  1  ^ 
Vie  Trade  Marks  Eegistration  Amendment  Act,  1876,  «^afl  b4 
construed  a>s  if  for  t^  words  "from  and  after  the  first  day  of 
July  one  thouscmd  eight  hundred  and  seventy-seven  "  there  were 
substituted  the  words  "from  and  after  the  first  day  of  January 
one  thousand  eight  hwndred  and  seventy-eight,  or  such  ftaiher 
time  as  Her  Majesty  may  by  Order  in  Council  determined 

2.  The  expression  in  this  Act  "  Trade  marks  used  in  the 
textile  industries"  means  the  trade  marks  relating  to  goods 
comprised  in  Classes  23  to  35,  both  inclusive,  of  the  First 
Schedule  to  the  Rules  under  the  Trade  Marks  Registration  Ads, 
1875-6,  dated  September  1876. 

3.  This  Act  may  be  cited  for  all  purposes  as  the  Trade  Marks 
Registration  Extension  Act,  1877  /  arid  this  Act  and  the  Trade 
Marks  Registration  Amendment  Act,  1376,  and  the  Trade 
Marks  Registration  Act,  1875,  may  be  cited  together  as  the 
Trade  Marks  Registration  Acts,  1875-7. 


ORDERS  m  COUNCIL 

EXTENDING  THE  TIME   FOB  REGISTRATION. 

Dec  12th,  1877  extension  till  June  80th,  1878  (a). 
June  29th,  1878  „  „    Dec.  Slst,  1878  (o). 

Nov.  27th,  1878  „  „    May  Slst,  1879  (6). 

May  17th,  1879  „  „    July  Slst,  1879  (6.) 

(a)  These  orders  related  only  to  trade  marks  used  in   the   textile 
industries. 

(6)  These  ordeis  related  only  to  trade  marks  used  for  cotton  piece  goods. 


Establishment 
of  office  for 
exhibition  of 


RULES  OF  AUGUST,  1876,  WITH  RESPECT  TO 

COTTON  MARKS.* 

Cotton  Goods, 

57.  For   the  purpose  of  facilitating   the  granting  of  tmde 
marks  in  respect  of  cotton  goods  in  Classes  23,  24  and  25,  there 

after  the  Committee  of  Experts  had 
completed  their  labours,  an  entirely 
new  set  was  substituted  (see  p.  549, 
infra).  Those  rules  were^  in  their 
turn,  repealed,  and  the  rules  now 
in  force  place  cotton  marks  on  the 
same  footing  as  other  trade  maxka, 
and  this  would  seem  to  be  the  esse 
even  with  B  list  marks. 


*  These  rules,  though  repealed, 
are  given  here  in  order  that  the 
position  of  cotton  marks  dealt  with 
by  the  late  Manchester  Committee 
of  Experts  may  be  comprehended. 
Where  it  is  not  otherwise  stated, 
the  rules  were  included  in  the  set 
of  Rules  issued  in  August,  1876. 
Various  additions  were  made  from 
time  to  time,  and  in  March  1888, 
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AaU  he  estMuhed  hy  the  CommUBd(yMr»  of  Patents  (a),  and  ooUon  trade 
mbject  to  their  cantroly  an  office  at  Manehester  (6)  /or  ^^^Si^Lr 
eaMbition  of  aU  detneeSj  marks,  headings,  labels,  tickets,  letters,        <»^>t^* 


words,  or  Jigures,  or  combinations  of  tetters,  words,  or  figv/res 
used  in  the  cotton  trade,  cmd  in  these  Btdes  included  under  the 
escpression  "  cotton  marks  "  (c). 

(a)  PreyiouB  to  the  coming  into  operation  of  the  Patents  Act,  1888,  on 
January  let,  1884,  the  regiatnttion  of  trade  marks  was  under  the  control  of 
the  CommiasioneiB  of  Patents,  now  no  longer  in  existence. 

(5)  This  was  opened  and  is  stUl  maintained  at  No.  48,  Royal  Exchange, 
Muicheeter.     See  Instructions,  par.  34. 

(c)  All  cotton  marks  are  treated  as  exceptional,  and  adyertised  and  regis- 
tend  by  deposit.     See  In  re  Jiobimon,  29  W.  R.  31. 

58  (a).  Every  person  who  at  the  date  of  the  passing  of  the  Representa- 
Act  used  any  cotton  mark  shall,  if  resident  in  the   United  ^^ "^[^^^^ 
Kingdom,  on  or  before  the  first  day  of  January  one  ^^^w*****^  gent  by  owners 
eight  hundred  and  seventy-seven,  and  if  resident  elsewhere,  on  resident  in  the 
or  before  Uie  first  day  of  MarcJi,  one  thousand  eight  hundred  and  United  King- 
sefcenty-seven,  send  to  the  Mcmchester  office  three  representations  ^^  ^Pl.^'" 
of  such  cotton  mark,  in  such  form  and  with  svjch  a  description  1377^  ^'    ' 
as  may  be  from  time  to  time  required  by  the  Commissioners  of  owners  resi- 
Patents.  dent  abroad 

on  or  before 

(a)  This  Rule  was  made  on  Dec  1st,  1876,  in  substitution  for  the  pre-  March  1, 
▼ious  Rule  58,  by  which  representations  of  old  cotton  marks  were  to  be  1877. 
lent  in  at  Manchester  on  or  before  Dec.  Ist,  1876. 

58a  (a).  Every  person  who  at  the  date  of  the  passing  of  the  f^^^^^^^^ 
Tmde  Marks  Registration  Act,  1875,  used  any  "  combination  ^^^^^^ 
stamp "  (6)  for  cotton  piece  goods,  shaU  on  or  before  the  first  tions  of 
day  of  February,  n  e  thousand  eight  hundred  cmd  seventy-nine,  combination 
stnd  to  the  Manchester  Branch  of  the  Trade  Marks  Registry  ®*^P*  ^?^ 
Office  four  representations  of  such  "  combination  stamp,"  in  such  ^^J^  ^^^^ 
form  and  wUh  such  a  description  as  mxvy  be  from  time  to  tiwA 
required  by  the  Commissioners  of  Parents. 

(a)  This  rule  was  made  on  Dec.  28  th,  1878. 

(6)  Combination  stamps  are  combinations  of  several  different  trade  marks 
wldch  dealers  in  cotton  goods  habitually  use  on  such  goods,  treating  the 
combination  as  equivalent  to  a  single  trade  mark.  See  Jtobiruon  y.  Finlay, 
9  Ch.  D.  487,  for  an  example  of  such  a  combination. 

59.  A  committee  (a)  of  persons  versed  in  the  usages  of  the  Committee  of 
cotton  trade  shall  be  appointed  by  the  Commissioners  of  Patents,  ®»P«rt8  to  be 
consisting  of  such  number  of  persons  as  may  from  time  to  time  to^Wd     T- 
be  determined  by  them  ;  and  it  shall  be  the  duty  of  such  com-  ton  marks  into 
mittee,  on  or  before  a  tims  to  be  named  by  the  Commissioners  two  classes. 
of  Patents,  to  divide  the  cotton  marks,  representations  of  which 
have  been  so  sent  in  to  the  Manchester  office,  into  two  classes, 

NN 
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ihefirH  cla$8  eon&UHng  ofawh  of  the  icUd  cotton  marki  a»  an, 
in  the  opinion  of  the  eommiitee,  trade  marke  wiMn  the  nynnmg 
of  the  Ad,  and  the  eeoond  does  ooneitUng  of  euch  of  the  eaid 
cotton  marke  ae  are  not,  in  the  opinion  of  the  committee,  trade 
marke  within  the  meaning  of  the  Act  {b). 

(a)  A  list  of  the  Committee  of  Experts  sppomted  ander  this  Bale  vfll 
be  found  in  the  Instructions  issued  during  the  ezistenoe  of  the  committae. 

(6)  The  committee  were  instructed  by  the  CommissionerB  of  FMeois 
in  s  letter,  dated  April  4th,  1877,  to  act  on  the  following  prindples  in 
dividiiur  the  cotton  marks  into  two  classes,  yiz.  :  (i)  To  decide  onlj  from 
the  eridenoe  before  them  whether,  in  their  opinion,  a  mark  belonged  to  tbe 
first  or  second  class  of  cotton  marks ;  (ii)  in  case  of  farther  iziformatioa 
being  required,  the  keeper  of  the  Manchester  office  was  authorised  to  obtain 
such  information  for  the  use  of  the  committee  ;  (iii)  in  caae  of  a  dxffereooe 
of  opinion  among  the  committee  as  to  the  nature  of  marks  applied  for, 
their  decision  should  be  given  according  to  the  opinion  of  the  majority,  the 
chainnan  presiding  at  each  meeting  having  a  casting  vote ;  (iv)  siogle 
letters  were  not  trade  marks  within  the  meaning  of  the  Act ;  (v)  in  aH 
cases  where  more  than  three  persons  applied  for  registration  of  the  same 
mark  for  the  same  description  of  goods,  such  mark  must  be  considefed  as  a 
trade  mark  not  within  &e  meamng  of  the  Act,  and  must  oonsequentlj  be 
placed  in  the  second  dass.     By  supplementary  directions,  the  committee 
were  instructed  that  Bule  (v)  extended  to  maiks  so  similary  or  so  nearly 
resembling  each  other,  as  to  be  substantially  the  same  marks,  or  calculated 
to  deceive,  and  was  not  to  be  confined  to  identical  marks.     And  they  were 
also  instructed  that,  in  dealing  with  individual  cases,  they  should  bring  to 
bear  upon  them  the  knowledge  which  the  members  of  the  committee  m^t 
have  of  the  state  of  things  in  the  trade,  and  to  decide  with  reference  to 
that  knowledge,  and  not  merely  upon  such  evidence  as  might  be  fonnally 
brouffht  before  them  in  the  individual  eases.    Also  that  borders  of  marb 
should  not  be  treated  as  parts  of  the  marks.     See  In  re  Brooky  26  W.  R.  791. 

Acting  on  the  principles  thus  laid  down,  the  committee  divided  the  marb 
submitted  to  them  into  two  classes,  known  as  the  A  list  and  the  B  bat, 
of  which  the  former  contained  registrable,  and  the  latter  non-registraUe, 
cotton  marks. 

By  Rule  02,  infr^  the  marks  placed  in  the  B  list  were  not  to  be  regis- 
tered except  in  pursuance  of  an  order  of  the  Court,  and  in  /n  re  Orr-Ewing  f 
Co.f  8  Ch.  D.  794,  the  question  was  raised  how  far  the  decision  of  the  com- 
niittee  was  a  binding  decision.     Hall,  V.-C,  decided  that  the  marks  there 
in  question,  which  had  been  placed  in  the  B  list^  were  good  and  valid  trade 
marxs,  and  that  they  ought  to  be  registered ;  but  the  Court  of  Appeal 
reversed  his  decision,  holding  that  the  decision  of  the  oonmiittee  should  not 
be  interfered  with  except  under  special  drcumstances,  James»  L.  J.,  saying 
that  the  Court  should  not  intei^ere^  unless  satisfied  that  the  committee  had 
proceeded  upon  some  wrong  principle  or  in  some  improper  manner.    When, 
however,  the  case  was  brought  before  the  House  of  Loi^  (4  App.  Cas.  479X 
the  deNcision  of  Hall,  V.-C,  was  restored,  with  the  modification  toat  only  the 
essential  particulars  of  the  marks  were  admitted  to  registration,  and  the 
Lord  Chancellor  (Lord  Cairns)  said  Uiat  "  the  Rules  appear  to  proTide  a 
rough  but  useful  way  of  separating,  by  means  of  the  tedmical  knowledge 
and  judgment  of  the  committee,  the  cotton  trade  marks  into  two  dasna 
The  first  class  is  to  consist  of  those  marks  which  the  committee  isof  opinioo 
are  trade  marks  within  the  Act ;  and  proprietors  in  this  dass  are  to  have 
the  benefit^  arising  from  this  opinion,  of  being  able  at  once  to  apply  to^  he 
registered  in  respect  of  those  marks.    But  in  doing  this  they  must  sati^ 
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the  r^giatnur  that  they  are  the  proprietorSy  and  comply  "with  the  conditions 
of  regietration  as  any  other  applioants  would  do.  With  regard  to  the 
eeoond  claas,  there  in  no  decLBion  pronounced  against  them,  but  the  pro- 
piieton  cannot  apply  for  registration  as  a  matter  of  course.  They  must 
come  to  the  coui%  and  it  must  be  for  the  Court  to  say  whether  the  registrar 
shall  proceed  on  their  application  to  register,  or  not.  In  deciding  this  the 
Court  will  have  before  it  the  circumstance  that  the  opinion  of  the  committee 
was  adTerse  to  the  claim  of  a  trade  mark ;  but  this  would  be  an  opinion 
only,  and  not  a  decision  arrived  at  after  hearing  both  sideSf  or  rendered  in 
any  judicial  proceeding  : "  Orr- Swing  v.  Jteffittrar  of  Trade  Markif  4  App. 
Gas.  488,  and  see  per  Lords  0*Hagan  and  Blackburn.  See  also,  Orr-Ewing  ^ 
Co,  T.  J<^ntton  4*  Co.,  13  Ch.  D.  iZi\  7  App.  Cas.  219 ;  and  the  cases 
noted  imder  Rule  62,  infrd. 

The  function  of  the  committee  was  solely  to  decide  on  the  question  of 
registrability  or  non-registrability,  and  where  they  had  assumed  to  decide  a 
question  of  title,  it  was  held  by  Jessel,  M.  K.,  that  the  registrar  must 
]m>ceed  with  the  application,  leaving  it  to  the  owners  of  other  marks  to 
oppose  the  rsgistration  :  Ex  parte  Ede  Broa.  ^  Co,,  28  W.  B.  486. 

60.  The  said  committee  shall  form  a  list  of  the  cotton  marks  Committee  to 
sent  to  the  Manchester  office  in  each  of  the  aforesaid  classes  (a),  ^orm  list  of 
and  shaU  transmit  stich  lists  to  the  Commissioners  of  Patents,  ^^y^^u^^ 
accompamed  hy  two  representations  of  each  of  the  marks  specified  q^qq^ 

in  the  second  doss  in  siich  list. 

The  third  representation  of  each  of  the  marks  in  the  second 
doss  in  such  list  shcUl  be  retained  for  r^erefnce  in  the  Manchester 
office, 

(a)  /.e.,  the  A  list  and  the  B  list. 

61.  The  Commissioners  of  Patents  may  from  time  to   time  Marks  ma^  be 
add  to  the  aforesaid  list  arvy  cotton  marks  as  they  may  think  added  to  list. 
just,  and  such  addition  shaU  he  deemed  to  he  part  of  the  original 

list. 

62.  Any  proprietor  of  a  cotton  mark  not  specified  in   the  Any  person 
second  doss  in  such  list  may  apply  to  he  registered  as  proprietor  cjainung  to  be 
of  such  cotton  mark  in  mammer  and  subject  to  the  conditions  in  ^^^  ^^^^ 
which  he  may  apply  to  be  registered  as  proprietor  of  amy  other  mark  in  class  1 
trade  mark  (a),  but  it  shaU  not  be  lawful  for  the  registrar  to  may  apply  to 
''^^ster  (6)  any  person  as  proprietor  of  any  cotton  mark  in  the  ^-  registered. 
eecond  class  of  the  aforesaid  Hst  except  in  pursuance  of  an  order 

of  the  Court  (c). 

(a)  After  being  passed  by  the  committee,  the  marks  in  the  A  list  had  to 
be  advertised,  so  that  an  opportunity  for  opposition  might  be  afforded.  In 
In  re  IiobvM(m,  29  W.  R.  31,  an  A  list  cotton  mark  was  opposed,  but 
without  success. 

(()  But  he  might  grant  a  certificate  of  refusal  to  register,  thus  preserving 
any  previous  rights. 

(e)  For  an  order  of  the  Court  to  be  obtained  for  the  registration  of  a  B 
list  mark,  such  a  case  had  to  be  made  out  as,  in  the  opinion  of  the  Court, 
was  sufficient  to  outweigh  the  opinion  of  the  Committee  of  Experts  : 
per  Lord  Blackburn  in  Orr-Evfing  v.  Regiatrar  of  Trade  Mark$f  i  App.  Cas. 
501.    It  is,  however,  believed  that  an  application  to  the  Court  by  an  owner 
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of  a  B  list  mark  has  never  been  unBucceesfnl.  Such  appUcatioiiB  were 
ffranted  in  ExparU  Ede  Brtn.  ^  Co.,  28  W.  R.  436 ;  In  re  DugdaU,  49  L.  J. 
Ch.  803  ;  In  re  J.  Hoyle  ^  Sons,  Limited  (1),  V.-C.  H.,  May  Sth,  1880 ; 
8.  C.  (2)  Chittj  Jr  Nov.  SOtti,  1883 ;  In  re  Diekvuon,  Ackroyd  ^  Co., 
V.-C.  H.,  July  8th,  1880  ;  In  re  Jones  Bros.  S(  Co.,  V.-C.  H.,  July  lOth, 
1880 ;  In  re  Ward,  Sturt  Sf  Sharp,  60  L.  J.  Ch.  347  ;  In  re  Sykes,  43  L.  T. 
N.  S.  626  ;  In  re  T.  Ashton  ^  Sons,  V.-C.  H.,  Feb.  26th,  1881 ;  In  re  Framjee, 
Sands  Jf  Co.,  V.-C.  B.,  Nov.  SOth,  1883.  In  In  re  Brook,  26  W.  R  791, 
which  was  decided  against  the  applicants  on  the  authority  of  the  dedaon 
of  the  Court  of  App^  in  In  re  Orr-Ewinff,  8  Ch.  D.  794,  an  arrangenie&t 
satisfactory  to  the  applicants  was  afterwards  arrived  at. 

*'  The  Court  '*  being  the  Chancery  Division  (now  the  High  Court  of 
Justice),  the  order  of  the  House  of  Lords  was  made  an  order  of  the 
Chancery  Division  in  In  re  Orr-Ewing  (2),  28  W.  R.  412.  The  oompfaoUer 
will  now  register  a  B  list  mark  in  a  proper  case,  without  requiring  the 
applicant  to  go  to  the  Court. 

Advertise-  62a  (a).  As  soon  as  may  be  after  the  receipt  of  an  appUeationy 

ment  of  cotton  ^^j^,^  ^  provided  by  the  Trade  Marks  RuUsJor  the  regis^raiwa 
of  a  mark  in  Classes  23,  24,  25  aforesaid,  or  in  any  one  or 
more  of  such  classes,  the  registrar  skaU  insert  in  the  official 
paper  an  advertisement  of  such  application,  showing  the  name 
cmd  address  of  the  applicant,  the  class  in  which  he  applies,  the 
nu/mber  given  to  the  mark  by  the  registrar,  the  places  in  London 
cmd  Manchester  respectively  where  a  specimen  of  stich  mark  is 
deposited  for  exhibition,  and  distinguishing  whetlier  the  mark 
has  or  has  not  been  used  prior  to  the  thirteenth  day  ofAugusty 
one  Uiousand  eight  hundred  and  seventy-five, 

(a)  This  and  the  following  Rule  were  made  on  Feb.  26th,  1877,  in  sub- 
stitution, so  far  as  related  to  cotton  marks,  for  Rules  13,  15  and  17  of  the 
General  Rules  of  August,  1876,  as  to  advertisement. 

Time  of  regia-  62b  (a).  On  the  expiration  of  three  weeks  from  the  date  of  the 
^^^^  °^  ,  first  appearance  of  tlie  advertisement  of  a  mark  in  Classes  23, 
24,  25,  or  in  any  one  or  more  of  such  classes,  in  the  official 
paper,  the  registrar  may,  if  h^  is  satisfied  that  the  applicant  is 
entitled  to  registration,  register  such  mark  in  respect  of  the 
description  of  goods  for  which  he  may  be  entitled  to  be  registered, 
cmd  the  applicant  as  the  proprietor  hereof,  on  payment  of  the 
prescribed  fee. 


Cotton  mark 
not  to  be 
registered  ex- 
cept in  man- 
ner herein 
prescribed. 

Applications 
for  registra- 
tion olnew 


(a)  See  note  to  previous  Rule. 

63.  A  cotton  mark  shall  not  be  registered  except  in  manner 
and  svhject  to  the  conditions  prescribed  by  these  Rules  wiih 
respect  to  the  registry  of  cotton  marks, 

63a  (a).  The  Rules  numbered  57  to  63  as  aforesaid  do  not 
apply  to  such  trade  marks  in  respect  of  cotton  goods  in  Classes 
23,  24  and  25  as  are  not  cotton  marks  which  were  in  use  at  the 
date  of  the  passing  of  the  Trade  Marks  Registration  Act,  1875  ; 
and  applications  for  the  registration  of  trade  marks  in  respect  of 
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goods  in  Classes  23,  24  or  25,  and  which  marks  were  not  cotton  trade  marks 
marks  in  use  at  the  date  of  the  passing  of  the  Trade  Marks  ^f^F^}^^ 
JieffistrcUion  Act,  1875,  shaU  be  made  in  manner  and  subject  to  2324  and  * 
the  conditions  in  and  sulject  to  which  applications  for  trade  25)  to  be 
marks  other  than  cotton  marks  may  be  made  in  conformity  with  made  in  the 
the  Rules  in  that  behalf  for  the  time  being  in  force,  »°^e  naanner 

Provided  that  where  application  is  made  for  the  registration  !Jw  ci«agag 
aa  a  trade  mark  in  respect  of  any  goods  in  Classes  23,  24  or  25  q{  goods. 
of  any  mark  being  a  cotton  mark  contained  in  the  second  class 
of  the  list  mentioned  in  Bule  59  aforesaid^  such  registration 
ahaU  not  take  place  except  in  pursuance  of  an  order  of  the. 
Court, 

(a)  Thifl  Rule  was  made  on  Oct.  2l8t,  1879. 


UTILES  OF  MARCH,  1883,  WITH  RESPECT  TO  COTTON 

MARKS.* 

57.  [This  Rule  is  identical  with  Rule  57,  suprh,]  Establishment 

68  (a).  The  Commissioners  of  Patents  may  from  time  to  tim>e  °^^?S  ^^^  m 
add  to  the  first  and  second  claiss  lists  of  cotton  marks  formed  by  cotton  trade 
the  late  Manchester  Committee  of  Experts  any  cotton  marks  as  marks  at 
they  may  think  just,  and  such  addition  shaU  be  deemed  to  be  Manchester. 

part  of  the  original  lists.  Marks  may 

be  added  to 
(a)  This  is  taken  from  the  old  Role  61.  the  first  and 

second  class 
59  (a).  Any  proprietor  of  a  cotton  mark  in  the  first  class  may  liat"  of  cotton 
apply  to  be  registered  as  proprietor  of  such  cotton  mark  in  ™*'"**- 
manner  o/nd  stthject  to  the  conditions  in  which  he  may  apply  to  ^^7  P®"^^ 
be  registered  as  proprietor  of  any  other  trade  mark,  but  it  shall  bethe"pro- 
not  be  lawful  for  the  registrar  to  register  any  person  as  pro-  prietor  of  a 
prietor  of  any  cotton  mark  in  the  second  class  aforesaid,  except  cotton  mark 

in  pursuance  of  an  order  of  the  Cowrt,  ^  ^"*  ^**? 

may  apply  to 

(a)  This  is  taken  from  the  old  Rule  62.  be  registered. 

Advertise- 

60.  \This  Rule  is  identical  udth  Rule  62a,  suprit.'l  ment  of  cotton 

61.  [This  Rule  is  identical  with  Rule  62b,  supr^.]  marks. 

Time  of 
•  See  note,  p.  544,  suprd.  registration  of 

cotton  marks. 


APPENDIX  E. 


Short  title. 


THE  MERCHANDISE  MARKS  ACT,  1887,  AND  THE 
STATUTES,  REGULATIONS  AND  ORDERS  CON- 
NECTED   THEREWITH. 

Thb  Msbchandisb  Mabks  Act,  1887. 
50  &  61  Vicr.  c.  28. 

An  Ag^  to  oonsoltdaie  and  amend  the  Law  relaUng  to  Frauduknt 
Marks  07)  Merchandise,  [2^rd  August^  1887.] 

Be  it  enacted  by  the  Queen's  Most  Excellent  Majesty,  by  and 
inth  the  advice  and  consent  of  the  Lords  Spiritaal  and 
Temporal,  and  Commons,  in  this  present  Parliament  aasemUed, 
and  by  the  authority  of  the  same,  as  follows : 

1.  This  Act  may  be  cited  as  the  Merchandise  Marks  Act, 
1887  (a). 


(a)  It  wu  held  that  it  was  not  againet  the  policy  of  the  Uw  lor 
jnga  taken  under  the  Merohandiae  Marks  Act^  1862,  now  replaoed 


proceed 
by  thif 


E>y  thif  Act,  to  be  ooznpromiaed :  Fither  y.  ApoUinarii  Cb.,  L.  R.  10  C3l 
897. 


Offences  aa  to 
trade  marka 
and  trade 
deacriptiona. 


2. — (1.)  Every  person  (a)  who — 

ia.)  forges  (6)  any  trade  mark  (c) ;  or 
b.)  falsely  applies  (d)  to  goods  (0)  any  trade  mark  (0)  or  any 

mark  so  nearly  resembling  a  trade  mark  as  to  be 

calculated  to  deceive ;  or 
(c.)  makes  any  die,  block,  machine,  or  other  instrument  (/)  for 

the  purpose  of  forging  (b),  or  of  being  used  for 

forging  (6),  a  trade  mark  (c) ;  or 
fd.)  applies  any  false  trade  description  (g)  to  goods  («) ;  or 
(e.)  disposes  of  or   has  in   his  possession  any  die^  block, 

machine,  or  other  instrument  for  the  purpose  of 

forging  (b)  a  trade  mark  (c) ;  or 
(f.)  causes  any  of  the  things  above  in  this  section  mentianed 

to  be  done, 

shall,  subject  to  the  provisions  of  this  Act,  and  unless  he  proves 


t 
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tlut  he  acted  without  intent  to  defraud  (h),  be  guilty  of  an 
offence  against  this  Act. 

(2.)  Every  person  who  sells,  or  exposes  for,  or  has  in  his 
possession  for  sale,  or  any  purpose  of  trade  or  manufacture,  any 
goods  or  things  to  which  any  forged  trade  mark  or  false  trade 
description  is  applied,  or  to  which  any  trade  mark  or  mark  so 
nearly  resembling  a  trade  mark  as  to  be  calculated  to  deceive 
is  falsely  applied,  as  the  case  may  be,  shall,  unless  he  proves — 

(a.)  That  having  taken  all  reasonable  precautions  against 
committing  an  offence  against  this  Act,  he  had  at 
the  time  of  the  commission  of  the  alleged  offence  no 
reason  to  suspect  the  genuineness  of  the  trade  mark, 
mark,  or  trade  description ;  and 

(b.)  That  on  demand  made  by  or  on  behalf  of  the  prosecutor, 
he  gave  all  the  information  in  his  power  with  respect 
to  the  persons  from  whom  he  obtained  such  goods  or 
things  (t) ;  or 

(c)  That  otherwise  he  had  acted  innocently ; 
be  guilty  of  an  offence  against  this  Act. 

(3.)  Every  person  guilty  of  an  offence  against  this  Act  shall 
bo  liable — 

(i.)  on  conviction  on  indictment  (^),  to  imprisonment,  with  or 
without  hard  labour,  for  a  term  not  exceeding  two 
years,  or  to  fine,  or  to  both  imprisonment  and  fine ; 
and 

(ii.)  on  summary  conviction  {k)  to  imprisonment,  with  or 
without  hard  labour,  for  a  term  not  exceeding  four 
months,  or  to  a  fine  not  exceeding  twenty  pounds, 
and  in  the  case  of  a  second  or  subsequent  conviction 
to  imprisonment,  with  or  without  hard  labour,  for  a 
torm  not  exceeding  six  months,  or  to  a  fine  not 
exceeding  fifty  pounds ;  and 

(iii.)  in  any  case,  to  forfeit  to  Her  Majesty  every  chattels 
article,  instrument,  or  thing  by  means  of  or  in 
relation  to  which  the  offence  has  been  committed. 

(4.)  The  Court  before  whom  any  person  is  convicted  under 
this  section  may  order  any  forfeited  articles  to  be  destroyed 
or  otherwise  disposed  of  as  the  Court  thinks  fit. 

(6.)  If  any  person  feels  aggrieved  by  any  conviction  made  by 
a  court  of  summary  jurisdiction,  he  may  appeal  therefrom  to  a 
court  of  quarter  sessions. 

(6.)  Any  offence  for  which  a  person  is  under  this  Act  liable 
to  punishment  on  summary  conviction  may  be  prosecuted,  and 
any  articles  liable  to  be  forfeited  under  this  Act  by  a  court  of 
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42  &  48  Viot   sommary  jurisdiction  may  be  forfeited,  in  manner  provided 
^  ^^-  by  the  Summary  Jurisdiction  Acts :  Provided  that  a  person 

charged  with  an  offence  under  this  section  before  a  court  of 
summary  jurisdiction  shall,  on  appearing  before  the  Court,  and 
before  the  charge  is  gone  into,  be  informed  of  his  right  to  be 
tried  on  indictment,  and  if  he  requires  be  so  tried  accordingly. 

(a)  Person  includes  any  body  of  persons  :  see  §  8  (1). 

SFoigery  of  a  trade  mark  is  defined  by  §  4. 
Trade  mark  is  defined  by  §  8  (1). 

(cQ  Application  and  false  application  of  a  trade  mark  are  defined  by  §  5 ; 
and  see  ^  6. 

U)  "  Goods  "  is  defined  by  §  8  (1). 

If)  As  to  making  diee  and  blo(^  see  §  6. 

(^)  Trade  description  and  false  trade  description  are  defined  by  §  3  (1), 
and  see  also  §  8  (2)  and  (8),  also  §  6.     Compare  §  18. 

(A)  In  OrxdUy  t.  Swvrifoimey  5  Times  L.  R.  71,  the  Court  appeals  to  have 
entertained  the  view  that  the  burden  was  on  the  prosecutor  to  prove  a 
men%  rta  on  the  part  of  the  defendant ;  but  an  mtent  to  defraud  a 
purchaser  is  not  a  necessary  ingredient  in  the  offence  :  Wood  ▼.  Burgeu,  24 
Q.  B.  D.  162,  and  in  Stare}/  y.  ChUworth  Cfunpawder  Co.,  24  Q.  B.  D.  90, 
it  was  held,  in  proceedings  taken  by  a  trade  society,  that  though  the 
article  supplied  was  of  the  quality  contracted  to  be  supplied,  and  had  been 
accepted  by  the  purchajser  wiUiout  objection,  and  no  pecuniary  loss  or 
injury  of  any  kind  had  been  sufibred  by  the  piuxihaser,  yet,  inasmuch  as 
the  vendors  were  known  as  manufacturera  only,  and  not  as  dealers,  and  they 
had  placed  their  own  name  on  the  goods,  without  any  notification  that  the 
goods  had  been  obtained  by  them  from  elsewhere,  Uiey  were  not  entitled 
to  say  that  there  was  no  intent  to  defraud. 

(t)  Under  the  present  statute  a  person  in  possession  of  wrongfully 
marked  goods  for  siJe,  &c.,  has  to  give  information  with  respect  to  the  persons 
from  whom  he  obtained  the  goods,  if  he  wishes  to  escape  the  penalties  of 
the  Act  By  §  6  of  the  repealed  Merchandise  Maiks  Act,  1862,  he  was 
compellable  to  give  the  information  under  a  special  penalty. 

(k)  Whether  a  person  charged  with  an  offisnoe  under  this  Act  is  dealt  with 
summarily  or  on  indictment,  the  principles  to  be  applied  are  the  same :  Per 
Lord  Coleridge,  C.  J.,  in  OridUy  v.  Swinbome,  5  Times  L.  R.  71. 

Definitions.  3. — (1.)  For  the  purposes  of  this  Act — 

^^  *  ^^  ^^^       ^®  expression  "  trade  mark  "  means  a  trade  mark  registered 

^  in  the  register  of  trade  marks,  kept  under  the  Patents,  Designs, 

and  Trade  Marks  Act,   1883,  and  includes  any  trade  mark 

which,  either  with  or  without  registration,  is  protected  by  law 

in  any  British  possession  or  foreign  state  to  which  the  provisions 

of  §  103  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883, 

are,  under  Order  in  Ck)uncil  (a),  for  the  time  being  applicable : 

The  expression  "  trade  description  "  means  any  description, 

statement,  or  any  other  indication,  direct  or  indirect  (5). 

(a.)  as  to  the  number,  quantity,  measure,  gauge,  or  weight 

of  any  goods  (c),  or 
(b.)  as  to  the  place  or  country  in  which  any  goods  were 

made  or  produced  (cf),  or 
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(c.)  as  to  the  mode  of  manufacturing  or  producing  any 

goods,  or 
(d.)  as  to  the  material  of  which  any  goods  are  composed  (0), 

or 
(e.)  as  to  any  goods  being  the  subject  of  an  existing  patent  (/), 

privilege,  or  copyright, 

and  the  use  of  any  figure,  word,  or  mark  which,  according  to 

the  custom  of  the  trade,  is  commonly  taken  to  be  an  indication 

of  any  of  the  above  matters,  shall  be  deemed  to  be  a  trade 

description  within  the  meaning  of  this  Act: 

The  expression  ''false  trade  description"  means  a  trade 

description  which  is  false  in  a  material  respect  {g\  as 

regards  the  goods  to  which  it  is  applied,  and  includes 

every  alteration  of  a  trade  description,  whether  by  way 

of  addition,  efilEu^ment,  or  otherwise,  where  that  alteration 

makes  the  description  false  in  a  material  respect,  and  the 

fact  that  a  trade  description  is  a  trade  mark,  or  part  of 

a  trade  mark,  shall  not  prevent  such  trade  description 

being  a  false  trade  description  within  the  meaning  of  this 

Act: 

The  expression  "  goods ''  means  anything  which  is  the  subject 

of  trade,  manufacture,  or  merchandise : 
The  expressions  "  person,"  "  manufacturer,  dealer,  or  trader," 
and  "  proprietor "  include  any  body  of  persons  corporate 
or  unincorporate : 
The  expression   "  name "  includes  any  abbreviation  of  a 
name. 

(2.)  The  provisions  of  this  Act  respecting  the  application  of 
a  false  trade  description  to  goods  shall  extend  to  the  application 
to  goods  of  any  such  figures,  words,  or  marks,  or  arrangement 
or  combination  thereof,  whether  including  a  trade  mark  or 
not,  as  are  reasonably  calculated  to  lead  persons  to  believe 
that  the  goods  are  the  manufacture  or  merchandise  of  some 
person  other  than  the  person  whose  manufacture  or  merchandise 
they  really  are. 

(3.)  The  provisions  of  this  Act  respecting  the  application  of 
a  false  trade  description  to  goods,  or  respecting  goods  to  which 
a  false  trade  description  is  appHed,  shall  extend  to  the 
application  to  goods  of  any  false  name  or  initials  of  a  person, 
and  to  goods  with  the  false  name  or  initials  of  a  person 
appUed,  in  like  manner  as  if  such  name  or  initials  were  a 
trade  description,  and  for  the  purpose  of  this  enactment  the 
expression  false  nsone  or  initials  means  as  applied  to  any  goods, 
any  name  or  initials  of  a  person  which — 

(a.)  are  not  a  trade  mark,  or  part  of  a  trade  mark,  and 
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(b.)  are  identical  with,  or  a  odouraUe  imitatian  of  tlie  name 
or  ioitiala  of  a  person  carrying  on  boainesB  in  con- 
nection with  goods  of  the  same  desc^ption,  and  not 
having  authonsed  the  use  of  such  name  or  initials  (A), 
and 

(c.)  are  either  those  of  a  fictitious  person  or  of  some  person 

such  goods. 

(a)  866  Table  of  Ordan  in  GoanoQ  in  App«ndiz  C. 

(»)  See  §18. 

(0)  Sm  Hooper  t.  Balfour,  W.  N.  1890,  p.  61. 

(d)  See  Storey  t.  CkHworik  Ounpowder  Co,,  24  Q.  B.  D.  90.  Abo  §  7 
M  to  watchai. 

(e)  In  OridUy  y.  Swinbome,  6Timem  L.  R.  71, it  was  held  bjtheQ.  B.  D. 
that  it  waa  not  a  ithe  tnule  deecriptaon  to  apply  the  term  "  imnglaiw  "  to  a 
material  which,  though  not  in  the  moat  strictly  icientific  sense  isinglaaa,  wm 
yet  yeiy  similar  to  it  and  was  frequently  called  by  that  name. 

(J[)  See  i  105  of  the  Patents  Act,  1883.  The  difierenoe  between  that 
section  and  this  appears  to  be  that  under  that  section  no  <ifienoe  is 
committed  if  there  has  ever  been  a  patent,  while  under  this  an  offence  is 
oommitted  if  there  is  not  a  patent  stOl  actually  in  existence.  In  GridEUjf 
y.  SmMomt,  6  Times  L.  Rep.  71,  an  article*  had  been  sold  for  upwards  of 
fort^  years  aa  "Bwinbome's  Patent  Refined  Isinglass,"  there  haying 
ortgmally  been  a  patent  granted  in  1847  ;  and  it  was  held  that  to  continue 
to  use  the  word  "  Patent^"  as  had  so  long  been  done,  was  not  to  apply  to 
the  article  a  false  trade  description.  It  was  held  that  a  person  who 
himself  wrongfully  inserted  or  retained  the  woid  ''  Patent"  m  his  bade 
mark  could  not  ayail  himself  of  the  Merchandise  Marks  Act^  1862 :  Moryoak 
y.  MeAdcm,  86  L.  J.  Ch.  228. 

ig)  There  is  nothing  to  show  what  is  meant  by  **  in  a  material  reqwet^" 
but  it  would  appear  that  a  trade  deecription  which  is  inaccurate  is  not  false 
in  a  material  respect  unless  the  inaccuracy  would  haye  some  effect  on  the 
mind  of  a  purchaser.  SUireif  y.  ChUwrUi  Ounpowder  Co,,  24  Q.  B.  D.  90, 
seema  to  show  that  a  yeiy  stringent  interpretation  will  be  placed  on 
the  Act.  In  that  case  a  finn  of  English  gunpowder  manufacturers,  who 
usually  sold  gunpowder  of  their  own  make  only,  had  entered  into  a 
contract  with  the  Qoyemment  for  the  supply  of  a  quantity  of  powder,  the 
contract  containing  no  stipulation  that  the  powder  was  to  be  en  their  own 
or  of  English  manufacture.  They  were  unable,  in  consequence  of  an 
accident^  to  supply  the  powder  of  their  own  make,  and  they  conaequently 
supplied  G^erman  powder  in  barrels  marked  with  their  name,  but  without 
any  statement  where  or  by  whom  the  powder  was  made ;  and  it  was  held 
that  although  the  quality  was  correctly  stated,  and  the  powder  was  as 
good  as  if  it  had  been  made  by  them,  and  the  Qoyemment  had  accepted  it 
without  objection,  yet,  inasmuch  as  the  expectation  would  be  that  a  firm 
known  only  as  manufacturers  and  not  as  dealers  would  supply  only 
gimpowder  of  their  own  make,  the  use  of  their  name,  without  a  statement 
as  to  the  foreign  origin  of  the  powder,  was  an  application  to  the  goods  of  a 
false  trade  description. 

(K)  See  Wood  y.  Bwrffos,  24  Q.  B.  D.  162. 

Forging  trade       ^'  ^  l^TGon  shall  be  deemed  to  forge  a  trade  mark  who 
mark.  eithei>— 

(a.)  without  the  assent  of  the  proprietor  of  the  trade  mark 
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makes  that  trade  mark  or  a  mark  so  nearly  resembling 
that  trade  mark  as  to  be  calculated  to  deceive ;  or 
(b.)  falsifies  taty  genuine  trade  mark,  whether  by  alteration, 
addition,  effacement,  or  otherwise ; 

and  any  trade  mark  or  mark  so  made  or  falsified  is  in  thia  Act 
referred  to  as  a  forged  trade  mark. 

Provided  that  in  any  prosecution  for  forging  a  trade  mark 
the  burden  of  proving  the  assent  of  the  proprietor  shall  lie  on 
the  defendant. 

5. — (1.)  A  person  shall  be  deemed  to  apply  a  trade  mark  or  Applying 

mark  or  trade  description  to  goods  who—  marka  and 

doBcnptionB. 

!a.^  applies  it  to  the  goods  themselves ;  or 
b.)  applies  it  to  any  covering  (a),  label,  reel,  or  other  thing 
in  or  with  which  the  goods  are  sold  or  exposed  or 
had  in  possession  for  any  purpose  of  sale,  trade,  or 
manufacture;  or 

(c.)  places,  encloses,  or  annexes  any  goods  which  are  sold  or 
exposed  or  had  in  possession  for  any  purpose  of  sale, 
trade,  or  manufacture,  in,  with,  or  to  any  covering, 
label,  reel,  or  other  thing  to  which  a  trade  mark  or 
trade  description  has  been  applied  ;  or 

(d.)  uses  a  trade  mark  or  mark  or  trade  description  in  any 
manner  calculated  to  lead  to  the  belief  that  the  goods 
in  connection  with  which  it  is  used  are  designated 
or  described  by  that  trade  mark  or  mark  or  trade 
description. 

(2.)  The  expression  "  covering  "  includes  tfny  stopper,  cask, 
bottle,  vessel,  box,  cover,  capsule,  case,  frame,  or  wrapper ;  and 
the  expression  '*  label "  includes  any  band  or  ticket. 

A  trade  mark,  or  mark,  or  trade  description,  shall  be  deemed 
to  be  applied  whether  it  is  woven,  impressed,  or  otherwise 
worked  into,  or  annexed,  or  affixed  to  the  goods,  or  to  any 
covering,  label,  reel,  or  other  thing. 

(3.)  A  person  shall  be  deemed  to  falsely  apply  to  goods  a 
trade  mark  or  mark,  who  without  the  assent  of  the  proprietor 
of  a  trade  mark  applies  such  trade  mark,  or  a  mark  so  nearly 
resembling  it  as  to  be  calculated  to  deceive,  but  in  any  prosecu- 
tion for  falsely  applying  a  trade  mark  or  mark  to  goods  the 
burden  of  proving  the  assent  of  the  proprietor  shall  He  on  the 
defendant. 

(a)  For  definition  of  "  covering/'  see  subs.  (2)  of  this  section. 

6.  Where  a  defendant  is  charged  with  making  any  die,  block.  Exemption  of 
machine,  or  other  instrument  for  the  purpose  of  forging,  or  ^^''*?"'P?^°* 
being  used  for  forging,  a  trade  mark,  or  with  falsely  appljdng  ®°^^  *^^ 
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ordinary  to  goods  any  trade  mark  or  any  mark  so  nearly  resembling  a 

coune  of         trade  mark  as  to  be  calculated  to  deceive,  or  with  applying  to 

bufimesB.  goods  any  false  trade  description,  or  causing  any  of  the  things 

in  this  section  mentioned  to  be  done,  and  proves — 

(a.)  That  in  the  ordinaiy  course  of  his  business  he  is  employed 
on  behalf  of  other  persons,  to  make  dies,  blocks, 
machines,  or  other  instruments  for  making,  or  being 
used  in  making,  trade  marks,  or,  as  the  case  may  be, 
to  apply  marks  or  descriptions  to  goods,  and  that  in 
the  case  which  is  the  subject  of  the  charge  he  was 
so  employed  by  some  person  resident  in  the  Unitdd 
Kingdom,  and  was  not  interested  in  the  goods  by  way 
of  profit  or  commission  dependent  on  the  sale  of  sudi 
goods;  and 
(b.)  That  he  took  reasonable  precautions  against  oommitting 

the  offence  charged ;  and 
(c.)  That  he  had,  at  the  time  of  the  commission  of  the  allegi^i 
offence,  no  reason  to  suspect  the  genuineness  of  the 
trade  mark,  mark,  or  trade  description ;  and 
(d.)  That  he  gave  to  the  prosecutor  all  the  information  in 
his  power  with  respect  to  the  persons  on  whose  behalf 
the  trade  mark,  mark,  or  description  was  applied — 

he  shall  be  discharged  from  the  prosecution,  but  shall  be  liable 
to  pay  the  costs  incurred  by  the  prosecutor,  unless  he  has  given 
due  notice  to  him  that  he  will  rely  on  the  above  defence. 
Application  of  7.  Where  a  watch-case  has  thereon  any  words  or  marks 
Actio  watches,  which  constitute,  or  are  by  common  repute  considered  as  con- 
stituting, a  description  of  the  country  in  which  the  watch  was 
made,  and  the  watch  bears  no  description  of  the  ooimtry  where 
it  was  made,  those  words  or  marks  shall  prinid/ade  be  deemed 
to  be  a  description  of  that  country  within  the  meaning  of  this 
Act,  and  the  provisions  of  this  Act  with  respect  to  goods  to 
which  a  false  trade  description  has  been  applied,  and  with 
respect  to  selling  or  exposing  for  or  having  in  possession  for 
sale,  or  any  purpose  of  trade  or  manufacture,  goods  with  a 
false  trade  description,  shall  apply  accordingly,  and  for  the 
purposes  of  this  section  the  expression  ''  watch  "  means  all  that 
portion  of  a  watch  which  is  not  the  watch-case. 

Mark  on  8. — (1.)  Every  person  who  after  the  date  fixed  by  Order  in 

watch-caae.  Council  sends  or  brings  a  watch-case,  whether  imported  or  not, 
to  any  assay  office  in  the  United  Kingdom  for  the  purpose  of 
being  assayed,  stamped,  or  marked,  shall  make  a  declaration 
declaring  in  what  country  or  place  the  case  was  made.  If  it 
appears  by  such  declaration  that  the  watch-case  was  made  in 
some  country  or  place  out  of  the  United  Kingdom,  the  assay 
office  shall  place  on  the  case  such  a  mark  (differing  from  the 
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mark  placed  by  the  office  on  a  watch-case  made  in  the  United 
Kingdom),  and  in  such  a  mode  as  may  be  from  time  to  time 
directed  by  Order  in  Council  (a). 

(2.)  The  declaration  may  be  made  before  an  officer  of  an 
assay  office,  appointed  in  that  behalf  by  the  office  (which  officer 
is  hereby  authorised  to  administer  such  a  declaration),  or  before 
a  justice  of  the  peace,  or  a  commissioner  having  power  to  ad- 
minister oaths  in  the  Supreme  Court  of  Judicature  in  England 
or  Ireland,  or  in  the  Court  of  Session  in  Scotland,  and  shall  be 
in  such  form  as  may  be  from  time  to  time  directed  by  Order  in 
Council  (a). 

(3.)  Every  person  who  makes  a  false  declaration  for  the 
purposes  of  this  section  shall  be  liable,  on  conviction  on  indict- 
ment, to  the  penalties  of  perjury,  and  on  summary  conviction 
to  a  fine  not  exceeding  twenty  pounds  for  each  offence. 

(a)  See  Order  in  Council  of  Nov.  28th,  1887,  p.  564,  infrd, 

9.  In  any  indictment,  pleading,  proceeding,  or  document,  in  Trade  mark, 
which  any  trade  mark  or  forged  trade  mark  is  intended  to  be  ho^  deacribed 
mentioned,  it  shall  be  sufficient,  without  further  description  and  ^  pleading, 
without  any  copy  or  facsimile,  to  state  that  trade  mark  or 

forged  trade  mark  to  be  a  trade  mark  or  forged  trade  mark. 

10.  In  any  prosecution  for  an  offence  against  this  Act,-^-       Rules  aa  to 
(1.)  A  defendant,  and  his  wife  or  her  husband,  as  the  case  evidence. 

may  be,  may,  if  the  defendant  thinks  fit,  be  called  as  a  witness, 
and,  if  called,  shall  be  sworn  and  examined,  and  may  be  cross- 
examined  and  re-examined  in  like  manner  as  any  other  witness. 
(2.)  In  the  case  of  imported  goods,  evidence  of  the  port  of 
shipment  shall  be  primdrfacie  evidence  of  the  place  or  countiy 
in  which  the  goods  were  made  or  produced. 

11.  Any  person  who,  being  within  the  United  Kingdom,  Puniahment 
procures,  counsels,  aids,  abets,  or  is  accessory  to  the  commission,  °^  acoeeaones. 
without  the  United  Kingdom,  of  any  act,  which,  if  committed 

in  the  United  Kingdom,  would  under  this  Act  be  a  misdemean- 
our, shall  be  guilty  of  that  misdemeanour  as  a  principal, 
and  be  liable  to  be  indicted,  proceeded  against,  tried,  and 
convicted  in  any  county  or  place  in  the  United  Eangdom  in 
which  he  may  be,  as  if  the  misdemeanour  had  been  there 
committed. 

12. — (1.)  Where,  upon  information  of  an  offence  against  this  Search 
Act,  a  justice  has  issued  either  a  summons  requiring  the  de-  warrant, 
fendant  charged  by  such  information  to  appear  to  answer  to 
the  same,  or  a  warrant  for  the  arrest  of  such  defendant,  and 
either  the  said  justice  on  or  after  issuing  the  summons  or 
warranty  or  any  other  justice,  is  satisfied  by  information  on 
cath  that  there  is  reasonable  cause  to  suspect  that  any  goods 
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or  thingB  by  means  of  or  in  relation  to  which  fracfa  offence  hag 
been  committed  are  in  any  house  or  premises  of  the  defendant, 
or  otherwise  in  his  possession  or  under  his  control  in  any  place, 
such  justice  may  issue  a  warrant  under  his  hand  by  virtue  of 
which  it  shall  be  lawful  for  any  constable  named  or  referred  to 
in  the  warrant,  to  enter  such  house,  premises,  or  place  at  any 
reasonable  time  by  day,  and  to  search  there  for  and  seize  and 
take  away  those  goods  or  things ;  and  any  goods  or  things  seized 
under  any  such  warrant  shall  be  brought  before  a  court  of 
Fummaiy  jurisdiction  for  the  purpose  of  its  being  determined 
whether  the  same  are  or  are  not  liable  to  forfeiture  under  this 
Act. 

(2.)  If  the  owner  of  any  goods  or  things  which,  if  the  owner 
thereof  had  been  convicted,  would  be  liable  to  forfeiture  under 
this  Act,  is  unknown  or  cannot  be  found,  an  information  or 
complaint  may  be  laid  for  the  purpose  only  of  enforcing  sudi 
forfeiture,  and  a  court  of  summary  jurisdiction  may  cause 
notice  to  be  advertised  stating  that,  unless  cause  is  shown  to 
the  contrary  at  the  time  and  place  named  in  the  notice,  such 
goods  or  things  will  be  forfeited,  and  at  such  time  and  place 
the  Court,  unless  the  owner  or  any  person  on  his  behalf,  or 
other  person  interested  in  the  goods  or  things,  shows  cause  to 
the  'contrary,  may  order  such  goods  or  things  or  any  of  them 
to  be  forfeited. 

(3.)  Any  goods  or  things  forfeited  under  this  section,  or 
under  any  other  provision  of  this  Act,  may  be  destroyed  or 
otherwise  disposed  of,  in  such  manner  as  the  Court  by  which 
the  same  are  forfeited  may  direct,  and  the  Court  may,  out 
of  any  proceeds  which  may  be  realised  by  the  disposition  of 
such  goods  (all  trade  marks  and  trade  descriptions  being  first 
obliterated),  award  to  any  innocent  party  any  loss  he  may  have 
innocently  sustained  in  dealing  with  such  goods. 

Extension  of  13.  The  Act  of  the  session  of  the  twenty-second  and  twenty- 
22  &  28  Vict   third  years  of  the  reign  of  Her  present  Majesty,   chapter 

®«?^  ^  ,  seventeen,  intituled  "  An  Act  to  prevent  vexatious  indictments 
onenceB  under  -         _.    •        •  j  »    i.   ii  i     x  /r  •  l 

this  Act  '^^  certain  misdemeanours,    shall  apply  to  any  offence  punish- 

able on  indictment  under  this  Act,  in  like  manner  as  if  such 
offence  were  one  of  the  offences  specified  in  §  1  of  that  Act, 
but  this  section  shall  not  apply  to  Scotland. 

CoetB  of  14.  On  any  prosecution  under  this  Act  the  Court  may  order 

defence  or  costs  to  be  paid  to  the  defendant  by  the  prosecutor,  or  to  the 
prosecution,     prosecutor  by  the  defendant,  having  regard  to  the  information 

given  by  and  the  conduct  of  the  defendant  and  prosecutor 

respectively. 
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15.  No  prosecution  for  an  offence  against  this  Act  shall  be  Limitation  of 
commenced  after  the  expiration  of  three  years  next  after  the  prosecution. 
commission  of  the  offence,  or  one  year  next  after  the  first 
discovery   thereof   by  the  prosecutor,    whichever  expiration 

first  happens. 

16.  Whereas  it  ia  expedient  to  make  further  provision  for  Prohibition  on 
prohibiting  the  importation  of  goods  which,  if  sold,  would  be  importation. 
liable  to  forfeiture  under  this  Act ;  be  it  therefore  enacted  as 

follows : 

(1.)  All  such  goods  (a),  and  also  all  goods  of  foreign  manu- 
facture bearing  any  name  or  trade  mark  being  or 
purporting  to  be  the  name  or  trade  mark  of  any  manu- 
facturer, dealer,  or  trader  in  the  United  Kingdom  (5), 
unless  such  name  or  trade  mark  is  accompanied  by 
a  definite  indication  (c)  of  the  countiy  in  which  the 
goods  were  made  or  produced,  are  hereby  prohibited 
to  be  imported  into  the  United  Kingdom,  and  subject 
to  the  provisions  of  this  section,  shall  be  included 
among  goods  prohibited  to  be  imported  as  if  they 
were  specified  in  §  42  of  the  Customs  Consolidation  89  &  40  Vict. 
Act,  1876  (d).  C.86. 

(2.)  Before  detaining  any  such  goods,  or  taking  any  further 
proceedings  with  a  view  to  the  forfeiture  thereof  under 
the  law  relating  to  the  Customs,  the  Commissioners 
of  Customs  may  require  the  regulations  (e)  under  this 
section,  whether  as  to  information,  security,  conditions, 
or  other  matters,  to  be  complied  with,  and  may  satisfy 
themselves  in  accordance  with  those  regulations  that 
the  goods  are  such  as  are  prohibited  by  this  sestion 
to  be  imported. 

(3.)  The  Commissioners  of  Customs  may  from  time  to  time 
make,  revoke  and  vary,  regulations  (e),  either  general 
or  special,  respecting  the  detention  and  forfeiture 
of  goods  the  importation  of  which  is  prohibited  by 
this  section,  and  the  conditions,  if  any,  to  be  fulfilled 
before  such  detention  and  forfeiture,  and  may  by 
such  regulations  determine  the  information,  notices, 
and  security  to  be  given,  and  the  evidence  requisite 
for  any  of  the  purposes  of  this  section,  and  the  mode 
of  verification  of  such  evidence. 

(4.)  Where  there  is  on  any  goods  a  name  which  is  identical 
with  or  a  colourable  imitation  of  the  name  of  a  place 
in  the  United  Kingdom  (/),  that  name,  unless  accom- 
panied by  the  name  of  the  country  in  which  such 
place  is  situate  (^),  shall  be  treated  for  the  purposes 
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of  this  section  as  if  it  were  the  name  of  a  place  in  the 
United  Kingdom. 

(5.)  Such  regulations  may  apply  to  all  goods  the  importatlan 
of  wmch  is  prohibited  by  this  section,  or  different 
regulations  may  be  made  respecting  different  claases 
of  such  goods  or  of  offences  in  relation  to  such  goods. 

(6.)  The  OommiBBioners  of  Customs,  in  making  and  in 
administering  the  regulations,  and  generally  in  the 
administration  of  this  section,  whether  in  the  exercise 
of  any  discretion  or  opinion,  or  otherwise^  shall  act 
under  the  control  of  the  Commissioners  of  Ker 
Majesty's  Treasury. 

(7.)  The  regulations  may  provide  for  the  informant  reim- 
bursing the  Commissioners  of  Customs  all  expenses 
and  damages  incurred  in  respect  of  any  detention 
made  on  his  information,  and  of  any  proceedings 
consequent  on  such  detention. 

(8.)  All  regulations  under  this  section  shall  be  published  in 
the  London  Gazette  and  in  the  Board  of  Trade 
Journal, 

(9.)  This  section  shall  have  effect  as  if  it  were  part  of  the 
Customs  Consolidation  Act,  1876,  and  shall  accord- 
ingly apply  to  the  Isle  of  Man  as  if  it  were  part  of 
the  United  Kingdom. 
46  &  47  Vict.       (^0*)  Section  2  of  the  Eevenue  Act,    1883,  shall  be  re- 
c.  65.  pealed  as  from  a  day  fixed  by  regulations  under  this 

section,  not  being  later  than  the  first  day  of  January 
one  thousand  eight  hundred  and  eighty-eight  (h), 
without  prejudice  to  anything  done  or  suffered  there- 
under. 

(a)  The  only  goods  which  are  prohibited  by  thia  section  to  be  imported 
are,  in  addition  to  foreign  goods  bearing  a  real  or  spurious  British  name  or 
trade  mark,  goods  which,  if  sold,  would  be  liable  to  forfeiture  under  thia 
Act.  The  goods  liable  to  forfeiture  are  the  goodB  in  relation  to  which  an 
offence  sffainst  the  Act  has  been  committed  (§  2  (3)  (iii.) ).  Except,  there- 
fore, in  Uie  case  of  foreign  goods  with  British  marks,  for  goods  to  be  seised 
it  ought  to  be  proved  that  an  offence  against  the  Act  has  been  conmiitted. 
But  such  an  offence  is  not  necessarily  conmiitted  whenever  the  goods  have 
on  them  a  forged  trade  mark  or  a  false  trade  description,  and  it  would 
therefore  appear  that  before  goods  bearing  a  forged  trade  mark  or  a  false 
trade  description  are  absolutely  seised,  it  ought  to  be  ascertained  whether 
the  owners  can  clear  themselves  of  having  oonamitted  an  offence  against 
the  Act,  under  the  provisions  either  of  §  2  (1)  or  of  §  2  (2),  as  may  be  ap- 
plicable, since  if  they  can  do  so,  the  goods  are  not  seizable,  even  liiough 
they  are  improperly  marked.    See  also  §  12  (2)  as  to  forfeiture. 

(»)  See  46  &  47  Vict  c.  55,  §  2  (1)  (a),  also  89  &  40  Vict  c.  3S, 
§  42.  and  16  &  17  Vict.  c.  107,  §  44. 

(e)  See  §  18. 

(d)  See  p.  568.  When  goods  have  been  wrongfully  seised  for  an  alleged 
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offence,  the  owner's  remedy  is  to  bring  an  action  against  the  officer  who 
seized  the  goods.  Such  actions  are  now  controlled  by  89  &  40  Vict.  o. 
86,  §§  268-74  and  40  Vict.  c.  13,  §§  4,  5.  By  §§  268-9  of  the  earlier  Act 
•one  month's  notice  in  writing  is  to  be  giren  before  the  action  is  commenced, 
•and  by  §  270  the  officer  may  tender  amends  within  the  month.  By  §  272 
an  action  against  an  officer  is  to  be  commenced  within  one  month  (enUiiged 
by  40  YicL  c  13,  §  4  to  two  months)  after  the  day  of  seizure.  After  that 
time  the  only  remedy  appears  to  be  to  apply  to  the  Commissionen  of 
Customs  or  to  the  Trmsury,  under  subs.  (6)  of  this  section.  In  Jaecbtohn 
▼.  Make,  7  Soott^  N.  R.  772,  the  defendants,  who  were  custom-house  officers, 
took  possession  of  and  detained  goods  imiK)rted  by  the  plaintiff,  believing 
them  to  be  subject  to  forfeiture  ;  but  the  goods  were  never  actuaJly  seized, 
and  ultimately  it  turned  out  that  the  goods  were  not  liable  to  forfeiture, 
and  they  were  deUvered  over  to  the  plaintiff.  The  latter  thereupon  com- 
menced an  action  for  trespass ;  but  it  was  held  that,  the  goods  never  having 
been  actually  seized,  but  having  been  only  detained  for  examination,  the 
action  would  not  lie. 

{e)  See  these  Regulations  at  p.  666. 

(/)  See  46  &  47  Vict,  c  66,  §  2  (1)  (6),  also  39  &  40  Vict  c.  86,  §  42, 
and  36  ft  86  Vict  c.  20,  §  4. 

{g)  See  46  &  47  Vict.  c.  66,  §  2  (3),  also  39  &  40  Vict  o.  36,  §  42,  and 
35  &  86  Vict  &  20,  §  4. 

(A)  This  is  the  date  fixed  by  the  Regulations,  p.  670,  infrd, 

17.  On  the  sale  or  in  the  contract  for  the  sale  of  any  goods  Implied  war- 
to  which  a  trade  mark,  or  mark,  or  trade  description  has  been  rantyonsaleof 
applied,  the  vendor  shall  be  deemed  to  warrant  that  the  mark  "^*^^®d  goods, 
is  a  genuine  trade  mark  and  not  forged  or  falsely  applied, 

or  that  the  trade  description  is  not  a  false  trade  description 
within  the  meaning  of  this  Act,  unless  the  contrary  is  ex- 
pressed in  some  writing  signed  by  or  on  behalf  of  the  vendor 
and  delivered  at  the  time  of  the  sale  or  contract  to  and 
accepted  by  the  vendee. 

18.  Where,  at  the  passing  of  this  Act,  a  trade  description  is  Provisions  of 
lawfully  and  generally  applied  to  goods  of  a  particular  class  -A-ct  as  to 
or    manufactiu^  by  a  particular   method,  to   indicate  the  '^^ 
particular  class  or  method  of  manufacture  of  such  goods  (a),  the  ^  ^pp^y  ^ 
provisions  of  this  Act  with  respect  to  false  trade  descriptions  certain  cases, 
shall  not  apply  to  such  trade  description  when  so  applied : 
Provided  that  where  such  trade  description  includes  the  name 

of  a  place  or  country,  and  is  calculated  to  mislead  as  to  the 
place  or  country  where  the  goods  to  which  it  is  applied  were 
actually  made  or  produced,  and  the  goods  are  not  actually 
made  or  produced  in  that  place  or  country,  this  section  shall 
not  apply  unless  there  is  added  to  the  trade  description,  imme- 
diately before  or  after  the  name  of  that  place  or  country,  in 
an  equally  conspicuous  manner  with  that  name,  the  name 
of  the  place  or  country  in  which  the  goods  were  actually 
made  or  produced,  with  a  statement  that  they  were  made 
or  produced  there. 

(d)  ^eeMoTtkaU Y.Ron,  L.  R.  8 Eq.  661, "patent thread."    laOridUyj. 

0  0 


562 


APPENDIX  B. 


Baring!. 


False  repre- 
■entation  m 
to  Royal 
Warrant. 


Application 
of  Act  to 
Scotland. 


Application 
of  Act  to 
Ireland. 


14  &  15  Tict. 
c.  98. 


Repeal  of 
i5  &  26  Vict, 
c.  88. 


SwinbonUf  6  Timet  L.  R.  -71i  it  waa  held  that  the  defendant  had  a  good 
defence  under  this  section. 

19. — (1.^  This  Act  shall  not  exempt  any  person  from  any 
action,  smt,  or  other  proceeding  which  might<,  but  for  the 
provisions  of  this  Act,  be  brought  against  him. 

(2.)  Nothing  in  this  Act  shall  entitle  any  person  to  refoae 
to  inake  a  complete  discovery,  or  to  answer  any  qoestian 
or  interrogatoiy  in  any  action,  but  such  discoveiy  or  answer 
shall  not  be  admissible  in  evidence  against  such  person  in 
any  prosecution  for  an  offence  against  this  Act. 

(3.)  Nothing  in  this  Act  shall  be  construed  so  as  to  render 
liable  to  any  prosecution  or  punishment  any  servant  of  a 
master  resident  in  the  United  Kingdom  who  honA  fide  acts 
in  obedience  to  the  instructions  of  such  master,  and,  on 
demand  made  by  or  on  behalf  of  the  prosecutor,  has  given 
full  information  as  to  his  master. 

20.  Any  person  who  falsely  represents  that  any  goods  are 
made  by  a  person  holding  a  Royal  Warrant,  or  for  the  service 
of  Her  Majesty,  or  any  of  the  Boyal  Family,  or  any  Govern- 
ment department,  shaJl  be  Uable,  on  summaiy  conviction,  to 
a  penalty  not  exceeding  twenty  pounds  (a). 

(a)  See  §  106  of  the  Patents  Act,  1883,  as  to  unauthorised  use  of  the 
Royal  Arms. 

21.  In  the  application  of  this  Act  to  Scotland  the  following 
modifications  shall  be  made : — 

The  expression  "Summary  Jurisdiction  Acts"  means  the 
Summary  Procedure  Act,  1864,  and  any  Acts  amending 
the  same. 

The  expression  ''  justice  "  means  sheriff. 

Tbe  expression  "  court  of  summary  jurisdiction  "  means  the 
Sheriff  Court,  and  all  jurisdiction  necessary  for  the  par- 
pose  of  this  Act  is  hereby  conferred  on  sheri£&. 

22.  In  the  application  of  this  Act  to  Ireland,  the  following 
modifications  shall  be  made : — 

The  expression  "  Summary  Jurisdiction  Acts  "  means,  so  far 
as  respects  the  police  district  of  Dublin  metropolis,  the 
Acts  regulating  the  powers  and  duties  of  justices  of  the 
peace  of  such  district,  and  as  regards  the  rest  of  Ireland 
means  the  Petty  Sessions  (Ireluid)  Act,  1851,  and  any 
Act  amending  the  same. 

The  expression  "court  of  summary  jurisdiction"  means 
justices  acting  under  those  Acts. 

23.  The  Merchandise  Marks  Act,  1862,  is  hereby  repealed, 
and  any  unrepealed  enactment  refening  to  any  enactment  bo 
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repealed  shall  be  oonstraed  to  apply  ta  the  oorresponding  pro- 
vision of  this  Act ;  provided  that  this  repeal  shall  not  affect — 

(a.)  any  penalty,  forfeiture,  or  panishment  incurred  in 
respect  of  any  offence  committed  against  any  enact- 
ment hereby  repealed ;  nor 

(b.)  the  institution  or  continuance  of  any  proceeding  or  other 
remedy  under  any  enactment  so  repealed  for  the 
recovery  of  any  penalty  incurred,  or  for  the  punish- 
ment of  any  offence  committed,  before  the  com- 
mencement of  this  Act ;  nor 

(c.)  any  right,  privilege,  liability,  or  obligation  acquired, 
accrued,  or  incurred  under  any  enactment  hereby 
repealed. 


OusTOHS  Acts. 

The  Cusbma  CanaolidcUion  Aet^  1876—39  k  40  Viot.  o.  36. 

§  42  (a).  The  goods  enumerated  and  described  in  the  follow-  I'&^le  of  pro- 
ing  table  of  prohibitions  and  restrictions  inwards  are  hereby  ^!^?^  *"^ 
prohibited  to  be  imported  or  brought  into  the  United  Kingdom,  ^'^ 

save  as  thereby  excepted,  and  if  any  goods  so  enumerated  and 
described  shall  be  imported  or  brought  into  the  United  Eling- 
dom  contrary  to  the  prohibitions  or  restrictions  contained  therein, 
such  goods  shall  be  forfeited,  and  may  be  destroyed  or  otherwise 
disposed  of  as  the  Commissioners  of  Customs  may  direct. 

A  Table  of  Prohibitions  and  Bestbigtions  inwards. 

Goods  prohibited  to  be  imported, 

«  «  «  «  * 

Clocks  and  watches,  or  any  other  article  of  metal  impressed 
with  any  mark  or  stamp  representing  or  in  imitation  of  any 
legal  British  assay  mark  or  stamp,  or  purporting  by  any  mark 
or  appearance    to  be  of    the  manufacture  of    the    United 

Kingdom  (b). 

•  «  •  •  « 

§  153.  If  any  articles  of  foreign  manufacture,   and  any  Foreign manu- 
packages  of  such  articles,  bearing  any  names,  brands,  or  marlos  f actures  with 
being  or  purporting  to  be  the  names,  brands,  or  marks  of  ^"tiah  marks, 
manufacturers  resident  in  the    United   Kingdom,   shall  be 
imported  into  any  of  the  British  possessions  abroad,  the  same 
shall  be  forfeited  \c). 

(a)  This  aection  waa  amended  by  (h)  This  is  re-enacted  from  16  & 

46  k  47  Vict  a  55,  now  replaced  by  17  '^^ct.  o.  107,  §  44. 

§  16  of   the    Merchandise  Marlu  (c)  This  is  re-enacted  from  16  & 

Act,  1887.  17  Vict,  c  107,  §  161. 
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The  Cu&tams  and  Inland  Bevmue  Act,  1879—42  k  43  Vict,  c  21. 

PART  I. — CUSTOMS. 

Entry  of  §  6.     *    *     Provided  also,  that  if  any  British  goods  broaght 

^n*»^<xx^  into  the  United  Kingdom  bear  the  name,  brand,  or  mark  of 
^  ^'"^  any  British  manufacturer,  the  same  shall,  either  by  bill  of 

store,  or  by  and  with  the  consent  in  writing  of  the  proprietor 
of  such  name,  brand,  or  mark,  or  his  legal  representative,  or 
on  proof  to  the  satisfaction  of  the  Ck>mmis8ion6r8  of  Customs, 
by  declaration  of  the  importer,  that  such  goods  are  of  British 
manufacture,  be  admitted  to  entry  as  British  (a). 

(a)  TbiB  ia  re-enacted  from  80  &  31  Vict.  c.  82,  §  6,  and  39  &  40  Vict, 
c.  86,  §  68. 


OsDEB  IN  Council  under  §  8  of  the  Mebchandise 

Mabks  Act,  1887. 

At  the  Court  at  Windsor,  the  28th  day  of  November,  1887. 

Present, 
The  Queen's  Most  Excellent  Majesty  in  CoundL 

Whereas  by  the  Merchandise  Marks  Act,  1887,  50  &.  51 
Yict.  c.  28,  it  is  amongst  other  things,  provided  that— 

(1.)  Every  person  who,  after  the  date  fixed  by  Order  in 
Council,  sends  or  brings  a  watch-case,  whether  im- 
ported or  not,  to  any  assay  office  in  the  United 
Kingdom  for  the  purpose  of  being  assayed,  stamped, 
or  marked,  shall  make  a  declaration  declaring  in  what 
country  or  place  the  case  was  made.  If  it  appears  by 
such  declaration  that  the  watch-case  was  made  in  some 
country  or  place  out  of  the  United  Kingdom,  the  assay 
office  shall  place  on  the  case  such  a  mark  (differing 
from  the  mark  placed  by  the  office  on  a  watch-case 
made  in  the  United  Kingdom)  and  in  such  a  mode 
as  may  be  from  time  to  time  directed  by  Order  in 
Council. 

(2.)  The  declaration  may  be  made  before  an  officer  of  an 
assay  office  appointed  in  that  behalf  by  the  office 
(which  officer  is  hereby  authorised  to  administer  such 
a  declaration)  or  before  a  justice  of  the  peace  or 
a  commissioner  having  power  to  administer  oaths 
in  the  Supreme  Court  of  Judicature  in  England  or 
Ireland  or  in  the  Court  of  Session  in  Scotluid,  and 
shall  be  in  such  form  as  may  be  from  time  to  time 
directed  by  Order  in  Council. 
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(3.)  Every  person  wbo  makes  a  false  declaration  for  the 
purposes  of  this  section  shall  be  liable  on  conviction 
on  indictment  to  the  penalties  of  perjaiy,  and,  on 
summary  conviction,  to  a  fine  not  exceeding  twenty 
pounds  for  each  o£fenoe. 
Now,  therefore,  Her  Majesty,  by  and  with  the  advice  of 
Her  Privy  Councdl,  and  in  exercise  of  the  powers  vested  in 
Her  by  the  above-redted  provisions  of  the  said  Act,  is  pleased 
to  order  and  declare,  and  doth  hereby  order  and  declare,  that 
where  it  appears  by  such  declaration  that  such  watch-cases 
have  been  made  in  some  country  or  place  out  of  the  United 
Kingdom,  then  the  following  Authorities,  that  is  to  say : — 
The  Wardens  and  Commonalty  of  the  M3rBtery  of  Gold- 
smiths of  the  City  of  London ; 
The  Guardians  of  the  Standard  of  Wrought  Plate,  Bir- 
mingham; 
The  Company  of  Goldsmiths  of  the  City  of  Chester  ; 
The  Guardians  of  the  Standard  of  Wrought  Plate,  Sheffield; 
The  Incorporation  of  Goldsmiths  of  the  City  of  Edinburgh ; 
The  Goldfflniths'  Company  of  the  City  of  Glasgow ; 
The  Fraternity  or  Company  of  Goldsmiths  of  the  City  of 
Dublin; 
shall  respectively  cause  to  be  placed  on  such  watch-cases  the 
marks  more  particularly  described  and  delineated  in  Schedule  II. 
hereunto  annexed,'and  no  other  mark  or  marks,  and  such  marks 
are  hereby  authorised  accordingly. 

And  it  is  hereby  further  ordered  and  declared  that  the 
declaration  to  be  made  shall  be  in  the  form  set  forth  in 
Schedule  I.  hereunto  annexed. 

This  order  shall  come  into  operation  on  the  first  day  of 
January,  one  thousand  eight  hundred  and  eighty -eight. 

C.  L.  Peel. 


Schedule  I. 
Form  of  DedaraUon, 

1  (a)  do  hereby  declare  that  the 

watch-case]  or  [watch-cases]  [brought]  or 

sent]  by  me  this  day  to  the  Assay  Office  at 

m  number  and  in  a  parcel  marked 

[was]  [were]  made  in 

(6) 

(a)  Here  insert  name  and  address  of  declarant. 
{b)  Signature  of  declarant. 
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Declared  at  this  daj  of 

18    . 
Before  me  (c) 

Officer  of  the  aforesaid  Assay  Office  appointed  in  that 
behalf  ,  or^  Justice  of  the  Peace  for  , 

CTy  Oommissioner  having  power  to  administer  oaths  in  the 
Supreme  Ck>art  of  Jndicature  in  England. 

[Supreme  Court  of  Judicature  in  Ireland]. 
[Court  of  Session  in  Scotland]. 

(0)  Signataie  and  title  of  person  before  whom  the  declaration  ia  made. 

Schedule  II.  (a). 

On  a  foreign  gold  case : — 
Within  a  ^eld  of  the  form  of  a  Cross,  and  oS.  the  size 
shown  in  Figure  I.  of  the  Appendix  hereto,  the  word 
"  Foreign,"  over  which  a  hall  mark  particular  to  each 
office  shown  in  Figure  III.  and  the  carat  value  of  the 
gold,  and  under  which  the  decimal  equivalent  of  the 
carat  value  of  the  gold  together  with  the  vaiiahle 
annual  date  letter. 
On  a  foreign  sUver  case : — 

Within  a  shield  of  the  form  of  a  regular  octagon  and  of 

the  size  shown  in  Figure  II.  of  the  Appendix  hereto, 

the  word  ''  Foreign,"  over  which  a  hall  mark  particular 

to  each  office  shown  in  Figure  III.  and  under  which 

the  variable  annual  date  letter. 

The  particular  hall  mark  ahove  referred  to  for  each  of  the 

seven  assay  offices  at  which  foreign  cases  may  he  stamped  is 

shown  in  Figure  Y.  of  the  Appendix  hereto. 

(a)  See  a  table  of  the  marks  prescribed  by  this  Schedule  in  Appendix  G, 


ESOULATIONS  MADE  BT  THE  COMMISSIONERS  OF  CUSTOMS  UITDEB 
§   16  OF  THE  MSBCHAKDISE  MaRKS  AcT,   1887. 

Whebbas  by  the  Merchandise  Marks  Act,  1887  (hereinafter 
called  "  the  Act "), 

After  various  provisions  against  the  sale,  or  exposure  for 
sale,  or  possession  for  sale,  trade  or  manufacture,  of 
goods  with  forged  trade  marks  or  false  descriptions,  or 
trade  marks  falsely  applied  to  them  : 

And  after  defining  (amongst  other  things),  the  expression 
**  trade  mark  "  in  manner  therein  set  forth,  with  refer- 
ence to  "  The  Patents,  Designs,  and  Trade  Marks  Act, 


ii 
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1883/'  and  the  law  of  indicated  BritiBh  Foesessions  and 
Foreign  States : 
And  after  defining  the  expression  "trade  description"  as 
any  description,  statement  or  other  indication,  direct 
or  indirect,  as  to  number,  quantity,  measure,  gauge,  or 
weight,  of  goods,  as  to  place  or  country  in  which  any 
goods  were  made  or  produced,  as  to  the  mode  of  manu- 
facturing or  producing  any  goods,  or  as  to  the  material 
of  which  any  goods  are  composed,  or  as  to  any  goods 
being  the  subject  of  any  existing  patent,  privilege,  or 
copyright : 
And  after  defining  the  expressions  "  false  trade  description  " 

and  "  goods,"  "  apply,"  and  "  falsely  apply  " ; 
It  is  provided  by  §  16  that, 

fi.)  All  such  goods  as  above  mentioned,  and 
[ii)  All  goods  of  foreign  manufacture,  bearing  any  name 
or  trade  mark,   being  or  purporting  to  be,  the 
name  or  trade  mark  of  any  manufacturer,  dealer, 
or  trader,  in  the  United   Kingdom,  unless  such 
name  or  mark  be  accompanied  by  definite  indica- 
tion of  the  country  in  which  such  goods  were  made 
or  produced, 
shall  be   prohibited  to  be  imported,   and,  subject  to 
the  provisions  of  the  said  section,  shall   be  included 
among  goods  prohibited   to  be  imported,  as  if  they 
were  specified  in  §  42  of  "  The  Customs  Consolidation 
Act,  1876  "  : 
And  whereas    by    §  18    of   the    Act,    after    authorising 
the  continued  use  of  trade  descriptions  lawfully  and 
generally  applied  to  goods  of  the  particular  dass,  or 
manufactured  by  a  particular  method,  to  indicate  such 
dass  or  method,  it  is  provided  that,  where  such  trade 
description  includes  the  name  of  a  place  or  country  cal- 
culated to  mislead  as  to  where  the  goods  were  actually 
made  or  produced,  such  goods  not  having  been  actually 
made  or  produced  there,  the  said  reciting  section  should 
not  apply  (and,  consequently,  goods  so  marked  would 
be  prohibited),  unless  there  be  added  to  the  trade  de- 
scription, immediately  before  or  after  the  name  of  the 
place  or  country,  in  an  equally  conspicuous  manner 
with  that  name,  the  name  of  the  place  or  country  in 
which  the  goods  were  actually  made  or  produced,  with 
a  statement  that  they  were  made  or  produced  there  : 
And  whereas  it  is  also  provided,  by  the  said  §  16,  that 
the  Commissioners  of  Customs  (hereinafter  called  "  the 
Commissioners  "),  may,  from  time  to  time,  make,  revoke 
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and  Taiy  regulations,  either  general  or  special,  respect- 
ing the  detention  and  forfeiture  of  goods  the  importa- 
tion of  which  is  prohibited  as  hereinbefore  mentioned^ 
and  the  conditions,  if  any,  to  be  fulfilled  before  such 
detention  and  forfeiture,  and  may  by  such  Hegulatbns 
determine  the  information,  notices,  and  security  to  be 
given,  and  the  evidence  requisite  for  any  of  the  purposes 
of  the  said  section,  and  the  mode  of  verification  of 
such  evidence : 

And  it  is  further  provided  by  the  said  last-mentioned 
section : — 

That  before  detaining  goods  or  taking  proceedings  with  a 
view  to  the  forfeiture  thereof  under  the  law  relating  to 
the  Customs,  the  Ck>nmiissioner8  may  require  that  such 
Begulations  as  aforesaid  shall  be  complied  with,  and 
satisfy  themselves  as  to  the  liability  of  the  goods  to  for- 
feiture: 

That  such  Begulations  may  apply  to  all  goods,  the  importa- 
tion of  which  is  fprohibited  by  the  said  section,  or 
different  Begulations  may  be  made  respecting  different 
classes  of  such  goods  : 

And  also  that  the  Begulations  may  provide  for  the  infor- 
mant reimbursing  the  Commissioners  all  expenses  and 
damages  incurred  in  respect  of  any  detention  made  on 
his  ii^ormation,  and  of  any  proceedings  consequent  on 
such  detention : 

And  it  is  also  provided,  by  the  said  section,  that  §  2  of 
the  Bevenue  Act,  1883,  shall  be  repealed  from  a  day 
to  be  fixed  by  Begulations  under  the  said  reciting  sections, 
such  day  not  being  later  than  the  first  day  of  January 
1888,  without  prejudice  to  anything  done  or  suffn^ 
thereunder : 

And  whereas  §  2  of  the  Bevenue  Act,  1883,  is  the  law 
under  and  by  virtue  of  which  goods  of  foreign  manu- 
facture infringing  the  proprietary  rights  of  British 
subjects  in  Names,  Addresses,  and  l^ude  Marks,  or 
bearing  or  having  upon  them,  under  certain  conditions, 
the  name  of  a  place  in  or  a  part  of  the  United  Kingdom, 
are,  at  the  present  time,  detected  and  stopped  by  officers 
of  customs  acting  on  their  own  observation  and  respon- 
sibility, under  directions  laid  down  by  the  Commissioners, 
and  without  the  requirement  of  previous  information, 
security,  or  other  conditions  : 

Now,  therefore,  the  Commissioners  under  and  by  virtue  of 
the  hereinbefore  recited  power  in  that  behalf,  hereby  make  and 
require  to  be  complied  with  the  following  Begulations,  viz. : 
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1.  Goods  prohibited  to  be  imported  as  hereinbefore  recited, 
having  applied  to  them  forged  trade  marks,  false  trade  descrip- 
tions, or  marks,  names,  or  descriptions  otherwise  illegal,  whidi, 
upon  examination,  are  detected  by  the  officers  of  customs,  are 
to  be  detained  by  them  without  the  requirement  of  previous 
information. 

2.  In  giving  information  with  a  view  to  detention  an 
informant  must  fulfil  the  following  conditions,  viz.  : — 

(i.)  He  must  give  to  the  collector  or  superintendent,  or  the 
chief  officer  of  customs  of  the  port  (or  sub-port) 
of  expected  importation,  notice  in  writing  stating, 
thd  number  of  packages  expected,  as  far  as  he 

is  able  to  state  the  same ; 
the  description  of  the  goods  by  marks  or  other 
particulars    sufficient    for  their  identifi- 
cation ; 
the  name  or  other  sufficient  indication  of  the 

importing  ship ; 
the  manner  in  which  the  goods  infringe  the  Act ; 
the  expected  day  of  the  arrival  of  the  ship, 
(ii)  He  must  deposit  with  the  collector  or  other  officer  as 
aforesaid  a  sum  sufficient,  in  the  opinion  of  that 
officer,  to  cover  any  additional  expense  which  may 
be  incurred  in  the  examination  required  by  reason 
of  his  notice. 

3.  If,  upon  arrival  and  examination  of  the  goods,  the  officer 
of  customs  is  satisfied  that  there  is  no  ground  for  their 
detention,  they  will  be  delivered.  If  he  is  not  so  satisfied,  he  will 
decide  either  to  detain  the  goods,  as  in  a  case  of  detention 
upon  ordinary  examination,  or  to  require  security  from  the 
informant,  for  reimbursing  the  Commissioners  or  their  officers 
all  expenses  and  damages  incurred  in  respect  of  the  detention 
made  on  his  information,  and  of  any  proceedings  consequent 
thereon. 

4.  The  security  thus  required  must  be  an  immediate  cui 
valorem  deposit  of  ten  pounds  per  cent,  on  the  value  of  the 
good^,  as  fixed  by  the  officer  from  the  quantities  of  value  shown 
by  the  entry ;  and,  also,  subsequently  a  bond  to  be  completed 
within  four  days  in  double  the  value  of  the  goods,  with  two 
approved  sureties.  The  ad  valorem  deposit  will  be  returned 
upon  completion  of  the  bond,  and  will  not  be  required  if ,  as  an 
alternative  where  time  permits,  the  informant  prefers  to  give 
a  like  bond  before  examination,  upon  estimated  value  of  the 
goods  declared  to  by  him  under  statutory  declaration.  If  the 
security  is  not  duly  given  as  above  required,  there  will  be  no 
further  detention  of  the  goods. 
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5.  In  the  above  Regalations  the  words  "  officer  of  castoiiui  * 
mean  an  officer  acting  under  the  general  or  special  direction  of 
the  OommiBooners,  and  the  words  ^  value  of  the  goods"  mean 
value  irrespective  of  duty. 

6.  The  **  notice  "  and  ''  bond  "  required  as  above  shall  be  in 
the  forms  contained  in  the  Schedule  to  these  Regulations^  or 
in  sueh  other  forms  as  the  Commissioners  may  from  time  to 
time  order  and  direct. 

7.  The  security  taken  under  these  Regulations  will  be  given 
up  at  the  times  following,  that  is  to  say : — 

Where  mven    before    ezamination,  and  if  no    detention, 

forthwith. 
Where  given  on  detention  : — 

If  the  forfeiture  is  completed,  either  by  lapse  of  time  or 
ultimate  condemnation  by  the  Court  of  Justice,  them 
on  such  completion  of  forfeiture. 

If  the  forfeiture  is  not  completed,  then 

If  the  goods  are  released  by  the  Commissioners,  and  no 
action  or  suit  has  been  commenced  against  them, 
or  any  of  their  officers,  in  respect  of  the  detentLon, 
then  at  the  expiration  of  three  months  from  the 
time  of  detention ;  or,  if  the  goods  are  released  for 
failure  of  proceedings  taken  for  the  forfeiture  and 
condemnation  thereof  upon  information  under 
§  207  of  ''  The  Customs  Consolidation  Act,  1876," 
and  no  action  or  suit  has  been  commenced  against 
the  OommissionerB,  or  any  of  their  officers,  in  respect 
of  the  detention,  then  at  the  expiration  of  three 
months  from  the  trial  of  such  information. 

If  within  such  periods  as  aforesaid  any  such  action  or  suit 
as  aforesaid  has  been  commenced,  then  upon  the 
ultimate  conclusion  of  such  action  or  suit,  and  the 
fulfilment  of  the  purpose  for  which  the  security  was 
given. 

8.  These  Regulations  apply  to  transhipment  and  transit 
goods  as  well  as  to  goods  landed  to  be  warehoused,  or  for  home 
consumption. 

9.  The  1st  day  of  January  1888  is,  by  these  "  Regulations," 
fixed  as  the  day  from  which  §  2  of  the  ''  Revenue  Act,  1883," 
shall  be  repealed,  subject  to  the  terms  of  the  recited  Act;  and 
these  Regulations  wUl  take  effect  from  the  date  of  such  repeal. 

Charles  Du  CaneI     ^        .   .  . 

H.  MuBBAT  I    Commusioners  of 

HOBAOB   SbTXOUR 

Custom  House,  London, 

l9i  Decetnber,  1887. 


I     H.  M.  Customs. 
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SCHEDULE. 

(Notioe,) 

The  Mxbohandise  Marks  Act,  1887. 

To  the  Collector,  Superintendent, 
or  Chief  Officer  of  Customs  at 

the  *Port  of  •Or  Sub-Port. 

I  hereby  give  you  notice  that  the  undermentioned  goods, 

that  is  to  say,  {a)  (a)  Describe 

the  goods, 
number  of 
packages, 
marks  used, 
and  any  other 
particuiani 
neoessaiyfor 
their  identi* 

are  about  to  be  imported  into  your  port  on  or  about  the  fication. 

day  of  next,  in  the  (6)  (&)  Describe 

from  *^«  "^^P*  ^^ 

^ve  name  or 

mdication. 

That  such  goods  are  liable  to  detention  and  forfeiture  being  (o)  (e)  State  how 

the  goods 
infringe  the 
Aot>  and  if 
the  infringe- 
ment is  one 
as  to  a  forged 
trademark 
protected  in  a 
British  Pos- 
session or 
Foreign  State, 
Tbi^t  state  the  Pos- 

•kr  m  session  or 

^^'  ^^  State,  or  if 

and  Mr.  of  the  infringe- 

are  prepared  to  become  my  sureties  in  such  bond  as  may  be  ment  is  one 
required  upon  detention  of  the  goods.  "  to  place  or 

And  I  request  that  the  said  goods  may  be  detained  and  dealt  ^ri^dnstote 
with  accordingly.  the  name  of 

Dated  this  day  of  ,  18     .      the  place  or 

A.  B.  country 

(or  Agent  for)  *»^^y  ""^ 

Note. — Mr.  refers  to 

his  Bankers  (or)  Solicitors,  and  Mr. 
to  his  Bankers  (or)  Solicitors  as  to  his 

sufficiency  for  the  penalty  of  the  Bond. 
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(Band.) 

The  Mebchanbisb  Marks  Act,  1887. 

Know  all  Men   bt  thbsb  Fbbsekts,  that  wb       A.B. 

and 
are  firmly  bound  unto  Our  Sovereign  Lady  Yiefcoria, 
by  the  Grace  of  Qod,  of  the  United  Kingdom  of  Great 
Britain  and  Ireland,  Queen,  Defender  of  the  Faith,  in 
the  sum  of  Pounds  to  be  paid 

to  our  said  Lady  the  Queen,  her  heirs  or  suooesscrs. 
For  which  payment  well  and  truly  to  be  made  we  bind 
ourselves,  jointly  and  severally,  our  heirs,  executors,  and 
administrators,  firmly  by  these  presents.  Sealed  with 
our  Seals.     Dated  this  day  of  , 

in  the  year  of  our  Lord  one  thousand  eight  hundred  and 

Whebeas  the  above  named  A.B. 

has  by  a  notice  dated  the  day  of 

informed  the  Collector  of  Customs  at  that 

the  undermentioned  goods,  that  is  to  say, 

were  about  to  be  imported  into  the  port  of 
contrary  to  §  16  of  the  Merchandise  Marks  Act,  1887,  and 
requested  that  the  said  goods  should  be  detained  and  dealt 
with  accordingly.    And  whereas  the  said  goods  duly  arrived  in 
the  said  Port  on  the  day  of  last,  and  are  now- 

detained  pursuant  to  the  said  notice.    Kow  the  condition  of 
this  obligation  is  such  that  if  the  said  A.B. 

his  executors  or  administrators,  shall  well  and 
efTectually  indemnify,  save  harmless,  and  keep  indemnified. 
Her  Majesty,  her  heirs  and  successors,  and  all  her  and  their 
officers  of  Customs,  and  their  executors  or  administrators, 
from  and  against  all  loss  or  damage,  payment  or  payments, 
and  all  costs  and  expenses  which  Her  said  Majesty,  her 
heirs  or  successors,  and  her  and  their  officers  of  customs, 
their  executors  or  administrators,  shall  or  may  sustain  or 
incur  by  reason  or  on  account  of  any  detention  of  the  said 
goods  following  upon  the  information  contained  in  such 
notice  and  any  proceedings  consequent  upon  such  detention, 
then  this  obligation  shall  be  void,  or  otherwise  shall  be  and 
remain  in  full  force  and  virtue. 


Signed,  sealed,, 
and  delivered 
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Geheral  Orders  mass  by  the  Commissionebs  of  Customs 

FOR    CARRTIKO    INTO    EFFECT    THE    MERCHANDISE    MaRKS 

Act,  1887. 

Oeneral  Order  . 

^^  1887 

Custom  Houbi,  London, 

2(iih  October,   1887. 

Sir, 

Herewith  you  will  receive  the  nsual  number  of  copies  of  the 
Merchandise  Marks  Act,  1887  (50  k  51  Yict.  c.  28). 

Ton  are  carefully  to  note  the  meanings  given  by  the  Act  to 
the  following  expressions,  viz. : — 

"  Goods,"  §  3. 

'•  AppUed,"  §  5 ;  subs.  1*2. 

'<  Falsely  applied,"  §  5 ;  subs.  3. 

"  Trade  Mark  " 

*'  Trade  Description  " 

'<  False  Trade  Description  " 

"  Person  " 

"  Manufacturer  " 


"  Dealer  "  or  "  Trader  " 

"  Proprietor  " 

"  Name  " 

<<  Name  or  initials  " 


\     §3. 


You  will  also  especially  note,  as  applying  to  imported  goods, 
the  provisions  of  §  10,  subs.  (2),  and  §  18  of  the  Act. 

You  will  observe  that  by  §  5  of  the  Act  the  word  "  applies  " 
in  connection  with  goods  is  extended  to  ''  applying  "  the  name 
or  mark  to  any  "  covering,  label,  reel,  or  other  thing." 

You  will  understand  that,  in  future,  as  hitherto,  this  will  not 
be  held  to  extend  to  ''coverings"  or  other  such  things,  in- 
cluding boxes,  bottles,  or  the  like,  imported  alone  and  with  the 
intention  of  using  them  as  auxiliary  means  of  canying  into  the 
market  goods  really  British  or  goods  (such  as  wine)  incapable 
of  being  mistaken  as  British  goods,  where  the  description 
applied  to  the  coverings  or  such  other  things  does  not  relate  to 
themj  but  has  reference  to  the  goods  which  they  are  to  cover 
to  carry  into  the  market. 

There  is,  however,  on  this  point  one  article  to  be  specially 
noticed,  viz.  ''  Watch-cases ; "  and,  as  to  this,  your  attention  is 
called  to  §  7  of  the  Act,  which  lays  down  that,  in  the  absence 
of  a  counter-description  of  the  watch  itself,  the  description 
on  the  watch  ixue  shall  be  always  held  to  describe  the  watch. 
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Under  §  16  of  the  Act,  regulatioiiBliave  beeo  prepaied  by  the 
Boaid  which  are  now  under  the  oonaderation  of  the  Loids  of 
the  Treasary. 

Ab  soon  aa  these  regoLitions  are  finally  approved,  a  copy  will 
be  sent  to  yon,  together  with  instmctions  as  to  the  manner  in 
which  yon  are  to  carry  them  into  effect. 

These  regulations  will  come  into  force  on  a  date  to  be  fixed 
under  them,  bat  not  later  than  the  first  day  of  January  next. 

It  is  highly  desirable,  therefore^  that  in  the  meanwhile  yoa 
should  make  yourself  familiar  with  the  general  scope  of  the 
Act,  and  espeoally  with  the  provisions  contained  in  §  16  as  to 
the  importation  cj  goods  coming  within  its  powers,  and  with 
the  points  to  which  your  attention  is  now  more  particularly 
directed. 

I  am, 

Sir, 

Tour  obedient  Servant'^ 

R  GOODWYN. 
To  the  Collector. 


General  Order 


1887 


Custom  Houbi,  Loinx>K, 

22)«l  Jkeember,  1887. 
Sib, 

1.  As  a  sequel  to  0.0.  -^^  you  will  receive  herewith  a  copy 

of  the  Regulations  made  by  the  Board  under  §  16  of  the 
Merchandise  Marks  Act,  1887,  published  in  the  London  GktzeUe 
of  the  2nd  of  December,  1887,  and  in  the  Board  of  Trade 
JowmaX  for  the  present  month. 
Twofold  object      2.  Tou  will  observe  that  the  Regulations  do  two  things : 
ofReguIatioM.      ^j^  rj^^^  ^jj^^  ^^^^  ^^^^  prohibited  by  the  Act  which 

are  detected  by  the  officers  upon  examination  (that 
is  to  say,  upon  ordinary  examination  for  revenue 
purposes),  are  to  be  detained  without  previous  infor- 
mation, 
(ii.)  They  provide  what  is  to  be  done  in  cases  where 
prohibited  importation,  and  the  ground  of  such 
prohibition,  are  matters  not  of  detection,  in  the 
ordinary  way,  but  of  information  by  an  informant. 

General  points      3.  You  will  require  guidance  as  to  what  goods,  in  the  opinion 
on  which         of  the  Board,  the  officers  ought  to  detect  aa  mentioned  in 
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sub-paragraph  (i.) ;  and  as  to  the  action  to  be  taken  by  officers,  guidance  is 
after  information^  as  mentioned  in  sub-paragraph  (ii).  neceeaary. 

4.  The  Act  extends  so  largely  the  area  of  prohibited  goods,  Ab  to  the  scope 
for  the  benefit  not  only  of  British  subjects,  but  also  of  the  of theActwith 
subjects  and  citizens  of  foreign  states,  that  as  to  a  considerable  '^"^^  ^ 
proportion  of  goods  liable  to  prohibition  on  importation,  the  Harks." 
officers  cannot  be  expected  to  act  without  some  guidance  by 
information.     It  must  not  be,  however,  held  or  worked  so  as  in 

any  way  to  diminish  the  care  at  present  taken  by  the  officers  in 
respect  to  ''  British  Marks,"  involving  names  of  British  places, 
or  indications  of  British  manufacture,  and  to  this  extent, 
at  least,  the  officers  mubt  continue  to  act  without  previous 
information. 

5.  You  will  observe  that  names  or  trade  marks  of  British  Reference  to 
manufacturers,  dealers,  or  traders  on  imported  foreign  goods  particular 
(§    16,    sentence    beginning   "all    goods    of   foreign   n""^^*  S^^^we^r" 
facture  "  )  are  to  be  only  admissible  if  distinctly  qualified,  not  oomitry  of 
merely,  as  heretofore,  by  words  showing  manufacture  abroad,  origin. 

but  by  a  definite  indication  of  the  country  in  which  the  goods 
were  made  or  produced ;  and  this  same  principle  is  contained, 
even  more  emphatically,  in   §   18  of  the  Act,   as  regards 
lawful  and  general  "trade  descriptions,"  which  include  the' 
name  of  a  place  or  country. 

6.  The  goods,  therefore,  which  the  Board  distinctly  expect  Classification 
the  officers  themselves  to  detect  upon  ordinary  examination,  of  g^^.  BP«oi" 
and  without  previous  information,  will  be  as  follows,  viz. : —      f^^d"te^*^ 

Class  (a).   Goods  of  foreign  manufacture,  by  whomsoever  ^^^^^ 
imported,  having  applied  to  them,  either,  information. 

A  name  or  trade  mark  which  is  or  purports  to  be  the 
name  or  trade  mark  of  a  manufacturer,  dealer,  or  trader 
in  the  United  Kingdom ;  or  a  trade  description  which 
indicates  particular  class  or  method  of  manufacture, 
and  includes  the  name  of  a  place  in,  or  a  part  of  the 
United  Kingdom,  and  is  thereby  calculated  to  mislead  as 
to  the  plaoe  of  the  manufacture  or  production  of  goods 
which  have  not  been  manufactured  or  produced  in  the 
United  Kingdom ; 

unless  such  name,  mark,  or  description  is  accompanied 
by  a  definite  indication  of  the  place  or  country  in  which 
the  goods  were  made  or  produced,  that  is  to  say,  an 
addition  immediately  before  or  after  the  said  name,  mark 
or  descrption,  in  an  equally  conspicuous  manner  there- 
with, of  the  name  of  the  place  or  oountiy  in  which  the 
goods  were  actually  made  or  produced,  with,  in  the 
case  of  a  trade  description  including  name  of  place,  a 
statement  that  they  were  made  or  produced  there. 
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Glass  (6).  Goods  of  foreign  manufacture,  by  'whomsoever 
imported^  having  applied  to  them  any  description,  figures, 
woi^Lb,  or  marks,  or  arrangement  or  combination  thereof, 
so  as  to  constitute,  by  being  or  including,  either  expressly 
or  by  reference,  the  name  of  a  place  in  or  a  part  of  the 
United  Kingdom,  or  in  any  other  way,  a  statement  or 
ether  indication,  direct  or  indirect,  that  the  goods  were 
made  or  produced  in  the  United  Kingdom. 

7.  On  the  above  classification  you  will  note  this  paragraph 
and  the  paragraphs  to  10  inclusive. 
Afl  to  the  It  y^  obviously  not  be  in  the  power  of  the  officers,  nor  are 

7dB^7n6i-  ^^®y  expected,  to  decide  whether  goods  falling  within  dass  {a) 
cation  of  place  ^^re  actually  made  or  produced  in  the  country  from  which 
or  country  of  they  come ;  but,  in  practice,  it  will  be  sufficient  if  the  officers 
origin.  satisfy  themselves  that  the  name  of  gome  foreign  country,  or  of 

some  place  in  a  foreign  country,  is  applied  to  the  goods  in  a 
manner  equally  indelible  or  irremovable,  and  as  equally  con- 
spicuous, as  the  name  or  trade  mark  itself,  and  in  close  proximity 
to  it. 
Ab  to  the  8.  The  word  ^'  purports,''  also  in  (a),  is  to  be  understood  as 

meaning  of  the  referring  to  any  name  or  names  reasonably  suggesting  a  British 
«°^^    rfeH "     nianufacturer,  dealer,  or  trader,  without  regard  to  the  fact  of 
P^'po  whether  the  name  is  or  is  not  known  to  the  officer ;  or  as 

referring  to  a  trade  mark  not  being  merely  matter  of  decoration 
or  ornament,  which  reasonably  suggests  itself  as  British  by 
containing  English   wording,   or  national   devices  or  figures 
distinctly  indicating  British  manufacture. 
Afl  to  "trade        9.  The  words  "  a  trade  description  which  indicates  a  particular 
deecripuon,      ^jg^gg  ^j,  method  of  manufacture,  and  includes  the  name  of 
name^place  ^  pl^c®  in  or  a  part  of  the  United  Kingdom,  and  is  thereby 
calculated  to    calculated  to  mislead"   mean   such  terms  as  Kidderminster 
mifllead.  Garpets,  Windsor  Soap, "  Balbriggan  "  on  Hosiery,  or  "  Shetland" 

on  Shawls,  and  the  like,  which,  although  they  might  be  held  to 
be  merely  phrases  descriptive  of  method  of  manufactiue,  are 
yet  calculated  to  mislead  as  to  place  of  origin. 
Afl  to  other,  10.  Class  (5)  refers  to  and  includes  such  inscriptions  as 
less  definite,  tt  present  from  such  and  such  a  place,"  and  the  like  ;  or,  even 
indiraSinKhi  ''^*'^<>^*  *  name,  any  phrases,  words, language  or  devices,  which 
any  way  make  state  or  indicate,  directly  or  indirectly,  make  or  production  in 
or  production  the  United  Kingdom ;  and  the  words  "  by  reference "  mean 
m  the  United  that  "  Irish,"  for  instance,  is  equivalent  to  "  of  Ireland."  Any 
Kingdom.  goods  bearing  such  marks  will  be  detained^  and  you  will  rrfer 
Claasification,  the  matter  to  the  Board.  ^ 

^"^^ro-*^^  11.  Passing  from  the  goods  thus  specially  mentioned,  those 
Mbitedby  the  generally  prohibited  by  the  Act  to  be  imported  may  be 
Act  summansed  as  follows : — 
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(Head  L).  GoodSy  whether  of  foreign  manufacture  or  Britiah 
goods  brought  back,  having  a  false  trade  description  as 
to  name  or  initialH,  or  a  forged  trade  mark  applied  to 
them. 

(Head  ii.}.  like  goods  having  applied  to  them  a  false  trade 
description  as  to  the  place  or  country  in  which  they 
were  made  or  produced;  or  as  to  number,  quantity, 
measure,  gauge  or  weight,  mode  of  manufacture  or 
production,  or  material  of  which  composed ;  or  as  to  the 
goods  being  the  subjects  of  any  existing  patent,  privilege, 
or  copyright. 

A  false  trade  description  is  a  description  or  indication, 
whether  original  or  by  addition,  effacement  or  otherwise, 
and  whether  by  figures,  words,  or  marks,  or  any  arrange- 
ment or  combination  thereof,  directly  or  indirectly  false 
in  a  material  respect. 

12.  With  regard  to  Head  (i.).     This  is  the  protection  of  a  Scope  of  Head 
manufacturer,  dealer,  or  trader  against  the  fraudulent  or  unfair  i^)' 

use  of  his  name  or  trade  mark  by  any  other  person.  It  would 
not  be  possible  for  o£Scers  to  enter  into  examination  of  all 
names  and  marks  in  respect  to  their  use  as  between  various 
importers.  At  the  same  time,  a  manufacturer,  dealer,  or 
trader  who  has  reason  to  believe  that  his  name  or  trade  mark  is 
one  not  unlikely  to  be  imitated,  so  as  to  constitute  a  false  trade 
description,  or  forged  trade  mark,  is  entitled  to  ask  that,  with- 
out the  requirement  of  special  infonnation,  such  description  or 
mark  may,  upon  any  importation,  be  stopped. 

13.  For  this  purpose  the   Board  sanction  the  system   of  Registration 
registration  of  names  or  marks  in  a  way  similar  to  that  which  ^^^  ^^^ 
has  hitherto  existed ;  and  a  manufacturer,  dealer,  or  trader  may  P'^'P^'^' 
roister  his  name  or  mark  at  such  port  or  ports  as  he  desires. 

In  respect  of  names  or  marks  so  registered,  it  will  be  the  duty 
of  the  officers,  at  the  particular  port  or  ports,  to  prevent  the 
delivery  of  goods  to  which  such  names  or  marks  are  applied, 
unless  the  delivery  is  authorised  by  the  registered  proprietor. 
Apart  from  names  or  marks  as  to  which  such  registration  exists, 
the  officers  are  not  expected  to  examine  goods  with  reference 
to  Head  (L). 

14.  Any  manufacturer,  dealer,  or  trader,  whether  British  or  Who  may 
foreign,  may  register  his  name  or  mark ;  but  you  may  refuse  regiater,-and 
registration  to  any  name  or  mark  which  you  consider  to  be  of  onwhaftenrs. 
a  character  too  indefinite  or  indistinct  for  officers  to  recognise, 
referring  to  the  Board  in  any  case  of  doubt.     An  applicant  for 
registration  must  prove  his  proprietorship  of  the  name  or  mark  See  paragraph 
by  declaration ;  and  if,  in  order  to  avoid  delay,  he  deeires  to  do  32. 

so,  he  may  appoint  an  agent  to  give  authority  for  delivery  of 

l>  P 
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his  goocUy  and  prove  (also  by  declaration)  the  appointment  of 

such  agent. 

BflffLBtration         15.  You  must  understand,  very  distinctly,  that  the  use  by  the 

to  be  Bubject    Britiflh  manufacturer,  dealer,  or  trader  of  even  hia  own  name 

mmtionddlxi  ^^  foreign  goods,  and  the  use  by  any  manufacturer,  dealer,  or 

paragraph  6.    trader,  on  like  goods,  of  words,  figures,  or  marks  of  any  Hnd 

stating  or  indicating,  directly  or  indirectly,  make  or  production 

in  the  United  Kingdom,  are  prohibited  unlees  the  qualifying 

conditions  specified  in  paragraph  6  are  complied  with.     You 

must,  therefore,  clearly  explaia  to  every  person  registering  a 

name  or  mark  which  involves  any  such  statement  or  indication, 

as  will  probably  often  be  the  case,  that,  while  the  name  or  mark 

will  be  guarded  by  such  registration,  it  will  not  be  rendered 

admissible  unless  duly  qualified,  as  the  law  may  require, 

in  every  case.     The  register  at  your  port  under  the  law  now 

expiring  will  cease  to  be  operative  with  the  expiry  of  that  law. 

Notwith-  16.  As  regards  Head  (ii.)  ;  if  (apart  from  the  goods  specially 

daa^fi^tion    ^®>^^oned  in  paragraph  6,  and  notwithstanding  that  claasifi- 

in  paragraph    cation)  the  oificers  should  in  any  case  upon  that    ordinary 

9,  any  other     examination  for  revenue  purposes,  detect  anything  constituting 

infringement   an  infringement  of  any  of  the  prohibitions  of  the  Act  as  thus 

bffoibw^*^  set  forth,  you  will  detain  such  goods  and  refer  the  matter  to 

by  detention,   the  Board. 

Indication  as        ^  *  *  ^^^^  detection  by  officers  may  happen,  for  mstance,  as 

to  where  such  to  number,  quantity,  measure,  gauge,  or  weight ;  while,  on  the 

detection  may  other  hand,  as  to  mode  or  material  of  manufacture,  as  to  any 

happen.  patent,  privilege,  or  copyright,*  or  foreign  trade  marks,  the 

officers,   upon  ordinary  examination,  may  probably,  in  the 

absence  of  special  knowledge,  fail  in  detecting  false  descriptions 

or  forged  trade  marks. 

Directionaas        18.  False  descriptions  as  to  place  of  origin  affecting  the 

to  question  of  interests  of  "  British  Possessions  "  or  "  For«gn  States "  are 

oo^trvof       niatters    which,  unaided    by    information,  officers   wiU    not 

origin/  generally  be  expected  to  trace;  but  wherever  they  observe 

goods  conspicuously  known  as  the  usual  product  of  a  particular 

place  or  country,  and  marked  with  that  name,  shipped  from  a 

port  in  another  country  altogether — as,  for  instance.  Wine 

marked  "Xeres''  or    "Spanish"  from  Belgium,  or  Gigars 

marked  ''Havana''  from  Germany — such  goods  may,  in  the 

absence  of  proof  of  make  or  produce  at  the  place  or  in  the 

country  named  on  them,  be  properly  detained. 

Action  upon         1^*  Some  directions  (beyond  what  is  shown  in  the  B^ula- 

information—  tions)  are  desirable  as  to  your  action  upon  "  information ; "  and 

two  stages  of   you  will  observe  that  there  are  two  stages  of  procedure  in  this: 
Buch  action.  «  * 

*  As  to  copyright)  this  instniction  in  no  way  affects  the  practice  luoder 
§§  42  and  44  of  **  The  Customs  Consolidation  Aot,  1876." 
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viz.,  one  up  to  and  including  the  arrival  and  examination  or 
identification  of  the  goods ;  and  the  other  after  the  examination 
or  identification. 

20.  With  regard  to  the  first  stage — ^the  two  points  for  con-  As  to  special 
sideration  are,  whether  any,  and  if  so  what,  special  examination  examination  of 
of  the  goods  should  be  made,  and  what  deposit  should  be  taken  ^^^^^  ^  ^^^ 
to  cover  the  expense  of  such  examination,  if  it  is  made.  ^^^^' 

21.  The  chaiacter  and  extent  of  examination  will  require  On  what  it 
careful  discretion  on  your  part,  and  will  depend  on  the  manner  will  depend. 
in  which  the  goods  are  alleged  in  the  notice  to  infringe  the  Act. 

An  indication  has  been  given  you  above  as  to  what  the  Board 
consider  that  officers  can  detect  and  what  they  cannot,  upon 
ordinary  examination ;  and  this  will  furnish  you  with  a  guide 
as  to  what  they  may  be  able  to  trace  upon  f  idler  examination 
after  information. 

22.  Wherever,  in  accordance  with  such  indication,  you  are  of  Course  where 
opinion  that  the  officers  could  not,  even  on  fuller  examination,  "^^^  .     . 
dLcover  whether  the  goods  infringe  the  Act,  you  need  not  ^^^d'not^be 
order  a  special  examination,  and  consequently  you  will  not  serviceable. 
require  any  deposit  in  respect  of  such  examination,  but  you 

may  at  once  order  detention  of  the  goods  as  if  the  officers  had 
seen  cause  to  detain  them,  and  proceed  to  require  security,  in 
conformity  with  directions  given  in  paragraph  29  of  this  Order. 

23.  Wherever,  on  the  other  hand,  you  are  of  opinion  that  Course  where 
a  fuller  examination  than  that  ordinarily  directed  for  revenue  "^^h 
purposes  may  reasonably  enable  the  officers  to  discover  whether  Jf"S'?'*^°'^ 
or  not  there  is  the  infringement  alleged — ^as,  for  instance^  by  aerviceable. 
careful  weighing,  measuring,  counting,  or  gauging — you  will 

direct  that  such  an  examination  shall  take  place,  examining 
as  to  free  goods,  for  this  purpose,  not  less  than  twice  the  usuid 
number  of  packages,  and  in  the  case  of  goods  imported  in  bulk, 
such  as  machinery  and  the  like,  treating  each  piece  imported 
as  a  package. 

24.  Assuming  examination  to  be  ordered  by  you  in  accordance  Deposit  to 
with  the  lines  above  indicated,  you  will  take,  as  a  deposit  to  «>▼»  sudi 
cover  the  additional  expense  of  this  examination,  such  sum  as  *"™"^  ^^' 
jon  may  think  necessary,  having  regard  to  the  nature  of  the 

goods,  and  to  the  number  of  packages  which,  according  to  the 
informant's  knowledge,  will  have  been  stated  in  the  notice. 

25.  The  case  of  false  description  as  to  place  of  origin  affecting  Special  rules 

the  interests  of  «'  British  Possessions  "  or  "  Foreign  States  "  is  "^  "^^^  ^. 
«  «  •  •  1  1  •  A       \.  1.1.  J    'i.  •  examination 

here  again  one  for  special  mention.    As  above  stated,  it  is  one  -^  regaLrd  to 

which,  as  a  rule,  officers  cannot  be  expected  to  detect  without  place  or 

information ;  but,  for  an  officer  examining  upon  information,  country  of 

the  following  rules  may  be  laid  down :  viz.,  if  it  is  ascertained  ^^?t  ^ 

that  the  name  of  place  or  country  complained  of  i3  not  applied  ^  ^^^^^ 

pp2 
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British 
Poflieasiciui  or 
foreign 
■tatet. 


Am  to  British 
Pooseasions 
and  foreign 
states  to 
which  the 
provision8  in 
relation  to 
forged  trade 
marks  apply. 


Transhipment 
and  transit. 


British  Possession 


Foreign  States  in 
Europe 


Rules  as  to 
special 


to  the  goods  at  all,  or,  if  applied,  is  aooompanied  by  a  definite 
indieation  or  additioo,  as  contemplated  by  the  Act»  of  make  or 
production  elsewhere,  the  ofiicer  may  be  satisfied  that  there 
is  no  ground  existing  to  justify  the  notice  received;  but  if  the 
name  complained  of  is  found  to  be  applied  to  the  goods,  and 
is  the  name  of  a  country,  or  of  a  place  in  a  country,  not  the 
country  of  a  port  or  shipment,  the  officer  may,  in  the  absence 
of  proof  of  make  or  produce  at  the  place  or  in  the  oountiy 
named  on  them,  be  satisfied  that  the  alleged  infringement 
clearly  exists. 

26.  In  the  case  of  a  notice  alleging  the  application  of  a 
forged  trade  mark  where  the  mark  is  one  protected  in  a 
British  Possession  or  foreign  state,  such  a  notice  will  only  be 
good,  and  need  only  be  accepted  by  you,  if  it  relates  to 
posBessions  or  states  included  in  the  definition  of  trade  marks. 

Up  to  the  present  time  the  British  Possessions  and  foreign 
states  so  included  are : 

Queensland. 

Belgium. 

France. 

Italy. 

The  Netherlands. 

Norway. 

Portu^. 

Servia. 

Spain. 

Sweden. 

Switzerland. 

Brazil. 

Guatemala. 

Paraguay. 

San  Domingo. 

The  United  States  of  America. 

Uruguay, 

Tunis. 

27.  As  to  transhipment  and  transit  goods ;  where  information 
and  "  notice  "  relate  to  these  goods  you  will  deal  with  them 
exactly  as  if  they  were  goods  for  home  use.  Apart  from 
information  you  will  not,  as  regards  the  ordinary  examinatiott 
of  such  goods  for  revenue  purposes,  examine  more  packages 
than  at  present;  but  the  Board,  in  addition  to  the  existing 
rules  as  to  transhipment  and  transit  goods,  direct  that,  as  to 
all  such  goods,  no  marks  of  any  kind  or  description  shall  be 
allowed  to  be  applied  to  them  in  this  country,  and  you  will  see 
that  this  is  strictly  carried  out  in  your  port. 

28.  As  to  goods  examined  upon  information  generally,  you 
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will  be  guided  by  the  foUowing  rules.    If  upon  examination  the  examiDation 

officer  is  satisfied  that  there  is  no  ground  existing  to  justify  S^iiei^ly- 

the  notice  received,  he  will  pass  the  goods ;  if  he  is  satisfied  that 

the  aUeged  infiingement  clearly  exists,  he  will  detain  the  goods 

«s  in  a  case  of  detention  upon  ordinary  examination ;  but  in 

dsee  where  the  officer  ia  not  so  satisfied,  and  in  cases  where 

you  may  have  considered  that  official  examination  cannot  test 

the  point,  you  will  order  the  detention  of  the  goods  at  the  risk 

of  iiie  informant,  and  thus  arrive  at  the  second  stage  of  the 

procedure  upon  information — ^viz.,  the  taking  of  security. 

29.  Tou  will  observe  that  (except  in  cases  where  the  informant  As  to  security 
prefers  to  give  a  bond,  and  where  time  allows  such  a  step  where 

to  be  taken  before  the  goods  arrive  and  are  examined),  there  ^fS^^H^** 
are  two  things  to  be  done  in  taking  security :  first,  to  take  an  ^  ® 
ad  valorem  money  deposit  to  cover  the  possibility  of  the  bond 
not  being  completed;  and  secondly,  to  see  that  the  bond  is 
completed,  after  which  you  will  return  the  deposit.  The 
amount  of  both  the  deposit  and  the  bond  will  depend  on  the 
value  of  the  goods. 

30.  The  form  of  Notice  given  in  the  Schedule  to  the  Begula-  Inquiries  as 
tions  requires  a  statement  of  the  names  of  persons  proposed  as  *^  Bufficiency 
fiureties.    As  to  the  sufficiency  of  these  you  will  make  inquiries      sureties. 
in  the  usual  way,  and  have  the  bond  completed  as  in  other 
transactions. 

31.  The  security  having  once  been  taken,  the  goods  will,  As  to  goods 
without  further  special  examination,  remain  in  charge ;  and  J^J®'  secmity 
the  Begulations  contain  definite  provisions  as  to  when,  in  the  ^  deHvery  m> 
various  contingencies  that  may  arise,  the  security  will  be  of  security. 
delivered  up. 

32.  A  form  is  annexed  of  the  declaration  mentioned  in  Supply  of 
paragraph  14 ;  and  also  of  a  Bond,  when  it  is  preferred  to  forma, 
give  one  before  examination,  as  mentioned  in  paragraph  29. 
Supplies  of  these  forms,  and  of  those  given  in  the  Schedule 

to  the  Begulations,  can  be  obtained  in  the  usual  way. 

33.  A  General  Order  as  to  Watch-cases  and  Watches  will 
shortly  be  issued ;  and  further  directions  will  be  given,  from 
time  to  time,  as  decisions  are  arrived  at,  under  paragraphs 
S  and  10^  and  paragraphs  16,  17,  and  18  of  this  Order. 

I  am, 
Sir, 
Your  obedient  Servant, 
TheCoUector  E.  GOODWYN. 

at 
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MsBCHANDiSB  Mabkb  Act,  1887. 

50  k  51  YiCT.  Ch.  28. 

DeclaraUan  an  Begistration  under  Paragraph  13  ^  Oeneral 

99 

(a)  Full  DAine 

And  addroM  of  n  ^ 

dedarant.  Povt  Of 

(6)  "I  "or  "I 

and  my  I  (a) 

partnera, 

trading  aa 

Meaara.  " 

or  **  auch  and 

I  am  the  itr 
preaentative 
official,*' or  "ao 
and  ao  of  auch 
and  auch  a 
place  abroad, 
whom  I  repre- 
sent in  thia 
country. 

(c)  "  ia  "  or 
"are." 

(d)*thefoUow.  . 

ing  name  aa  a  (0)  Ul6  propiiotor    |  of  (a) 
trade  deaorip- 
tion,"  or  "  the 
following 
trademark,** 
or*' the  follow- 
ing name  aaa 
trade  deacrip- 
tion  and  trade  ^^» 
mark." 

(«)  •'  I  "  or 
«'  we." 

(/)  "  I "  or 
"  we." 

(9)  '^^  por-    which  (e)  expect  to  he  applied  to  goods  imported,  from 

tion  aa  to  ap- 
pointment of 

agent  may  be  time  to  time,  at  this  Port;;  and  that  (J)  have  appointed 

eraaed,  where 

auch  appoint-  Mr.  (g)  of 

ment  ia  not  ^ 

(h)  "  mv  "  or  *^  ^  ^^)  agent,  to  give  authority  for  the  delivery  of  such 

'*  our."  goods. 
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I  make  ibis  solemn  declaration  oonscientiouslj  believing  the 
same  to  be  trae,  and  by  virtue  of  tbe  Statutory  Declarations 
Act,  1835. 

Signed 

Dedaied  this  day  of  18 

At 

Before  me 

A  Commissioner  to  administer  OatbF,  &c 


N.B. — Eegistration  in  pursuance  of  this  Declaration  is 
subject  to  the  provisions  of  the  Act  which  forbid  the  importa- 
tion, by  a  registered  proprietor,  even  of  his  own  goods  which 
bear,  in  name  or  mark,  any  statement  or  indication,  direct  or 
indirect,  of  make  or  produce  in  the  United  Kingdom,  unless 
qualified  as  the  Act  requires. 


ISniitD  all  Aim  by  these  Presents  that  we 

are  held  and  firmly  bound  unto  our  Sovereign 
Lady  Victoria,  by  the  Grace  of  God,  of  the  United 
Kingdom  of  Great  Britain  and  Ireland,  Queen, 
Defender  of  the  Faith,  in  the  sum  of 

pounds  to  be  paid  to  our  said  Lady 
the  Queen,  Her  Heirs  or  Successors;  for  which 
payment  well  and  truly  to  be  made  we  bind  our- 
selves jointly  and  severally,  our  heirs,  executors 
and  administrators,  firmly  by  these  Presents. 
Sealed  with  our  seals.  Dated  this 
day  of  in  the  year  of  our  Lord 

one  thousand  eight  hundred  and 
fEBtereatf  the  above-named  has  by 

a  notice  dated  the  day  of 

informed  the  Collector  of  Customs  at  that 

the  undermentioned  goods,  that  is  to  say, 

are  about  to  be  imported  into  the  port  of 
contrary  to  §  16  of  the  Merchandise  Marks  Act,  1887,  and 
hsB  requested   that  the  said   goods   shall  be   detained  and 
dealt  with  accordingly.     Kow  the  condition  of  this  obligation 
is  such  that  if  the  said  ,  his  executors 

or  administrators,  shall  well  and  efiectaally  indemnify,  save 
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harmless,  and  keep  indemnified  Her  Majesty,  Her  Hsotb  and 
Suooessors,  and  all  Her  and  Their  Officers  of  Customs  and 
their  executors  or  administrators,  from  and  against  all  loss  or 
damage,  payment  or  payments,  and  all  costs  and  expenses 
which  Her  said  Majesty,  Her  Heirs  or  SuooessorB,  and  H^  or 
Hieir  Officers  of  Customs,  their  executors  and  administrators, 
shall  or  may  sustain  or  incur  by  reason  or  on  account  of  any 
detention  or  delay  in  the  delivery  of  the  said  goods,  following 
upon  the  information  contained  in  such  notice  and  any  pro- 
ceedings consequent  upon  such  detention  or  delay,  then  this 
obligation  shall  be  void,  otherwise  shall  be  and  remain  in  full 
force  and  virtue. 
Signed,  sealed  and  delivered ' 


9 
Qtn&ral  Order - 


1888 

Custom  House,  Lohdo5. 
18<A  Janwtiry,  1883. 

Sib, 

99 
In  acordance  with  paragraph  33  of  General  Order 


1887' 

I  now  transmit  to  you  the  directions  of  the  Board,  to  enable 
you  to  deal  with  watch-cases  and  watches,  under  the  Merchan- 
dise Marks  Act ;  the  latter  term,  watches,  meaning  as  provided 
by  §  7  of  the  Act,  **  all  that  portion  of  a  watch  whidi  is  not 
the  watch-case." 

81 
Your  attention  has  already,  by  G.O.  ,   been  called  to 

the  position  in  which  watch-cases,  under  this  section,  stand  in 
relation  to  watches;  and  the  consequent  importance  of  the 
assay  mark  on  watch-cases,  which  mark,  by  virtue  of  §  3  (1) 
of  the  Act,  would  be  deemed  a  trade  description  as  to  place  or 
country  of  origin. 

You  will  note,  in  addition,  that  by  §  8  (1)  of  the  Act 
provision  is  made  for  preventing  foreign-made  watch-cases 
from  obtaining  the  mark  placed  on  a  watch-case  made  in  the 
United  Kingdom :  and  it  is  enacted  that  a  diffi»rent  mark  shall 
be  placed  on  foreign  watch-cases  of  such  pattern,  and  in  such 
mode  as  directed  by  Order  in  Council. 

An  Order  in  CouncQ  to  this  effect,  dated  the  28th  November 
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lafit  (a),  was  published  in  The  London  Gazette  of  9th  December 
last ;  and  a  copy  of  this  order,  together  with  sheets  1  and  2  of 
Appendix  to  Schedule  II.  therein  referred  to,  which  contain 
diagrams  of  the  required  new  marks,  are  sent  to  you  herewith. 
Tou  will  carefully  study  these  sheets,  and  note  how  the 
marks  apply  variously  to  the  different  assay  offices  in  the 
United  Kingdom. 

The  directions  to  be  observed  by  you  in  applying  this  new 
law  will  relate  to — 

(a.)  Watch-cases  with  assay  marks  imported  alone. 
(6.)  Like  watch-cases  imported  with  the  watches,  that  is  to 
say,  watches  of  foreign  manufacture  in  them. 

(a.) — Watch-eaeea  vsith  Assay  Marks  imported  alone. 

If  the  cases  are  wholly  unmarked,  or  are  duly  marked  in 
accordance  with  the  Order  in  Coimcil,  or  with  a  foreign  assay 
mark,  and  there  is  not,  in  addition,  any  wording  on  any  part  of 
the  case  proper,  or  on  the  dome,  indicating  make  or  produce  in 
the  United  Kingdom,  the  goods  may  be  delivered.  If,  on  the 
other  hand,  there  is  any  such  wording,  the  goods  must  be 
detained  and  the  matter  referred  to  the  Board. 

If  the  cases  are  marked  with  a  British  Hall  Mark  as  placed 
on  watch-cases  made  in  the  United  Kingdom,  you  will  detain 
the  goods  unless  they  are  entered  as  "  British  goods  brought 
back,"  in  which  case  they  may  be  admitted  under  the  usual 
regulations. 

{h.) — Watch<ases  imported  with  the  Watches  in  them. 

If  the  cases  are  wholly  unmarked,  or  are  marked  either 
In  accordance  with  the  Order  in  Council,  or 
With  a  foreign  assay  mark,  or 

With  a  British  assay  mark  as  placed  on  a  watch-case  made 
in  the  United   Kingdom,  and  with  an  equally  con- 
spicuous statement  either  above  or  below  the  assay 
mark,  that  the  watch  is  of  foreign  make ; 
And  if  there  is  no  wording  either  as  an  addition  on  the  case 
or  dome,  or  upon  the  watch  itself,  whether  on  the  dial  or  the 
plate,  or  any  part  of  the  works,  indicating  make  or  produce  in 
the  United  Kingdom,  then  the  goods  may  be  delivei^. 

If,  on  the  other  hand,  there  is  any  such  wording,  the  goods 
must  be  detained  and  the  matter  referred  to  the  Board. 

If  the  cases  are  marked  with  a  British  assay  mark  as  placed 
on  a  watch-case  made  in  the  United  Elingdom,  and  with  no 

(a)  See  p.  534,  tuprA, 
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statement  of  foreign  make  on  the  cases,  as  reqaired  above,  yon 
will  detain  them  as  a  seizure,  unless  there  is  upon  the  dial  of 
each  watch  and  also  on  the  top  ''  plate  "  (where  the  watdi  is 
of  that  construction)  or  on  the  bottom  "  plate  "  (where  the  watch 
is  of  that  construction)  visibly,  between  the  ''bridges,"  an  in^ 
delible  and  definite  indication  of  the  place  or  country  in  which 
the  watches  were  made.  Such  an  indication  will  be  comsldered 
definite,  if  it  is,  or  contains  only  the  name  of  the  place  or 
country  of  origin;  if  in  addition,  it  contains  the  name  of  a 
place  in,  or  a  part  of  the  United  Kingdom,  as,  for  instance, 
''  Geneva  and  London,"  or  if  there  is  anywhere  on  the  watdi 
an  indication  by  figures,  words,  or  otherwise,  that  the  watch 
might  be  the  make  or  produce  of  the  United  Kingdom,  then, 
in  addition  to  the  name  of  place  or  country  of  origin,  there 
must  be  a  distinct  statement  that  the  watches  were  there 
made. 

I  am.  Sir, 

Your  obedient  Servant, 

E,  GOODWYN. 

The  GoUeotor 

at 


eneral  Order    '"^ 


1888 

CuaroM  HouBB,  Lohdon. 

Uk  Mntary,  188S. 

Sir, 

With  reference  to  paragraph  (5)  of  §  5  of  the  Merchandise 
Marks  Act,  1887, 1  am  dedred  to  acquaint  you  that  a  name 
of  a  port  or  place  of  destination  applied  to  mere  packing- 
cases,  m  which  goods  are  clearly  not  intended  to  be  sold,  or 
exposed  for  sale,  either  wholesale  or  retail,  will  not  render 
the  goods  liable  to  detention;  but,  where  a  package  con- 
taining goods  is  not  of  this  description,  the  port  or  place  of 
destination  should  be  accompanied  by  a  definite  indication  of 
the  country  of  origin. 

I  am.  Sir, 

Tour  obedient  Servant, 

K  GOODWn^. 

To  the  Collector. 
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General  Order    ^^ 


1888* 

Custom  Houh^  London. 
10(&  March,  1888. 

I  am  deeired  to  acquaint  jou,  for  the  information  and  guid- 
ance of  yourself  and  of  the  officers  under  your  survey,  that, 
with  reference  to  paragraph  6  (b)  and  to  paragraph  10  of 

99 
General  Order  ,  the  Board  are  of  opinion  that  inscriptions 

applied  to  goods  by  means  of  labels  or  tickets,  or  applied  to 

boxes,  cartons,  parcels,  or  other  ultimate  packages  containing 

goods,  manifestly  only  for  the  purpose  of  distinguishing  the 

goods  for  the  convenience  of  dealers  and  shopkeepers,  and  not 

specially  intended  to  attract  the  eye  of  the  consumer,  should 

not  be  practically  treated  as  trade  descriptions,  whenever  the 

inscription  consists  simply  of  the  bare  name  of  the  goods  or 

indication  of  number,  quantity,  size,  and  the  like. 

for  instance, — 

on  Hosiery, 

"Hose" 

«  White  Cotton— size  10  " ; 

on  Textile  Fabrics, 

"  No.— Qual.— Colour— Dess.— Yards," 

or 

"  No.— Size— Quality— Shade  " ; 

on  Qoloshes, 

"  1  Doz.  pairs— Men's  2nd  Quality— No.  7." 

€k)ods  bearing  labeb,  tickets,  <fec.,  of  this  character  only  are 

not  to  be  detained,  whatever  may  be  the  language  in  which 

the  inscriptions  are  printed  or  written. 

You  are  to  cause  these  directions  to  be  carried  into  effect 

accordingly. 

It  is  to  be  understood  that  this  order  does  not  apply  to 

wording  on  the  goods  themselves,  nor  to  any  wording  which 

includes  the  name  of  a  place  or  country,  the  name  of  any 

trader,  manufacturer  or  dealer,  or  a  trade  mark. 

I  am  further  to  acquaint  you  that  the  last  clause  of  General 

14 
Order  =-^qq  is  not  to  be  read  as  applying  to  the  names  of  ports 

of  unshipment,  used  for  the  mere  purpose  of  indicating  where 
the  goods  are  to  be  unladen,  as  required  frequently  in  bills  of 
lading,  whatever  may  be  the  description  of  package  used. 
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The  officers  are  to  exercise  their  discretion  in  distinguishing 
whether  those  names  are  used*  solely  for  the  purpose  specified 
above. 

I  am,  Sir, 

Your  obedient  Servant, 

R  T.  PROWSE. 
To  the  Collector. 


Grenerai  Order 


1888 

Custom  House,  Lovdos. 

24(4  Mardi,  1888. 
Sib, 

99 
With  reference  to  paragraph  33  of  the  General  Order 


1887' 

I  am  desired  to  acquaint  you  that  Swedish  iron  bearing  the 
words  ''Lancashire  Swedish,"  or  the  abbreviation  thereof, 
"  Lancash.  Swedish,"  is  to  be  admitted  into  this  country  with- 
out question  so  far  as  the  provisions  of  the  Merchandise  Marks 
Act,  1887,  are  concerned. 

Thia  arrangement  is  sanctioned  upon  the  understanding  that 
the  words  of  the  Mark  shall  not  be  inverted,  and  that  under 
no  circumstances  will  Swedish  iron  marked  ''Lancashire" 
alone  be  admitted  into  this  country. 

I  am.  Sir, 

Your  obedient  Servant, 

R.  T.  PROWSE. 

To  the  Collector. 


General  Order  ^-5^. 

Custom  House,  Londov. 
9tk  April,  1888. 

Sir, 

QQ 

With    reference    to  §  33  of  the  General  Order 


1887' 

I  am  desired  to  acquaint  you  that  packages  used  for  the 
importation  from  any  place  of  natural  flowers,  fresh  fruit, 
vegetables  and  potatoes,  and  bearing  upon  them  marks  which 
the  officers  are  satisfied  are  merely  address  marks,  such  as 
**  Wm.  Evans,  Leeds,"  "  Thos.  Jones,  London,"  are  to  be  treated 
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as  packing  cases  to  which  the  provisions  of  the  General  Orders 
— ^      —  &PP^7>  <uid  are  not  to  be  detained  nnder  the  Mer- 

chandise  Marks  Act  on  acc»unt  of  snch  marks  only. 

Moreover,  packages  of  the  above  description  coming  from 
the  Channel  Islands,  Malta,  Qozo,  and  Gibraltar,  and  bearing 
on  them,  in  addition  to  address  marks,  any  words  in  the  English 
language  describing  the  goods  contained  in  the  packages,  are 
not  to  be  detained  on  this  account,  provided  such  words  do  not 
constitute  a  trade  mark,  nor  include  the  name  of  a  place  in  the 
United  Kingdom  to  which  the  General  Orders  quoted  above  do 
not  apply. 

I  am.  Sir, 

four  obedient  Servant, 

R.  T.  PROWSE. 
To  the  Collector. 


Omieral  Order 


1889 

Custom  Housb,  Lordoh. 
Ut  Fdtrmry,  1889. 

Mebchandise  Mabks  Act,   1887. 
Certain  IHecreHonary  Towers  given  to  Officers, 

The  importationsections  of  the  Merchandise  Marks  Act,  1887, 
having  now  been  in  force  for  over  twelve  months,  and  its 
provisions  having  become  familiar  both  to  importers  of  goods 
and  to  the  officers  of  customs,  the  Board  have  considered 
whether  some  discretionary  power  may  not  be  given  to  the 
collectors,  surveyors,  or  other  superior  officers  in  releasing 
goods  which,  although  at  first  sight  they  appear  to  be  liable  to 
detention,  yet  on  further  explanation  from  the  importer  may 
properly  be  released,  so  far  as  the  Merchandise  Marks  Act 
is  concerned — such,  for  instance,  as  genuinely  marked  British 
returned  goods,  or  private  property  in  actual  use. 

The  Board  accordingly  give  to  the  collectors  and  surveyors 
at  the  Outports,  and  to  the  inspectors  and  surveyors  in  London, 
a  discretionary  power  to  deliver  goods  without  a  special  order 
when  they  are  satisfied  that  they  come  under  any  one  of  the 
following  heads: — 

(1.)  Articles  not  dutiable,  however  marked,  sent  over  to  (1.)  Articles 
one  individual  as  presents  or  for  personal  use,  and  not  in  any  for  private  use. 
process  of  sale  or  purchase,  on  the  officers  satisfying  themselves 
that  the  importer's  statement  in  this  respect  is  correct. 
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(2.)  Used 
articles  either 
private  pro- 
perty or  Mnt 
for  repftin. 


(8.)  British 

eamplea 

returned. 


(4.)  Foreign 
samplee. 


(6.)  British 

returned 

goods. 


(2.)  ArticleB  which  are  not  new  and  which  are  manifestly 
private  property,  such  as  clothing  or  other  personal  eEkcts^  and 
old,  used,  and  damaged  articles  sent  to  this  conntiy  for  repairs 
and  imported  by  or  consigned  to  the  persons  whose  names  are 
on  the  goods.  Under  this  head,  however,  such  goods  as  eld 
lace,  old  china,  or  old  violins,  and  similar  artides  sent  bj 
dealers  for  sale  as  antiquities,  are  not  included ;  goods  of  this 
kind  are  strictly  merchandise.  Wherever  age,  apparent  or 
real,  adds  to  the  value  of  the  goods,  they  are  not  to  be  delivered 
under  this  paragraph,  unless  they  are  private  property,  not  in 
any  process  of  sale  or  purchase,  but  the  directions  of  the  Board 
must  be  obtained. 

(3.)  Samples  of  no  value,  made  by  competing  firms  in  the 
United  Kingdom,  and  sent  to  manufacturers  in  this  country  fc»* 
the  purposes  of  trade,  may  be  delivered  on  a  statement  being 
made  in  writing  by  the  importer  that  the  articles  are  samples 
of  no  value,  and  that  they  are  imported  for  trade  purposes, 
as  samples,  and  not  for  ssJe  or  use,  provided  the  officers  are 
satisfied  that  they  are  of  British  manufacture. 

(4.)  Foreign  samples  not  bearing  the  names  or  trade  marks  of 
manufacturers  or  dealers  in  the  United  Kingdom,  but  beaiiiig 
trade  descriptions  which  are  misleading  in  language  as  to  the 
country  from  which  they  come,  may  be  also  admitted  upon 
being  duly  qualified,  and  on  the  officers  being  satisfied  that 
they  are  imported  for  purposes  of  manufacture  or  comparison 
in  this  country.  Foreign  samples,  however,  bearing  the  names 
or  trade  marks  of  British  manufacturers  or  dealers,  or  indirect 
indications  of  British  manufacture,  without  qualification,  sent 
for  the  purpose  of  soliciting  orders  for  sale  in  this  country,  are 
to  be  placed  under  detention,  and  not  delivered  without  the 
Board's  sanction. 

(9.)  British  returned  goods,  not  dutiable,  or  in  respect  to 
which  no  drawback  can  have  been  received,  may  be  released 
under  §  6  of  the  Act  42  &  43  Tict.  c.  21,  without  a 
special  order  of  the  Board,  so  far  as  the  marks  are  con- 
cerned, either  by  a  Bill  of  Store,  or  by  declaration  of  the 
importer  that  the  goods  are  within  his  knowledge  British 
returned,  so  long  as  the  collector  or  surveyor  sees  no  reason  to 
doubt  its  truth. 

Should,  however,  the  goods  be  admitted  to  entry  as  British 
under  the  second  alternative  allowed  by  the  section,  viz. :  '^  by 
and  with  the  content  in  writing  of  the  proprietor  of  such  name, 
brand,  or  mark,  or  his  legal  representative,''  such  consent  in 
each  case  must  be  accompanied  by  a  statement  from  the  persons 
whose  names  appear  upon  the  goods  that  the  articles  have  been 
manufactured  by  them  in  this  country. 
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Should  the  officer  who  examines  the  goods  have  any  doubt 
as  to  the  truth  of  the  statement,  the  matter  is  to  be  reported  to 
the  Board. 

The  officers  will  not  caU  for  Statutory  Declarations  made 
under  the  Statutory  Declarations  Act,  1835,  without  the  Board's 
sanction  in  each  case. 

(6.)  In  London,  goods  which  have  been  placed  under 
detention  on  account  of  illegal  marks,  and  in  respect  of  which 
no  applications  have  been  made  by  the  importers  or  no  steps 
taken  to  carry  out  the  conditions  imposed  by  the  Board  on  their 
release,  within  two  months  from  the  date  of  the  Board's  order 
for  their  detention,  are  to  be  removed  to  the  Queen's  Warehouse, 
without  special  directions  in  each  case,  should  the  officers  see 
no  circumstances  which  call  for  exceptional  treatment. 

(7.)  The  officers  are  to  take  care  that,  in  all  cases  where  the 
Board  allow  qualifying  words  to  be  added  before  the  delivery 
of  goods,  such  words  are  applied  in  characters  clear,  conspicuous, 
and  as  indelible  as  the  marks  requiring  qualification,  and  in 
dose  proximity  to  those  marks. 

By  Obdeb,     

B.  GOODWYN. 
To  the  Oollectcr. 
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STATUTORY  ENACTMENTS  WITH  RESPECT  TO 

MARKS  ON  GOODS,  Ac. 

Weiqhts  and  Measures. 
41  d;  42  Vict.  c.  49.     {The  Weights  and  Meamrea  Act,  187a) 

Part  I. — Law  of  Weights  akd  Measures. 

Stamping  and  Verification  of  Weights  and  Measures* 

Stamping  of         §  28.     Eveiy  weight,  except  where  the  small  size  of  the 

weights  and     weight  renders  it  impracticable,  shall  have  the  denomination 

measures  with  ^^f  g^^j^  weight  stamped  on  the  top  or  side  thereof  in  legible 
denommation.  ^  ,  \*  xx 

figures  and  letters. 

Every  measure  of  capacity  shall  have  the   denomination 

thereof  stamped  on  the  outside  of  such  measure  in  legible 

figures  and  letters. 

A  weight  or  measure  not  in  conformity  with  this  section 

shall  not  be  stamped  with  such  stamp  of  verification  under 

this  Act  as  is  hereinafter  mentioned. 

Stamping  of         §  29.  Every  measure  and  weight  whatsoever  used  for  trade 

yeriflcation  on  shall  be  verified  and  stamped  by  an  inspector  with  a  stamp  dt 

measures  and   verification  under  this  Act. 

weights.  Every  person  who  uses  or  has  in  his  possession  for  use  for 

trade  any  measure  or  weight  not  stamped  as  required  by  this 

section,  shall  be  liable  to  a  fine  not  exceeding  five  pounds,  or  in 

the  case  of  a  second  offence  ten  pounds,  and  shall  be  liable  to 

forfeit  the  said  measure  or  weight ;  and  any  contract,  bargain, 

sale,  or  dealing  made  by  such  measure  or  weight  shall  be  void. 

Lead  or  pew-       §  ^^'  -^  weight  made  of  lead  or  pewter,  or  of  any  mixture 

ter  weights,      thereof,  shall  not  be  stamped  with  a  stamp  of  verification  or 

used  for  trade,  unless  it  be  wholly  and  substantially  cased 

with  brass,  copper,  or  iron,  and  legibly  stamped  or  marked 

"  cased : " 

^  Provided  that  nothing  in  this  section  shall  prevent  the 
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iiuaertioii  into  a  weight  of  such  a  plug  of  lead  or  pewter  as  is 
bond  fdt  neceBSBLTy  for  the  purpose  of  adjusting  it  and  of 
affixing  thereon  the  stamp  of  veritication. 

A  person  guilty  of  any  offence  against  or  disobedience  to  the 
provisions  of  this  section,  shall  be  liable  to  a  penalty  not  ex- 
ceeding five  pounds,  or  in  case  of  a  second  offence  ten  pounda 

§  31.  Every  coin  weight,  not  lees  in  weight  than  the  weight  Stamping  of 
of  the  lightest  coin  for  the  time  being  current,  shall  be  verified  verifi^tion  on 
and  stamped  by  the  Board  of  Trade  with  a  mark  of  verifica-  ^^       ^^ 
tion  under  this  Act,  and  otherwise  shall  not  be  deemed  a  just 
weight  for  determining  the  weight  of  gold  and  silver  coin  of 
the  realm. 

Every  person  who  uses  any  weight  declared  by  this  section 
not  to  be  a  just  weight  shall  be  liable  to  a  fine  not  exceeding 
fifty  pounds. 

§  32.  If  any  person  forges  or  counterfeits  any  stamp  used  Forgery,  &c., 
for  the  stamping  under  this  Act  of  any  measure  or  weight,  or  °^  stamps  on 
used  before  the  commencement  of  this  Act  for  the  stamping  of  weights, 
any  measure  or  weight,  under  any  enactment  repealed  by  this 
Act,  or  wilfully  increases  or  diminishes  a  weight  so  stamped, 
he  shall  be  liable  to  a  fine  not  exceeding  fifty  pounds. 

Any  person  who  knowingly  uses,  sells,  utters,  disposes  of,  or 
exposes  for  sale  any  measure  or  weight  with  such  forged  or 
counterfeit  stamp  thereon,  or  a  weight  so  increased  or  diminished, 
shall  be  liable  to  a  fine  not  exceeding  ten  pounds. 

All  measures  and  weights  with  any  such  forged  or  counterfeit 
stamp  shall  be  forfeited. 


50  dh  51  Vict,  e.  58.     {The  Coal  Mines  Eegtdation  Act,  1887.) 

§  15.— (1.)  The  Weights  and   Measures  Act,   1878,   shall  AppHcation  of 
apply  to  all  weights,  balances,  scales,  steelyards,  and  weighing  ^\g^^  1^^ 
machines  used  at  any  mine  for  determining  the  wages  payable  ^  usedTn   ' 
to  any  person  employed  in  the  mine  according  to  the  weight  mines, 
of  the  mineral  gotten  by  him,  in  like  manner  as  it  applies 
to  weights,  balances,  scales,  steelyards,  and  weighing  machines 
used  for  trade. 


52  cfe  53  Vict,  c.  21.     {The  Weights  and  Measures  Act^  1889.) 

§  1. — (1.)  Every  weighing  instrument  used  for  trade  shall  be  Verification 

verified  and  stamped  by  an  inspector  of  weights  and  measures  ?* '^eighing 
...  .  t        'n     J.'  J      J.U'     A   J.  mfltniments. 

with  a  stamp  of  verification  under  this  Act. 

(2.)  Eveiy  person  who,  after  the  expiration  of  twelve  months 

from  the  commencement  of  this  Act,  uses  or  has  in  his  possession 

for  use,  for  trade  any  weighing  instrument  not  stamped  as 

QQ 
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raquiied  hj  this  Act,  shall  be  liable  to  a  fino  not  exceeding 
two  ponnda,  or  is  the  case  of  a  second  offence  five  poonds. 

OQ  Section  33  of  the  principal  Act  (a)  shiUl  applj  b> 
migbiiig  inBtromentfl  in  like  manner  as  it  applies  to  m^ts 
and  D 


26  d;  26  Viet,  o,  76.     {Th«  WmgMa  and  MeatweM  {IrelanS) 
Ammdmmt  Act,  1862)  (6). 


Preeention  of  Frauds. 

PsDiltjr  on  $  14.  If  any  person  commit  any  of  the  following  offences,  he 

couDteifeiting  ghaji  for  each  offenoe  be  liable  to  a  penalty  not  exceeding  &n 
"»*■  pound.:  ^^ 

(1.)  If  he,  with  intent  to  defraud,  counterfeit  or  prccnre  to 
be  coontdrfeited  any  brand  or  stamp  need  1^  or  ondra' 
the  aathority  of  the  owner  or  leesee  of  a  market  or 
bir,  or  of  any  person  having  by  law  the  control  of  a 
market  or  fair,  to  denote  the  weight,  measure,  or 
quality  of  any  article  sold  in  the  market  or  fair,  or 
within  the  preecribed  limits,  dnriog  the  holding  of 
the  market  or  fair,  or  of  any  cask,  firkin,  or  other 
veeeel,  covering,  or  thing  in  which  each  article  is  add, 
or  the  impression  of  any  such  brand  or  stamp : 

(2.)  Or,  with  the  like  intent,  use  or  procure  to  be  used  aof 
snch  counterfeit  brand,  or  stamp,  or  impreeeiaD : 

(3.)  Or,  with  the  like  intent,  alter  an  impreasion  of  any 
snch  genuine  brand  or  stamp  : 

(4.)  Or,  with  the  like  intent,  have  in  fais  poaseesion  anything 
having  thereon  an  impresBion  of  any  snch  counterfeit 
brand  or  stamp,  or  a  fraudulently  aJtored  impresBico 
of  any  such  genuine  brand  or  stamp : 

(5.)  Or,  witA  the  hke  intent,  transfer  or  apply  any  ea^ 
firkin,  or  other  vessel,  covering,  or  thing,  bsTing 
tliereon  an  impression  of  any  such  genuine  brand  or 
stamp,  to  any  article  other  than  that  for  denoting  ibe 
weight,  measure,  or  quality  whereof  such  impmsion 
was  made  on  snch  cask,  firkin,  or  other  vessd,  cortr- 
ing,  or  thing,  or  in  any  other  manna-  slt«r  the  btmS- 
'  '«  application  oT  ' 
md  or  stamp : 
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(6.)  Or  knowingly  weigh  or  cansed  to  be  weighed,  contrary 
to  the  provisions  of  this  Act,  or  act  or  assist  in 
committing  or  connive  at  any  frand  respecting  the 
weighing  or  the  weight  or  measure  of  any  such  article 
as  in  Part  II,  of  this  Act  is  mentioned  (a) : 
(7.)  Or,  with  intent  to  defraud,  alter  any  ticket  specifying 

the  weight  of  any  such  article : 
(8.)  Or,  with  intent  to  defraud,  make  or  use,  or  be  privy 
to  the  making  or  using  of  any  such  ticket,  falsel7 
stating  the  weight  of  any  such  article,  or  of  any 
covering,  cart,  or  load : 
(9.)  Or  shall  dispose  of,  sell,  or  cause  to  be  sold  any  weight 
or  measure  having  a  false  or  counterfeit  stamp,  or  a 
stamp  purporting  to  resemble  a  genuine  stamp. 
§  15.  If  any  person  shiJl  wilfully  pack  up  or  mix,  or  cause  Penalty  for 
to  be  packed  up  or  mixed,  with  or  in  any  butter  contained  in  fraudulently 
any  fu'kin  or  cask,  any  salt  pickle,  or  other  substance,  with  "^?^?f^f 
intent  to  increase  the  weight  of  such  butter,  and  shall  bring  bu^erin 
or  send  any  butter  so  packed  or  mixed  to  any  market  for  sale,  caaks. 
he  shall  be  liable  to  pay  a  fine  not  exceeding  forty  shillings,  or 
be  imprisoned  for  any  period  not  exceeding  one  month,  as  the 
justice  or  justices  shall  determine. 

§  16.  If  any  person  shall  wind  or  cause  to  be  wound  in  any  Penalty  for 
fleece  any  wool  not  being  sufficiently  rivered  or  washed,  or  wind  fraudulently 
or  cause  to  be  wound  within  any  fleeces  any  deceitful  locks,  ^^^f 
cots,  skin,  or  lamb's  wool,  or  any  substance,  matter,  or  thing,  flee^. 
whereby  the  fleece  may  be  rendered  more  weighty,  to  the  deceit 
and  loss  of  the  buyer,  such  person  shall  be  liable  to  a  penalty 
of  two  shillings  for  every  fleece  so  fraudulently  made  up. 


Thb  EzHiBinoir  Medals  Act,  1863—26  &  27  Vict.  c.  119. 

§  1.  If  any  trader  commits  any  of  the  ofiences  following;  Penalty  on 
that  is  to  say :  '«^  '^P^ 

(1.)  Falsely  represents  that  he  has  obtained  a  medal  or  "®°     °^; 
certificate  from  the  Exhibition  Commissioners  (h)  in  ^^  ^^^ 
respect  of  any  article  or  process  for  which  a  medal  or  Medals, 
certificate  has  been  awarded  by  the  Commissioners :  «, 

(2.)  Falsely  represents  (knowing  such  representation  to  be 
false)  that  any  other  trader  has  obtained  a  medal  or 
certificate  from  the  Exhibition  Commissioners  : 

(3.)  Falsely  represents  (knowing  such  representation  to  be 
false)  that  any  article  sold  or  exposed  for  sale  has 


(a)  I^.f  every  article  sold  by  weight. 
(6)  Of  1851  or  1862.    See  §  8. 
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been  made  by,  or  by  any  prooeas  invented  by,  a  person 
who  has  obtained  in  respect  of  such  article  or  process 
a  medal  or  certificate  from  the  Exhibition  Conmiis- 
sioners : 

He  shall  incur  the  following  penalties,  that  is  to  say : 

(1.)  For  the  first  offence  he  shall  forfeit  to  Her  Majesty  a 
sum  not  exceeding  five  pounds : 

(2.)  For  any  subsequent  offence  he  shall  forfeit  to  Her 
Majesty  a  sum  not  exceeding  twenty  pounds,  or  be 
imprisoned  for  a  period  not  exceeding  six  months. 

By  §  2,  in  proceedings  under  this  Act,  it  is  not  necessaiy 
to  prove  that  any  person  has  sustained  damage  by  the  false 
representations. 

By  §  5  no  proviaion  of  this  Act  is  to  affect  any  right  or 
civil  remedy. 


Registered  Designs. 


The  Patents,  Designs,  and  Trade  Marks  Act,  1883, 

46  &  47  Vict,  a  57. 

ICtrking  §  51.  Before  delivery  on  sale  of  any  articles  to  which  a  regis- 

r^ljstered        tered  design  has  been  applied,  the  proprietor  of  the  design 
dengoB.  ihsJl  cause  each  such  article  to  be  marked  with  the  presmbed 

mark,  or  with  the  prescribed  word  or  words  or  figures,  denoting 
that  the  design  is  registered;  and  if  he  fails  to  do  so  the 
copyright  in  the  design  shall  cease,  unless  the  proprietor  shows 
that  he  took  all  proper  steps  to  ensure  the  marking  of  the 
article  (a). 

(a)  Under  the  old  Copyright  of  Designs  Acts  it  was  held  that  the 
copyright  was  lost  by  the  sale  of  pattern  pieces  of  wall  paper  oontaining 
the  whole  of  the  registered  design,  unmarked  {ffejftoood  v.  Potter,  1  £.  & 
B.  489)  ;  by  the  sale  in  France  of  lace  bearing  the  design,  unmarked 
(Sarazin  v.  ffamd,  32  Beav.  151) ;  by  the  sale  of  a  small  number  of 
articles  bearing  the  design,  unmarked  (Pierce  v.  Worth,  18  Lu  T.  N.  S.  710) ; 
by  tiie  sale  of  one  such  article  unmai^ed  {Bunt  v.  Stevens,  W.  N.  1873, 
p.  79).  But  it  was  held  that  the  copyright  was  not  lost  by  the  sale  of  a 
book  containing  patterns  of  registered  designs,  the  book  being  uiunariced 
{De  la  Branehardiire  v.  Rvery,  i  Ex.  380) ;  nor  by  the  sale  of  a  batter- 
dish  with  a  cover,  the  dish  being  marked  but  the  cover  not  (Fidding  ▼. 
HawUy,  48  L.  T.  K.  S.  639).  And  it  seems  that  if  the  design  were 
applied,  but  obscured  in  the  process  of  manufacture,  the  same  would  haye 
been  the  result  (•&.)• 

Under  the  present  Act  it  has  been  held  that  where  a  manufacturer  was 
instructed  by  bis  principal  to  place  the  right  mark  on  the  goods,  but  by 
mistake  placed  on  them  an  old  and  incorrect  mark,  the  proprietoi's  right 
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The  Designs  Rules,  1883. 

32.  Before  the  delivery  on  sale  of  any  article  to  which  a  Hegistration 
registered  design  has  been  applied,  the  proprietor  of  such  design  °^^^ 
shall,  if  such  article  is  included  in  any  of  the  classes  1  to  12 
in  the  Third  Schedule  hereto,  cause  each  such  article  to 
be  marked  with  the  abbreviation  ''En/'  and  the  number 
appearing  on  the  certificate  of  registration,  and  shall,  if  such 
article  is  included  in  the  classes  13  or  14  in  the  Third 
Schedule  hereto,  cause  each  such  article  to  be  marked  with 
the  abbreviation  ''  KsaD/' 

Class  13  includes  ''Printed  or  woven  designs  on  textile  piece 
goods." 

Class  14  includes  "  Printed  or  woven  designs  on  handkerchiefs 
and  shawls." 

The  first  twelve  classes  include  all  other  goods. 

was  aared  by  the  proYiao  in  the  aectioD,  especially  as  each  mark  bore  the 
abbreviation  "BP  "  {Wimum  v.  Oppenheim,  27  Ch.  D.  260).  Also  that 
where  a  narrow  trimming  was  sold  in  lengths  round  each  of  which  was 
placed  a  paper  band  bearing  the  proper  mark,  the  marking  was  sufficient 
{BJank  v.  Footman,  89  Gh.  D.  678). 
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STATUTORY    ENACTMENTS    WITH  RESPECT   TO    MABKS 
ON  SPECIAL  CLASSES  OF  GOODS  (a). 

Cutlery. 

59  Geo,  III.  c.  7  (1819).  ''  An  Act  to  regulate  the  Cutlery  Trade  in 
England." 

§  1.  Manufacturers  may  mark  with  the  figure  of  a  hammer  articles 
of  cutlery  made  by  them  by  means  of  the  hammer. 

§  3.  No  person  is  to  mark  articles  of  cutlery  not  made  by  means 
of  the  hammer  with  the  figure  of  a  hammer,  or  to  possess  for  the 
purpose  of  sale,  or  offer  for  sale  such  articles  so  marked,  under 
penalty  of  forfeiture  of  the  articles  so  marked,  together  with  a  fine 
of  5Z.  a  dozen. 

§  4.  No  person  is  to  mark  articles  of  cutlery,  or  possess  for  the 
purpose  of  sale,  .or  offer  for  sale  articles  marked  with  any  words  in- 
dicative  of  a  quality  other  than  the  true  one,  under  similar  penalties. 

§  5.  No  person  is  to  mark  articles,  or  possess,  &g.,  articles  marked 
with  the  words  "  London "  or  '*  London  made,"  unless  such  artidee 
were  made  within  the  City  of  London,  or  twenty  miles  distance 
therefrom,  under  the  penalty  of  forfeiture,  together  with  a  fine  of 
101,  a  dozen. 

§  14.  Articles  of  cutlery  subject  to  forfeiture  by  virtue  of  the 
Act  may  be  seized  and  destroyed,  &c.,  by  order  of  justices. 

The  remaining  provisions  refer  chiefly  to  forms  of  procedure,  reooTery 
of  penalties,  &c. 

The  CuUenf*  Company  of  HcUlamshire, 

21  Jac.  L  c.  31  (1623). 

§  1  (6).  The  cutlers  living  in  Hallamshire,  or  within  six  miles 
distance  therefrom,  are  incorporated  under  the  corporate  name  of 
''The  Master,  Wardens,  Searchers,  Assistants  and  Commonalty  of 
the  Company  of  Cutlers  in  Hallamshire  in  the  county  of  York." 

(a)  The  Acts  abstracted  in  the  text  are  {b)  The  remainder  of  this  Act  is  re- 

in force  at  present.  pealed  by  31  Oeo,  III,  e.  58. 
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31  Qw.  III.  c  58  (1791)  (a). 

§  1.  The  oompanj  to  oonsist  of  the  trades  hereinafter  mentioned, 
and  of  none  other. 

§  3  enumerated  'Hhe  arts  or  trades  of  makers  of  knives,  sickles^ 
shears,  scissors,  razors,  files  and  forks." 

§  7.  Apprentices  who  have  served  for  seven  years  are  to  have,  at 
twenty-one  years  of  age,  their  freedom  of  the  company  and  a  mark 
to  be  assigned  them. 

S  17.  Members  of  the  company  counterfeiting  marks  assigned  to 
others  are  for  every  offence  to  pay  a  penalty  not  exceeding  202L  nor 
less  than  4/. 

§  26.  Penalties  may  be  sued  for  by  the  company,  or  by  the  party 
aggrieved,  in  the  Courts  at  Westminster. 

§  27.  One  or  more  justice  or  justices  of  the  peace  for  the  West 
Biding  of  the  county  of  York,  or  for  the  county  of  Derby,  shall, 
upon  information  of  an  offence  for  which  a  penalty  is  imposed,  summon 
the  parties  and  witnesses,  and  hear  and  determine  the  matter  in 
a  summary  way,  and  give  judgment  with  costs,  and  issue  a  warrant 
for  levying  the  penalties  by  distress,  and  if  the  goods  are  insufficient, 
then  shall  commit  the  offender  to  the  House  of  Correction  for  one 
month.     Costs  may  be  given  to  a  person  wrongly  accused, 

§  28  contains  a  form  of  conviction. 

§  29.  An  appeal  is  given  to  the  Court  of  Quarter  Sessions  at 
Sheffield,  Eotherham,  Bfi^sley,  Wakefield,  or  Pontefract. 

§  31.  The  penalties  which  come  to  the  company  are  to  be 
distributed  among  the  poor  of  the  company. 

The  Act  contains  other  provisions  with  respect  to  the  constitution 
of  the  company,  procedure,  dec. 

41  Geo.  III.  e.  97  (1801),  (Local). 

§  2.  A  freeman  of  the  company  is  empowered  to  give  his  mark 
by  will  to  any  person  or  persons,  in  the  same  manner  as  his  other 
personalty,  subject  to  the  life  estate  therein  which  his  widow  is  to 
have  during  her  widowhood  or  any  future  coverture,  and  which  she 
may  sell,  though  on  her  death  the  provisions  of  the  husband's  will 
take  effect. 

§  3.  In  default  of  a  will,  the  mark  is  to  pass  in  the  same  manner 
as  its  owner's  other  personalty,  subject  to  the  widow's  life  estate  (6). 

§  5.  Parish  apprentices  who  shall  prove  to  the  satisfaction  of  a 
justice  that  they  have  regularly  served  a  freeman  for  seven  years  shall 
be  entitled  to  their  freedom  and  a  mark. 

54  Geo.  III.  c.  119  (1814),  (Local). 

This  Act  repeals  several  of  the  provisions  of  the  Act  of  1791,  in 
favour  of  free  trade. 

(a)  Conaiderable  portionB  of  this  Act         (6)  And  see  §  6  of  the  Act  of  1814. 
have  been  repealed  by  the  Acte  which 
follow. 
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§  3.  Any  person  canTing  on  any  of  the  speciiied  trades  'within 
the  specified  limits  has  a  right  to  have  a  mark  assigned  to  him  by  the 
company  on  application,  which  mark  is  not  to  be  one  that  is  tht^ 
property  of  another,  nor  a  surname  (a);  and  for  such  mark  he  is 
to  pay  forty  shillings,  and  if  the  mark  be  one  previously  assigned 
but  surrendered,  3Z.  in  addition,  besides,  in  either  case,  any  stamp 
duty  imposed  by  Act  of  Parliament  (6). 

§  4.  No  mark  is  to  be  assigned  by  the  company  if  they  have 
notice  that  it  is  in  common  use,  or  in  the  use  of  any  person  within 
the  district  (c). 

§  5.  Members  of  the  company,  or  any  other  persons  carrying  on 
any  of  the  specified  trades  within  the  specified  limits,  who  shall  use 
a  mark  assigned  by  the  company  to  another  person,  with  intent  to 
counterfeit,  shall  for  every  ofience  forfeit  and  pay  a  sum  not  exceeding 
20^.,  half  of  the  fine  to  go  to  the  injured  person,  the  other  half  to  the 
company.  The  fine  is  to  be  recovered  and  applied  as  under  the  Act 
of  1791. 

§  6.  The  provisions  made  by  §  2  of  the  Act  of  1801,  for  the 
devolution  of  marks  on  the  deaths  of  their  owners,  are  to  apply  to 
marks  assigned  under  the  present  Act  (d),  but  not  more  thiaii  one 
person  of  the  family  shall  be  entitled  to  use  the  mark  at  the  same  time. 

23  VicL  c.  xliii.  (I860),  (Local). 

§  1.  The  provisions  of  the  previous  Acts  are  extended  to  '^the  arts 
or  trades  of  manufacturers  of  steel  and  makers  of  saws  and  edge-tools 
and  other  articles  of  steel,  or  of  steel  and  iron  combined,  having  a 
cutting  edge." 

§  2.  Any  person  exercising  any  of  the  trades  formerly  or  now 
specified,  within  the  specified  limits,  may  and  shall,  on  application  to 
the  company  and  payment  of  20/.  in  addition  to  any  other  fees  payable, 
become  a  freeman  of  the  company  and  have  a  mark  assigned  to  him. 

§  3.  The  former  and  present  Acts  may  be  cited  as  "The  Cutlers^ 
Company's  Acts,  1623,  1791,  1801,  1814,  1860,"  respectively. 


(a)  The  similar  provision  in  §  24  of  the 
Act  of  1791  (repealed  by  the  present  Act), 
with  respect  to  non-freemen,  provided 
that,  on  a  non-freeman  having  a  mark 
ansigned  to  him,  he  should  become  a  free- 
man of  the  company.  This  is  not  repeated 
here. 

ijj)  A  mark  assigned  to  a  non-freeman 
is  assignable  by  him.  See  Bury  v.  Bed' 
ford,  4  De  G.  J.  k  S.  862.  But  where 
a  person  to  whom  a  ShefiSdd  mark  had 
been  assigned  had  assigned  it  to  another, 
and  had  not  gone  through  the  process  of 
surrendering  it  to  the  company  for  re- 
assignment to  his  assignee,  the  latter  was 
not  recognised  by  the  company  as  the 


proprietor  of  the  mark,  nor  admitted  to 
registration  under  the  Trade  Marks  Be- 
gistration  Act,  1875,  until  he  had  per- 
fected his  title :  In  re  Bahone,  Dig. 
643. 

(e)  By  the  Trade  Marks  Registration 
Act,  1876,  §  9,  no  mark  was  to  be 
assigned  by  the  company  which  had  been 
registered  under  the  Trade  Marks  Re- 
gistration Acts,  notice  of  the  registration 
having  been  given  to  the  Cutiers*  Com- 
pany. And  see  the  Patents,  &c^  Acts, 
188S-8,  §  81. 

{d)  Thus  including  non-freemen  in 
possession  of  company^s  marks. 
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The  rights  of  the  Catlers'  Company  were  expressly  reserred  by  the 
Meirchandise  Marks  Act,  1862  (a),  §  25,  and  also  by  the  Trade  Marks 
Begistration  Act,  1875,  §  9. 

See  also  the  special  provisions  in  regard  to  the  Cutlers'  Company 
contained  in  the  Trade  Marks  Begistration  Act,  1875,  §  9,  and  in  46-56 
of  the  Rules  under  that  Act,  now  repealed;  the  effect  of  which  was 
that  the  registrar  of  trade  marks  was  to  be  suppHed  with  copies  of  all 
Sheffield  corporate  marks,  and  the  Cutlers'  Company  with  copies  of  all 
trade  marks  registered  for  goods  or  classes  of  goods  within  §  2  of  the 
Cutlers'  Company's  Act,  1860 ;  that  notice  of  applications  for  assignment 
or  registration  of  such  marks,  and  of  such  assignment  or  regLstraiion, 
when  complete,  was  to  be  given  by  the  Cutlers'  Company  to  the  registrar 
and  vice  versd ;  that  mar&  identical  with  or  similar  to  marks  already 
assigned  or  registered,  were  not  to  be  registered  or  assigned  respectively 
(except,  in  the  former  case,  with  the  special  leave  of  the  Court),  and 
that  Sheffield  marks  might  be  registered  under  the  Trade  Marks  Begis- 
tration Acts. 

By  §  81  of  the  Patents,  &c.,  Act,  1883,  and  Bules  53-56  of  the 
Trade  Marks  Bules,  1883,  the  Sheffield  Cutlers'  Begister  was  reorganised. 
A  new  '*  Sheffield  Begister  "  was  established,  in  which  are  to  be  entered 
all  trade  marks  for  Cutlery,  edge-tools,  raw  steel,  or  goods  made  of 
steel,  or  of  steel  and  iron  combined,  whether  with  or  without  a  cutting 
edge,  belonging  to  persons  carrying  on  business  in  Hallamshire,  or 
within  six  miles  thereof,  and  registered  under  the  Act  of  1875,  or 
assigned  by  the  Cutlers'  Company  and  actually  used  before  the  com- 
mencement of  the  Act  of  1883.  All  applications  for  marks  for  similar 
goods  are,  when  made  by  persons  trading  within  the  specified  limits,  to  be 
made  to  the  company.  Notice  of  such  applications  is  to  be  given  by  the 
oompany  to  the  comptroller,  who  may  give  notice  of  objection  ;  and 
notice  of  applications  by  persons  trading  outside  the  specified  limits  for 
marks  for  similar  goods  is  to  be  given  by  the  comptroller  to  the  com- 
pany. Notice  of  registrations  in  the  Sheffield  Begister  is  to  be  given  to 
the  comptroller,  who  is  to  enter  the  marks  in  the  general  register ;  and 
notice  of  all  other  entries  is  also  to  be  given  to  him.  The  practice  at 
Sheffield  is  to  follow  generally  that  at  London,  and  an  appeal  is  given 
from  the  company's  decisions  to  the  comptroller,  and  from  him  to  the 
Court.  The  provisions  of  the  company's  Acts  for  the  summary  punish- 
ment of  persons  counterfeiting  Sheffield  corporate  marks  are  to  apply  to 
marks  entered  in  the  new  Sheffield  Begister.  The  old  Cutlers'  register 
of  corporate  marks  was  closed  after  five  years  from  the  commencement 
of  the  Act  (t.e.,  after  five  years  from  December  31st,  1883).  The  net 
result  is  to  make  the  Sheffield  Begister  an  exact  duplicate  of  the  general 
register,  so  far  as  that  relates  to  marks  used  for  the  specified  goods 
within  the  specified  limits. 

The  provisions  of  §  81  were  altered  to  some  extent  by  §  20  of  the  Act 

(a)  25  dfc  26  Vict.  c.  88. 
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of  1888,  the  principal  alteration  being  the  enlargement  of  the  dass  of 
goods  to  which  the  section  is  made  applicable.  Such  goods  are  now 
described  by  the  term  "  metal  goods,"  which  is  defined  as  meaning  "  all 
metals,  whether  wrought,  unwrought,  or  partly  wrought,  and  all  goods 
composed  wholly  or  partly  of  any  metal."  The  Sheffield  Begister  is 
now  governed  by  §  81  of  the  Act  of  1883,  as  amended  by  the  Act  of 
1888,  and  the  Trade  Mark  Rules  56-59  of  1890. 


Gold  and  Siltxb  Plate. 


England. 

2  Etn.  VI.  c  17  (in  Ruflfhead's  ed.  c  14)  (U23)  (a). 

No  goldsmith  or  silversmith  in  the  city  of  London  to  sell  wrou^t 
silver  of  less  than  sterliog  fineness.  No  harness  of  silver  to  be  ofilwed 
for  sale  in  that  city,  until  touched  with  the  touch  of  the  leopard's  head, 
if  it  may  reasonably  bear  the  same,  and  also  with  the  workman's  mark, 
under  penalty  of  forfeiture  of  double  value.  The  mark  of  every  gold- 
smith to  be  known  to  the  wardens  of  the  same  craft.  In  the  cities  of  York, 
Newcastle-upon-Tyne,  Lincoln,  Norwich,  Bristol,  Salisbury,  and  Ooventzy, 
to  be  divers  touches.  In  other  places,  where  no  touch  is  ordained,  silver 
not  to  be  worked  of  less  than  sterling  fineness,  nor  to  be  ofifered  for  sale 
without  the  worker's  mark.     Penalty  of  double  value  (5). 

18  Eliz,  0.  15  (1576)  (c). 

If  plate  marked  by  the  Goldsmiths'  Company  be  found  deceitful,  the 
Company  to  forfeit  the  value. 

8  <fe  9  fTw.  ///.  c.  8  (1697). 

§  8  (in  Ruffhead's  ed.  §  9)  ((Q.  No  silver  plate  to  be  made  of  less 
fineness  than  11  oz.  10  dwt.  in  the  lb.  troy  (e),  nor  offered  for  sale  untQ 
marked  (/). 

If  plate  marked  by  the  Goldsmiths'  Company  be  found  deceitful,  the 
Company  to  forfeit  the  value,  half  to  the  Crown,  half  to  the  informer. 


(a)  The  earliest  statute  on  the  subject 
was  28  Edw.  I,  e.  20  (1800),  by  which  it 
was  provided,  among  other  things,  that 
no  vessel  of  silver  should  pass  out  of  the 
worker's  hands  until  assayed  by  the  war- 
dens of  the  craft,  and  marked  with  the 
leopard's  head,  and  that  no  worse  gold 
should  be  worked  than  that  of  the  touch 
of  Paris.  This  Act  was  repealed,  saving 
the  King's  prerogative,  by  19  <l&  20  Vict, 
e.  64. 

(6)  4  Hen,  VII.  e.  2  (1487)  (repealed 
by  19  dfc  20  Vict,  e,  64)  required  finers  of 
gold  and  silver  to  put  their  marks  upon 
the  metal. 

(c)  It  was  provided  by  the  earlier  part 


of  this  Act  (repealed  by  the  Statute 
Jjaw  Revision  Act,  1868)  that  gold  shoold 
not  be  made  or  sold  under  &  carats  in 
fineness,  nor  silver  under  11  oz.  2  dwt ; 
and  that  no  silver  plate  should  be  sold 
without  the  worker's  mark,  under  penalty 
of  forfeiting  the  value. 

(d)  The  remainder  of  the  Act  was  re- 
pealed by  the  Statute  Law  Bevision  Act, 
1867. 

{e)  The  standard  was  thus  raised  from 
that  fixed  by  the  preceding  Act  (U  os. 
2  dwt.),  but  by  6  Geo,  I.  6,  11,  both 
standards  were  established.    See  ti^/nL 

(/)  The  following  marks  are  appranted 
by  this  Act  • — 
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12  <£  13  Wm,  III,  0.  4  (1700), ''  An  Act  for  appointing  wardens  and 
aasay  masters  for  assaying  wroaght  plate  in  the  cities  of  York,  Exeter, 
Bristol,  Chester,  and  Norwich  ''  (a). 

§  2.  Goldsmiths,  ^.,  of  the  cities  of  York,  Exeter,  Bristol,  Chester, 
and  Norwich,  incorporated  into  respective  companies,  to  be  called  re- 
spectively '^  Tlie  Company  of  Goldsmiths  of " 

§  3.  No  goldsmith,  &c.,  in  those  cities  to  make  silver  plate  of  less 
fineness  than  the  standard  for  the  time  being,  nor  sell  it  until  marked 
with — 

The  worker's  mark,  to  be  expressed  with  the  two  first  letters  of  his 
somame. 

The  lion's  head  erased  and  the  figure  of  Britannia. 

The  arms  of  that  one  of  the  above  cities  in  which  the  plate  is  assayed 
and  marked. 

A  distinct  variable  mark  or  letter  in  lloman  character  to  denote  the 
year  (6). 

Penalty — Forfeiture  of  the  plate  or  value,  half  to  the  Crown,  half  to 
the  informer. 

The  Act  also  contains  provisions  with  respect  to  the  appointment  of 
wardens  and  assayers^  procedure,  ^. 

1  AniM,  e.  3  (1  Anne,  stat.  1,  c.  9,  in  Ruffhead's  ed.)  (1701). 

The  provisions  of  the  last  Act  extended  to  Newcastle-upon  Tyne,  and 
**  The  Company  of  Goldsmiths  of  Newcastle-upon-l^e  "  incorporated. 

6  Geo.  I.  e.  11  (1719)  (c). 

§  1.  The  old  silver  standard  of  11  oz.  2  dwt.  restored. 

§  3.  No  goldsmith,  d^c.,  to  work  silver  plate  of  lees  fineness  than  1 1  oz. 
2  dwt.,  nor  to  sell  it,  ^.,  until  touched,  assayed  and  marked,  under  the 
former  penalties. 

§  41.  Two  standards  of  silver,  11  oz.  10  dwt.  and  11  oz.  2  dwt.,  con- 
tinued (c^). 


The  worker^s  mark,  to  be  expressed  by 

the  two  first  letters  of  his  sumame. 
The  mark  of  the  mystery  or  craft  of 
the  goldsmiths,  which,  instead  of  the 
leoputi's  head  and  the  lion,  shall  for 
this  plate  be  the  figure  of  a  lion's 
head  erased,  and  the  figure  of  a 
woman  commonly  called  Britannia. 
A  distinct  variable  mark  to  denote  the 

year  of  manufacture  of  the  plate. 
Penalty — Forfeiture  of  the  plate  or  its 
value,  half  to  the  Crown,  half  to  the  in- 
former.    See  12  Oeo.  11.  c.  26,  §  6. 

(a)  Bristol  never  exercised  the  powers 
hereby  conferred.     York  and  Norwich 
have  discontinued  doing  so. 
(6)  See  12  Oeo.  11.  c  26,  §  5. 
(e)  The  whole  of  this  Act  but  §§  1-3 


and  §  41  repealed  by  Statute  Law  Re- 
vision Act,  1870. 

(d)  Silver  plate  of  11  oc  10  dwt  to  be 
marked  with — 

The  workman's  mark. 
The  mark  of  the  wardens  of   the 
Qoldsmiths'  Company. 

The  figure  of  the  lion's  head  erased. 
The  figure  of  Britannia. 
Silver  plate  of  11  oz.  2  dwt   to  be 
marked  with — 

The  workman's  mark. 

The  mark  of  the  wardens  of  the 

Qoldsmiths'  Company. 
The  figure  of  a  lion  passant. 
The  figure  of  a  leopuxi's  head. 
See  12  Geo.  II.  e.  26,  §  5. 


604  APPENDIX  G. 

12  Gto.  II.  c.  26  (1739)  (a), 

§  1.  Gold  plate  not  to  be  made  under  22  carats  in  fineness,  nor  silver 
plate  under  11  oz.  2  dwt.      Penalty,  10/. 

§  5.  Gold  and  sQver  plate  not  to  be  sold  or  exported  until  marked  as 
follows : — 

Gold  plate  of  22  earats  fine  and  silver  plate  of  1 1  oz.  2  dwt.,  with — 
The  worker's  mark,  which  shall  be  the  first  letters  of  his  Christian 

and  surname. 
These  marks  of  the  Company  of  Goldsmiths  in  London,  viz.,  ihe 
leopard's  head,  the  lion  passant  (6),  and  a  distinct  variable  mark 
or  letter  to  denote  the  year.     Or, 
The  worker's  mark,  and 

The  marks  appointed  to  be  used  by  the  assayers  at  York,  Exeter, 
Bristol,  Chester,  Norwich,  or  Newcastle-upon-Tyne. 
Silver  plate  of  11  oz.  10  dwt.,  with — 
The  worker's  mark  as  before. 

These  marks  of  the  said  Company,*  viz.,  the  lion's  head  erased,  the 
figure  of  Britannia,  and  the  mark  or  letter  to  denote  the  year.    Or, 
The  worker's  mark,  and 
The  mark  of  one  of  the  said  cities  or  towns. 
Penalty — 10/.   fine,   or,  in  default,   hard  labour  not  exceeding  six 
months  (c). 

§  21.  All  goldsmiths,  &c.,  to  enter  their  new  marks,  names,  and  places 
of  abode  in  one  of  the  assay  offices  at  London,  York,  Exeter,  Bristol, 
Chester,  Norwich,  or  Newcastle-upon-Tyne.  Such  new  marks  to  be  of  a 
character  or  alphabet  different  from  their  old  marks ;  all  old  marks  to 
be  broken.  Penalty— 10/.  fine,  and  10/.  more  for  using  any  other  mark; 
in  default,  hard  labour  not  exceeding  six  months. 

13  Qeo,  III.  e.  52  (1772),  "An  Act  for  appointing  wardens  and 
assay-masters  for  assaying  wrought  plate  in  the  towns  of  Sheffield 
and  Birmingham  "  (d). 

§  2.  Incorporation  of  "  The  Guardians  of  the  Standard  of  Wrought 
Plate  for  Birmingham  "  (e). 

§  4.  No  silversmith  or  plate  worker  in  either  of  these  towns,  or 
within  twenty  miles  thereof,  to  sell  or  export  silver  plate  made  in  these 
towns  and  the  specified  limits  until  marked  as  follows ; — 
Silver  plate  of  11  oz.  2  dwt.,  with — 

The  mark  of  the  worker  or  maker,  which  shall  be  the  first  letters 

of  his  Christian  and  surname. 
The  lion  passant. 

(a)  Repealed  in  part,  80  Geo.  III.  e.  81,  (e)  See  Robinson  v.  Currey,  6  Q.  B.  D. 

§  1 ;  Statute  Law  Kevifiion  Act,  1867.  21  ;  7  i&.  466. 

(6)  By  88  Oeo.  Ill,  c.  69,  §  2,  gold  (d)   Repealed  as  to  Binxungham,  1^ 

plate  of  18  carats  fine  is  to  be  mailed  5  Oeo  IV.  e.  Hi.  (local).     As  to  Sheffield, 

with  a  crown  and  18,  instead  of  the  lion  see  24  Oeo.  III.  mm.  2,  c.  20.    The  pre- 

passant,  and  by  7  ^*  8  Vict.  e.  22,  §  15,  sent  Act  only  deals  with  silver, 

gold  of  22  carato  with  a  crown  and  22.  {e)  Or  **  Sheffield." 
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The  mark  of  the  company  in  whose  assay  office  the  plate  was 

assayed  and  marked. 
A  distinct  variable  mark  or  letter  to  denote  the  year. 

Silver  plate  of  11  oz.  10  dwt.,  with — 
The  worker's  mark. 

The  figure  of  Britannia.  « 

The  mark  of  the  Company,  and 
The  mark  or  letter  to  denote  the  year. 

Penalty — Forfeittire  of  the  plate  or  value,  half  to  the  Crown,  half  to 
the  informer. 

§  5.  The  peculiar  mark  of  the  Birmingham  company  to  be  an  anchor, 
of  the  Sheffield  company  a  crown. 

The  Act  also  contains  provisions  for  the  election  of  wardens  and 
assayers,  the  process  of  assaying,  punishment  of  counterfeiting,  <S:c. 

24  Geo.  III.  8688.  2,  c.  20  (1784),  relates*  to  Sheffield. 

§  2.  Manufacturers  of  goods  plated  with  silver,  within  Sheffield  or 
100  miles  thereof,  may  strike  upon  such  goods  their  surname  or  the 
name  of  their  firm,  together  with  some  other  mark,  figure,  or  device. 

§  3.  Names  to  be  in  legible  chara<^rs  and  stru&  with  only  one 
punch,  and  marks  to  be  approved  and  registered  by  the  Guardians  for 
Sheffield. 

24  Geo.  III.  8688.  2,  c.  53  (1784)  (a). 

§  5.  The  assaying  officer  to  mark  with  an  additional  new  mark,  of 
the  King's  head,  all  gold  and  silver  plate  sent  to  be  touched,  marked 
and  assayed,  but  to  ask  and  receive  duty  before  touching,  marking,  or 
assaying. 

§  8.  Gold  and  silver  plate  not  to  be  sold  or  exported  until  marked 
with  the  King's  head.  Penalty — 50/.,  or,  in  default,  hard  labour  of  not 
more  than  one  year,  nor  less  than  six  months.  Also,  forfeiture  of  the 
unmarked  plate,  half  to  the  Crown,  half  to  the  informer. 

30  Geo.  III.  c.  31  (1790). 

This  Act  regulates  the  exemptions  from  marking. 

38  Geo,  III.  c.  69  (1798). 

§  1.  Gold  plate  may  be  manufactured  down  to  18  carats  fine. 

§  2.  Such  gold  plate  not  to  be  sold  or  exported  until  marked  with  a 
crown  and  the  figures  18,  instead  of  the  lion  passant.     Penalty — 10/. 

§  3.  Crold  plate  of  18  carats  ^e  may  be  marked  by  the  various  gold- 
smiths' companies,  &c.,  as  before,  with  the  exception  of  the  alteration  of 
this  mark. 

§  4.  Gold  plate  of  22  carats  may  still  be  made,  sold,  exported,  &c. 

§  5.  This  Act  not  to  authorise  the  application  of  the  mark  used  before 
the  Act  to  gold  plate  of  less  than  22  carats  fine. 

§  6.  Penalty  of  50/.  for  selling,  exporting,  <bc.,  gold  plate  not  marked 
with  one  of  the  marks. 

(a)  Repealed  in  part  25  Qto.  III.  c.  64,  §  2;  80  Geo.  III.  e.  8t,  §  1 ;  Statute 
Law  Reviflion  Acts,  1861-71 
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§  8  (a).  FMvious  regulations  for  gold  of  22  carats,  except  as  to  the 
mark  of  the  lion  passant,  to  apply  to  gold  of  18  carats. 
65  Qto,  III.  0.  185  (1815), 

§  7  (6).  Penalties  for  forging  duty  marks  on  plate,  or  selling  or  ex- 
portii  g  plate  so  marked,  or  possessing  dies,  dbc. 

5  Gw.  IV.  e.  Ui.  (1824^  (Local — Birmingham  and  thirty  miles  round). 
§  1.  13  090.  Ill,  e.  52,  repealed,  so  far  as  relates  to  Birmingham. 
§  4.  He-incorporation  of  '*  The  Guardians  of  the  Standard  of  Wrought 
Plate  in  Birminsham,'*  with  authcnrity  within  a  radius  of  thirty  miles. 

§  20.  No  golosmith,  silversmith,  dbc.,  within  Birmingham  or  thirty 
miles  thereof,  to  sell  or  export  gold  or  silver  plate  made  within  the 
specified  limits  until  marked  as  follows : — 

Gold  of  22  carats  fine  with  the  lion  passant  (c). 

„       18  „  „  crown  and  18. 

Silver  of  11  oz.  2  dwt.  fine  with  the  lion  passant. 
„        11  oz.  10  dwt.       „         Britannia. 
And  all  gold  and  silver  alike  with  the  following  additional  marks  : — 
The  worker's  mark  (the  first  letters  of  his  Christian  and  surname, 
or  in  case  of  any  partnership,  the  initials  of  the  name  or  firm  of 
such  partnership). 
The  company's  mark  (an  anchor). 
A  distinct  variable  mark  or  letter,  to  denote  the  year. 
Penalty — Forfeiture  of  the  plate  or  its  value,  half  to  the  Crown,  half 
to  the  informer. 

§  21.  Goldsmiths,  silversmiths,  &c.,  within  Birmingham  and  thirty 
miles,  to  enter  their  names,  marks,  and  places  of  abode  with  the  company. 
Penalty — 100^.,  half  to  the  informer,  half  to  the  purposes  of  the  Act. 
§  22.  Penalties  of  counterfeiting,  &c. 

The  Act  also  contains  numerous  provisions  with  respect  to  the  constitu- 
tion of  the  company,  the  election  of  its  officers,  its  procedure,  &c 
7  <t  S  Vict.  c.  22  (1844). 

This  Act  (which  see)  regulates  the  punishments  and  penalties  for 
counterfeiting,  &c.,  hall  marks  (d). 


(a)  §  7  provided  penalties  for  counter- 
feiting, but  this  WM  repealed  as  to  Eng- 
land by  7  <^  8  Vict.  e.  22,  §  1,  thou^ 
still  unrepealed  for  Scotland. 

{h)  The  greater  part  of  this  Act  is 
repealed  by  es  ^  84  Vict.  c.  99,  and  86 
4"  87  Vict,  c  91. 

(o)  By  7  ^  8  Vict.  c.  22,  §  16,  a  crown 
and  22. 

(d)  See  M.  y.  Z«e,  1  Leach,  416,  and  R 
V.  Ogdenj  6  0.  &  P.  681,  decided  on  the 
earlier  statutes ;  also  JL  v.  Suter  ^ 
OouUon^  10  Cox,  577 ;  and  JL  y.  Ardtey, 
L.  R.  1  C.  C.  R.  801,  12  Cox,  28,  in 
which  a  spurious  hall  mark  was  made  the 


means  of  obtaining  money  by  false  pre- 
tences. Ini2.y.i2oifr(«,70L.T.(Jooinal) 
265,  the  jiuy  found  that  the  maris  used  by 
the  def  enduit  were  not  imitations  of  the 
genuine  hall  maik.  An  action  by  the 
Qoldsmiths'  Company  for  penalties  under 
this  Act  is  not  an  action  by  a  common 
informer  within  81  EUz.  e.  6,  nor  an 
action  by  &  ''party grieyed"  within  8^4 
Wm.  IV.  e.  42,  §  8,  and  can,  therefore,  be 
maintained  after  the  lapse  of  two  years 
from  the  commission  of  the  offence,  but 
(in  the  opinion  of  Lush,  L.  J.)  not  after 
twenty  years;  RoHnrnm  y.  Clfrrey,  6 Q.  B. 
D.  21  ;  7  {&  465. 
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§  15.  Gold  plate  of  22  carats  fine  to  be  marked  with  a  crown  and  22, 
instead  of  the  lion  passant. 

17  (t  18  Vici.  c.  96  (1854). 

This  Act  authorises  Her  Majesty,  by  Order  in  Council,  to  allow  any 
standard  for  gold  plate,  not  being  less  than  one-third  part  of  the  whole, 
and  to  approve  thereby  of  the  instrument  for  stamping  such  plate,  setting 
forth  in  figures  the  actual  fineness  of  the  metal  (a). 

18  d:  19  VicL  c.  60  (1855). 

Gold  wedding  rings  are  to  be  assayed  and  marked  in  the  same  way  as 
other  gold  plate. 

5  d&  6  Vict,  c.  47  (1842)  ^Customs  Act)  (6). 

§  59.  Foreign  gold  and  silver  plate  imported  from  abroad  shall  be  of 
the  respective  standards  required  for  plate  wrought  in  England,  and  it 
shall  not  be  sold,  &c.,  until  assayed,  stamped  and  marked  in  England, 
Scotland,  or  Ireland,  as  plate  of  the  same  description  made  in  that 
country. 

5  <fc  6  Vict.  c.  56  (1842)  (Customs  Act). 

§  6  (c).  Foreign  ornamental  plate,  manufactured  before  1800,  and 
imported,  is  exempted  from  the  operation  of  the  last  Act. 

39  (L-  40  Vict.  c.  35  0876)  Customs  Act). 

§  2  (d).  Foreign  gola  and  silver  plate  imported  and  sent  to  an  assay 
office  in  the  United  Kingdom  for  assay  shall  be  marked,  in  addition  to 
the  marks  ordinarily  used  at  that  office  for  British  plate,  with  an  F.  on 
an  oval  escutcheon,  to  denote  the  foreign  origin  of  the  plate. 


Scotland  (e). 

13  Geo.  III.  c.  59  (1773)  (/). 

§  2,  which  provided  penalties  for  counterfeiting,  ^.,  the  marks  for 
plate,  is  unrepealed  in  Scotland. 

38  Geo.  in.  c.  69  (1798)  (see  p.  605,  suprd). 

§  '^  (^)»  ^'hich  provided  penalties  for  counterfeiting,  &c.,  the  marks 
for  plate,  is  unrepealed  in  Scotland. 


(a)  Aooordingly  the  following  reduced 
standardB  were  oniered  by  the  Council : — 

15  carats,  to  be  marked  with  15  and  625. 

12         „  M         „  12    „   500. 

9         ,1  „         ,,  9    „   376. 

The  crown  and  sovereign's  head  are  not 
placed  on  plate  of  these  qualities. 

(b)  The  entire  Act  but  §§  59  and  60 
is  repealed. 

(c)  The  remainder  of  the  Act  is  re- 
pealed hySJjr9  Vict.  e.  84,  §  2. 

(d)  ThiB  re-enacts  80  <^*  81  Vict.  e. 
82,  §  24,  the  whole  of  which  Act  is  re- 
pealed by  the  present  one.  See  also  46  4' 
47  Vict.  c.  55,  §  10,  as  to  foreign  plate.   As 


to  foreign  watch-cases,  see  Merchandise 
Marks  Act,  1887,  §  8,  and  the  order  in 
council  thereimder,  also  the  table  opposite. 

(0  In  the  reign  of  James  III.  of 
Scotland  (1483)  gold  22  carats  fine,  and 
silver  11  penny  fine  were  to  be  marked 
with  the  maker's  mark,  the  mark  of  the 
deacon  of  the  craft,  and  the  maik  of  the 
town. 

(/)  This  Act  was  repealed  as  to  Enff- 
land  hj7  4'S  Vict.  e.  22,  §  1.  The  first 
section  was  repealed  by  the  Statute  Law 
Revision  Act,  1871. 

(g)  Repealed  as  to  England  by  7  ^5*  ^ 
Viet.  e.  22,  §  1. 
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6  d&  7  fFm.  /r.  c.  69  (1836). 

§  1.  €k)ld  plate  not  to  be  made,  sold,  or  exported,  under  18  carats 
fine,  nor  sQver  under  11  oz.  2  dwt.  fine.  Penalty — Fine  not  exceeding 
100/. 

§  2.  Scotch  goldsmiths  to  send  their  names,  descriptions,  and  marks 
(to  consist  of  the  initial  letters  of  their  Christian  and  surnames,  or,  in 
the  case  of  a  paitnership,  of  the  initial  letters  of  the  firm  name)  for 
registration  to  the  Goldsmiths'  Company  of  Edinburgh,  or  of  Glasgow. 

§  3.  Gold  plate  of  22  carats  fine,  and  sUver  plate  of  11  oz.  2  dwt.  to  be 
pent,  marked  with  the  maker's  mark,  to  the  assay  office,  jand  to  be  there 
marked  with — 

The  mai  k  of  tke  thistle. 

A  distinct  variable  letter  to  denote  the  year. 

The  mark  of  the  assaying  company. 

Gold  plate  of  18  carats  fine  to  be  marked  in  addition  with  18, 

Silver  plate  of  11  oz.  10  dwt.  fine  to  be  marked  in  addition  with  the 
figure  of  Britannia. 

§§16  and  17  contain  certain  exemptions  from  marking. 

§§  18,  19  and  21  contain  penalties  for  selling  or  exporting  plate  not 
duly  marked,  counterfeiting  marks,  ix,,  marking  base  metal,  dbc. 

The  Act  also  contains  provisions  with  respect  to  the  assaying,  recover- 
ing penalties,  ^. 


The  following  statutes  mentioned  above  under  the  head  of  ''  England  " 
are  also  in  force  in  Scotland  :  6  Geo,  I.  e.  II;  24  Geo.  Ill,  mu.  2,  c.  53 ; 
38  Geo,  III,  c.  69 ;  5  <fc  6  Vict,  c.  47  ;  5  <i&  6  ViU.  c.  56 ;  17  <fc  18  VicL 
0.  96 ;  18  dSr  19  Vict.  c.  60 ;  and  39  dSr  40  Via.  o.  35. 


Ireland. 

3  Geo,  II,  c.  3  (1730),  (Irish  Act)  (a). 

§  32.  Gold  and  silver  plate  not  to  be  sold  until  assayed,  touched  and 
marked. 

§  33.  Plate  to  be  assayed  by  the  Dublin  Company  of  Goldsmiths. 
Gold  of  22  carats,  and  silver  of  11  oz.  2  dwt.,  to  be  touched  by  the 
waidens  of  the  company,  and  marked  with  ''  the  marks  now  usual  for 
that  purpose."  On  payment  of  duty,  the  plate  to  be  marked  with  a 
mark  to  be  appointed  by  the  Commissioners  of  His  Majesty's  Kevenue  (6). 

§  38.  Penalties  for  counterfeiting,  &c,,  provided. 

(a)  This  Act  was  repealed  as  to  gold  (b)  The  figure  of  Hibenua  was  accxrd- 

by  23  4'  24  Geo.  Ill,  e.  28,  §  1  (Insh).      ingly  appointed. 
It  filed  a  standard  of  22  carats  for  gold 

33). 
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23  (t  24  O0O.  III.  e.  23  (1783),  (Irish  Act). 

§  2.  No  gold  plate  to  be  made,  sold,  ix,,  except  of  22  carats,  20  carats^ 
or  18  carats  fine.     Penalty — Forfeiture  and  fine  of  lOL 
§  3.  The  following  marks  appointed  for  gold  of  22  carats  : 
The  mark  of  the  maker,  which  is  the  number  22,  and  the  first 

letter  of  the  maker's  Christian  and  surname.    And, 
For  Dublin  a  harp  crowned. 

For  New  Geneva  (a),  a  like  harp  with  a  bar  across  the  strings. 
§  4.  Marks  for  gold  of  20  carats : 
The  number  20. 
The  maker's  initials.     And, 
For  Dublin,  a  plume  with  three  feathers. 
For  New  Geneva,  a  plume  with  two  feathers. 
§  6.  Marks  for  gold  of  18  carats. 
The  number  18. 
The  maker's  initials.     And, 
For  Dublin,  an  unicorn's  head. 

For  New  Geneva,  an  unicorn's  head,  with  a  collar  round  the  neck. 
§  6  contains  exemptions. 

§  11  provides  for  the  registration  of  new  marks. 
§  28  provides  penalties  for  counterfeiting,  &c. 
47  Geo,  III.  8688.  2,  c.  15  (1807). 

§  3.  Irish  gold  plate  of  22,  20  or  18  carats,  and  silver  plate  of  11  os. 
2  dwt.,  to  be  assayed  by  the  Goldsmiths'  Company  of  Dublin,  touched 
and  marked  with  "  the  marks  now  or  hereafter  to  be  used." 

§  6.  On  payment  of  duty,  gold  and  silver  plate  to  be  marked  with  the 
King's  head  to  denote  that  this  has  been  done  (6). 

^  14,  15  and  16  provide  penalties  for  persons  selling  or  buying 
unmarked  plate,  or  coimterf citing,  ice.,  the  marks  used. 

The  Act  also  provides  for  the  manner  in  which  duty  is  to  be  paid, 
books  kept,  &c. 


The  following  statutes  mentioned  above  under  the  head  of  "  England  " 
are  also  in  force  in  Ireland  :  5  <fe  6  Vict.  c.  47  ;  5  <fc  6  Vict.  c.  56 ;  17  <fe  18 
Vict.  c.  96  ;  18  <fc  19  Vict.  c.  60 ;  39  <t  40  Vict.  c.  35. 


K.B. — For  Terr  full  information  on  til  points  connected  with  Hall  ICarkB,  aae 
Mr.  Chaflfew'  book  on  Hall  Marks,  6th  ed.,  London,  1888,  8vo. 

(a)    This  was  a  company  of  Oeneva  (b)  The  figure  of  Hibemia  oontinued 

watchmakers,  who  established  themselves      to  be  used  in  addition, 
in  00.  Waterf  ord.    They  carried  on  opera- 
tions only  from  about  1784  to  1790. 
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PBINT8  AND  SNORAYIKQS. 

8  Geo.  11.  e.  13  (1735). 

§  1.  Copyright  for  fourteen  years  given  to  ''every  person  who  shall 
invent  and  design,  engrave,  etch,  or  work,  in  mezzotinto  or  chiaro-oscuro, 
or  from  his  own  works  and  invention  shall  cause  to  be  designed  and 
engraved,  etched,  or  worked  in  mezzotinto  or  chiaro-oecuro  "  any  print, 
**  to  commence  from  the  day  of  the  first  publishing  thereof,  which  shall 
be  truly  engraved  with  the  name  of  the  proprietor  on  each  plate,  and 
printed  on  every  such  print  or  prints  "  (a).     Penalties  for  Piiacy. 

7  Geo.  III.  e.  38  (n^Q). 

The  former  Act  extended  in  various  respects,  including  an  extension  of 
tiie  term  to  twenty-eight  years. 

17  ffeo.///.  0.57(1777). 

The  former  Acts  further  extended  in  various  respects. 

6dl:7  WiU.  ir.  e.  59  (1836). 

The  former  Acts  extended  to  Ireland. 


SCULFTUBSS. 

54  Geo.  Ill,  c.  56  (1814)  (6). 

§  1.  Copyright  for  fourteen  years  given  to  "  every  person  or  persons 
who  shall  make  or  cause  to  be  made  any  new  and  original  sculpture,  or 
model,  or  copy,  or  cast,''  to  commence  from  the  "  first  putting  forth  or 
publiidiing  the  same:  Provided,  in  all  and  every  case,  the  proprietor 
or  proprietors  do  cause  his,  her,  or  their  name  or  names,  with  the  date, 
to  be  put  on  all  and  every  such  new  and  original  sculpture,  model,  copy, 
or  cast,  and  on  every  such  cast  fi*om  nature,  before  the  same  shall  be 
put  forth  or  published  "  (c). 


(a)  It  is  dearly  settled  law  that  both 
the  date  of  publication  and  the  name  of 
the  proprietor  muBt  appear  with  the  en- 
graving, in  order  to  enable  the  proprietor 
to  assert  his  statutory  rights,  notwith- 
standing BlcLcltictU  ▼.  Harper^  2  Atk.  95, 
Barnard.  210;  and  Roworth  ▼.  Wilket,  1 
Camp.  94.  See  Sayer  7.  Dicey,  8  Wils. 
60  ;  ffarrison  v.  Hogg,  2  Ves.  Jun.  823 ; 
Thompwon  ▼.  SymoncU,  5  T.  R.  41 ;  Bonner 
▼.  Field,  6  T.  R.  44  ;  Macmurdo  v.  Smith, 
7  ib,  618  ;  Newton  v.  C(ww«,  4  Bing.  234 ; 
Colnaghi  v.  Ward,  12  L.  J.  Q.  B.  1 ; 
Brooke  ▼.  Cockt,  .S  Ad.  &;  Ell.  133  ;  Oravee 
▼.  Askford,  L.  R.  2  C.  P.  410  ;  Bock  y. 
Lazarue,  L.  R.  16  Eq.  104.  The  require- 
ments of  8  Geo.  XL  c.  13  must  be  com- 
plied with  in  the  case  of  engravings  sought 
to  be  protected  under  the  International 


Copyright  Act,  1844  (7  &  8  Vict  c.  IS, 
§  4)  :  Avanxo  y.  Mudie,  10  Ex.  203. 

(&)  The  earlier  Act>  88  Geo.  III.  c  71 
(1798)  was  repealed  by  the  Statute  Law 
Revision  Act,  1861  (24  k  25  Tict  c.  101). 

(0)  By  the  Registration  of  Designs  Act» 
1850  (18  &  14  Vict,  c  104,  §§  6,  7)  sculp- 
tures, &C.,  were  allowed  to  be  registered 
under  that  Kct,  and  penalties  were  im- 
posed for  infringement,  but  this  was 
subject  to  the  provision  that  eveiy  copy 
or  cast  of  the  sculpture,  &c.,  must  be 
marked  with  the  word  *'  registered"  and 
the  date  of  registration.  By  the  Patents, 
Ac.,  Act,  1883,  the  Act  of  1850  is  repealed, 
and  sculptures,  &c. ,  within  the  protection 
of  the  Act  of  1814,  are  excluded  from 
registration  for  the  future  (see  §  60). 
Existing  registrations  at  the  commence- 
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0L00K8  AND  WATCHB8,  kc. 

39  Jk  40  Vict.  0.  36,  §  42  (a),  (1876). 

Clocks  and  watches  and  other  metal  artiolee  marked  in  imitation  of 
Britiah  marks  are  forbidden  to  be  imported  into  the  United  Kingdom  (5). 


MSTAL  BUTTONS. 

36  Geo.  III.  0.  60  (c),  (1796> 

§  1  provides  penalties  for  ordering  metal  buttons  to  be  falsely  marked 
in  indication  of  qualitj,  and  for  purchasing  buttons  so  marked. 

§  2  provides  penalties  for  falsely  marking  buttons  in  indication  of 
quality,  and  for  offering  them  for  sale  so  marked. 

§  3.  No  marks  indicative  of  quality  are  to  be  placed  upon  metal  buttons, 
except  the  words  ^*  gilt/'  or  "  plated/'  respectively. 

§  4.  The  words  "  double  gilt "  and  "  treble  gilt  *'  may  be  placed  upon 
buttons  gOt  to  a  specified  degree. 

§  7  declares  what  quality  is  required  to  constitute  a  *^  gilt  '*  or  "  plated  " 
button. 

The  Act  also  contains  provisions  with  respect  to  procedure,  &c. 


OUN-BARRELS. 

"By  Eof/al  Charter,  1637,  "The  Master,  Wardens  and  Society  of  the 
Mystery  of  Gunmakers  of  the  City  of  London  "  were  incorporated,  proof 
marks  assigned  to  them,  &xi. 

63  Geo.  III.  c.  115  (d),  (1813). 

§  4  incorporates  "  The  Guardians,  Trustees  and  Wardens  of  the  Gun- 
Barrel  Proof  House  of  the  Town  of  Birmingham." 

§  7  appoints  Birmingham  proof  marks  (e). 

18  ife  19  Vict.  c.  cxhiii.  (1855)  (Local),  "  The  Gun-Barrel  Pi-oof  Act, 
1855  "  (/). 

§  9  repeals  the  former  Acts. 


ment  of  the  Act  are,  however,  preserved 
(§  113).  The  requirements  of  54  Geo.  III. 
c.  56  must  be  complied  with  in  the  case 
of  sculptures,  &a,  sought  to  be  protected 
under  the  International  Copyright  Act, 
1844  (7  &  8  Vict  c.  12,  §  4). 

(a)  This  is  a  re-enactment,  with  some 
Tariations,  of  16  Jf'  17  Vict.  e.  107,  § 
44. 

(6)  See  p.  668.  As  to  watches  and 
watdi-cases,  see  also  §§  7  and  8  of  the 


Merdiandise  Marks  Act,  1837,  and  the 
order  in  council  thereunder,  p.  564. 

(e)  Repealed  in  part,  Statute  Law 
BeTision  Act,  1S71. 

(d)  Repealed  by  18  <J  19  Vict.  e.  cxlviil, 
§  9  (Local). 

(e)  55  Geo,  III  c.  59  (1815),  further 
regulated  the  marking  of  gun-bturela,  but 
wau  also  repealed  by  18  4"  19  Vict.  e.  cxlviii., 
§  9  (Local). 

(/)  Repealed|by  81  Jf-  82  Vict,  c  cziiL 
(Local). 
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§  12  oontinues  the  inoorporatioii  of  the  Biimingham  Gompanj,  under 
the  name  of  "  The  Guardians  of  the  Birmingham  Proof  House." 

Many  provisions  follow  for  the  regulation  of  the  Birmingham 
Company. 

31  <^  32  riot.  e.  cxiii.  (1868)  (Local),  '<The  Gun-Barrel  Fhx>f  Act. 
1868." 

§  9  repeals  the  Act  of  1855. 

§  12  continues  the  incorporation  of ''  the  Guardians  of  the  Birmingham 
Proof  House."  Many  provisions  follow  for  the  regulation  of  the 
Birmingham  Company. 

§  107.  The  London  and  Birmingham  Companies  to  receive,  proTey 
mark,  and  deliver  harrels  hrought  to  them  for  proof. 

§  116.  Barrels  to  he  proved  according  to  Rules,  Begulations,  and 
Scales  in  Schedule  B  to  Act. 

§  117.  Power  given  to  the  two  companies,  with  approval  of  Secretary 
for  War,  to  repeal  or  alter  Rules,  kc,  and  to  make  and  alter  any  new 
Rules,  &c. 

§§  121,  122.  Penalties  for  offences  with  respect  to  proof-marks. 

Schedule  B  provides  proof  and  other  marks  for  the  two  companies. 

Bides  and  Hegulations  of  December  1887  made  by  the  two  companies, 
with  the  approval  of  the  Secretary  for  War,  under  the  authority  of 
the  Act  of  1868.     (See  London  GazeUe  for  January  3rd,  1888,  p.  16.) 

These  repeal  the  Rules,  &c.,  in  Schedule  B  to  the  Act,  and  contain 
new  Rules,  Regulations,  and  Scales  for  proving  and  marking  gun-barrelSy 
and  provide  proof  marks,  view  marks,  and  provisional  proof  marks  for 
the  two  companies. 


CHAIN   CABLES  AND  ANGHOBS. 


27  d^  28  Vict,  c.  27  (1864);  34  if:  35  VicL  c.  101  (1871);  35  ^  36 
VicLc,  30  (1872) ;  and  37  i  38  Via,  c.  51  (1874),  reguUte  the  testing, 
proving,  and  marking  of  chain  cables  and  anchors,  and  provide  penalties 
for  falsely  marking,  £c. 

By  §  4  of  the  Act  of  1874,  every  contract  for  the  sale  of  a  chain 
cable  implies,  in  the  absence  of  an  express  stipulation  to  the  contrary, 
that  the  cable  has  been  duly  tested  and  marked. 


PLATINO  GABDS. 

25  if:  26  Vict,  e,  22  (1862). 

§  §  28-37  provide  that  playing  cards  are  to  be  sold  in  separate  packs, 
CTiclosed  in  wrappers  to  be  provided  by  the  Commissionere  of  Inland 
Revenue,  on  which  the  duty  chargeable  and  the  name  of  the  maker  are 
to  be  marked.     Penalties  for  frauds,  4c. 
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16  ^  17  Yict.  c.  107  (1863). 

§§  114-15.  Imported  playing  cards  are  to  be  sold  in  separate  packs, 
to  be  enclosed  in  proper  wrappers  to  be  provided  bj  the  Commissioners 
of  Inland  Kevenue. 

§  116.  Penalties  for  counterfeiting,  &c.,  such  wrappers. 


PAIKTIKGS,   DBAWIKaS,   AND   PHOTOGRAPHS. 

25  ii  26  Vict.  c.  68  (1862),  "  Copyright  for  Works  of  Art  Act." 

§  7.  By  this  section  it  is  forbidden  to  do  any  of  the  following  acts : — 

1.  Fraudulently  sign  any  painting,  drawing,  photograph,  or  negative 
with  any  name,  initials  or  monogram. 

2.  Fraudulently  sell,  publish,  &c.,  any  painting,  d^.,  marked  with  the 
name,  &c.,  of  a  person  who  did  not  execute  such  work. 

3.  Fraudulently  utter  any  copy  or  colourable  imitation  of  any  painting, 
^.,  whether  the  subject  of  subsisting  copyright  or  not,  as  having  been 
executed  by  the  author  of  the  original. 

4.  Where  the  author  of  any  painting,  <bc.,  has  parted  with  the 
possession  of  the  work,  and  the  work  is  altered  by  any  other  person,  it  is 
forbidden,  during  the  life  of  the  author,  to  make,  sell,  publish,  &c.,  such 
work  or  a  copy  of  it  so  altered  as  or  for  the  unaltered  work  of  the  author. 

The  section  provides  penalties  for  offenders  against  its  provisions,  but 
limits  the  time  during  which  they  can  be  incurred  to  within  twenty 
years  after  the  death  of  the  person  whose  works  have  been  wrongfully 
dealt  with. 


HOPS. 

54  Geo.  III.  c.  123  (a),  (1814). 

§  1.  Growers  of  hops  are  to  mark  the  bags,  in  letters  of  specified 
dimensions,  with  their  names,  and  the  names  of  the  parish  and  county 
in  which  the  hops  were  grown,  before  putting  the  hops  into  the  bag. 
Penalty  for  putting  in  the  hops  before  marking  the  bag. 

29  <fc  30  Via.  c.  37  (1866),  "The  Hop  (Prevention  of  Frauds)  Act, 
1866." 

§  2.  Growers  of  hops  are  to  mark  each  bag,  in  addition  to  their  own 
names  and  the  names  of  the  parish  and  county,  with  the  year  in  which 


(a)  This  Act  Ib  repealed  in  part  The 
former  Acts,  now  repealed,  were  14  Geo, 
III.  e.  68,  under  which  the  excise  officer 
was  to  mark  each  bag  of  hops  with  the 
weight  of  hops,  the  name  and  place  of 
abode  of  the  grower,  and  the  date  of  the 
year ;   89  &  40  Oeo.  Ill,  c.  81,  under 


which  the  grower  was  himself  to  mark 
his  name  and  place  of  abode ;  the  excise 
officer  the  weight,  date,  and  progressive 
number  of  the  bag ;  and  48  Geo.  2JL 
c.  184,  under  which  the  owner  was  in  addi- 
tion to  mark  the  name  of  the  parish  and 
county  in  which  the  hops  were  grown. 
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the  hops  were  grown,  the  progreesive  numher  of  the  hag,  and  ita 
weight. 

Penalties  are  provided  for  not  marking,  falsely  marking,  wilfully 
altering  marks,  iic,  (a). 

§  18.  The  vendor  is  to  be  deemed  to  contract  that  the  marks  are 
genuine. 

§  20.  The  provisions  of  the  Merchandise  Marks  Act,  1862,  §§  23 
and  24,  are  incorporated. 


LINEN. 

17  Gtfo.Z/.c.  30  (6),  (1743). 

§  1.  Penalties  provided  for  stamping  foreign  linens  in  imitation  of 
British  or  Irish,  and  for  placing  counterfeit  stamps  on  British  or  liish 
linens. 

18(?eo.  77.  c.  24(6),(1744). 

§  1.  liDens  to  be  stamped  must  be  sworn  to  be  of  the  manufacture  of 
[Scotland  or]  Ireland. 

§  2  (c).  No  bounty  to  be  paid  on  British  or  Irish  linens  exported,  but 
on  such  as  are  marked  at  both  ends  of  every  piece  with  the  name  and 
place  of  abode  of  the  maker,  the  year  of  manufacture,  the  number  of 
the  piece  in  rotation,  the  name  and  place  of  abode  of  the  exporter  or 
seller  for  exportation ;  and  unless  the  ends  are  also  marked  with  the 
month  and  year  when,  and  the  name  of  the  port  at  which,  the  linens  are 
entered  for  exportation.  The  marks  to  be  stamped  with  lamp  black 
and  burnt  oil. 

Penalties  for  falsely  stamping,  Szc. 

4  Geo.  IV.  c.  40  (1823),  (Scotland). 

§  3.  Every  manufacturer  or  weaver  of  linen  and  dealer  in  linen  in 
Scotland  may  weave  his  name,  or  fix  any  mark  or  seal,  in  any  piece  of 
linen  of  his  make,  to  denote  the  length,  breadth,  or  quality  of  the  linen, 
or  the  maker's  name.     Penalties  for  counterfeiting. 

6  c6  6  rm.  IV.  c.  27  (1836),  (Ireland). 

§  4.  Across  each  end  of  every  piece  of  linen  offered  for  sale  in  open 
fair  or  market  in  Ireland  there  are  to  be  woven  two  coarse  threads  or 
cords  at  a  distance  of  one-fourth  of  an  inch,  and  close  to  such  threads  or 
cords  on  each  end  are  to  be  written  the  Christian  name,  surname,  and 
place  of  residence  of  the  weaver  or  manufacturer,  and  on  the  outside 
fold  of  every  piece  its  length  and  breadth. 

(a)  See  R.  v.  MorgaUy  1  Trade  Marlu,  fined  £10,  the  mazimom  penalty ;  £14» 

818,  in  which  the  defendant  was  oonvicted  the  Talue  of  the  hops ;  and  £10 10«.  costa. 

at  tiie  Wandsworth  Police  Court,  on  May  (6)  Repealed  as  to  Scotland  by  4  Geo. 

18th,  1878,  of  selling  inferior  hops  in  the  2V.  c.  40,  §  1. 

bags  and  as  the  hops  of  a  well-known  (e)  Repealed  as  to  bounty  by  6  Oeo. 

grower,  under  §  6  of  the  above  Act,  and  IV.  e.  105. 
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§  14.  The  Lord  lieutenant  to  appoint  a  committee  of  twelve  in  each 
county,  to  superintend  the  brown  linen  trade. 

§  19.  The  committee  in  each  county  to  prescribe  the  form  and  device 
of  the  seal  or  stamp  to  be  used  by  the  county  sealmaster  of  brown  linen. 

§  21.  The  sealmaster  shall  affix  to  each  piece  of  brown  linen  brought 
for  the  purpose,  and  which  shall  be  in  accordance  with  the  Act,  an 
impression  of  the  seal,  in  black,  red,  or  blue ;  and  shall  also  mark  with 
the  same  ingredients  on  the  back  of  each  piece  its  length,  breadth,  name 
of  sealmaster,  and  the  parish  and  county  where  he  resides,  or  the  name 
of  the  market  town  to  which  he  is  appointed. 

Eegulations  for  sales,  penalties  for  frauds,  &c. 


PUBLIC  STORES. 

38  cfc  39  Vict.  c.  25  {a),  (1875),  «  The  PubKc  Stores  Act,  1875." 

§  4.  The  marks  described  in  the  First  Schedule  to  the  Act  are  appro- 
priated to  denote  Her  Majesty's  property.  Penalty  for  unauthorised 
use  of  such  marks. 

§  5.  Penalty  provided  for  obliteration  of  marks. 

§  6.  Penalty  for  unlawful  possession  of  public  stores  (5). 


(a)  Tina  Act  repealed  the  following 
Acts,  by  which  the  Public  Stores  had 
previouBly  been  regulated  : — 9  Wm.  III. 
c.  41  (16^7) ;  this  Act  provided  penalties 
for  forging  the  King's  marks,  or  having 
in  possession  goods  so  marked  ;  9  Oeo.  L 
e.  8  (1722) ;  this  Act  modified  the  penal- 
ties contained  in  the  former  Act ;  17 
Oeo,  ir.  <j.  40,  §  10  (1748) ;  this  provided 
for  the  trial  of  offences  against  these  Acts 
before  any  judge,  justice,  or  justices  at 
asBLzes,  or  justices  of  the  peace  at  general 
quarter  sessions ;  39  &  40  Oeo.  Ill,  e.  89 
(1800)  ;  this  Act  provided  penalties  for 
selling  or  having  in  possession  goods 
marked  with  the  marks  specified,  or 
defacing,  &c.,  such  marks  ;  54  Oeo,  III. 
e.  60  (1814) ;  this  extended  the  provisions 
of  the  former  Acts  to  cordage  wrought 
with  worsted  threads;  54  Oeo.  III.  c.  159, 
§  10  (1814);  this  provided  a  penalty 
for  sweeping  for  lost  anchors,  cables,  &c., 
belonging  to  the  King*s  service ;  55  Oeo. 
III.  c.  127  (1815) ;  this  extended  the 
previous  Acts  to  include  all  public  stores  ; 
80  k  31  Vict.  c.  128  (1867),  "  The  War, 
DepaHment  Stores  Act,  1867  "  ;  and  32  & 
83  Viet.  c.  12  (1869),  "  The  Naval  Stores 
Act,  1 869. "    The  following  Acts  have  also 


from  time  to  time  regulated  Naval  Stores : 
25  &  26  Vict.  c.  64,  "  The  Naval  and 
VictuaUing  Stores  Act,  1862"  ;  27  &  28 
Vict.  c.  91,  '*  The  Naval  and  Victualling 
Stores  Act,  1864  "  ;  30  &  81  Vict.  c.  119, 
'\Thc  Naval  Stores  Act,  1867";  all  of 
which  Acts  were  previously  repealed. 

(6)  It  has  been  repeatedly  decided  that 
on  an  indictment  under  9  &  10  Wm.  III. 
c.  41,  for  being  unlawfully  in  possession 
of  marked  stores,  the  prisoner  cannot  be 
convicted  unless  he  Ib  in  possession  with 

knowledge  of  the  marks.    See  R.  v. , 

Foster  Cr.  Cas.  439  ;  R.  v.  Banks,  1  Esp. 
144 ;  R.  v.  Wiamett,  8  Cox,  281  ;  R.  v. 
Cohen,  8  Cox,  41  ;  R.  v.  Sleep,  8  Cox,  472. 
In  R.  V.  Banks,  it  was,  indeed,  held  by 
Lord  Kenyon,  C.  J.,  that  it  was  sufficient 
for  the  prosecution  to  prove  the  finding 
of  the  marked  goods  in  the  prisoner's 
possession,  the  prisoner  being  sjlowed  to 
obtain  acquittal  by  proving  his  ignorance  ; 
but  it  is  now  for  the  prosecution  to  prove 
the  knowledge,  in  the  affirmative  (see  R. 
V.  WiUmett  ;  R.  v.  Cohen ;  R.  v.  Sleep). 
Thus  in  R.  v.  O'Brien,  15  L.  T.  N.  S.  419, 
it  was  held  that  for  a  conviction  of 
persons  in  charge  of  closed  and  fastened 
cases,  containing  marked  goods,   to  be 
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First  Schedule, 


Marks  appropriated  for  use  in 
Stores. 
Hempen  cordage  and  wire  rope. 


CanvaSy  fearnought,   hammocks, 

and  seamen's  bags. 
Buntin. 
Candles. 

Timber  or  metal. 

Any  stores  not  before  enumerated, 

whether  similar  to  the  above  or 

not. 


or  on  Her  Majesty's  stores : 

Marks. 
White,  black,  or  coloured  worsted 
threads  laid  up  with  the  yams 
and  the  wire  respectively. 
A  blue  line  in  a  serpentine  form. 

A  double  tape  in  the  warp. 
Blue  or  red  cotton  threaids  in  each 
wick  or  wicks  of  red  cotton. 

(The  name  of  Her  Majesty,  her  pre- 
decessors, her  heirs  or  successors, 
or  of  any  public  department  or 
any  branch  thereof,  or  the  broad 
arrow,  or  a  crown,  or  Her  Majesty's 
arms,  whether  such  broad  arrow, 
crown,  or  arms  be  alone  or  be  in 
combination  with  any  such  name 
as  aforesaid,  or  with  any  letters 
denoting  any  such  name. 


obtained,  it  must  be  proved  that  they 
knew  that  the  goods  in  the  cases  were 
marked  Such  Imowledge  may,  however, 
be  presmned  by  the  jury  from  the  car- 
cumstanoes  attending  the  possession  :  Ji, 
y.  SUep.  Although  a  specified  certificate 
was  required  by  «  ^  10  Wm,  III.  &  41, 
to  justify  possession  of  marked  goods,  it 
was  held  that  another  form  of  certificate 
might  be  accepted  {R.  v.  WUlmett),  or 
even  the  certificate  be  dispensed  with 

altogether  (-R.  v.  ;   B,  t.    Bankt)t 

there  being  no  proof  of  knowledge. 

Possession  by  a  railway  company  for 
purpose  of  truufer,  on  behalf  of  the 
prisoner,  is  such  a  possession  by  the 
prisoner  as  to  justify  a  oonyiction :  JL  ▼. 


Surdey,  8  Cox,  179  ;  and  see  H,  ▼.  SUq^ 
8  Cox,  472,  as  to  Uie  words  **  receiye  or 
have"  in  9  <;•  10  Wn.  III.  e.  41  ;  and 
JL  y.  CoU,  8  East  P.  C.  767,  as  to  the 
necessity  for  the  marked  axticlee  to  be 
found  in  the  defendant's  possession.  In 
H,  y.  WiUmeU,  8  Cox,  281,  it  was  hdd 
that  a  man  could  not  be  hcdd  criminally 
responsible  for  the  act  of  his  servants^ 
who  had,  without  his  knowledge,  im- 
properly taken  marked  goods  into  his 
warehouse. 

As  to  the  exception  in  fayour  of  con- 
tractors and  contractors'  servants,  see  iZ. 
y.  SUveni<Usy  3  Q.  a  406  ;  and  R.  y. 
Fitzgerald,  43  C.  C.  C.  Sess.  Pap.  369. 
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UNITED  STATES  STATUTE  LAW. 
Act  of  Congress  of  1870  (a). 

§  77  (5).  And  be  it  further  enacted,  that  any  person  or  firm  domiciled 
in  the  United  States,  and  any  corporation  created  by  the  authority  of  the 
United  States,  or  of  any  State  or  Territory  thereof,  and  any  person,Jirm, 
or  corporation  resident  of  or  located  in  any  foreign  country  whi^,  by 
treaty  or  convention,  affords  similar  privileges  to  citizens  of  tfie  United 
States,  and  who  are  entitled  to  the  exclusive  use  (c)  of  any  lawful  trade 
mark,  or  who  intend  to  adopt  omd  use  any  trade  mark  {d),for  exclusive 
use  within  the  United  States,  may  obtain  protection  for  such  lawful  trade 
mark  («)  by  complying  with  thefoUowing  requirements  (/),  to  wit : — 

First— ^y  causing  to  be  recorded  in  the  Patent  Office  (g),  the  names  of 
the  parties  and  their  residences  and  place  of  business  (h),  who  desire  the 
protection  of  the  trade  mark. 

Second — The  class  of  merchandise  {%)  and  the  particular  description  oj 
goods  {k)  comprised  in  such  class,  by  which  the  trade  mark  has  been  or  is 
intended  to  be  approp^ted. 

Third— -4  description  of  the  trade  mark  itself  (l)  with  facsimiles 
thereof  (m)  and  the  mode  in  which  it  has  been  or  is  intended  to  be  applied 
and  used  (n). 

Fourth — The  length  of  tim^,  if  any,  during  which  the  trade  mark  has 
been  used  (o). 

fifth — The  payment  of  a  fee  of  twenty  five  dollars,  in  the  same  manner 
and  for  the  same  purpose  as  the  fee  required  for  patents  (p). 

Sixth — The  compliance  with  swh  regulations  as  may  be  prescribed  by 
the  Commissioner  of  Parents  (q). 

Seventh — The  filing  of  a  declaration  (r),  under  the  oath  of  the  person 
or  of  some  member  of  the  firm  or  officer  of  the  corporation,  to  Vie  effect  that 
the  party  claiming  protection  for  the  trade  mark  has  a  right  to  the  use  of 
the  same,  and  that  no  other  person,  firm,  or  corporation,  has  the  right  to 
such  use  either  in  the  identical  form,  or  having  sy>ch  near  resemblance 
thereto  as  might  be  calculated  to  deceive  {s),  and  that  the  description  and 
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facsimilea  preaerUed  for  record  are  true  copies  of  the  trade  mark  sought  to 
he  protected, 

(a)  Although  this  Act  is  no  longer  in  force,  the  Act  of  1881  having  been  substituted 
for  it|  it  is  thought  advisable  to  print  the  earlier  Act,  in  order  that  the  effect  of  the 
decisions  upon  it  may  not  be  misapprehended.  In  Ladertdorf  y.  Flini  (1),  8  Bin. 
327,  the  validity  of  the  Act  of  1870  was  questioned  by  the  U.  S.  Circuit  Court,  on 
the  ground  that  the  constitution  of  the  United  States  did  not  authorise  legialatioa  by 
Congress  on  the  subject  of  trade  marks,  except  such  as  had  been  actuaUy  used  in 
commerce  with  foreign  nations,  or  with  the  Indian  tribes ;  and  in  U.  S.  v.  Bieffen^ 
100  U.  S.  Rep.  82,  the  Act  was  formally  declared  by  the  Supreme  Court  to  ba 
on  this  ground  unconstitutional  and  invalid.  But  this  does  not  entitle  persona 
registered  under  the  invalid  Act  to  recover  back  the  fees  paid  by  them  ( Woodman  t. 
U,  5.,  15  Ct.  of  CI.  541),  though  they  will  be  credited  with  such  fees  when  apply- 
ing for  registration  under  the  new  Act.  See  Act  of  1891,  §  6,  ifrfrd.  Nor  does 
the  invalidity  of  the  Act  justify  the  disregard  of  injunctions  granted  under  tha 

general  jurisdiction  of  the  Court :  U,  S.  v.  Roche^  1  McCrary,  S85.  And  it  has  been 
eld  that  registration  of  a  mark  under  the  invalid  Act,  even  without  re-registration 
under  the  Act  of  1881,  is  sufficient  to  prevent  registration  of  a  similar  mark  under 
the  new  Act  of  1881  :  Ex  parU  Lyon,  Dupuy  j-  Co.,  28  U.  S.  Pat  Gaz.  191.  Since 
the  passing  of  the  Act  of  1870,  it  has  been  considered  in  the  U.  S.  Patent  Office  that, 
while,  on  the  one  hand,  the  benefits  of  registration  as  trade  marks  were  to  be  reeerved 
for  trade  marks,  and  for  trade  marks  only  {e.g.,  in  In  re  Parker,  13  U.  S.  Pat.  Gaz.  323, 
registration  as  a  trade  mark  was  refused  to  that  which  could  at  most  amount  to  a 
design),  so,  on  the  other  hand,  it  was  only  by  registering  them  as  trade  marks,  and 
not  by  patenting  them  as  designs  {Ex  parte  King,  U.  S.  Pat  Comm.  Deds.  1870, 
100  ;  In  re  WhyU,  ib.  1871,  304}  or  registering  them  aa  labels  Qln  re  GodiUcl,  6  U.  S. 
Pat.  Gaz.  641  ;  In  re  Simpson  4'  Sont,  10  ib.  333  ;  Ex  parte  Davids  ,$'  Co.,  16  ib.  94  ; 
Ex  parte  Schumacher  <f  EUlinger  (1),  19  ib.  791)  that  statutory  protection  covld  be 
obtained  for  trade  marks.  Descriptive  words,  not  registrable  as  trade  marks,  were 
properly  allowed  to  be  registered  as  labels  :  Ex  parte  WaeferUrig,  16  ib.  764  ;  Bx 
^te  BHgham,  20  ib.  891  ;  Ex  parU  Lutz,  33  ib.  1389  ;  and  see  /n  re  Park,  12  ib.  % 
m  which  it  was  sought  to  register  as  part  of  a  label  a  device  for  which  the  applicant 
had  previously  sought  registration  as  a  trade  mark.  In  U.  S.  v.  AfarbU,  22  t^.  1366, 
however,  the  Supreme  Court  of  Columbia  held  that  the  Commissioner  of  Patents  had 
no  authority  to  refuse  registration  to  a  label  merely  on  the  ground  that  it  might  havB 
been  registered  as  a  trade  uji^rk ;  but  in  the  later  case  of  Ex  parte  Schuma^er  J^ 
EUlinger  (2),  22  ib,  1291,  the  Commissioner  again  refused  registration  as  labels  to 
what  he  considered  to  be  trade  marks ;  and  in  Ex  parte  Moodie,  28  i5.  127li  and  Bx 
parte  Wie  el,  36  ib.  689,  the  Commissioner  repeated  this  dedsion,  and  his  course  was, 
m  the  former  case,  upheld  on  appeal  by  the  Supreme  Court  of  Columbia  in  Afoodit 
V.  Buiterioorth,  28  ib.  1271.  The  Federal  Courts  have  also  held  that  a  trade  mark 
must  be  registered  as  such,  and  not  copyrighted  as  a  label :  Schumacher  4'  Ettlinffer 
Y.  Wogram,  35  Fed.  Rep.  210.  It  is  for  the  Commisdoner  to  dedde  whether  wbat 
is  presented  to  him  is  a  trade  mark  or  a  label :  Moodie  v.  Butterworth,  28  U.  S.  Pat. 
Gaz.  1271. 
(&)  See  Act  of  1881,  §§  1,  2. 

(c)  In  AIcElxoee  v.  BlachweU,  15  U.  S.  Pat.  Gaz.  658,  it  was  held  that,  although, 
where  registration  had  been  wrongfully  granted  to  one,  it  might  subsequently  be 
properly  granted  to  another  who  was  really  entitled  to  the  exdusive  use,  yet  it  would 
not  be  granted  to  another  who  was  not  entitled  to  the  exclusive  use,  even  though  he 
might  be  entitled  to  use  the  mark  to  some  extent.  And  see  Wright  v.  Simpson,  15  i&w 
968  ;  also  Sorg  v.  Wdsh,  16  ib.  910,  as  to  admisdons  of  right  in  another  ;  and  Yale 
Cigar  Manufacturing  Co,  v.  Yale,  30  ib.  1183. 

(d)  Under  these  words  a  new  trade  mark  might  be  registered  prior  to  any  actual 
use  :  In  re  EothechUd,  7  IT.  S.  Pat  Gaz.  220 ;  and  see  ffoosier  DriU  Co.  ▼.  Ingelt,  14 
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tb,  785.    This  is  not  the  caae  under  the  Act  of  1881.    See  §§  1  and  2,  and  Ex  parte 
Straaburffer  Jf-  Co.,  20  id.  155. 

(«)  As  to  what  is  a  lawful  trade  mark,  see  infrd,  §  79.  Begistration  cannot  make  a 
lacwf ul  trade  maik  out  of  that  which  doee  not  contain  the  necessary  elements :  Moorman 
T.  Hoge,  2  Sawr.  78 ;  S^/umaoher  Sf  Ettlinger  v.  Schvenhe  (2),  36  U.  S.  Pat.  Qaz. 
457  ;  but  by  §  7  of  the  Act  of  1881  registration  is  primd  facie  evidence  of  ownership. 
It  has  been  doubted  whether  the  use  of  a  registered  trade  mark  can  be  restrained : 
DecJcer  v.  Dteker,  52  How.  Pr.  218  ;  but  in  Olin  Cove  Manufacturing  Co.  v.  Ludeman, 
23  BL  C.  C.  46,  an  injunction  was  granted  in  such  a  case.  See  also  Schumacher  Jf 
Ettlinger  t.  Sehwenhe  (2),  36  U.  S.  Pat.  Qaz.  457.  Separate  registration  must  be 
obtained  for  each  mark  which  differs  from  another  by  the  addition  of  a  symbol  ;  t.g., 
"X,"  *' XX,"  ''XXX,"  were  held  to  require  separate  registration:  In  re  Englith, 
U.  S.  Pat.  Comm.  Deds.  1870,  142 ;  and  see  /n  re  Eagle  Pencil  Co.,  10  U.  S.  Fat. 
(Hz.  981. 

(/)  Absolute  compliance  with  these  requirements  is  necessary  on  the  part  of 
applicants :  In  re  Hankineon,  8  U.  S.  Pat.  Gaz.  89.  But  it  is  not  necessary  that  the 
Texy  words  of  the  Act  should  be  cited,  so  long  as  the  spirit  of  it  is  satisfied :  In  re 
Vidvard  ^  Sheduin,  8  ib.  143. 

{g)  In  Zaeroix  y.  Eacobal,  87  La.  Ann.  533,  it  was  held  that  a  French  citizen,  who 
had  not  deposited  his  mark  in  the  U.  S.  Patent  Office,  as  required  by  the  Convention 
of  1869  between  the  U.  S.  and  France,  was  not  entitled  to  maintain  an  action  for 
infringement.    But  see  Sociiti,  ^c,  de  la  Binidietine  v.  Miealovitch,  86  Alb.  L.  J.  364. 

(h)  The  registration  of  the  name,  &c,  of  a  firm  has  been  held  to  be  sufficient, 
without  giving  the  particulars  as  to  each  of  the  partners  :  Smith  v.  Beyndlde  (2),  10 
BL  C.  C.  100. 

{%)  This  requirement  has  been  interpreted  to  exclude  from  registration  the  marks 
of  persons  other  than  manufacturers  or  merchants,  e.g.,  a  carpet  cleaner :  In  re 
ManHnvm,  8  U.  S.  Fat.  Qaz.  89. 

(k)  It  has  been  held  that  a  description  of  the  class  and  goods  as  ''paints"  is 
sufficient :  Stnith  v.  Beynolde  (2),  10  BL  C.  C.  100 ;  and  so  with  "alcoholic  sporits"  : 
In  r€  Boehm  ^  Co.,  8  U.  S.  Pat  Qaa.  319  ;  but  that  "  fancy  goods  "  is  insufficient,  as 
being  too  general  a  term  :  In  re  Liener,  \Zib.  455.  Dififerent  persons  may  register 
the  same  trade  mark  for  dififerent  descriptionB  of  goods  even  in  the  same  class  :  Sorg 
▼.  Wdeh,  16  ib.  910.  In  Smith  v.  Eeynolde  (2),  10  BL  0.  C.  100,  and  S.  C.  (3),  13  ib. 
458,  it  was  held  that  a  firm  who  had  registered  a  trade  mark  for  "  paints  "  were  not 
entitled  to  restrain  the  use  of  the  mark  on  white  lead  by  another  firm  who  had  used 
the  mark  on  that  variety  of  paint  before  the  plaintiffii  had  used  or  registered  their 
mark ;  and  in  the  former  case  it  was  held  that  the  registration  being  bad  as  to  white 
laad  was  bad  in  toto,  though  but  for  that  it  might  have  been  good. 

(Q  The  trade  mark  must  be  sufficiently  described  for  it  to  be  possible  to  clearly 
distinguish  between  the  essential  and  non-essential  elements  :  In  re  VoUa  Belt  Co., 
8  U.  S.  Pat.  Qaz.  144 ;  and  see  Rule  6,  infrd. 

(m)  The  facsimile  limits  the  verbal  description  of  the  mark  :  Duhe  v.  Oreen,  16 
TJ.  S.  Pat.  Gaz.  1094. 

(n)  The  previous  user  of  the  applicants  or  their  derivative  title  must  be  stated :  Ea 
parte  Coneolidated  Fruit  Jar  Co.,  16  U.  S.  Fat.  Gaz.  679.  Only  one  example  of  the 
mode  of  use  will  be  admitted :  In  re  Kimballj  11  ib.  1109  ;  and  see  Smith  v.  Beyncilde, 
(2),  10  BL  C.  C.  100. 

(o)  See  Ex  parte  Consolidated  Fruit  Jar  Co.^lQjJ.  S.  Fat.  Gaz.  679. 

(p)  A  fee  paid  can  only  be  recovered  when  it  was  paid  by  actual  mistake,  e.g.,  a 
payment  in  excess,  or  one  not  required  by  law.  When,  therefore,  an  application  has 
failed  because  the  proposed  mark  was  not  registrable,  the  fee  paid  cannot  be  recovered, 
although  a  renewed  application  for  the  registration  of  an  essentially  different  mark 
has  proved  successful :  In  re  Block  ^  Co.y  14  U.  S.  Pat.  Gaz.  235.  See  note  (a),  tuprd, 
as  to  crediting  fees  paid  under  this  mvalid  Act. 

(q)  See  §■  81,  infrd.,  and  note  thereto. 

(r)  As  to  the  neoessity  for  the  filing  of  this  declaration,  and  for  the  production 
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of  Biifficient  eyidence  of  it  on  a  trial  for  infringement,  see  Sn^Uk  v.  Reynaids  (1), 
10  Bl.  C.  C.  85|  where  an  injunction  was  refused  on  the  ground  of  a  dc^dencj'  of 
such  evidence. 

(t)  A  declaration  that  no  other  person,  firm,  or  corporation  has  a  right  to  the  lue 
of  the  same,  or  substantially  the  same,  mark,  is  a  sufficient  compliance  with  this 
requirement :  In  re  Vldvard  ^  Sheehan^  8  U.  S.  Pat.  Gas.  143. 

§  78  (d).  And  be  it  further  enacted,  that  euch  trade  mark  shall  remain 
in  force  for  thirty  years  from,  the  date  of  such  regietrcUion,  except  in  oases 
where  stich  trade  mark  is  daimedfor  and  applied  to  ar tides  not  manu- 
factured in  ihis  country y  and  in  which  it  receives  protection  under  the  laws 
qf  any  foreign  country  for  a  shorter  period,  in  which  case  it  shaU  cease  to 
have  any  force  in  this  country  by  virtue  of  this  Act,  at  the  same  time  thai 
it  becomes  of  no  effect  elsewhere,  and  during  the  period  thai  it  remains  in 
force  it  shaU  entUle  the  person,  firm,  or  corporation  registering  the  same  to 
the  exdusir^e  use  thereof,  so  far  as  regards  the  description  of  goods  to  whi^ 
it  is  appropriated  in  the  statement  filed  under  oa^  as  aforesaid,  and  no 
other  person  shall  lawfully  use  the  same  trade  mark,  or  substantially  the 
same,  or  so  nearly  resembling  it  as  to  be  calculated  to  deceive,  upon  sub- 
stantially  the  same  description  of  goods  (6).  Provided  that  six  months 
prior  to  the  expiration  of  the  said  term  of  thirty  years,  application  may  be 
made  for  a  renewal  of  such  registration,  under  regulations  to  be  prescribed 
by  the  Commissioner  of  Patents,  aud  the  fee  for  such  renewal  shall  be  the 
same  as  for  the  original  registration,  certificate  of  such  renewal  shall  he 
issued  in  tl^  same  manner  as  for  the  original  registrcttion,  and  srich  trade 
mark  shall  remain  in  force  for  a  further  term  of  thirty  years:  A^id  pro- 
vided further,  that  nothing  in  this  section  shall  be  construed  by  any  Court 
as  abridging  or  in  any  manner  affecting  unfavourdbly  the  claim  of  any 
person,  firm,  corporation,  or  company  to  any  trade  mark  after  the  expira- 
tion qf  the  term  for  which  such  trade  mark  was  registered. 

(a)  See  Act  of  1881,  §§  6,  7,  11. 

{h)  See  Stemberger  v.  Thalheimer,  8  U.  S.  Pat.  Qaa.  120,  where  the  same  mark  was 
registered  in  two  names ;  and  McElvoee  v.  Blacktodl,  lb  ih.  658. 

§  79  (a).  And  be  it  further  enacted,  that  any  person  or  corporation  who 
shaU  reproduce,  copy,  counterfeit,  or  imitate  any  such  recorded  trade  mark, 
and  affix  the  same  to  goods  of  substantially  the  same  description,  properties, 
and  qiicUities  as  those  referred  to  in  the  registration  {b),  shaU  be  liable  to 
an  action  on  the  case  for  damages  for  such  unlawful  use  of  such  trade  mark 
€tt  the  suit  of  the  owner  thereqf  in  any  Court  of  competent  jurisdiction 
tn  the  United  States,  and  the  party  aggrieved  shall  also  have  his  remedy 
according  to  the  course  of  equity  to  enjoin  the  wrongful  use  of  his  trade 
mark,  and  to  recover  compensation  therefor  in  any  Court  having  jurisdic- 
twn  over  the  person  guilty  of  such  wrongful  use  (c).  The  Commissioner  of 
Patents  {d)  shall  not  receive  and  record  any  proposed  trade  mark  which  is 
not  and  cannot  become  a  lawful  trade  mark  {e),  or  which  is  merely  the 
name  of  a  person,  firm,  or  corporation  only  (/),  unaccompanied  by  a  mark 


UNITBD  STATES  STATUTB  LAW.  625 

gufflcient  to  distinguish  it /ram  the  same  name  where  used  by  other  persons, 
or  which  is  identical  with  a  trade  mark  appropriated  to  the  same  class  of 
merchandise  and  belonging  to  a  different  owner  and  already  registered  or 
received  for  registration,  or  which  so  nearly  resembles  such  last-mentioned 
trade  mark  as  to  be  likely  to  deceive  the  public  (g) :  Provided,  that  this 
sedioti  shaU  not  prevent  the  registry  of  any  lawful  trade  mark  rightfully 
used  at  the  time  of  the  passage  of  this  Act  (h). 

(a)  See  Act  of  1881,  §§  7,  3. 

{h)  See  Otgood  y.  Rockwood,  11  BL  C.  C.  810,  where  it  waa  held  that  persons  who 
had  registered  a  trade  mark  for  prints  made  according  to  a  patented  process  were  not 
entitled  under  this  Act  to  an  injunction  against  a  person  who  had  used  the  mark  on 
prints  not  made  in  accordance  with  the  patent. 

(e)  It  seems  that  the  U.  S.  Circuit  Courts  had  jurisdiction  under  this  Act  in  cases 
of  infringement  of  trade  mark,  even  when  both  parties  were  citizens  of  the  same  State :  - 
Ihttcd  y.  Bohmer,  14  U.  S.  Pat  Gaz.  270  ;  hMt  BtteLeidertdorfv,  Flint  (1),  8  Biss.  327, 
and  §§  7,  11  of  the  Act  of  1881. 

{d)  As  to  the  yaUdity  of  the  dedsions  of  the  acting  commissioner,  see  Simpton  y. 
Wrighi  (2),  15  U.  S.  Pat.  Oaz.  293. 

{e)  The  question  what  may  be  registered  as  being  a  "  lawful  trade  mark  "  has  been 
considered  in  many  cases.  The  device  of  a  crown  is  a  good  trade  mark :  Smith  v. 
JRejfnoUU  (2),  10  Bl.  C.  C.  100.  The  arms  of  one  of  the  United  States  cannot,  however, 
constitute  of  themselves  a  good  trade  mark :  Ex  parte  Davids  4'  Co.,  16  U.  S.  Pat. 
Oak.  94  ;  and  it  has  been  held  that  the  same  is  the  case  with  the  Freemasons'  square 
and  compass  :  In  re  ToUe,  2  t6.  415 ;  and  the  word  "  Masonic  "  :  Ex  parte  Smith  (3), 
16  i6.  764  ;  though  ia  In  re  ThomaSj  14  ib.  821,  the  Freemasons  symbols  were 
allowed  to  be  registered  in  combination.  In  Ex  parte  King  (2),  46  (b.  119,  the 
decision  in  In  re  Thomas,  14  i&.  821,  was  followed,  and  the  design  of  the  badge  adopted 
by  the  Grand  Army  of  the  Republic  was  allowed  to  be  registered  as  a  trade  mark 
for  writing  paper  by  a  person  who  had  no  connection  with  that  Society,  and  it  was 
said  •  that,  that  Society  not  having  used  their  badge  as  a  mark  on  writing  paper, 
they  would  be  infringing  the  applicant's  rights  if  they  were  to  begin  to  do  so.  A 
word  which  has  become  common,  e.^.,  "  Calhoun  "  plough,  cannot  be  registered  :  In 
re  Salt  ^  Co.,  13  ib.  229.  R^;istration  has  been  refused  to  the  following  words  and 
expressions,  on  the  ground  of  descriptiveness  : — *'  Beeswax  oil,"  In  re  Hauthaway  (1), 
U.  S.  Pat  Conmi.  Deds.  1871,  97;  S.  C.  (2),  ib.  284  ;  "  Razor  Steel,"  In  re  Roberts  (4), 
i5.  100  ;  "  Invisible"  face  powder,  Ex  parte  Palmer,  ib.  289  ;  "A.  RichanlBon's  Patent 
Union  Leather  Splitting  Machine,"  In  re  Hiehardson,  3  U.  S.  Pat  Gaz.  120  ;  *'  Fiir 
FamiUen  Gebrauch,"  and  **  Lawrence  Feiner  Familien  Flannel,'*  In  re  Lawrence,  10  ib, 
163  ;  "  Croup  Tincture,"  In  re  Eoaeh,  10  ib.  338  ;  "  Crack-proof"  india-rubber,  In  re 
Ooodjfear  Rubber  Co.,  11  ib.  1062  ;  "  Evaporated"  articles  of  food,  Ex  parte  Alden,  15 
ib.  389  ;  "  Standard  A  "  cigars.  Ex  parte  Cohn  (1),  16  ib.  680  ;  Druggists'  Sundries  " 
dgars,  Ex  parte  Cohn  (2),  16  ib.  680  ;  "  Safety  "  powder,  Ex  parte  Safety  Powder  Co., 
16  ib.  136  ;  "Medicated  Prunes,"  Ex  parU  Smith  (2),  16  ib.  679  ;  "  Swing"  scythe- 
sockets,  ExparU  Thompson,  Derby  #  Co.,  16  i5. 137 ;  '*  Granulated  Dirt-killer  "  soap,  Ex 
parte  Waeferling,  16  ib.  764  ;  and  "  Satin  polish  "  boots  and  shoes.  Ex  parte  Brigham, 
20  ih.  891.  And  the  same  has  been  the  case  with  respect  to  the  figure  of  a  fieh  for 
fishing  lines  :  In  re  Pratt  ^  Farmer,  10 1^.  866  ;  and  the  representation  of  a  twig  with 
three  leaves  and  a  plum  for  prunes  :  Ex  parte  Smith  (2),  16  ib.  679  ;  and  see  Popham 
r.  WiUox,  66  N.  Y.  69.  On  the  other  hand,  "The  Blanchard  Chum,"  In  re  Porter 
BtanehartTs  Sons,  U.  S.  Pat.  Comm.  Decis.  1871,  97  ;  "  Beaverine  "  boots  and  shoes, 
In  re  Francis  ^  MaUon,  ib.  283  ;  and  "  Dr.  Lobenthal's  Essentia  Antiphthisica,"  In  re 
Rohland,  10  U.  S.  Pat.  Gaz.  980,  have  been  admitted  to  registration  as  being  non- 
descriptive.  In  a  series  of  cases  registration  has  been  refused  on  the  ground  that  the 
tenn  claimed,  if  properly  applicable  to  the  goods  with  respect  to  which  it  was  used, 

S  8 


626  APPENDIX  H. 

waa  deBcriptiYe,  but  if  not,  was  deceptive,  e.g.  "  American  Sardinea,"  In  re  America» 
Sardine  Co.,  3  i6.  495 ;  ''  Eeg  Macaroni/'  In  re  DoU  Broe.,  12  t5.  939  ;  "  Cacfaemire 
Milano,"  In  re  Warburg  ^  ^,  13  t*.  44  ;  "  French  Painta,"  Ex  parte  Uaraehwg  ^  Co., 

15  iJb.  294  ;  '*  London  "  animal  foods,  Ex  parte  Knapp,  16  ib.  318  ;  but  aee  Inre  Green, 
8  ib,  729,  where  registration  waa  granted  to  **  Qerman  Sirup."    On  the  latter  grouzid  of 
deceptiTenesB,  the  word  *'  patent "  cannot  be  registered  as  part  of  a  mark  for  an 
artide  made  under  an  expirad  patent :  In  re  HifCkardeon,  3  ib.  120.     A  geogn^xfaical 
name  is  not  usually  registrable  :    Armistead  y.   BtadnoeU^  1  ib.  603,  "  Durham " 
tobacco ;  In  re  ToUe,  2  t6.  415,  '*  Cheny  Street  Mills,"  and  "  Market  Street  Mills  " ; 
Ex  parte  Knapp,  16  ib.  818,  "  London  "  animal  foods ;  Ex  parte  Ma/rteking  Jjf  Co,,  15 
«fr.  294,  '' French  Paints  "  ;  Ex  parte  Famum  ^  Co.,  18  ib,  412,  *<  Lancaster"  goods. 
But  such  a  name  may  be  registered  when  arbitrarily  selected  :  In  re  Cornwall  (2), 
12  (6.  312,  "  Dublin  '*  soap.    Similarly,  numerals  may  be  registered  when  arbttranly 
selected  :  Kinney  ▼.  AUm,  1  Hughes,  106  ;  ExparU  Dawes  Jf  I^anning,  1  U.  S.  Pal 
Oaz.  27 ;  American  Solid  Leather  Button  Co.  v.  Anthony,  15  R.  I.  338  ;  but  not  otiber- 
wise :  In  re  Eaale  Pencil  Co.,  10  U.  S.  Pat.  Gaz.  981.     It  has  been  held  that  a 
peculiarity  in  the  form  of  a  barrel  is  not  registrable  as  a  trade  mark :    Jfoomoa 
V.  Hogt,  2  Sawy.  78  ;  nor  a  representation  of  such  barrel  when  applied  to  the  goods 
contained  in  it :  Ex  parte  HaUiday  Broe,,  16  U.  S.  Pat.  Qaz.  500  ;  nor  is  a  speoaliij 
in  the  hoops  of  the  barrel  registrable :  In  re  Kane  ^'  Co.,  9  ib,  105.    But  see  Cook  t. 
Starhoeather,  13  Abb.  Pr.  N.  S.  392.    A  special  collar-box  has  been  refused  registra- 
tion :  Harrington  v.  lAMy,  14  Bl.  C.  C.  128;  and  so  have  a  sampler-pattern :  In  re 
Parker ^  13  U.  S.  Pat.  Qas.  323 ;  and  a  strip  of  tobacco  intended  to  be  wrapped  round 
the  mouthpiece  of  cigarettes,  on  the  ground  that  it  was  intended  to  senre  purposes  of 
oonyenience  rather  than  of  identification  :  In  re  Gordon,  12  ib,  517  ;  and  the  use  of  a 
tin  tag  or  ticket  on  the  goods,  irrespective  of  shape  and  design,  is  no  trade  mark : 
Lorillard  v.  Pride,  28  Fed.  Rep.  484  ;  though  a  tin  tag  of  special  shape,  size  and  colour 
may  be  :  Lorillard  v.  Wight,  15  Fed.  Rep.  383.     There  is  no  trade  mark  in  the  shape 
of  a  plug  of  tobacco :  LiggeU  4*  Myers  Tobacco  Co.  v.  Hynes,  20  Fed.  Rep.  883  ;  or  of 
a  box  :  Sawyer  v.  J?bm,  4  Hughes  239;  BaU  v.  Siegd,  116  DL  137  ;  or  of  sticks  of 
chewing  gum  :  Adams  v.  Hetsd,  31  Fed.  Rep.  279 ;  or  of  the  frame  of  a  aewing 
machine  originally  made  under  a  patent :  WUeox  J^  Gibbs  Sewing  Machine  Co,  v. 
Gibbcms'  Frame,  21  Bl.  0.  C.  431  ;  BriU  v.  Singer  Manufadwring  Co.,  41  Ohio  St 
127 ;  nor  in  a  manner  of  arranging  in  boxes  cakes  of  soap  wrapped  in  differently 
coloured  paper  wrappers :  Davis  v.  Davis,  27  Fed.  Rep.  490  ;  nor  in  a  nom  de  pbme  : 
Clemens  v.  B^ford,  11  Bias.  459.    But  registration  haa  been  granted  to  a   peculiarly 
shaped  stick  intended  to  be  so  placed  in  a  roll  of  carpet  as  to  show  an  octagonal  ring 
at  each  end  :  LoweU  Manufacturing  Co.  v.  Lamed,  Dig.  428.    Registration  cannot 
be  granted  to  minor  and  non-eeaential  features  in  a  oompoimd  mark  :  Ex  parte  Coats, 

16  U.  S.  Pat.  Gaz.  544.  Occasionally  a  mark  has  been  allowed  to  be  registered  in 
alternative  forms,  e.g.,  **  The  Star  Shurt,"  the  same  words  with  the  figure  of  a  star,  and 
"  The  *  Shirt "  :  Morrison  v.  Case,  9  Bl.  C.  C.  548  ;  the  figure  of  a  lion,  the  word 
"  lion,"  or  both  :  In  re  Weaver,  10  U.  S.  Pat.  Gaa.  1 ;  and  see  /n  re  Park,  12  ti.  2  r 
In  re  Thomas,  14  ib,  821 ;  Ex  parte  Peper,  16  ib,  678.  A  bad  trade  maik  does  not 
become  a  good  one  by  the  addition  of  unobjectionable  elements  :  In  re  Blakeslee  ^  Co.,, 
U.  S.  Pat.  Comm.  Decis.  1871,  284,  "Cundurango  Ointment,  C.  0.  ;**  /»  re  Dick  i' 
Co.,  9  U.  S.  Pat.  Gas.  538,  "  D.  D.  &  Co.  Tasteless  "  drugs  ;  In  re  Rader  4*  Co.,  IZjb. 
596,  "  Ironstone  "  in  an  oval  border ;  but  it  appears  to  be  possible  for  two  marks,  which 
separately  are  not  good  trade  marks,  to  form  one  in  combination  :  Ex  parte  Davids  ^ 
Co,,  16  t6.  94.  A  trade  mark  cannot  be  registered  for  the  purpose  of  being  used  by 
all  the  members  of  an  association  on  goods  of  any  quality,  nor  can  a  mark  which  is 
intended  to  be  used  in  furtherance  of  a  scheme  for  the  restraint  of  trade  :  Ex  parte 
Cigar  Makers'  Association,  16  ib.  958 ;  and  in  Schneider  v.  WUliams,  44  N.  J.  £q.  391, 
the  Court  refused  to  protect  such  a  mark  at  the  instance  of  a  member  of  the  Asaocia- 
tion.  In  StrasserY,  Moondis,  108  N.  Y.  611 ;  Peo^  v.  Fisher,  57  N.  Y.  Sup.  Ct  552; 
Allen  V.  Macarthy,  37  Minn.  347,  and  Bloete  v.  Simon,  19  Abb.  N.  C.  88,  however,  a 
different  view  was  taken  of  the  propriety  of  such  a  mark.    It  seems  that  the  dedaion 
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of  a  competent  Court  as  to  the  validity  of  a  mark  is  binding  upon  the  Patent  Office  : 
In  re  India  Rubber  Comb  Ck.^  8  U.  S.  Pat.  Qaz.  905.  If  an  application  is  refused  on 
the  ground  that  the  proposed  mark  is  not  a  registrable  trade  mark,  a  renewed  applica- 
tion for  the  registration  of  a  mark  not  open  to  objection  must  be  treated  as  a  new 
application,  and  it  cannot  be  treated  as  an  amendment  of  the  original  application, 
nor  can  the  fee  originally  paid  be  returned  :  In  re  Bloek  ^  (7o.,  14  ib.  235. 

(/)  Thus  minre  Bowe  4*  Pott,  9  U.  S.  Pat.  Ghu.  496,  the  name  *"  The  New  York 
Cutlinry  Co."  was  refused  regirtration  as  a  new  mark.  As  to  the  registration  of  names 
as  old  marks,  see  note  {h\  infrii.  See  also  In  re  Porter  BlanchardCt  Sons,  U.  S.  Pat. 
Comm.  Decis.  1871,  97;  In  re  RoberU  (1),  ib,  118 ;  S.  C.  (2),  ib.  100 ;  S.  C.  (8)  ib. 
101  ;  In  re  India  Rubber  Comb  Co.,  8  U.  S.  Pat  Gaz.  905  ;  In  re  Ckmaolidaied  Fruit 
Jar  Co.,  14  ih.  269;  Ex  parU  Davidi  Jf"  Co.,  16  ib.  94.  The  prohibition  does  not 
extend  to  the  registration  of  the  name  of  a  person  other  than  the  applicant,  and  such 
names  may  be  registered,  at  all  events  with  their  owner's  consent,  if  living  :  Ex  parte 
SfdUvan  Jf  Burke,  16  ib.  765  ;  Ex  parte  Pace,  TalboU  f  Co.,  16  ib.  909. 

(g)  Thus  in  In  re  The  American  Lubricating  Oil  Co.,  9  U.  S.  Pat.  Qaz.  687,  registra- 
tion  was  refused  to  the  word  "  Star  "  as  a  trade  mark  on  oil,  the  device  of  a  star 
having  already  been  registered  for  the  same  article  ;  so  in  /n  re  Coggin,  Kidder  S^  Co., 

11  i6.  1109,  to  a  device  in  which  the  principal  feature  was  the  name  ''UaxaU,** 
which  had  long  been  the  trade  mark  of  another  firm ;  so  in  /n  re  Bush  Sf  Co.,  10  ib. 
164,  to  a  combination  mark  consisting  of  the  applicants*  own  registered  trade  mark 
and  two  other  devices  appropriated  by  other  firms  ;  so  in  Ex  parte  Caire,  15  i&.  248,  to 
the  words  '*  Black  Swan,"  uie  word  "  Swan  "  being  already  registered  ;  so  in  £c  p!ivrte 
Smith  (1),  16  tft.  679,  to  "  A.  S.  California  Fanuly  *  Soap,"  "  California  "  and  "  *  "  being 
already  separately  on  the  register  ;  and  see  Ex  parte  Weieert  Bros.,  lH  ib.  680.  On 
the  otiier  hand,  in  In  re  Imbs,  10  ib.  468,  registration  was  granted,  notwithstanding 
that  two  other  marks  contained  somewhat  similar  features;  and  in  In  re  ComioaU  (1), 

12  i6.  138,  a  device  of  a  star  and  crescent  was  registered,  although  there  was  a  star 
already  on  the  register. 

(^)  Under  this  proviso  registration  was  granted  to  a  name  used  as  a  trade  mark 
before  1870,  e,g.,  *'  The  India  Rubber  Comb  Co.  of  New  York,"  In  re  India  Rubber 
Comb  Co.,  8  U.  S.  Pat.  Gkkz.  905;  "The  Rubber  Clothing  Co.,"  In  re  Rubber 
Clothing  Co.,  10  ib.  111.  See  /a  re  Dole  Bros.,  12  ib.  939  ;  In  re  Consolidated  Fruit 
Jar  Co.,  14  ib.  269  ;  Ec  parte  Qmsolidated  Fruit  Jar  Co.,  16  ib.  679.  This  saving 
proviso  is,  however,  omitted  from  the  Act  of  1881,  so  that  the  prohibition  as  to  names, 
kc^  is  universal.  See  Act  of  1881,  §  8,  and  Ex  parte  Fairchtld,  21  ib.  789,  in  which 
case  registration  was  refused  to  a  name  which  had  been  used  as  a  trade  mark  for 
twenty  years,  and  had  been  registered  under  the  Act  of  1870. 

§  80  (a).  And  be  it  further  enacted,  that  the  time  of  the  receipt  of  any 
trotde  mark  at  the  Patent  Office  for  registration  ahaU  he  noted  and  recorded, 
and  copies  of  the  trade  mark  and  of  the  date  of  the  receipt  thereof,  and  of 
the  Haiementjiled  therevnth  under  the  seal  ofihe  Patent  Office,  certified  by 
the  Commiseumer,  shall  be  evidence  in  any  suit  in  which  such  trade  mark 
shaU  be  brought  in  controversy. 

(a)  See  Act  of  1881,  §§  3,  4. 

§  81  (a).  And  be  it  further  enacted,  that  the  Commissioner  of  Parents 
is  authorised  to  make  rides  and  regulations  {b)  and  to  prescribe  forms  for 
the  transfer  of  the  right  to  use  such  trade  marks,  conforming  as  nearly 
as  practicable  to  the  requirements  of  the  law  respecting  the  transfer  arid 
transmission  of  copyrights. 

(a)  See  Act  of  1881,  §  12. 

882 
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(h)  It  was  formerly  decided  that  the  authority  given  to  the  CommiBaioDer  by  {  81 
to  make  regulations,  empowered  him  to  declare  an  interference  in  a  trade  man  caie, 
for  the  purpose  of  deciding  a  question  of  title  to  the  trade  mark,  on  the  analogy  of 
the  practice  in  patent  cases :  Lautz  Brot,  Jf  Co.  v.  StkvUz  <^  Co.,  9  U.  S.  Pat  Gas. 
791  ;  Dultt  ▼.  Qrttn,  16  t6.  1094.  And  though  it  was  thought  in  Swift  t.  PeCera,  11 
t&.  1110,  that  the  question  whether  a  registered  proprietor  of  a  mark  was  entitled  to 
the  ezclusiTe  use  of  it  as  against  an  ex-partner,  was  a  question  for  a  Court  of  law, 
and  not  for  the  Office,  it  was  held  in  Ewmer  Drill  Co.  y.  IngeU,  14  ib.  785,  that*  in 
investigating  the  titie  to  the  mark,  all  matters  relating  to  tiie  ownersh^)  shoold  be 
gone  into  ;  and  in  Ifanford  v.  WeatcoU,  Id  ib,  1181,  the  U.  S.  Circuit  Court  decided 
that  a  decision  of  the  Examiner  of  Interferences,  unappealed,  was  conclusive  as  to 
the  right  to  a  mark  ;  and  see  Joisdyn  v.  Swezey  ^  Dart^  16  (6.  702,  as  to  reopening  the 
evidence  taken  on  an  interference,  and  SimpBon  v.  Wright  (1),  15  ib.  248^  and  S.  C. 
(2),  15  (6.  298,  as  to  rehearing  an  interference.  After  the  case  oi  U.  &  v.  Si^^tty 
100  U.  S.  Rep.  82,  it  was  held  that  the  Patent  Office  has  no  longer  any  authority  to 
decide  questions  of  disputed  titles  to  trade  marks,  or  to  declare  interferences  in  such 
cases :  Braun  ^  Co.  v.  Blackwell,  19  U.  S.  Pat  Gas.  481 ;  but  see  BxparU  Sim- 
burger  ^  Co.,  20  ih.  155,  and  Jacoby  4*  Co.  v.  Lopa  ^  Co.^  28  ib.  342 ;  and  in  Toie 
Cigar  Mam^cLctwring  Co.  v.  TaU,  80  ib.  1188,  it  was  decided  that  a  dedaration  of 
interference  is  authorised  by  §  3  of  the  Act  of  1881.  In  such  cases  the  only  duty 
of  the  Office  is  to  decide  whether  the  opponent  has  or  has  not  a  better  title  than  the 
applicant,  not  to  decide  any  further  question :  ib.  If,  on  an  interference  between  an 
applicant  and  a  registered  proprietor  with  respect  to  the  same  mark,  the  ri^t  to 
registration  is  adjudged  to  the  applicant,  notwithstanding  the  opposition  of  the 
registered  proprietor,  the  result  is,  while  stricUy  giving  the  applicant  merely  the  right 
to  register,  practically  to  displace  the  registered  proprietor,  though  his  mazk  is 
not  removed  from  the  register  :  ib. 

§  82  (a).  Arid  he  it  further  enacted,  that  any  person  who  shaU  procure 
the  registry  of  any  trade  mark,  or  of  himself  as  the  owner  thereof  or  an 
entry  respecting  a  trade  mark,  in  the  Parent  Office  under  this  Act,  by  making 
any  false  or  fraudulent  representations  or  declarations  verbally  or  in 
writin^y  or  by  a/ny  franLdulent  means,  shaU  he  liable  to  pay  damages  in 
consequence  of  any  such  registry  or  entry  to  the  person  injured  therthy,  to 
he  recovered  in  an  action  on  the  case  in  any  Court  of  competent  jurisdicticn 
within  the  United  States. 

(a)  SeeActof  1881,  §9. 

§  83  (a).  And  he  it  further  enacted,  that  nothing  in  this  Act  shaUprevent, 
lessen^  impeach,  or  a/void  any  remedy  at  law  or  in  equity  which  any  party 
aggrieved  hy  any  wrongful  use  of  any  trade  mark  might  have  had  if  this 
Act  had  not  heen  passed  {h). 


(«) 
(6) 


See  Act  of  1881,  §  10. 

See  Otgood  v.  Bockwood,  11  Bl.  C.  C.  310 ;  U.  S.  v.  Boche,  1  McCraiy,  385. 


§  84  (a).  And  he  it  further  enacted,  that  no  action  shaU  he  maintained 
under  the  provisions  of  this  Act  hy  any  person  claiming  the  exclusive  right 
to  any  trade  mark  which  is  used  or  claimed  in  any  unlawfid  business,  or 
upon  any  article  which  is  injurious  in  itself,  or  upon  any  trade  mark 
which  has  heen  fraudulenily  ohtained,  or  which  has  heen  formed  and  used 
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wiih  the  design  of  deceiving  the  public  in  the  purchase  or  use  of  cmy  article 
of  merchandise  (6). 

(a)  See  Act  of  1881,  §  8. 

(6)  It  aeems  that  tbia  Act  provided  no  means  for  remoying  from  the  register  a 
mao^  which  was  wrongly  registered — e,g.f  a  mark  which  did  not  contain  any  of  the 
easenttal  particulars.  See  ArmUtead  t.  Bladkwelly  1  U.  S.  Fat.  Qaz.  603  :  MeElwee  y. 
mackweU,  16  t6.  658  ;  Wrighl  y.  Simp$<m,  15  ib,  968 ;  Yale  Cigar  Manufacturing  Co, 
y.  Yale,  80  ib.  1188. 


Act  of  (Ingress  of  1875  (a). 


Be  IT  ENACfTED  bj  the  Senate  and  House  of  Representatives  of  the 
(Jnited  States  of  America  in  Congress  assembled  : — 

§  1.  That  every  person  who  shall,  with  intent  to  defraud,  deal  in  or 
sell,  or  keep  or  offer  for  sale,  or  cause  or  procure  the  sale  of,  any  goods 
of  substantiallj  the  same  descriptive  properties  as  those  referred  to  in 
the  registration  of  anj  trade  mark,  pursuant  to  the  statutes  of  the 
United  States,  to  which,  or  to  the  package  in  which  the  pame  are  put  up, 
is  fraudulently  affixed  said  trade  mark,  or  any  coloui*able  imitation  thereof, 
calculated  to  deceive  the  public,  knowing  the  same  to  be  cotmterfeit, 
or  not  the  genuine  goods  referred  to  in  said  registration,  shall,  on 
conviction  thereof,  be  punished  by  fine  not  exceeding  one  thousand 
dollars,  or  imprisonment  not  more  than  two  years,  or  both  such  fine  and 
imprisonment. 

(a)  So  far  as  this  Act  was  dependent  on  the  Registration  Act  of  1870  it  fell  to  the 
ground  when  that  Act  was  declared  inyalid  in  U.  S.  y.  Steffentf  100  U.  S.  Rep.  82. 

§  2.  That  every  person  who  fraudulently  affixes,  or  causes  or  procures 
to  be  fraudulently  affixed,  any  trade  mark  registered  pursuant  to  the 
statutes  of  the  TJnited  States,  or  any  colourable  imitation  thereof, 
calculated  to  deceive  the  public,  to  any  goods  of  substantially  the  same 
descriptive  properties  as  those  referred  to  in  said  registration,  or  to  the 
package  in  which  they  are  put  up,  knowing  the  same  to  be  counterfeit, 
or  not  the  genuine  goods  referred  to  in  said  registration,  shall,  on 
conviction  thereof,  be  punished  as  prescribed  in  the  first  section  of  this 
Act  (a). 

(a)  See  the  New  York  case  of  People  y.  Fieher,  67  N.  T.  Sup.  Ct  552. 

§  3.  That  every  person  who  fraudulently  fills,  or  causes  or  procures  to 
be  fraudulently  filled,  any  package  to  whic^  is  affixed  any  trade  mark, 
registered  pursuant  to  the  statutes  of  the  United  States,  or  any  colour- 
able imitation  thereof,  calculated  to  deceive  the  public,  with  any  goods 
of  substantially  the  same  descriptive  properties  as  those  referred  to  in 
said  registration,  knowing  the  same  to  be  counterieit,  or  not  the  genuine 
goods  referred  to  in  said  registration,  shall,  on  conviction  thereof,  be 
punished  as  prescribed  in  the  first  section  of  this  Act. 
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§  4.  That  any  person  or  persons  who  shall,  with  intent  to  defraud 
any  person  or  persons,  knowingly  and  wilf  aUy  cast,  engrave,  or  mana- 
facture,  or  have  in  his,  her,  or  their  possession,  or  t)uy,  sell,  offer  for  sale, 
or  deal  in,  any  die  or  dies,  plate  or  plates,  brand  or  brands,  engraving 
or  engravings,  on  wood,  stone,  metal,  or  other  substance,  moulds,  or  any 
false  representation,  likeness,  copy,  or  colourable  imitation  of  any  die, 
plate,  brand,  engraving  or  mould  of  any  private  label,  brand,  stamp, 
wrapper,  engraving  on  paper  or  other  substance,  or  trade  mark, 
registered  pursuant  to  the  statutes  of  the  United  Statee,  shall,  upon 
conviction  thereof,  be  punished  as  prescribed  in  the  first  section  of  this 
Act. 

§  5.  That  any  person  or  persons  who  shall,  with  intent  to  defraud 
any  person  or  persons,  knowingly  and  wilfully  make,  forge  or  counterfeit, 
or  have  in  his,  her,  or  their  possession,  or  buy,  sell,  offer  for  sale,  or  deal 
in,  any  representation,  likeness,  similitude,  copy,  or  colourable  imitation 
of  any  private  label,  brand,  stamp,  wrapper,  engraving,  mould,  or  trade 
mark,  registered  pursuant  to  the  statutes  of  the  United  States,  shall, 
upon  conviction  thereof,  be  punished  as  prescribed  in  the  first  section  of 
this  Act. 

§  6.  That  any  person  who  shall,  with  intent  to  injure  or  defiaud  the 
owner  of  any  trade  mark,  or  any  other  person  lawfully  entitled  to  use 
or  protect  the  sam?,  buy,  sell,  offer  for  sale,  deal  in,  or  have  in  his 
possession  any  used  or  empty  box,  envelope,  wrapper,  case,  bottle,  or 
other  package,  to  which  is  affixed,  so  that  the  same  may  be  obliterated 
without  substantial  injury  to  such  box  or  other  thing  aforesaid,  any 
trade  mark,  registered  pursuant  to  the  statutes  of  the  United  States, 
not  so  defaced,  erased,  obliterated,  and  destroyed  as  to  prevent  its 
fraudulent  use,  shall,  on  conviction  thereof,  be  punished  as  prescribed  in 
the  first  section  of  this  Act. 

§  7.  That  if  the  owner  of  any  trade  mark,  registered  pursuant  to 
the  statutes  of  the  United  States,  or  his  agent,  make  oath,  in  writing, 
that  he  has  reason  to  believe,  and  does  believe,  that  any  counterfeit 
dies,  plates,  brands,  engravings  on  wood,  stone,  metal,  or  other  substance, 
or  moulds,  of  his  said  registered  trade  mark,  are  in  the  possession  of 
any  person  with  intent  to  use  the  same  for  the  purpose  of  deception 
and  fraud,  or  make  such  oaths  that  any  counterfeits  or  colourable 
imitations  of  his  said  trade  mark,  label,  brand,  stamp,  wrapper,  en- 
graving on  paper  or  other  substance,  or  empty  box,  envelope,  wrapper, 
case,  bottle,  or  other  package,  to  which  is  affbced  said  registered  trade 
mark  not  so  defaced,  erased,  obliterated,  and  destroyed  as  to  prevent  its 
fraudulent  use,  are  in  the  possession  of  any  person  with  intent  to  use  the 
same  for  purpose  of  deception  and  fraud,  then  the  several  judges  of  the 
circuit  and  district  courts  of  the  United  States,  and  the  commissioners 
of  the  circuit  courts,  may,  within  their  respective  jurisdictions,  proceed 
under  the  law  relating  to  search-warrants,  and  may  issue  a  search- 
warrant  authorising  and  directing  the  marshal  of  the  United  States  far 
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the  proper  district  to  seajnch  for  and  seize  all  said  counterfeit  dies,  plates, 
hrands,  engravings  on  wood,  stone,  metal,  or  other  substance,  moulds, 
and  said  counterfeit  trade  marks,  colourable  imitations  thereof,  labels, 
brands,  stamps,  wrappers,  engravings  on  paper,  or  other  substance,  and 
said  empty  boxes,  envelopes,  wrappers,  cases,  bottles,  or  other  packages 
that  can  be  found ;  and  upon  satisfactory  proof  being  made  that  said 
counterfeit  dies,  plates,  brands,  engravings  on  wood,  stone,  metal,  or 
other  substance,  moulds,  counterfeit  trade  marks,  colourable  imitations 
thereof,  labels,  brands,  stamps,  wrappers,  engravings  on  paper  or  other 
substance,  empty  boxes,  envelopes,  wrappers,  cases,  bottles,  or  other 
packages,  are  to  be  used  by  the  holder  or  owner  for  the  purpose  of 
deception  and  fraud,  that  any  of  said  judges  shall  have  full  power  to 
order  all  said  counterfeit  dies,  plates,  brands,  engravings  on  wood,  stone, 
metal,  or  other  substance,  moulds,  counterfeit  trade  marks,  colourable 
imitations  thereof,  labels,  brands,  stamps,  wrappers,  engravings  on 
paper  or  other  substance,  empty  boxes,  envelopes,  wrappers,  cases,  bottles, 
or  other  packages,  to  be  publicly  destroyed. 

§  8.  lliat  any  person  who  shall  with  intent  to  defraud  any  person  or 
persons,  knowingly  and  wilfully,  aid  or  abet  in  the  violation  of  any  of 
the  provisions  of  this  Act,  shall,  upon  conviction  thereof,  be  puniiahed 
by  a  £ne  not  exceeding  five  hundred  dollars,  or  imprisonment  not  more 
than  one  year,  or  both  such  fine  and  imprisonment. 


Aor  OF  Congress  of  1881. 


AN  ATI  TO  AUTHORISB  THE  REGISTRATION  OF  TRADE  MARKd  AND 

PROTECT  THE  SAME. 

Be  U  enacted  by  the  SeruUe  cmd  Houee  of  EepreserUcUives  of  the  United 
States  in  Congress  assembled, 

§  1  (a).  That  owners  of  trade  marks  used  in  commerce  with  foreign 
nations  or  with  the  Indian  tribes,  provided  such  owners  shall  be 
domiciled  in  the  United  States  or  located  in  any  foreign  country  or  tribe 
which,  by  treaty,  convention,  or  law,  afibrds  similar  privileges  to 
citizens  of  the  United  States,  may  obtain  registration  (6)  of  such  trade 
marks  by  complying  with  the  following  requirements  : 

1st.  By  causing  to  be  recoixied  in  the  Patent  Office  a  statement 
specifying  name,  domicile,  location,  and  citizenship  of  the  party  apply- 
ing ;  the  class  of  merchandise  and  the  particular  description  of  goods 
comprised  in  such  class  to  which  the  particular  trade  mark  has  been 
appropriated;  a  description  of  the  trade  mark  itself,  facsimiles  thereof  (c), 
and  a  statement  of  the  mode  in  which  the  same  is  applied  and  affixed 
to  goods  and  the  length  of  time  duiing  which  the  trade  mark  has  been 
used  (d). 
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2nd.  By  paying  into  the  Treasury  of  the  United  States  the  sum  of 
twenty-five  dollars,  and  complying  with  such  regulations  as  may  be 
prescribed  by  the  Commissioner  of  Patents. 

(a)  See  Act  of  1870,  §  77. 

(6)  Registration  is  a  mere  record  of  a  claim,  and  afibida  merely  jfrimA-faxAt  evidence 
of  ownerdiip.  See  §  7,  iisfrii^  and  YaU  Cigar  Manvfacturing  Co.  v.  TaUj  30  U.  S. 
Pat.  Qaz.  1188. 

(«}  See  Adamt  v.  ffeUd,  81  Fed.  Rep.  279. 

{d)  In  Lacroix  v.  Eteobaly  87  La.  Ann.  538,  it  was  held  that  a  French  citizen  who 
bad  not  deponted  his  mark  at  the  XJ.  S.  Patent  Office,  as  required  by  the  Convention 
of  1869  between  the  U.  S.  and  France,  was  not  entitled  to  maintiu'n  an  action  for 
infringement.  But  in  SoeiAi,  <$*<;.,  de  la  Binidictine  r.  liicalovit^  86  Alb.  L.  J.  364, 
it  was  held  that  compliance  with  the  terms  of  that  Convention  was  not  essential 
where  the  trade  mark  of  a  French  company  had  been  registered  under  this  Act  of 
Congress. 

In  California  an  exclusive  right  to  the  use  of  a  trade  mark  or  name  cannot  now  be 
acquired  without  registration  as  required  by  the  State  Code :  WhUtUr  v.  Dids,  66 
Cal.  78. 

§  2  (a).  That  the  application  prescribed  in  the  foregoing  section 
must,  in  order  to  create  any  right  whatever  in  favour  of  the  party 
filing  it,  be  acoompamed  by  a  written  declaration  verified  by  the  person, 
or  by  a  member  of  a  firm,  or  by  an  officer  of  a  corporation  applying,  to 
the  effect  that  such  party  has  at  the  time  a  right  to  the  use  of  the  trade 
mark  sought  to  be  registered,  and  that  no  other  person,  firm,  or  corpora- 
tion has  the  right  to  such  use,  either  in  the  identical  form  or  in  any 
such  near  resemblance  thereto  as  might  be  calculated  to  receive ;  that 
such  trade  mark  is  used  in  commerce  with  foreign  nations  or  Indian 
tribes,  as  above  indicated  (5),  and  that  the  description  and  facsimiles 
presented  for  registry  truly  represent  the  trade  mark  sought  to  he 
registered. 

(a)  See  Act  of  1870,  §  77. 

(6)  TMs  Act  only  recognises  trade  marks  actually  in  use,  and  not  trade  marks 
whi<^  it  is  only  intended  to  use  in  the  future  ;  and  the  user  must  be  user  in  commerce 
with  foreign  nations  or  the  Indian  tribes,  and  the  declaration  on  oath  (see  Rule  7,  poit) 
that  there  has  been  such  user  is  strictly  insisted  on  :  Ex  parte  Stra^rgar  Jf'  Co..,  20 
U.  S.  Pat.  Qaz.  155. 

§  3  (a).  That  the  time  of  the  receipt  of  any  such  application  shall 
be  noted  and  recorded.  But  no  alleged  trade  mark  shsdl  be  registered 
unless  the  same  appear  to  be  lawfully  used  as  such  (b)  by  the  applicant 
in  foreign  commerce  or  commerce  with  Indian  tribes,  as  above  men- 
tioned, or  is  within  the  provision  of  a  treaty,  convention,  or  declaration 
with  a  foreign  power ;  nor  which  is  merely  the  name  of  the  applicant  (c), 
nor  which  is  identical  with  a  registered  or  known  trade  mark  {d) 
owned  by  another  and  appropriated  to  the  same  class  of  merchandise,  or 
which  so  nearly  resembles  some  other  person's  lawful  trade  mark  as  to 
be  likely  to  cause  confusion  or  mistake  in  the  mind  of  the  public,  or  to 
deceive  purchasers  (e).  In  an  application  for  registration  the  Com- 
missioner of  Patents  shall  decide  the  presumptive  lawfulness  of  daim 
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to  the  alleged  trade  mark  (/);  and  in  any  dispute  between  an  applicant 
and  a  previous  registrant,  or  betvireen  applicants,  he  shall  follow,  so  far 
as  the  same  maj  be  applicable,  the  practice  of  courts  of  equity  of  the 
United  States  in  analogous  cases  (g). 

(a)  See  Act  of  1870,  §  80,  79. 

(6)  Afl  to  what  may  be  lawfully  used  as  a  trade  mark,  see  the  cases  cited  in  note  (0) 
to  §  79  of  the  Act  of  1870,  ante.  Under  the  present  Act  it  has  been  decided  that 
**  Albany  Beef  "  was  no  trade  mark  for  canned  sturgeon,  being  descriptive :  Ex  parte 
Amu,  23  U.  S.  Pat.  Gaz.  344  ;  that,  on  the  same  ground,  **  Time-keeper  '*  could  not  be 
regiBtered  as  an  essential  part  of  a  trade  mark  for  watches  :  Ex  parte  Stratburger  J^  Co,, 
20 15. 155  ;  nor  "  Cristalline  '*  as  a  trade  mark  for  artificial  brilliants  :  Ex  parte  Kipling^ 
24  «&.  899  ;  but  that  "Invigorator"  was  not  descriptiye,  but  a  good  trade  mark  for 
spring  bed-bottoms :  Ex  parte  Heyman,  18  t6.  922.  Registration  has  been  refused 
to  the  geographical  name  ''  Raleigh  "  {Ex  parte  Oliver,  18  ib.  928),  but  granted  to  a 
distincuTe  band  or  ribbon,  intended  to  be  attached  to  dgar-boxes,  as  a  trade  mark  for 
cigars,  it  serving  no  medianical  purpose  :  Ex  parte  StraiUm  4'  Storm,  18  f6.  923. 
There  is  no  trade  mark  in  the  colour  of  an  article  or  of  the  packets  containing  it. 
Thus  r^iistration  was  refused  to  a  red  bag  intended  to  contain  flower  seeds 
offered  for  sale  :  Ex  parte  Landreth,  31  ib.  1441.  See  Fleieehmann  r.  Starhey,  25 
Fed.  Rep.  127.  A  trade  mark  of  an  inherently  deceptive  character  cannot  be  r^Kis- 
tered  :  Ex  parte  Bloeh  ^  Co.,  40  U.  S.  Pat.  Gaz.  443.  Compare,  however,  SxuUi, 
Jtc,  de  la  BeiUdictine  ▼.  MiealovUeh,  3d  Alb.  L.  J.  364. 

(c)  This  prohibition  being  so  general,  registration  has  been  refused  to  a  name  which 
had  been  used  for  twenty  years  as  a  trade  mark,  and  had  been  registered  as  such  under 
the  Act  of  1870  :  Ex  parte  Fairchild,  21 U.  S.  Pat  Gaz.  789.  And  in  Ex  parte  Adriance, 
PlaU  ^  Co.,  20  ib.  1820,  registration  was  refused  to  a  name  as  part  of  a  trade  mark 
iriiich  also  included  a  device.  But  a  name  has  been  allowed  to  be  registered  as  part 
of  an  old  combination  trade  mark  :  Ex  parte  Frieberg  Jf"  Workwn,  20  ib.  1164. 

{d)  These  words  have  been  held  to  prohibit  the  registration  under  this  Act  of  a 
mark  identical  with  or  only  colourably  differing  from  a  mark  registered  under  the 
invalid  Act  of  1870,  and  not  re-registered  under  this  Act :  Ex  parte  Lyon  Dwpuy  ^  Co., 
28  U.  S.  Pat  Gaz.  191.  And  the  fact  that  the  new  applicant  uses  the  mark  in  foreign 
or  Indian  commerce,  and  that  it  does  not  appear  whether  the  registered  mark  was 
so  used,  makes  no  difference :  ib.  So,  also,  XaJLt  Cigar  Manufacturing  Co.  v.  Yale,  30 
ib.  1183.  What  the  applicant  has  to  show  is :  (1)  that  he  has  a  right  to  use  the 
mark,  and  that  no  one  else  has ;  (2)  that  it  is  not  too  similar  to  the  registered  or 
known  mark  of  another ;  (3)  that  the  applicant  uses  it  in  foreign  or  Indian  commerce  : 
Ex  parte  Lyon  Dupuy  <f  Co.,  28  ib.  191. 

(«)  In  Ex  parte  Stratburger  Sf  Co.,  20  U.  S.  Pat  Gaz.  155,  registration  as  part  of  a 
trade  mark  was  refused  to  the  word  "  Railway,"  that  having  already  been  registered 
by  another  manufacturer. 

(/)  The  Court  cannot  great  registration  ;  that  is  for  the  commissioner  alone  : 
YaU  Cigar  Manufacturing  Co.  v.  Yale,  30  U.  S.  Pat  Gaz.  1183. 

[g)  Under  this  section  the  commissioner  has  power  to  declare  an  interference  :  YaU 
Cigar  Manufaciwring  Co  v.  Yale,  30  U.  S.  Pat  Gaz.  1183  ;  and  it  makes  no  difference 
that  the  parties  are  partners,  nor  that  one  is  a  company  and  the  other  a  member  of 
it:  ib.  If  the  better  title  is  with  the  applicant,  he  wUl  be  registered,  notwithstanding 
that  the  same  mark  is  on  the  reeister  in  the  name  of  another  person  with  an  inferior 
title:  ib.    As  to  interferences,  see  §  81  of  Act  of  1870,  Buprd. 

§  4  (a).  That  certificates  of  registry  of  trade  marks  shall  be  issued  in 
the  name  of  the  United  States  of  America^  under  the  seal  of  the  Depart- 
ment of  the  Interior,  and  shall  be  signed  by  the  Commissioner  of  Patents; 
and  a  record  thereof,  together  with  printed  copies  of  the  specifications. 
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shall  be  kept  in  books  for  that  purpose.  Copies  of  trade  marks  and  of 
statements  and  declarations  filed  therewith  and  certificates  of  registrj 
so  signed  and  sealed  shall  be  evidence  in  any  suit  in  which  such  trade 
marks  shall  be  lN:x)ught  in  controversy. 

(a)  See  Act  of  1870,  §  80. 

§  5  (a).  That  a  certificate  of  registry  shall  remain  in  force  for  thirty 
years  from  its  date,  except  in  cases  where  the  trade  mark  is  claimed  for 
and  applied  to  articles  not  manufactured  in  this  country,  and  in  which 
it  receives  protection  under  the  laws  of  a  foreign  country  for  a  shorter 
period,  in  which  case  it  shall  cease  to  have  any  force  in  this  country  by 
virtue  of  this  Act  at  the  time  that  such  trade  mark  ceases  to  be  exclusive 
property  elsewhere.  At  any  time  during  the  six  months  prior  to  the 
expiration  of  the  term  of  thirty  years  such  registration  may  be  renewed 
on  the  same  terms  and  for  a  like  period. 

(a)  See  Act  of  1970,  §  78. 

§  6.  That  applicants  for  registration  under  this  Act  shall  be  credited 
for  any  fee  or  part  of  a  fee  heretofore  paid  into  the  Treasuiy  of  the  United 
States  with  intent  to  procure  protection  for  the  same  trade  mark. 

§  7  (a).  That  registration  of  a  trade  mark  shall  heprimd-facie  evidence 
of  ownership  (6).  Any  person  who  shall  reproduce,  counterfeit,  copy,  or 
colourably  imitate  any  trade  mark  registered  under  this  Act,  and  aJfix 
the  same  to  merchandise  of  substantially  the  same  descriptive  properties 
as  those  described  in  the  registration,  shall  be  liable  to  an  action  on  the 
case  for  damages  for  the  wrongful  use  of  said  trade  mark  at  the  suit  of 
the  owner  thereof ;  and  the  party  aggrieved  shall  also  have  his  remedy 
according  to  the  course  of  equity  to  enjoin  the  wrongful  use  of  such  trade 
mark  used  in  foreign  commerce  or  commerce  with  Indian  tribes,  as 
aforesaid,  and  to  recover  compensation  therefor  in  any  Ck>urt  having 
jurisdiction  over  the  person  guilty  of  such  wrongful  act ;  and  Courts  of 
the  United  States  shall  have  original  and  appellate  jurisdiction  in  such 
cases  without  regard  to  the  amount  in  controversy  (c). 

(o)  See  Act  of  1870,  §§  78,79. 

(h)  The  use  of  a  trade  mark  which,  though  registered,  is  a  colourable  imitation  of 
another,  may  consequently  be  restrained  :  Glen  Covt  Manvfo/cturing  Co.  v.  Lttdeman, 
23  Bl.  C.  C.  46 ;  Schumaeker  4"  Ettlingcr  v.  Schwenke  (2),  36  U.  S.  Pat  Gaz.  457  ; 
determining  the  doubt  suggested  in  Decker  v.  Decker^  52  How.  Pr.  218.  The  regis- 
tration of  a  mark  does  not  deprive  the  public  of  the  right  to  use  a  somewhat  simliar 
mark,  which  was  of  common  i^ght  before  the  registration,  e.g.  where  "  La  Normandi " 
had  been  registered,  but  "  La  Normanda  "  was  already  in  common  use,  no  injunction 
was  granted  to  restrain  the  use  of  the  latter  :  StachelbergY.  Ponce,  128  U.  S.  Rep.  686. 

(c)  See  §  11,  tn/rd. 

§  8  (a).  That  no  action  or  suit  shall  be  maintained  under  the  provisions 
of  this  Act  in  any  case  when  the  trade  mark  is  used  in  any  unlawful 
business  or  upon  any  article  injurious  in  itself,  or  which  mark  has  been 
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tised  with  the  design  of  deceiylng  the  public  in  the  purchase  of  merchan- 
dise, or  under  any  certificate  of  registry  fraudulently  obtained. 

(a)  See  Act  of  1870,  §  84. 

§  9  (a).  That  any  person  who  shall  procure  the  registry  of  a  trade 
mark,  or  of  himself  as  the  owner  of  a  trade  mark,  or  an  entry  respecting 
a  trade  mark,  in  the  office  of  the  Commissioner  of  Patents,  by  a  false  or 
fiaudulent  representation  or  declaration,  orally  or  in  writing,  or  by 
any  fraudulent  means,  shall  be  liable  to  pay  any  damages  sustained  in 
consequence  thereof  to  the  injured  party  to  be  recovered  in  an  action 
on  the  case. 

(a)  See  Act  of  1870,  §  82. 

§  10  (a).  That  nothing  in  this  Act  shall  prevent,  lessen,  impeach,  or 
avoid  any  remedy  at  law  or  in  equity  which  any  party  aggrieved  by  any 
wrongful  use  of  any  trade  mark  might  have  had  if  the  provisions  of  this 
Act  had  not  been  passed. 

(a)  See  Act  of  1370,  §  83. 

§  11  (a).  That  nothing  in  this  Act  shall  be  construed  as  unfavourably 
affecting  a  claim  to  a  trade  mark  after  the  term  of  registration  shall 
have  expired  ;  nor  to  give  cognisance  to  any  Court  of  the  United  States 
in  an  action  or  suit  between  citizens  of  the  same  State  (6),  unless  the 
trade  mark  in  controversy  is  used  on  goods  intended  to  be  transported  to 
a  foreign  country,  or  in  lawful  commercial  intercourse  with  an  Indian 
tribe  (c). 

(a)  See  Act  of  1870,  §  78. 

(h)  The  Federal  Courts  have  now  no  juziBdiction  to  try  a  trade  mark  action 
between  dtizens  of  the  same  State,  nnlesa  the  pleadings  allege  that  the  plaintiff  uses 
the  trade  mark  on  goods  intended  for  foreign  or  Indian  commerce :  Jiyder  v.  Bolt, 
128  U.  S.  Rep.  526  ;  Luyties  v.  BoUender  (1),  22  Bl.  C.  C.  413  ;  Schumacher  ^ 
Etdinger  v.  Schioenke  (1),  26  Fed.  Rep.  818.  The  Federal  Court  is  not  limited  in  its 
jariadicUon  to  cases  in  which  the  defendant's  profits  have  exceeded  500  dollars  : 
Stfmmdi  V.  Greene,  28  Fed.  Rep.  834. 

(e)  Since  under  this  Act  the  Federal  Court  cannot  try  a  trade  mark  case  between 
citizens  of  the  same  State  unless  the  goods  are  intended  for  foreign  or  Indian  oonmierce, 
there  is  no  jurisdiction  in  such  a  case  in  respect  of  past  wrongful  acts  :  Schumaeher  ^ 
Etdinger  v.  ScKwenke  (2),  86  U.  S.  Pat.  Oaz.  457. 

§  12  (a).  That  the  Commissioner  of  Patents  is  authorised  to  make  rules 
and  regulations  and  prescribe  forms  for  the  transfer  of  the  right  to  use 
trade  marks  and  for  recording  such  transfers  in  his  office. 

(a)  See  Act  of  1870,  §  81. 

§  13.  That  citizens  and  residents  of  this  country  wishing  the  protec- 
tion of  trade  marks  in  any  foreign  country  the  laws  of  which  require 
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registration  here  as  a  condition  precedent  to  getting  such  protedaon 
there,  may  register  their  trade  marks  for  that  purpose  as  is  above  aUowed 
to  f oreignerS)  and  have  certificate  thereof  from  &e  Patent  Office. 

Approved  March  drd,  1881. 


RULBS  AND  FOBMS  ADOPTED  BT  THE  TJ.  S.  PATENT  OfFICE  FOB  TOE  RSQIS- 

TBATioN  OF  Tbade  Mabks  undeb  Aot  OF  Mabch  3bd,  1881. 

WJio  may  obtain  RegiHration. 

1.  (a.)  Any  person,  firm,  or  corporation  domiciled  in  the  United  States 
or  located  in  any  foreign  country  which,  by  treaty,  convention,  or  law, 
aSbrds  similar  privileges  to  citizens  of  the  United  States  (a),  and  who  is 
entitled  to  the  exclusive  use  of  any  trade  mark  and  uses  the  same  in 
commerce  with  foreign  nations  or  with  Indian  tribes. 

(b.)  Any  citizen  or  resident  of  this  country  wishing  the  protection  of 
his  trade  mark  in  any  foreign  country  the  laws  of  which  require  regis- 
tration in  the  United  States  as  a  condition  precedent. 

(a)  The  United  States  acceded  to  the  International  Conyention  in  1887.  See  also 
the  Treaty  with  the  United  Kingdom,  p.  642,  infrdk. 

StcUtUory  Requirement, 

2.  Every  applicant  for  registration  of  a  trade  mark  must  cause  to  be 
recorded  in  the  Patent  Office — 

(a.)  The  name,  domicile,  and  place  of  business  or  location  of  the  firm 
or  corporation  desiring  the  protection  of  the  trade  mark,  and  the 
residence  and  citizenship  of  individual  applicants. 

(b.)  The  class  of  merchandise  and  the  particular  description  of  goods 
comprised  in  such  class  to  which  the  trade  mark  has  been  appropriated. 

(c.)  A  description  of  the  trade  mark  itself,  with  facsimiles  thei-eof ,  and 
the  mode  in  which  it  has  been  applied  and  used. 

(d.)  The  length  of  time  during  which  the  trade  mark  has  been  used 
by  the  applicant  on  the  class  of  goods  described. 

3.  A  fee  of  twenty-five  dollars  is  required  on  filing  each  application, 
except  in  the  cases  hereinafter  named.     (See  pars.  16  and  17). 

The  Application, 

4.  An  application  for  the  registration  of  a  trade  mark  will  consist  of 
a  statement  and  specification,  a  declaration  or  oath,  and  the  facsimile, 
with  dupHcates  thereof. 

5.  These  should  be  preceded  by  a  brief  letter  of  advice  requestmg 
registration  and  signed  by  the  applicant. 

6.  The  statement  should  announce  the  full  name,  citizenship,  domicile, 
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residence,  aod  place  of  business  of  the  applicant  (or  if  the  applicant  be 
a  corporation,  under  the  laws  of  what  state  or  nation  incorporated), 
with  a  full  and  dear  specification  of  the  trade  mark,  particularly  dis- 
criminating between  its  essential  and  non-essential  features.  It  should 
also  state  firom  what  time  the  trade  mark  has  been  used  by  the  applicant, 
the  class  of  merchandise,  and  the  particular  goods  comprised  in  such 
class  to  which  the  trade  mark  is  appropriated,  and  the  manner  in  which 
the  trade  mark  has  been  applied  to  the  goods. 

7.  The  declaration  should  be  in  the  form  of  an  oath  by  the  person  or 
by  a  member  of  the  firm,  or  by  an  officer  of  the  corporation  making  the 
application,  to  the  effect  that  the  party  has  at  the  time  of  fiHng  his 
application  a  right  to  the  use  of  the  trade  mark  described  in  the  state- 
ment ;  that  no  other  person,  firm,  or  corporation  has  a  right  to  such 
use,  either  in  the  identical  form,  or  in  such  near  resemblance  thereto 
as  might  be  calculated  to  deceive;  that  such  trade  mark  is  used  in 
lawful  commerce  with  some  foreign  nation  (or  nations)  or  some  Indian 
tribe  (or  tribes),  and  that  it  is  truly  represented  in  the  facsimile 
presented  for  registry  (a). 

(a)  This  Btatement  on  oath  will  be  insisted  on  :  Ex  parte  Strcuhurg^,  20  U.  S.  Pat. 
Oaz.  155. 

8.  This  oath  may  be  taken  within  the  United  States,  before  a  notary 
public,  justice  of  the  peace,  or  the  judge  or  clerk  of  any  coiu*t  of  record. 
In  any  foreign  country  it  may  be  taken  before  the  secretary  of  a  legation 
or  consular  officer  of  the  United  States,  or  before  any  person  duly 
qualified  by  the  laws  of  the  country  to  administer  oaths,  whose  official 
character  shall  be  certified  by  a  representative  of  the  United  States 
having  an  official  seal. 

Facsimilei  to  be  Filed, 

9.  Where  the  trade  mark  can  be  represented  by  a  facsimile  which 
conforms  to  the  rules  for  drawings  of  mechanical  patents  (a),  such  a 
drawing  may  be  furnished  by  applicant,  and  the  additional  copies  will 
be  produced  by  the  photo-lithographic  process  at  the  expense  of  the 
office.  Or  the  applicant  may  furni^ih  one  facsimile  of  the  trade  mark, 
mounted  on  a  card  ten  by  fifteen  inches  in  size,  and  ten  additional  copies 
upon  flexible  paper,  not  mounted ;  but  in  all  cases  the  sheet  containing 
the  mounted  facsimile  or  the  drawing  must  be  signed  by  the  applicant 
or  his  authorised  attorney. 

(a)  These  roles  are  funushed  on  application  by  letter  to  the  Commissioner. 

Proceedings  in  the  Office. 

10.  All  applications  for  registration  are  considered  in  the  first  instance 
by  the  Trade  Mark  Examiner.     An  adverse  decision  by  such  examiner 
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apon  the  applicant's  right  to  registration  will  be  reviewed  by  the 
Commissioner  in  person  upon  petition  without  fee. 

11.  Ko  trade  mark  will  be  registered  unless  it  shall  be  made  to  appear 
that  the  same  is  used  as  such  bj  the  applicant  in  commerce  with  foreign 
nations  or  with  Indian  tribes,  or  is  within  the  provisions  of  a  treaty, 
convention,  or  declaration  with  a  foreign  power,  nor  which  is  merely  the 
name  of  the  applicant,  nor  which  is  identical  with  a  known  or  registered 
trade  mark  owned  by  another,  and  appropriated  to  the  same  class  of 
merchandise,  or  which  so  nearly  resembles  some  other  person's  lawful 
trade  mark  as  to  be  likely  to  cause  confusion  in  the  mind  of  the  public 
or  to  deceive  purchasers. 

1 2.  In  case  of  conflicting  applications  for  registration,  or  in  any  dispute 
as  to  the  right  to  use  which  may  arise  between  an  applicant  and  a  prior 
registrant,  the  office  will  declare  an  interference,  in  order  that  the  parties 
may  have  opportunity  to  prove  priority  of  adoption  or  right ;  and  the 
proceedings  on  such  interference  will  follow,  as  nearly  as  practicable, 
the  practice  in  interferences  upon  applications  for  patents ;  but  each 
applicant  and  registrant  will  be  held  to  the  date  of  adoption  alleged  in 
the  statement  filed  with  his  application.  On  the  petition  of  any  party 
dissatisfied  with  the  decision  of  the  Examiner  of  Interferences  the  case 
will  be  reviewed  by  the  Commissioner  without  fee  (a). 

(a)  After  U,  S.  t.  Stefftm,  100  U.  S.  Rep.  82,  it  wbb  held  that  the  U.  a  Patent 
Office  had  no  authority  to  decide  disputed  questiona  of  title  to  trade  marka,  or  to 
declare  interferences :  Braun  ^  Co  y.  Bla^hvodL^  19  U.  S.  Pat^  Qaz.  481.  But  aee 
EzpfKie  Stroiburger  ^  Co,,  20  t5.  155,  and  Janxh^  ^  Co.  v.  Lopn  Jf-  Co.,  28  i^.  342. 
And  it  IB  now  decided  that  there  ia  such  authority :  YtUt  Cigar  Manufaeturing  Co.  t. 
TaU,  80  ib,  1188.  And  see  notee  to  §  81  of  the  Act  of  1870,  and  to  §  8  of  the  Act 
of  1881,  tuprd, 

13.  When  these  requirements  have  been  complied  with,  and  the  office 
has  adjudged  the  trade  mark  lawfully  registrable,  a  certificate  will  be 
issued  by  the  Commissioner,  under  seal  of  the  Interior  Department,  to  the 
effect  that  applicant  has  complied  with  the  law,  and  that  he  is  entitled 
to  the  protection  of  his  trade  mark  in  such  cases  made  and  provided. 
Attached  to  the  certificate  will  be  a  facsimile  of  the  trade  mark  and  a 
printed  copy  of  the  statement  and  declaration. 

14.  The  protection  for  such  trade  mark  will  remain  in  force  for  thirty 
years,  and  may,  upon  the  pajrment  of  a  second  fee,  be  renewed  for  thirty 
years  longer,  except  in  cases  where  such  trade  mark  is  claimed  for  and 
applied  to  articles  not  manufactured  in  this  country,  and  in  which  it 
receives  protection  under  the  laws  of  any  foreign  country  for  a  shorter 
period,  in  which  case  it  will  cease  to  have  force  in  this  country,  by  virtue 
of  the  registration,  at  the  same  time  that  the  trade  mark  ceases  to  be 
exclusive  property  elsewhere. 

1 5.  The  right  to  the  use  of  any  trade  mark  is  assignable  by  an  instru- 
ment of  writing,  and  such  assignment  of  a  registered  trade  mark  must  be 
recorded  In  the  Patent  Office  within  sixty  days  after  its  execution,  in 
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default  of  which  it  shaU  be  Toid  as  against  any  subsequent  purchaser  or 
mortgagee  for  a  valuable  consideration,  without  notice.  No  particular 
form  of  assignment  or  conveyance  is  prescribed,  but  the  trade  mark 
should  be  identified  by  the  certificate  number. 

16.  Owners  of  trade  marks  for  which  protection  has  been  sought  by 
roistering  them  in  the  Patent  Office  under  the  Act  of  July  8th,  1870 
(declared  unconstitutional  by  the  Supreme  Court  of  the  United  States), 
may  register  the  same  for  the  same  goods,  without  fee,  on  compliance 
with  the  foregoing  requirements.  With  each  applicant  of  this  character 
a  specific  reference  to  the  date  and  number  of  the  former  certificate  is 
required  (a). 

(a)  See  /aco6y  ^  Co,  v.  ZopM  ^  Co.^  28  U.  S.  Pat  Gaz.  842. 

17.  Applicants  whose  cases  were  filed  under  the  Act  of  1870,  either 
prior  to  or  since  the  decision  of  the  Supreme  Court  declaring  it  uncon- 
stitutional, which  are  now  pending  before  the  office,  are  advised  to 
prepare  applications  in  conformity  with  the  law  and  foregoing  rules. 
On  the  receipt  of  such  an  application,  referring  to  the  date  of  the  one 
formerly  filed,  all  fees  paid  thereon  will  be  duly  applied.  Those  who 
have  paid  only  ten  dollars  as  a  first  fee  are  advised  that  the  law  does 
not  provide  for  a  division  of  the  legal  fee  of  twenty-five  dollars,  and 
that  the  remainder  of  the  entire  fee  is  required  before  the  application 
can  be  entertained. 

Copies  and  Pyhlications. 

18.  Printed  copies  of  the  statement  and  declaration  in  each  case,  with 
a  duplicate  of  the  trade  mark,  can  be  furnished  by  the  office.  The 
Officud  Gazette  of  the  Patent  Office,  published  weekly,  will  contain  a  list 
of  all  trade  marks  registered,  with  the  name  and  address  of  the  registrant, 
a  brief  statement  of  the  essential  features  of  the  trade  mark,  and  the 
particular  description  of  goods  to  which  it  is  applied. 

Fees, 

19.  On  filing  an  application  for  registration  of  trade 

mark $25  00 

For  recording  assignments — 

Under  300  words 1  00 

Over  300,  and  less  than  1000,  words  .         .         .  2  00 

Over  1000  words 3  00 

For  single  printed  copy  of  statement  and  declara- 
tion   25 

Single  copy  Official  Gazette         .        .         .         .  10 

Annnul  sabsmption  Official  Gazette   .        .         .  5  00 
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CorrupondeThce. 

20.  AH  letters  should  be  addressed  to  '^  The  Commiasioner  of  Fatents," 
and  all  remittances  by  postal  order,  check,  or  draft  bhoold  be  to  his 
order. 

21.  Letters  relating. to  pending  applications  should  refer  to  the  name 
of  the  applicant  and  date  of  filing.  Letters  relating  to  registered  trade 
marks  must  refer  to  the  name  of  registrant,  number  or  date  of  certificate, 
and  the  class  of  merchandise  to  which  the  trade  mark  is  applied. 

22.  The  ofiice  cannot  undertake  to  respond  to  inquiries  propounded 
with  a  view  to  ascertain  whether  certain  trside  marks  have  been  registered, 
or,  if  so,  to  whom  or  for  what  goods ;  nor  can  it  give  advice  as  to  the 
nature  and  extent  of  the  protection  afibrded  by  the  law,  or  act  as  its 
expounder,  except  as  questions  may  arise  upon  applications  regularly  filed. 
A  copy  of  these  rules  with  this  paragraph  marked  will  be  regarded  as  a 
courteous  answer  to  all  such  inquiries. 

Forms. 

The  following  forms  have  been  prepared  to  be  used  in  filing  applications 
for  registration  of  trade  marks.  Their  use  is  not  absolutely  required, 
but  as  they  have  been  made  to  conform  to  the  conditions  df  the  law, 
applicants  will  find  their  business  facilitated  by  following  them  closely. 

Letter  of  Advice. 

To  the  Commissioner  of  Patents : 

The  undersigned  presents  herewith  a  facsimile  of  his  lawful  trade 
mark,  and  requests  that  the  same,  together  with  the  accompanying 
statement  and  declaration,  may  be  registered  in  the  United  States 
Patent  Office  in  accordance  with  the  law  in  such  cases  made  and 
provided. 

A.R 

StateffMut% 

To  all  whom  it  may  concern  : 

Be  it  known  that  I,  A.  B.,*  a  citizen  of  the  United  States,  residing  at 
,  in  the  county  of  and  State  of  ,  and  doing  business 

at  ,  have  adopted  for  my  use  a  trade  mark  for  * 

of  which  the  following  is  a  full,  clear,  and  exact  specification. 

My  trade  mark  consists  of  the  letters  and  words  (or  arbitrary  symbols, 
as  the  case  may  be)  These  have  generally  been  arranged 

as  shown  in  the  aocompaoying  facsimile.  (Here  give  a  fidl  description  of 
the  facsimile,  including  all  its  features.)     But  may  be  omitted 
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and  changed  at  pleasure  without  materially  altering  the 

character  of  my  trade  mark,  the  essential  features  of  which  are 

This  trade  mark  I  have  used  continuously  in  my  business  since  , 

18    . 
The  class  of  merchandise  to  which  this  trade  mark  is  appropriated  is 
,  and  the  particular  description  of  goods  comprised  in  such 
class  on  which  I  use  the  said  trade  mark  is  .         .f     It  has  been 

my  practice  to  (here  state  fully  the  manner  of  applying  it  to  the  goods  or 
the  packages  containing  them). 

A.  B. 
Witnesses : 
CD. 
E.  F. 

*  The  first  paragraph  of  the  statement  should  be  modified  to  conform  to  the  dreum- 
stances  of  each  applicant.  If  a  firm,  the  domicile  and  place  of  business  are  required ; 
if  a  corporation,  under  what  State  or  other  laws  incorporated,  where  located,  and 
place  of  business ;  if  a  person  not  an  American  citizen,  of  what  country  he  is  a  citizen 
(or  subject,  as  the  case  may  be),  &c.,  &c, 

f  The  description  of  the  goods  on  which  the  trade  mark  is  used  should  be  in  the 
same  language  in  the  first  and  last  paragraphs  of  the  statement 

Declaration, 

State  of  ,  County  of  ,  ss : 

A.  B.,  being  duly  sworn,  deposes  and  says  that  he  is  the  applicant 
named  in  the  foregoing  statement;  that  he  verily  believes  tlmt  the 
foregoing  statement  is  true ;  that  he  has  at  this  time  a  right  to  the 
use  of  the  trade  mark  therein  described ;  that  no  other  person,  firm,  or 
corporation,  has  the  right  to  such  use,  either  in  the  identical  form  or  in 
any  such  near  resemblance  thereto  as  might  be  calculated  to  deceive ; 
that  it  is  used  in  commerce  with  (here  name  one  or  more  foreign  nations 
or  Indian  tribes,  or  both,  as  the  case  may  be) ;  that  the  description  and 
facsimiles  presented  for  record  truly  represent  the  trade  mark  sought 
to  be  registered ;  and  that  he  is  a  citizen  of  the  United  States. 

Sworn  and  subscribed  before  me  a  this        day  of  ,  18     . 

G.  H.,  J,P. 

If  the  application  is  made  by  a  firm  or  corporation,  or  by  a  citizen 
or  subject  of  a  foreign  power,  this  declaration  should  be  modified 
accordingly. 
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AOQUISRIOV 

of  tnuia  mariu,  9L 

bj  aliensy  91. 

length  of  luer  fonnerly  required  for,  94. 

now  not  required  for,  94. 

by  oommon  repute,  95. 
former  oondition«  of,  96. 
hj  registration.    See  Begittratian. 

by  uier  is  only  in  respect  of  the  goods  on  which  there  has  been 
user,  100. 

Aonoir 

on  the  case,  13,  128, 173. 

Aon, 

repeal  of,  416. 

Actual  Fbaud, 

infringement  without,  9,  12,  IB,  130, 177,  181,  242. 
always  restrained,  62. 

Actual  Usbb 

of  title  of  publication  necessary,  325. 

Additional  RspBisnrrATioir, 
form  of,  468. 

ADDinoirs 

to  trade  marks,  104,  381. 

and  alterations  of  trade  marks,  punishable  when  fraudulent,  164. 

Addhbss 

of  applications  to  comptroller,  454. 

form  of  application  for  alteration  of,  in  register,  472. 

use  of  defendant's,  together  with  infringing  mark,  no  defence,  244. 

for  service,  when  to  be  given,  360,  371,  420,  422. 

Administratkix, 

action  not  continued  against,  197. 

ADYAKTAaiS 

of  use  of  trade  marks,  5. 

ADVXBTISSimTT 

no  trade  mark,  74. 

expenditure  on,  gives  no  right  to  what  is  advertised,  96, 325. 

in  '<  Trade  Marks  Journal,"  103,  369,  432,  460. 

marks  incapable  of,  430. 

■  form  of,  484. 

of  series  of  marks,  433,  460. 

no  obligation  to  see,  369. 
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AFfixmD 

to  the  article,  trade  mark  mutt  be,  20. 

qiiestioii  of  title  between  principal  and,  200. 

for  foreign  firm,  rights  of,  166. 

cannot  acquire  his  principal's  trade  mark  by  user,  93. 

^iplication  may  be  made  by,  428,  459. 

form  of  authorisation  of,  483. 

infringement  by,  207. 

when  coots  not  given  against,  258. 

AflOSEBYBD 

person,  399. 

foreigner  may  be,  17,  400. 

AfflmiEEKT 

will  not  be  enforced  when  fraudulent,  212. 
'^Ainswosth's  Thbbad,"  31,  33. 
"  Akbok/'  80. 
''AiAANT  BsxF,"  64,  633. 

"AlMOH" 

tools,  402. 

'^Aldxknxt'' 

oleo-margarine,  66,  80, 148. 


may  acquire  trade  marks,  16,  91,  361,  411,  412. 
new  enactments  with  respect  to,  92,  361. 

AufAKACK, 

imitation  of,  318. 

"  AlflNB  "  COTTOK,  46. 

Alteration 

of  registered  trade  mark,  107,  406. 

Altbbhatiyb  Mabks,  105,  626. 

A]fBIO(70C78irBSS 

of  defendant's  mark,  no  defence,  143,  243. 

Amikdmsnt 

of  documents,  371,  439. 
America     See  United  States. 
<<Ahbrioan  Grocer,  Thb,"  321. 
SARDmEB,"63,  71,82,  381,  626. 

«  AmM ONIATBD  BONR  SUPBR PHOSPHATE  OF  LiMB,"  63,  74. 

"  AxaiKBAa  " 
cloths,  80. 
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AjfALOaOVB  Caseb 

to  thoM  of  tnde  mark,  16, 271. 

"  Ahaioua  Liquobzob,"  05, 79,  8L 

''  Ahuhok  Bbajtd  Wiu,"  40, 146. 

AiroHOBS, 

chain  cables  and,  616. 

"Ahchoviss,  BuBoiss'  EssBircB  OF,"  29. 

'*  Ahglo-Indiah  Tea  Co.,  Thx,"  279. 

''  Ahglo-Pobtuoo  " 
oysten,  63, 71,  381. 

"  AjroosruKA  Bittxbs,"  63,  80,  96, 148. 

Ahuual 

report  of  comptroller,  410. 

^'Aim-WAgHBOABD  Soap,"  66. 

"AmnquABiAN  Book  Stoke,  Thb,"  62,  293. 

'' Afollinabis  Watib,"  80,  161. 

Affbal, 

delay  in,  196. 

when  not  to  be  brought,  196. 

advanced,  195. 

costs  of,  262. 

to  Board  of  Trade,  105,  360,  371,  431. 

form  of,  469. 

from  Cutlers*  Company,  form  of,  478. 

Applicant, 

definition  of,  437. 

Appuc^noK 

for  registration,  102,  360,  428,  429,  468. 

representations  of  trade  mark  on,  102,  360. 

equivalent  to  public  use,  386,  423. 

amendment  of,  405,  425. 

abandonment  of,  362,  420. 

of  old  marks,  mode  of,  102. 

form  of  receipt  of,  483. 

by  a  firm,  103,  428,  459. 

by  a  body  corporate,  103,  428,  459. 

advertisement  of,  103,  369,  432,  460. 

in  case  of  Sheffield  and  cotton  marks,  104. 

opposition  to,  106. 

costs  of  opposed,  268. 
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Affugahon — eoMMi/td. 

by  Bobieqiieiit  propiifltor,  114,  436,  464. 
may  be  sent  bj  post,  408,  49Q» 
instractionB  with  reqpect  to,  454,  468. 
form  of,  467. 
for  alteration  of  addre»,  form  of,  472. 

AiPOBTioirMsirr 
of  costs,  260. 

APFBOFBIATIOir 

of  trade  marka  to  special  classes  of  goods,  10,  98,  366. 

"AsABiAH  Bauam,  Hatnis',"  36. 

Asks, 

national,  366,  462. 

of  one  of  the  United  States,  625. 

wrongful  assnmptioa  of  Royal,  punishable  by  fine,  414. 

"Akmy  asd  Navy  Co-opmiativb  Soomnr,  Thi,"  280. 

ASSIONKB 

or  transmittee,  registration  of.     See  Syimqvimt  Proprietor. 

ASSIQWXST 

of  trade  marks,  11, 108,  372,  397. 
to  be  registered,  372,  390,  397. 

Assumed  Namb 

used  as  trade  name,  283. 

"  Astral  Oil,"  64,  74. 

Aitobnkt's 

practice,  goodwill  of.    See  GoodvM. 

"  Atwood'b  Physical  Vboieiable  Jaunmcb  Bittkbs/'  35. 
"Australian  Mobtqaok,  Lajtd,  ahd  Fikanob  Co.,  Th«,"  280. 

Author,  Kamb  of,  298. 

Authority^ 

colourable,  243. 


it 


Batflv  "  Stoybs,  52. 


of  goods  falsely  marked,  208. 
"Balm  of  Thousaitd  Flowbrs,"  62,  65,  74. 

Band 

for  cigar  boxes,  90. 
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■ealing  wax,  388,  401. 
"Bank"  paper,  384. 

Bahkino  Business,  177* 

Banulupt 

iiDt  restrained  from  soliciiing  old  customerB,  after  sale  of  ^goodwill 
by  trustee,  341. 

Bahkbuftot, 

transmissioii  of  trade  mark  on,  11,  114. 

— — title  of  publication  on,  324. 

goodwill  on,  334. 

Act,  1883.     See  Statutes. 

"  Ba&on  Lisbio's  Extract  of  Mxat,"  306. 

Babbbl, 

shape  of,  89,  626. 

«  Bazaak  Pattbrns/'  64. 

"B.B.  H." 
iron,  84. 

''Bxattt's  Hxadlznb  Coptbook,**  321. 

"Bravirinb,"  66,  72,  625. 

''  BXDIORDSHIRB  EXPRESS  AND  GkNXRAL  AdTERTISXR  FOR  THS  COUK- 

Tixs  OF  Gambridob,  Hbrtfordshirb,  Huntinodonshire,   and 
Middlesex,  The,'*  320. 

''Beef,  Brand's  Essence  of,''  195. 

"  Beeswax  Oil,"  63,  626. 

''Beeton's  Christmas  Annual,"  301. 

"BxET-ROOT  Sugar,"  54. 

"  Bell  " 
mark,  40. 

«  Bell's  Life,'' 320. 

"BenLedi" 

whiskey,  46,  400,  401. 

<'  BXTHESDA  " 

mineral  water,  82,  148. 

"  BuE  Hathi  " 
yam,  145. 

**  BiRMiNOHAM  Daily  Mail,  The,"  322. 

"Birthday  Scripture  Text-book,"  323. 
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"  BlBMAllCK  " 

paper  collarj^  34,  65. 

"  Black  Swan  " 
goods,  380,  627. 

"Blackmak's  Gkncjine  Hbaijno  Balsam,"  35. 

"Blanchard  Churn,"  65,  625. 

BoAiu)  or  Trabb, 

jiirifldiction  of,  180. 

coiutitiition  of,  410,  425. 

certificate  of,  44,  425. 

comptroller  sabject  to,  396. 

appeal  from  comptroller  to,  105,  360,  431. 

reference  of  appeal  to  Court,  360,  362,  371. 

to  appoint  officers  and  derks,  397. 

to  make  rules,  409. 

"BoDRGA,"277,293. 

"Body  Corporatb,"  437. 

''Borer's  Stomach  Bittrrs,"  36,  66. 

"BOKOL" 

beer,  46,  402. 

Book, 

title  of,  registration  under  Copyright  Acts  useless,  16. 
And  see  LUerary  Pul)Uca;tUm. 

**  Booth  s  Thraxrb,"  296. 

"Borax  Soap,"  64. 

"  BoRwiGK  8  Baking  Powder,"  161. 


shape  of,  89. 

infringement  by  use  of  moulded,  158. 

"  Bouquet  Hams,"  145. 

"  Bovilsns  " 

pomade,  65,  72,  150. 

"  Braided  Fexed  Stars,**  383,  386,  401,  402. 

Brand, 

distinctive,  may  be  a  trade  mark,  24,  38,  363. 

"  Brand  s  Essence  or  Beet,"  195. 
"  original  maker  of,"  308. 

Brick  Works, 

question  of  title  in  respect  of,  199. 
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*  '  BBITANiriA,  Thb,  "617. 

British 

pooesBion,  regiBtration  of  trade  marks  originatiiig  in,  412. 
definition  of,  417. 

"  BROoKLTir  Wmti  Lbad  Co.,"  279. 

« 

''Bbookman  and  Lakodon,"  36^. 

''Bbobblkt" 
pipes,  80. 

"  Brown  CHBaaoAL  Extract,"  63. 

*'  Brush  Midland  Electric  Lioht  and  Powbr  Co.,  The,"  280. 

"  Brtmbo  Special" 
iron,  46,  400,  402. 

Burden 

of  proof  is  on  defendant  where  essential  particular  taken,  138. 
person  alleging  a  mark  to  be  common,  383,  400. 

"  Burgess'  Essence  of  Anchovies,"  29,  150. 

Business.    See  OoodioUl 

Buttons, 

metal,  615. 

Btron, 

Lord,  298. 

Gables.    See  Chain  Cables. 

**  Caohsmire  MiLANO,"  63,  71,  82,  381,  626. 

"  Calculated  to  Deceive,"  375. 

"Calhoun  Plough,"  65,  625. 

"California" 
soap,  380,  627. 

"Canada  Plates,"  214. 

Cancellation 

of  entry  in  register,  126,  405. 

form  of  application  for,  473. 

declaration  in  support  of  application  for,  474. 

"Capital  and  Counties  Bank,  The,"  279. 

"Caporal" 

cigarettes,  212. 

"  Captain's  Livx-and-Let-Live  Oyster  and  Dining  Saloon,  The," 
294. 
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"  Gabbolio  Acid  Soap  Powdxb/'  64. 

Cards, 

Great  Mogtil  stamp  on,  6. 
wrappers  for,  616. 

Caspbt 

cleaner's  mark  no  trade  mtfrk  in  the  United  States,  623. 

Cabpit 

stick,  90,  626. 

"  Cabbiagb  Bazaab,''  285,  293. 

Cab&ibb 

of  goods  falsely  marked,  208. 

"Cabcadb" 
ale,  74. 

Oabb, 

action  on  the,  13,  128, 172. 

Cabbs 

analogous  to  cases  of  trade  mark,  18,  271. 

**  Cabtlb  Album,"  64,  323. 

**  Catbkdish  Housb,"  294. 

"  Catitb  "* 

cigars,  52,  148. 

"  Cblebbaied  Stomaoh  BrriBBa,"  64 

"Cklluloid,"  151. 

"Cbhtenwiai.» 
clothing,  65,  74. 
wines,  65. 

Cbbtificatb 

of  judge  as  to  right  to  trade  mark,  390,  423. 
of  Board  of  Trade,  411,  425. 
of  comptroller,  463. 

to  be  evidence,  408,  440. 

general,  form  of,  490. 

form  of  request  for,  477. 


of  registration  for  use  abroad,  form  of,  489. 
form  of  request  for,  475. 


in  legsl  proceedings,  form  of,  488. 

form  of  request  for,  477. 

of  refosal  to  register,  26,  388. 

form  of,  491. 

form  of  request  for,  472. 
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cablet  and  mothan,  616. 

*'  CBAunoys " 
floury  66. 

CHAjrcEKT  Dmnov 

adminltlered  Trade  Maries  Begifltntian  Acta,  180. 

CHAKAcnBiancs 

of  registered  teade  marky  963. 

'*  CHAABOsnrxL  AHD  Wauoe,**  345. 

"  CHABnr,"  324. 

stoyes,  48,  65,  74,  148. 

''CflAlTKBBOV*151. 

'  *  CSEATIN^S  FlLTXBa,"  74. 

«  Chkbbt  Pictokal/*  63,  294. 

''  Chbbbt  8t.  Mills,"  82,  626. 

**  OHivfisi  LonxBNT,"  65. 

'^  Ohlo&odtkb,"  63, 72. 

'^Chkutt's  Minbtrbls,"  283. 

**Cbvbb*s  Patbht-Look  FiBB-Psoor  Safes,"  35. 

''Ghusoh  AjfD  State,"  321. 

ClBCUIT 

courts,  jurisdiction  of,  in  the  United  States,  625. 

OlBCULABfl, 

deceptive,  286. 

OiTiL  Remedy,  172. 

not  affected  by  conviction  under   the  Merchandise  Marks  Act 
1887, 165,  215. 

Oladc, 

forms  of  statements  of,  506,  507,  508. 

«  Olambbl's  " 
songs,  299. 

«'  Clabkb's  Pills,"  800. 

Olassbs 

of  goods,  registration  must  be  for  particular  goods  or,  10,  98,  366, 

389. 
infringement  must  be  by  use  on  same,  154. 
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Classhication 

of  goodB,  98,  360,  366,  428,  444. 

gaide  to,  460. 

—  cotton  marlu,  545. 

Clkbical 

error  in  registration,  correction,  of,  107,  405. 
form  of  request  for,  475. 

Clkbks, 

to  be  appointed  by  Board  of  Trade,  397. 

Clocks 

and  watches,  563,  614. 

'*  Club  Houss  Gin,"  62. ' 

"Cock" 
mark,  40. 

"CoooAiNB,"65,  72, 150. 

"  COCOATINA,"  150. 

"  Cos's  SUPEBPHOSFHATB  OF  LiMS,"  35,  151. 

"  COKEE  " 

canvas,  383. 

COLLAB-BOX, 

shape  of,  626. 

Collateral  Missefbeskntations 
do  not  disentitle,  14,  233. 

Collieries, 

use  of  name  of,  restrained,  298. 

"Collins  Co.  Habtioed  Cast  Steel  Warbanted,"  35. 
"  CoLONLiL  Life  Assurance  Co.,  The,"  278. 

Colonial 

trade  marks,  registration  of,  87,  412. 

COLOUB, 

when  it  can  be  claimed,  89. 

registration  of  trade  marks  in,  368,  378. 

: protects  in  all  colours,  98, 105,  368. 

restrictive  notes  on  the  register  as  to,  368. 
infringement  of  marks  registered  with  or  without,  139. 
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OOLOUBABLB  AUTHOBITT,  243. 

differences,  infringement  with,  140. 

*'  GoLTON  Dental  Rooms,  Thb,"  309. 

Combination 

marks,  88,  201,  645. 

of  n&me  with  mark,  no  abandonment,  124, 197. 

<<  COMHBBCIAL  TbAVBLLBB  AND  MbBOANTILE  JoUBNAL,  ThB,"  321 

Commission  Mbbohants,  207. 

commissionebs  op  customs, 

Regulations  to  be  made  by,  559. 

COMMISSIONBRS  OF  PaTBNTS, 

functions  of,  transferred  to  Board  of  Trade,  180. 

instructions  given  by,  to  Manchester  Committee  of  Experts,  547. 

Committal, 

motion  for,  195. 

delay  in  respect  of,  227. 

costs  of,  196,  262. 

CoMMHTEE  OF  ExPEBTS  FOB  CoTTON  Mabks.    See  Monckester  CommUUe 
of  Experts. 

Common  Law 

remedy,  13,  128,  172. 
development  of  law  of  trade  marks  at,  7. 
requisites  to  entitle  to  damages  at,  7. 
fraudulent  intention  at,  8,  13,  128,  174, 175. 
injury  to  the  plaintiff  must  be  shown  at,  177. 
Equity  at  first  followed  the,  182. 

Common  Mabk, 

no  exclusive  right  in,  11. 

removable  from  register,  370,  401. 

burden  of  proof  is  on  person  alleging  that  mark  is,  383. 

delay  may  make  mark  a,  223. 

registrable  as  an  addition,  381. 

effect  of  registration  of,  384,  387. 

disclaimer  of,  105,  460. 

Common  Repute, 

acquistion  of  trade  marks  by,  95. 

Common  Useb, 

statements  in  application  for  registration,  no  evidence  of,  59, 383. 

Companies  Act,  1862.     See  StaMttes, 
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ConPAirr, 

name  of,  278. 

descriptive,  280. 

registrable  under  the  Companies  Act  1862,  281. 

application  for  registry  by,  103,  428,  469. 

COIGPASISON 

between  conflicting  marks,  manner  of,  378. 

COIGPBOMISB, 

costs  in  case  of,  283. 

of  criminal  proceedings,  550. 

Comptroller-Gene&al, 
office  of,  396. 
definition  of,  417. 

subject  to  Board  of  Trade,  180,  396. 
discretionary  powers  of,  361,  407,  431. 
may  take  directions  of  law  officers,  407. 
may  correct  clerical  errors,  405. 

not  to  refuse  registration  without  hearing  applicant,  106,  407. 
costs  of,  in  registration  cases,  268. 
to  have  notice  of  applications  under  sec.  90,  438. 

sec.  92,  406,  438. 

certificate  of,  463.     And  see  Forms. 

to  be  evidence,  408,  440. 

annual  report  of,  410. 

CONCCTERKNT 

rights  in  same  trade  mark,  118,  123. 

"CONDISAinTAS,"  150. 

"CoNDYs  Fluid  Co.,  The,"  280. 

CoNrLlCT 

of  laws,  17. 

CONFLICTrNO 

claims  to  registration,  107,  373,  378. 
mode  of  trial  of,  373. 
by  special  case,  437. 

''  CoNosBss  Sprxng  " 
water,  65,  80. 

ComnBonoN 

of  trade  mark  with  goodwill,  11,  18,  108,  372,  386. 

Construction, 

principle  of,  56,  59. 
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'*  contbhpo&ast  review  "  318. 

Contempt, 

committal  for,  196. 

CoimzruANCB 

of  registration,  390. 

forma  of  application  for,  479. 

ComnyuATioN 

of  title  to  trade  markS|  11, 119. 

CONTBiLCT, 

questionB  of,  in  respect  of  trade  marks,  210.  . 

' names,  301. 

trade  secrets,  313. 

for  purchase  of  marked  goods,  214. 

COKVKNTION, 

the  International,  527. 

"  Ck>NyKTANCE  COMPANT,  ThB,"  312. 

use  of  name  of  hotel  on,  restrained,  297. 

CoirnonoNs 

for  false  pretences,  166. 

COPY&IOHT, 

trade  mark  distinguished  from,  15. 

no,  in  title  of  publication,  324. 

Acts,  registration  of  trade  marks  under,  is  useless,  16,  324. 

the  word,  will  not  be  registered,  366,  461. 

"  Corn  " 

tobacco,  74. 

COBPORATB  BODT,  361,  417, 428. 
COBKBOTION 

of  clerical  errors,  405. 

form  of  request  for,  476. 

Costs, 

in  actions,  general  rule  as  to,  268. 
nominal  damages  sufiBcient  to  carry,  258. 
paid  by  plaintiff,  though  relief  granted,  258. 
not  given,  though  relief  refused,  228,  259. 
made  costs  in  the  cause,  260. 
apportionment  of,  260. 
of  unfounded  charges,  261. 
of  an  unnecessary  account,  261. 
scale  of,  when  defendant  submits,  261. 
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G08TB — eontin%ted. 

of  motion  to  commit,  196,  262. 

of  appeal,  262. 

in  case  of  compromise,  263. 

where  no  previous  notice  given  to  infringer,  265. 

infancy  does  not  excnse  from,  266. 

occasioned  to  a  third  party  by  defendant's  fraud,  177,  266. 

when  solicitor  and  client,  given,  390,  423. 

in  registration  cases,  267,  371. 

paid  by  Sheffield  Cutlers'  Co.,  267. 

not  given  where  each  side  partly  successful,  267. 

paid  by  successful  applicant,  268. 

of  comptroller,  268. 

when  he  opposes  application,  268,  380. 

extent  of,  268. 

of  application  to  rectify  the  register  by  removal,  269,  405. 
security  required  for,  on  opposition  to  registration,  370. 
of  opposition  may  be  awarded  by  comptroller  when  application 
abandoned,  270,  371. 

ConoK 

cloths,  trade  mark  indicative  of  printer  of,  4,  200. 
marks,  registration  of,  104,  379. 

rules  as  to,  now  repealed,  544. 

Manchester  office  for  exhibition  of,  463,  545,  549. 

time  for  applying  for  registration  of,  545. 

when     combination 

marks,  545. 

dassification  of,  by  Manchester  Committee  of  Experts,  545, 

546. 

instructions  for,  546. 


in  B  list  formerly  not  registered  without  Order  of  Court, 

546,549. 
added  to  lists,  547,  549. 

in  A  list,  application  for  registration  of,  547,  549. 
advertisement  of,  548,  549. 
time  of  registration  of,  548,  549. 
not  to  be  registered  except  as  prescribed,  548. 
application  for  registration  of  new,  548. 
now  on  the  same  footing  as  other  trade  marLs,  644. 
name  of,  to  be  stated  in  application,  459. 


"CouaH  Rbmedt,"  63. 

CouKOZL,  Ob  DEBS  IN.     See  Orders  in  Qynncil, 
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Gountib-Olaim, 

injunction  granted  on,  188. 

GouNTBA-STATEinirr,  106,  370. 
fonn  of,  463,  482. 
groTindB  of,  4d6. 

OoUET, 

definition  of  the,  415,  417. 

in  Scotland,  414. 

reference  of  appeal  from  the  Comptroller  to  the,  360,  371- 

manner  of  bringing  opposed  case  before  the,  370. 

submission  of  conflicting  claims  to  the,  373,  437. 

Ck)VENAirr 

by  servant,  benefit  of,  passes  with  goodwill,  328. 
by  vendor  of  goodwill  usual,  342. 

to  make  profitable,  343. 

by  purchaser  of  goodwill  to  keep  up  business  implied,  347. 

**  CJOVBKIWO," 

definition  of,  555. 

**Ceack-Peoof" 

indiarubber,  63,  625. 

Obest, 

as  a  trade  mark,  40. 

use  of,  may  be  restrained,  41. 

**  Oeesylic  Ointment,"  64. 

Oeiminal  pEosBcunoN,  161,  550. 

"  Obistallinb  " 

brilUants,  64,  633. 

"  Ceomag  Spbinqs,'*  80,  294. 

**Ceonioa,  La,"  322. 

"Ceonista,  Kl,"322. 

"Oeoss  Coiton,"  40,  145,  197. 

"Ceoup  Tinotuee,"  59,  63,  625. 

Ceowk, 

representations  of  the  royal,  will  not  be  registered  as  new  marks, 
or  parts  of  new  marks,  366,  462. 

"  Ceown  " 

clothing,  145. 

"  Ceown  Sbixo  " 

wine,  81,  152,  510. 
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*'  OuNBUBANOO  OurmKT  0.  O.,"  C3,  626. 

Customs, 

commiBsionerB  of.    See  Commimonen  of  Otutams, 
regiilatioiia,  566. 
general  orders,  573. 
wrongful  seizure  by,  561. 

CxTTLERs'  CoicPAinr, 

Acts  relating  to  the,  598. 

ordered  to  pay  costs  of  opposition,  267. 

registration  of  Sheffield  marks  by  the,  104,  391,  440,  463. 

form  of  appeal  from,  to  Comptroller,  478. 

CUTLRBT, 

marks  on,  598. 

condensed  milk,  145,  402. 

Damages,  13,  188,  255. 

affected  by  fraudulent  intention,  132. 
given,  though  no  fraudulent  intention,  176. 

special  damage  proved,  256. 

measure  of,  178,  256. 

at  least  nominal,  where  infringement,  178,  256. 
withheld  in  case  of  delay,  227,  256. 
election  between  an  account  and,  255. 
inquiry  as  to,  given  at  plaintiff's  risk,  257. 
costs  given,  though  only  nominal,  258. 

for  improper  solicitation  of  old  customers  after  sale  of  goodwill, 
343. 

Datb 

of  registration,  385,  436. 

—  establishment  appropriated,  308. 

"  Dave  Jones  " 
whiskey,  34,  65. 

<'  Day  and  Mabtin's  Blackiko,''  140,  287,  309,  510. 

Dead  Languaoes, 

trade  marks  consisting  of  words  from  the,  75. 

Death, 

transmission  of  trade  mark  on,  117. 

Dbosftion, 

actual,  131,  141. 
probable,  131, 142. 
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Daobptiov — continued. 

mutt  be  probable  for  iiijimction  to  iBiue,  142,  299,  322. 
of  fini  purchaier  immateruJ,  7,  128,  176. 
by  get-up  of  goods,  146,  152. 

Dioimrs 

drcnlan,  286. 

labels  and  notices,  909. 

marks  not  protected,  70, 112,  228. 

not  registrable,  380. 

or  descriptive,  marks  which  are,  70,  381,  625. 

Dbola&ation 

on  application  by  subsequent  proprietor,  114,  437. 

form  of,  471. 

on  application  by  registered  proprietor  for  cancellation,  126,  405. 

— — ^— form  of,  474. 

by  applicant  or  opponent,  499. 
by  infant,  lunatic,  &c.,  408. 
how  to  be  made,  441. 

Dbixkobs,  216. 

non-infringement,  216. 

no  registration  or  certificate  of  non-registration,  216. 

plaintiff  not  the  registered  proprietor,  218. 

plaintiff^s  trade  mark  bad,  219. 

«.^_^___  even  though  registered  for  five  years,  220. 

trade  mark  severed  from  goodwill,  221. 

lioence,  221. 

may  not  be  used  fraudulently,  221. 

delay  and  acquiescence,  222. 

marks  may  become  common  by,  222. 

^^^— ^^^— ^— — -  no,  where  no  knowledge,  225. 
plaintiff's  misrepresentation,  14,  70,  112,  228. 
improper  allegation  of  patent  by  plaintiff,  14,  235. 
inoperative,  242. 

ignorance,  242. 

no  intention  to  sell,  242. 

no  actual  deception  or  fraud,  7, 181,  242. 

immediate  purchasers  not  deceived,  176, 181,  242. 

indication  of  quality  as  weU  as  of  manufacturer,  243. 

words  ambiguous,  142,  243. 

only  part  of  mark  taken,  243. 

name  used  is  defendant's  own,  248. 

colourable  authority,  243. 

goods  are  plaintiff's  own  of  different  quality,  244. 

equality  in  quality,  8,  244. 
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Defences — cotUinued. 
ixiox>eratiye : 

addition  of  defendant's  name,  244. 

address,  244. 

word  **  Improved,"  245. 


user  by  others,  245. 
fraudulent  anticipation,  245. 
infringement  by  others,  245. 
a  plurality  of  marks  or  names,  198,  246. 
addition  in  practice  to  marks  as  registered,  245. 
infringement  in  district  of  a  licensee,  245. 
puffing,  246. 
slight  delay,  246. 
infancy,  246. 

defendant's  mark  registered,  246. 
interference  with  defendant's  business,  246. 
form  of,  509. 

Definition 

of  trade  mark  in  Merchandise  Marks  Act  1862,  24. 

1887,  552. 


Trade  Marks  Act  1875,  24. 
Patents  Act  1883,  363. 

-1888,  24,  363,  457. 


effect  of,  25. 


clause  in  Patents  Act  1883,  417. 

Merchandise  Marks  Act  1887,  552,  555. 

Delay,  222. 

may  make  mark  common,  223. 

on  motion  for  injunction,  224. 

at  the  hearing  or  on  demurrer,  224 

where  rights  not  actively  defended,  225. 

no,  where  no  knowledge,  225. 

may  affect  rights  against  unintentional  infringer,  132. 

by  retiring  partner,  226. 

on  appeal,  195. 

on  motion  to  commit,  197,  227. 

for  the  purpose  of  obtaining  evidence,  226,  246. 

indulgence  to  defendant  by  reason  of  plaintiff's,  227. 

no  account  or  damages  where,  227,  256. 

costs  not  given  by  reason  of,  228,  258. 

Dblivebt 

up  and  destruction  of  spurious  marks,  187. 

<<  Dbmocxatio  Bbpitblioan  New  Eka,  The,"  322. 
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*'  Duov  " 

noquets,  151. 
"Diirr" 

watohee,  84. 
Dbposit, 

legistration  by,  106,  369,  429,  548. 

«  DlBBY  " 

dry  plates,  160. 

"  DlBBINGBB  " 

pifltols,  84. 

DBSOBmiTB 

word  no  trade  mark,  11,  22,  63,  62, 199,  626,  632. 

user,  49. 

fancy  words  may  become,  122. 

list  of  words  which  are,  62. 

name  of  patented  article  is,  59. 

new  name  for  new  article  is,  61. 

effect  of  registration  of  mark  which  is,  56. 

or  deceptive,  marks  which  are,  70,  381,  626. 

'TlSICOATXD  OOD-FiBB,"  62. 

Dbsions, 

trade  marks  distinguished  from,  in  the  United  States,  622. 
marks  to  be  placed  on  registered,  696. 

DSBTBUOnON, 

delivery  up  of  spurious  labels,  &c.,  for,  187. 

DsTKBlONAnON 

of  doubt  as  to  olasBoa,  428. 

DivioE,  24,  37,  363. 

"Diamond" 

cast  steel,  402. 
powder,"  146. 
gem,"  151. 

Dii-Makbbs, 

defences  of,  under  Merchandise  Marks  Act  1887,  556. 

DlOBAXA, 

imitation  of  a,  299. 

DlSBOTIONS 

for  use,  310. 

DiBCLAIMBB 

of  non-essential  particulan,  26. 

of  common  marks,  105,  366,  382,  384,  399,  460. 

under  Act  of  1875,  384. 

under  Acto  of  1883-8,  384. 
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DiaOONTINUAlTCn 

of  trade  marks,  119. 

by  remoyal  from  regiater  for  non-payment  of  fees,  119. 

DuGOTSBT,  187,  247. 

principle  on  which  given,  247. 
not  given  where  oppressive,  247. 
given  where  necessary,  248. 
action  for,  against  earner,  209,  249. 
under  Merchandise  Marks  Acts,  250. 

DlSO&BTIONABY  P0WIB8 

of  comptroller,  the,  407,  431. 

DlBKNTTTLED, 

plaintiff  may  be,  by  his  own  misrepresentations,  14,  70,  223,  626. 

by  improper  use  of  word  ''  patent,''  14,  235. 

not,  by  reference  to  existing  patent,  though  of  doubtful  validity, 

239. 
not,  by  use  of  his  name  with  his  mark,  124,  198. 
not,  by  trifling  inaccuracies,  231. 
to  protection,  words  which  are,  not  registrable,  83,  380. 

DlSlOBSAL 

of  suit,  abandonment  of  trade  mark  by,  125. 

Disposal 

of  goodwill  on  dissolution  of  partnership,  349. 

Disputed  Claim 

to  registration,  comptroller's  duty  in  case  of,  373. 

Dissolution 

of  partnership,  116,  289,  349. 

Dissolve, 

« 

motion  to,  193. 

Distinction 

between  trade  mark  and  patent,  14. 
copyright,  lb, 

DiSTINOTIVl  WOEDS, 

what  are,  50,  64. 

extravagance  an  advantage  in,  71. 
specially  invented,  72. 
composed  of  existing  words,  73. 

geographical  names,  78. 

become  descriptive,  122. 
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DiSTmcnvBNBss 

requisite,  23,  38,  46,  365. 

DiSTTSBD  MaBK, 

infringement  of,  126, 156. 

''Db.  Hatnes'  Arabian  Balsam,"  36. 

''Db.  Johnson's  Ointment,"  315. 

"  Db.  MoLanb's  Pills,"  33.  • 

"De.  Mobsb's  Compound  Stbup  of  Yellow  Dock  Root,"  151. 

Doo  AND  PoBBiDOB  PoT,  Thb,  145,  379. 

*'  Doo-Bband  " 
files,  145,  379. 

"Doo*s  Hbad" 
beer,  145. 

"  Douglas  &  Co.,"  285,  339. 

Dbawinos,  617. 

"Dbuooist's  Sundbibs" 
cigars,  63,  625. 

"  Dublin  Soap,"  65,  71,  80,  626. 

Duration 

of  registration,  119,  390. 

"  DUBHAM  " 

tobacco,  65,  82, 148, 626. 

" Eagle  " 
mark,  40. 

Eably 

use  of  trade  marks,  6. 

"Economic  Oonyetancb  Co.,  The,*'  302. 

''Edblweiss" 

perfume,  65,  71. 

"  Edinbuboh  Oobbespondbnt,  The,*'  320. 
Philosophical  Journal,  The,*  320. 

Editob, 

name  of,  302. 

Etfbct 

of  registration  of  desoilptive  mark,  56. 

'<Bgg  Macaboni,"  63,  71,  198,  381,  626. 
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Elbction 

m 

between  account  and  damages,  256. 
''Ei.EcrrBic  Yelvbtsut,"  46. 
"  EuscTKo-SiLicox/'  66,  72,  15L 
"Ulectboid"  Anh-Foulhtq  CoMPOBinoir,  46,  402. 


necessary  to  found  joiisdiotion,  187. 

"Elephant*' 

cotton  goods,  40. 

''  Elisb,  Miu>AMB,"  283. 

'^  Elkikgton's  a  Spoons,"  167. 

<'  Emollio  "  Toilbt-Cbxam,"  46,  52. 

Employment, 

former,  may  be  stated,  291,  357. 

Bbgland, 

hall  marks  in,  602. 

Ehobayeb, 

infringement  by,  169,  207. 

Engbavinos, 

marks  to  be  placed  on,  614. 

Enlasoiment 
of  time,  439. 

"  End's  Fbuit  Salt/'  148. 

"  Entered  at  Stationxbs'  Hall," 

the  words,  will  not  be  registered,  366,  462. 


to  be  made  in  register,  390. 
fabrication  of,  407. 

Entky 

of  rectification  in  register,  438. 

"  Equal  to  Day  and  Maetdt's,"  309. 

Equality 

in  quality  no  defence,  8,  244. 

Equity,  9, 128, 179. 
remedy  in,  13, 187. 
principles  adopted  in,  180,  188. 
at  first  followed  the  law,  182. 
question  as  to  foundation  of  jurisdiction  in,  183. 
in  what  sense  fraud  is  required  in,  178, 180, 186. 


] 
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"Era,  Thb,"  322. 

BBAflXTKX 

of  ipuriouB  marks,  188. 

"  BasxNOE  OF  Anohoyixs,  Bubobss'i"  29. 
Beef,  Brand's,"  195. 
original  maker  of,"  308, 

EsaxNTiAL  Pabuculaks 
of  trade  mark,  106,  363. 
infringement  must  be  of,  138,  366 . 

of,  throws  burden  of  proof  on  defendant,  138. 

may  not  be  altered,  364,  406. 

EtTABLISHMENT, 

fraudulent  use  of  name  of,  293. 

Etohinos,  312. 

"  Ethiopiait  ** 

stockings,  64,  80. 

Eton  Arms,  Thx,  383. 

"  Eton  "  Cioarbttks,  61,  230,  402. 

"  Eu&SKA  Shibtb,"  66,  76, 198. 
manure,"  66,  76. 

"  Eyaporatbd  " 

articles  of  food,  63,  626. 


ti 


Byrrbtt's  Prrmdbr  Blaokino/*  66,  166. 

Eyidrnce,  192,  439. 

of  proprietor's  right,  registration  is,  137,  386. 
of  common  user,  statements  in  applications  for  registration  tie 
not,  69,  383. 

must  be  produced  by  person  alleging  it,  383. 

of  experts  as  to  similarity,  value  of,  141. 

of  fraud,  133,  286. 

certificate  of  comptroller  to  be,  408. 

sealed  copies  of  register  to  be,  398. 

delay  for  the  purpose  of  obtaining,  226,  246. 

Exact  Fao-Similr 

not  required  to  constitute  forgery,  166. 

"  Exactly  12  Yards,"  77. 
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"  EXCXLSIOR  *' 

Boap,  66,  75, 198. 
itoTes^  66. 

EXCLXTBITE  USB 

of  trade  mark,  386. 

Exhibition 

medalB,  206,  366,  696. 

BzpsBT  EyiDnrcB, 
Talue  of,  141. 


for  cotton  marks,  committee  of.     See  Manchester  CommiUee  of 
Experts. 

EXPOBTEB, 

manufacturer  and,  4,  201. 
merchant  and,  201. 

EZFBBSSIOirS 

generally  understood  may  be  employed  in  marks,  notwithstanding 
the  proTisions  of  the  Merchandise  Marks  Act  1887, 165,  561. 

EZFUKOING 

trade  mark  from  register,  399. 

EXTKNT 

of  account,  264. 
"ExTBA  G"  Oahvas,  383. 

EXTBACTS 

from  register,  398. 

EXTBAYAQANOB 

an  advantage  in  fancy  names,  71. 

"  Fabbr  " 

pencils,  34. 

Fac-Simxlb, 

to  constitute  forgery  there  need  not  be  an  exact,  166. 

Fact, 

intentional  mis-statement  as  to,  criminally  punishable,  170. 

Faib  Usbb 

of  mark  tendered  for  registration  to  be  assumed,  378. 

"  Faibbakkb'  Patbht,"  63,  71. 

Falsb  Pbetbnobs,  13, 161, 166,  167. 

as  to  weight,  170. 

without  words,  171. 
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Fjxsb 

representationB,  general  law  as  to,  174. 

by  plainiiff,  a  ground  of  defence,  228. 

trade  description,  163,  553. 

FALSmOATION 

of  entries  in  register,  407. 

Familt 

names,  no  exdosiTC  right  in,  apart  from  business,  272. 

'<  Familt  Salvb,'*  52,  65, 148. 

Fakot  Words,  44,  363. 
definitions  of,  44. 
must  be  distinctive,  44,  46,  363. 
must  be  not  in  common  use,  44,  47,  363. 
list  of,  46. 

"  Favobita  "  Floub,  66. 

Fees 

for  registration,  391,  427. 

table  of,  442. 

how  payable,  454. 

form  of  transmission  of,  469. 

removal  of  mark  from  register  for  non-payment  of,  119,  390. 

'*  Febndalb  " 
coal,  80. 

''  Fsrko-Phosphokated  Elixib  of  Calduta  Bake,"  62. 

FlOUBBB, 

numerical,  83,  86,  363,  626. 
"FiKCH  AND  Co.,"  289,  339. 

FiBM, 

application  for  registry  by,  103,  428,  459. 
name.     See  Trcuie  Name. 

part  of  goodwill,  335. 

how  continuing  partners  may  use,  354. 

former,  may  be  stated,  291. 

FntST  PaBOHASBE, 

deception  of,  immaterial,  176,  18],  242. 

Flags, 

national,  of  Great  Britain  will  not  be  registered  as  new  marks  or 
parts  of  new  marks,  366,  462. 
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''  Flor  Fina  Praibie  Supxriob  Tabac,"  75. 
"Foijt's  Patent  Valves,"  61. 

FOBXION 

language,  trade  marks  consiBting  of  words  from,  75,  459. 

false  statement  in,  232. 

firm,  rights  of  agent  for,  156. 

subjects,  protection  of  trade  marks  of,  16,  91,  361,  411,  412. 

new  enactments  with  respect  to,  87,  93,  361,  411. 

user,  not  equivalent  to  English  user,  17,  50,  377. 
fraudulent  samples  imported,  189. 

countries,  form  of  certificate  of  registration  for  use  in,  488. 
request  for  certificate  of  r^istration  for  use  in,  477. 

FOBOBBY, 

at  Common  Law  infringement  no,  161. 
under  Merchandise  Marks  Act  1887,  164,  554. 

FOBU  OF 

application  for  hearing  by  comptroller,  466. 

. registration,  467. 

— of  old  corporate  mark,  481. 

additional  representation,  468. 
receipt  of  application,  483. 
*     authorisation  of  agent,  483. 
advertisement,  484. 
transmission  of  fee,  469. 
notification  of  registration,  485. 

of  subsequent  proprietor,  486. 

request  for  copy  of,  478. 

certificate  of  registration  for  use  abroad,  488,  489. 

request  for,  475. 

—  in  legal  proceedings,  488, 489. 

request  for,  476. 


notice  of  appeal  from  Cutlers*  Co.,  SheflBeld,  to  comptroller,  478. 

to  Board  of  Trade,  469. 

_ case  on,  499. 

certificate  of  refusal  to  register,  491. 
request  for,  472. 

special  case,  500. 

application  for  settlement  of,  476. 

notice  of  opposition,  470. 

grounds  of,  492. 

counter-statement,  463,  482. 

grounds  of,  495. 

statutory  declaration  in  support  of  application  or  opposition,  499. 


670  IKDBZ. 

FoBM  OF — cofUinued. 

summonB  for  leave  to  register,  501. 

notioe  of  motion  for  leave  to  regiBter,  602. 

applicaition  for  alteration  of  address,  472. 

request  for  correction  of  clerical  error,  475. 

notice  of  motion  for  leave  to  add  to  or  alter  a  mark,  502. 

request  and  declaration  by  subsequent  proprietor,  471. 

application  for  cancellation,  473. 

declaration  in  support  of,  474. 

notice  of  motion  for  rectification  of  the  register,  502. 

order  for  rectification,  473. 

general  certificate  of  comptroller,  477,  490. 

request  for,  477. 

notices  to  transmit  fee  for  continuance,  486,  487. 
transmission  of  fee  for  continuance,  479. 

additional  fee  for  continuance,  479. 

restoration  to  register,  480. 

writ  of  summons,  with  indorsement,  604. 

notice  of  motion  for  injunction,  605. 

statement  of  claim,  606,  607,  608. 

defence,  609. 

reply,  609. 

summons  to  stay  proceedings,  609. 

injunctions  and  orders,  610 — 626. 

FoKMS,  427,  444. 

list  of  stamped,  466. 
places  where  stamped,  obtainable,  455. 
in  which  injunctions  granted,  194. 
and  precedents,  465. 
And  see  Precedentt, 

FORMEB  EbCPLOTHBNT 

may  be  stated,  291. 

"Frank  Leslie's  Illttbt&atbd  Nbws,"  286. 

**  Franks'  Spicmo  Solution  of  Copaiba,"  310,  519. 

Fraud,  7,  13,  62,  128,  132, 174, 186, 189,  242. 

in  what  sense  there  must  be,  for  infringement,  9, 186. 
actual,  always  restrained,  62,  217. 
shown  by  purchasing  right  to  use  name,  33. 
question  of,  is  for  the  jury,  when  there  is  one,  175. 
circumstances  pointing  to,  133,  285. 

to  absence  of,  136. 

disentitling  plaintiff,  14,  228. 

by  defendant,  punished  by  refusal  of  costs,  859. 
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Fraud — eontmued. 

unjustifiable  charges  of,  punished  in  respect  of  costSi  261. 
costs  incurred  by  defendant's,  recovered  from  him,  177,  266. 
on  the  public,  212,  221,  228. 
evidence  of,  286. 

Fbaudulent 

additions  to  and  alterations  of  marks,  164. 
get-up  of  goods,  146,  152. 
partnership,  287. 

use  of  name  of  establishment,  293. 
trade  marks  in  tobacco  trade,  230. 

Fbaudulent  Intektion 

does  not  increase  injury  wrought  by  infringement,  129. 

may  a£fect  account  or  damages,  132. 

may  render  further  inquiry  unnecessaiy,  133. 

continuance  of  infringement  after  complaint  shows,  133,  176, 184, 

276,  319. 
unnecessary,  when  mark  registered,  137. 
need  not  be  proved  in  cases  of  trade  mark,  9,  12,  13,  130,  176, 

181,  242. 

trade  name,  274. 

title  of  publications,  319. 

must  be  proved  when  defendant  is  merely  using  his  own  name,  28. 
agreement  will  not  be  enforced,  212. 
sx>eculation,  no  relief  given  in  cases  of,  233. 
use  of  testimonials,  310. 
secret,  316. 

Fbebmasons'  Emblbms 
as  trade  marks,  40,  625. 

"FBByoH  "  Paints,  63,  71,  82,  381,  626. 
Dyeing  and  Gleaning  Co.,  The,"  280. 

"FrigiDomo" 
canvas,  52. 

"  Feuit  Salt,  End's,"  55,  64,  65,  148,  402. 
vinegar,  64. 

"  FuLLwooD  &  Oo^"  285. 

Function 

of  trade  mark,  2. 

"  FuB  Familibn  Gbbrauoh,"  63,  78,  626. 

*'  Galaxy  Publishing  Co.,  The,"  281. 

**  Gaenhart's  Old  Bourbon,"  151. 
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"  Gaseous  Fluid,"  63. 
"Gmc  '*  AiB-GuN,  46,  65,  401. 

GiNKBAL  PbIXOIPLE 

of  trade  mark  law,  1. 

*'  Gknrral  Revebsionabt  vAnd  Inybstmbnt  Oo.  ,  The,"  280. 

GsNoiNB  Mark,  • 

improper  use  of,  158,  170.  * 

Genuineness, 

misrepresentations  of,  307. 

GBoaBAPHiCAL  Names,  48,  78,  364. 
American  rule  as  to,  82,  626. 

«  German  Sibup,''  65,  71,  83,  381,  626. 

Get-up 

of  goods,  deceptive,  146,  152. 

"  GlANAGUS' 

cigarettes,"  401. 

"  Glenboio  " 

bricks,  204,  205. 

"  Glendon  " 
iron,  82. 

"Glsntield  " 

starch,  80,  152,  512. 

**  Glbnoowrib  Blend  ot  Fine  Old  Highland  Whiskst,"  46,  40 1. 

"Glenlivbt" 

whiskey,  250,  401,  403. 

"Globe" 
steel,  145. 

Gold 

and  silver  plate.    See  HaU  Marks, 

Gold  Medal, 

injunction  nofe  granted  to  restrain  untrue  assertions  as  to,  66. 

"  (xOLDEN  CbOWN  " 

cigars,  65. 

"  Golden  Lion,  The,'  *  294. 

"  Golden  Ointmbnt,*'  63. 

Goods, 

registration  must  be  for  particular  goods  or  classes  of,  10,  366 ; 
and  mark  can  only  be  protected  for  those  goods,  101. 
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GrooDS. — continued . 

guide  to  daBsification  of,  460. 

rf  gistration  of  a  series  of  marks  differing  only  in  statements  of 

the,  367. 
definition  of,  under  Merchandise  Marks  Act  1887,  553. 

*'  Goi^Ds  AND  Chattels/* 

withittihe  Bankruptcy  Act,  trade  mark  is,  11,  114. 

OOODWILL, 

▼alueof,  326. 

connection  of  llade  niarks  with,  11,  18,  108, 109,  326,  372,  385. 

trade  mark  cannot  be  severed  from,  108,  118,  221,  327. 

trade  mark  passes  with,  109,  326,  337. 

provisions  of  the  Registration  and  Patents  Acts  with  respect  to, 

327. 
what  constitutes,  327. 
formerly  treated  as  always  local,  328. 

'  not  so  now,  329. 

importance  of  local  connection  to,  329. 

of  public-house,  329. 

another  view  of,  330. 

in  learned  professions.  330. 

division  of,  into  personal  and  local,  330,  348. 

into  goodwill  of  profession  and  of  trade,  331. 

of  a  profession  held  to  be  assignable,  331. 

assignability  of,  doubted,  331. 

sale  of,  enforced,  332. 

devolution  of,  on  dissolution  of  partnership,  332. 

on  death,  333. 


rights  on  sale  of,  333. 
incidents  of,  334. 


of  a  trade,  incidents  of,  334 

universally  valuable,  335. 

firm  name  part  of,  271,  335. 

sale  of,  specifically  enforced,  336. 

connected  with  the  business,  337. 

vendor  of,  after  sale,  may  set  up  new  business,  288,  338. 

user  of  old  trade  name  by,  338. 

formerly  restrained  from  soliciting  or  dealing  with  former 

customers,  339. 
not  now  restrained  from  dealing  with  former  customers, 

340. 

nor  from  soliciting  them  after  compulsory  sale,  340. 

^— voluntary  sale,  341. 


express  restrictive  covenant  by,  usual,  342. 

X  X 
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Goodwill — eoniifiued. 

Tender  of,  damages  in  respect  of  improper  solicitation  by,  343. 
vendor  of,  coyenant  by,  to  make  profitable,  343. 
rights  of  purchaser  of,  344. 

■    with  reject  to  trade  name,  344. 


mortgagee  of,  with  respect  to  trade  name,  347,  348,  349. 

implied  contract  by  purchaser  of,  to  keep  up  business,  347. 

is  partnership  assets,  349. 

disposal  of,  on  dissolntion,  289,  349. 

what  terms  in  partnership  articles  include,  350. 

cannot  be  monopolised  by  one  partner,  when  no  articles,  289, 351. 

does  not  survive  to  surviving  partner,  353. 

rights  on  dissolution  of  partnership  by  retirement  or  death,  and 

sale  of,  356. 
right  of  election  in  respect  of,  protected,  358. 
valuation  of,  358. 

^  GooDTBAK  Rubber,"  64. 

"  GoujtAUD's  OaiBNTAL  C&XAM,  OB  Maoioal  Bkaxttotbb  ,"  35,  65. 

''Qoubaud'b  Sons,"  286. 

**  GkaduatbdGboovblbss,  Dbill-btsd,  Gboukd  Down  "  Kebdlbs,  75. 

"  Grand  Master  " 
cigars,  66,  74,  903. 

"  Granolithic  " 

artificial  stone,  46,  64. 

"  Granulated  Dirt-Killer  "  Soap,  63,  625. 

''  Great  IXL.  Auction  Compant,  The,"  294. 

'*  Great  Mogul  " 
stamp  on  cards,  6. 

"  Grenade  " 

syrup,  65,  78,  148. 
fire  extinguisher,  46. 

*^  Grocer  and  On.  Trade  Review,  The,"  321. 

"Grosvenor  Library,  The,"  294. 

Gross, 

trade  mark  cannot  exist  in,  11, 108,  372. 

Groundwork, 

when  registration  of,  will  be  permitted,  366,  461. 

Growth 

of  Chancery  jurisdiction,  179. 
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''  GUARAHTBKD  CoBSBT,"  64. 

''  GuA&DiAK  Fibs  and  Litb  Absu&aitob  Oo.^  The,"  279. 

Guide 

to  classification  of  goodB,  460. 

"  Guinea  Goal  CoBfPANT,  The,"  279,  622. 

"  Guinness  *' 
stout,  160. 

Gun-Babbslb,  616. 

Hall  Makes 

in  England,  602. 

table  of,  607. 

in  Scotland,  608. 

table  of,  611. 

in  Ireland,  610. 

table  of,  613. 

for  imported  foreign  watch-cases,  664. 

table  of,  609. 

fraudulent  imitation  of,  167. 

Hallamshibe.     See  CvHeri  Campcmy. 

<<HAMBUBaTEA,"6d. 

"Hand* 
mark,  40. 

''  Hand  Gbbnade  Fibe  Extinouisheb,"  46,  401. 

"  Hanfobd's  Chestnut  Gboyb  Whiskey,"  36. 
"Hannay's  Elbotboid  Anti-Fouling  Composition,"  401. 
"  Habvey's  Sauce,"  67,  63, 196. 

"  Haxall  " 

goods,  148,  380,  627. 

"  Haynes'  Ababian  Balsam,"  36. 

"  Haywabd's  Ookeb  Cantas,"  402. 

Heading,  24,  39,  43,  363,  365. 

''  Health  Pbbsebtino  "  Oobset,  64. 

''  Heoeman's  Febbated  Elixib  of  Babk,"  64 

"  Hbmy's  Pianofobte  Tutob,"  320. 

"  Hebbaun  " 

medicine,  46,  402. 

XX2 
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"Heeo" 
jan,  ^. 

^'HioHLT  Concentrated  Compoukd  Fluid  Extract  op  Buchu," 
63,74, 

''  HoLBBOOK*B  School  Apparatus/'  56,  63. 
pioklM,  284. 

"  Hollowat's  Pills  and  OnmcsMT/'  29,  33. 

"  Holmes,  Booth,  A  Atwood  Manufacturino  Co.,  The,"  280. 

''HoMBWABHER,  The,"  64,  402. 

'*  HoMisoPATHic  Specifics,**  64. 

"Hood  &  Co.'s  Soluble  Sheep-Dip,"  36. 

''Hop  Bitters,"  64. 

Hops,  617. 

*'  Hostbtter's  Celebrated  Stomach  Bittebs,"  36, 156. 

"  Hostetter  and  Smith,"  151. 

Hotel, 

exoluuve  right  in  name  of,  protected,  295. 
name  of,  goes  with  building,  296. 

House, 

no  exclosive  right  in  name  of  private,  295. 

"  Howe  " 

sewing  machines,  34. 

"  Howqua's  Mixture,"  64,  229. 

'*  Hoxie's  Mineral  Soap,"  36,  66. 

Humourist, 

name  of,  298. 

"  HuNTADi  Janos  " 
water,  156. 

'*  IXL.  General  Merchandise  Auction  Store,  The,"  294. 

Identical, 

or  nearly  identical  marks  not  to  be  registered,  373,  374,  437. 

Ignorance 

of  plaintiffs  rights  no  defence,  242. 

Illegal 

trade  marks  not  to  be  registered,  397 
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Immediate 

purchaser  not  deceived,  no  defence,  7,  12,  128,  242. 

Immoral 

trade  marks  not  to  be  registered,  397. 

"  Impksial  " 
soap,  74,  148. 

Imfbbtinsnt 

charges  disallowed,  191. 

LCPOBTAHON 

of  fraudulent  samples  is  infringement,  189. 
prohibition  of,  559,  563. 

Imfobtbb 

of  goods,  trade  mark  may  indicate,  4. 

iMFROyEB 

of  goods,  trade  mark  may  indicate,  5. 
"  Indbpsitdknt  National  Ststbu  or  Penmanship,  The,"  321. 
"Indl4  and  China  Tea  Co.,  The,"  281. 

"  India-rubbeb  Comb  Co.  of  New  Tore,  The/'  627. 

Indian 

trade  marks,  registration  of,  412. 

Im  DIVIDUAL, 

trade  name  consisting  of  name  of,  282. 

Indorsement 

on  writ,  form  of,  505. 

Irduloencb 

to  defendant  who  infringed  innocently,  132, 189. 
plaintiff  having  delayed,  227. 

Iktanct 

is  no  defence,  246,  266. 

Intant, 

declaration  by  an,  408. 

Inferiobitt 

in  quality  of  spurious  goods,  not  material  to  relief,  8,  138,  244. 

Infringement,  12, 127. 
requisites  for,  127. 
fact  of,  127. 

in  a  single  instance,  128. 

fraudulent  intention  in,  128,  130,  181,  186,  189. 
without  deception  of  immediate  purchaser,  128,  181. 
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iHFBDioncBifT — eontinued. 

without  proof  of  aetnal  deoepiioii,  131. 

indnlgenoe  in  cmos  of  nnintentioiuJ,  132, 189. 

continnaDoe  of,  after  complaint,  ahowa  fiMidalent  intention,  133^ 

176,  184,  276,  319. 
of  regiateied  trade  mark,  fraud  immaterial  in  caaea  of,  137. 

mnat  be  of  mark  aa  registered,  137. 

eaaeniial  particular,  138,  366. 

of  namea  aa  old  marka,  138. 

aa  new  marka,  138. 

of  marka  registered  with  or  without  colour,  189. 

of  numeral,  189. 

of  title  of  aong,  323. 

what  constitutes,  140. 

teste  of,  12, 141, 187. 

by  actual  deception,  141. 

delay  for  purpose  of  obtainiug  eyidenoe  of,  141. 

by  probable  deception,  142,  242. 

without  identity  of  maika,  143,  149. 

where  ordinary  puichaaera  purchaaing  with  ordinary  caution  may 

be  deceived,  143. 
by  uae  of  a  mark  calculated  to  give  a  deceptive  name  to  the  goods, 

144. 
of  essential  part,  148. 
of  part  of  mark  only,  243. 
of  general  appearance,  148. 
with  colourable  differences,  149,  160. 
by  imitation  of  mode  of  packing,  152. 
in  consequence  of  a  trap,  154. 
must  be  in  respect  of  same  dass  of  goods,  98, 164. 

goods  coTered  by  plamtifTs  registntion,  101 . 

of  disused  mark,  126,  166. 

by  use  of  a  regirtered  mark,  157. 

man's  own  name,  27. 

crest,  40. 

by  new  use  of  old  mark,  100. 

by  improper  use  of  genuine  mark,  158. 

by  importation  of  fraudulent  samples,  189. 

l^  use  of  moulded  bottles,  158. 

by  engraver,  169,  207. 

by  servant,  206. 

by  agent,  207. 

by  commission-merchant,  207. 

remedies  for,  13, 161. 

criminally  punishable,  13,  161. 
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iNFSiNOKBiaiiT — continued. 

not  a  forgery  at  Common  Law,  161. 

may  be  false  pretences,  161 . 

is  forgery  under  the  Merchandise  Marks  Acts,  162. 

dvil  remedy  for,  173. 

measure  of  damages  recoverable  for,  178. 

entitles  to  nominal  damages  at  least,  178. 

though  spurious  mark  affixed  by  a  third  party,  189. 

risks  incurred  by,  215. 

by  others  is  no  defence,  245. 

no  notice  necessary  before  taking  proceedings  for,  265. 

XinTiAi.8,41,  83. 

iHjrKOTiON,  13,  187,  215. 

plaintiff  entitled  to  protection  of,  263. 

formerly  anciUary  to  account,  205. 

not  so  now,  206. 

account  incident  to,  252. 

though  only  one  case  of  infringement,  128. 

not  granted,  where  trap  laid,  154. 

to  restrain  harmless  misrepresentation,  9. 

use  of  word  not  distinctive,  66. 

granted  in  all  cases  of  actual  fraud,  62,  217. 

though  spurious  mark  affixed  by  a  third  party,  189. 

to  restrain  imitation  of  mode  of  packing,  152. 

name  of  hotel,  295. 

title  of  song,  323. 

trade  libel,  305. 

use  of  trade  secret,  313. 

untrue  assertions  of  plaintiff's  retirement,  290. 


not,  to  restrain  use  of  name  of  private  house,  295. 


forms  in  which  granted,  194. 
interlocutory,  191 . 
form  of  notice  of  motion  for,  505. 
delay  as  a  defence  on  motion  for,  224. 
enlarged,  197. 

Ihjttvotions 

and  Orders,  precedents  of,  510. 

Ikju&ioub  Usb  of  Namb,  302. 

Ikjurt 

to  the  plaintiff,  there  must  be,  at  Common  Law,  177. 
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"  LffiaaHowKN  " 
whiakey,  64. 

Ihkoobnt 

offender,  indulgence  to,  1S2,  189. 
vendor  of  goods  falsely  marked,  177. 
bailee  of  goods  falsely  marked,  208. 
mortgagee  of  goods  falsely  marked,  209. 

Inopxbatitb 

defences,  242. 

Inquiry 

as  to  damages  given  at  plaintiff's  risk,  257. 

Insobiptiovs 

claimed  as  trade  marks,  74. 

Inbpeotion,  188,  216,  247,  250,  251. 
of  register,  398,  438. 

iNBTSuonovs 

to  persons  applying  for  registration  of  trade  marks,  454. 
to  Manches^r  Committee  of  Experts,  546. 

oil,  66. 

IHTAMTIOK 

to  defraud,  formerly  necessary  at  Common  Law,  8, 128,  174, 175. 
not  necessary  in  equity,  9,  177,  181,  186. 

Intsrdict 

in  Scotch  law,  193. 

iMTSRrSBENOB, 

declaration  of,  628. 

with  defendant's  business  caused  by  injunction  no  defence,  246. 

Iktbbloccttobt 
injunction,  191. 

Ihtxbnational 

arrangements,  18,  411,  527. 

"Intimidad** 
cigars,  76. 

iNTBODncnov, 
general,  1. 

Intsittkd 

words,  47,  363. 

"  Inyioobatob  " 

spring  bed-bottoms,  66,  633. 


IKDEX.  681 

"Ihvisiblb*' 

face  powder,  63,  625. 

Ibslanb, 

reflerration  of  remedies  in,  415. 
HaU  marks  in,  610. 

"  Iron  BiTTBBs/' 64. 

"lEON-CfLAD" 

boots,  66,  74. 

"Ibon-stonb" 

water-pipes,  63,  626. 

"Ibon  Teadb  Oibculab,  Thb,"  320. 

Ibon  Wobk8, 

question  of  title  between  landlord  and  tenant  of,  199. 

*'Ikving  Housb,  Thb,"  296. 

IsLB  OF  Man,  415. 

Issue 

may  be  directed  on  proceeding  for  rectification  of  register,  lOT. 

**  Jambs'  Hobsb-Busteb,"  63,  399. 

"John  Bull  and  Bbitannia,  The,"  320,  517. 

"Johnson's  American  Anodyne  Liniment,"  63,  74. 

"Jubilbb  Note" 
paper,  46,  401. 

JuDicATUBB  Acts, 

effect  of,  on  trade  libel,  304. 
And  see  Statutes. 

"Jules  Juboensen  " 
watches,  34. 

"Julienne" 
sonp,  63. 

"  Junior  Army  and  Navy  Stores,  The,"  280. 

Jurisdiction, 

elements  necessary  to  found,  187. 
service  of  writ  out  of  the,  190. 

Jury, 

questions  for  the,  175,  176. 

infringement  case  is  properly  tried  without  a,  191 . 
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"Kalamazoo  Waggon  Co.,  Thb/*  280. 
"  Kathaibon/'  65. 

'*  KXTSTOMV  LiNS  " 

of  steamBhipi,  202,  297 . 
'*  KiTCHBN  Cbtstal  Soap,"  52,  66. 
''Kkights  of  Laboub/*  381. 

"  EOKOKO  " 

ootton  piece  goods,  46. 
'*  Eollbbuta/*  66. 

whiskey,  84. 

"  La  Pubbsa  " 
oigan,  230. 

Labbl,  24,  39,  363,  365. 
deceptive,  809. 
trade  mark  distinguished  from,  in  the  United  States,  622. 

Lachxs.    See  Delay, 

"  Lackawanna  " 
coal,  62,  82. 

''Laotopsftinx,*'  48,  65,  72, 150. 

''Lafekmx" 

cigarettes,  17. 

<<  Lanoabhibb  Swedish  " 
iron,  588. 

Langasteb  Palaunx  Coubt  or  Ghancxby,  106,  415,  425. 

"Langasteb" 

tickings,  71,  82,  626. 

Landlobd  and  Txnant,  199,  204. 

'*  Late  op,"  or  "  Late  With,"  291. 

Law  Oppicxb, 

definition  of,  417. 

Comptroller  may  take  directions  of,  407. 

Laws, 

conflict  of,  17. 

"  Lawfobd  " 

racquet,  46, 148. 
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<'  Lawbbncb  Feineb  Famhiin  Flannel/'  68,  78, 626. 

"  La2snbt's  Habtey'8  Sauob/'  196. 

"Lb  Coubt's  Chaicpaonb,"  277. 

Leabned  Pbofbssions^ 

goodwill  of.     See  GoodxciU. 

"  Leatheb  Cloth  Companies'  Case,"  230,  and  pauim. 

Legal 

author's  name,  299. 

personal  representative,  title  of,  to  trade  mark,  11,  117. 

action  not  continued  against,  197. 

practice,  goodwill  of.    See  Goodwill, 

proceedings,  form  of  certificate  of  registration  for  use  in,  488. 

request  for  certificate  of  registration  for  use 

in,  476. 

"  Lboislatube," 

definition  of,  418. 

"  Leopold  " 
cloth,  66,  73. 

**  Lbopoldshall  Kainit,"  80, 134, 150. 

"  Leslie's  Illustbated  News,"  286. 

of  brickworks,  question  between  suocessiye,  199. 

Lettebb, 

opening,  287. 

as  trade  marks,  83,  363. 

Libel, 

trade,  303. 

License,  221. 

proprietor  of  trade  mark  may  grant,  397. 

Licensed  Yictuallebs'  Relish,"  65, 73. 

''  Liebio's  Extbaot  of  Meat,"  62,  282,  306. 

Lien, 

wharfingers',  210. 

Limitation  of  Pbosecutions,  559. 

LiMITB 

to  Court's  interposition,  9. 
—  registration,  106,  371,  377. 

"  Lindsey's  LffPHOYED  Blood-seabcheb,"  35. 
Linen,  618. 


684  IKDBX. 

Linnsll's  Paintinos,  162. 

"  LlHOLBUM,"  63. 

"Lion" 

mark,  40,  65,  145,  626. 

LiTXRART  Publication, 
title  of,  316,  319. 

Talue  of,  317. 

fraudulent  intention  need  not  be  proved  in  cases  of,  319. 

deception  must  be  probable  in  cases  of,  322. 

protected  generally,  323. 

incidents  of,  324 

no  copyright  in,  324. 

must  be  actual  user  of,  326. 

protected,  though  work  out  of  print,  325. 

«  Little  Rsd  Book,  The,**  322. 

"  Litb-and-Let-Live  Dining  Saloon,  The,"  294. 

"LiVEBPOOL  " 

cloth,  65,  73. 
"Lobenthal's  Essentia  Antiphthisioa,'*  35,  65,  625. 

LOOAL, 

goodwill  formerly  treated  as  always,  328. 
not  so  now,  329. 

connection  still  of  importance,  329. 
and  personal  goodwill     See  Ooodwill. 

"  LOOHOELLY  " 

coal,  80. 

*'  LooH  Katrinb  " 
whiskey,  63. 

"Lodeb's  Violin  School,*'  321. 

"  London  " 

animal  foods,  71,  82,  381,  626. 

and  County  Banking  Co.,  The,"  280. 

and  Provincial  Law  Assurance  Society,  The,"  278. 

Assurance  Company,  The,"  279. 

Conveyance  Company,  The,"  312,  520. 

Journal,  The,"  320,  516. 

Manure  Co.,  The,"  278. 

"  LONDONDERBY  WaLLSBND  " 

coal,  277. 
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"  Lone  Jack  " 

tobacco,  34,  148. 

Loss 

of  trade  mark,  11,  121,  390. 

Lunatic, 

declaration  by,  408. 

'*  Macassar" 
oHj  63. 

"  McCardel  House,  The,"  296. 

"  McGowAN  Bros.  Pump  and  Machine  Go.,  The,"  280. 

"  McLane's  Pills,"  33,  35. 

Machine, 

configuration  of,  89. 

"  Madame  Elise,"  283,  289. 

Magazine,  317.    And  see  Literary  Publication, 

"Magnetic  Balm,"  66. 

"  Magnolia  " 

whiskey,  65,  74. 

"Mail,  The,"  322. 

"Maison  Boissier  de  Paris,"  293. 

"Maizena,"151. 

"Mammoth  Wardrobe,  The,"  62,  294. 

Man, 

Isle  of,  415. 

Manchester 

office  for  exhibition  of  cotton  marks,  463,  544,  549. 

applications  at  the,  106. 

committee  of  experts,  appointment  of,  545. 

duties  of,  546,  547. 

instructions  given  to,  546. 

— action  of,  546. 

effect  of  decisions  of,  546. 

additions  to  lists  of  cotton  marks  formed  by 

the,  547,  549. 

"Mandarin  Tea,"  383. 
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♦*  Manor  " 

tin- plates,  46. 

Manufacturer  of  Goods, 

trade  mark  may  serve  to  indicate,  4. 

and  printer  of  ootton  goods,  200. 

and  exporter  of  ootton  goods,  201. 

and  merchant,  202. 

and  patentee,  239. 

dealer,  or  trader,  definition  of,  553. 

Mark,  24,  38,  363. 

with  a  merely  mechanical  purpose,  no  trade  mark,  3,  41. 
representing  the  article,  no  trade  mark,  42. 
on  registered  designs,  596. 
And  see  Trade  Marh^  Old  Afarksy  New  Marks. 

"  Mark  Twain,"  298. 

Marked  Goods, 

contract  for  purchase  of,  214. 

"  Market  St.  Mills,"  82,  626. 

"Marshall's  Canada  Plates,"  214. 
celebrated  liniment,  64. 

Mason's  Hotel,"  297. 

Masonic  " 

cigars,  63,  625. 

emblems  as  trade  marks,  40. 

Massachusetts 

statute  as  to  names  of  partners,  287. 

Master  and  Servant,  203. 

Measure 

of  damages,  178,  256. 

Measures, 

weights  and,  592,  594. 

Medals, 

prize,  would  formerly  not  be  registered  as  new  marks,  or  parts  of 

new  marks,  366. 
not  BO  now,  366. 

false  statements  as  to,  not  restrained,  66,  206. 
Act,  the  Exhibition,  593. 
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Medical 

man's  name,  299. 

practice,  goodwill  of.    See  OoodwilL 

"  Medicated 

Mexican  balm,"  55,  64,  229. 
Prunes,"  63,  626. 

Medicine, 

goodwill  of  quack,  329. 

"Mblachrino" 

cigarettes,  232,  288,  521. 

^  Melrose  Favoubite  Haib  Bestorer,"  46. 

Merchandise  Marks  Act  1887,  550. 

offences  punishable  under,  163,  550,  554,  555. 
penalties  on  conviction  under,  551. 
defences  under,  551. 
definitions  under,  552,  555. 
when  use  of  word  ** patent"  allowed  under,  241. 
discovery  under,  250. 
limitation  of  prosecutions  under,  559. 
And  see  Statutes. 

Merchant 

and  exporter,  201. 
and  manu&cturer,  202. 

"Merchant  Banking  Co.  op  London,  The,"  280. 

Metal  Buttons,  615. 

"Mexican  Balm,"  55,  6i,  229. 

"Midland  Electric  Light  and  Power  Co.,  The,"  280. 

Military  Stores,  619. 

"  Milkmaid  Brand  " 

condensed  milk,  145,  402. 

"  Minerva,  Habana,  La," 
cigars,  383,  401. 

"  MiNTON  Brick  and  Tile  Oompant,  The,''  280,  285 

Misdemeanour, 

forgery  of  trade  marks  is  now  a,  162. 

"  Misfits  Parlours,"  294. 

Misrepresentation 

disentitling  plaintiff,  14,  70,  228,  229 
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not  disentitling  plaintiff,  14,  232,  240. 

in  foreign  language  may  disentitle,  232. 

as  to  mannfacturer,  233. 

collateral,  233. 

as  to  genuineness^  307. 

intentional,  as  to  fact,  criminally  punishable,  170. 

Mode 

of  packing,  152,  311. 

trial  without  a  jury,  preferable,  191. 

MOHUR, 

device  of  a,  369,  378. 

"  MOLINE  " 

ploughs,  82. 

"  MONOBRUT  " 

'    champagne,  46,  48,  73,  400,  402. 

MOMOORAM 

as  trade  mark,  41. 

Monopoly 

not  object  of  trade  marks,  6. 

**  MONTSERRAT  " 

lime  juice,  62. 

**  MoRisoN*s  Medicines,"  519. 

"  Morning  Post,  The,"  322. 

Mortgage 

of  goods  spuriously  marked,  189,  209. 
goodwill  of  property  subject  to,  328. 

"  Morse's  Indian  Root  Pills,  65. 

Motion 

for  injunction,  188. 

delay  as  a  defence  on,  224. 

to  commit,  195. 

delay  in  regard  to,  227. 

costs  of,  262. 

And  see  Notice  of  Motion, 

Motive 

of  defendant  immaterial,  if  he  has  acted  so  that  deception  is 
probable,  131. 
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Moulded  Bottles, 

infringement  by  ose  of,  158. 

Mouthpiece 

of  cigarettes,  89,  626. 

Name, 

trade  mark  consisting  of,  24,  26,  363. 

how  it  differs  from  other?,  26. 

— may  be  nsed  by  person  who  bears  it,  though  another 

person  has  nsed  it  first,  27. 
but  not  with  frandulent  intention,  28,  243,  283. 

evidence  of  firaudnlent  intention  in  the  use  of,  285. 

mnst  now  be  in  a  distinctiye  form,  31,  363. 

^— — ^  need  not  be  that  of  the  actual  manufacturer,  32. 

may  pass  with  the  business,  33,  111. 

of  fancy  personages,  34. 

used  alone,  34. 

in  combination,  35, 197. 


geographical,  78. 


of  patented  article  is  no  trade  mark,  59. 

of  new  article  is  no  trade  mark,  61. 

son  may  not  use  father's  changed,  so  as  to  deceive,  30. 

fraud  to  purchase  right  to  use  small  maker's,  because  it  is  the  same 

as  that  of  a  maker  of  reputation,  33. 
infringement  by  use  of  mark  calculated  to  attract  to  the  goods  a 

deceptive,  144. 
trade  mark  not  lost  by  being  habitually  coupled  with,  198,  245. 
no  defence  for  defendant  to  say  that  he  uses  his  own,  with  the 

infringing  mark,  244. 
no  exclusive  right  in,  apart  from  business,  272. 
of  company,  278. 

of  individual  used  as  trade  name,  282. 
when  refused  registration  as  trade  mark,  462. 
assumed,  used  as  trade  name,  283. 
man's  own,  used  as  trade  name,  283. 
of  former  firm  or  employer  may  be  stated,  291. 
of  establishment,  fraudident  use  of,  293. 
of  private  house,  295. 
of  hotel,  295. 

goes  with  building,  296..'  * 

of  line  of  steamships,  297. 

of  collierie9y  298. 

of  waggons,  298. 

not  used  as  trade  name,  298. 

Y  Y 
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right  of  property  injured  by  uae  of  another's,  298,  300. 

of  author,  298. 

of  hnmoarist,  298. 

of  legal  author,  299. 

of  painter,  162,  214,  299. 

of  medical  man,  299. 

of  editor,  302. 

of  patentee,  311. 

eontracta  in  respect  of,  iOl. 

80  used  as  to  injure,  302. 

of  secret  manufacture,  314. 

■  ■  ■    cannot  be  used  in  ignorance  of  the  tme 

recipe,  315. 
transfer  of  registered  nuark  into  new,  403. 
definition  of,  under  Merchandise  Marks  Act  1887,  563. 
And  see  Trade  Name, 

"  National 

Advocate,  The,**  322. 

arms  or  flags  of  Great  Britain  will  not  be  registered  as  new  marks, 

or  parts  of  new  marks,  366,  462. 
Police  Gazette,  The,*'  321. 
Sperm  "  candles,  46,  63. 
System  of  Penmanship,  The,"  321. 

"Native  Guano,*'  64. 

Natural 

object,  trade  nuurk  consisting  of  representation  of,  40. 
product,  trade  mark  indicative  of,  5. 

Naval  Stores,  619. 

"Neptune  Brand" 
metal  goods,  402. 

"  Nerve  Food,"  64. 

"Neva  Stearine"  Candles,  55. 

"New 

Era,  The,"  322. 

Manny  Harvester,  The,"  63. 

marks,  363,  457. 

what  will  not  be  registered  as  new  marks,  or  parts  of,  366, 461. 

may  be  registered  for  part  of  a  class,  367. 

North-west,  The,"  322. 

York  Cutlery  Co.,  The,"  627. 

Dental  Rooms,  The,"  293. 

National  Advocate,  The,''  322. 
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"Newcastle  Daily  Ohronicle,  The,"  S22. 

Newspaper,  Title  of.    See  Literary  PubliecUian. 

registration  of,  under  Copyright  Acts,  uaeless,  16,  324. 
goodwill  of,  329. 

*'  Night-Blooming  Gereus,  Extract  op,"  62. 

"Nineteenth  Century,  The,"  318. 

Nominal  Damages 

where  right  infringed,  178,  356. 
sniiicient  to  carry  costa,  258. 

Non-Descriptive  Words,  48,  364. 

Non-Infringement,  216. 

Note  on  Register, 

limitation  of  registration  by,  107,  377. 

Notice 

need  not  be  given  to  infringer  before  proceedings  are  taken,  265. 

may  be  sent  by  post,  408,  430. 

deceptive,  309. 

of  registration  of  trade  marks,  436. 

to  be  given  to  comptroller  of  applications  under  sec.  90,  438. 

sec.  92,  406,  438. 

of  order  of  Court,  438. 

of  opposition,  form  of,  470. 

grounds  of,  492. 

amendment  of,  371. 

of  motion  for  leave  to  register,  502. 

leave  to  add  to  or  alter  a  mark,  502. 

rectification  of  the  register,  502. 

of  order  for  rectification,  473. 
of  motion  for  injunction,  505. 

Notification  of  Registration,  485. 
request  for  copy  of,  478. 

"  Nourishing," 

the  word,  no  trade  mark,  67. 

Numerical  Figures 

as  trade  marks,  83,  86,  363,  626. 
infringement  of,  139. 

registration  of  a  series  of  marks  differing  only  in  statements  of 
367. 

Y  y2 
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*'  Oakes*  Candies/'  33. 

Obsolete  Book, 

title  of,  protected,  325. 

Offer 

of  snbmission  by  defendant^  263. 

Office 

in  Manchester,  463,  544,  549. 

Officers 

to  be  appointed  by  Board  of  Trade,  397. 

Official 

paper,  432. 

means  of  advertising  trade  mark  to  be  supplied  to,  433. 

stamp  can  never  become  a  private  trade  mark,  89,  93. 
publications,  sale  of,  456. 

"Old 

Bourbon  "  whiskey,  63. 
Goon ''  tobacco,  151. 
Established  Dentist,''  309. 
Innishowen  *'  whiskey,  64. 
London  Dock  Gin,*'  62. 
marks,  48. 

become  descriptive,  122. 

become  common  if  used  by  more  firms  than  three,  58,  123, 

365,  376,  384. 

what  user  necessary  to  constitute,  366. 

must  have  been  used  as  trade  marks,  49,  364. 

within  the  United  Kingdom,  50. 


mode  of  applying  for  registration  of,  102,  428. 
must  be  registered  as  a  whole,  366. 

in  the  exact  form  in  which  used,  366. 


may  be  registered  for  part  of  a  class,  366^ 

sometimes  admitted  to  registration  when  new  marks  would 

not  be,  26,  375. 
Moore's  Pictorial  Almanack,"  318. 
Real  John  Bull,  The,"  320. 

"  Oldfield  Lane  Doctor,  The,"  288. 

Omission 

to  give  notice  at  office  of  proceedings  in  opposition  case,  434. 

Omnibuses, 

imitation  of  line  of,  311. 


INDEX.  693 

Ontds 

of  proof  is  on  person  alleging  a  registered  mark  to  be  common. 
383,  400. 

"  OoMoo  '*  Wine,  46. 

Open  or  Common  Mabks, 
disclaimer  of,  105,  384,  460. 

Opening  Lettehs,  287. 

"  Opoponax  " 

perfume,  65,  73. 

Opposition, 

notice  of,  106,  370,  433. 

form  of,  470. 

grounds  of,  492. 

amendment  of,  371. 

costs  of,  371. 

Orders  in  Council, 

under  Trade  Marks  Registration  Acts,  389,  544. 
Patents  Acts,  534,  536. 
Merchandise  Marks  Act,  564. 

Ordinary  Purchaser, 
deception  of,  12, 143. 

"  Oregon  Central  Railway  Co.,  The,"  280. 

"Oriental  Cream,  Gouraud's,"  36,  66. 

"Original,  The,"  62,  308. 

Lazenby's  Harvey's  Sauce,  The/'  196. 

"  Osborne  House,"  293. 
"Ottoman  Cahvey  Co.,  The,"  280. 
"Our  Young  Folks,"  322. 

Packing, 

similarity  of,  152,  311. 

"Pain  Killer,"  35,  52,  64,  65,  74,  148,  402. 

Painter's  Name,  162,  214,  219. 

Paintings,  617. 

"Paints," 

trade  mark  registered  for,  628. 
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Palatine  Court,  415,  425. 

''  Parabola  " 

eye  needles,  64,  75. 

"  Paraffin  Oil,"  54,  62,  72. 

"  Parchment  "  Paper,  384. 

'*  Parsons'  Purgatiyb  Pills,"  63. 

Part  of  a  Class, 

marks  may  be  registered  for,  366. 

Partial 

registration,  107,  377. 

Particulars 
directed,  261. 

Partnership, 

deyolntion  of  trade  marks  on  formation  of,  115. 

dissolution  of,  116. 

abandonment  of  trade  marks  on  dissolution  of,  116,  226. 
trade  mark  of,  appropriated  by  one  partner,  205. 
fraudulent,  not  permitted,  287. 
devolution  of  title  of  publication  on  dissolution  of,  324. 

of  goodwill  on  dissolution  of,  289,  333. 

goodwill  of,  not  to  be  appropriated  contrary  to  artidea,  289. 

is  partnership  assets,  349. 

And  see  Goodwill, 
retiring  member  of,  may  state  his  former  connection,  357. 

Patent, 

trade  mark  distinguished  from,  14. 

untrue  allegation  of,  in  trade  mark,  diseoatitles  plaintiJE,  14,  235. 

though  not  likely  to  deceive, 

239. 
.,...  ..  after  expiration  of   patent, 

237. 
so  as  not  to  deceive,  238. 


collaterally,  240. 
punishable  by  fine,  241,  413. 
American  law  as  to,  240. 


allegation  of,  does  not  disentitle  plaintiff,  if  there  is  an  existing 

patent,  though  of  doubtful  validity,  239. 

under  Merchandise  Marks  Act  1887,  165,  241. 

Office  to  be  provided,  396. 

to  have  seal,  397. 

«— ^-—  days  for  leaving  documents  at,  408. 
"■         Library,  deposit  of  trade  marks  at*  369- 
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"  Patent 

cupB,"  148. 
leather,  165. 
thread,  165. 
pins,  165. 
iflinglaas,  165. 

Patents 

Acts,  1883-8,  registration  of  trade  marks  under,  360. 
oommissioners  of,  functions  of,  transferred  to  Board  of  Trade, 

180. 

instructions  giren  by,  to  Manchester  Committee 

of  Experts,  546. 

**  Patented," 

the  word,  wrongful  use  of,  punishable  in  the  XTnited  States,  240. 
articles,  name  of,  is  descriptiye,  599. 

"  Patentee, 

manufacturer  and,"  239. 

name  of,  may  not  be  fraudulently  used,  239. 

Pattern-Marks 

may  be  trade  marks,  69. 

"Payson,  Dunton,  and  Sgribner's  National  System  of  Penman- 
ship," 321. 

"Pbctorinb,"  48,  65,  72. 

"Penny  Bell's  Life,  The,"  320. 

"  Pbpper^s  Signal  Oil,"  33,  35. 

Periodical, 

title  of,  316.    See  Literary  Publication. 

''Perry  Davis'  YsaETABLB  Pain-Eillir,"  35. 

"  Persian  Thread,  Taylor's,"  33,  35,  65,  80. 

"Person," 

definition  of,  417,  553. 

aggrieved,"  399. 

foreigner  may  be,  17,  400. 

Personal 

trade  mark,  110,  111. 

goodwill,  330.    And  see  QoodmlL 
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"  Pessendbde  " 
watches,  76. 

"  Pjkeiffeb'b  Ego  Macaroni,"  198. 

"  Pharaoh's  Serpents,"  48, 73. 

"  Philadelphia  Beer,"  64. 

Photographs,  617. 

of  Baron  Liebig,  41,  282. 

"  Pictorial 

Almanack,  The,"  318. 

representations  of  goods  refused  registration,  462. 

"  Pigs  in  Clover,"  66. 

Places, 

registration  of  a  series  of  marks  differing  only  in  statements  of 

names  of,  367. 
Ajid  see  Geographical  Names, 

Plaintiff 

must  be  injured  at  common  law,  177. 
not  the  registered  proprietor,  218. 
misrepresentation  by,  228. 

Plate,  602. 

PiJiYixQ  Cards,  616. 

"  Plumbago  Crucibles,  Patent,"  236. 

^*  Plumber  and  Decorator  and  Journal  of  Gas  and  Sanitary 
Engineering,  The,"  322. 

Plurality 

of  marks  or  names  used  by  plantiff  is  no  defence,  245. 

Poet's  Name,  298. 

"Police  Gazette,  The,"  321. 

"  Pond  Lily  Wash,"  74. 

"  Porous  Plasters,"  69, 63. 

Portrait 

as  a  trade  mark,  41,  282. 
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Post, 

applications  and  notices  may  be  sent  hj,  408,  430. 

Office  Directory,  The,  322. 

offices  where  stamped  forms  obtainable,  454. 

Precedents  of  Injuncttions,  &c. 

label  on  blacking  bottles,  trade  cards,  injunction,  510. 

brand  on  casks  of  wine,  injunction,  510. 

labels  on  bottles  of  ink,  injunction,  510. 

"  Two  Elephant"  yam,  injunction,  511. 

''  Dog's  Head "  beer  for  exportation,  injunction  to  the  hearing, 

costs,  511. 
stamps  on  shirtings,  injunction,  511. 
^*  Glenfield  "  starch,  injunction,  512. 
"  Eureka  "  shirts,  injunction,  512. 
'*  Apollinaris  "  water,  injunction,  512. 
"  La  Intimidad  '*  cigars,  injunction,  513. 
"  Anchor  brand  "  wire,  prayer  of  bill,  injunction,  account,  deliyery 

up,  513. 
engraving  blocks  for  printing  forged  labels,  injunction,  514. 
printing  forged  labels,  injunction,  515. 
order,  action  dismissed  as  to  trade  mark,  injunction  as  to  get-up 

of  goods,  account,  costs,  5 15. 
name  of  newspaper,  injunction,  516,  517. 

injuring  plaintiff's  paper,  injunction,  516. 

— — soliciting  customers,  injunction,  517. 

publication  of  magazine  as  a  continuation  of  plaintiff's  magazine, 

injunction,  517. 
publication  of  magazine  in  breach  of  contract,  order,  injunction,  517. 
etchings  improperly  obtained  and  published,  catalogues  improperly 

published,  decree,  delivery  up,  injunction,  518. 
name  and  title-page  of  song,  injunction,  518. 
name  of  patent  medicine,  secret  recipe,  injunction,  519. 
hop  essence,  secret  recipe,  trade  name,  representation  of  succession 

in  business,  manufacturing  contrary  to  agreement,  injunction, 

519. 
fraudulently  using  another's  testimonials,  injunction,  519. 
imitating  a  rival  line  of  omnibuses,  injunction,  520. 
trade  name,  injunction,  520. 
name  of  firm,  ^*  original,"  injunction,  521. 

name  of  company,  registration,  user,  advertisements,  &c.,  injunc- 
tion, 521. 

injunction    against    user    "within    a    certain 

locabty,  522. 
name  of  mineral  springs,  injunction,  522. 
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Prbcedentb  of  Injunctions,  Ac—continued. 

name  of  collieries,  injimction  until  certain  OTents,  522. 

falae  representation  of  continnation  of  busineflBy  injunction,  523. 

soliciting  former  cnstomers,  injunction,  523. 

false  representation  of  continuation  of  business,  trade  name,  labelsy 

advertisements,  drculan,  injunction,  523. 
soliciting  former  customers,  after  sale  of  business,  injunction,  524. 
false  representation  of  agency,  injunction,  524. 
fraudulent  disuse  of  Christian  name,  claim  to  be  the    "only 

genuine,'*  injunction,  525. 
olaim  to  be  the  only  genuine,  injunction,  625. 
trade  libel,  representation  that  the  pkintifiTB  goods  are  spurious^ 

injunction,  526. 
unauthorised  and  injurious  use  of  a  person's  name,  injunction, 

526.    And  see  Forms. 

Pbsdecessor's  Name, 
use  of,  232. 

"  Prescott  House,"  297. 

"Prescbided," 

definition  of,  417. 

Price  of  Article, 
no  trade  mark,  89. 

registration  of  a  series  of  marks  differing  only  in  statements  of, 
367. 

"  Pride  " 

cigars,  66, 151. 

''Prime  Leaf" 
lard,  63. 

'<  PBINCB8B'  N0TEL8TTB8,  ThB,"  322. 

Principal 

and  agent,  question  of  title  between,  200. 

Principle 

of  construction,  name  indicative  of,  no  trade  mark,  56,  59. 
of  MilUngUm  v.  Fox  explained  by  Y.-G.  Wood,  184. 

— * by  Lord  Westbury,  184, 186. 

on  which  discovery  is  given,  247. 

Principles 

of  equity  in  trade  mark  oases,  180. 
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Printer 

of  cotton  cloths,  trade  mark  indicative  of,  4,  200. 

Prints 

and  engravings,  614. 

Private  Houbb, 

no  ezdnsive  right  in  name  of,  295. 

Prize  Medals 

would  formerly  not  be  registered  as  new  marks,  or  parts  of  new 

marks,  366. 
may  be  now,  366. 
false  statements  as  to,  not  restrained,  66,  206. 

Process  of  Manufacture, 

name  descriptive  of,  no  trade  mark,  56,  59. 

Profession, 

goodwill  of,  330.    And  see  Goodwill. 

"  Professor," 

assumption  of  title  of,  disregarded,  231. 

Prohibition  on  Importation,  559, 563. 

Property 

in  trade  mark  formerly  denied,  182. 

now  settled,  1,  99,  137, 183,  186. 

when  registered,  186,  204,  386. 

how  acquired,  96,  97. 

in  name,  301. 

in  title  of  publication,  324. 

"  Prophetic  Bell,  The,"  322. 

"  Proprietor," 

definition  of,  under  Merchandise  Marks  Act  1887,  553. 

name  and  address  of,  need  not  be  stated  in  mark,  22. 

Prosecutions, 

limitation  of,  559. 

"  Provident  Assocdltion  op  London,  The,"  280. 

Public, 

value  of  trade  marks  to  the,  5. 
house,  goodwill  of,  329. 

licenses  of,  329. 

stores,  619. 

use,  registration  equivalent  to,  8,  21,  93,  120,  385,  423. 
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Publications, 

title  of,  316.    And  see  Literary  Publication. 
Bale  of  official,  456. 

PUBLJCI  JuBia 

no  ezclnsive  right  in  mark  which  has  become,  11,  55,  122. 

Puffing,  231,  246. 

"  Punch,"  322. 

"  Punch  and  Judy,"  322. 

Purchaser 

of  goodwill,  rights  of,  346. 

"  PUREZA,  La  " 

cigars,  383.  ; 

"  Pyramid  " 
mark,  40. 

"  Pyretic  Saline,"  63,  72,  387. 

Quack  Medicine, 
goodwill  of,  329. 

QUAUTY, 

equality  in,  no  defence,  8,  244. 

no  defence  that  goods  are  plaintifTs  of  a  different,  244. 

registration  of  a  series  of  marks  differing  only  in  statements  of, 

367. 
mere  statement  of,  is  no  trade  mark,  3,  22,  67. 
marks  which  indicate  the  maker  as  well  as  the,  miy  be  trade 

marks,  4,  68. 
trade  marks  are  a  sign  of,  5. 
mark  denoting,  in  one  trade,  may  be  distinctive  in  a  different 

trade,  70. 
question  as  to  criminal  misrepresentation  of,  167. 

Queen, 

representations  of  the,  will  not  be  registered  as  new  marks,  or 
parts  of  new  marks,  366,  462. 

Question 

as  to  foundation  of  equitable  jurisdiction,  183. 

Questions 

for  jury,  176. 
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Questions — continued. 

of  contract  in  respect  of  trade  marks,  210. 

names,  301. 

trade  secrets,  313. 

of  Utle,  199. 


"  Badstock  Collieries,  The,"  81, 196, 280,  298. 

'*  Badway's  Beadt  Belief,"  36. 

*'  Bagsdale  Ammoniated  Dissolved  Bone,"  35. 

"  Baleigh  " 

tobacco,  82,  633. 

"  Bamsay  " 

bricks,  33,  34.     , 

"  Bazor-^teel,"  63,  75,  625. 

"Beal  John  Bull,  The,"  320. 

Becipe, 

secret,  203,  307. 

Bectification 

of  register,  399,  438. 

whether,  necessary  for  defence,  219. 

by  registration,  400. 

by  removal,  400. 

after  five  years,  386. 

costs  of  application  for,  269,  405. 


by  varying,  403. 

by  transferring  mark  into  new  name,  403. 

by  cancellation  at  request  of  proprietor,  405. 

notice  of  order  for,  to  be  given  to  comptroller,  399. 

entry  of,  in  register,  438. 

publication  of,  438. 

form  of  notice  of  motion  for,  502. 

order  for,  473. 


•*  Bed  and  White  Book,  The,"  322. 
Paste,"  "Bed  Drench,"  63. 
Seal "  cigars,  145. 
White  and  Blue  "  tea,  46,  368. 

IKeference 

of  appeal  to  the  Court,  360,  371 . 
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Bbfusal 

to  regiBter,  certificate  of,  giTen  to  muacoeflsfol  rJaimant  of  old 
mark,  10,  26,  98, 105,  386. 

fonn  <rf,  491. 

request  for,  472. 


illegal  or  immoral  trade  mark,  397. 


Bbqister 

of  trade  marks  established,  390. 

continuation  of  former,  416. 

tmst  not  to  be  entered  in,  397. 

inspection  of,  and  extracts  from,  398,  438. 

sealed  copies  of,  to  be  evidence,  398. 

rectification  of,  399. 

falsification  of  entries  in,  407. 

"  Beoistered," 

the  word,  will  not  be  registered,  366,  461 . 
design,"  the  words,  will  not  be  registered,  366,  461. 
proprietors  alone  recognised,  218,  386. 
trade  mark,  assignment  and  transmission  of,  372. 

— cancellation  of,  126,  405. 

alteration  of/ 107, 406. 

property  in,  186,  204. 

transfer  of,  into  new  name,  403. 

infringement  of,  must  be  of  mark  as  registered,  137. 

by  use  of,  restrained,  167. 

designs,  marks  on,  596. 

Registration  of  Trade  Marks,  97,  360,  435. 
register  for,  390. 
acquisition  by,  97. 
steps  necessary  to  obtain,  102. 
application  for,  98,  360,  428. 

equiyalent  to  public  use,  385,  423. 

when  old  marks,  103,  429. 

form  of,  467. 

receipt  of,  483. 


advertisement,  369,  432,  484. 

limit  of  time  for  proceeding  with,  362. 


conditions  of,  363. 
may  precede  user,  98. 

must  be  for  particular  goods  or  cbisses  of  goods,  10,  98,  366,  389. 
for  part  of  a  class  of  goods,  366,  374. 

only  entities  to  protection  in  respect  of  goods  for  which  registered, 
101. 


IKDBX.  703 

Beoistration  of  Trade  Mabks— «aiifmued 
representative,  104,  367,  375. 
in  a  series,  104,  367,  375,  430,  433,  460. 
in  colour,  105,  368. 

by  deposit,  105,  369,  429,  648. 

in  an  alternative  shape,  105,  626. 

of  common  marks  as  additions,  104,  38]. 
of  groond-work  as  part  of  a  mark,  461. 
for  cotton  goods,  104,  379,  544. 
at  Sheffield,  104,  391,  440. 
from  foreign  countries,  411. 

British  Possessions,  412. 

fees  for,  391,  442. 

form  of  notification  of,  485. 

request  for  copy  of  notification  of,  478. 

certificate  of,  for  use  abroad,  489. 

request  for  certificate  of,  for  use  abroad,  475. 

certificate  of,  for  use  in  legal  proceedings,  488. 

request  for  certificate  of,  for  use  in  legal  proceedings,  476. 

rules  for,  427. 

instructions  to  applicants  for,  454. 

time  of,  435. 

date  of,  385,  436. 

notice  of,  436. 

restrictions  on,  106,  461. 

opposition  to,  370,  433. 

by  whom  made,  370. 

costs  in  cases  of,  268. 

conflicting  claims  to,  107,  373. 

mode  of  trial  of,  374,  433. 

forbidden,  where  identical  or  similar  marks  already  registered, 
102,  374. 

for  one  year    after  removal  of  similar  marks  from 

register,  102,  391. 

old  marks  &voured  in  the,  375. 

the  <<  three  mark  rule  "  for  the,  58,  123,  376,  385. 

with  a  note  of  limitation,  371,  377,  436. 

mode  of  comparison  in  the,  378. 

may  be  refused  to  a  mark  which  has  not  been  restrained,  23. 

refusal  of,  in  America,  to  geographical  names,  82,  626. 

to  words  disentitled  to  protection,  83,  625. 

to  deceptive  words  or  scandalous  designs,  879. 

cases  of,  379. 

. in  America,  380,  626. 

cases  of  non-refusal  of,  379. 
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Bboistbation  of  Trade  Marks — continued, 

words  which  will  not  be  admitted  to,  366,  461, 462. 

appeal  to  Board  of  Trade  from  comptroller's  refusal  of,  105,  360. 

certificate  of  refusal  of,  10,  26,  98,  105,  217,  388. 

— : form  of,  491. 

request  for,  472. 

effect  of,  56,  385. 

when  too  wide,  101,  155. 

renders  fraudulent  intention  unnecessary,  137,  385. 

equivalent  to  public  use,  8,  21,  93,  120,  218,  385. 

is  evidence  of  proprietor's  right,  97,  137,  386. 

qualifies  for  suing,  97,  388. 

which  are  descriptive,  effect  of,  56. 

protects  in  all  colours,  98. 

which  are  invalid,  does  not  make  them  valid  after  five  years,  221. 

of  defendant's  mark  is  no  defence,  16,  246. 

duration  of,  119,  390. 

cancelled  after  fourteen  years^  unless  fee  paid,  390. 

of  subsequent  proprietor  by  assignment  or  transmission,  114,  390, 

397,  436,  464. 
in  name  of  successor  to  goodwill,  436. 
form  of  application  for,  by  subsequent  proprietor,  471. 
of  joint  owners  as  separate  owners,  118,  374. 
Acts  administered  by  Chancery  Division,  180. 
wrongful  assertion  of,  punishable  by  fine,  160,  171,  413. 
in  the  United  States,  621.    And  see  United  States. 
rules  for,  636. 

Beoistration 

of  name  of  company  under  the  Companies  Act  1862,  281. 

of  title  of  publication  under  the  Copyright  Acts,  useless,  16,  324. 

mark  on  designs,  596. 

Bequlations 

of  customs,  566. 

BEMEDIB3 

for  infringement,  13,  161. 

Bemoyal 

of  mark  from  register,  119,  390,  399. 
effect  of,  102,  126,  391. 
costs  of  application  for,  269. 

Bepeal 

of  Acts,  416. 
of  rules,  441. 
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Reply, 

form  of,  509. 

Hepobt, 

Comptroller  to  make  an  ammal,  410. 

Hepresentations, 

general  law  as  to  fake,  174. 

of  trade  mark  on  application  for  registration,  102,  360,  429,  459. 

with  respect  to  partnership  goodwill,  287. 

Bepresentatiye 

registration,  104,  367,  376. 

Bestoration 

to  register  of  mark  removed  from  it,  120,  391. 
form  of  application  for,  480. 

Bestrictions 

-  on  registration  of  trade  marks,  106,  461. 

Bestrictiye 

coyenant  on  sale  of  goodwill.    See  GaodwilL 

Bbtirement, 

false  representations  as  to,  290. 

Betiring  Partner 

may  state  his  former  connection,  357. 

"  Beyersi  " 

game,  46,  402. 

Bevivor 

of  action  after  plaintiff's  death,  197. 

"  Bichardson's  Patent  Union  Leather-Splitting  Maohine,'"63, 
626. 

"  BiCHTER  Concerts,"  286. 

"BisingSun" 

stove  polish,  65, 151. 

"  BoBERTS'  Parabola  Gold-Burnished  Sharps,"  75. 
"  Boberts'  Bazor-Steel  Scissors,"  75. 

**  bodgers  and  sons*  " 
cutlery,  35, 151. 

Z  z 
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'*  Roger  Williams  " 
langdoth,  34. 

Bolt's  Act.    See  SkUute$. 

"  Rottobn's  Cutlery,"  151. 

BOTAL 

arms,  the,  will  not  be  registered  as  new  marks,  or  parts  of  new 

marks,  366,  462. 
wrongful  assumption  of,  punishable  by  fine,  414. 


dng  powder,  366. 

eiown,  representations  of  the,  will  not  be  registered  as  new  markw, 
or  parts  of  new  marks,  366,  462. 

family,  representations  of  any  member  of  the,  will  not  be  regis- 
tered as  new  marks,  or  parts  of  new  marks,  366,  462. 

letters  patent,  240. 

Station  Hotel,  The,  296. 

warrant,  164,  562. 

"  Rubber  Clothinq  Co.,  The,*"  627. 

Rules 

under  Trade  Marks  Acts,  repeal  of  the,  441. 

Patents  Acts  1883-8,  427. 

■  power  to  make,  given  to  Board  of 

Trade,  409. 
United  States  Registration  Act,  636. 


Rupee, 

device  of  a,  369,  378. 

"  Rye  and  Rock  " 
liquor,  64. 

"  Safety  " 

powder,  63,  626. 

"  St.  Jacob's  Oil,"  142. 

"  St.  Jambs'  " 

cigarettes,  80,  82. 
Evening  Post,*'  117. 

Sale 

of  goodwill,  336.    And  see  Goodwill, 
—  trade  mark,  11, 108,  372,  397. 
over  counter,  154. 
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Sampler 

pattern,  89,  626. 

"  Sanitary  Filter,  easily  cleaned,"  64. 

"  Sanitas  " 

medicmeB,  46, 150. 

"  Sapolio  " 
soap,  72. 

"  Satin-Polish  " 

boots  and  shoes,  64,  625. 

"  Satinine  " 
starch,  48. 

"Sawyer's  Crystal  Blue  and  Safety  Box,"  151. 

Scale 

of  costs  in  case  of  defendant's  submission,  261. 

Scandalous 

asallowed,  191. 
designs  not  registrable  as  trade  marks,  380. 

Schedules 

to  rnles,  442. 

"  Scheidam  Schnapps,"  62,  72. 

Scotland, 

law  of  trade  marks  in,  7,  187,  193. 
courts  in,  414. 
hall  marks  in,  608. 

«  Scott  and  Co.,"  345. 

Sculptures, 

marks  on,  614. 

Seal 

for  Patent  Office,  397. 

Sealed 

copies  of  register  to  be  evidence,  398. 

Search  Warrant 

under  Merchandise  Marks  Act  1887,  557. 

Secret  Kecipe,  203,  307.    And  see  Trade  Secret 

Security 

for  costs  required  on  opposition  to  registration,  370. 

ZZ2 


708  INDEX. 

"  Sefton  " 

doth,  65,  73. 

"Sbixo" 

wine,  81,  152,  510. 

"Selected" 

steel  pens,  383. 
shore  mackerel,  64. 

Selector, 

trade  mark  indioatiTe  of,  5, 160. 

"  Self- Washer  " 
soap,  46,  401. 

Sentences 

claimed  as  trade  marks,  74. 

Series 

of  marks,  registration  of,  104, 367,  430,  433,  460. 

can  only  be  assigned  and  transmitted  as  a  whole,  118,  367. 

adyertisement  of,  433,  460. 

Servant, 

infringement  by,  206. 
master  and,  203. 

Service  op  Writ 

ont  of  the  jurisdiction,  190. 

address  for,  when  to  be  given,  360,  371,  420,  422. 

of  proprietor  of  conflicting  mark,  380. 

Several  Proprietors 

of  the  same  mark,  118,  204. 

Sewing  Machine 
cases,  the,  60. 

" Shaver " 

waggons,  298. 

"Shawknit** 
stockings,  151. 

Sheffield 

marks,  registration  of,  104,  391,  440,  463. 
Acts  regulating.    See  CuJUem*  Co.^s  AeU. 

Sheriff 

cannot  seize  goodwill  or  title  of  publication,  324,  334. 
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Shipper 

and  ahipowner,  202. 

8H0BT  Weight,  235. 

^'  Shbewsbubt,  Mabshall  Sl  Co.,  Patent  Thbead,"  150. 

SiaNATUBE, 

trade  mark  ocmaistiiig  of,  24,  36,  363. 

is  teansmiamble,  37. 

in  trade  mark  may  not  be  altered,  364, 406. 

of  painter,  imitation  of,  not  foigery  at  Common  Law,  162. 

pnnishable  under  25  &  26  Vict  c.  68,  162, 

617. 

SiaN  BoABD,  294. 

*'  Silicon  " 

polishing  powder,  64. 

**SlLVBB 

groTe  "  whiskey,  65. 

plate,  602.    And  see  HaU  Marks. 

Similarity 

of  packing,  152,  311. 

"  SlNQBB  " 

sewing  machines,  60,  199. 
Single  Letters,  85. 

*'  Slate  Booping  Paint,"  65,  74. 

"  Sleuth  " 
stories,  299. 

''  Sliced  Animals/'  66. 

Slight  Delay,  246. 

"  Smith,  Snyder  &  Oo.'s  "  Goods,  33. 

"  Snowflake  " 
biscuits,  64. 

Solicitation 

of  old  cnstomers  by  vendor  of  goodwill,  339. 

Solicitor 

and  client,  costs  as  between,  when  given,  390. 

Solicitor's 

practice,  goodwill  of,  331.    And  see  Goodwill. 
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SOTBREION 

prinoeB  or  states  may  own  trade  marks,  93. 

Special 

case,  oonflioting  claims  to  Tegistntion  tried  by,  107,  373. 
—  mode  of  settHng,  437. 
— —  form  of,  500. 

application  for  settlement  of,  by  ccHnptroUer,  476^ 

and  distinctiye  words,  48,  50,  363,  364. 

damage,  damages  may  be  given  without  proof  of,  256. 

"  Specific  Solution  of  Copaiba,  Franks',"  310,  519. 

"  Splendid  Misery,"  322. 

"  Sporting 

Chronicle  and  Prophetic  BeU,  The,**  322. 
life.  The,"  319. 

Spring, 

rights  of  lessee  of,  156,  200. 
agent  for,  156,  200. 

Stamped  Forms, 
list  of,  456. 
plaoes  where  obtainable,  454. 

"  Standard  A  '* 
dgaiB,  63,  625. 

**  Star  *' 

oU,  145,  380,  627. 
pencils,  65,  74. 
shirts,  626. 

"  Stark  " 
mills,  151. 

Statement  of  Claim, 
forms  of,  506,  507,  508. 

"Station  Hotel,  The,"  296. 

<*  Stationers'  Hall," 

the  words  "  Entered  at ,"  will  not  be  registered,  366,  462. 

registration  at,  is  useless,  324. 
—— ^— ^-  is  no  defence,  16,  246. 

Statutes  cited  : 

28  Edw.  I.  c.  20  (Hall  marks),  602. 
2  Hen.  YI.  a  17  (Hall  marks),  602. 
4  Hen.  YII.  o.  2  (Hall  marks),  602. 
18  Eliz.  c.  15  (Hall  marks),  602. 
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Statutes  cited — continued. 

31  Eliz.  c.  5  (Informations),  606. 
21  Jao.  I.  o.  31  (Cutlers'  Co.),  598. 

8  &  9  WilL  ni.  c.  8  (Hall  marks),  602. 

9  &  10  WilL  in.  c.  41  (PubUc  Stores),  619,  620. 
12  &  13  WiU.  III.  o.  4  (HaU  marks),  603,  607. 

1  Anne,  c.  3  (Hall  marks),  603. 

6  Geo.  I.  c.  11  (Hall  marko),  602,  603,  610. 
9  Geo.  I.  c.  8  (Public  Stores),  619. 

3  Geo.  U.  c.  3  (Irish),  (Hall  marks),  610. 

8  Geo.  U.  c.  13  (Prints  and  Engrayings),  614. 

12  Geo.  II.  o.  26  (Hall  marks),  603,  604. 
17  Geo.  11.  o.  30  (Linen),  618. 

17  Geo.  II.  c.  40  (Public  Stores),  619. 

18  Geo.  n.  a  24  (Linen),  618. 

7  Geo.  ni.  c.  38  (Prints  and  Engrayings),  614. 

13  Geo.  in.  c  52  (Hall  marks),  604,  605. 

13  Geo.  in.  c.  59  (Hall  marks),  608. 

14  Geo.  in.  c.  68  (Hops),  617. 

17  G^.  in.  c.  57  (Prints  and  Engravings),  614. 

23  &  24  Geo.  in.  c.  23  (Irish),  (HaU  marks),  610,  612. 

24  Geo.  in.  sess.  2,  c.  20  (Hall  marks),  604,  605. 

24  Geo.  in.  sess.  2,  c.  53  (Hall  marks),  605,  610. 

25  Geo.  m.  c.  64  (Hall  marks),  605. 

30  Geo.  m.  c.  31  (Hall  marks),  604,  605. 

31  Geo.  III.  a  68  (Cutlers'  Co.),  598,  599. 
36  Geo.  III.  c.  60  (Metal  Buttons),  615. 

38  Geo.  ILL  c.  69  (Hall  marks),  604,  605,  608. 

38  Geo.  ni.  c.  71  (Sculpture  Copyright),  614. 

39  &  40  Geo.  ni.  c.  81  (Hops),  617. 

39  &  40  Geo.  in.  c.  89  (Publie  Stores),  619. 
41  Geo.  in.  c.  97  (local),  (Cutlers'  Co.),  599. 

47  Geo.  III.  sess.  2,  c.  15  (Hall  marks),  612. 

48  Geo.  m  c.  134  (Hops),  617. 

53  Geo.  IIL  c.  115  (Gun-barrels),  615. 

54  Geo.  ni.  c.  56  (Sculpture  Copyright),  614. 
54  Geo.  ni.  c.  60  (PubUc  Stores),  619. 

54  Geo.  in.  c.  119  (local),  (Cutlers*  Co.),  599. 
54  Geo.  m.  c.  123  (Hops),  617. 

54  Geo.  in.  c.  159  (Public  Stores),  619. 

55  Geo.  in.  c.  59  (Gun-barrels),  615. 

56  Geo.  m.  c.  127  (Public  Stores),  619. 
55  Geo.  in.  c.  186  (Hall  marks),  606. 
59  Geo.  m.  0.  7  (Cutlery),  698. 

4  Geo.  IV.  c.  40  (Linen),  618. 
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Statutes  cited — continued. 

5  Geo.  lY.  o.  52  (local),  (Hall  marks),  604,  606. 

6  Geo.  lY.  c.  105  (Gustoma),  618. 

3  &  4  Wm.  IV.  c  42  (Limitationa),  606. 

5  &  6  Will  IV.  c.  27  (Linen),  618. 

5  &  6  WilL  IV.  a  62  (Dedaiationa),  471,  474. 

5  &  6  wm.  IV.  c.  83  (Pfttenta),  240,  413. 

6  &  7  WilL  IV.  c.  59  (Printa  and  Engravings),  614. 

6  &  7  WilL  IV.  c.  69  (Hall  marks),  610. 

5  &  6  Vict  0.  47  (GoBtoma),  608,  610,  612. 
5  &  6  Vict,  c  56  (Gnstoma),  608,  610,  612. 

7  &  8  Vict  c.  12  (International  Gopyrigbt),  614. 

7  &  8  Vict  c.  22  (HaU  marks),  604,  606^  608. 

8  &  9  Vict  c.  84  (Gustoma),  608. 
13  &  14  Vict  c  104  (Designs),  614. 

16  &  17  Vict  c.  107  (GustomsX  560,  563,  615,  617. 

17  A  18  Vict  c.  96  (HaU  marks),  608,  610,  612. 

18  &  19  Vict  c.  60  (HaU  marks),  608,  610,  612. 

18  &  19  Vict  c.  148  (local),  (Gun-barrels),  615. 

19  &  20  Vict  c.  64  (Statute  Law  Revision),  602. 

22  &  23  Vict  c.  17  (Vexatious  Indictments),  558. 

23  Vict  c  43  (local),  (Gntlers'  Go.),  600. 

24  &  25  Vict  a  101  (Statute  Law  Bevision),  605. 

25  &  26  Vict  a  22  (Gustoms),  616. 

25  &  26  Vict  c.  27  (Bolt's  Act),  180, 184, 192,  208,  236. 

25  &  26  Vict.  0.  64  (Naval  Stores),  619. 

25  A  26  Vict  c.  68  (Art  Gopyrigbt),  617. 

25  &  26  Vict.  c.  76  (Weigbts  and  Measures  [Ireland]),  594. 

25  &  26  Vict.  c.  88  (Mercbandise  Marks),  162. 

25  &  26  Vict  c.  89  (Gompanies),  281. 

26  &  27  Vict  c.  119  (Exhibition  Medals),  206,  595. 

26  &  27  Vict.  c.  125  (Statute  Law  Revision),  605. 

27  &  28  Vict  c  27  (Gbain  Gables  and  Ancbors),  616. 
27  &  28  Vict  c.  91  (Naval  Stores),  619. 

29  &  30  Vict  c.  37  (Hope),  617. 

30  &  31  Vict  c.  59  (Statute  Law  Revision),  602,  604. 
30  &  31  Vict.  c.  82  (Gustoms),  564,  608. 

30  &  31  Vict  c.  119  (Naval  Stores),  619. 

30  &  31  Vict  c.  128  (MiUtary  Stores),  619. 

31  &  32  Vict  c.  113  (local),  (Gun-barrels),  616. 

32  &  33  Vict  c.  12  (Naval  Stores),  619. 

32  &  33  Vict  c  71  (Bankruptcy),  11. 

33  &  34  Vict.  c.  99  (Statute  Law  Revision),  603,  606. 

34  &  35  Vict.  c.  101  (Gbain  Gables  and  Ancbors),  616. 

34  &  35  Vict.  c.  116  (Statute  Law  Revision),  606,  608,  615. 
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Statutes  cited — continued, 

35  &  36  Yict.  o.  20  (Customs),  661. 

35  &  36  Yict.  c.  30  (Chain  Cables  and  Anchors),  616. 

36  &  37  Yict  c.  66  (Jndicatnre),  8, 13,  181,  210,  304,  300. 

36  &  37  Yict  c.  91  (Statute  Law  Bevision),  606. 

37  &  38  Yict  c.  51  (Chain  Cables  and  Anchors),  616. 
88  &  39  Yict  c.  25  (Public  Stores),  89,  619. 

39  &  39  Yict.  c.  91  (Trade  Marks  Begistration),  637. 

39  &  40  Yict  c.  33  (Trade  Marks  Begistration  Amendment),  542. 

39  &  40  Yict  c  35  (Customs),  608,  610,  612. 

39  &  40  Yict  c.  86  (Customs),  559,  560,  561,  563,  564,  615. 
.  40  Yict  c.  13  (Customs),  561. 

40  &  41  Yict.  a  37  (Trade  Marks  Begistration  Extension),  543. 

41  &  42  Yict.  c.  49  (Weights  and  Measures),  592,  594. 

42  &  43  Yict  c.  21  (Customs),  564. 
46  &  47  Yict.  c.  52  (Bankruptcy),  11. 

46  &  47  Yict  c.  55  (Bevenue),  560,  561,  563,  608. 
46  d  47  Vtct  c.  57  {Patents,  Designs,  and  Trade  MarJeB),  369,  596, 
and  passim. 

48  &  49  Yict  c.  63  (Patents,  Designs,  and  Trade  Marks),  419. 

49  &  60  Yict.  a  37  (Patents),  419. 

50  <i6  51  Vici,  c.  28  {Merchandise  Marks),  550,  and  passim, 

50  &  51  Yict  c.  58  (Coal  Mines  Begulation),  593. 

51  &  52  Vict,  c.  50  {Patents,  Designs,  and  Trade  Marks),  420,  and 
passim. 

52  &  63  Yict  c.  21  (Weights  and  Measures),  593. 
UniUd  States  Act  of  1870,  621. 

1875,629. 

1881,631. 

repeal  of,  416. 

Statutory  Deglabation, 
manner  of  making,  441. 

by  infant,  lunatic,  or  other  person  under  disability,  408. 
by  applicant  or  opponent,  499. 
by  subsequent  proprietor  seeking  registration,  necessary,  14,  437. 

> form  of,  471. 

by  proprietor  seeking  cancellation,  necessary,  126,  405. 
. form  of,  474. 

Stat  of  Peogeedikgs  aftes  Submission,  194. 

Steamships, 

name  of  line  of,  297. 

"Stein way"  Pianos,  151. 

"  Stephens*  Writing  Fluid,"  35, 150,  510. 
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'<  Stillman  Mill,"  82. 

**  Stone  Ales,"  62,  402. 

BroBEs, 

PnbUc,  619. 

"  STRAiaHT  Cut  " 
dgarettes,  71,  381. 

'^Strathmoee" 

whiskey,  52,  401,  403. 

Subdivided  Account,  253. 

Submission, 

offer  of,  damages  in  case  of,  257. 
scale  of  costs  in  case  of,  261. 
mnst  be  complete,  264. 
not  relieved  af^ainst,  194. 
stay  of  proceedings  after,  194. 

Subsequent  Proprietos 

after  the  first,  position  of,  119. 

registration  of,  114,  436,  464. 

form  of  request  for,  and  declaration,  471. 

Summons 

for  leave  to  register,  form  of,  501. 
form  of  writ  of,  with  indorsement,  504. 
to  stay  proceedings,  form  of,  509. 

"  Superfine  " 

no  trade  mark,  67. 

"Superior" 

no  trade  mark,  67. 

Survival 

of  canse  of  action  for  trade  Ubel,  307. 

Surviving  Partner 

may  state  former  connection,  357. 

"  Swan  " 

goods,  380,  627. 

^*  Sweet  Opoponaz  of  Mexico,*'  65^  73. 

«  Swing  " 

scythe  sockets,  63,  625. 

"Syphon, 

hand  and  glass  "  mark,  401. 
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**  Syrup  op 
figs,"  46.   • 
red  spmce  gam,"  64. 


*'  Talwas  "  Shirtings,  145. 

"  Tamar  Indibn,"  66,  76. 

*' Taper-Sleeve  Pulley  Works,  The,"  280. 

**  Tasteless  " 
drags,  63. 

'*  Taylor's  Persian  Thread,"  33, 36, 66. 

Telegraphic  Address, 

no  exdasive  rights  in,  296. 

"  Temple  Bar,"  617. 

Tenant, 

landlord  and,  199,  204. 

TE8nMONLA.LS, 

fraadalent  ose  of  another's,  310. 

TEfflS 

of  infringement,  141, 186. 

"  Thomsonian  Medicines,"  62. 

"  Thorley's  Food  for  Cattle,"  33,  36,  280. 

Threats 

by  trade  mark  owner  to  dealers  in  alleged  infringements,  306. 

"  Three  Mark  Bule,  The,"  68, 123,  376, 386. 

foreign  oser  does  not  bring  a  mark  within,  17,  377. 

Ticket,  24,  39,  363. 

** Tidal  Wave" 
tobacco,  66. 

Time 

of  registration  of  trade  marks,  436. 
enlargement  of,  439. 

''Time-keeper" 
watches,  64,  633. 

"  Times,  The,"  321,  616. 
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Title 

to  trade  marks,  199. 

of  proprietor  of  a  trade  mark,  386. 

of  subsequent  proprietor,  119. 

of  literary  publication,  323. 

■ ' incidents  of,  324. 

— no  copyright  in,  324. 

of  song,  323. 

"TiyoLi" 

lager  beer,  65,  148. 

"To  Counterfeit  this  is  Forgery," 

the  words,  will  not  be  registered,  366,  462. 

Tobacco  Trade, 

fraudulent  marks  in,  230. 

"  Toffy  Tolu,"  64. 

"  Tonge'b  Goods,"  160. 

"  Touchstone,"  322. 

**  Tower 

Palace,  The,"  294. 
tea,"  46,  401,  402. 

Trade, 

goodwill  of  a,  334.    And  see  Goodwill, 

Trade  Description, 
definition  o:^  562. 

Trade  Libel,  303. 

survival  of  cause  of  action  for,  307. 

Trade  Mark, 

general  principles  of  law  of,  1. 
property  in,  formerly  doubted,  182, 183. 

now  settled,  1,  99,  183,  186. 

function  of,  2. 
carries  a  warranty,  3,  6. 

may  serve  to  indicate  the  manufacturer,  or  improver,  or  importer, 
or  exporter,  or  selector,  of  goods,  or  the  exclusive  owner  of  a 
natural  product,  4,  5, 160. 
advantages  of  use  of,  5. 
gives  no  monopoly,  6. 
early  use  of,  6, 
sketch  of  history  of  law  of,  6,  172. 
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Tbade  Mark — comHnmed. 

caimot  exist  in  grooB,  11, 372. 

necoonarily  oannected  wiOi  goodwill,  11, 326,  372. 

distingniahed  from  pftie&i,  14. 

^— ^— ^— — —  oopjn^t,  15. 

what  is  a,  20,  363. 

what  is  used  as  a,  49. 

must  be  aflized  to  artide,  20. 

or  leeisteied,  21. 


deecriptive  word  is  not,  22,  625. 

need  not  state  proprietor's  name  or  address,  22. 

mnst  be  distinctiTe,  23. 

may  be  lefosed  registration  though  not  restrained,  23. 

definition  of,  24,  363,  421, 457, 552. 

a  name  in  a  distinctive  form,  26,  363. 

a  signature,  36,  363. 

a  distinctiye  devioe,  mark,  brand,  heading,  kbel,or  ticket,  37,  363. 

representation  of  natural  object,  40. 

crest,  40. 

initials,  41. 

marks  representing  the  article  are  not,  42. 

with  a  merely  miy,hanical  purpose  are  not,  3,  41. 

a  fancy  word  or  words  not  in  common  nse,  44. 
invented  words,  47. 

non-desciiptiye  words,  48. 

old  marks,  48. 

name  of  patented  article  is  not,  59,  625. 

new  article  is  not,  61. 

marks  in  common  use  merely  indicating  quality  are  not,  3,  67. 

which  indicate  the  jnaker  as  well  as  the  quality,  may  be, 

4,68. 

containing  false  representations  cannot  be  protected  as,  70. 

words  from  the  dead  languages  as,  75. 

modem  foreign  languages  as,  75. 

geographical  names  as,  78,  626. 

deyices  and  words  which  will  not  be  registered  as,  366,  461. 

new,  366,  462. 

Sheffield  corporate,  391. 

for  cotton  goods.    See  CoUan  Marks, 

official  stamps  cannot  be,  89,  93. 

prices  cannot  be,  89. 

may  be  consumed  with  the  article,  90. 

acquisition  of,  9,  91,  96. 

by  aUen,  16,  91. 

by  sovereign  princes  or  states,  93. 
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Trade  Mark — conUnued, 

acquisition  of,  by  common  repute,  95. 

by  rogiatration,  97,  271,  360. 

rules  for  registntion  of,  427. 
instructions  to  applicants  for  registration  of,  454. 
appropriation  of,  to  special  classes  of  goods,  10,  98,  366. 
incapable  of  advertisement  in  the  "  Trade  Marks  Journal,"  430, 

432. 
not  used  before  the  passing  of  the  B^^istration  Act  1875,  457. 
not  protected  when  wrongfully  adopted,  229. 
in  a  series,  104,  367,  430,  433,  460. 
powers  of  registered  owner  of,  397. 

two  or  more,  may  be  used  on  same  goods  at  same  time,  197. 
alteration  of  registered,  107,  406. 
transfer  of,  by  assignment  or  transmission,  11,  108,  326. 
transmission  of,  on  bankruptcy,  11, 114. 

formation  of  a  partnership,  115. 

dissolution  of  a  partnership,  116. 

-^— — ^— —  death  of  owner,  117. 

may  be  bequeathed,  together  with  goodwill,  118. 

may  belong  to  several  proprietors,  118,  204. 

used  to  indicate  goods  passed  through  the  hands  of  several  penons, 

116. 
questions  of  title  to,  199. 
discontinuance  of ,  119. 

by  removal  from  the  register,  for  non-payment 

of  fees,  119. 

by  abandonment,  12,  57, 121. 

habitual  use  with  name  is  no,  124,  198. 

_-_ infringement  after,  126. 

cancellation  of,  126,  405. 
infringement  of,  12,  127. 

tests  of,  12,  141, 187. 

^-^—  criminal  prosecution  for,  161. 

civil  remedy  for,  173. 

measure  of  damages  for,  178. 

Acts  for  the  registration  of,  administered  by  the  Chancery  Division, 

180. 
cases  analogous  to  cases  of,  271. 
in  the  United  States,  registration  of,  621. 
rules  for  the,  636. 


what  is  a  lawful,  625. 

distinguished  from  designs  and  labels^  622. 


And  see  Old  Maries^  New  Marks,  EegUtraHonj    United   Stafet, 
Forms, 
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**Tkadb  Marks 

Journal,"  432, 456. 

Begistration  Acts  1875-7, 9,  24,  537. 
And  see  StatuUs. 

register  to  be  at  the  Patent  Offiee,  396. 
Tkaoe  Name,  18,  271,  354. 

part  of  goodwill  of  boflineas,  272,  326,  335,  346. 

no  ezdnaiye  right  in,  apart  from  bosneaB,  272. 

as  meaning  the  name  by  which  goods  are  identified,  272. 

property  in,  questioned,  273. 

protected  without  registiation,  274. 

fraud  need  not  be  i»oYed  in  cases  of,  274. 

innocent  imitation  of,  may  beoome  fraudulent,  if  continued,  276. 

of  company,  278. 

of  indiTidual,  282. 

assumed,  283. 

man's  own  name  as,  283. 

of  old  business  may  be  used  by  purchaser  of  goodwill,  344. 

does  not  survive,  353. 
And  see  GoodunlL 

Trade  Secret,  203,  313. 
when,  may  be  used,  313. 
contract  not  to  use  or  divulge,  313. 
name  of  article  manufactured  by  means  of,  314. 

not  to  be  used,  without  knowledge  of,  315. 

passes  with  owner's  personal  estate,  3^5. 
settlement  of,  315. 
mode  of  dealing  with,  315. 
fraudulent,  316. 

Trade  Sign,  294. 

Transfer,  Transmission 

of  trade  mark,  11,  108,  372,  397. 

of  signature  mark,  37. 

on  bankruptcy,  11, 114. 

on  formation  of  a  partnership,  115. 

on  dissolution  of  a  partnership,  116. 

on  death  of  owner,  117. 

of  a  series  of  marks,  367. 

Transmission  of  Fee, 
form  of,  469. 
And  see  Trade  Mark. 

Transmittee, 

registration  of  assignee  or,  397. 
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Trap, 

no  injimotion  to  restrain  an  infringement  resulting  from  a,  154. 

"  Traveller,  The,"  321. 

"  Treasury," 

definition  of,  417.  " 

Treaty 

with  the  United  States,  642. 

Trial 

of  action  for  infringement,  without  a  jury,  191. 
of  opposed  application,  mode  of,  433. 

*•  Triangle  " 

beer,  40,  145,  379. 

"True  Britannia,  The,"  320. 

Trust 

not  to  be  entered  on  register,  108,  397. 

"TuoKER  Sprino-Bed,"  63. 

"Turin" 
doth,  73. 

"  Turton  and  Sons,"  283. 

"  Twin  Brothers  " 
yeast,  66. 

"Two 

elephant "  yam,  145. 

or  more  marks  used  on  same  goods,  197. 


Ultimate 

purchaser,  deception  of,  sufficient  to   constitute  infringement, 
7, 12, 128, 147,  181,  242. 

"  United 

Service  "  soap,  48,  73. 

States,  registration  of  trade  marks  in,  621. 

Act  of  1870,  621. 

declared  invalid,  622. 


Act  of  1875,  629. 
Act  of  1881,  631. 
rules  for  registration  of  trade  marks  in,  636. 


Umited  States — eoalinasd. 

trade  marks  of  aliens  pioteoted  in,  16,  92. 

.  diatingnislied  from  labels  and  designs  ii 

jnrisdiotion  of  cironit  courta  in  cases 

what  are  lawful,  in,  625. 

deacriptiTe,  626,  632. 

or  deceptive,  625. 


-  Teaaels  of  peonliar  shape,  6 

-  altornatiTe,  106, 626. 

-  name«  as,  627. 


-  wrongly  registered,  no  means  of  remoring  from 


register,  &. 
treaty  between  Great  Britain  and  tbe,  642. 

"Univbrsai.  Life  Assurance  Society,  The,"  279. 

Unlawful'  Possession 
of  public  stores,  619. 


User, 

length  of,  formerly  required  for  acqnisitaon  of  trade  mark,  94. 

latterly  cooaidered  nnnecesaary,  94. 

as  a  trade  mark,  what  is,  49. 
registration  may  precede,  98. 
only  gives  a  right  in  Tcspect  of  the  goods  on  which  the  mark  has 

been  used,  99,  165,  366. 
limits  of  rights  acquired  by,  99. 

registration  of  trade  mark  equivalent  to,  8,  21,  93, 120,  385,  423. 
new,  of  old  mark,  100. 

of  genuine  trade  mark  wrongfully,  158,  170. 
of  predeceasor'B  name,  232. 
of  word  "  patent,"  235. 
necessary  to  oonstitnte  an  old  mark,  366. 
abroad,  not  equivalent  to  British  user,  17,  60,  377. 
comparison  of  marks  in  manner  of  actual,  378. 
fair,  to  be  assumed,  378. 

of  name  with  trade  mark,  not  abandonment  of  mark,  124. 
by  others,  no  defence,  unless  mark  is  common,  245. 
of  title  of  publication,  necessary  for  its  protection,  326. 

AAA 
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Valuation 

of  goodwill,  358. 

**  Valvohne  " 

oil,  48,  52,  61,  63, 148,  386,  402. 

"  Vanity  Fair  " 

cigarettes,  74,  196. 

Vendible  Article, 

the  mark  must  be  on  a,  10,  96,  120. 

Vendor 

of  bnmnefls  and  goodwill  may  recommence  bnsineBS,  288,  338. 

but  most  not  interfere  nnfaiily  with  purchaser,  339. 

restrained,  thoo^^  no  express  covenant,  241. 

of  goods  falsely  marked,  innocent,  177. 

"Victoria" 

lozenges,  63, 198. 

"  Vienna  " 

bread,  80,  148. 

"Violin  School,  Loder's,*'  321. 

"Vulcan  Paraffin  Matches,"  151. 

Waggons, 

name  of,  298. 

"  Wamsutta" 
goods,  151. 

Warehousemen 

in  charge  of  goods  falsely  marked,  210. 

"  Warner's  Safe  Cure,"  285. 
Warrant,  Royal,  662. 

Warranty 

given  by  trade  mark,  3,  5. 

of  painting  by  painter's  name,  214. 

under  the  Merchandise  Marks  Act  1887,  215,  561. 

"  Washbrine  "  Soap,  46,  48,  73,  402. 

Watches, 

clocks  and,  563,  614. 

application  of  Merchandise  Marks  Act,  1887,  to,  556. 

order  in  council  as  to.  564,  609. 


•*  Watek  or  Ate  ^ 

*-  Watkklet  Hotku 

Thk,''±j«. 

**  Wed&w<:*>i»  - 

Weight,  faim  preten 
Ttbff  retmatd  t»i 

an  as  to,  170. 
Hnow  viio  kD  Auft, 

Weight§ 

and  mtMBim,  B9t,  593,  ^^. 

^  WE9TEKX  OK  MaS03C 

'«  H^«TEL,  The,"  297. 

*"  Wbbtox's  Wizakd  Oil.''  55,  74. 

Whakfixgku;, 
fin  of,  210. 
COM  of,  2^ 

Whati« 

?19. 

>  first  dasB :  a  namey  26. 
-  sec»Dd  dasB :  a  ajgnatnre,  36. 
•  third  das :  a  distineliTe  dsrioe,  maik.  bnoid,  bead- 
ing,  label,  or  ticket  37. 

foarth  daas :  ioTi^ted  vorda^  47. 

ifth  dasB :  non-deacnptiTe  words,  48L 

sixth  daas:  old mariks,  4S. 


a  imncy  vord  or  votds  not  in  ooaunoo  oae,  44. 
**  What  Cheek  Hori?E,  The,"  295. 
''  Wheelek  axd  Wilson's  Sewing  Machines,  60,  524. 
**  White  Chemicai«  Extkact,"  63. 
'*  Whitstable  Native  Oysters,"  62. 
"  Wilder  axd  Co.'s  Stomach  BnTERs,"  35. 

**  Wilkie'* 

ploughs,  34. 

"WiLLL^M  Ash," 
metal  goods,  33. 

"  Willoughby  Lake,**  151. 

WissLOw's  Soothing  Syrup,''  35. 
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"  WigTAR's  Balsam  of  Wild  Cherry,"  65. 

"  Wolfe's  Aromatic  Schiedam  Schnapps,**  36.  * 

"Wonderful  Magazine,  The,"  317,*617. 

"  Woods'  Hotel,"  296. 

"Worcestershire  Sauce,"  12,  55,  80,  83. 

Words 

in  oommon  use  or  descriptive,  no  trade  mark,  3,  53,  59,  62,  67. 
not  necessary  to  constitute  false  representation,  171. 
which  will  not  be  registered,  366,  461,  462. 

in  other  than  Roman  characters  to  Ise  translated  on  application, 
103,  459. 
And  see  Trade  Mark, 

"  Wothbrspoon's  Victoria  Lozeno^,"  198. 

Writ  '  . 

of  summons  Vith  indorsement,  form  of,  504. 


M 


Wrongful 

service  of  writ,  out  of  the  jurisdiction,  190. 

seisure  by  customs,  561. 

user  of  genuine  trade  marks,  158,  170. 

"  Yankee  Soap,"  65,  73. 
"  Yorkshire  Relish,"  80. 

"  Zephyr  Asiatic  Walnut  Pipe,"  46. 


•» 


the  end. 
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ASSISTED  BY  OTflKE  MEMBERS  OP  THE  BAB. 

WITH     AM  ER  LOAN      NOTES 

By  lEVINO  BEOWKfi, 

Former  It/  Editor  of  the  ^^  American  JSeporiSf**  fc, 

TO  BE  COMPLETED  IN  TWENTY- FIVE  VOLUMES. 

The  following  Volumes  have  heen  published : — 


Yob.  I. — ^Abandonmont-^Action. 
n.— Action — ^Amendment. 
m.^Aneient  Light— Banker. 
lY. — Bankruptcy— Bill  of  Lading.  • 
Y.— Bill  of  Sale—Conflict  of  Laws, 
yi.— Contract. 
VIL— Convertlon — Conniel. 
Yin. — Criminal-  Law— Beed. 


Vol.  L£.— Defamation — Dramatic  and 
'Xnsical  Copyright. 
X. — ^Sasement— Estate.     « 
XI. — Estoppel— Execution. 
XII. — ExectLtor— Indemnity. 
XIII  .—Infant — Insurance . 
XIY. — Insurance — Interpretation . 
XV. — Judge— Landlord  &  Tenant. 
Xyi. — ^Larceny — Mandate. 


Vol.  XVII.— Manorial  Bight— Mines  and  Minerals.    [Nearly  ready,) 

XVIII.— Mortgage.     (In  iJ^  Frets,) 
Royal  8vc.,  half  vellum,  gilt  top,  price  each,  neU  25s. 

Index  to  Volumes  I.  to  X. 

With  ADDENDA  from  1894  to  1896  inclusive. 
Pricoi  bound  in  "half  vellum,  net  20s. 

OPINIONS  OF  THE  PRESS. 

* '  One  of  the  most  ambitious^  and  ought  to  be,  when  it  is  complete,  one  of  the  most 
gMieraUy  useful  legal 'works  whioh  the  present  century  has  produced." — Literature. 
.     "  A  perfect  storehouse  of  the  principles  establisheid  and  illustrated  by  our  case 
law  and  that  of  the  United  States.^' — lawTimee, 

'*  By  this  time  this  series  has  become  so  widely  known,  and  doubtless  appre- 
dated,  that  it  becomes  unnecessaiy  to  do  much  more  than  chronicle  the  appearance 
of  the  new  volume,  to  state  the  contents,  and  to  say  that  its  workmanship  is  quite 
up  to  the  former  level." — Law  Journal. 

"  A  work  of  unusual  value  and  interest.  .  .  .  Each  leading  case  or  group 
of  oases  is  preceded  by  a  statement  in  bold  tj^  of  the  rule  whioh  they  are  quoted 
as  establishing.  The  work  is  happy  in  conception,  and  this  first  volume  shows 
that  it  will  be  adequately  and  successrolly  oarri^  out." — Solieiton^  Journal, 

''The  general  scheme  appears  to  lie  excellent,  and  its  execution  reflects  the 
greatest  credit  on  everybody  concerned.  It  may,  indeed,  be  said  to  constitute,  for 
die  present,  the  high-watennarkof  the  science  of  book-making.'' — Saturday  Beview. 

*'  The  English  Ruling  Gases  seem  generally  to  have  been  well  and  carefully 

chosen,  and  a  great  amount  of  work  has  been  expended Gi«at  accuracy 

and  care  are  shown  in  the  preparation  of  the  Notes." — Law  Quarterly  Review. 

* '  A  Cyclopsedi^L  of  law  .  .  .  most  ably  executed,  learned,  accurate,  dear,  concise ; 
but  perhaps  its-  chief  merit  is  that  it  impresses  on  us  what  the  practising  English 
lawyer  is  too  apt  to  forget — that  English  law  really  is  a  body  of  principles." 

■The  British  Review. 
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